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PREFACE 

TO 

THE    FOUETH    EDITION. 


Since  the  third  edition  of  this  book  was  published  many  new 
decisions  have  been  given  with  reference  to  matters  relating  to 
the  registration  of  trade  marks  and  also  in  actions  for  infringe- 
ment and  passing  off.  One  of  the  most  notable  developments  of 
the  last  few  years  has  been  the  increase  in  the  number  of  actions 
brought  to  enforce  traders'  common  law  rights,  the  reason,  no 
doubt,  being  that  persons  who  desire  to  engage  in  an  unfair 
competition  are  usually  sufficiently  wary  to  avoid  a  direct  imitation 
of  registered  trade  marks,  while  yet  contriving  in  other  ways  to 
divert  to  themselves  custom  not  intended  for  them.  The  decisions 
in  the  "  Yorkshire  Relish  "  and  "  Camel  Hair  Belting  "  cases  have 
•greatly  helped  to  give  an  impetus  to  this  develojDment,  though  it 
is  necessary  to  read  these  decisions  in  the  light  of  the  more  recent 
"  Cellular  Clothing  "  case. 

The  most  important  recent  decisions  relating  to  registration  are 
probably  the  pronouncements  as  to  t|ie  "  person  aggrieved  "  by  a 
wrongful  registration,  which  are  to  be  found  in  the  "  ApoUinaris  " 
and  "Yorkshire  Relish"  cases,  and  the  statements  by  the  House 
of  Lords  in  the  "  Solio "  case  as  to  the  meaning  of  the  term 
"invented  word."  In  view  of  the  use  made  in  that  case  by  some 
of  their  Lordships  of  the  Report  of  Lord  Herschell's  Committee, 
it  has  been  thought  useful  to  print  in  an  Appendix  the  more 
important  parts  of  that  Report.  Another  addition  which  has  for 
the  first  time  been  made  in  this  edition,  and  which  it  is  hoped  may 
be  of  use,  is  a  Table  of  Decisions  under  sect.  92  as  to  the  alteration 
of  registered  marks.  A  large  proportion  of  such  decisions  have 
never  been  reported,  but  are  published  in  the  Trade  Marks  Journal, 
with  sufficient  details  to  enable  the  marks  altered  to  bo  identified. 


Vl  PREFACE. 

As  in  the  third  edition,  the  Trade  Marks  Registration  Acts, 
1S75-7,  are  reprinted  ;  since,  though  they  are  repealed,  the  validity 
of  trade  marks  registered  under  them  still  depends  upon  the  terms 
of  the  Acts  in  force  at  the  date  of  registration,  and  a  reference  to 
those  Acts  is  frequently  necessary  in  order  to  correctly  appreciate 
the  hearing  of  the  earlier  decisions. 

In  this  edition,  as  in  former  editions,  a  large  niimber  of  American 
and  colonial  decisions  are  cited,  both  because  of  the  sale  which  this 
book  has  obtained  in  the  United  States  and  the  Colonies,  and  also 
because  of  the  increasing  extent  to  which  such  decisions  are  cited 
in  this  country.  "Although,"  as  Cockburn,  C.  J.,  said  (r/),  "the 
decisions  of  the  American  Courts  are,  of  course,  not  binding  on  us, 
yet  the  sound  and  enlightened  views  of  American  lawyers  in  the 
administration  and  development  of  the  law — a  law,  except  so  far 
as  altered  by  statutory  enactment,  derived  from  a  common  source 
with  our  own — entitle  their  decisions  to  the  utmost  respect  and 
confidence  on  our  part."  These  decisions  are,  It  is  admitted, 
"intrinsically  entitled  to  the  highest  respect"  (b),  having  been 
delivered  by  acute  and  practised  judges,  after  full  consideration  of 
English  as  well  as  American  authorities ;  and  it  may  reasonably 
be  anticipated  that  English  judges  will  in  similar  circumstances 
arrive  at  similar  conclusions. 

In  order  to  avoid  rendering  the  book  unduly  thick  the  size  of  the 
page  has  been  enlarged,  with  the  result  that,  notwithstanding  the 
great  increase  in  the  matter  dealt  with,  the  handiness  of  the  book 
remains  practically  unaltered. 

The  author  desires  to  offer  his  grateful  thanks  to  his  coadjutor, 
Mr.  Hemming,  who  has  devoted  great  pains  and  attention  to  the 
preparation  of  this  edition  ;  also  to  Mr.  W.  H.  Draj^er,  of 
Lincoln's  Inn,  who  has  given  much  valuable  help ;  to  Mr.  Ralph 
Griffin,  Registrar  of  Trade  Marks ;  to  Sir  W.  Murton,  of  the 
Board  of  Trade,  and  others,  for  kind  assistance. 


L.  B.  S. 


13,  New  Sqtjaee,  Lincoln's  Inn, 
June,  1899. 


(a)  Scaramanga  v.  Stamp,  5  C.  P.  D.  295—303. 

{b)  See  per  Patteson,  J.,  in  Beverley  v.  Lincoln  Gas  Light  and  Coke  Co.,  6  Ad.  &, 
Ell.  829-37,  and  Bacon,  V.-C,  in  Datvson  v.  Bank  of  Whitehaven,  4  Ch.  D.  639-48. 
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THE 

LAW  OF  TRADE  MAEKS 


CHAPTER  I. 

GENERAL  INTEODUCTION. 


The  general  principle  upon  wliieli  the  Courts  exercise  jurisdiction  General 
in  the  case  of  trade  marks  is,  that  "  a  manufacturer  who  produces  trad^mai^ 
an  article  of  merchandise  which  he  announces  as  one  of  public  law. 
utility,  and  who  places  upon  it  a  mark  by  which  it  is  distinguished 
from  all  other  articles  of  a  similar  kind,  with  the  intention  that  it 
may  be  known  to  be  of  his  manufacture,  becomes  the  exclusive 
owner  of  that  which  is  henceforth  called  his  trade  mark.  By  the 
law  of  this  country — and  the  like  law  prevails  in  most  other 
civilised  countries — he  obtains  a  property  in  the  mark  which  he 
so  affixes  to  his  goods.  The  property  thus  acquired  by  the 
manufacturer,  like  all  other  property,  is  under  the  protection  of 
the  law,  and  for  the  invasion  of  the  right  of  tlie  owner  of  such 
property  the  law  affords  a  remedy  similar  in  all  respects  to  that 
by  which  the  possession  and  enjoyment  of  all  property  is  secured 
to  the  owners"  («).  "A  man  is  not  to  sell  his  own  goods  under 
the  pretence  that  they  are  the  goods  of  another  man ;  he  cannot 
be  permitted  to  practise  such  a  deception,  nor  to  use  the  means 
which  contribute  to  that  end.  He  cannot,  therefore,  be  allowed  to 
use  names,  marks,  letters,  or  other  indicia  by  which  he  may  induce 
purchasers  to  believe  that  the  goods  which  he  is  selling  are  the 
manufacture  of  another  person  "  (//).  "  Supposing  the  rival  trader 
to  have  obtained  celebrity  in  his  manufacture,  he  is  entitled  to  all 
the  advantages  of  that  celebrity,  whether  resulting  from  the 
greater  demand  for  his  goods,  or  from  the  higher  j)rice  which  tlie 

(a)  I'er  Bacon,  V.-C.,  in  liansome  v.  (J)    Tcr  Lord    Langdalc,    M.  R.,   in 

Graham,  ol  L.  J.  Ch.  897.  Petri/  v.  Trucfdt,  G  Bcuv.  G6. 
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public  are  willing  to  give  for  tliem,  rather  than  for  the  goods  of 
other  manufacturers  whose  reputation  is  not  so  high.  Where, 
therefore,  a  manufacturer  has  been  in  the  habit  of  stamping  the 
goods  which  he  has  manufactured  with  a  particular  mark  or  brand, 
so  that  thereby  persons  purchasing  goods  of  that  description  know 
them  to  be  of  his  manufacture,  no  other  manufacturer  has  a  right 
to  adopt  the  same  stamp.  By  doing  so  he  would  be  substantially 
representing  the  goods  to  be  of  the  manufacture  of  the  manufacturer 
who  had  previously  adopted  the  stamp  or  mark  in  question,  and  so 
would  or  might  be  depriving  him  of  the  profit  he  might  have  made 
by  the  sale  of  the  goods  which,  ex  hypothesi,  the  purchaser  intended 
to  buy.  The  law  considers  this  to  be  wrong  towards  the  j)erson 
whose  mark  is  thus  assumed,  for  which  wrong  he  has  a  right  of 
action,  or,  which  is  the  more  effectual  remedy,  a  right  to  restrain 
by  injunction  the  wrongful  use  of  the  mark  thus  pirated  "  {a). 
Function  of  The  function  of  the  trade  mark  is  to  give  the  purchaser  a  satis- 

factory assurance  of  the  make  and  quality  of  the  article  he  is 
buying.  Thus,  it  was  said  by  Lord  Cottenham,  C.  {b),  "take  a 
piece  of  steel :  the  mark  of  the  manufactiu^er  from  whom  it  comes 
is  the  only  indication  to  the  eye  of  the  customer  of  the  quality  of 
the  article  ;  so  it  is  of  blacking,  or  any  other  article  of  manufacture 
the  particular  quality  of  which  is  not  discernible  by  the  eye."  It 
is  on  the  faith  of  the  mark  being  genuine,  and  representing  a 
quality  equal  to  tliat  which  he  has  previously  found  a  similar 
mark  to  indicate,  that  the  purchaser  makes  his  purchase.  "  That, 
in  truth,"  said  James,  L.  J.  (r),  "is  the  meaning  and  object  of  a 
trade  mark.  It  indicates  this — that  you  may  take  this  as  a 
warranty  that  it  has  come  from  the  particular  manufacturer  of  the 
goods  with  which  you  have  been  hitherto  pleased."  So,  again,  it 
was  said  by  Kay,  J.  {d) — "  What  does  a  trade  mark  mean  ?  It 
means  the  mark  under  which  a  particular  individual  trades,  and 

[a)  Per  Lord  Cranworth,  C,  in  Scixo  (h)  In   Spottisivoode   v.    Clarice,    2   Ph. 

V.  Frovezeyide,  L.  R.  1  Ch.  192.     And  see  154.    And  see  Sold  v.  Gcisendorf,  1  Wils. 

per  the  United  States  Supreme  Court  in  (Ind.)  60  ;  Kiddy.  Johnson,  100  U.  S.  617. 

Canal    Co.    v.     Clark,     80    U.    S.    311  ;  (c)  Massam  v.  J.  W.   Thorleifs   Cattle 

McLean  v.  Fleming,  96  U.  S.  245  ;   and  Food  Co.   (2),  14  Ch.  D.  748.     And  see 

Amosheag  Manufacturing  Co.  v.  Trainer,  Amoskeag  Manufacturing  Co.  v.  Trainer, 

101     U.     S.      51 ;     and     per    Moles-  101    U.     S.    51 ;     Liggett     and    Myers 

■worth,    J.,    in  the   Supreme   Court    of  Tobacco  Co.  v.  Hynes,  20  Fed.  Rej).  883  ; 

Victoria  in  In  re  Brehner,  2  W.  &  W.  12  ;  BoU  v.  Menendez,  128  U.  S.  182. 

and  per  Levinge,  J.,  in  the  High  Court  [d)  In  re  Australian    Wine  Importers, 

of  Bengal,  in  Orr-Fwing  ^-  Co.  y.  Grant,  Ld.,   41    Ch.  D.   278.     And  see  In.   re 

Smith  cj-  Co.,  2  Hyde,  185.  Kinahan,  10  P.  R.  393. 
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wliicli  indicates  the  goods  to  be  his  goods — either  goods  manufac- 
tured by  him,  or  goods  selected  by  him,  or  goods  which  in  some 
way  or  other  pass  through  his  hands  in  the  course  of  trade.  That 
is  the  meaning  of  a  trade  mark.  It  is^  a  mode  of  designating 
goods  as  being  the  goods  which  have  been,  in  some  way  or  other, 
dealt  with  by  the  person  who  owns  the  trade  mark."  Similarly, 
Bo  wen,  L.  J.  (a),  has  described  the  function  of  a  trade  mark  as 
being  "  to  give  an  indication  to  the  purchaser  or  possible  purchaser 
as  to  the  manufacture  ot  quality  of  the  goods — to  give  an  indica- 
tion to  his  eye  of  the  trade  source  from  which  the  goods  come,  or 
the  trade  hands  through  which  they  pass  on  their  way  to  the 
market." 

Yet,  while  the  object  of  the  trade  mark  is  to  indicate  quality,  a  Mere  state- 
mere  English  adjective,  or  word  in  common  use  [h),  which  indi-  ™^j^^|. 
cates  quality  and  nothing  more,  not  serving  to  connect  the  goods  trade  mark, 
with  any  j^articular  manufacturer  or  seller,  cannot  be  appropriated 
as  a  trade  mark ;  for  no  person  can  be  permitted  to  exclude  others 
from  the  use  of  words  common  to  all,  even  in  their  application  to 
goods ;  and  without  such  exclusive  appropriation,  the  mark  is  a 
mere  statement,  offering  no  guarantee  and  making  no  one  respon- 
sible for  its  correctness.     And  in  the  same  way  the  use  of  a  mark 
which  has  for  its  object  the  enabling  purchasers  to  divide  into  equal 
pieces  the  substance  to  which  it  is  applied,  cannot  deprive  other 
makers  of  the  right  to  use  other  somewhat  similar  marks  with  the 
same  object  {(■). 

Marks,  however,  which  do  serve  to  indicate  the  production  of  a  Exception, 
certain  manufacturer,  though  at  the  same  time  subject  to  variation 
for  the  purpose  of  denoting  different  qualities,  are  entitled  to  pro- 
tection {d) .      And  it  may  be    observed  that  a    symbol   or   word 

(a)  III    re    Fowell    (2),    (1893)    2    Ch.  [c)  Lanaman   and   Drummond    Tohacco 

388.  Co.  V.  ItKffiier,  15  U.  S.  Pat.  Gaz.  559. 

[h)  Br ahamx.  Bustard,  m.&'M..  Ail ;  [d)  Hirst   v.   Dcnham,  L.  R.    U    Eq. 

Raggett  v.  Findlater,  L.  R.  17  Eq.  29;  542;  Itaiisomc  v.  Graham,  51  L.  J.  Ch. 

In  re  Barrows,  5   Ch.  D.  353  ;   Spottis-  897  ;  Moses  v.   Sargood,  Dig.   63G  ;  Sohl 

woode  V.  Clarke,  1  Coop.  264  ;   Gillott  v.  v.  Geisendorf,  1  Wils.  (Ind.)  60;   GodUlot 

Esierbrook,'R.Qo-s.,ZbZ;  Osgood  \.  Allen,  v.  Harris  [per  Daufortli,  J.),   81  N.  Y. 

1  Plolmes,  185  ;  In  re  Eaqle  Feneil  Co.,  263.     See  Ntokes  v.  Landgrajf,  17  Barb. 

10  U.  S.  Pat.  Gaz.  981  ;  ^Lawrence  Mfg.  608  ;  R.  Cox,    137  ;   GiUott  v.   Kettle,  3 

Co. ^r.  Tennessee  Mfg.  Co., \'6%\5.^.hZl;  Duer,    624;    R.    Cox,    148;    Gillott    v. 

Columbia  Mill  Co.  v.  Alcorn,   150  U.  S.  Estcrhrook,  47  Barb.  455  ;  R.  Cox,  340  ; 

460;    Liggett  and  Mgers''  Tohaceo  Co.  v.  4  8  N.  Y.  374;  Amoskcag  Mamifacturing 

J?eif/ro/y«cco  Co.,  104Mo.  53;  43  Am.  St.  Co.  y.    Trainer,   101    U.    S.    51;    Merry 

Rep.  313;  lAstman  Mill  Co.  v.  William  v.    Uoopes,     111    N.    Y.    415;    Jtalli   v. 

Listman  Milling  Co.,  88  WiKC.  334  ;  43  Eleminij,  Ind.  L.  R.  3  Calc.  417.     And 

Am.  St.  Rep.  907.  see  Wood  v.  Lambert,  32  Ch.  D.  217. 
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Trade  mark 
not  always 
indicative  of 
actual  manu- 
facturer. 


May  be 
indicative  of 
selector. 


May  indicate 

natural 

products. 


indicating  quality  in  one  class  of  goods  need  not  necessarily  do  so 
in  another  (a). 

The  use  of  the  trade  mark  is  not  in  all  cases  to  designate  the 
maker  of  the  substance  to  which  it  is  attached  (b),  though  that  is 
usually  so ;  it  may  indicate  some  other  person  who  has  expended 
labour  on  the  article,  so  that,  as  finished,  it  owes  some  portion  of 
its  value  to  him.  Thus,  in  a  case  in  the  Supreme  Court  of  New 
York  ((')  it  was  held  that,  where  one  person  manufactured  cotton 
cloths,  and  another  printed  them,  the  mai'k  was  indicative  of  the 
printer  and  not  of  the  original  manufacturer.  So  a  trade  mark 
has  been  recognized  as  indicating  the  bleacher  who  finished  the 
goods  which  another  person  had  manufactured  (d) ;  and  in  the  same 
way,  one  may  serve  to  denote  the  importer  (c)  or  exporter  (./')  of 
manufactui'ed  goods. 

Again,  a  trade  mark  may  be  so  composed  as  to  indicate  that 
the  goods  have  been  examined  and  selected  by  a  person  of  known 
ability,  so  that  they  have  attributed  to  them  such  value  as  his 
approval  can  give,  and  his  reputation  depends  upon  their  cor- 
responding to  their  alleged  quality.  In  such  a  case,  therefore, 
the  trade  mark  belongs  to  the  selector  and  not  to  the  manufac- 
turer (^). 

To  go  farther,  it  is  not  necessary  that  the  goods  to  which  the 
mark  is  affixed  should  be  manufactured  goods  at  all ;  it  is  suffi- 
cient if  the  vendors,  whose  proj)erty  the  trade  mark  is,  have  alone 
the  opportunity  of  procuring  the  article  in  question,  so  that  the 
trade  mark  indicates  accurately  the  source  from  which  the  article 
is  derived.     This  is  particularly  the  case  with  mineral  waters  and 


(a)  In  re  English,  TJ.  S.  Pat.  Comm. 
Decis.  1870,  142 ;  In  re  Dick  ^-  Co., 
9  U.  S.  Pat.  Gaz.  538. 

{h)  See  per  Bacon,  V.-C,  in  Ford  v. 
Foster,  L.  R.  7  Ch.  611.  See,  also,  Knott 
v.  Marshall,  W.  N.  1894,  214. 

(c)  Amoskeaff  Manufacturing  Co.  v. 
Garner,  55  Barb.  151  ;  R.  Cox,  541. 
See  Amoskeag  Manufacturing  Co.  v. 
Garner  (2),  54  How.  Pr.  298 ;  and 
Wamsutta  Mills  v.  Allen,  12  Phila.  535. 

{d)  In  re  Si/kes,  43  L.  T.  N.  S.  626. 

{e)  Godillot  V.  Hazard,  44  N.  T.  Super. 
Ct.  427  ;  Ralli  V.  Fleming,  Ind.  L.  R.  3 
Calc.  417;  Taylors.  Virnsami,  Ind.  L.  R. 
6  Mad.  108;  In  re  ApolUnaris  Co.,  (1891) 
2  Ch.  186,  226,  230. 


(/)  Robinson  v.  Finlay,  9  Ch.  D.  487, 
though  it  was  held  on  appeal  that  in 
that  particular  instance  this  was  not  the 
case. 

[g)  Hirsch  v.  Jonas,  3  Ch.  D.  584  ;  In  re 
Australian  Wine  Importers,  Id.,  41  Ch. 
D.  278 ;  In  re  ApolUnaris  Co.,  (1891)  2  Ch. 
186,  226,  230;  leahy  v.  Glover,  10 
P.  R.  141  ;  Bencdictus  v.  Sullivan,  Powell 
^  Co.,  12  P.  R.  25  ;  Thomson  6;  Co.  v. 
Robertson,  Ct.  Sees.  Cas.  4th  Ser.  XV. 
880 ;  Yale  Cigar  Manufacturing  Co.  v. 
Yale,  30  U.  S.  Pat.  Gaz.  1183  ;  Holt  v. 
Menendez,  128  U.  S.  182  ;  levy  x. 
TJ'aitt,  56  Fed.  Rep.  1016  ;  61  Fed.  Rep. 
1008.  And  see  TFoodv.  lambert,  32  Ch. 
D.  247  ;  and  In  re  Wills  (2),  (1893)  2  Ch. 
262. 
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similar  productions  {a).  A  mere  name,  however,  for  a  natural 
product  which  is  available  by  all  the  world,  cannot  be  exclusively 
appropriated  by  an  individual,  who  possesses  no  exclusive  access 
to  its  source  (h). 

The  benefits  derivable  from  the  recognition  of  the  exclusive  Advantages 
right  of  "a  trader  to  his  trade  mark  are  apparent  from  the  con-  trade^marks 
sideration  that  the  "  trade  mark  is  both  a  sign  of  the  quality  of 
the  article  and  an  assurance  to  the  public  that  it  is  the  genuine 
product  of  his  manufacture.  It  thus  often  becomes  of  great  value 
to  him,  and  in  its  exclusive  use  the  Court  will  protect  him  against 
attempts  of  others  to  pass  off  their  products  upon  the  public  as  his. 
This  protection  is  afforded,  not  only  as  a  matter  of  justice  to  him, 
but  to  prevent  imposition  upon  the  public  "  (c) . 

The  protection  of  trade  marks  is,  therefore,  beneficial  to  the 
public,  since  it  enables  them  to  buy  with  confidence — that  they  are 
getting  what  they  require  ;  while  at  the  same  time  it  is  beneficial 
to  the  manufacturer,  since  it  affords  him  the  means  of  securino-  the 
benefit  of  the  custom  which  he  deserves  and  which  is  intended  for 
him.  When  the  owner  of  a  trade  mark  is  asserting  his  exclusive 
rights,  "  monopoly  is  not  the  thing  for  which  the  one  party 
struggles  and  which  the  other  resists.  On  the  contrary,  fair 
trading  is  all  for  the  protection  of  which  the  law  is  invoked ;  and 
the  public,  as  well  as  the  manufacturer  or  merchant,  are  concerned 
that  infringement  of  trade  marks  and  trade  designations  should  be 
prevented.  For  there  is  a  double  wrong :  the  public  are  or  may 
be  deceived,  and  the  trader  whose  trade  mark  or  trade  designation 
is  infringed  is  or  may  be  injured  "  (d).     So  advantageous  did  the 

(«)  ApoUinaris  Co.  v.  Xorrish,  33  L.  T.  Rep.  2o4  (Blue  Lick  Water).     And  see 

N.   S.   242;   ApoUinaris  Co.\.  Edwards,  the  coal  cases — Bra/iam  v.  Beachiin,  7  Ch. 

Seton,  5th  ed.  537  (ApoUinaris  Water) ;  D.  S48  ;  liavis  v.   Tylor,  Jessel,  M.  R., 

Radde   v.    Norman,    L.    R.    14    Eq.   348  April  24th,  1879;  Lochgclly  Co.,  Ld.  v. 

(Leopoldshall  Kainit)  ;  Congress  and  Em-  Lumphinnans  Iron  Co.,  Ct.  Sess.  Cas.  4th 

pire  Spring   Co.  v.  High   Rock    Congress  Ser.  VI.  482. 

Spring  Co.,  57  Barb.  526 ;  R.  Cox,  599  (j)   Young  v.  Macrae,  9  Jur.  N.  S.  322 

(Congi-ess  Spring  Water)  ;    Wheeler  v.  (Paraffin  Oil) ;    Canal  Co.  v.    Clark,   80 

^o/j«s<o«,  3  L.R.Ir.  284  (Cromac  Springs  XJ.  S.   311   (Lackawanna  Coal);    Mont- 

Water)  ;  Dunbar  v.  Glenn,  42  Wise.  118  gomerie  v.  Donald  ^-  Co.,  Ct.  Sess.   Cas. 

(Bethesda  Mineral  Water)  ;   Carlsbad  v.  4th  Ser.  XI.  506  (Water  of  Ayr  Stone)  ; 

TibbetU,  51  Fed.  Rep.  852  ;   Carlsbad  \.  jj^,^t  v.  /.  T.  Lovctt  ^  Co.,  71  Fed.  Rep. 

Thackcrag,  hi  Fed.  Rep.  18;   Carhhad  v.  173  (Green  Mountain  Grapes). 
X?<<«OM-,  68Fed.  Rep.  794;  71  Fed.  Rep.  ,  .    -n     t-    a    q        nt    •      ir     ;   // 

,p-t      fill         V  ;    ;/      "o  17   1    Tj  ('■)  J^^r  L'-  S.   Sup.  Ot.  in  Manhattan 

107;   (,iirlsbad  v.   Scltiiltz,   ta  i^od.   Kep.  ^^^  ■  ■       ,,  7.,-     7    mo   tt     t-     .no 

<rn  m    1  u    1   c  li  \      7j'     ;;•         7-  Medici/ie   Co.   V.    U' ood,    108    U.    S.    218. 

469  (Carlsbad  Silts);  licpubhque  I'ra)i-  ,     ,  ,        ,         ir       /•    ^     ■       /> 

^      c.  1    ,,     r^  -A  1    1)        .,.,  ,\T-  1  And  see  Amoskcag  Manufacturing  Co.  v. 

caisev.  Si-hultz,  bi  J^ed.  Rep.  37  (Vichy  „  ,>  <j      ^£   on    cnn 

Water)  ;  Farkland  HUls  Blue  Lick  JFater       ^J'"'"''  ^  ^''^'^-  ^-  ^-  ■^^•^• 

Co.  V.  Eaivkins,  95  Ky.  502  ;  44  Am.  St.  (<^)  ^^^'  I^o^d  Craighill  in  Dunnachie  v. 
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adoption  of  a  trade  mark  speedily  prove  to  be  that,  in  1742,  Lord 
Hardwicke,  C,  said  that  "  every  particular  trader  had  some  par- 
ticular mark  or  stamp  "  {a). 

In  the  earliest  case  on  record  {b)  damages  were  given  for  the 
infringement  of  a  mark  on  cloth,  though  it  is  not  clear  from  the 
reports  whether  the  plaintiff  was  a  clothmaker  whose  mark  had 
been  pirated,  or  a  purchaser  who  had  been  deceived  into  buying 
the  wrong  goods. 

In  Bhnchard  v.  Kill  (c),  however,  in  1742,  Lord  Hardwicke 
refused  to  protect  the  "  Grreat  Mogul  "  stamp  on  cards,  deciding,  in 
effect,  that  there  was  no  right  of  property  in  a  trade  mark, 
though  actual  fraud  might  be  restrained  or  punished,  as  in 
Southern  v.  How  [d).  The  decision  seems  in  great  measure  to  have 
been  founded  upon  a  dread  of  setting  up  a  monopoly,  the  distinc- 
tion between  a  trade  mark  and  a  patent  not  being  clearly  present 
to  his  lordship's  mind. 

In  Singleton  v.  Bolton  (e),  in  the  Court  of  King's  Bench  (1783), 
Lord  Mansfield,  C.  J.,  said  that  if  the  defendant  had  sold  a 
medicine  of  his  own  under  the  plaintiff's  name  or  mark,  that 
would  be  a  fraud  for  which  an  action  would  lie  ;  but  the  name  of 
an  original  inventor  being  the  trade  mark  in  question,  evidence 
was  necessary  of  the  medicine  having  been  sold  as  if  prepared  by 
the  plaintiff,  a  distinction  being  thus  drawn  between  the  trans- 
missibility  of  a  name  and  that  of  other  trade  marks,  which  has 
since  been  removed  (/). 

In  Scotland  an  interdict  was  granted  in  1823  to  restrain  the 
infringement  of  a  trade  mark  {[/) ,  but  in  England  it  was  for  the 
first  time  perceived,  in  1824,  that  goods  sold  with  a  pirated  mark 
attached,  though  they  might  not  deceive  an  immediate  purchaser, 
yet  might  deceive  an  ultimate  purchaser,  who  might  have  no  notice 
of  the  fraud  (//). 

This  ease  marks  the  last  stage  of  development  in  the  law  of  trade 
marks  as  recognised  at  Common  Law  (/) ;  and  the  requisites  neces- 


Young  ^'  Sons,  Ct.  Sess.  Cas.  4tli  Ser.  X. 
874.  And  see  State  of  Missouri  y.  Gibbs, 
56  Mo.  133  ;  and  Blackwell  v.  Wright,  73 
N.  Car.  310. 

{a)  Blancharcl  v.  Hill,  2  Atk.  484,  485. 

(b)  Sonthcrnv.  How,  Poph.  144  ;  3  Cro. 
471;  2E,olle,  28. 

(c)  2  Atk.  484. 

(d)  Poph.  144. 
{e)  3  Doug.  293. 


(/)  See  Leather  Cloth  Co.  v.  American 
Leather  Cloth  Co.,  1  H.  &  M.  271  ;  4  De 
G.  J.  &  S.  137  ;  11  H.  L.  C.  523,  and 
cases  collected  at  p.  101,  note  [c). 

{(/)  WUkie  V.  McCulloch,  Ct.  Sess.  Cas. 
1st" Ser.  II.  413. 

(//.)  Sykes  v.  Sykes,  3  B.  &  Cr.  541. 

(i)  See  per  Sir  G.  Mellish,  L.  J.,  in 
Singer  Manufacturing  Co.  v.  Wilson,  2 
Ch.  D.  434,  454. 
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saiy  to  entitle  a  plaintiff  to  recover  damages  were,  in  accordance 
with  the  judgment  of  Sir  T.  Wilde,  0.  J.,  in  Rodgcrs  v.  NoidU{a), 
that  he  should  have  been  accustomed  to  use  a  certain  mark  upon 
goods  of  his  manufacture  to  denote  that  that  was  so,  that  that 
mark  was  known  in  the  trade  {b),  and  that  the  defendant  had 
imitated  the  mark  and  sold  goods  bearing  it,  as  and  for  the  plain- 
tiff's goods,  with  intent  to  defraud  (c). 

Lord  Blackburn,  discussing  the  history  of  trade  mark  law  in  Lord  Black- 
Singer  Mannfadunmj  Co.  v.  Loog  (d),  said:  "The  original  founda-  ^^i^^uZI^ 
tion  of  the  whole  law  is  this — that  when  one,  knowing  that  goods  ^''-  ^-  ^°°9- 
are  not  made  by  a  particular  trader,  sells  them  as  and  for  the 
goods  of  that  trader,  he  does  that  which  injures  that  trader.  At 
first  it  was  put  upon  the  ground  that  he  did  so  when  he  sold 
inferior  goods  as  and  for  the  trader's ;  but  it  is  established,  alike  at 
law  and  in  equity,  that  it  is  an  actionable  injury  to  pass  off  goods 
known  not  to  be  the  plaintiff's  as  and  for  the  plaintiff's,  even 
though  not  inferior.  The  modes  in  which  goods  may  be  passed  off 
as  and  for  the  plaintiff's  vary.  The  most  usual  is  where  a  particular 
mark  on  the  goods,  or  on  the  packages  in  which  they  are  sold,  has 
been  used  to  denote  that  they  are  made  by  a  particular  firm  to 
such  an  extent  that  it  is  imderstood  in  the  market  to  bear  that 
meaning.  The  law  as  to  those  trade  marks  is  now  regulated  by 
statutes,  but  before  there  was  any  legislation  on  the  subject  it  was 
well  settled  that  when  any  one  adopted  a  mark  so  closely  resembling 
the  trade  mark  of  the  plaintiff  that  it  would  be  likely  to  be  mis- 
taken for  it,  and  put  it  on  his  goods  and  sold  them,  knowing  that 
though  the  persons  to  whom  he  sold  them  were  well  aware  that 
they  were  not  the  plaintiff's  make,  yet  that  they  were  meant  to  be  sold 
to  others  who  would  see  only  the  trade  mark,  and  were  likely  to  be 
deceived  by  its  resemblance  to  that  of  the  plaintiff,  he  might  be 
properly  found  to  have  knowingly  and  fraudulently  sold  the  goods 
as  and  for  the  plaintiff's  goods.  And,  so  far,  there  was  no  differ- 
ence between  law  and  equity. 

"  But  at  law  it  was  necessary  to  prove  that  an  injury  had  been 

{n)  .5  C.  B.  109.  America  under    the  U.   S.   Statute  of 

{b)  Applieatiou  for  registration,  pro-  1870 :    In    re    The    Datcher    Temple    Co, 

vided  the  connection  with  the  goodwill  U.   S.    Bat.    Comm.    Decis.    1871,    248. 

of  the  business  is  observed,  is  now  oqui-  And  sec  §  7  of  the  U.  S.  Act  of  1881. 

valent  to  public  use  of  a  mark :   Patents  (c)  See,  however,  the  Judicatui'e  Act 

Act,  1883,  ^  75,  as  amended  by  the  Act  of   1873,    §   2.5,  by  which   the  rules   of 

of  1888  ;  and  see  Trade  Marks  Act,  187'>,  equity  prevail. 

^  2.     This  was   hc]d   to   be   so  also   in  [d)  8  App.  Cas.  29. 
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actually  done ;  in  equity  it  was  enough  to  show  that  the  defendant 
threatened  to  do,  and  would,  if  not  prevented,  do  that  injury. 
But  there  is  a  further  question  on  which  there  may  be  a  difference 
between  law  and  equity."  The  difference  to  which  allusion  is 
here  made  arises  from  the  fact  that  in  equity  the  protection  to  the 
manufacturer  and  the  public  was  carried  a  stage  farther  in  1833  by 
the  decision  of  Lord  Cottenham,  C,  in  MiUington  v.  Fox  (a),  since 
which  time  it  has  not  been  necessary  to  prove  an  actual  fraudulent 
intention,  the  remedy  being  obtainable  if  the  defendant's  conduct 
has  been  such  as  to  produce  the  effects  of  fraud,  though  he  may,  in 
fact,  have  acted  in  perfect  innocence. 

It  is,  however,  "  no  part  of  the  duty  of  the  Court  to  enforce  the 
observance  of  the  dictates  of  morality"  (/>),  and  therefore,  if  a 
defendant  "  has  an  abstract  right  to  do  what  he  has  done,  the 
Court  must  permit  it,  however  opposed  to  one's  moral  sense  "  (e). 
The  Court  will  not  interfere,  simply  on  the  ground  that  there  is  a 
misrepresentation,  unless  some  right  belonging  to  the  plaintiff  has 
been  interfered  with  (d). 

The  mode  of  acquiring  a  right  to  a  trade  mark  was,  from  1875 
to  1883,  regulated  by  the  Trade  Marks  Eegistration  Acts, 
1875 — 1877  (e).  The  trade  mark  was  required  to  accord  with  the 
definition  contained  in  section  10  of  the  Act  of  1875  (/),  and  not 
to  be  obnoxious  to  the  restrictions  of  section  6  ;  and  it  had  to 
be  registered,  or,  if  it  had  been  used  before  the  passing  of  the  Act, 
application  must  have  been  made  for  registration,  and  have  been 
refused,  in  which  case  a  certificate  of  refusal  could  be  obtained 
from  the  registrar  {g),  unsuccessful  applicants  thus  retaining 
whatever  rights  might  have  been  theirs  before  the  Act.  For  a 
mark  to  have  been  used  before  the  Act,  it  was  sufficient   for  a 


{a)  3  My.  &  Cr.  338.  In  Gout  v. 
Aleploghi,  5  Leg.  Obs.  496,  the  Vice- 
Chancellor  of  England  held  that  "  the 
plaintiff  had  acquired  by  long  previous 
usage  the  exclusive  right''''  to  his  trade 
marks,  but  the  report  is  too  brief  to 
show  whether  that  expression  was  em- 
ployed in  its  full  meaning.  Hogg  v. 
Eirby,  8  Ves.  215  (1803) ;  and  Bay  v. 
JUnning,  C.  P.  Cooper,  489  ;  and  1  Leg. 
Obs.  205  (1831),  were  cases  of  fraudulent 
competition ;  and  in  Henry  v.  Frice,  1 
Leg.  Obs.  364  (1831),  there  were  circum- 
stances of  fraud. 

(i)  Fer  Wood,  V.-C,  in  Batty  v.  mil, 
1   H.  &  M.  264.     And  see  Roper's,   i^-c. 


Co.  V.  Copemari's,  ^c.  Association,  limited, 
28  Sol.  J.  218  ;  A'ative  Guano  Co.  v. 
Sewage  Man  wre  Co . ,  8  P.  R.  125;  Sch  neider 
V.  Williams,  44  N.  J.  (Eq.)  391. 

{c)  Braham  v.  Bustard,  1  H.  &  M.  447. 

(rf)  See  Batty  v.  Mill,  ubi  supra. 

{c)  38  &  39  Vict.  c.  91  ;  39  &  40  Vict, 
c.  33  ;  40  &  41  Vict.  c.  37. 

(/)  "WTiich  was  so  restricted  as  to  ex- 
clude from  registration  some  marks  pre- 
viously recognized :  Ex  parte  Stephens  [2], 
3  Ch.  D.  659  ;  In  re  Mitchell  (1),  7  Ch. 
D.  36.  See  Rose  v.  Evans,  48  L.  J.  Ch. 
618. 

[g)  \  2  of  Amendment  Act,  1876. 
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vendible  article  to  have  been  actually  in  the  market,  bearing  the 
mark  in  question  ;  it  was  not  necessary  for  this  to  have  been  the 
case  for  any  length  of  time,  so  long  as  there  was  some  user  (a). 

The  Trade  Marks  Acts,  1875-7,  are  now  repealed,  and  replaced 
by  the  Patents  Acts,  1883-8  (b),  which  contain  a  wider  and  more 
comprehensive  definition  of  a  trade  mark  (e),  but  are  in  other 
respects  substantially  identical,  so  far  as  concerns  the  acquisition  of 
trade  marks,  with  the  repealed  Acts  (r/) . 

A   trade  mark   must,    under  the   present   Acts,   as   under   the  Appropriati. 
repealed  Acts,  be  registered  as  belonging  to  particular  goods  or  cksse'^^'f^ 
classes  of  goods  (e),  according  to  the  classification  of  goods  eon-  goods. 
tained  in  the  Eules ;  and  trade  marks  used  before  the  Act  of  1875 
can  only  be  protected  in  respect  of  the  same  classes  of  goods  as 
those  to  which  they  have  been  habitually  applied,  for  no  man  could 
be  so  deceived  as  to  suppose  that  he  was  buying  A's  linen  because 
he  saw  the  same  mark  as  A's  on  B's  iron  (/"). 

A  trade  mark  is  assignable  and  transmissible,  but  only  in  con-  Assig-nment 
neetion  with  the  goodwill  of  the  business  concerned  with  the  sroods  ''^°-*^  trans- 
or  classes  of  goods  to  which  it  relates  {{/).     A  trade  mark  cannot 
exist  in  gross  and  unattached  to  specific  articles  (//),  for,  if  that 
could  be  so,  the  mark  might  come  to  be  an  instrument  of  deception, 
instead  of  a  guarantee  of  genuineness  (/).     In  an  assignment  of 


(a)  Per  Lord  Westbmy,  C,  in  3fc 
Andrew  v.  Bassett,  4  De  G.  J.  &  S.  380  ; 
Wheeler  v.  Johnston,  3  L.  E,.  Ir.  284  ; 
In  re  Simpson,  Daries  iS,-  Sons  (2),  Jessel, 
M.  R.,  Jan.  12,  1881 ;  SoinerviUeY .  Scheni- 
bri,  12  App.  Cas.  453  ;  and  other  cases. 

{b)  46  &  47  Viot.  c.  57  ;  48  &  49  Vict. 
c.  63 ;  51  &  62  Vict.  c.  50. 

[c)  See  §  64  of  the  Act  of  1883  as 
amended  by  ^  10  of  the  Act  of  1888. 

(d)  See  ^§  62—74. 

(«)  Trade  Marks  Act,  1875,  §  2; 
Patents  Act,  1883,  §  65. 

(/)  Hall  V.  Barrows,  4  De  G.  J.  &  S. 
150  ;  Ainsivorth  v.  Wahnsleij,  L.  R.  1  Eq. 
518  ;  Merchant  Banking  Co.  v.  Merchants' 
Bank,  9  Ch.  D.  560;  Societe  Anonyme  des 
Mines,  cfc.  V.  Baxter,  14  Bl.  C.  C.  261  ; 
Col  man  v.  Crump,  70  N.  Y.  573  ;  Hart 
V.  Colley,  44  Ch.  D.  193. 

(-7)  Patents  Act,  1883,  \  70.  And  see 
Ti-adc  Marks  Act,  1875,  §  2;  Hall  v. 
Barrows,  4  De  G.  J.  &  S.  150  ;  Edwards 
V.  Dennis,  30  Ch.  D.  454  ;  In  re  Well- 
come, 32  Ch.  D.  213  ;  In  re  BolonachC s 
Empire  Chocolate  Co.,  89  L.  T.  Jo.  273 ; 


Thornehe  v.  Hill,  (1894)  1  Ch.  569  ; 
Dixon  Crucible  Co.  v.  Guggenheim,  2 
Brews.  321  ;  R.  Cox,  559  ;  Smith  v.  Fair, 
14  Ont.  Rep.  729;  McVcagh  v.  Valencia 
Cigar  Factorg,  32  U.  S.  Pat.  Gaz.  1124. 
And  see  Hammond  v.  Malcolm  Bru)ikrr 
ij-  Co.,  9  P.  R.  301,  where  an  assigminent 
of  a  trade  mark  with  such  portion  of  the 
goodwill  as  related  to  the  goods  to  which 
the  trade  mark  applied  was  held  valid ; 
and  In  re  Magnolia  Metal  Co.,  (1897)  2 
Ch.  371,  where  the  goodwill  was  only 
indirectly  connected  with  the  goods  for 
which  the  trade  mark  was  registered. 

(/()  McAndrew  v.  Bassett,  4  De  G.  J. 
&  S.  380  ;  leather  Cloth  Co.  v.  American 
leather  Cloth  Co.,  ib.  137;  11  H.  L.  C. 
523  ;  Dixoti  v.  Guggenheim,  ubi  supra  ; 
Wheeler  v.  Johnston,  3  L.  R.  Ir.  284  ; 
Kiddv.  Johnson,  lOOU.  S.  617;  Weston 
V.  Ketcham  (1),  39  N.  Y.  Super.  Ct.  54 ; 
8.  C.  (2),  51  How.  Pr.  455. 

(/)  Cotton  V.  Gillard.  41  L.  J.  Ch.  90  ; 
Dinto  V.  Badman,  8  P.  R.  181  ;  Hammond 
V.  Malcolm,  Brunkcr  ^-  Co.,  9  P.  R.  301. 
See  Witthaus  v.  Braun,  44  Md.  303. 


10 


GENERAL  INTKODUCTION. 


Bankruptcy. 


Trade  mark 
lost. 


Infringement. 


the  business  and  goodwill,  the  trade  mark,  in  the  absence  of  any 
indication  to  the  contrary  (a),  passes  as  a  matter  of  course  (//),  or, 
if  specially  excepted,  must  cease  to  be  available  by  the  vendor. 
On  the  death  of  a  registered  proprietor,  his  legal  personal  repre- 
sentative acquires  the  title  to  the  mark.  Subsequent  registered 
proprietors  stood  in  the  same  position,  under  §  4  of  the  Trade 
Marks  Act  of  1875,  as  if  their  title  were  a  continuation  of  the  title 
of  the  first  registered  proprietor  (c).  And  this  will  still  be  so, 
though  the  section  has  not  been  re-enacted  in  the  present  Acts. 

It  has  been  held  in  bankruptcy  that  a  trade  mark  passes  to  a 
trustee  in  bankruptcy,  as  being  "  goods  and  chattels  "  within  §  lo, 
sub-s.  5,  of  the  Bankruptcy  Act,  1869  (d). 

Apart  from  the  special  provisions  of  the  Patents  Act,  1883,  a 
trade  mark  may  be  lost,  as  by  its  coming  to  be  commonly  applied 
to  a  special  article,  in  which  case  it  becomes  puhlici  juris ;  thus 
"  Worcestershire  sauce,"  which  might  at  one  time  have  been 
protected,  could  no  longer  be  so  when  it  had  come  into  common 
use  {e).  But  for  general  user  to  render  a  mark  of  common  right, 
it  must  be  used  on  the  same  goods  as  those  for  which  an  exclusive 
right  to  it  is  claimed  ( /') .  It  was  also  held,  before  the  passing  of 
the  Registration  Acts,  that  if  a  person  abandons  a  suit  which  he 
has  undertaken  to  restrain  infringement,  he  abandons  his  exclusive 
right  (.7). 

When  once  a  person  has  acquired  a  right  in  the  trade  mark,  any 
infringement  of  that  right  will  foi-m  a  ground  for  the  interference 
of  the  Court.     For  the  Court  to  interfere  there  must  be  fraud,  for 


(a)  Li  re  Roger  (2),  12  P.  E.  149  ; 
Curriew.  Currie,  15  P.  R.  339. 

(i)  Shipwright  y.  Clements,  19  W.  R. 
599.  And  see  cases  collected  at  p.  100, 
note  {a). 

(c)  And  see  Walton  v.  Crowley,  3  Bl. 
C.  C.  440;  R.  Cox,  166. 

{d)  Ex  parte  Young  ;  Be  Lemon,  Hart  ^ 
Son,  Dig.  537.  Ajnd  see  Kelly  v.  Sutton, 
L.  R.  3  Ch.  703  ;  Hudson  v.  Osborne,  39 
L.  J.  Ch.  79 ;  and  cases  at  p.  104, 
note  (»?) ;  also  the  Bankruptcy  Act,  1883, 
^  44  (iii).  In  America  it  has  been  con- 
sidered a  disputable  question  -whether 
property  in  a  trade  mark  is  the  subject 
of  attachment  or  levy  under  execution 
[Hegeman  ^  Co.  v.  Hegeman,  8  Daly,  6), 
or  whether  it  will  pass  under  a  general 
assignment  {Milliken  v.  Dart,  33  N.  Y. 
Sup.  Ct.  24). 


(e)  Lea  v.  Millar,  Dig.  513.  And  so 
"  Maizena  " — National  Starch  Manufac- 
turing Co.  V.  Munn's  Patent  Maizena  and 
Starch  Co.,  (1894)  A.  C.  275;  "Kaiser" 
spring  water — Luyties  v.  Hollendcr  (2), 
24  Bl.  C.  C.  353;  '•  Gold  Leaf  "  Tobacco 
—Partlo  V.  Todd,  12  Out.  Rep.  171  ; 
"Imperial  Cough  Drops" — Watson  v. 
Westlake,  12  Ont.  Rep.  449.  And  see 
per  Sir  G.  Mellish,  L.  J.,  in  Ford  v. 
Foster,  L.  R.  7  Ch.  611  ;  adopted  by 
Lord  Macnaghten  in  Leahy  v.  Glover, 
10  P.  R.  141.  Also  Xeva  Sfearine  Co.  v. 
Molding,  9  V.  L.  R.  Eq.  98 ;  Portuondo 
V.  Monne,  28  Fed.  Rep.  16  ;  Lawrence 
Manufacturing  Co.  v.  Tennessee  Manu- 
facturing Co.,  138  U.  S.  537. 

(/)  Somerville  v.  Schembri,  12  App. 
Cas.  453. 

{g)  Browne  v.  Freeman,  12  W.  R.  305. 
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where  there  is  no  fraud  there  is  no  wrong  to  be  redressed  and  no 
remedy  applicable.  But  it  is  not  necessary  that  there  should  be 
fraud  in  the  sense  that  the  infringer  knowingly  and  wilfully  makes 
a  fraudulent  attempt  to  appropriate  to  himself  the  fruits  of 
another's  reputation ;  if  he  acts  so  that  custom  intended  for 
another  is  diverted  to  himself,  and  that  the  public  buy  and  pay 
for  one  thing  while  intending  to  buy  and  pay  for  another,  so  that 
both  vendor  and  purchaser  are  injured,  there  is  fraud,  and  the 
animus  of  the  infringer  is  unimportant  (a) .  Even  if  the  purchaser 
is  told  that  the  goods  are  the  goods  of  the  actual  seller,  but  the 
imitated  mark  is  upon  them,  there  is  ground  for  interference,  since 
the  goods  may  be  resold  bearing  the  mark,  but  without  the  in- 
formation necessary  to  correct  the  statement  thereby  made  {h). 
There  is  infringement  if  ordinary  purchasers  purchasing  with 
ordinary  caution  are  likely  to  be  misled  (c)  :  on  the  one  hand, 
the  Court  will  not  strain  its  jurisdiction  to  protect  fools  and 
idiots  {(I)  ;  on  the  other  hand,  it  will  not  require  such  minuteness 
of  imitation  as  to  deceive  persons  of  unusual  sagacity  and  infor- 
mation. 

Infringement  is  criminally  punishable  under  an  indictment  for  Eemedies  for 
obtaining  money  by  false  pretences  {e) ,  or  in  accordance  with  the  ^i^f^i^o^^ent. 
special  profusions  of  the  Merchandise  Marks  Act,  1887  (/'),  ex- 
pressly enacted  to  prevent  such  practices.  The  Common  Law 
remedy  is  by  an  action  on  the  case  for  damages  caused  by  the 
offender's  fraud  {[/).  The  equitable  remedy  is  by  injunction, 
together  with  an  account,  or  damages,  if  preferred.  The  greater 
suitability  of  this  form  of  remedy  has  occasioned  the  adjudication 
in  Chancery  of  the  great  majority  of  trade  mark  cases,  and  the 
carrying  into  operation  of  the  Trade  Marks  Registration  Acts  was 
specially  entrusted  to  the  Chancery  Division  {h). 

At  Common  Law,  at  all  events  until  the  Judicatiu"e  Acts,  it  was  Fraudulent 
necessary  to  prove  knowledge  of  the  plaintiff's  rights  and  inten-  ^^  ^°  ^°"* 
tional  deception  on  the  part  of  the  defendant  (/) ;    to  obtain  an 


(a)  See    cases    collected    at    i>.     166,  2  Ch.  D.  i3i,  U7  ;  lilackwcllY.  JFrighi, 
note  («).  73  N.  Car.  310. 

(b)  SwJccs  V.  Si/kes,   3  B.  &  Cr.  541  ;  ('^)  See  Ch.  5. 

and  cases  at  p.  168.  (/')  50  &  51  \ict.  c.  28. 

,  ,    „  .  -r,  J     T     -rt     1    ni.  {(/)  An  miunction  may  now  form  part 

(c)  Seixo  V.   rrovezcnde,   L.   R.   1   Ch.  ^^  l^'j^^  relief. 


192. 


(A)  Trade-marks  Rule  42  of  1876. 
'(t)  Singer  Manufacturing  Co.  v.  Wilson,  (j)  Rodgers  v.  Nowill,  5  C.  B.  10!). 
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injunction  in  Chancery  this  has  not  heen  requii-ed  since  MiUhujion 
V.  Fox  {a),  in  1833.  It  may,  however,  be  material  with  reference 
to  the  extent  of  the  relief  to  be  granted,  since  a  plaintiff  has  been 
thought  to  be  only  entitled  to  an  account  in  respect  of  such  user  of 
his  trade  mark  by  the  defendant  as  has  been  subsequent  to  the  latter 
becoming  aware  of  the  prior  ownership,  or  at  least  of  the  prior 
existence  as  a  trade  mark  of  the  mark  used  by  him  (b) . 

A  plaintiff  who  in  other  respects  would  be  entitled  to  obtain  a 
remedy  against  an  infringer  may  yet  be  deprived  of  his  right  by 
reason  of  some  fraudulent  statement  contained  in  his  own  trade 
mark  (c),  for  "  ex  turpi  causa  iioii  oritur  actio,  and  if  the  trade  mark 
contains  a  false  representation  calculated  to  deceive  the  public,  a 
man  cannot  by  using  that  which  is  in  itself  a  fraud  obtain  any 
right  at  all  in  the  mark  "  {d). 

A  mere  collateral  misrepresentation,  not  contained  in  the  trade 
mark  itself,  and  therefore  not  repeated  at  every  transfer  of  the 
article,  is  not  sufficient  to  disentitle  the  trade  mark  to  protec- 
tion {(■). 

A  particular  form  of  misstatement  which  has  proved  fatal  in 
several  cases  has  been  the  insertion  or  retention  in  a  trade  mark  of 
the  words  "patent"  or  "  patented,"  so  as  to  indicate  the  protection 
of  an  existing  patent,  to  which  the  article  bearing  the  trade  mark 
is  not  in  fact  entitled  (./'). 

"  Trade  marks  have  sometimes  been  likened  to  letters  patent  and 
sometimes  to  copyrights,  from  both  of  which  they  differ  in  many 
respects  "  (^) .  "There  is  this  difference  between  the  case  of  a 
trade  mark  and  that  of  a  patent :  in  the  former  case  the  article 
sold  is  open  to  the  whole  world  to  manufacture,  and  the  only  right 
the  plaintiff  seeks  is  that  of  being  able  to  say — '  Don't  sell  any 
goods  under  my  mark.'  He  may  find  his  customers  fall  off  in 
consequence  of  the  defendant's  manufacture  ;  but  it  does  not  neces- 
sarily follow  that  the  plaintiff  can  claim  damages  for  every  article 
manufactured  by  the  defendant,  even  though  it  be  under  that  mark. 
On  the  other  hand,  every  sale  without  licence  of  a  patented  article 


{a)  3  My.  &  Cr.  338. 

(A)  Edelstcn  v.  Edelstcn,  1  De  G.  J.  & 
S.  185;  Cariierv.  Cnrlile,  31  Beav.  292; 
Moft  v.  Couston,  33  Beav.  578. 

(c)  See  I'iddxng  v.  Hoic,  8  Sim.  477 ; 
Terrij  v.  Truefitt,  6  Beav.  66  ;  and  other 
cases  in  Ch.  7. 


{d)  Fer  Sir  G.  Mellish,  L.  J.,  in  Ford 
V.  Foster,  L.  R.  7  Ch.  611. 

(«)  Ford  V.  Fouler,  uhi  supra. 

(/)  See  the  cases  in  Ch.  7. 

{g)  Per  Lord  Blackburn,  in  Johnston 
V.  Orr-Eiving,  7  App.  Cas.  219,  228. 
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must  be  a  damage  to  the  patentee"  (a).  In  the  case  of  a  trade 
mark,  "  the  property  and  right  to  protection  is  in  the  device  or 
symbol  which  is  invented  and  adopted  to  designate  the  goods  to  be 
sold,  and  not  in  the  article  which  is  manufactured  and  sold"  (b). 
The  broad  difference  between  a  patent  and  a  trade  mark  is,  there- 
fore, that  the  public  are  prohibited  and  restrained  from  manu- 
facturing any  article  protected  by  the  former,  so  long  as  the 
protection  exists,  whereas  the  public  are  at  full  liberty  to  manu- 
facture an  unpatented  article  (c) ,  and  that  according  to  the  identical 
original  process,  and  to  say  that  they  are  so  doing,  and  this  is  so 
whether  the  original  makers  use,  or  do  not  use,  a  trade  mark  upon 
their  goods.  What  the  subsequent  manufacturers  may  not  do  is  to 
put  upon  their  goods  the  mark  used  by  the  original  makers,  so  as 
to  represent  that  such  goods  are  the  actual  goods  of  the  original 
makers,  and  not  merely  equivalent  goods  made  by  others.  The 
benefit  conferred  upon  the  public  by  the  communication  of  a  new 
invention,  which  after  a  limited  period  all  can  use,  is  the  considera- 
tion in  respect  of  which  a  monopoly  of  the  invention  is  granted  to  the 
inventor  for  that  limited  period  (f^).  Any  attempt,  therefore,  to 
prolong  the  term  of  the  patent  by  means  of  a  trade  mark  will  be 
discouraged  (e) . 

As  a  trade  mark  is  not  the  same  thing  as  a  patent,  so  it  is  not  Ti-ade  mark 
the  same  as  a  copyright  (/).     The  difference  between  them  is  in  from^fopy/ 
fact  so  wide  that  the  United  States  statute  of  1870,  by  which  the  right. 
registration  of  trade  marks  was  authorised  and  regulated,  was  held 
to  be  unconstitutional  and  invalid  on  the  express  ground  that  the 

(a)  Per  Wood,  V.-C,  in  Davenport  v.  Cliif.  461.     So  also  in  Scotland,  Singer 

Rylaiuh,  L.  R.  1  Eq.  302.  Mantifacturing  Co.  v.  Kimball  and  Morton, 

(A)  Per  Monell,  C.  J.,  in  Godillot  v.  Ct.  Sess.  Cas.,  3rd  Ser.  XI.  267. 

^ozf/;T/,  49  How.  Pr.  5.    And  see  McLean  (d)   Cheavin  v.  Walker,  6  Ch.  D.  850, 

V.   Fleming,    96   U.   S.   245  ;   and  Swift  863. 

V.  Feters,  11  U.  S.  Pat.  Gaz.  1110.  {e)  See  per  Sir  G.  Mellish,  L.  J.,  in 

(c)  This  is  quite  clear  in  America  as  Sinyer  Manufacturing  Co.  v.  TFilson,  2  Ch. 

"well  as  in  this  country.     See  TJiomnon  v.  D.  434,  456. 

Winchester,  36  Mass.   214  ;    R.   Cox,   7  ;  (/)  Farina  v.  Silverloch,  6  De  G.  M.  & 

Coffeen\.  Br  union  {\),iM.chea.\i,  516;  R.  G.  214;    Collins  Co.  v.  Cowen,  3  K.  &  J. 

Cox,  82  ;  Davis  v.  Kcndtill,  2  R.  I.  566  ;  428  ;     Correspondent    Newspaper    Co.    v. 

R.  Cox,  112;  Comstocky.  White, mHovf.  Saunders,    11   Jur.  N.   S.   540;   Kelly  y. 

Pr.  421  ;  R.  Cox,  232  ;  Fhalon  v.  Wrie/ht,  Button,  L.  R.  3  Ch.  703  ;  Dicks  v.  Yates, 

5  Phila.  464;  R.  Cox,  307;  Falkinlmrg  18   Ch.  D.  76;    Taylor  v.   Carpenter,    11 

V.  Lucy,  35  Cal.  52  ;   R.  Cox,  448  ;    Cook  Paige,  292  ;   2  Sandf.  603  ;  R.  Cox,  45  ; 

v.  Starkweather,  13  Abb.  Pr.  N.  S.  392  ;  Wolfe  v.   Barnett,   24  La.  Ann.  97  ;    13 

Godillot  V.  Hazard,  44  N.  Y.  Super.  Ct.  Amer.    Rep.    Ill  ;   Munro  v.  Beadle,  62 

427;  Hardy  \.  Cutter,  3  U.  S.  Pat.  Gaz.  N.  Y.  Sup.  Ct.   312;  Munro  v.    Smith, 

468  ;  Frese  v.  Bachof  (2),  14  Bl.  C.  C.  62  N.  Y.  Sup.  Ct.  419  ;  Munro  v.  Tonsry, 

432  ;  Manhattan  Medicine  Co.  v.  Wood,  4  129  N.  Y.  38. 
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clause  in  the  Constitution  empowering  the  Legislature  to  regulate 
patents  and  copyrights  conferred  upon  it  no  authority  to  make  a 
statute  for  the  regulation  of  trade  marks.  A  cojiyright,  like  a 
patent,  relates  to  the  suhstance  of  an  article,  but  differs  in  that  it 
has  reference  to  a  literary  instead  of  a  material  production.  A 
trade  mark  does  not  protect  the  substance  of  the  article  to  whicli  it 
is  attached  from  being  imitated,  but  it  identifies  an  article  and 
indicates  the  source  to  which  that  article  is  to  be  attributed.  Trade 
mark  not  being  copyright,  registration  of  a  trade  mark,  or,  what 
comes  to  be  much  the  same  thing,  a  title  of  a  book  or  paper,  under 
the  Copyright  Acts,  is  unnecessary  and  useless  (a). 

The  difference  between  trade  mark  and  copyright  is  well  illus- 
trated by  Schauer  v.  Field  [h),  where  the  defendants  registered  as 
a  trade  mark  a  photograph  of  a  German  picture  in  which  there 
was  copyright  in  Grermany  but  not  in  England.  After  the 
English  copyright  had  been  acquired  by  the  plaintiff  under  the 
International  Copyright  Act,  1886,  the  defendants  reproduced 
their  trade  mark  in  various  sizes  and  colours  on  show  cards  and 
price  lists  for  purposes  of  advertisement,  Chitty,  J.,  refused  to 
grant  an  injunction  on  the  ground  that  the  interest  which,  by  the 
saving  clause  of  the  International  Copyright  Act,  1886  (c),  was 
reserved  to  the  defendants  as  proprietors  of  the  trade  ]nark  extended 
to  advertising  their  trade  mark  as  well  as  to  using  it.  "  This 
interest  in  the  defendants,"  said  the  learned  judge,  "is  wholly 
unconnected  with  any  copyright  in  the  defendants ;  they  have 
none  and  claim  none  ;  it  arises  from  or  in  connection  with  their 
trade  mark  alone  "  ;  he  therefore  thought  it  immaterial  to  consider 
when  any  particular  show  card  or  advertisement  of  the  trade  mark 
was  first  produced.  But,  of  course,  the  fact  that  a  picture  is  used 
by  a  trader  to  advertise  his  goods  does  not  of  itself  prevent 
such  use  from  being  an  infringement  of  coj^yright  {d) . 
Trade  marks  Since  trade  marks  are  recognised  throughout  the  world,  and  not 
protected.  merely  in  the  manufactm-er's  own  country,  as  indicative  of  his 
goods,  so  that  the  subjects  of  any  country  are  liable  to  be  de- 
frauded by  goods  bearing  an  imitation  of  a  foreign  trade  mark, 
and  any  manufacturer  is  liable  to  suffer  by  the  forgery  of  his 

(a)  Maxwell  v.  Hogg,  L.  E.  2  Ch.  307  ;  (i)   (1893)  1  Ch.  35. 

Kelly    V.    Sutton,   L.   R.    3    Ch.    703 ;  (^)  ^  e. 

Hirsch  v.  Jonas,   3  Ch.  D.  584;   Scoville  i  i\  a        tj-     ^  v         ;  <        •         t- 

<T.  7     J   /?  ITT    i.    T     T    o<      7j     7        o  '»)  i^ee  Haitfitaciinl   \.  American   To- 

V.  Toland,  6   West.  Li.  J .  84  ;  Barlow  a,-  '  '  j         j 

Jones, Ld.y.Johnson^-Co.,1V.'R.?,d5, 399.       ''«'''"<'  C'"-.  (1895)  1  Q.  B.  347. 
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marks  abroad,  the  right  of  property  in  a  trade  mark  is  not  limited 
by  territorial  bounds  (a),  though  a  limitation  may  be  imposed  by 
means  of  an  exception  of  specified  places  by  the  assignor  of  a  trade 
mark  on  assignment  (b),  and  aliens'  marks  are  protected  in  the 
English  Courts  in  precisely  the  same  manner  as  if  they  belonged 
to  Uritish  subjects  (c).  The  same  is  the  case  in  the  United 
States  (d),  in  India  {e),  Canada  (/),  and  elsewhere. 

No  direct  conflict  of  laws  has  as  yet  arisen  in  the  English  Courts  Conflict  of 
with  respect  to  trade  marks  {g),  though  on  some  occasions  such  has  ^^^' 
ajipeared  litely  to  be  the  case.  In  Farina  v.  Cathcrii  {/i)  the 
question  was  raised  whether  a  Prussian  manufacturer  could  be 
restrained  in  this  country  from  using  a  trade  mark  which  he  was 
entitled  to  use  under  Prussian  law.  It  was  held,  however,  that 
the  mark  was  not  identical  with  that  to  which  a  right  had  been 
acquired  in  Prussia.  In  Coinpagnie  Lafennc  v.  Hendrichx  {i)  there 
was  a  question  whether  a  Grerman  manufacturer  could  acquire  a 
right  in  England  to  the  exclusive  use  of  a  trade  mark  consisting 
of  the  word  "  Laferme,"  a  mere  word  not  being  allowed  in 
Germany  to  constitute  a  trade  mark ;  but  as  the  plaintiff  failed  to 
satisfy  the  Court  that  he  had  been  the  first  to  use  the  word  in 
Grermany,  no  decision  was  given  on  the  point.  In  In  re 
Farina  (2)  (A-),  registration  was  refused  to  a  German  mark  on  the 
ground  of  too  great  a  similarity  existing  between  it  and  a  pre- 
viously registered  German  mark,  notwithstanding  that  the  German 
Court  of  Appeal,  reversing  the  decision  of  the  Court  of  First 
Instance,  had  held  that  there  was  no  such  similarity  as  to  prevent 
the  registration  in  that  country  of  the  second  mark  (/).     And  in 

{(()  Derringer  v.  Flate,    29  Cal.   292;  (0  Dig.  512.     In  the  United  States 

E.  Cox,  325.  registration  of  a  single  word  has  been 

(/;)  Manhattan  Medicine  Co.  v.   Wood,  granted  to  a  German,  though  he  could 

108  U.  S.  218.  not  obtain  registration  in  his  own  country, 

((,')   Collins  Co.  V.  Cowen,  3  K.  &  J.  428  ;  it  being  shown  that  registration  of   a 

and  cases  at  p.  84,  note  [a).  single  word  had  been  granted  in  Ger- 

{d)  Tai/lor  y.  Carpenter  {1),S  Story,  4:5S;  many  to  citizens  of  the  United  States. 

R.  Cox,  14  ;  and  cases  at  p.  84,  note  (n).  Ex  ptc.  Portland  Cement  Fahrik,  S;c.,  64 

{/■)   Orr-Ewinff   v.   Choonecloll  Mullick,  U.  S.  Pat.  Gaz.  858. 

Cor.  150.  [Ic]  27  W.  R.  456. 

(/)  Davis  V.  Kennedy,  13  Grant  Up.  (/)  With   regard    to   the   effect   of  a 

Can.  Ch.  523.  decision   in   a   trade  mark  case   in   one 

{g)  Unless  the   refusal  to  register  in  country  upon  the  jurisdiction  of  another 

England  trade  marks  already  registered  country  to  entertain  a  similar  action,  it 

in  the  United  States  is  to  be  considered  has  been  held  in  America  that  it  is  not 

as  such.     See  In  re  Californian  Fig  Syrup  an  answer  to  an  action  in  that  country 

Co.,40Ch.D.  620;  In  re  Carter  Medicine  to  restrain  an  infringement  of  a  trade 

Co.,  (1892)  3  Ch.  472.  mark  by  the   sale   in  America  of  the 

(A)  L.  J.  N.  of  C.  1807,  p.  134.  article  alleged  to  be  an  infringement 
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Rodgers  S^-  Sons,  Ld.  v.  Rottyo)  {a),  a  German  defendant  was 
restrained  from  using  a  trade  mark  which  he  had  registered  in 
Germany,  but  which  resembled  the  plaintiff's  mark.  For  registra- 
tion in  this  countr}^  a  title  good  in  English  law  must  be  shown  (b). 
It  has  also  been  held  that  user  abroad  is  not  such  user  as  will 
bring  the  person  using  within  the  three-mark  rule  (c),  and  that  a 
person  who  has  not  even  an  intention  of  using  a  trade  mark  iu 
England  cannot  be  a  person  aggrieved  by  a  wrongful  entry  on  the 
register  [d)  ;  but  the  latter  decision  was  reversed  (e).  Sections  103 
and  104  of  the  Patents  Act  provide  for  the  grant  of  privileges  to 
foreigners  and  colonists  in  cases  in  which  their  governments  give 
protection  to  British  subjects. 

Besides  cases  of  infringement  of  trade  marks  proper,  there  are 
some  other  classes  of  cases  nearly  akin  to  the  former,  but  differing 
from  them  in  some  important  particulars,  which  yet  require  notice 
in  connection  with  the  subject  of  trade  marks,  as  where  there  is  an 
unfair  competition  in  trade  contrived,  not  by  imitation  of  trade 
marks,  but  by  other  forms  of  representation  that  one  man's  goods 
are  another's.  Such  cases  are  governed  by  substantially  identical 
principles  with  those  which  regulate  the  law  of  trade  marks,  the 
decision  of  the  Court  of  Appeal  to  the  contrary  ( /')  having  been 
overruled  by  the  House  of  Lords  (r/).  But  the  injunction  granted 
differs  in  being  abstract  in  form. 
Trade  names.  Jn  imitations  of  trade  names,  again,  used  as  such  and  not  as 
trade  marks  on  goods,  there  is  a  difference  from  trade  mark  cases 
proper :  there  is  a  false  representation,  but  it  is  a  representation, 
not  that  certain  goods  are  certain  other  goods,  but  that  a  certain 


Cases  analo- 
gous to  trade 
mark  cases. 


that  an  injunction  had  been  refused 
against  the  defendant's  principal  in 
Germany,  fii'st,  because  the  question 
whether  the  alleged  infringement  was 
likely  to  impose  upon  the  public  de- 
pended upon  the  circumstances  of  the 
place,  and,  secondly,  because  the  par- 
ticular subject-matter  of  the  two  actions 
was  not  identically  the  same.  Ilohner  v. 
Gratz,  50  Fed.  Rep.  3.  And  see  Carlsbad 
V.  Ktdnoic,  68  Fed.  Rep.  794  ;  Kaiser' 
brauerei  Beck  i^-  Co.  v.  J.  6,-  P.  Halt:  Brewing 
Co.,  71  Fed.  Rep.  695 ;  74  Fed.  Rep.  222 ; 
Walter  Bakir  cj-  Co.  v.  Sanders,  80  Fed. 
Rep.  889.  Cf.  Jaros  Hi^gienic  Underwear 
Co.  V.  Fleece  Hygienic  TJndevicear  Co.,  65 
Fed.  Rep.  424,  where  an  injunction  was 
refused  on  the  ground  of  res  judicata ; 
Prince  Metallic  Co.  v.  Prince  Manufacturing 


Co.,  17  U.  S.  App.  145. 

[a)  5  Times  L.  R.  678. 

(/;)  Pinto  V.  Bachnan,  8  P.  R.  181,  192, 
193  ;  In  re  Californian  Fig  Syrup  Co.,  40 
Ch.  D.  620 ;  In  re  Carter  Medicine  Co., 
(1892)  3  Ch.  472. 

{()  In  re  Miineh,  50  L.  T.  N.  S.  12. 
And  see  Berliner  Brauerei  Geselhchaft 
Tivoli  V.  Knight,  Stocks  S;  Co.,  W.  N. 
1883,  p.  70  ;  Jackson  ^-  Co.  v.  Nappcr, 
35  Ch.  D.  162  ;  Newman  y.  Pinto,  4  P.  R. 
508  (per  Kekewich,  J.);  In  re  Mceus, 
(1891)  1  Ch.  41 ;  and  the  Canadian  case 
of  Smith  V.  Fair,  14  Out.  Rep.  729, 

[d)  In  re  Piviere  <^-  Co.,  53  L.  J.  Ch.  455. 

(e)  26  Ch.  D.  48. 

( if)  Singer  Manufacturing  Co.  v.  Wilson, 
2  Ch.  D.  434. 

(g)  S.  C.  3  App.  Cas.  376. 
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establisliment  is  a  certain  other  estaWisliment,  the  ohject  being 
that  the  one  establishment  should  obtain  custom  intended  for  the 
other.  Such  cases  are  not  cases  of  trade  mark,  not  being  con- 
cerned with  marks  placed  on  vendible  articles  in  the  market  {a), 
but  still  the  Court  has  to  proceed  on  much  the  same  lines. 

All  such  cases,  whether  of  trade  mark,  or  trade  name,  or  other  Goodwill, 
unfair  use  of  another's  reputation,  are  concerned  with  an  injurious 
attack  upon  the  goodwill  of  a  rival  business ;  customers  are 
diverted  from  one  trader  to  another,  and  orders  intended  for  one 
find  their  way  to  the  other.  Trade  marks  are  really  a  branch  of 
the  goodwill  of  the  business  with  which  they  are  connected, 
representing  it  in  the  market,  while  the  trade  name  over  the  shop 
represents  it  to  the  passer-by.  It  is  by  the  devolution  of  the 
goodwill  that  that  of  the  trade  marks  is  regulated  (b)  ;  they  are  in 
fact  included  in,  and  valued  as  part  of,  the  goodwill  {c) ;  severed 
from  it  they  cannot  exist  [d). 

{a)  McAndrcw  v.  Bassett,  4  De  G.  J.  Act,   1875,   and  Rule  27  of  tlie  Trade 

^  g    380  Marks  Rules,  1876. 

(6)  §  70  of  Patents  Act,  1883.     And  J^^  ^«^^  ^-  ^^''''^^'^  4  De  G.  J.  &  S. 

see  Rule  38,  also  §  2  of  Trade  Marks  (i)  Thorneloe  v.  Hill,  (1894)  1  Ch.  569. 
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CHAPTER  II. 

WHAT  IS  A  TRADE  MAEK  ? 


TVTiat  is  a 
trade  mark  ? 


A  true  trade 
mark  must 
be  affixed  to 
the  article. 


The  first  point  which  has  to  be  considered  in  regard  to  the  law  of 
trade  marks  is,  "  What  is  a  trade  mark  ?  "  With  what  class  of 
objects  is  this  branch  of  law  concerned  ?  On  the  answer  to  this 
question  must  necessarily  depend  the  principles  to  be  applied  in 
any  given  case. 

The  most  important  criterion  by  which  a  case  of  trade  mark 
may  be  distinguished  from  a  case  of  false  representation  not 
amounting  to  an  infringement  of  trade  mark,  was  thus  described 
by  Sir  Gr.  Jessel,  M.  E.  (a)  :  "  The  cases  which  have  come  before 
the  Courts  may,  I  think,  be  conveniently  divided  into  two  classes. 
The  first  class,  which  is  the  more  numerous,  consists  of  cases  where 
the  goods  manufactured  are  distinguished  by  some  description  or 
device  in  some  way  or  other  affixed  to  the  article  sold.  It  may  be 
descriptive — that  is,  it  may  consist  of  a  name  or  names  or  a 
lengthy  description  consisting  of  names  with  superadded  words — 
and  that  description  may  be  either  afiixed  to,  or  impressed  upon, 
the  goods  themselves  by  means  of  a  stamp  or  an  adhesive  label,  or 
it  may  be  made  to  accompany  the  goods  by  being  impressed  or 
made  to  adhere  to  an  envelope  or  case  containing  the  goods  (b) . 

"An  illustration  of  the  first  class  would  be  the  common  trade 
mark,  which  is  either  the  name  or  the  image  of  some  known  or 
unknown  thing,  actually  impressed  upon,  or  worked  into,  the 
material,  or  made  to  adhere  to  the  sm-f  ace  of  the  material ;  or  it 
may  be  not  what  is  commonly  known  as  a  trade  mark,  a  dis- 
tinguishing mark  which,  perhaps,  to  a  legal  mind  would  be  a  trade 
mark,  but  some  form,  of  the  material  itself."     His  lordship  then 


(a)  Singer  Manufacturing  Co.  v.  Wilson, 
2  Ch.  D.  434,  440. 

{b)  See  the  definition  by  the  V.-C.  of 
Ireland  in  Wheeler  v.  Johnston,  3  L.  R. 
Ir.  284 ;  also  Jay  v,  Ladler,  40  Ch.  D. 


649 ;  St.  Louis  Piano  Manufacturing  Co. 
V.  McrJcel,  1  Mo.  App.  305 ;  Metcalfe  v. 
Brand,  86  Ky.  331 ;  9  Am.  St.  Rep. 
282. 
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I 

instanced  a  case  recently  before  liim  in  which  the  trade  mark 
consisted  of  certain  lines  woven  into  the  fringe  of  a  certain  make  of 
cloth,  and  continued : — 

"  Sometimes  you  do  not  find  anything  put  on  the  goods  them- 
selves, the  reason  often  being  that  the  goods  are  not  capable  of  it ; 
for  instance,  when  these  are  liquids,  upon  which,  of  course,  you 
cannot  put  a  mark,  and  therefore  a  mark  is  put  on  the  bottle 
containing  the  liquid,  or  on  the  cork  which  is  in  the  bottle  and 
helps  to  retain  the  liquid.  These  are  again  true  trade  marks, 
whether  affixed  in  the  shape  of  a  label  on  a  bottle  of  liquid,  or  in 
the  shape  of  a  device  on  the  cork,  or  in  the  case  of  other  goods, 
such  as  cigars,  affixed  to  the  box  which  contains  the  cigars,  or  the 
string  which  encircles  them, — they  are  in  some  way  or  other 
attached  to  the  goods,  and  go  along  with  the  goods  on  sale.  That 
I  call  the  first  class." 

As  to  the  second  class,  his  lordship  said  that  "  they  are  cases 
where  the  defendant,  without  putting  any  trade  mark  at  all  on 
his  goods,  or  putting  a  trade  mark  which  is  admittedly  different  in 
substance  from  the  trade  mark,  if  any,  of  the  plaintiff  on  the 
goods,  has  represented  the  goods  as  being  goods  manufactured  by 
the  plaintiff.  Here,  again,  the  Court  has  to  try  the  question  of 
representation.  What  the  defendant  has  said  or  has  done  must 
amount  to  a  representation  that  the  goods  to  be  sold  are  the  goods 
of  the  plaintiff,  or  that  they  are  manufactured  by  the  plaintiff. 
What  amount  of  representation  will  be  sufficient  for  that  purpose 
must  again  depend,  of  course,  on  the  facts  of  each  particular  case." 

For  a  trade  mark  to  be  entitled  to  protection,  it  must  therefore  Registration 
not  only  be  applicable,  but  be  actually  applied  to  a  "  vendible  pSf^'^g.*'' 
article "  (a)  in  the  market ;  the  registration,  however,  of  a  trade 
mark  under  the  Patent  Acts,  1883 — 1888,  as  under  the  Trade  Marks 
Acts  of  1875 — 1877,  is  equivalent  to  public  use  of  the  same  (/>). 

{a)  Sec  ]}er  Lord  Westbury,    C,   in  mark  for  land. 

McAndrcw  v.   Bassctt,  4  De  G.  J.  &  S.  (i)   £8   &  39  Vict.  c.  91,  ^  2;  46  &  47 

380;  a\m  Maxwell  \.  Ho;)g,  L.  R.  2  Ch.  Vict.  c.    u7,   ^   7").      By  51   &   52  Vict. 

307  ;   Cii'll  Service  Supply  Association  v.  c.  60,  ^^  17,  application  for  re<?istratiou 

I)can,   13   Ch.  D.  512;    In    re   Simpson,  is  substituted  for  actual  reg-istratioii,  but 

I)avics  (^-  Sons,  Jessel,  M.  R.,  Jan.   i2th,  it  would  appear  that  this  must  be  fol- 

1881;   Wlieclerx.  Johnston, 'i'Lt.'R.lv.'l'&A^;  lowed  by  registration.     See  §  77  of  the 

Candec  v.    Jjeere,  54   111.   439:   Avery  S;  Act  of  1883.    ^caixX&o  Edwards  \.  Dennis, 

So?is  V.  JVeUcle  ^-  Co.,  27  U.  S.  Pat.  Gaz.  30  Ch.  D.  454  ;    Jn  re  Butt  f  Co.,  (1898) 

1027  ;  Ex  parte  Roy  4-  Nourse,  54  U.  S.  2  Ch.  432.     And  this  is  so  also  in  the 

Pat.  Ga/.   1267,  where  an   unsuccessful  United  States.     See  In  re  Dntehvr  Temple 

attempt  was  made  to  register  a  trade-  Co.,  U.  S.  Pat.  Coram.  Uecis.  1871,  248. 
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Not  every 
mark  applied 
can  be  a 
trade  mark. 


Name  and 
address  of 
proprietor 
need  not  be 
stated. 


But  it  is  not  everything  that  can  be  marked  on  goods  that  will 
constitute  a  valid  trade  mark :  a  mere  descriptive  adjective,  for 
instance,  cannot  be  aijpropriated  from  the  rest  of  the  world  {a)  ;  it 
is  necessary,  therefore,  to  distinguish  true  trade  marks  from  other 
marks,  which,  though  affixed  to  goods,  yet  cannot  be  claimed  as  the 
exclusive  trade  marks  of  any  individual. 

In  some  American  cases  {h)  a  difficulty  has  been  raised  with 
regard  to  a  supposed  requirement  for  a  trade  mark  to  contain  an 
indication  of  the  name  and  address  of  its  proprietor.  This  require- 
ment, however,  which  appears  to  have  been  based  on  a  misconstruc- 
tion of  the  language  of  Duer,  J.,  in  AmoHkcag  Manufacturing  Co.  v. 
Sjjcar  (c) ,  has  in  practice  been  disregarded,  and  the  reasoning  of 
the  U.  S.  Commissioner  of  Patents,  when  admitting  the  number 
"  140  "  to  registration  as  a  trade  mark  for  umbrellas  [d),  seems  to 
be  conclusive.  "  A  trade  mark,"  he  says,  "  must  be  of  such  a 
character  as,  when  attached  to  the  applicant's  goods  in  the  market, 
will  distinguish  them  as  to  origin  from  other  goods  of  the  same 
class.  To  do  this,  it  need  not  necessarily  give  the  name  of  the 
person  owning  the  said  mark,  nor  the  place  where  the  goods  are 
made  or  sold.  It  is  enough  if  the  mark  is  of  such  a  character  as 
to  indicate  to  the  purchaser  that  all  articles  bearing  it  come  from 
one  and  the  same  source.  The  object  a  man  has  in  view  in  adopt- 
ing a  trade  mark  is  to  secure  to  himself  the  benefits  arising  from 
the  superior  merits  of  his  goods  over  others  of  the  same  class.  To 
do  this  he  puts  upon  them  a  peculiar  mark,  that  pui'chasers  may  be 
able  to  distinguish  them  in  the  market.  It  matters  not  to  him  nor 
to  others  whether  the  purchasers  know  either  his  name  or  place  of 


(«)  Cf.  Raqqett  V.  Findlatcr,  L.  R.  17 
Eq.  29  ;  Braham  v.  Bustard,  1  H.  &  M. 
447  ;  In  re  Brandreth,  Dij?.  626  ;  Fulton 
V.  Sellers,  4  Brews.  42  ;  Hoeb  \.  Bishop, 
49  U.  S.  Tat.  Gaz.  1845 ;  Ex  parte 
Feyser  ^  Co.,  62  U.  S.  Pat.  Gaz.  588, 
and  other  cases.  As  to  trade  marks 
composed  of  an  essential  particular  with 
an  addition  varied  to  indicate  different 
qualities  or  other  matters,  and  how  such 
marks  should  be  registered,  see  infra. 

[b)  E.g.,  Ferguson  v.  Favol  Mills,  2 
Brews.  314  ;  Dixon  Crucible  Co.  v. 
Gnoqenhnm,  7  Phila.  408;  White  v. 
Schicct,  14  Phila.  88. 

(c)  2  Sandf.  S.  C.  599  ;  R.  Cox,  87. 
The  passage  alluded  to  runs  thus  : — 
' '  The  owner  of  an  original  trade  mark 


has  an  undoubted  right  to  be  protected 
in  the  exclusive  use  of  all  the  marks, 
forms,  or  symbols  that  were  appropriated 
as  designating  the  true  origin  or  owner- 
ship of  the  article  or  fabric  to  wliich 
they  are  affixed  ;  but  he  has  no  right  to 
an  exclusive  use  of  any  words,  letters, 
figures,  or  symbols  which  have  no  rela- 
tion to  the  origin  or  ownership  of  the 
goods,  but  are  only  meant  to  indicate 
their  name  or  quality.  He  has  no  right 
to  api:)ropriate  a  sign  or  symbol  which, 
from  the  nature  of  the  fact  which  it  is 
u^ed  to  signify,  others  may  employ  with 
equal  truth,  and  therefore  have  an  equal 
right  to  employ  for  the  same  purpose." 
[d)  Ex  parte  Eaucs  and  Fanning,  1 
U.  S.  Pat.  Gaz.  27. 
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business,  provided  that  his  goods  have  some  mark  by  which  they 
may  be  designated  and  inquired  for."  Again,  "  If  a  trade  mark 
possesses  the  evidence  upon  its  face  that  it  is  put  forth  or  given  out 
as  a  distinguishing  mark  of  the  goods  to  which  it  is  attached — that 
is,  distinguishing  as  to  origin,  and  not  as  to  kind  or  quality — it 
may  have  all  the  requisites  of  a  valid  trade  mark  without  naming 
the  person  or  place  whence  it  came  "  (a).  In  short,  if  a  trade  mark 
is  properly  distinctive — a  condition  which  is  indispensable  {b) — no 
further  particularity  can  be  required,  unless  under  the  provisions 
of  some  statutory  enactment. 

The  fact  that  an  action  to  restrain  the  use  of  a  particular  trade  Non-restraint 
mark  has  been  successfully  defended  raises  no  presumption  that  preTumptlon 
the  defendant's  mark  is  a  valid  trade  mark   or   capable   of  re-  i^  favour  of 
gistration,  for    the  action  may  have  failed   on  such  grounds  as, 
e.g.,  that  the  plaintiff's  and  defendant's  marks  were  alike  descrip- 
tive (c). 

For  the  purposes  of  the  Merchandise  Marks  Act,  1862  (d),  a  very  Definition  of 
wide  definition  was  adopted  for  the  words  "  trade  marks,"  a  defini-  jierehTndLsr 
tion  too  little  precise  to  be  of  much  practical  use  outside  of  that  Marks  Act, 

.  186'^ 

Act,  although  it  was  adopted  by  the  V.-C.  of  Ireland  in  Wliecler  v. 
Johnston  {e).  The  Merchandise  Marks  Act,  1887  (/),  extends  to 
all  trade  marks  registered  under  the  Patents  Act,  1883. 

The  Trade  Marks  Eegistration  Act  of  1875  {y),  however,  con-  Definition  in 
tained  a  definition,  which  was  not  only  valuable  in  itself,  but  was  isss— 1888."' 
of  great  practical  importance,  qualifying  as  it  did,  for  registration 
and  the  accompanying  advantages,  all  marks  which  satisfied  its 
requirements.  This  definition  was  repeated,  in  a  somewhat  ampli- 
fied form,  in  the  Patents  Act,  1883  (/;),  and  has  been  still  further 
enlarged  by  the  Patents  Act,  1888  (/). 

The  definition  in  question,  as  it  stands  for  marks  tendered  for 
registration  since  the  last  Act  came  into  force,  is  as  follows  : — 

"  (1)  For  the  purposes  of  this  Act  a  trade  mark  must  consist  of 
or  contain  at  least  one  of  the  following  essential  particulars  :  — 

(a)  A  name  of  an  individual  or  firm  printed,  impressed  or 
woven  in  some  particular  and  distinctive  manner ;  or 

{a)  Per  U.  S.  Commissioner  in  In  re  L.  J.  Ch.  1084  (App.). 
Butcher  Temple  Co.,  U.  S.  Pat.  Comm.  [d)  '2b  k  26  Vict.  c.  88,  $  1. 

Decis.  1871,  248.  ((>)  3  L.  R.  Ir.  284. 

(h)  See  Lavcrgne  v.  Hooper,  Ind.  L.  R.  (/)  .50  &  51  Vict.  c.  28. 

8  Mad.  148,  and  many  other  cases.  {g)  §  10. 

[c)  In  re  Anderson,  26  Ch.  D.  409  ;  51  \h)  §  G4.  (t)  §  10. 
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(b)  A  written  signature,  or  copy  of  a  written  signature,  of  the 

individual  or  firm  applying  for  registration  thereof  as  a 
trade  mark ;  or 

(c)  A    distinctive    device,   mark,   brand,   heading,   label    or 

ticket ;  or 

(d)  An  invented  word  or  invented  words  ;  or 

(e)  A  word  or  words  having  no  reference  to  the  character  or 

quality  of  the  goods,  and  not  being  a  geographical  name. 

(2)  There  may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters,  words,  or  figures, 
or  combination  of  letters,  words,  or  figures,  or  any  of  them  ;  but 
the  applicant  for  registration  of  any  such  additional  matter  must 
state  in  his  application  the  essential  particulars  of  the  trade  mark, 
and  must  disclaim  in  his  application  any  right  to  the  exclusive  use 
of  the  added  matter,  and  a  copy  of  the  statement  and  disclaimer 
shall  be  entered  on  the  register. 

(3)  Provided  as  follows  : — 

(i.)  A  person  need  not  under  this  section  disclaim  his  own 

name  or  the  foreign  equivalent  thereof,  or  his  place  of 

business ;  but  no  entry  of  any  such  name  shall  affect  the 

right  of  any  owner  of  the  same  name  to  use  that  name  or 

the  foreign  equivalent  thereof  ; 

(ii.)  Any  special  and  distinctive  word  or  words,  letter,  figure, 

or  combination  of  letters  or  figures  (a),  or  of  letters  and 

figures,  used  as  a  trade  mark   before  the  13th  day  of 

August,  1875,  may  be  registered  as  a  trade  mark  under 

this  part  of  this  Act  "  (/>). 

And  by  §  74  of  the  Act  of  1883  further  provision  is  made  for 

the  registration  of  additions  to  registered  trade  marks. 

Effect  of  this        The  effect  of  this  definition  is  to  restrict  the  variety  of  marks 

now  capable  of  adoption  for  the  first  time  by  a  manufacturer,  for 

he  cannot  register  or  obtain  protection  under  the  Act  for  a  new 

mark  which  does  not  comply  with  this  definition  by  containing 

some  one  of  the  five  first-mentioned  essential  particulars,  although 

previously  to  the  Act  it  would  have  been  perfectly  good.     "  There 

(a)  "  Figures"  means  "numerals."  to  have  considered  that  it  was  the 
£x  parte  Stephens,  3  Ch.  D.  659.  essential  elements  that  constituted  the 

[b)  And  see  the  definitions  in  McLean  trade  mark,  not  the  whole  label  with 
V.  Fleming,  96  U.  S.  245,  and  Avert/  all  the  minor  and  immaterial  additions  : 
^-  Sons  V.  Meikle  6f   Co.,  27  U.  S.  Pat.  Orr-Ewing  v.  Registrar  of  Trade  Marks, 

'  G-az.  1027.   The  House  of  Lords  appears      4  App.  Cas,  479, 
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was  oLviously  mucli  more  difRcuIty,"  said  Lord  Blackburn  (a), 
referring  to  the  Act  of  1875,  "  in  dealing  with  existing  trade 
marks,  in  which  there  was  a  vested  right  of  property,  than  in 
dealing  with  new  trade  marks,  as  to  which  no  one  as  yet  had  a 
vested  right.  According  to  the  usual  course  of  legislation  in  this 
country,  vested  rights  of  property  are  to  be  respected,  and  not 
interfered  with  farther  than  is  necessary  ;  but  as  to  rights  to  be 
acquired  hereafter,  it  is  merely  a  question  of  expediency  what 
conditions  the  Legislature  may  think  fit  to  attach  to  the  acquiring 
of  those  rights."  The  Act  of  188-3  went  beyond  the  Act  of  1875 
in  admitting  to  registration  as  a  new  trade  mark  "  a  fancy  word 
or  fancy  words," — an  expression  for  which  sub-clauses  (d)  and  (e) 
of  the  amended  §  64  (1)  have  now  been  substituted, — but  there 
are  still  some  marks  incapable  of  registration  as  new  ones  which 
woiild  have  been  protected  before  the  Act  of  1875.  However,  a 
manufacturer  is  entitled  under  §  64  to  register  any  distinctive 
mark  used  as  snch  before  the  passing  of  the  Act  of  1875,  and  which 
is  within  the  wording  of  §  64  (b),  so  obtaining  for  it  the  benefits 
of  the  Act,  or,  in  case  of  registration  being  refused,  to  demand  a 
certificate  of  such  refusal  (c) ,  the  possession  of  which  will  place  him 
in  a  position  to  exercise  whatever  rights  he  may  have  had  before 
and  independently  of  the  Acts. 

In  accordance  with  the    above  definition,  the  first   species  of  First  class  of 
trade  marks  consists  of  a  name  of  an  individual  or  firm,  printed,  J^'name  ^' 
impressed,  or  woven  in  some  particular  and  distinctive  manner,  to 
which  essential  particular  may  be  added  any  letters,  words,  or 
figures,  or  combination  of  letters,  words,  or  figures,  or  of  any  of 
them. 

There  is  between  a  name  of  an  individual  or  firm  used  as  a  trade  How  names 
mark,  and  a  fancy  name  or  arbitrary  symbol  used  for  the  same    lyft^^  "^ 
purpose,  a  broad  distinction,  which  was  early  perceived,  and  which  marks, 
caused  some  difficulty  in  the  universal  acceptance  of  a  name  as  an 
efficacious  trade  mark.     This  difference  is  that  a  name  is  in  its 
very  nature  generic,  and  is  properly  applied  to  designate,  not  one 
individual  in  the  world,  but,  it  may  be,  many  thousands,  to  all  of 


(a)   Orr-Fjwing  v.   llcgiatrar   of  Trade       distinctive  letter  or  figure  may  now  be 
3Iarks   4  App.  Cas   495.  rej^istered  as  an  old  trade  mark,  tlioiitJ:h 

this  was  not  so  under  the  Act  of  1875  ; 

{h)  This  is  wider  than  the  wording  of       /„  re  Mitchell  (1),  7  Ch.  D.  .'iG. 
.^  ]0  of  the  Act  of  ]875,  and   a  single  {c)  Patents  Act,  1883,  ^S  77, 
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Consequently 
the  right  in 
a  name  used 
as  a  trade 
mark  is  less 
complete. 


whom  it  is  equally  appropriate.  The  addition  of  the  Christian  to 
the  surname  does,  indeed,  diminish  the  numher  of  persons  to 
whom  the  appellation  belongs;  but  the  Christian  name  is  com- 
monly abbreviated  to  an  initial  letter,  and,  in  any  case,  the  surname 
is  the  important  part  of  the  name,  beyond  which  many  persons  do 
not  care  to  investigate. 

The  impossibility  of  a  single  manufacturer  being  allowed  to 
arrogate  to  himself  the  exclusive  use  of  a  name  which  he  shares  in 
common  with  many  other  persons  is  apparent ;  and  from  this 
circumstance  the  rule  was  deduced  that  while,  as  against  persons 
bearing  a  different  name,  a  manufacturer's  right  in  his  name  trade 
mark  is  absolute  and  exclusive,  as  against  persons  bearing  the  same 
name  no  such  exclusive  right  can  be  set  up  (a).  Thus  in  De)ice  v. 
Mason  (h),  Malins,  Y.-C,  held  that  during  the  continuance  of  the 
partnership  between  two  persons  named  Mason  and  Brand  they 
could  not  be  prevented  from  using  the  latter's  name  in  their 
business,  notwithstanding  that  it  was  well  known  in  connection 
with  a  similar  old-established  business ;  and  the  Court  of  Appeal 
held  (r)  that  the  same  would  be  the  case  if  a  new  bonci  fde  partner- 
ship should  be  formed.  This  rule  must,  however,  be  qualified  by 
the  statement  that  where  a  person  uses  his  own  name  for  the 
purpose  of  fraud,  and  satisfactory  evidence  of  fraudulent  intention 
can  be  produced,  such  unfair  conduct  will  be  restrained,  even 
though  the  free  use  of  the  man's  own  name  may  be  thereby 
hindered  {d) .  And  the  Criminal  Law  also  admits  of  the  punish- 
ment of  such  fraudulent  user  of  a  man's  own  name  [e). 


{a)  Burgess  v.  Burgess,  3  De  G.  M.  & 
G.  896,  and  infra,  p.  27  ;  Faber  v.  Faher, 
49  Barb.  357  ;  E.  Cox,  401 ;  Meneely  v. 
Menechj,  62  N.  Y.  427-  See  Hoice  v. 
Howe  JIacJiine  Co.,  50  Barb.  236  ;  R. 
Cox,  421  ;  Lazenby  v.  White  (1),  41  L.  J. 
Ch.  354  ;  Massam  v.  Thorlei/s  Cattle 
Food  Co.  (1),  6  Ch.  D.  574;  Turton  v. 
Turton,  42  Ch.  D.  128;  Tussauclw.  Tus- 
sand,  44  Ch.  D.  678  ;  Jamieson  ^-  Co.  v. 
Jamieson,  15  P.  R.  169;  Valentine  v. 
Valentine,  31  L.  R.  Ir.  488 ;  McLean 
V.  Fleming,  96  U.  S.  245  ;  Biiniiiiger 
V.  Wattles,  28  How.  Pr.  206  ;  Gilman  v. 
Eunnetvell,  122  Mass.  139  ;  Prince  Metallic 
Paint  Co.  v.  Carbon  Metallic  Paint  Co., 
Dig.  573  ;  Flelmbold  v.  Helmbold  Manu- 
facturing Co.,  53  Ho-vv.  Pr.  453;  AiMns 
V.  Piper,  15  Grant  Up.  Can.  Ch.  581  ; 
BecJcer    v.    Beclcr,  52    How.  Pr.   218  ; 


Hardy  v.  Cutter,  3  U.  S.  Pat.  Gaz.  468  ; 
In  re  Consolidated  Fruit  Jar  Co.,  14  U.  S. 
Pat.  Gaz.  269  ;  Marshall  v.  Pinkham, 
52  Wise.  572  ;  Frazer  v.  Frazer  Lubricator 
Co.,  121  111.  147  ;  Broirn  Chemical  Co.  \. 
Meyer,  139  U.  S.  540;  Pratt's  Appeal, 
117  Pen.  St.  401.  And  in  the  same  way 
it  seems  that  a  manufacturer  may  put 
his  address,  the  name  of  his  mUl,  on  his 
goods,  though  it  may  resemble  the  ad- 
dress on  another  man's  goods :  Carmichael 
V.  Latimer,  11  R.  I.  395. 
[h)  Dig.  534. 

(c)  41  L.  T.  N.  S.  573. 

[d)  Holloway  v.  Holloway,  13  Beav. 
209,  and  infra ;  Eodgers  v.  Noicill,  6 
Hare,  325  ;  5  C.  B."  109 ;  Taylor  v. 
Taylor,    23   L.   J.    Ch.    255;    James  v. 


[r)  E.  V.  Bundas,  6  Cox,  380. 
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A  valuable  statement  of  the  law  was  made  by  Lord  Craigbill  in  Statements  on 
the  Scottish  Court  of  Session,  in  Duuiuichie  v.  Young  ^  Sons  (a),  *  ^P°^^  • 
in  which  he  said  : — "  The  name  of  a  person  may  be  a  trade  mark  ; 
there  may  be  other  manufacturers  of  goods  of  the  same  description, 
and  the  latter  are  not  precluded  from  placing  their  own  names  on 
their  goods  by  reason  of  the  fact  that  this  name  has  already 
become  the  trade  mark  of  another  manufacturer.  The  only  con- 
dition they  must  fulfil  is  that  the  name  as  used  by  them  shall  be 
accompanied  with  something  which  shall  be  a  distinction,  if  the 
bare  name  would  lead  to  the  deception  of  the  public  and  the  injury 
of  the  trader  on  whose  goods  the  name  first  appeared  as  a  trade 
mark."  And  in  the  New  York  case  of  England  v.  New  York 
Puhli^iJiing  Co.  (b),  Daly,  C.  J.,  said  : — "The  fact  that  a  man  has 
used  his  own  name  to  designate  the  article  he  produces,  and  that 
the  name  has  become  valuable  to  him  through  the  article  becoming 
extensively  known,  gives  him  no  right  to  exclude  any  other  man 
of  the  same  name  from  affixing  his  name  upon  the  same  kind  of 
article,  if  he  manufactures  it.  The  test  is  whether  he  uses  the 
name  honestly  and  fairly  in  the  ordinary  prosecution  of  his 
business,  or  dishonestly,  to  palm  off  his  own  commodity  as  the 
production  of  another." 

In  Hollou-ay  v.  Hollou-ai/  {c),  the  defendant,  Henry  Holloway,  iroihwaijy. 
sold  pills  and  ointment  in  packets  and  pots,  similar  to  those  in  "  oway. 
which  his  brother,  Thos.  Holloway,  sold  his,  and  the  defendant 
also  affixed  to  his  packets  and  pots  similar  labels  and  wrappers, 
but  with  "  H.  Holloway,"  instead  of  simply  "  Holloway." 
Thomas  Holloway  having  filed  a  bill  for  an  injunction.  Lord 
Langdale,  M.R.,  granted  the  injunction,  saying,  on  the  evidence, 
that  it  was  as  clear  and  as  plainly  avowed  a  fraud  as  he  ever  knew. 
He,  however,  expressly  stated  that,  "  the  defendant's  name  being 
Holloway,   he   had   a   right   to   constitute   himself   a   vendor   of 

James,  L.  R.   13  Eq.   421  ;    Fidhcood  v.  v.  Jnidrr,  Dig.  372  ;  Tclfz  v.  Juc/ir/e,  62 

l-'idlwood,    W.   N.    1873,    pp.    93,    185;  Mo.    171;  Itogers   v.    Taintor,    97   Mass. 

Fullu-oody.  FuUwood  (2),  9  Ch.  D.   176;  291  ;  In  re  Comolidatcd  Fruit  Jar  Co.,  14 

Jlasuniii  V.  Thorlci/s  Cattle  Food  Co.   (2),  U.  S.  Pat.  Gaz.  269  ;   Shaver  v.   Shaver, 

14  Ch.    D.    748;  Pullar  \.   Fnllar,  Fry,  52  Iowa,  208  ;  India  Rubber  Comb  Co.  v. 

J.,  April  9th,  1883;    Warner  v.    Warner,  Rubber  Comb  and  Jewelry  Co.,  45  N.  T. 

5  Times  L.  R.  359  ;   Tussaud  v.  Tuxmud,  Super.  Ct.  258,  and  see  cases  collected  at 

4  4  Ch.  D.  678  ;  In  re  Ilopkinson,  (1892)  p.  261. 

2  Ch.  116  ;   Gillis  v.  Hall,  R.  Cox,  596;  (^,)  ct.  Sees.  Caa.  4th  Scr.  X.  874. 

Sfonebraker  v.  Stonebraker,  33  Md.  252  ;  ,,.   o  T)a:^T    'i7'i 

McLean    v.    Fleming;,    96    U.    S.    245  ;  y    ^  ^J^^^'  '^'^■ 

Devlin  v.  Devlin,  69  N.  Y.  212  ;    Wilder  KH   13  Beav.  209. 


•^O  WHAT  IS  A  TRADE  MARK  i 

Holloway's  pills  and  ointment,"  and  that  he,  the  M.  R.,  "  did  not 
intend  to  say  anything  tending  to  abridge  such  right";  the 
defendant  had,  nevertheless,  no  right  to  do  so  with  such  additions 
to  his  own  name  as  to  deceive  the  public  and  make  them  believe 
that  he  was  selling  the  plaintiff's  pills  and  ointment. 
Burgcsn  v.  The  case  of  Burgess  v.  Burgess  {a)  was  somewhat  similar.     There 

uigess.  ^^  plaintiH's  father,  to  whose  business  the  plaintiff  had  succeeded, 

had  invented  "  Burgess'  Essence  of  Anchovies."  He  employed 
his  two  sons  as  his  assistants,  and  the  business  was  conducted  by 
him  and  them  at  107,  Strand.  After  a  time  one  of  the  sons, 
W.  II.  Burgess,  took  a  house  in  King  William  Street,  and  setting 
up  for  himself,  put  on  his  shop  front,  "  W.  II.  Burgess,  late  of 
107,  Strand."  He  also  headed  his  labels,  "36,  King  William 
Street,  City,  London  (Royal  Arms),  late  of  107,  Strand,  Burgess' 
Essence  of  Anchovies " ;  plaintiff's  labels  being  headed,  "107 
(Eoyal  Arms),  Strand,  corner  of  the  Savoy  Steps,  John  Burgess 
and  Son,  Original  and  Superior  Essence  of  Anchovies."  Sir  R.  T. 
Kindersley,  V.-C,  granted  an  injunction  as  to  "late  of  107, 
Strand,"  and  the  continuance  on  the  sides  of  the  defendant's  shop 
door  of  a  plate  with  the  words  "Burgess'  Fish  Sauce  Warehouse, 
late  of  107,  Strand  " ;  but  the  part  of  the  motion  which  referred 
to  the  use  of  the  words  "  Burgess'  Essence  of  Anchovies,"  being 
refused,  the  plaintiff  appealed,  and  the  Lords  Justices  then  dis- 
tinctly refused  to  deny  a  man  the  use  of  his  own  name.  Sir  J.  L. 
Knight-Bruce,  L.  J.,  said,  "All  the  Queen's  subjects  have  a  right 
to  sell  their  articles  in  their  own  names,  and  not  the  less  so  that 
they  bear  the  same  name  as  their  fathers  (h).  The  defendant 
carries  on  business  in  his  own  name,  and  sells  his  essence  of 
anchovies  as  '  Burgess'  Essence  of  Anchovies,'  which,  in  truth,  it 
is  "  ;  and  Sir  G.  Turner,  L.  J.,  added  that,  "  where  a  person  was 
selling  goods  under  a  particular  name,  and  another  person,  not 
having  that  name,  was  using  it,  it  might  be  presumed  that  he  so 
used  it  to  represent  the  goods  sold  by  himself  as  the  goods  of  the 
person  whose  name  he  used  (e)  ;   but  that   where  the  defendant 

{a)  3  De  G.  M.  k  G.  896.  son  has  assumed  the  same  fictitious  name 

{b)  And  see  Hardy  v.  Cutter,  3  U.  S.  with  the  father,  by  the  father's  desire, 

Pat.  Gaz.  468.     However,  a  son  has  no  the  latter  cannot   afterwards    interfere 

right  to  deceive  the  public  by  using  his  with  the  honest  use  of  the  fictitious  name 

father's  new  name,  after  the  father  has  by  the  son  :   Enr/land  v.  Keiv   York  I'uh- 

assumed  a  diflerent  name  from  that  to  lishinrf  Co.,  8  Daly,  375. 

which  the  son  is  entitled:    Gouraud  v.  {c)  See  Ferks  v,  JIall  &  Co,,  W,  N, 

Trust,  10  N,  Y.  Sup.  Gt,  627  ;  but  if  thf?  1881,  p.  Ill, 
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sold  goods  under  his  own  name,  and  it  did  happen  that  the 
plaintiff  had  the  same  name,  it  did  not  follow  that  the  defendant 
was  selling  his  goods  as  the  goods  of  the  plaintiff  "  (a) ;  if,  how- 
ever, a  fraudulent  intention  had  heen  proved,  both  judges  agreed 
that  the  case  would  have  been  different. 

The  fact  that  according  to  these  cases  a  nian  might  with  Ainsu-orth  v. 
impunity,  in  the  absence  of  proof  of  actual  fraud,  sell  the  same  '^  "**  ''^" 
goods  as  another,  under  the  same  name,  provided  that  his  own 
name  was  the  same  as  that  of  the  rival  manufacturer,  who  had 
been  in  the  habit  of  using  his  name  as  his  trade  mark,  not 
unnaturally  produced  doubts  whether  a  trade  mark  which  was  not 
capable  of  protection  against  infringement  in  all  cases  could 
rightly  be  termed  a  trade  mark  at  all;  and  in  Atiisicorfh  v. 
Wahnsleij  (b),  where  the  defendant  had  affixed  to  thread  not  of  the 
plaintiff's  make  labels  with  the  words  "  Ainsworth's  Thread,"  it 
was  argued  that  such  a  case  was  no  case  of  trade  mark,  and  that, 
this  being  so,  it  became  necessary  for  the  plaintiff  to  prove  the 
scienter  on  the  part  of  the  defendant.  Sir  W.  P.  "Wood,  V.-C, 
however,  declined  to  adopt  that  argument,  and  intimated  that  in 
his  opinion  a  man's  name  was  "  as  strong  an  instance  of  trade 
mark  as  could  be  suggested,"  adding  that  it  was  subject  "  only  to 
this  inconvenience — that  if  a  Mr.  Jones  or  a  Mr.  Brown  relied  on 
his  name,  he  might  find  it  a  very  inadequate  security,  because 
there  might  be  several  other  manufacturers  of  the  same  name." 

The  decision  in  this  case  finally  established  the  principle  that  A  name  may 
the  name  of  an  individual  or  firm  duly  appended  to  the  vendible  trade  mark, 
article  is  a  valid  trade  mark  (c),  subject  to  the  inconvenience  men- 
tioned above. 

That  inconvenience  has  now  been  removed  as  to  new  marks  by  A  name  now 
the  requirement  for  the  name  claimed  as  a  trade  mark  to  be  atradrmark 
"  printed,  impressed,  or  woven  in  some  particular  and  distinctive  "1^^*;*  ^®  ^^  * 
manner"  {d).     For  the  future,  a  new  trade  mark  consisting  of  a  form. 

(«)  In    Massam    v.   J.    W.    Thorleifs  and  In  re  Boph'mson,  (1892)  2  Ch.   116. 

Cattle  Food   Co.    (2),    14   Ch.     D.    748,  Compare  Turton  v.    Turton,   42  Ch.  D. 

Jaraofi,    L.    J.,    expressed    the   opinion  128. 

that  the  language  of  Turner,  L.  J.,  was  {b)  L.  E,.  1  Eq.  518. 

to    be   preferred    to    that    of    Knight-  {c)  See^jcr  Lord  liingsdown,  in  Zes^Acr 

Bruce,   L.  J.,   the   terms    used    by  the  Chth  Co.  v.  American  Leather  Cloth  Co., 

latter  being  somewhat  calculated  to  mis-  1 1  H.  L.  C.  523,  where  he  treats  a  name 

lead;     and    this    view    has    since    been  as  a  good  trademark.  Qi.  Broivn  Clicmical 

adopted  by  Lord  Hersohell  in  Jtcddaway  Co.  v.  Mciier,\?>')  U.  S.  510. 

V.  JSanham,  (1896)  A.  C.    199.     See  also  [d]  Patents  Acts,  1883-8,  §61;  Trade 

Richards  v.   Butcher,  (1891)  2  Ch.  522,  Marfea  Act,  1875,  \  10.     And  see  Jn  r<> 
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The  name 
need  not  be 
that  of  the 
actual  manu- 
facturer. 


name  will  bo  available  against  all  tlie  world,  without  exception, 
for  with  the  mere  collocation  of  letters  there  is  to  be  combined 
some  further  element,  in  respect  of  colour,  pattern,  or  some  other 
such  differentia,  which  shall  effectually  distinguish  the  trade  mark 
from  even  a  similar  succession  of  letters  from  which  that  further 
characteristic  shall  be  absent  {a) .  The  effect  of  this  provision  is  to 
render  necessary  for  the  future  a  precaution  which  many  manu- 
facturers have  already  voluntarily  adopted ;  and  the  employment 
of  a  mode  of  printing,  the  imitation  of  which  would  furnish  an 
almost  irrefutable  presumption  of  fraud,  may  be  instanced  from 
SfepZ/cns  v.  Feel  {b),  in  which  case  the  labels  on  the  bottles  containing 
the  plaintiff's  ink  were  printed  in  letters  which  are  described  as 
being  in  part  white  on  a  red  ground,  in  part  white  on  a  blue 
ground,  and  in  part  blue  on  a  white  ground.  This  requirement, 
however,  does  not  apply  to  old  marks  (e) ,  and  a  manufacturer  may 
still  obtain  protection  for  his  name  as  an  old  mark  though  not 
printed  in  any  particular  or  distinctive  manner  (d). 

There  is  no  provision,  either  in  the  Act  of  1875  or  in  the  Act  of 
1883,  which  requires  that  the  name  selected  as  the  trade  mark 
shall  be  the  name  of  the  individual  or  firm  by  whom  the  goods  to 
which  the  trade  mark  is  to  be  attached  are  actually  manufactured. 
Neither  was  this  the  case  before  the  passing  of  those  Acts.  In 
many  instances,  it  is  true,  the  name  was  that  of  the  actual  manu- 
facturer :  thus,  the  words  "  Ainsworth's  Thread  "  [e]  and  "  Taylor's 
Persian  Thread"  (,/')  were  used  as  trade  marks  on  thread  produced 
by  those  makers,  "  Ramsay"  was  used  on  bricks  by  G.  II.  Ramsay  (r/), 
Thomas  Holloway  placed  "  HoUoway's  Pills "  and  "  HoUoway's 


Gianaclis,  6  P.  E.  467  ;  /«   re  Hannay, 

7  P.   R.   46  ;    also   In  re  Price's  Tutent 
Candle  Co.,  11  Ch.  D.  681  ;  In  re  Edf/e, 

8  P.   R.   207  ;   In  re  Lradlpi/,  9  P.   E. 
205  ;  In  re  Carroll,  16  P.  R.  82. 

[a)  See  per  Jes*el,  M.  R.,  in  In  re 
Horsburgh  ^-  Co.,  53  L.  J.  Ch.  237.  In 
the  same  way,  the  United  States  Statute 
of  1870,  §  79,  provided  that  the  Com- 
missioner of  Patents  should  not  receive 
and  record  any  proposed  trade  mark 
which  was  merely  the  name  of  a  person, 
firm,  or  cor}:)oration  only,  unaccompanied 
by  a  mark  sufficient  to  distinguish  it 
from  the  same  name  where  used  by  other 
persons.  ^Vnd  the  Statute  of  ISSl,  now 
in  force,  provides  by  §  3,  that  "no 
alleged  trade  mark  shall  be  registered 
which  is  merely  the  name  of  the  appli- 


cant." See  the  decisions  in  In  re  India 
Rubber  Comb  Co.,  8  U.  S.  Pat.  Gaz.  905, 
and  In  re  Hour  ej-  Post,  9  U.  S.  Pat.  Gaz. 
496,  under  the  Act  of  1870,  and  other 
cases  noted  against  the  Act. 

[b)  16  L.  T.  N.  S.  145.  See  Po>/al 
Baking  Powder  Co.  v.  Uavis,  26  Fed. 
Rep.  293. 

[c)  Patents  Acts.  1883— 1888,  §  64; 
Trade  Marks  Act,  1875,  §  10. 

[d)  In  re  Hopkinson,  (1892)  2  Ch.  116, 
and  see  In  re  Wright,  Crossley  &;  Co.,  15 
P.  R.  131,  377. 

{e)  Ainsworth  v.  Wahnslcg,  L.  R.  1 
Eq.  518. 

(/)  Taijlor  V.  Taylor,  23  L.  J.  Ch. 
255. 

(-7)  Bi.xcn  V.  Faivcus,  3  Ell.  &  Ell.  537. 
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Ointment"    on   his  boxes   and   pots  («),   and   so   in   many  cases 
more  (b) . 

But  where  a  name  has  once  become  a  trade  mark  by  registration,  A  name  be- 
or,  if  used  before  the  passing  of  the  Trade  Marks  Eegistration  Act  ^^Tvlmlf^ 
of  1875,  by  actual  user  on  a  vendible  article  (c),  since  followed  by  pass  with  the 
registration  or  the  procurement  of  a  certificate  of  refusal  to  register, 
it  is  assignable  (d),  subject  to  a  connection  with  the  goodwill  of  the 
business  (e),  and  may  easily  pass  to  and  become  the  property  of  a 
person  or  firm  whose  own  name  is  widely  different.  Thus  the  trade 
mark  "  William  Ash  "  in  Bur//  v.  Bedford  (/),  "  1847,  Rogers  Bros. 
A.  1,"  in  Mcridm  Britannia  Co.  v.  Parker  [g),  "  Thorley's  Cattle 
Food"  in  Massam  v.  J.  W.  Tliorleifs  Cattle  Food  Co.  (2)  (A),  "  D. 
Simmons"  in  Weed  v.  Peterson  (i),  "Pepper's  Signal  Oil"  in 
Weston  V.  Ketehani  (1),  (2)  (/.•),  "  Dr.  C.  McLane's  Pills  "  in  MeLean 
V.  Fleming  {I),  "Smith,  Snyder  &  Co."  in  Young  v.  Jones  Bros.  8^ 
Co.  (m),  "  Oakes'  Candies  "  in  Probaseo  v.  Bonyon  {n).  But  it  is  a 
fraudulent  act  to  piu-chase  the  right  to  use  the  name  of  a  small 
maker  because  it  happens  to  be  identical  with  that  of  a  maker  of 
reputation  (o). 

Among  trade  marks  used  before  the  passing  of  the  Trade  Marks  Names  of 
Act  of  187o,  instances  are  not  unusual  of  marks  consisting  of  a  ^^J„qs^' 
name  which  neither  is  nor  ever  has  been  borne  by  the  present  or 
any  past  manufacturer,  but  which  either  belongs  to  some  person 
who  actually  exists  or  has  existed,  or  to  some  imagitiary  or 
symbolical  personage,  or  character  from  a  book.  Thus,  the  names 
"Victoria,"  "Albert,"  &c.,  are  very  commonly  used  on  a  great 
variety  of  articles;  thus  "Bismarck"  denoted  paper  collars  {p),  and 
"Roger  Williams"  long  cloth  (5-),  "Dave   Jones"   whiskey  (r), 

((/)  Bolhxi-ay   v.   EoUoivaij,    13   Beav.  (0   12  Ab.  Pr.  N.  S.  178. 

209.  (/.)  39  N.  Y.  Super.  Ct.  54  ;  51  How. 

{h)  Biir/jess  V.  Burgess,  3  De  G.  M.  &  Pr.  455. 

G.  896  ;   'Wedguood  v.   Smi'h,  Dig.  96  ;  [I)  96  U.  S.  245. 

Collins   Co.  V.   Broun,  3  K.  &  J.  423  ;  (w)  3  Hughes,  274. 

Steplmis  V.  Peel,  16  L.  T.  N.  S.  145.  &c.  (w)   1  Mo.  App.  241. 

(c)  3IcAndrew  v.  Bassett,  4  De  G.  J.  (0)  Perks  v.  Mall  6;  Co.,  W.  N.  1881, 

&  S.  380.  p.  111. 

(rf)  Hall  V.  Barroivs,  4  De  G.  J.  &  S.  {p)  Messcrolc  v.    Tguhcrg,  4  Abb.  Pr, 

150  ;   The  Leather  Cloth   Companies''  case,  N.  S.  410  ;  R.  Cox,  479.     In  the  U.  S. 

1  H.  &  M.  271  (V.-C.  Wood),  and  11  Patent  Office  it  has  been  held  that  one 

H.    L.    C.    523    (Lords  Cranworth   and  man   may   register   as   his   trade   mark 

Kingsdown) ;  iio^^j-s  V.  Tajwi'or,  97  Mass.  another  man's  name  with  the   latter's 

291;   Emerson  Y.  Badger,  101  Mass.  82.  written   consent:    Ex  parte    ISullivun   i^ 

[e)  Trade    Marks    Registration    Act,  Burke.  16  U.  S.  Pat.  Gaz.  765  ;  Ex  parte 

1875,  §  2.     Patents  Act,  1883,  §  70.  Pace,  Talhott  ^-  Co..  ib.  909. 

(/)  32  L.  J.  Ch.  741  ;  and  4  DeG.  J.  (9)  Barrous  v.  Knight,  6  R.  I.  434  ; 

&  S.  352.  R.  Cox,  238. 

ig)  39  Conn.  450  ;  12  Amcr.  Rep.  401 .  (r)  Kidd  S;  Co.  v.  Mills,  Johnson  <?•  Co., 

[h]  14  Gh.  D.  748.  5  U.  S.  Pat.  Gaz.  337. 
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Name  "some- 
times used 
alone. 


Sometimes  in 
combinations. 


"  Lone  Jack  "  tobacco  (a) ;  so  too  "  Britannia,"  "  Dolly  Varden,"  &c. 
All  such  names,  when  of  fictitious  characters,  will  properly  be  classed 
under  sub-clause  (e)  of  the  amended  §  64  (1)  (b). 

In  some  cases  the  name  constituting  the  trade  mark  is  used  alone, 
as  "Wilkie"  in  Wi/kie  v.  McCuUoch{c),  "Dent"  in  Dent  v. 
Turpin{d),  "Ramsay"  in  Dixon  v.  Faiccus{c),  "Howe"  in  Iloice 
V.  JIo?cc  Machine  Co.  (/),  "  Wedgwood  "  in  Wedgwood  y.  Smith  (g), 
"Derringer"  in  Derringer  v.  Plate  {h),  "Jules  Jurgensen "  in 
Jurgensen  v.  Alexander  (/),  "A.  W.  Faber"  in  Faher  v.  Faher  ijc), 
"  Hopkinson  "  and  "  J.  J.  Hopkinson  "  in  Li  re  IIoj)!cinson  (/). 

In  other  cases  the  name  is  used  in  combination  with  other  letters, 
words,  or  figures,  or  combinations  of  letters,  words,  or  figures ;  and 
the  name  of  an  inventor,  discoverer,  manufacturer,  &c.,  "  may  make 
words  distinctive  which,  without  the  name,  would  not  be  so  "  (m). 
Thus  "  Chubb's  Patent-Lock  Fire-proof  Safe  "  (^0,  "  Collins  &  Co. 
Hartford  Cast  Steel,  Warranted  "  (o) ,  "  Taylor's  Persian  Thread  "  0^) , 
"Stephens'  Blue  Black  Writing  Fluid "((/),  "  Thorley's  Cattle 
Food"  0'),  "Coe's  Super-phosphate  of  Lime"(.s),  "Wolfe's 
Aromatic  Schiedam  Schnapps "  (/),  "Mrs.  Winslow's  Soothing 
Syrup  "(m),  "1847,  Eogers  Bros.,  A.  1  "  (r),  "  Meneely's  West 
Troy,  N.Y."  (w).  Again,  "  J.  Eodgers  &  Sons  "  was  coupled  with 
a  crown  between  the  initials  of  the  sovereign  {x),  and  "  Eansomes 
&  Co."  was  followed  by  "  H.  H.  6  "  (//). 


((/)  Carroll  v.  Ertheikr,  1  Fed.  Rep. 
C8rf. 

{b)  See  In  re  Bolt  ^-  Co.,  (1896)  1  Ch. 
711  ("  Trilby  " ) ;  see  In  re  Banks  ^-  James, 
12  P.  R.  333  ("Shakespeare");  In  re 
Carroll,  16  P.  R.  82  ("Princess  Chris- 
tian"). 

(c)  Ct.  Sess.  Cas.  1st  Ser.  II.  413. 

\d)  2  J.  &  H.  139. 

ie)  3  Ell.  &  Ell.  537. 

('/)  50  Barb.  236;  R.  Cox,  421. 

(O)  Dig.  96. 

[h]  29  Cal.  292  ;  R.  Cox,  324. 

(i)  24  How.  Pr.  269  ;  R.  Cox,  298. 

(/.)  49  Barb.  357;  R.  Cox,  401. 

(/)  (1892)  2  Ch.  116.  And  see  Richards 
V.  Williamson,  30  L.  T.  N.  S.  746  ;  Full- 
wood  V.  Fullwood,  W.  N.  1873,  pp.  93, 
185  ;  Tongc  v.  Ward,  21  L.  T.  N.  S.  480  ; 
Fullwood  V.  Fullwood  (2),  9  Ch.  D.  176  ; 
Bowman  v.  Floyd,  85  Mass.  76  ;  Rogers 
V.  Taintor,  97  Mass.  291 ;  Emerson  v. 
Badger,  101  Mass.  82  ;  Sohier  v.  Johnson, 
111  Mass.  238;  Sherwood  v.  Andreics,  3 
Am.  L.  Reg.  N.  S.  588  ;  In  re  India 
Rubber  Comb  Co.,  8  U.  S.  Pat.  Gaz.  905  ; 
India  Rubber  Comb  Co.  v.  3Iet/er,  ih.  905  ; 


India  Rubber  Comb  Co.  v.  Rubber  Comb 
^  Jewelry  Co.,  45  N.  Y.  Super.  Ct.  258  ; 
In  re  Rubber  Clothing  Co.,  10  U.  S.  Pat. 
Gaz.  Ill;  In  re  Coggin,  Kidder  tf-  Co.; 
11  U.  S.  Pat.  Gaz.  1109  ;  In  re  Hall  cV 
Co.,  13  U.  S.  Pat.  Gaz.  229;  Carmichel 
V.  lafimcr,  11  R.  I.  395. 

{in)  Fulton  v.  Sellers,  4  Brews.  42. 

(»)  Chubb  V.  Priest,  1  L.  T.  142. 

(o)  Collins  Co.  V.  Brown,  3  K.  &  J. 
423  ;    Collins  Co.  v.  Cowen,  ib.  428. 

[p)   Taylor  v.  Taylor,  23  L.  J.  Ch.  255. 

[q)  Stephens  V.  Feel,  16  L.  T.  N.  S.  145. 

(r)  Massean  v.  /.  W.  Thorlet/s  Cetttle 
Food  Co.  (2),  14  Ch.  D.  748. 

(.v)  Bradley  v.  A' or  ton,  33  Conn.  157  ; 
R.  Cox,  331. 

{t)  Burke  V.  Cassin,  45  Cal.  467  ;  13 
Aiuer.  Rep.  204. 

{u)  Curtis  V.  Bryan,  2  Daly,  212 ; 
R.  Cox,  434. 

(v)  Meriden  Britannia  Co.  t.  FarJccr, 
39  Conn.  450  ;  12  Amer.  Rep.  401. 

(((•)  Meneelyy.  Meneelg,  02  N.  Y.  427. 

{x)  Roelgers  v.  Nowill,  6  Hare,  325  ; 
5  C.  B.  109  ;  3  De  G.  M.  &  G.  614. 

(.'/)   Ranacme   v.    Ben/all.   3    L.    J.   Ch. 
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But  the  mere  combination  of  a  name  in  the  genitive  case  and  in 
ordinary  type  with  ordinary  descriptive  words  does  not  constitute 
a  registrable  new  trade  mark.  Thus  "Gianaclis'  Cigarettes"  (r/), 
"Edge's  Filtered  Blue  "(^*). 

The  second  class  of  trade  marks  to  which  the  Act  allows  Second  class 
registration  is  really  little  else  than  a  subdivision  of  the  first  class,  marks.— 
consisting  as  it  does,  of  "  a  written  signature,  or  copy  of  a  written  ^  signature, 
signature  of  the  individual  or  firm  applying  for  registration 
thereof  as  a  trade  mark,"  to  which  there  may  be  added,  as  before, 
"  any  letters,  words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  of  any  of  them."  The  signatui-e  of  an  individual  or 
firm  is  in  fact  the  name  of  the  individual  or  firm  printed  or  written 
in  a  "  particular  and  distinctive  manner,"  and  as  such,  even  before 
the  Eegistration  Acts,  necessarily  exhibited  characteristics  which 
could  hardly  be  copied  without  the  presumption  being  irresistible 
that  the  imitation  was  fraudulent  and  intended  to  invade  the 
rights  of  the  person  whose  signature  was  in  question.  In  the  cases 
of  Farina  v.  SikerlocJc  (c)  and  Welch  v.  Knott  (d)  the  signature 
formed  an  important  part  of  the  trade  mark  concerned,  and  in 
America  the   signatui-es  of  individuals  and  firms  have  been  ad- 

161.     And  see  Green  v.  Folgham,  1  S.  &  329  ;  and  Hostetter  v.  Anderson,  1  V.  R. 

S.  398;  James  y .  James,  L.  R.    13  Eq.  Eq.  7  ("  Hostetter's  Celebrated  Stomach 

421;     Lazenhy    v.    Lazenhi/,    Dig.    160;  Bitters");  Radwayy.  Coleman,  \  5  Gvaut 

GiJlis  V.  HaU,  R.  Cox,  596;  also  Wilder  Up.  Can.  Ch.   50    ("Radway's  Ready 

V.  Wilder,  Dig.  372  ("J.  B.  Wilder  &  Relief");   C'hinn  v.  Thomas,  5  V.  L.  R. 

Co.'s   Stomach    Bitters");     TFeston    v.  Eq.  188  ("  Hood  &  Co. 's  Soluble  Sheep 

Hemmons,  2  V.  L.  R.  Eq.   121   ("  Wes-  Dip");  Havford  v.    Westcott,   16  U.  S. 

ton's  Wizard  Oil");  i'V/A.iwsv.  7?^ffcZ.-;Ha«,  Pat.   Gaz.    1181    ("Hanford's  Chestnut 

13  Bl.  C.  C.  410  ("Dr.  J.  Blackman's  Grove  Whiskey");    Morgan  v.  Rogers, 

Genuine  Healing  Balsam ");  6?oi<r««(;?  V.  26    ib.    1113    ("Dr.    Haynes'    Arabian 

T/v/sif,  ION.  Y.  Sup.  Ct.  627("Gouraud's  Balsam");    Fiinke  v.  Lreyfus,   34   La. 

Oriental  Cream  or  Magical  Beautifier") ;  Ann.  80  ("Boker's  Stomach  Bitters"); 

Weston  V.  Ketcham  (Ij  and  (2),  39  N.  Y.  Hoxie  v.  Chanei/,  143  Mass.  592  ("A.  N. 

Super.  Ct.  54;  5lHow.  Pr.  455  ("Capt.  Hoxie's     Mineral     Soap"),    ("A.    N. 

S.  Pepper's  Extra  Signal  Oil");  In  re  Hoxie's  Pumice  Soap  ")  ;  Frost  y.Rind- 

liohUwd,  10  XT.   S.  Pat.  Gaz.  980  ("  Dr.  skoj}/,  42  Fed.  Rep.  408  ("Warren  Hose 

Lobenthal's  Essentia  Antiphthisica  ") ;  Supporter"  coupled  with  a  picture  of  a 

l^wi.ft  V.  Peters,  11  U.  S.  Pat.  Gaz.  1110  hose  supporter). 

("The  John  C.  Ragsdale  Ammoniated  {a)  In  re  Gianaclis,  6  P.  R.  467. 

Dissolved  Bone")  ;  McLean  v.  Fleminq,  lb)  In  re  Edge,  8  P.  R.  207.     And  see 

96    U.    S.    245    ("Dr.     C.    McLaue'a  Tlr\c  v.    Goodall,   (1892)    1    Ch.   35;    cf. 

Liver   Pills")  ;    l)avis    v.    Kenned)/,    13  In  re  Cuhnan,  (1894)  2  Ch.  115. 

Grant  Up.  Can.  Ch.  523  ("Perry  Davis'  [c)  1  K.  &  J.  509  ;  6  De  G.  M.  &  G. 

Vegetable  Pain-Killer") ;  Fulton  v.  Sel-  214  ;  4  K.  &  J.  650. 

lers,  4  Brews.  42  ("  Dr.  J.  M.  Lindsey's  (d)  4  K.  &  J.   747.     See  Massam  v. 

Improved  Blood  Searcher ") ;  Manhattan  Thorleifs   Cattle  Food  Co.   (1),  6  Ch.  D. 

Medicine  Co.  v.  Wood,  4  Cliff.  401  ("At-  574  ;  In  re  Farina   (2),  27  W.  R.  450  ; 

wood's    Physical    Vegetable    Jaundice  Inre  Farina  {;i),'Di'^.6b'i;  In  7-eMaignen, 

Bitters") ;  Hostetter  v,  Vowinkle,  1  DiU.  28  W.  R.  759. 
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mitted  to  registration  on  the  same  principle.  Under  the  Act  of 
1875,  §  10,  there  was  no  necessity  for  the  signature  to  be  that 
"  of  the  individual  or  firm  applying  for  registration  thereof  as  a 
trade  mark,"  but  that  is  now  required  by  §  G4,  both  as  originally 
contained  in  the  Act  of  18^3,  and  as  amended  by  the  Act  of  1888  ; 
so  that  an  individual  or  firm  will  not  in  the  future  be  able  to 
register  the  signature  of  the  person  or  firm  to  whose  business  he  or 
they  succeeded,  unless  that  is  an  old  mark,  having  been  used  as 
such  before  the  passing  of  the  Act  of  1875.  However,  when  the 
signature  is  once  registered  as  a  trade  mark,  whether  with  or  with- 
out additions,  it  will  descend  and  be  assignable  just  as  any  other 
trade  mark,  without  its  new  owner  being  liable  to  any  imputation 
of  representing  the  person  whose  signature  is  employed  to  be  still 
in  charge  of  the  business,  although  formerly  the  use  of  a  mark  of 
this  description  might  not  improbably  have  been  held  to  convey 
some  such  representation  to  the  public.  To  a  case  of  this  descrip- 
tion Lord  Cranworth's  observations  very  directly  applj^,  when, 
speaking  of  a  buyer  of  a  business  using  the  name  of  a  former 
maker,  he  said  {a),  "the  question  in  every  such  case  must  be 
whether  the  purchaser  in  continuing  the  use  of  the  original  trade 
mark  would,  according  to  the  ordinary  usages  of  trade,  be  under- 
stood as  saying  more  than  that  he  was  carrying  on  the  same 
business  as  had  been  formerly  carried  on  by  the  person  whose  name 
constituted  the  trade  mark.  In  such  a  case  I  see  nothing  to  make 
it  improper  for  the  purchaser  to  use  the  old  trade  mark,  as  the 
mark  would  in  such  a  case  indicate  only  that  the  goods  so  marked 
were  made  at  the  manufactory  which  he  had  purchased."  The 
provision  in  the  Acts  of  1875  {b)  and  1883  (c)  that  a  trade  mark 
"  shall  be  assigned  and  transmitted  only  in  connexion  with  the 
goodwill  of  the  business  "  will  enable  the  purchaser  to  use  the 
trade  mark  so  acquired  by  him  without  his  motives  being  open  to 
question,  and  will  at  the  same  time  insure  that  marked  goods 
purchased  by  the  public  shall,  except  in  cases  of  punishable  in- 
fringement, be  produced  at  the  works  from  which  they  j^urport  to 
have  come. 
Third  class  of  The  third  class  of  marks  comprises  "  a  distinctive  device,  mark, 
— A^di^Ui!?-     brand,  heading,  label,  or  ticket,"  to  which  again  may  be  added 

tive  device, 
&c. 

[a)  Leather  Cloth  Co,  Y.  American  Leather  {b)  §2. 

Cloth  Co.,  11  H.  L.  C.  523.  {c)  §  70. 
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"  any  letters,  words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  of  any  of  tliem." 

The  important  feature  which  is  absolutely  necessary  in  all  the  Distinctiye- 
varieties  of  trade  marks  included  in  this  class  is  that  of  distinctive-  ^^^ 

ness  {a)  :  each  mark  must  be  such  that,  if  a  question  of  infringe- 
ment arises,  it  shall  be  perfectly  clear  what  it  is  that  is  being 
infringed,  and  that  this  something  is  quite  different  from  all  other 
marks  used  upon  the  same  class  of  goods. 

Of  the  words  "  device,  mark,  brand,  heading,  label,  or  ticket,"  Composition 
some  point  more  directly  to  the  matter  of  which  the  trade  mark  is  and  manner  of 
composed,  others  to   the   manner  in  which  it   is   affixed   to  the  use  alluded  to. 
vendible  article, 

"Device"  and  "mark"  seem,  at  first  sight,  wide  enough  to  "Device" 
include  any  of  the  symbols  or  combinations  of  which  a  trade  mark  ^°  ^^^ '' 
could  consist.  It  has,  however,  been  held,  under  the  Act  of  1875, 
that  they  do  not  include  a  mere  word,  or  collocation  of  letters  or 
figures,  however  strangely  combined,  or  singular  in  their  applica- 
tion (b),  and  the  decision  seems  to  be  equally  applicable  to  the  Acts 
of  J  883—1888. 

When  used  as  indicative  of  the  mode  of  application  of  the  trade  Mode  of 
mark,  these  words  will  include  such  cases  as  where  the  mark  is  ^ndieated°by 
stamped  on  shirts  {'■)  or  other  cotton  goods  (d),  or  imprinted  on  tliem. 
sticks  of  liquorice  {e)  or  sealing  wax  (/'),  and,  generally,  any  cases 
which  do  not  come  within  the  remaining  and  more  exact  terms. 

"  Brand  "  refers  to  cases  in  which  the  trade  mark  is  branded  on  "Brand." 
metal   goods  {g),  or   on  wine  casks  {h),  or  corks  (i),  and  it  may 
possibly  include  a  water  mark  woven  into  the  texture  of  paper  (/.•). 

"Heading"  possibly  applies  to  cases  where,  in  addition  to  the  "Heading." 
ordinary  label  on  the  goods,  there  is  a  separate  label  affixed  above 
it,  on  which  the  special  mark  is  exhibited  (/) .    But  it  more  especially 


(a)  See  per  Cotton,  L.  J.,  in  Walerman  {g)  Motley  v.  Downman,  8  My.  &  Cr. 

V.  Ayrcs,  39  Ch.  D.  33  ;  and|je>-  Chitty,  1  ;  MiUinyton  v.  Fox,  ib.  338;  Urawshay 

J.,    in    Burland    ^  Co.  v.  Broxburn  Oil  \.  Thompson,  4  M.    &  Gr.    357  ;  JIall  v. 

Co.,  Ld.  (2),  42  Ch.  D.  274.  Barrows,  32  L.  J.  Ch.  548  ;  and  4  De  G. 

{b)  Hx  parte  Stephens,  3  Ch.  D.  659.  J.  &  S.  150,  &c. 

(c)  Fordv.  Foster,  L.  R.  7  Ch.  611.  (/,)  ,%j^o  v.  Frovezcnde,  L.   R.   1  Ch. 

[d)  Henderson    v.    Jorss,    Dig-.     198;  192;    Moet  v.    Couston,   33   Beav.   578; 
Carver  v.  Finto  Leilc,  L.  R.  7  Ch.  90  ;  Fonsardin  v.  Feto,  33  Beav.  642,  &c. 
Broadhurst    v.    Barlow,    W.    N.     1872,  ,-s    ,,    ,         ^,  ,  7^.       ..,„       ,,    , 
p.  212  ;   Carver  y.  Boioker,  Dig.  581.                  ('  .  f°'^  ^-   ^^f"'"\^-}S-  o33  ;  Moet 

(.)  McAndrew  v.  Bassctt,  4  De  G.  J.  ^-  ^'^^^^^'■»^^.  »  Ch.  D.  3.2. 
&  S.  380.  (/^)  ^irie  v.  Goodall,  (1892)  1  Ch.  35, 

(/)  In  re  Uyde  #  Co.,  7  Ch.  D.  724.  (/)  Ex  parte  Stephens,  24  W.  R.  963. 
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'  Label. 


"Ticket. 


Composition 
of  trade  mark. 


"Deface." 


applies  to  the  kind  of  marks  applicable  to  the  case  of  textile  fabrics, 
in  which  a  heading  of  special  pattern  is  inwoven  into  the  edge  of 
the  goods  (a). 

"  Label "  indicates  an  impression  of  a  trade  mark  upon  a  piece 
of  paper,  or  some  other  thin  substance,  which  is  made  to  adhere  to 
the  goods  to  which  it  is  applied,  or  to  the  vessel  containing  them. 
Thus,  in  Wof/ierspoon  v.  Currie  (b),  the  label  was  affixed  to  packets 
of  starch  ;  in  Bass  v.  Dau-her  (c)  to  bottles  of  beer  ;  in  BlackiceU  v. 
Crahh  {d),  Cocks  v.  Chandler  [c),  Cotton  v.  Gillard  {/),  and  other 
cases,  to  bottles  of  pickle. 

"  Ticket "  points  to  a  mark  also  impressed  upon  a  separate 
material,  but  only  loosely  attached  to  the  goods  the  make  of  which 
it  indicates.  Thus  the  trade  mark  of  a  wire  manufacturer  con- 
sisted of  an  anchor  stamped  on  the  tallies,  or  metal  labels,  attached 
to  the  bundles  of  his  wire  (g) ;  the  trade  mark  of  a  clothier  was 
imprinted  on  a  ticket  pinned  on  to  his  wares  {//).  In  the  case  of 
textiles  the  "  ticket "  is  gummed  on  to  the  fabric.  Mere  words  do 
not  constitute  a  distinctive  heading  (/),  or  label,  or  ticket  (/). 

The  question,  "  What  is  a  trade  mark  ? "  is,  however,  less 
directed  to  the  manner  in  which  the  trader's  symbol  is  attached  to 
his  goods  than  to  its  composition,  and  the  varieties  of  mark  which 
will  merit  and  receive  protection. 

The  original  form  of  trade  mark  was  probably  the  representa- 
tion of  some  animal,  or  other  natural  object,  or  mathematical 
figure,  as  the  Hall  mark  of  the  lion  or  leopard's  head,  the  Free- 
masons' square  and  compasses  (/»•),  or  the  Grovernment  broad  arrow. 
Such  a  mark  would  be  independent  of  language,  and  would  serve 
to  distinguish  goods  of  a  certain  make,  even  for  the  illiterate. 


(a)  Harter  v.  Souvazoglu,  W.  N.  1875, 
pp.  11,  101 ;  Carver  \.  Botvker,  Dig.  681 ; 
JiobinsoH  V.  Finlay,  9  Ch.  D.  487  ;  and 
see  per  Sir  G.  Jessel,  M.  R.,  in  Sbigrr 
Manufacturing  Co.  v.  Wilson,  2  011.1).  434. 

{b)  L.  R.  5  H.  L.  508.  See  Gilman  v. 
Eunnewcll,  122  Mass.  139. 

(c)  19  L.  T.  N.  S.  626. 

{d)  36  L.  J.  Ch.  504. 

\e)  L.  R.  11  Eq.  446. 

(/)  44  L.  J.  Ch.  90. 

(r/)  Edehten  v.  Edelsten,  1  De  G.  J.  & 
S.  185. 

(A)  Hirst  V.  Benham,  L.  R.  14  Eq. 
■642. 


(t)  Leonard  S;  Ellis  v.  Wells  S;  Co.,  26 
Ch.  D.  288. 

(;')  Great  Tower  St.  Tea  Co.  v.  Smith, 
6  P.  R.  165. 

{k)  As  to  this  Freemasons'  emblem, 
it  has  been  held  in  the  United  States 
that  it  is  so  generally  appropriated  to  a 
special  purpose  as  not  to  be  registrable 
by  a  private  firm,  even  in  combination  : 
In  re  Tolle,  2  U.  S.  Pat.  Gaz.  415.  But 
this  decision  was  not  followed  in  In  re 
Thomas,  14  U.  S.  Pat.  Gaz.  821,  or  Ex 
parte  King  (2),  46  U.  S.  Pat.  Gaz.  119, 
though  in  Ex  parte  Smith  (3),  16  U.  S. 
Pat.  Gaz.  764,  registration  was  refused 
to  the  word  "  Masonic." 
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Such   marks   are   still   frequently   employed,   and    this   clause  Examples, 
specially  includes  them.     To  this  class  belong  the  marks  of  an 
anchor  (r^),  an  eagle  (i),  a  lion  (c),  an  elephant  (c),  a  cross  ((/),  a 
pyramid  (c),  a  bell  (,/'),  a  hand  {g),  a  cock  {/i),  a  rising  sun  (/),  or 
a  triangle  (J). 

A  crest  is  just  as  capable  of  becoming  a  trade  mark  as  any  other  A  crest, 
arbitrary  device  {/:).  In  Beard  v.  Turner  (/)  Sir  W.  P.  Wood, 
V.-C,  said,  "  I  am  not  prej^ared  to  say  or  hold  that  a  man  putting 
his  crest  should  not  so  put  it  as  to  establish  his  right  to  say, 
'  Nobody  shall  use  my  crest.'  It  is  incumbent  on  him,  as  on 
every  plaintiff,  to  show  that  the  crest  is  an  essential  part  of  his 
trade  mark."  The  readiest  way  of  proving  this  is  now  by  reference 
to  the  Eegister  of  Trade  Marks. 

The  portrait  of  a  person  whose  name  has  become  descriptive  of  Portrait, 
the  goods,  is  not  sufficiently  distinctive  to  be  registered  as  a  good 
trade  mark  {m).  The  portrait  of  a  public  character  has,  however, 
been  allowed  to  be  registered  in  America  {n),  and  even  in  this 
country  in  ordinary  cases  a  trader  may  obtain  registration  of  his 
own  portrait  as  a  trade  mark  (o). 

Before  the  Trade  Marks  Act  of  1875  a  trade  mark  might  consist  Initials, 
of  initials,  either  alone  or  in  combination  with  other  ingredients  (^j). 
Now,  however,  it  would  be  difficult  to  assert  that  initials  alone, 
printed   in   the   usual   manner,  and  without   any   distinguishing 
peculiarities  of  shape,  colour,  &c.,  could  be  described  as  "a  distinc- 

(«)  Edelsien  v.  Edehten,  I  De  G.  J.  &  2G3 ;    Mackbinon  v.    Thompson,    5    Can. 

S.  185.  Leg.  News,  396,  also  Instructions  as  to 

{b)  Sfandishv.  WhiticcU,  14  W.  R.  512.  royal,  national,  municipal,  &c.,  arms. 

(c)  Henderson  \.  Jorss,  Dig.  198.  (/)   13  L.  T.  N.  S.   746.     In  Stiwdish 

{d)   earlier  v.    Carlik,  31   Beav.   292;  v.    WhitwcU,   14  W.  R.  512,  the  defen- 

Cartier  v.    IFesthead,  Dig.   l'J9  ;   Cartier  dant  was  restrained  from  using  what  he 

V.  May,  Dig.  200.  alleged  to  be  his  own  crest  as  his  trade 

(<?)  Bass  V.  Dawber.  19  L.  T.  N.  S.  G20.  mark.     So  in  MacJdnnon  v.   T/iompson,  5 

If)  Dell,  Black  ^•'  Co.  v.   Bell  ^-   Co.,  Can.  Leg.  News,  396,  where  the  trade 

Dig.  514.  mark,    consisting    of    the    defendai;t's 

(ff)  Allsopp  V.  Walker,  Dig.  545.  name  and  arms,  had  been  sold  to  the 

(A)  In  re  Walkden  Aerated  Waters  Co.,  plaintiff. 

54  L.  J.  Ch.  394.  [m)  In  Re  Anderson,  26  Ch.  D.  409  ; 

(t)  Morse  V.  Worrell,  10  Phila.  IGS.  54  L.  J.  Ch.  1084  (App.). 

Ij)  In  re  Worthington,  14  Ch  D.  8.  (h)  Ex  parte  SiMivan  ^^  Burke,  16  U.  S. 

(/.-)  In  Steinthal  v.  Samson,  Dig.  546,  Pat.  Gaz.  705  ;  Ex  parte  Pace,  Talbott  tj- 

the  trade  mark  consisted  of  the  crest,  Co.,  ib.  909. 

arms,  and  motto  of  the  plaintiff's  family.  (o)  Rowland  v.  Michell,  (1897)  1  Ch.  71 ; 

See  Robinson  v.   Einlati,  9   Ch.  D.  487  ;  and  see  Richmond  Nervine   Co.   v.  Rich- 

Hargrcaves  v.    Smith,  Dig.   338  ;    In  re  mond,  159  U.  S.  293  ;  Kathreiner'' s  Malz 

Hosing,  54  L.  J.  Ch.  975;  In  re  Farina.  Kaffce  Fabrikcn,SiC.^.  Pastor  Kneip  Medi- 

(1),   26  W.   R.   261  ;  In  re  Farina   (3),  cine  Co.,  82  Fed.  Rep.  321. 

Dig.  654  ;  Godillot  v.  Eazard,  81  N.  Y.  (;;)  See  pp.  76,  77,  inj'ra. 
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Marks  with  a 

mechanical 

purpose. 


Marks 

representing 
the  article. 


tive  device,  mark,  brand,  heading,  label,  or  ticket."  Where  the 
letters  are  eombined  together  into  the  form  of  a  monogram,  or 
enclosed  within  a  distinctive  border,  or  are  in  any  other  way  used 
in  such  a  combination  as  to  be  distinguishable  from  the  same  letters 
used  in  the  plain  ordinary  way,  it  might  have  been  supposed  that 
a  device  or  mark  would  be  constituted  capable  of  registration  ; 
but  in  Lucke  v.  Webster  («),  Sir  Gr.  Jessel,  M.  R.,  while  admit- 
ting to  registration  as  an  old  mark  a  monogram  on  a  shield, 
suggested  that  he  could  not  have  done  so  if  it  had  been  a  new 
mark.  In  the  American  case  of  United  States  v.  Marhte  [b),  the 
Commissioner  of  Patents  considered  that  the  letters  "  W.  G."  in  a 
monogram  were  registrable  as  a  trade  mark. 

Marks  which  have  a  mechanical  purpose,  e.g.,  to  serve  as  guides 
for  the  equal  division  of  the  article  to  which  they  are  applied, 
cannot  deprive  other  manufacturers  of  the  right  to  use  somewhat 
similar  marks  for  the  same  pm-pose  {e) . 

In  some  American  cases  it  has  been  held  or  suggested  that  a 
device  which  represents  the  article  to  which  it  is  intended  to  be 
applied  must  be  treated  as  descriptive  and  incapable  of  appropri- 
ation, in  the  same  way  as  words  which  are  descriptive  of  the  article 
to  which  they  are  applied  are  refused  recognition  as  distinctive 
names.  Thus  the  representation  of  a  pig,  attached  to  packages  of 
lard  {d) ;  the  representation  of  a  fish,  for  fishing-lines  (f)  ;  the 
representation  of  a  bed  made  under  a  special  patent,  for  beds  so 
made  (/) ;  the  representation  of  a  barrel  composed  of  alternate 
light  and  dark  staves,  for  barrels  of  flour  so  made  up  {g)  ;  the 
representation  of  a  twig  with  three  leaves  and  a  plum,  for  medi- 
cated prunes  {h).  But  there  is  no  English  authority  in  favour  of 
such  devices  being  incapable  of  appropriation,  and  it  is  very 
doubtful  whether  the  principle  would  be  recognised  in  this  country. 
In  the  case  of  the  descriptive  name,  the  right  to  use  it  could  hardly 
be  separated  from  the  right  to  make  and  sell  the  article  ;  but  there 


[a)  Jessel,  M.  R.,  April  4th,  1879. 
{b)  22  U.  S.  Pat.  Gaz.  1366. 

(c)  Bausman  and  Drnnimond  Tobacco 
Co.  V.  Riiffner,  15  U.  S.  Pat.  Gaz.  559. 

[d)  Fopham  v.  Wilcox,  66  N.  Y.  59. 
{e)  In    re  Pratt   %  Farmer,    10  U.   S. 

Pat.  Gaz.  866. 

(/)  Tucl-er  Manufacturing  Co.  t.  Boy- 
ington,  9  U.  S.  Pat.  Gaz.  455. 

{g)  Ex  parte  Halliday  Brothers,  16U.  S. 
Pat.  Gaz.  500. 


(A)  Ex  parte  Smith  (2),  16  U.  S.  Pat. 
Gaz.  679  ;  and  see  Merriam  v.  Famous 
Shoe  and  Clothing  Co.,  47  Fed.  Rep.  411  ; 
Merriam  v.  Texas  Si/tings  Publishing  Co., 
49  Fed.  Rep.  944.  But  this  rule  does 
not  appear  to  be  of  universal  application. 
See  Frost  v.  Eindskopf,  42  Fed.  Rep. 
408  ;  Harris  Frug  Co.  v.  Stucky,  46 
Fed.  Rep.  624.  Cf.  Fish  Brothers  Wagon 
Co.  V.  La  Belle  War/on  Works,  82  Wise. 
546  ;  33  Am.  St.  Rep.  72. 


WHAT  IS  A  TRADE  MARK  ?  37 

is  no  imperative  necessity  that  every  one  who  has  the  latter  right 
should  also  be  entitled  to  sell  the  article  under  a  mark  containing  a 
representation  of  it.  If  the  trade  are  entitled  to  sell  the  article, 
and  to  sell  it  by  its  appropriate  name,  their  requirements  appear  to 
be  satisfied.  However,  the  question  would  probably  be  treated  as 
being,  to  some  extent  at  least,  one  of  degree.  In  In  re  James  (a) 
an  application  was  made  for  the  removal  from  the  register  of  a 
trade  mark  for  black  lead,  which  consisted  of  the  representation  of 
a  dome-shaped  cylinder  of  black  lead,  on  the  ground  that  the  trade 
mark  was  simply  a  pictorial  description  of  the  goods  in  the  form  in 
which  they  were  usually  sold;  but  the  decision  of  Pearson,  J., 
allowing  the  application,  was  reversed  by  the  Court  of  Appeal. 
This  was  principally  on  the  ground  that  the  black  lead  was  not 
necessarily  sold  in  that  shape,  and  that  the  mark  had  sometimes 
been  applied  and  might  properly  be  applicable  to  blocks  of  black 
lead  in  any  shape ;  and  the  Court  did  not  actually  decide  what 
would  be  done  if  the  trade  mark  had  consisted  of  a  pictorial 
representation  of  the  goods  in  the  only  shape  in  which  they  could 
be  made,  but  the  inclination  of  the  Court  of  Appeal  would  appear 
to  have  been  rather  in  the  direction  above  suggested.  The  Comp- 
troller-General has  now  signified  his  intention  not  to  accept  as 
trade  marks  pictorial  representations  of  the  goods  to  which  they 
are  to  be  applied  {b) . 

In  Harfer  v.  Souvazoglu  {c)  the  trade  mark  consisted  of  a  certain  "  Heading." 
combination  of  purple,  pink,  and  green  threads,  nine  stripes  in  souvazog'iu. 
three  gradations,  which  were  woven  as  a  heading  into  cotton  goods, 
which  were  forwarded  to  the  markets  of  Turkey  and  the  Levant. 
The  owners  of  this  mark  having  filed  a  bill  for  an  injunction 
against  a  rival  trader  who  had  copied  the  mark.  Sir  C,  Hall,  V.-C, 
held  "that  a  heading  could  be  the  subject  of  a  trade  mark,  that 
the  evidence  in  the  case  showed  that  this  heading  was  distinguished 
from  others  in  Turkey,  and  that  it  had  become  a  trade  mark, 
although  it  was  sometimes  associated  with  stamps  on  the  goods,  of 
the  lion  and  the  sun,  and  other  devices.  Customers  had  bought 
goods  because  of  this  particular  heading,  and  he  therefore  con- 
sidered that  the  plaintiffs  who  had  adopted  it  were  entitled  to  the 
protection  they  asked,  and  that  no  other  persons  could  use  it "  {d). 

{a)  33  Ch.  D.  392.     And  see  Ripley  v.  Hose  Co.,  10  P.  E.  84. 

Bandeij,  14  P.  R.  591,  compromised  on  (c)  W.  N.  1875,  pp.  11—101. 

appeal,  ih.  944.  (rf)  And  see  per  Sir  G.  Jcssel,  M.  R., 

(4)   See  In  re  Sphincter  Grip  Armoured  in  Singer  Manufacturing  Co.  v.   JVihon,                     , 
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Besides  the  varieties  of  marks  to  which  reference  has  ah-eady 
been  made,  tlie  third  class  of  registrable  trade  marks  under  §  64  of 
the  Patents  Acts,  1883,  before  its  amendment  by  the  Act  of  1888, 
also  included  "  a  fancy  word  or  words  not  in  common  use."  This 
was  not  so  under  the  Trade  Marks  Eegistration  Acts,  1875 — 1877, 
which  entirely  excluded  fancy  words  from  registration  as  new  marks, 
and  only  admitted  such  as  had  been  used  before  the  Act  of  1875, 
This  exclusion  was,  however,  found  to  cause  great  annoyance  and 
inconvenience,  since  a  fancy  name  is  of  all  trade  marks  the  most 
useful,  seeing  that  it  affords  so  easy  a  mode  of  inquiring  for  and 
obtaining  goods  produced  by  the  precise  manufacturer  whose 
production  is  desired.  For  this  reason  the  use  of  such  words  as 
trade  marks  has  been  more  general  than  that  of  any  other  descrip- 
tion of  mark,  and  during  the  period  of  exclusion  from  registration, 
recourse  was  had  to  all  kinds  of  contrivances  for  obtaining  the 
registration  and  at  least  partial  protection  of  fancy  names. 

For  words  to  be  capable  of  exclusive  appropriation  under  this 
provision  of  the  Act  of  1883,  which  is  still  operative  with  respect 
to  words  registered  under  it,  they  had  to  comply  with  three  re- 
quirements. First,  they  had  to  be  fancy  words ;  secondly,  they 
had  to  be  distinctive ;  and,  thirdly,  they  had  to  be  not  in  common 
■use.  Each  of  these  requirements  has  been  the  subject  of  decision 
under  the  Act. 

As  to  what  is  meant  by  "a  fancy  word  or  fancy  words,"  it  was 
at  first  very  generally  supposed,  and  was  so  held  by  Chitty,  J.  (a), 
and  Bacon,  V.-C.  {b),  that  the  term  would  include  any  word 
fancifully  applied,  such  as  would  have  been  protected  by  the  Courts 
irrespective  of  any  Eegistration  Act.  The  Court  of  Appeal,  how- 
ever, took  a  more  stringent  view  of  the  meaning  of  the  phi-ase,  and 
the  effect  to  be  given  to  it  is  now  ascertained  with  reasonable 
clearness.  Thus,  in  the  leading  case  on  the  subject  (c),  Cotton, 
L.  J.,  said,  "  To  be  registered,  the  word  must  be  a  '  fancy  word  ' ; 
and  in  order  to  come  within  that  description  it  must  be  a  word 
which  obviously  cannot  have  reference  to  any  description  or 
designation  of  where  the  article  is  made,  or  of  what  its  character 


2  Ch.  D.  434.  Also  Carver  v.  Bowker, 
Dig.  581,  and  Robinson  v.  Finlaij,  9 
Ch.  D.  487,  where  a  heading  of  coloured 
threads  formed  a  part  of  the  combina- 
tion mark,  though  not  mentioned  in 
the  report.     The  heading  is  practically 


always  an  element  in  the  combination 
of  markings  on  cotton  piece  goods. 

{a)  In  reStapley  ^  Smith,  29  Ch.  D.  877. 

{b)  In  re  Van  I)u:er,  34  Ch.  D.  623  ; 
In  re  Leaf,  Sons  ^-  Co.,  34  Ch.  D.  632. 

(c)  In  re  Van  Buzer,  34  Ch.  D.  623. 
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is  "  ;  and  LlucTley,  L.  J.,  said,  "  To  be  a  '  fancy  word  '  the  word 
must  either  have  to  ordinary  English  people,  to  whom  the  Act  is 
addressed,  no  meaning,  like  the  word  '  Eureka,'  or  the  word 
'Aeilyton,'  or,  i£  it  has  any  meaning  at  all,  it  must  be  obviously 
[non-descriptive]  (a)  when  used  as  a  trade  mark."  And  Lopes, 
L.  J.,  added,  "  A  word  to  be  a  '  fancy  word '  must  be  obviously 
meaningless  as  applied  to  the  article  in  c[uestion.  It  must  be  a 
word  fanciful  in  its  application  to  the  article  to  which  it  is  applied, 
in  the  sense  of  being  so  obviously  and  notoriously  inappropriate  as 
neither  to  be  deceptive  nor  descriptive,  nor  calculated  to  suggest 
deception  or  description.  Further  than  that,  the  word  must  have 
an  innate  and  inherent  character  of  fancifulness,  which  must  not 
depend  on  evidence  (h),  and  cannot  be  supported  by  evidence,  to 
show  that  in  fact  it  is  neither  deceptive  nor  descriptive,  nor 
calculated  to  be  deceptive  or  descriptive.  A  fancy  word  must 
speak  for  itself :  it  must  be  a  fancy  word  of  its  own  inherent 
strength."  Again,  in  Waterman  v.  Ai/rcs  (c).  Fry,  L.  J.,  after 
expressing  his  concurrence  in  the  definitions  given  above,  added 
further,  "  That  which  is  the  only  name  of  a  thing  cannot,  it  seems 
to  me,  be  a  fancy  word  with  regard  to  it.  The  word  '  spade ' 
describes  the  thing.  Tou  can  never  take  the  word  '  spade '  and 
call  it  a  fancy  word  for  the  thing."  And  in  another  case  (r/) 
Chitty,  J.,  said  that,  "in  reference  to  an  article  produced  in  a 
foreign  country  and  imported  into  England,  where  it  was 
previously  unknown  and  without  a  name,  the  word  used  in  that 
foreign  country  as  the  common  term  to  describe  or  denote  the 
article  is  not  a  fancy  word  within  the  meaning  of  the  Act." 

The  effect  of  these  statements  has  been  so  to  narrow  and  restrict 
the  meaning  of  the  phrase  that  in  nearly  all  the  cases  in  which  the 
question  of  "  fancy  word  "  has  been  brought  before  the  Court  the 
decision  has  been  adverse  to  the  claimant.  In  fact,  in  only  five 
cases  (e),  one  of  which  has  since  been  disapproved  (,/'),  has  the 
word  been  upheld  ;  whereas  in  many  cases  it  has  been  disallowed 

{a)  See  34  Ch.  D.  645.     See  also  In  re  877    ("  Alpine  "    cotton) ;    Slazenger  v. 

BovrilTradeMark,{\%'di!,)2Gh..md,mb,  Mali»g.%  W.   N.    I88.7,   p.    124    ("The 

C07.  Lawford  "  racquet);  Jn  re  liurgoyne,  6 

(i)  And    Bee    Hodgson    v.    HmcMr,    9  P.  R.  227  ("  Oomoo "  wine) ;  InreDen- 

r.  R.  22.  •^^"^'"'  (l''''^''^)  2  Ch.  170  ("Mazawattee" 

'    .'""^1.    -nw    nn  tea);  In  re  Bovril   Trade  Mark,   (1896) 

(c)  39  Ch.  D.  29.  2  Ch.  600  ("BovrU"). 

{d)  In  re  Davis  ^  Co.,  6  P.  R.  207.  (/)  Jn  re  Stapley  S;  Smith  in  In  re  Van 

\e)  In  re  Stapley  ^  Smith,  29  Ch.  D.  Dxzer,  34  Ch.  D.  623. 
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"Distinc- 
tive." 


"Not  in  com- 
mon use." 


on  the  ground  of  descriptiveness  or  suggestion  of  descriptiveness  (a) . 
It  is,  however,  to  be  observed  that  the  recent  '  Mazawattee '  and 
'  Bo\Til '  decisions  might  well  have  been  adverse  to  the  trade  mark 
owners  if  the  Coui'ts  had  been  disposed  to  show  as  great  severity  as 
in  some  of  the  previous  cases,  so  that  the  greater  leniency  shown  in 
these  cases  may  possibly  imply  that  marks  will  be  expunged  with 
less  frequency  in  future. 

As  to  the  requirement  that  a  fancy  word  shall  be  distinctive,  it 
seems  that  the  meaning  to  be  placed  upon  this  is  that  the  word 
must  be  one  which  serves  to  distinguish  the  goods  of  one  maker  or 
dealer  from  the  goods  of  all  others  (Z») ,  and  that  it  cannot  be 
distinctive  if  a  word  of  similar  sound,  though  different  in  spelling, 
is  in  use  in  the  trade  {c). 

The  further  requirement  that  fancy  words  shall  be  "  not  in 
common  use  "  has  been  interpreted  by  Chitty,  J.  (c/),  to  mean  that 


{a)  Words  which  have  been  held  not 
to  be  "  f  ancywords  "  :  Inre  Price' s  Fatcnt 
Candle  Co.,  27  Ch.  D.  681  ("National 
Sperm"  candles);  In  re  Fricdlander, 
W.  N.  1885,  p.  85  ("Zephyr  Asiatic 
Walnut  Pipe")  ;  In  re  Harden  Star,  ^-c. 
Co.,  Id.,  3  P.  E.  132  ("Hand  Grenade 
Pire  Extinguisher  ")  ;  Inre  Van  Buzer, 
34  Ch.  D.  623  ("Melrose  Favourite  Hair 
Restorer");  In  re  Leaf,  Sons  ^-  Co.,  34 
Ch.  D.  632  ("Electric  Velveteen"); 
In  re  Arhenz,  35  Ch.  D.  248  ("Gem" 
air-g-uns) ;  Lever -v.  Goodwin,  36  Ch.  D.  1 
("The  Self -Washer");  Toivgood  Bros.\. 
I'irie  1^-  Sons,  Ld.,  4  P.  R.  67  ("The 
Jubilee  Note"  paj^er)  ;  In  re  Ainslie  iS; 
Co.,  4  P.  R.  212  ("  Ben  Ledi"  whiskey) ; 
In  re  Laing,  L.  J.  N.  of  C.  1887,  p.  102 
("  Gleiigowrie  Blend  of  Eine  Old  High- 
land Whiskey  ") ;  In  re  Hanson,  37  Ch. 
D.  112  ("  Red,  White,  and  Blue  "  label 
tea) ;  In  re  Sanitas  Co.,  Ld.,  4  P.  R.  533 
("  Sanitas"  medicines) ;  In  re  IFaterman, 

39  Ch.  D.  29  ("  Reversi  "  game) ;  In  re 
Davis  %  Co.,  G  P.  R.  207  ("  Bokol " 
beer)  ;  Humphries  v.  Taylor  Bruq  Co.  (2), 
59  L.  T.  N.  S.  820  ("Herbahn"  medi- 
cine); In  re  Calif ornian  Fig  Si/rup  Co., 

40  Ch.  D.  620  ("Syrup  of  Figs") ;  In 
re  Jackson  ^-  Co.,  6  P.  R.  80  ("  Kokoko  " 
cotton  piece  goods) ;  In  re  Thompson  ^• 
Co.,  6  P.  R.  213  ("Manor  "  tin  plates)  ; 
In  re  Grossmith,  6  P.  R.  180  ("EmoUio" 
toilet  cream) ;  Great  Tower  Street  Tea  Co. 
V.  Smith,  6  P.  R.  165  ("Tower  Tea")  ; 
Bnrland  ^-  Co.  v.  Broxburn  Oil  Co.,  Ld. 
(2),  42  Ch.  D.  274  ("  Washerine  "  soap) ; 
In  re  Vignier,  6  P.  R.  490  ("Monobrut" 


champagne)  ;  In  re  Batt  S;  Co.,  6  P.  R. 
493  ("The  Brymbo  Special"  iron);  In 
re  Ilannay,  7  P.  R.  46  ("Electroid" 
anti-fouling  composition) ;  Stuart  <^-  Co. 
V.  Scottish  Val  de  Travers  Paving  Co.,  Ld., 
Ct.  Sess.  Cas.  4th  Ser.  XIII.  1  ("Grano- 
lithic" artificial  stone) ;  InreApoUinaris 
Co.,  (1891)  2  Ch.  186,  221  ("  Apollinaris," 
' '  Friedrichshall, ' '  and ' '  Hunyadi  Janos' ' 
mineral  waters  and  products) ;  In  re  Edge, 
8  P.  R.  207  ("Filtered  Blue ")  ;  Pirie  v. 
Goodall,  (1892)  1  Ch.  35  ("Parchment 
Bank  "  paper)  ;  Hodgson  v.  Sinclair,  9  P. 
R.  22  ("Britannia"  soap) ;  In  re  Paine 
(1),  9  P.  R.  130  ("John  Bull  Brand" 
beer)  ;  but  see  Paine  v.  Laniells,  (1893) 
2  Ch.  567  ;  In  re  Harris,  9  P.  R.  492 
("  Beatrice"  shoes) ;  In  re  Lloyd,  10  P. 
R..  281  ("Carnival"  cigarettes);  In  re 
Talbot,  11  P.  R.  77  ("Emollioloriun" 
saddle  paste)  ;  In  re  Banks  ^  James,  12 
P.  R.  333  ("  Shakspere"  cigars)  ;  In  re 
Thompson,  13  P.  R.  35  ("Roadster" 
boots) :  In  re  Davis,  14  P.  R.  903  ("Com- 
pactura "  umbrellas);  Meahy  %  Co.  v. 
Triticine,  Ld.,  15  P.  R..  1  ("Triticumina" 
food). 

ib)  See  Wood  v.  Lambert,  32  Ch.  D. 
257 ;  Waterman  v.  Ayres,  39  Ch.  D.  29  ; 
In  re  Jackson  ^  Co.,  6  P.  R.  80  ;  In  re 
Apollinaris  Co.,  (1891)  2  Ch.  186;  In  re 
Magnolia  Metal  Co.,  (1897)  2  Ch.  371. 

{c)  Per  Kay,  J.,  in  In  re  Jackson  ^-  Co., 
6  P.  R.  80.  And  see  In  re  Ripley,  15 
P.  R.  151. 

(rf)  In  re  Stapley  ^  Smith,  29  Ch.  D. 
877 ;    In   re  Burgoyne,    6    P.    R.    272. 
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they  must  not  be  in  common  use  in  the  trade  with  respect  to 
which  it  is  sought  to  appropriate  them  ;  and  though  other  judges 
have  rather  avoided  expressing  an  opinion  as  to  the  meaning  of 
the  phrase,  it  would  appear  that  this  is  the  true  meaning  to  be 
attached  to  it.  The  fact  that  a  word  may  have  been  generally 
used  and  have  acquired  a  descriptive  signification  in  one  trade  may 
well  leave  it  "  obviously  meaningless  "  in  another.  In  Scotland, 
Lord  Craighill  (a)  seems  to  have  taken  substantially  the  same 
view  as  Chitty,  J.,  for  he  says  that  the  term  "  '  common  use,'  as 
employed  in  the  statute,  does  not  necessarily  import  that  the  word 
must  have  been  used  commonly  by  all  members  of  the  community, 
or  by  people  in  all  parts  of  the  country.  What  is  enough,  in  my 
opinion,  to  establish  common  use,  in  the  sense  of  the  statute,  is 
this :  if  it  shall  be  shown  that  the  word  has  been  commonly  used 
by  persons  who  had  occasion  to  use  it,  and  who  are  connected 
more  or  less  directly  with  the  use  of  the  commodity  to  which  the 
word  has  been  applied."  Conversely  it  has  been  laid  down  by 
Kekewich,  J.,  that  if  words  are  in  common  use  generally,  they  are 
in  common  use  within  the  meaning  of  the  Statute  (h) . 

The   fourth  class  of  marks  comprises    "  an  invented  word   or  Fourth  class 
invented  words,"  to  which,  as  in  other  cases,  additions  may  be  marfe^— in- 
made.       The   introduction  of  this  expression   into   the   Act   was  vented  words, 
generally   considered   to  have  been  intended  to  bring  within  its 
scope,   and  to  render   registrable  as  new  marks,  such  words  as 
"  "Washerine  "  (e)  and  "Monobrut"  (d),  which  were  rejected  as 
fancy  words,  or  as  "  Pectorine  "  (e),  "  Lactopeptine  "  (./'),  "  Valvo- 
line"(^),  which  were  not   submitted  to  that   test.     The  judges 
were,  however,  unable  to  remove  from  their  minds  the  impression 
produced  upon  them  by  the  rigidity  with  which  the  term  "  fancy 
word  "  had  been  construed,  and  which  had  been  carried  so  far  as  to 
exclude  from  registration,  not  merely  words  which  contained  direct 
statements  as  to  the   character  or  quality  of  the  goods,  but  even 
invented  words  which  had  never  been  heard  of  before,  but  which 


Compare  Great  Toiver  Street  Tea  Co.  v.  (c)    Burland    i-    Co.  y.   Broxburn    Oil 

Smith,  6  P.  R.  165 ;  and  In  re  Banks  4-  Co.  (2),  42  Ch.  D.  274. 

James,  12  P.  R.  333.  (d)  In  re  Vignier,  6  P.  R.  490. 

/  \  T      ot       i  p   n           o    ,1-  1   Tr  1  J  (e)  Smith  V.  JIason,  W.  N.  1875,  p.  62. 

la)  In  Stuart  *  Co.  v.  Scottish  }  al  de  , 'j-\  ,,        ■  1        ir            t     t   xt      ^  /-< 

rr               T>     ■        P<        Tj     r<L     a          n  if)  Cnrnrick  v.  Morson,  L/.  J .  JN .  ot  O. 

Iravers  Faring  Co.,  La.,  Ot.  Sess.  Gas.,  loV-r         -1 

4fh  «?«f   "STTTT    1  1877,  p.  t\. 

4ta  oer.  j^lll.  1.  ^^^  Leonard  cj-  Ellis  v.  Wills  #  Co.,  26 

(b)  In  re  Paine  (1),  9  P.  R.  130.  Ch.  D.  288. 
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v,-ere  supposed  to  contain  some  remote  suggestion  of  descriptivencss. 
Under  the  influence  of  tliis  impression,  tliej  applied  to  this  class 
of  "  invented  words  "  the  same  prohibition  of  any  reference  to  the 
character  or  quality  of  the  goods  which  was  contained  in  the 
succeeding  clause  of  the  Act  relating  to  existing  words,  and  having 
so  introduced  this  prohibition  they  construed  it  with  no  less 
strictness  than  had  previously  been  adopted  in  the  case  of  "  fancy 
words."  In  this  way  "  Satinine  "  was  rejected  as  a  trade  mark  for 
starch,  soap,  blue,  and  similar  goods  (r/),  "  EmoUiolorum "  for 
saddle  paste  (h),  "  Somatose  "  for  an  extract  of  meat  (c).  On  the 
other  hand  "  Mazawattee  "  was  approved  for  tea  {<f),  and  "  Kynite" 
for  explosives  (<?) .  Pinally  the  refusal  of  the  Courts  to  register  the 
invented  word  "Solio"  for  photographic  paper  (,/)  led  to  the 
question  being  submitted  to  the  House  of  Lords,  with  the  result 
that  a  decision  was  obtained  from  the  highest  tribunal  that  the 
term  "invented  word  "  in  the  later  Act  is  to  be  construed  without 
reference  to  the  decisions  on  "  fancy  word  "  in  the  earlier  Act,  and 
that  the  prohibition  of  descriptivencss  is  not  to  be  extended  from 
the  clause  of  the  statutory  definition  relating  to  known  words, 
where  it  was  placed  by  the  Legislature,  to  the  clause  relating  to 
"  invented  words,"  where  the  Legislature  omitted  it.  In  fact  in 
such  cases  the  only  question  which  has  to  be  determined  is,  as  stated 
by  Lord  Herschell  in  the  "  Solio  "  case,  "  whether  the  word  sought 
to  be  registered  is  an  invented  word."  In  one  of  the  cases  on  this 
subject.  Lord  Justice  Kay  said  :  "  There  is  extremely  little  inven- 
tion in  the  matter.  It  may  be  that  the  word  '  Satinine,'  which 
was  there  in  question,  was  objectionable  on  other  grounds ;  but 
if  the  word  be  an  '  invented'  one,  I  do  not  think  the  qiianfum  of 
invention  is  at  all  material.  An  invented  word  is  allowed  to  be 
registered  as  a  trade  mark,  not  as  a  reward  of  merit,  but  because 
its  registration  deprives  no  member  of  the  community  of  the  rights 
which  he  possesses  to  use  the  existing  vocabulary  as  he  pleases. 
It  may  no  doubt  sometimes  be  difficult  to  determine  whether  a 
word  is  an  invented  word  or  not.  I  do  not  think  the  combination 
of  two  English  words  is  an  invented  word,  even  although  the 
combination  may  not  have  been  in  use  before,  nor  do  I  think  that 

{a)  In  re  Meycrstcin,  43  Ch.  D.  604.  (rf)  In  re  Densham,  (1895)  2  Ch.  176. 

(A)  In  re  Talbot,  11  P.  R.  77.  (c)  In  re  Kynoch,  14  P.  R.  90.'). 

(c)  In  re  Farbenfabriken,  (1894)  1  Ch.  (/)  In  re  Eastman  Photographic  Mate- 

645.  rials  Co.,  Ld.,  (1898)  A.  C.  571. 
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a  mere  variation  of  the  orthography  or  termination  of  a  word 
would  be  sufficient  to  constitute  an  invented  word,  if  to  the  eye  or 
ear  the  same  idea  would  be  conveyed  as  by  the  word  in  its  ordinary 
form.  Again,  I  do  not  think  that  a  foreign  word  is  an  invented 
word,  simply  because  it  has  not  been  current  in  our  language.  At 
the  same  time,  I  am  not  prepared  to  go  so  far  as  to  say  that  a 
combination  of  words  from  foreign  languages  so  little  known  in 
this  country  that  it  would  suggest  no  meaning  except  to  a  few 
scholars  might  not  be  regarded  as  an  invented  word." 

It  is  apprehended,  however,  that  this  decision  does  not  affect 
such  decisions  as  that  in  In  re  British  Eledrozone  Co.  [a),  where  it 
was  held  that  a  word  known  in  an  English-speaking  country  (the 
United  States)  could  not  be  an  invented  word,  or  that  in  In  re 
Ripley  (b),  where  it  was  held  that  a  new  word  "  Pirle,"  identical  in 
sound  with  a  common  and  well-known  word  "  Pearl,"  though 
differently  spelt,  could  not  be  registered  as  an  invented  word. 

The  fifth  class  of  marks  comprises  "  a  word  or  words  having  no  I'ift^  class  of 
reference  to  the  character  or  quality  of  the  goods,  and  not  being  a  —Non-de- 
geographical    name,"   with    or   without    additions.      This  seems  scnptive 
designed  to  include  such  terms  as  "  Pharaoh's  Serpents"  toys  (c), 
"United   Service"    soap  ((/),    and    "Charter    Oak"    stoves  (e). 
Geographical  words  remain  excluded  (/') ,  as  they  had  abeady  been 
under  the    meaning  given    by  the  Courts  to  the   term  "  fancy 
words." 

The  question  what  is  a  geographical  word  is,  however,  not  always 
easy  of  solution.  Thus,  in  In  re  Salt  (g) ,  the  word  "  Eboline  "  was 
held  to  be  geographical,  as  being  the  name  of  the  Italian  town  of 
"  Eboh "  with  an  ordinary  suffix,  though  the  word  had  been 
composed  in  ignorance  of  the  existence  of  the  town.  Again, 
many  words  are  used  as  names  of  places,  while  their  original 
signification  has  no  geographical  reference  at  all.  Such  a  case  was 
that  of  "Magnolia"  (A),  which  was  the  name  of  many  small 
American  towns  and  villages,  yet  was  considered  to  be  registrable, 
the  geographical  allusion  not  being  generally  understood  in  this 

(a)  13  P.  E,.  447.  2  Ch.  186,  221  ("  Apollinaris,"  "Fried- 

(4)   15  r.  R.  151.  richshall,"     and     "  Hunyadi     Janos  " 

(c)  Barnett  v.  Leuchars,  13  L.  T.  N.  S.  mineral  waters  and  products). 
495.  {g)  (1894)  3  Ch.  166. 

(d)  Field  v.  Lewis,  Seton,  5th  Ed.  537.  {h)  In  re  Magnolia  Metal  Co.,  (1897)  2 

(e)  Fillcy  v.  Fassett,  44  Mo.  173.  Ch.  371.     See  also  In  re  Apollinaris  Co., 
(/)  See  In  re  Apollinaris  Co.,  (1891)       Ld.,  (1891)  2  Ch.  186. 
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country.  The  effect  of  this  decision  appears  to  be  that  a  word  is 
not  to  be  regarded  as  geographical  unless  its  primary  signification 
is  geographical,  or  unless  it  has  become  recognised  in  this  country 
as  a  geograpliical  word. 

With  reference  to  existing  words  free  from  any  geographical 
meaning,  the  question  still  remains  whether  they  have  or  have 
not  any  reference  to  the  character  or  quality  of  the  goods.  That 
this  question  will  be  looked  into  very  closely  may  be  assumed  from 
the  cases  cited  above  with  respect  to  "  invented  words."  And  this 
seems  very  reasonable,  for  the  right  of  the  public  to  use  descriptive 
words  in  a  descriptive  sense  ought  to  be  strictly  maintained,  as 
was  pointed  out  by  Lord  Herschell  in  the  "  Solio "  case  (a). 
Whether  it  was  necessary  to  discover  a  descriptive  allusion  in  all 
the  cases  in  which  the  Court  discovered  it  may  perhaps  be  doubted, 
but  it  is  clear  from  the  decision  of  the  House  of  Lords  that  no 
non-invented  word  which  really  is  descriptive  will  be  allowed  to  be 
registered  as  a  new  trade  mark  {b).  Where,  however,  a  name 
which  is  not  naturally  descriptive,  such  as  "  Magnolia,"'  has  been 
given  to  a  new  article,  that  application  of  the  word  does  not 
necessarily  cause  it  to  have  reference  to  the  character  or  quality  of 
the  goods,  though  if  the  word  has  come  to  be  known  as  the  name 
of  the  article,  irrespective  of  the  manufacturer,  it  may  become  open 
to  objection  on  the  ground  that  it  has  ceased  to  be  distinctive  (c). 

The  names  of  imaginary  persons,  such  as  the  characters  in  books, 
e.g.,  "  Trilby,"  fall  within  this  class  of  words  {d). 
Sixth  class  of  Marks  which  come  within  any  of  the  above  five  classes  are 
— Old'marks.  capable  of  registration,  whether  they  were  used  before  the  passing 
of  the  Trade  Marks  Eegistration  Act,  1875,  or  not;  but  many 
valuable  trade  marks  adopted  and  used  before  any  precise  definition 
was  provided  are  not  included  in  any  of  these  five  classes,  and 
would  consequently  be  deprived  of  the  benefits  of  the  Act,  unless 
some  special  provision  were  made  for  their  protection.  To  meet 
this  case  it  is  provided,  by  §  64  (3)  (ii),  that  "  any  special  and 
distinctive  word  or  words,  letter,  figure,  or  combination  of  letters 
or  figures,  or  of  letters  and  figures,  used  as  a  trade  mark  before 
the  13th  day  of  August,  1875,  may  be  registered  as  a  trade  mark 
under  this  part  of  this  Act." 

(a)  In  re  Eastman  Photographic  Mate-  (^)  j^  re  Magnolia  Metal   Co.,    (1897) 

rials  Co.,  Ld.,  (1898)  A.  C.  371.  2  Ch.  371. 

[h)  See  In  re  Linotype  Co.,   14  P.  R.  ^ 

900  ("  Typograph  ").  ('^)  ^«  '"''  -^"^^  (^896)  1  Ch.  ill. 
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By  far  the  most  important  description  of  marks  included  in  this  Old  word- 
class  is  that  defined  as  "  any  special  and  distinctive  word  or  words  ™^^^^' 
used  as  a  trade  mark  before  the  13tli  day  of  August,  1875,"  which 
brings  within  the  scope  of  the  Act  the  numerous  varieties  of  words 
which  were  used  as  old  marks,  whether  they  come  within  the  defi- 
nitions applicable  to  new  marks  or  not.  With  respect  to  them, 
two  conditions  are  prescribed.  First,  the  word  or  words  must  be 
"  special  and  distinctive";  and,  secondly,  they  must  have  been  used 
as  a  trade  mark  before  the  passing  of  the  Act  of  1875. 

Passing  over  for  the  moment  the  question  what  words  can  be  "Used  as  a 
properly  regarded  as  special  and  distinctive,  it  seems  convenient 
first  to  consider  here  the  further  requirement  that  the  word  or 
words  shall  have  been  "  used  as  a  trade  mark  before  the  13th  day 
of  August,  1875,"  a  requirement  which,  it  will  be  observed, 
applies  also  to  the  other  varieties  of  old  marks  comprised  in  §  64 

The  expression  "  used  as  a  trade  mark  "  was  much  considered  in 
the  case  of  RicJtarch  v.  BiitcJier  (2)  [a),  where  Kay,  J.,  said  that 
"  '  user  as  a  trade  mark  '  means,  not  what  the  person  who  uses  has 
in  his  own  mind  about  it,  not  what  he  has  registered  in  a  foreign 
country,  but  what  the  public  would  understand,  when  the  trade 
mark  or  so  called  trade  mark  is  impressed  upon  the  goods,  or  upon 
some  wrapper  or  case  containing  the  goods,  to  be  the  trade  mark. 
That  is  the  trade  mark  proper  ;  and  '  user  as  a  trade  mark '  means, 
and  must  necessarily  mean,  the  impressing  of  those  words  either 
upon  the  goods,  or  upon  some  wrapper  or  case  containing  the  goods, 
in  such  a  way  that  the  public  would  necessarily  understand  those 
words  to  be,  and  alone  to  be,  the  trade  mark  of  the  person  who 
uses  them."  Again  in  In  re  Powell  (2)  {b),  where  the  question 
was  as  to  the  use  of  the  words  "  Yorkshire  Relish  "  on  packing 
cases  containing  bottles  of  the  sauce  of  that  name,  Bowen,  Tj.  J., 
said,  "  although  it  is  perfectly  possible  that  a  mark  on  a  packing 
case  may  be  intended  to  be  used  as  a  trade  mark,  it  can  only,  as  a 
rule,  be  so  when  the  packing  case  is  intended  to  sell  the  goods,  and 
the  packing  case  is  intended  to  be  the  thing  shown  to  the  pur- 
chaser." 

There  must,  then,  have  been  user  of  the  word  or  other  mark 
before  August  13th,  1875,  and  such  user  must  have  been  user  as  a 

(a)  (1891)  2  Ch.  .'522,  532.  {/>)  (1893)  2  Ch.  388  ;  affirmed  (1894)  A.  C.  8. 
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trade  mark,  and  not  as  a  descriptive  term  relating  to  tlie  character 
or  pattern  of  the  goods  or  the  like  (a).  The  word  or  other  mark 
must  have  been  used  per  sc,  and  not  as  part  of  a  mark  which 
included  other  elements  (h) ;  and  if  it  has  always  been  used  witli 
such  other  elements,  it  cannot,  apart  from  them,  be  claimed  as  an 
old  mark,  even  though  in  some  cases  some  of  the  elements  com- 
prising the  entire  trade  mark  have  been  used  on  one  side  of  the 
article  and  the  remainder  on  the  other  side  (e).  Moreover,  it  is 
not  sufficient  that  there  has  been  user  on  price  lists,  bill  heads,  or 
other  trade  documents ;  for  user  as  a  trade  mark  there  must  have 
been  user  on  the  goods  themselves  (d),  or  on  the  boxes  or  wrappers 
containing  them(e), — though  slight  user  is  sufficient  (/),  unless  the 
claim  is  for  registration  under  the  three-mark  rule  (g) , — and  the 
user  before  August  .13th,  1875,  must  have  been  within  the  United 
Kingdom ;  for  foreign  user  {//)  or  registration  (/)  is  immaterial, 
and  the  mere  passage  through  England  of  marked  goods,  without 
any  sale  or  exposure  for  sale,  is  not  user  of  the  mark  (J).  And 
even  if  all  these  conditions  have  been  complied  with,  the  old  user 
only  gives  a  right  to  registration  in  respect  of  the  goods  with 
relation  to  which  the  old  user  existed,  and  not  to  registration  as  an 
old  mark  in  respect  of  any  otlier  goods  (/c). 
"Special  and       As  to  the  requirement  that  the  word  or  words  shall  be  "  special 

distinctive." 

(«)  Leonard  %  Ellis  v.  Wells  ^-  Co.,  26  {e)  Jay  v.  Ladler,  40  Ch.  D.  649.    And 

Ch.  D.  288  ;  In  re  Harrison,  McGregor  ^  see  Richards  v.  Butcher  (2),  (1891)  2  Ch. 

.      Co.,  42  Ch.  D.  691  ;  Bichards  v.  Butcher  522. 

(2),  (1891)  2  Ch.  522  ;  In  re  Poivcll  (2),  (/)  In  re  Chorlion  £;  Bugdale,  53  L.  T. 

(1893)  2  Ch.  388  ;  (1894)  A.  C.  8.  N.  S.  337. 

[b)  In  re  Falmer  (3),  24  Ch.  D.  504  ;  io)  ^^  >"«  Scdson  S;  Co.,  26  Sol.  J.  43. 
In  re  Royal  Baking  Powder  Co.,  W.  N.  (A)  In  re  Milnch,  50  L.  T.  N.  S.  12  ; 
1880,  p.  49  ;  In  re  Ilayivard  ^-  Sons,  54  In  re  Riviere  ^-  Co.,  26  Ch.  D.  48  ; 
L.  J.  Ch.  1003;  In  re  Ghorlton^- Lugdale,  Leonard  %  Ellis  v.  Wells  ^-  Co.,  26  Ch. 
53  L.  T.  N.  S.  337  ;/«  re  Perry  i>«m  #  D.  288  [jjcr  Fry,  L.  J.)  ;  Berliner 
Son,  15  App.  Cas.  316  ;  In  re  Grossmith,  Braiwrci  GescUschaft  Tivoli  v.  Knight, 
6  P.  R.  180  ;  In  re  Dunn,  41  Ch.  D.  439  ;  Stochs  ^-  Co.,  W.  N.  1883,  p.  70  ;  Jack- 
In  re  Apollinaris  Co.,  (1891)  2  Ch.  186;  son  ^-  Co.  v.  Napper,  35  Ch.  D.  162; 
In  re  Kinahan,  10  Pr.  393  ;  In  re  Poivell  Smith  v.  Fair,  14  Ont.  Rep.  729.  But 
(2),  (1893)  2  Ch.  388 ;  (1894)  A.  C.  8.  see  In  re  Eastman,  W.  N.  1880,  p.  128. 
The  same  rule  applies  to  a  device  claimed  (,;)  Eichards  v.  Butcher  (2),  (1891) 
as  an  old  mark  ;    Baker  v.  Raivson,  45  o  q}^    522    532. 

Ch.    D.    519,    628,    532;    In   re  Fuenie,  ^  (j^  Jackson'^^-   Co.  v.  Nappcr,  35  Ch. 

(1891)  2  Ch.  166.  D.'l62  ;  Newman  t.  Pinto,  4  P.  R.  508 


(c)  In  re  Spencer,  54  L.  T.  N.  S.  659 
Richards  v.  Butcher  (2),  (1891)  2  Ch.  522 

{d)  In  re  Palmer  (3),  24  Ch.  D.  504 
In  re  Chorlton  ^  Bugdale,  53  L.  T.  N.  S 
337  ;  In  re  Perry  Favis  ^  Son,  5  P.  R.  333 


{per  Kekewich,  J.) ;  In  re  Meciis,  (1891) 
1  Ch.  41. 

{k)  In  re  Jdlcy,  Son  ^-  Jones,  51  L.  J. 
Ch.  639  ;  Edwards  v.  Famis,  30  Ch.  D. 
454.     And  see  jser  Pearson,  J.,  in  In  re 


15  App.   Cas.   316;   Thompson  v.  Mont-       Lyndon,  32  Ch.  D.  109;  and  Phillips  v. 
gomery,  41  Ch.  D.  35;  (1891)  A.  C.  217.         ^O^en,  12  P.  R.  325,  331. 
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and  distinctive,"  it  has  teen  said  by  an  Irish  judge  {a)  that 
"  special  "  means  that  the  words  must  not  ordinarily  be  applied  to 
goods  of  the  class  in  respect  of  which  they  are  used,  and  that 
"  distinctive  "  means  that  they  must  be  suitable  for  distinguishing 
the  particular  goods  as  to  which  they  are  used  from  other  goods  of 
the  same  class.  And  in  Wood  y.  Lambert  (b),  Fry,  L.  J.,  said: 
"  It  appears  to  me  that  to  satisfy  the  requirements  of  the  defini- 
tion (c),  the  word  or  words  must  be  distinctive  in  this  sense,  that 
they  distinguish  the  manufacture  of  the  person  who  has  registered 
the  trade  mark  from  the  manufacture  of  all  other  persons.  I  say 
'  manufacture,'  but  of  course  there  may  be  cases  in  which  they  dis- 
tinguish, not  the  manufacture,  buf  the  selection,  or  some  other 
operation  upon  the  goods.  But  in  all  cases  the  word  or  words 
must  distinguish  the  product  of  the  person  claiming  the  trade  , 
mark  from  the  product  of  all  other  persons,  and  it  appears  to  me 
that  it  must  have  that  distinctive  character  at  the  time  of  the 
registration  "  (f/).  And  in  the  same  case  Lindley,  L.  J.,  said, 
"  What  is  meant  by  a  '  distinctive '  trade  mark  ?  It  must  mean 
some  mark  which  distinguishes  the  goods  to  which  it  is  attached  as 
those  made  or  sold  by  the  person  who  uses  the  mark."  So  in  In 
re  Perry  Davis  4'  Son  {e),  Lopes,  L.  J.,  stated  that  "  the  authorities 
are  clear  to  show  that  it"  {i.e.,  a  word  claimed  as  an  old  mark) 
"  must  be  a  word  distinguishing  the  article  manufactured  by  one 
person  from  a  similar  article  manufactured  by  another  person,  and 
not  a  word  that  is  merely  descriptive  of  the  article  itself  "  (/)  ;  and 
in  the  same  case  Lord  Halsbuiy  said  in  the  House  of  Lords  [g), 
"  The  word  '  distinctive '  means  distinguishing  a  particular  person's 
goods  from  somebody  else's  goods — not  a  quality  attributed  to  the 
particular  article,  but  distinctive  in  that  respect — that  it  means  that 
it  is  a  manufaetm-e  of  his  as  distinguished  from  somebody  else's. 
The  manufacture  may  or  may  not  be  new,  but  that  is  the  sort  of 
distinction  contemplated  by  the  statute." 


[a)  Chatterton,  V.-C.  of  I.,  in  Bodega  Jones,  Ld.  v.  Johnson  cj-  Co.,  7  P.  R.  395, 

Co.,  Ld.  V.  Oivens,  6  P.  R.  236.  400. 

(/.)  32Ch.D._247.  (.)  5  P.  R.  333. 

ic)  The  definition  there  referred  to  is  /  ,-n    *    j               -n       t    t     •     -rr^ 

that  contained  in  the  Trade  Marks  Act,  (-^ )  ^^  ''"^rn^T.'  V"  ^  z^^J"" 

1875,  ^  10  (3),  with  which,  for  this  pur-  7"  J'  ^K^^f^^^^-  P'^f  '  r^f^^f'  ^^ 

nose  the  present  words  are  identical  Ji»(r/ier   (2),    (1891     2   Ch.   522;    In   re 

VO^c^,\t^^W^^enzyrov(^a.vemem^ca.i.  Hopkinson,    (1892)    2    Ch.     Ilfi ;    In    re 

[a)  1  his  definition.  Fry,  L.  J.,  repeated  ,,'^     ,.     i,  ^  ,  ^-^    /lonTN  o  riu    o^, 

in    substance  in   In    re  Perry  Davis   ^  Magnoha  Metal  Co.,  {\m)  2  Ch.  ZU. 

Son,  5  P.  R.  333.     And  see  £arlow   ^  (?)  1^  App.  Cas.  316,  320. 


48 


WHAT  IS  A  TRADE  MARK  ? 


Wood  V. 
Lambert. 


Leniency  of 
Courts. 


In  Wood  V.  La)i)hcri  {a)  the  word  "  Eton,"  -wlaich  was  registered 
as  a  trade  mark  by  the  plaintiffs,  had  been  habitually  used  by  them 
in  conjunction  with  names  of  imaginary  firms  ;  and  the  Court  of 
Appeal  held  that  such  user  had  destroyed  whatever  distinctiveness 
the  word  might  otherwise  have  possessed.  Fry,  L.  J.,  in  whoso 
views  the  other  Lords  Justices  concurred,  laid  down  that  "  when 
a  person  uses  a  name  and  represents  that  name  to  be  applicable  to 
the  product  of  a  manufacturer  or  manufacturers  other  than  himself, 
so  as  to  induce  the  belief  that  the  goods  are  the  manufacture  of 
that  third  person  or  persons,  he  cannot  say  that  the  word  is  dis- 
tinctive of  his  own  manufacture.  Nor  do  I  think  that  that  principle 
applies  the  less  because  the  plaintiff  may  be  false  in  the  assertion 
that  there  is  any  such  firm  or  firms  as  the  manufacturer  represents. 
He  who  has  made  the  goods  has  taken  upon  himself  to  repre- 
sent two  things  :  in  the  first  place,  that  they  are  not  his  manufac- 
ture, but  somebody  else's ;  in  the  second  place,  that  a  fu-m  exists 
which  does  not  exist  at  all." 

In  the  majority  of  the  cases  in  which  the  validity  and  right  to 
registration  of  a  word  claimed  as  an  old  mark  have  been  considered, 
the  question  has  turned  on  the  user  or  non-user  as  a  trade  mark 
before  the  13th  of  August,  1875;  but  when  the  question  has 
turned  on  the  words  being  distinctive  or  otherwise,  the  Courts  have 
shown  themselves  far  more  leniently  disposed  than  in  the  case  of 
"  fancy  words,"  and  words  which  must  have  been  refused  regis- 
tration as  "  fancy  words "  have  been  recognised  as  registrable 
in  the  character  of  "  special  and  distinctive  words  "  {h).  In  fact, 
in  some  of  these  cases  the  words  have  been  so  far  descriptive 
as  to  cause  a  reasonable  doubt  whether  the  leniency  shown  was 
not  excessive. 


{a)  32  Ch.  D.  247. 

{b)  The  following  words  have  been 
recognised  as  special  and  distinctive 
words  :  Reuihardt  v.  Sp'dding,  49  L.  J. 
Ch.  57  ("Family  Salve");  Talbot  v. 
Webley,  3  P.  R.  276  ("Baffle"  stoves); 
Leonard  ^  Ellis  v.  Wells  S;  Co.,  26  Ch.  D. 
28S  ("Valvoline"  oil);  (but  compare 
In  re  Eorsburgh,  53  L.  J.  Ch.  237)  ;  In 
re  Eastman,  W.  N.  1880,  p.  128  ("Kit- 
chen Crystal  Soap  ") ;  Blair  v.  Stock,  52 
L.  T.  N.  S.  123  ("Strathmore"  whiskey) ; 
Compania  General  de  Tobacos  v.  Rehder  ^ 
Co.,  5  P.  R.  61  ("  Cavite  "  cigars) ;  Free 


Fishers  and  Dredgers  of  Whitstable  v. 
Elliott, W.  N.  18S8,  p.  27  ("Whitstable 
native  oysters");  B.  Edqinqton,  Ld.  v. 
/.  Edgington  cj-  Co.,  6  P.  R.  51-8  ("  Frigi 
Domo"  canvas);  and  see  Eransy.Smil/i, 
3  Times  L.  R.  390  ("Montserrat"  lime- 
juice)  ;  In  re  Grossmith,  6  P.  R.  180 
("  Emollio  "  toilet  cream) ;  Tliompfion  v. 
Montgomery, 41  Ch.D. 35  ("Stone Ales"). 
ln/«  re  Ferry  Davis  cj-  Son,  58  L.  T.  N.  S. 
695  ;  15  App.  Cas.  315,  the  term  "  Pain- 
Killer"  medicines  seems  to  have  been 
thought  too  descriptive,  though  there 
were  other  reasons  for  invalidating  the 
trade  mark. 
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Although  there  may  he  questions  as  to  the  application  of  the  Descriptive- 
principle  in  particular  cases,  there  can  be  no  doubt  that,  as  was 
clearly  laid  down  in  Wood  v.  Lambert  (a),  descriptiveness  is  fatal 
to  a  word  claimed  as  an  old  trade  mark,  though  it  will  not  be 
invalidated  for  such  a  mere  suggestion  or  suspicion  of  descriptive- 
ness as  has  in  some  instances  proved  fatal  to  words  claimed  as 
"  fancy  words  "  {b).  The  intention  of  the  proviso  admitting  old 
word  marks  to  registration  is  evidently  to  give  protection  to  words 
used  as  trade  marks,  and  which  would  have  been  protected  as  such 
before  the  first  Trade  Marks  Registration  Act ;  and  it  may 
probably  be  said  that  words  which  would  have  been  recognised  as 
trade  marks  before  1875  will  now  be  recognised  as  coming  within 
the  statutory  proviso  in  favour  of  old  marks.  "  The  Legislature  in 
the  Act  of  1875  did  no  more  than  adopt  the  language  of  the 
cases,  by  reducing  them  into  a  compressed  form,  and  say  really 
that  what  the  Court  would  have  held  to  be  a  trade  mark  inde- 
pendently of  the  Act  should  now  be  capable  of  registration  as  a 
trade  mark  under  the  Act,  provided  only  that  the  mark  had  been 
used  as  a  trade  mark  before  the  passing  of  the  Act  "  (c). 

When,  however,  a  word  is  purely  descriptive,  that  is  to  say,  when  Descriptive 
it  expresses  accurately  and  appropriately  the  material  or  mode  of 
composition  of  the  goods  to  which  it  is  affixed,  then,  unless  the 
exclusive  manufacture  of  such  goods  is  protected  by  a  patent,  and 
the  same  result  cannot  be  attained  without  infringement  of  the 
patent,  all  the  world  has  the  right  to  make  and  sell  such  goods  ; 
and  further,  when  the  goods  are  manufactured  and  in  course  of 
sale,  the  vendor  not  only  has  the  right,  but  is  in  duty  bound  to 
describe  them,  for  the  proper  information  and  protection  of  the 
public,  in  such  manner  as  will  convey  the  most  correct  idea. 
Hence  the  original  maker  can  claim  no  exclusive  right  in  the 
properly  descriptive  name  ;  nor  would  it  be  in  accordance  with  the 
principles  of  equity  that  he  should  be  able  to  do  so,  for,  as  was 
well  said  by  Mr.  Justice  Strong,  in  the  Supreme  Court  of  the 
United  States  ((/),  "Equity  will  not  enjoin  against  telling  the 
truth." 

(«)  32  Ch.  D.  247.  4tli  Sor.  XIII.  1. 

rv':Vt'   f    "'«J^"«;«  J-  -^/f  ■'-  ?9  (,)  j„  ,,  j[,j,ki>mn,  (1892)  2  Ch.  IIG, 

On.  1).  2'J  ;  Jh  re  bandas  Co.,  Ld.,  4  1'.  •  K  k      '  •)     T 

R.  533  ;   Burland  S;  Co.  v.  Broxburn  Oil  "                        ' 

Co.,  Ld.  (2),  42  Ch.  D.  274;  In  re  Vignicr,  ('^)   C'«««/  Co.  v.  Clark,  80  U.  S.   311; 

6  P.  R.  490  ;  Sluart  cj-  Co.  v.  tScottixh  Val  ci.Jicddawai/  v.  Banham,  (IS'Jli)  A.  C.  199, 

dc  Traver-f  Paving  Co.,  Ld.,  Ct.  Seas.  Cas.  -^-• 

S.  E 
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Young  \.  The  reasoning  of  Wood,  V.-C,  in  Yoiinr/ \.  Macrae  {a),  affords 

a  good  example  of  the  just  way  of  considering  cases  of  this 
description.  In  that  case  the  plaintiffs,  who  held  a  patent  for 
manufacturing  a  kind  of  oil  which  thej  called  "  Paraffin  oil,"  filed 
a  bill  against  the  defendant,  w^ho  sold  a  substance  which  he  styled 
"  Kerosene  oil,"  or  "  American  Paraffin  oil."  The  case  coming  on 
on  motion  for  injunction,  the  Yice-Chancellor  said,  "  In  the  patent 
the  process  is  described  as  '  a  distillation  of  coal  so  as  to  obtain  oil 
containing  paraffin,  and  from  this  oil  I  obtain  paraffin.'  So  he 
calls  it  paraffin  oil  because  it  contains  paraffin.  Here  is  a  well- 
known  substance  called  '  paraffin.'  A  chemist  discovers  that  by 
the  same  process  by  which  paraffin  is  produced,  an  oil  containing 
i:)araffin,  and  from  which  paraffin  can  again  be  produced,  is  obtain- 
able. Therefore,  it  being  an  oil  containing  paraffin,  and  producing 
paraffin,  he  calls  it  '  paraffin  oil.'  It  is  not  a  fanciful  or  whimsical 
name,  but  it  describes  the  thing  which  he  has  produced.  A  man 
cannot  take  out  a  patent  for  a  natural  substance,  but  he  can  take 
out  a  patent  for  arriving  at  that  natural  substance,  and  he  may 
christen  it,  putting  aside  all  other  people  having  called  it  by  that 
name."  The  Vice-Chancellor  then  put  the  case  of  a  man  extract- 
ing sugar  from  beet-root  by  a  patented  process,  and  calling  the 
extract  "  beet-root  sugar  "  for  a  period  of  ten  years.  In  such  a 
case,  when  beet-root  sugar  w^as  asked  for,  it  would  be  known  that 
his  w\as  meant,  because  he  was  the  only  man  who  made  it.  "  The 
name,"  the  Vice-Chancellor  said,  "  does  not  become  a  trade  mark, 
•  but  it  gets  fixed  to  his  sugar  simply  because  nobody  else  could 

make  it.  Then,  suppose  that  another  man  found  out  another 
method  of  making  sugar  from  beet-root,  and  so  extracted  it,  not 
wanting  to  patent  it,  and  described  it  as  '  beet-root  sugar,'  may  he 
not  call  it  '  beet-root  sugar  '  because  the  other  gentleman  for  ten 
years  has  been  the  manufacturer  of  it,  and  sold  it  as  such  ?  I 
think  the  question  of  the  fancifulness  of  the  name  is  a  question 
whether  it  is  taken  by  way  of  trade  mark  or  not.  All  he  {i.e.,  the 
plaintiff)  has  done  here  is  this  :  he  has  found  out  an  article  which 
is  a  natural  product,  and  he  has  given  that  natural  product  a 
name.  .  .  .  This  is  not  like  the  case  of  the  '  Medicated  Mexican 
Balm,'  which  is  a  name  extravagantly  ridiculous.  I  therefore 
should  not  assume  mala  fides  against  a  person  who  calls  the  thing 

(a)  9  Jvir.  N.  S.  322, 


WHAT  IS  A  TRADE  MARK  ?  51 

what  it  is.  It  is  paraffin  and  it  is  oil,  therefore  paraffin  oil. 
There  is  paraffin  in  it,  and  paraffin  to  be  obtained  from  it,  and  it 
is  American."     Injunction  refused. 

In  a  later  case  {a)  the  same  Yice- Chancellor  referred  to  the 
above  case  of  Yov.ng  v.  JIacrac{b),  and  remarked  that  "if  the 
evidence  had  gone  to  show  that  the  plaintiff  had  been  the  first  to 
apply  the  name  '  jDaraffin '  to  the  oil,  he  would  have  granted  an 
injunction  (c)  ;  but  that  he  had  there  had  it  proved  that  the  name 
'  paraffin  oil '  had  long  been  known  as  the  scientific  name  of  the 
article,  and  that  the  defendant  could  not  well  have  called  it 
anything  else." 

Again,  a  word  which  was  first  applied  to,  or  was  even  Name  becomes 
invented  for  the  sole  and  express  purpose  of  designating  a  sub- -^^  icijuns. 
stance  or  composition  may  prove,  on  investigation,  to  have  ceased 
to  retain  the  characteristic,  which  it  once  possessed,  of  conveying 
the  idea  of  the  goods  being  of  a  particular  manufacture  ;  in  which 
case  the  person  who  first  used  the  word,  though  its  inventor,  will 
cease  to  have  any  exclusive  rights  in  it,  since  it  will  have  become 
purely  descriptive  of  an  article  which  all  may  freely  make  {d). 
The  name  thus  becomes  puhlici  jio'i's,  and  not  only  can  be,  but 
ought  to  be,  employed  by  all  who  manufacture  and  sell  an  article 
which  they  are  at  perfect  liberty  to  manufacture  and  sell,  and  of 
which  the  name  in  question  is  generally  recognized  as  the  appro- 
priate designation.     This  point  is  well  stated  by  Lord  Selborne,  C, 

(a)  Srahamv.  Bustard,  I  B..  ScM.  U7.  57;  Daniel  v.  Whitehouse,  (1898)  1  Ch. 

See  also  the  remarks  on  Young  w .  Macrae,  685;  Canal  Co.  v.   Clark,  80  U.  S.  311  ; 

in  Reddaicayv.  Banham,  (1896)  A.  C.  199,  and  Schendel  v.  Silver,  70  N.  T.  Sup.  Ct. 

in  the  House  of  Lords.     See  also  Powell  330,  as  to  a  name  which  is  ajjpropiiated 

V.  Birmingham  Brewery  Co.,  (1896)  2  Ch.  to  an  article. 

54;     (1897)    A.    C.    710;     Rockingham  (</)  £■.(/.,  ""Worcestershire  Sauce " — 

Hail.  Co.  Y.  Allen,  12  Times  L.  R.  345  :  Lea  v.  Millar,  Dig.  513  ;  Lea  v.  Beakin, 

Farsonsv.  Gillespie,  15  P.  R.  57;  Daniel  11   Biss.   23;    "Gem"   air-guns,  Ln  re 

V.  TTAi^e/iOMse,  (1898)  1  Ch.  685.  Arhenz,    35    Ch.    D.    248;    "Maizena," 

{b)  9  .Tur.  N.  S.  322.  Xational    Starch    Manufacturing    Co.    v. 

(c)  So  in  i'/w  V.  >Si;i"j»/if«s,  Dig.  609,  the  Miain^s  Patent  Maizena  and  Starch  Co., 

term  "  Fruit  Salt "  was  protected  at  the  (1894)  A.  C.  275  ;  "  Magnolia  "  Metal, 

instance  of  the  per.son  who  was  the  first  Magnolia  Metal  Co.  v.  Atlas  Metal  Co.,  14 

to  use  it.     And  see  In  re  Dunn,  41  Ch.  P.  E,.  389;  "Winser" (Sewer-trap)  Inter- 

D.  439  ;   15  App.  Cas.  252  ;  also  Sieqert  ceptors.  Winser  ^-  Co.,  Ld.  v.  Armstrong 

V.   Fuullater,    7    Ch.   D.   801;    Linoleum  S;  Co.,  16  P.  R.   167;   "Neva  Stearins" 

Manufacturing   Co.  v.   Nairn,   7  Ch.   D.  c-AudL\es,  Neva  S'earineCo.v.  Mowling,^Y. 

834:   Grezier  v.  Autran.  13  P.  R.  I  ;  In  L.  R.  Eq.  98:  "Cilhoun  Plou-h,"  In  re 

re  Borril  Trade  Mark,  (1896)  2  Ch.  600;  7^?//.?  tV^.  13  U.  S.  Pat.  Gaz.  229;  "Hol- 

Powcll  V.   Pjirminaham    J'inrgar  Breivcn/  brook's  School  Apparatus,"  <S'/u')vroorf  v. 

Co.,  {ISdG)  2  Ch.oi  ;  (1897)  A.  C.  710';  Andrews,  3  Am.   L.   Reg.   N.   S.  5s8  ; 

Rockingham  Rail.  Co.  V.  Allen,  12,  TimcH  "Dr.   Ward's   Liniment,"    Watkins   v. 

L.  R.  345  ;  Parsons  v.  Gillespie,  15  P.  E,.  Z««rfon,52Minn.389;  38Am.St.Rep.560. 
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in  Sii/ger  McnuifacturuKj  Co.  v.  Loog  (3)  (a),  where  he  says,  "  The 
reputation  acquired  by  machines  of  a  particular  form  or  construc- 
tion is  one  thing;  the  reputation  of  the  plaintiffs,  as  manufacturers, 
is  another.  If  the  defendant  has  no  right  under  colour  of  the 
former  to  invade  the  latter,  neither  have  the  plaintiffs  any  right 
under  colour  of  the  latter  to  claim  (in  effect)  a  monopoly  of  the 
former.  If  the  defendant  has  a  right  to  make  and  sell,  in 
competition  with  the  plaintiffs,  articles  similar  in  form  and  con- 
struction to  those  made  and  sold  by  the  plaintiffs,  he  must  also 
have  a  right  to  say  that  he  does  so,  and  to  employ  for  that  purpose 
the  terminology  common  in  his  trade,  provided  always  that  he  does 
this  in  a  fair,  distinct  and  unequivocal  way." 

Effect  of  rpj^g  registration  as  a  trade  mark  of  a  name  of  this  description 

registration.  ^  .  •  ,        •  o        1      i 

Will  somewhat  complicate  the  question,  as  registration  of  a  trade 

mark  is  2^)'imd  facie  evidence,  and,  after  five  years'  registration, 

conclusive  evidence  of  the  right  of  the  registered  owner  to  the 

exclusive  use  of  such  trade  mark  [h)  ;  but  the  wording  of  the  Act 

is  entii'ely  directed  to  the  registration  of  "  a  trade  mark,"  the 

exclusive  use  of  "  a  trade  mark,"  &c.,  and  since  a  name  which  has 

heeome puhlici  Juris,  whether  registered  or  not,  cannot  be  a  "trade 

mark  "  within  the  definition  section  of  the  Act,  because  it  contains 

nothing  distinctive,  it  seems  that,  at   all  events  within   the  five 

years,  this  enactment  does  not  preclude  a  defence  on  the  ground 

that  the  name   so  registered  is  in  fact  no  trade  mark,  and  was 

registered,  or  is  continued  on  the  register,  by  error.     However, 

whether  that  be  so  or  not,  it  has  been  repeatedly  decided  that  five 

years'  registration  cannot  protect  a  mark  which  has  been  registered 

as  a  trade  mark,  but  is  invalid  by  reason  of  its  being  descriptive 

or  otherwise,  from  being  removed  from  the  register  (c)  ;  and  the 

remarks  of  Mellish,  L.  J.,  in  Ford  v.  Foster  [d),  appear  to  be 

equally  applicable  since  the  Act  as  before  it.     "  There  is  no  doubt, 

(a)  8  App.  Cas.  27  ;  and  see  per  Mel-  Spencer,  54  L.  T.  N.  S.  G59  ;  /«  re  Apol- 

lish,  L.  J.,  in  Singer  Manvfacturing  Co.  linaris  Co.,  (1891)  2  Ch.  186  ;  Richards  v. 

V.  Wilson,  2  Ch.  D.  434,  466.     See  also  Butcher  {2),  (1891)  2  Ch.  522.    And  it  has 

Winser  i^-  Co.,  Ld.  v.  Armsirong  ^-  Co.,  16  been  so  held  also  in  Victoria:  Lewis  v. 

P.  E.  167.  Kl'ipproth,   11  V.   L.  R.  214;    Wolfe  r. 

(b\  Patents  Act    1883    i  76  ^^''"J'  ('^)'  ^^ ^-  ^-  ^-  ^^^ '  "'"^-^^ ^-  ^""^ 

{b)  ir-atents  Act,  l»»d,  J  /  b.  ^.  ^,^^  13  y.  L.  R.  752.  The  wisest  course 

(c)  In  re  Palmer  (1)  and  (3),  21  Ch.  D.  to  take  in  such  a  case  is  no  doubt  to  apply 

47  ;   24  ?5.  504  ;  In  re  Lloiid  %  Sons,  27  to  rectify  the  register  by  the  removal  of 

Ch.  D.  646  ;  Edirards  v.  Lennis,  30  Ch.  the  ofleuding  mark — e.g.  Leonard  ^  Ellis 

D.  454;  In  re  Wragg,  29   Ch.   D.   551  ;  v.  Wells  &;  Co.,  26  Ch.  L).  288. 
Wood  V.  Lambert,  32  Ch.  D.  247 ;  In  re  {d)  L.  R.  7  Ch.  611. 
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I  think,  that  a  word  which  was  originally  a  trade  mark,  to  the 
exclusive  use  of  which  a  particular  trader,  or  his  successor  in  trade, 
may  have  been  entitled,  may  subsequently  become  puhlici  Juris,  as 
in  the  case  which  has  been  instanced  of  Harvey's  Sauce  {a).  Then, 
what  is  the  test  by  which  a  decision  is  to  be  arrived  at  whether 
a  word  which  was  originally  a  trade  mark  has  become  imhlm 
juris  ?  I  think  the  test  must  be,  whether  the  use  of  it  by  other 
persons  is  still  calculated  to  deceive  the  public,  whether  it  may 
still  have  the  effect  of  inducing  the  public  to  buy  goods  not  made 
by  the  original  owner  of  the  trade  mark  as  if  they  were  his  goods. 
If  the  mark  has  come  to  be  so  public  and  in  such  universal  use 
that  nobody  can  be  deceived  by  the  use  of  it,  or  can  be  induced 
from  the  use  of  it  to  believe  that  he  is  buying  the  goods  of  the 
original  trader,  it  appears  to  me,  however  hard  to  some  extent  it 
may  appear  on  the  trader,  yet  practically,  as  the  right  to  a  trade 
mark  is  simply  a  right  to  prevent  a  trader  from  being  cheated  by 
other  persons'  goods  being  sold  as  his  goods  through  the  fraudu- 
lent use  of  the  trade  mark,  the  right  to  the  trade  mark  must  be 
gone  "  {h). 

"When  the  Trade  Marks  Registration  Act,  1875,  first  came  into  The  three- 
operation,  it  was  found  that  in  many  trades  application  was  made  °^  ^^^®* 
by  two  or  more  traders  for  the  registration  of  substantially  identical 
marks — the  fact  being  that  the  marks  had  not  previously  come  into 
collision  on  account  of  their  being  used  in  different  parts  of  the 
country — without  any  suspicion  of  want  of  bona  fides  on  the  part 
of  any  of  the  rival  applicants.  If  the  strict  letter  of  the  Act  and 
Rules  had  been  adhered  to,  much  injustice  would  have  been  done 
to  the  later  applicants,  whose  applications  must  have  been  refused ; 
and  the  Commissioners  of  Patents  therefore  framed  the  rule  that 
identical  or  similar  old  marks — i.e.,  marks  used  before  the  13tli 
August,  1875 — might  be  registered  by  different  persons  in  the 
same  trade  up  to  the  number  of  three,  but  not  more ;  the  rule  pro- 
viding that  if  the  mark  had  been  used  bond  fide  by  more  than 
three  persons  it  must  be  treated  as  common  to  the  trade,  and  no 
registration  at  all  be  allowed.     This  rule  was  recognised  by  Courts 

{a)  With  respect  to  this  example,  an  in-  jt  ^as  admitted  that  the  name  was  com- 

.limction  was  granted  by  Sir  J.  Romilly,  mon  to  the  trade. 
M.  R.,  in  1858,  to  restrain  a  representa- 
tion that  the  defendant's  sauce  was  that  (.f>)  For  instances  of  marks  proved  to 

of  the  inventor's  successor  in  business.  'be   common    to    i)articular    trades,    see 

See  Lazcnhy  v.  Lazenhy,  Dig.   IGO.     But  nbte  (c)  to  \  71  of  the  Patents  Act,  1883, 

in  Lazcnhy  v.  White,  41  L.  J.  Ch.  354,  wfra. 
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of  First  Instance  in  numerous  cases  (a)  ;  and  in  one  case  (h)  three 
substantially  identical  marks,  of  which  two  were  old  and  one  was 
new,  and  in  another  case  (r)  three  substantially  identical  »e?r  marks, 
were  allowed  to  be  registered  for  the  same  goods  by  different 
traders  with  consent  of  all  the  parties  concerned.  A  provision 
derived  from  this  rule  is  now  to  be  found  in  §  74  of  the  Patents 
Act,  1883,  by  which  it  is  enacted  that  any  device  which  was  before 
August  13th,  1875,  publicly  used  by  more  than  three  persons  on 
the  same  or  a  similar  description  of  goods  shall,  for  the  purposes  of 
the  section  {i.e.,  for  the  purpose  of  registration  as  an  addition  to  a 
trade  mark,  exclusive  rights  therein  being  disclaimed)  be  deemed 
common  to  the  trade  in  such  goods  (d). 

In  the  majority  of  eases  in  which  the  question  has  been  raised 
whether  a  w^ord  was  descriptive  of  the  article  to  which  it  was 
applied,  or  distinctive  of  the  maker  by  whom  that  article  was  made, 
the  question  has  been  whether  the  word,  according  to  the  ordinary 
usage  of  the  English  language,  indicated  correctly  the  nature  or 
origin  of  the  article.  Thus,  "Porous  Plasters"  (e),  "Croup 
Tincture "  (/),  and  so  on.  But  in  a  considerable  number  of 
instances  the  question  has  been  whether  a  word,  which  had  no 
descriptive  signification  to  persons  unacquainted  with  the  particular 
trade,  did  or  did  not  indicate  to  persons  versed  in  the  trade  an 
article  prepared  according  to  a  definite  process,  or  a  machine  con- 
structed on  a  definite  principle,  the  rule  being  that  if  the  word 
indicates  such  a  process  or  principle  it  is  descriptive  and  incapable 
of  exclusive  appropriation. 

This  difiiculty  has  especially  arisen  with  respect  to  articles  made 
under  a  patent,  which  can  only  be  made  by  the  patentee  during 
the  existence  of  the  patent,  and  to  which,  consequently,  his  name 
or  some  other  special  name  usually  becomes  attached.  "  Where  a 
patented  article  is  known  in  the  market  by  any  specific  designation, 


{a)  In  re  Walk  den  Co.,  5-1  L.  J.  CL. 
394  ;  In  re  loicell  (1),  Dig.  589  ;  In  re 
Hyde  ^  Co.,  5-i  L.  J.  Ch.  395;  In  re 
Lconavdt,  Dig.  610  ;  In  re  Mitchell  (2), 
Dig.  611  ;  In  re  Jelley,  Son  ^-  Jones,  51 
L.  J.  Ch.  6.S9  ;  Ex  parte  Sales,  Follard  ^• 
Co..  Dig.  620  ;  In  re  Knhn  *  Co.,  53  L. 
J.  Ch.  238  ;  In  re  Brook,  26  W.  R.  791 ; 
In  re  Ilodson  S;  Co.,  26  iSol.  J.  43  ;  Ben- 
boiv  V.  low  (4),  44  L.  T.  N.  S.  875 ;  In 
re  Sone  cf-  Ileming  Manufacturing  Co.,  30 
Ch.  D.   505 ;  Jackson  ^  Co.  v.  Napper, 


35  Ch.  D.  162  ;  In  re  Bancroft  ^-  Co.,  5  P. 
E.  209. 

{h)  In  re  Walkden  Co.,  54  L.  J.  Ch. 
394. 

(f)  In  re  Vcrgaras,  Hall,  V.-C,  June 
3rd,  ISSl. 

((/)  Common  user  is  not  proved  by  the 
books  containing  applications  for  regis- 
tration :  Urr-Ewing  if-  Co.  v.  Johnston  ^ 
Co.,  13  Ch.  D.  434  ;   7  App.  Cas.  219. 

{c)  In  re  Brandreth,  Dig.  626. 

(/)  In  re  Roach,  10  U.  S.  Pat.  Gaz.  333. 
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whether  of  the  name  of  the  patentee  or  otherwise,  every  person  at 
the  expiration  of  the  patent  has  a  right  to  manufacture  and  vend 
the  same  under  the  designation  thereof  by  which  it  was  known  to 

the  public The  original  patentee  or  his  assignees  have  no 

right  to  the  exclusive  use  of  the  designation  as  a  trade  mark. 
Their  rights  were  under  the  patent,  and  expired  with  it"  {(i). 

Thus,  in  the  case  of  Whcclo'  S^'  Wihon  Mamifaduving  Co.  v.  Tlie  se-n-ing- 
Shakcsjjeare  (6),  James,  Y.-C,  and  in  that  of  dinger  Manufac- 
turing Co.  V.  Wilnon  (c),  Jessel,  M.  R.  (affirmed  by  the  Court  of 
Appeal),  refused  to  assist  an  attempt  at  continuing  the  monopoly 
in  sewing  machines  which  had  been  patented,  after  the  expiration 
01  the  patent,  by  a  claim  to  the  exclusive  use,  by  way  of  trade 
mark,  of  the  name  by  which  the  peculiar  principle  of  construction 
had  come  to  be  generally  known.  In  the  latter  case  the  House  of 
Lords  declined  to  decide  whether  the  name  "  Singer  "  was  indicative 
of  a  maker  or  of  a  principle  of  construction,  the  defendant's 
evidence  being  iueomplete ;  but  it  was  assumed  that  if  the  latter 
had  been  proved,  the  defendant  would  have  succeeded  (r/) ,  and 
that  result  actually  took  place  in  Singer  2Ianufacturing  Co.  v. 
Loog  (3)  {e).      So   in   America,  in    Singer   Mauutoduring    Co.    v. 


{a)  Ter  Treat,  J.,  in  Shiver  Manu- 
factur'mg  Co.  v.  Stanar/e,  2  McCrary,  512. 
And  see  Edehten  v.  Vick,  11  Hare,  78; 
Young  v.  Macrae,  9  Jur,  N.  S.  322 ; 
Green  v.  Rooke,  W.  N.  1872,  p.  49  ; 
Liebig''s  Extract  of  Meat  Co.  v.  Banbury, 
17  L.  T.  N.  S.  298;  Same  v.  Anderson, 
W.  X.  1883,  p.  185  ;  Lazcnh})  v.  White, 
41  L.  J.  Ch.  854  ;  Condy  v.  Mitchell.  37 
1).  T.  N.  S.  766  ;  James  v.  James,  L.  R. 
13  Eq.  421  ;  Cheavin  v.  Walker,  5  Ch.  D, 
850  ;  Massam  v.  Thorleifs  Cattle  Fond  Co. 
(1),  (J  Ch.  D.  574  ;  Sicgert  v.  Findlatcr, 

7  Ch.  D.  801  ;  Linoleum  Manufacturing 
Co.  V.  Xairn,  7  Ch.  D.  834  ;  In  re  Ralph, 

25  Ch.   D.    194  ;  In  re  Leonard  tj-  Ellis, 

26  Ch.  D.  288,  per  Cotton,  L.  J. ;  ^'a/ive 
Guano  Co.,   Ld.   v.  Sewage  Manure   Co., 

8  P.  R.  125 ;  Barlow  ^-  Jones,  Ld.  v. 
Johnson  ^-  Co.,  7  P.  R.  395,  400  ;  Magnolia 
Metal  Co.  v.  Atlas  Metal  Co.,  14  P.  E,. 
289  ;  In  re  Baris,  14  P.  R.  903  ;  Meaby 
^  Co.  V.  Triticine,  Ld.,  15  P.  R.  1  ; 
Magnolia  Metal  Co.  v.  Tandem  Smelting 
Co.,  15  P.  R.  701  ;  In  re  Richardson, 
3  U.  S.  Pat.  Gaz.  120  ;  Tucker  Manu- 
facturing Co.  V.  lioi/ington,  9  U.  S.  Pat. 
Gaz.  455  ;  Canal  Co.  v.  Clark,  80  U.  S. 
323,  per  Strong,  J.  ;  In  re  Kane  ^  Co., 

9  U.  S.  Pat.  Gaz.  105  ;  In  re  Consolidated 


Fruit  Jar  Co.,  14  U.  S.  Pat.  Gaz.  269; 
Ex  parte  Consolidated  Fruit  Jar  Co.,  16 
ib.  679  ;  Fairbanks  y.  Jacobus,  14  Bl.  C.  C. 
337;  Burton  v.  Stratton,  12  Fed.  Rep. 
696  ;  Green  v.  Woodhouse,  38  U.  S.  Pat. 
Gaz.  1491  ;  Gaily  v.  Colt's  Patent  Fire 
Arms  Manufacturing  Co.,  30  Fed.  Rep. 
118  ;  Goodyear  Rubber  Co.  v.  Goodyear 
India  Rubber  Glove  Manufacturing  Co., 
128  U.  S.  598  ;  Adcc  v.  Feck  Bros.  ^• 
Co.,  48  U.  S.  Pat.  Gaz.  823  ,  Leclanche 
Battery  Co.  v.  Western  Electric  Co.,  21 
Fed.  Rep.  538  ;  Goodyear  Rubber  Co.  v. 
Day,  22  Fed.  Rep.  44  ;  Iliram  Uolt  Co.  v, 
Wadsworth,  41  Fed.  Rep.  34  ;  Coats  v. 
Merrick  Thread  Co.,  149  U.  S.  562 ; 
Chadwick  v.  Covcll,  151  Mass.  190  ;  Dover 
Stamping  Co.  v.  Fdloivs,  163  Mass  191; 
Air  Brush  Manufacturing  Co.  v.  Thayer, 
79  U.  S.  Pat.  Gaz.  683  ;  Centaur  Co.  v, 
Htinsfurter,  84  Fed.  Rep.  955.  See  In  re 
Eastman,  W.  N.  1880,  p.  128,  in  which 
registration  was  grantt  d  to  a  name 
■which  had  been  used  for  soap  made 
under  a  patent.  See  also  Waterman  v. 
Shipman,  130  N.  Y.  301, 
{b)  39  L.  J.  Ch.  36, 

(c)  2  Ch.  D.  434. 

[d)  3  App.  Cas.  37G. 
{e)  8  ib.  15. 
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Lanen  {a),  Singer  Maitufaduring  Co.  v.  Strniarje  {b),  Singer  Manu- 
facturing Co.  V.  Riley  (c),  and  Brill  v.  Singer  Manufacturing  Co.  (rf), 
though  in  the  earlier  Scotch  case  of  Singer  Manufaeturing  Co.  v. 
Kimball  ^  Morton  (e),  the  decision  was  in  favour  of  the  company  ; 
and  in  the  recent  case  of  Singer  Manufacturing  Co.  v.  Spence[f),  it 
was  held,  distinguishing  Singer  Manifacturing  Co.  v.  Loog  {g), 
that  in  the  absence  of  any  context  the  word  "Singer"  or 
"  Singer's,"  as  applied  to  sewing  machines,  prima  facie  denoted  to 
the  public  a  machine  of  the  company's  manufacture,  and  an 
injimction  was  granted. 

Where,  during   the   continuance   of   a  patent   granted  to  one 

-Foley  the  defendants  had  made  articles  in  accordance  with  the 

patent  and  called  them  "  Foley's  Patent  Yalves,"  it  was  held  in 

America  that  they  had  infringed  the  patent,  but  not  any  trade 

mark  rights  (A) . 

And  it  has  further  been  decided  in  America  that  a  patented 
instrument  for  distinguishing  a  manufacturer's  goods — e.g.,  a 
special  tin  tag  or  ticket — cannot  be  recognised  as  a  trade  mark 
during  the  continuance  of  the  patent  (/),  and  that  the  special 
shape  of  an  article  made  under  a  patent  is  similarly  incapable  of 
individual  appropriation  (,/). 
New  name  for  And  even  where  no  patent  is  obtained,  "  it  is  to  be  observed 
that  the  person  who  produces  a  new  article,  and  is  the  sole  maker 
of  it,  has  the  greatest  difficulty  (if  it  is  not  an  impossibility)  in 
claiming  the  name  of  that  article  as  his  own,  because,  imtil  some- 
body else  produces  the  same  article,  there  is  nothing  to  distinguish 
it  from"  (/i).  Thus  it  was  held  by  the  Court  of  Appeal  that  a 
firm  who  invented  a  new  description  of  oil,  and  called  it  "  Yalvo- 


{,i)  8  Biss.  181.  V.   Gibbon's   Frame,  21  Bl.   C.   C.   431  ; 

{b)  2  McCrary,  512.  J^rill  v.    Singer   Manufacturing    Co.,   41 

{c)   11  Fed.  Rep.  706.  Ohio  St.  127. 

{d)  41  Ohio  St.  127.  [k)  Per  Fry,  J. ,  in  Siegcrt  v.  Findlater, 

(#)  Ct.  Sess.  Cas.  3rd  Ser.  XI.  267.  7  Ch.  D.  801.     And  see  LinolcKm  Manu- 

(/)   10   P.   R.    297.     And   see  Singer  facturing  Co.  v.  Nairn,  ib.  834  ;    Water- 

Manufactnrinq  Co.  ^.  June  Manufacturing  man  v.   Ayres,   39    Ch.   D.    29;    Barhio 

Co.,  75  U.  S.  Pat.  Gaz.  1703;  wad  Singer  %  Jonen,  Ld.  v.  Johnson   ct   Co.,  7  P.  R. 

Manufacturing  Co.  v.  Bent,  1h  U.  S.  Pat.  396,  400;  Winscr  %  Co.,  Ld.  v.  Armstrong 

Gaz.  1713.  <t  Co.,  16  P.  R.  167-     So  also  in  United 

(17)  8  App.  Cas.  376.  States  :  Leclanche  Battery  Co.  v.  Western 

(h)  Adce  V.  Bccl:  Bros.  ^-  Co.,  48  U.  S.  Electric  Co.,  21  Fed.  Rep".  538;  Ijadirrian 

Pat.  Gaz.  823.  v.  Yacubian,  T2  Fed.  Rep.  1010 ;  Dadirrian 

'   (t)  Lorillard  v.  Tride,  28   Fed.  Eep.  v.  Theodorian,  74  U.  S.  Pat.  Gaz.  1902 ; 

434.  and    in    New     Zealand  :     Marshall    v. 

{j)    Wilcox  ^-  Gibbs  Sewing  Machine  Co.  Hawkins,  4  N.  Z.  L.  R.  Sup.  Ct.  59. 
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line,"  liad  no  right  of  trade  mark  in  tlie  word  (a)  ;  and  so  wliere 
the  word  "Albion"  had  been  used  to  indicate  metal  goods  of  a 
particular  pattern,  and  not  to  indicate  a  particular  manufacturer  (b) . 
But  where  the  article  is  not  a  new  article,  but  only  an  improved 
form  of  an  old  article,  the  same  considerations  do  not  apply  (c). 
The  law  has  been  thus  summed  up  by  Lord  Justice  Eigby,  deliver- 
ing the  judgment  of  the  Court  of  Appeal,  in  the  recent  case  of  In  re 
Magnolia  Metal  Co.  (d)  :  "  "When  the  article  is  made  under  a  secret 
process  or  its  manufacture  is  protected  by  a  patent,  no  person  who 
has  not  acquired  the  secret  or  obtained  a  licence  from  the  patentee 
can  manufacture  it.  Accordingly,  it  is  established  as  a  general 
rule  that,  when  an  article  is  made  under  a  secret  process,  or  when 
the  manufacturer  of  it  is  protected  by  a  patent,  the  manufacturer 
or  patentee  cannot,  by  any  means,  entitle  himself  to  a  monopoly 
in  the  use,  after  the  secret  process  has  been  discovered  or  the  term 
of  the  patent  has  expired,  of  the  name  by  which  the  manufactured 
article  is  exclusively  known  whilst  the  secret  is  undiscovered,  or 
the  term  of  the  patent  is  unexpired." 

This  rule,  however,  will  of  course  not  enable  rival  traders  after  Actual  fraud, 
the  expiration  of  the  patent,  or  the  discovery  of  the  secret,  to  repre- 
sent their  goods  as  the  goods  of  the  original  manufacturer,  and  the 
Court  will,  in  the  exercise  of  its  general  jurisdiction  for  the  re- 
pression of  fraud,  award  an  injunction  or  damages  in  a  case  of 
fraud  in  which,  but  for  the  fraud,  no  remedy  would  have  been 
given.  Thus,  for  instance,  in  a  case  in  which  the  infringer  might 
have  taken  with  impunity  the  name  of  an  article  invented  by 
another,  but,  not  content  with  so  doing,  described  his  own  manu- 
facture as  "  the  original "  article,  he  was  restrained  by  injunction 
from  the  use  of  that  misleading  epithet  (e). 

The  general  princij^le,  however,  is  that  where  a  name  used  by  Name  merely 

(it)  In  re  Leonard  ^  Ellis,  26  Ch.  D.  Vinec/ar  Breicen/  Co.,   (1896)   2  Ch.  54  ; 

288.      See   Leonard   ^-    EHis   v.    White's  (1897)  A.    C.  710;    Frost  v.   liimhkopf. 

Golden  Lubricator  Co.,  48  U.  S.  Pat.  Gaz.  42  Fed.  Rep.  408  ;    Merriam  v.   Famous 

1401.  Shoe  ^-  Clothing  Co.,  47  Fed.  Rep.  411; 

{b)  Ln  re  Ilarrison,  M'Grcrjor  (?•  Co.,  42  Merriam  v.  Texas  siftings  Publishing  Co., 

Ch.   D.    691.     And  me  Magnolia  Metal  49  Fed.  Rep.  944  ;   Merriam  y.  HoUoway 

Co.  V.  Atlas  Metal  Co.,  14  P.  R.  389.  Fuhlishing  Co.,  43  Fed.  Rep.  450 ;  Singer 

,  >    7,     ,        „    -r            Tj          T  1           e  Mannfacturinn  Co.\.  June  Mamifacturinq 

(c)  Barlow  &  Jones,    Ld.  v.  Johm^on  &  ,,       >--   tt    d    t>  j.     /^         itao       <.■■ 

r      1  M   T>    w-    Ano  f'<^-i    >^   ^-  ^-    "^t-    'J^'iz.    1703;    Singer 

'                         '  Mannfacfurinq  Co.  v.  Bent,  i  r)  U.  S.  1  at. 

(d)  (1897)  2  Ch.  371,  391.  Gaz.  "1713.     The  presumption  of  fraud 

(e)  Cocks  V.  Chandler,  L.  R.  11  Eq.  may,  however,  be  refuted,  as  by  a  fair 
4 16.  And  see  Jteddawag  v.  Banham,  statement  of  the  maker's  own  name; 
(1896)  A.  C.  199  ;  rowcll  V.  Birmingham  Browne  v.  Freeman,  12  W.  R.  305. 
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descriptive 
cannot  be 
protected. 


way  of  a  trade  mark  either  was  originally,  or  lias  since  come  to  be, 
merely  descriptive  of  the  article  to  which  it  is  attached,  so  that 
while  serving  to  indicate  what  the  article  is,  it  does  not  serve  to 
connect  it  with  any  particular  manufactiu'er  or  manufacturing 
establishment,  that  name  cannot  be  protected  as  a  trade  mark  {a) 


Descriptive  (a)  The  following'  are  cases  in  whicli 

words.  words  have  been  held   to   be  descrip- 

tive:^ 77;  o;«so«  V.  WinchcuUr,  36  Mass. 
21-i  ("Thomsoni;m  Medicines");  Fet- 
ridge  v.  Wells,  R.  Cox,  180  ("Balm  of 
Tliousand  Flowers")  ;  Wolfe  v.  Goulard, 
18  How.Pr.  64  ("Schiedam  Schnapps"); 
Burke  v.  Caffsin,  45  Cal.  4b7  (do.)  ;  Wulfe 
V.  Hart,  4  V.  L.  R.  Eq.  125  (do.)  ; 
Wolfe  V.  Alsop  (1),  10  V.  L.  R.  Eq. 
41  "(do.);  (2)  12  V.  L.  R.  421  (do.); 
Wolfe  V.  Laxg  ^-  Co.,  13  V.  L.  R.  752 
(do.)  ;  Coririn  v.  Daly,  7  Bos.  222  ("  Club 
House  Gin")  ;  Young  v.  Macrae,  9  Jur. 
N.  S.  322  ('-Paraffin  Oil")  ;  I'halon  v. 
Wright,  6  Phila.  464  ("Extract  of  Night- 
Blooming  Cereus");  Binninycrx.  Wattles, 
28  How.  Pr.  206  ("Old  London  Dock 
Gin  ")  ;  Licliig^s  Extract  of  Meat  Co.  v. 
JIauhnry,  17  L.  T.  N.  S.  298  ("  Liebig's 
Extract  of  Meat")  ;  Same  v.  Andenon, 
W.  N.  1883,  p.  185  (do.)  ;  Caswell  v. 
llaiis,  58  N.  Y.  223("Ferrophosphorated 
Elixir  of  Calisaya  Bark");  Tou-n  v. 
Stetson,  4  Abb.  Pr.  N.  S.  218  ("Desic- 
cated Codtish");  Canal  Co.  v.  Clark, 
80  U.  S.  311  ("Lackawanna"  coal); 
Chcyuski  v.  Cohen,  39  Cal.  501  ("Anti- 
quarian Book  Store");  Gray  v.  Koch, 
2  Mich.  N.  P.  119  ("Mammoth  Ward- 
robe") ;  In  re  Hauthaivay  (1  and  2), 
IT.  S.  Pat.  Comm.  Decis.  1871,  97,  284 
("  Beeswax  Oil")  ;  In  re  Hoberts  (4),  ib. 
100  ("Razor  Steel  ")  ;  In  re  Bhikeslec  cj- 
Co.,  ib.  284  ("  Cundurango  Ointment. 
C.  0.")  ;  Ex  parte  I'alwer,  ib.,  289  ("In- 
visible Face  Powder");  liowland  v. 
Breidenbach,  Dig.  386  ("Macassar"  oil); 
James X.  James,  Ij.  R.  13Eq.  421  ("Lieut. 
James'  Horse  Blister  ") ;  Green  v.  Rouke, 
W.N.  1872,  p. 49  ("Golden  Ointment"); 
In  re  Johnson  S,-  Co.,  2  U.  S.  Pat.  Gaz. 
315  ("Parsons'  Purgative  Pills, P. P. P." 
and  "Johnson's  American  Anodyne 
Liniment,  Established  a.d.  1810");  In 
re  Graham,  2  ib.  618  ("New  Manny 
Harvester") ;  In  re  Hichardson,  3  ib.  120 
("  Richardi-on's  Patent  Union  Leather- 
tiplitting  Machine") ;  In  re  Ike  American 
Sardine  Co.,  3  ib.  495  ("American  Sar- 
dines"); Hardy  v.  Cutter,  3  ib.  4G8 
("Old  Bourbon"  whiskey);  Tucker 
Manufacturing  Co.  v.  Boyington,  9  ib.  Abo 
("Tucker    Spring    Bed");    Broune  v. 


Freeman,  12  W.  R.  305  ("  Chlorodyno")  ; 
Bulloch,  Lade  ^  Co.  v.  Gray,  19  Journ.  of 
Jurisp.  218  ("  Loch  Katrine  "  whiskey) ; 
Godiilot  V.  Hazard,  81  N.  Y.  263  ("Ju- 
lienne" soup) ;  In  re  Lick  (|-  Co.,  9  U.  S. 
Pat.  Gaz.  538  ( " Ta.'^teless "  drugs);  In 
re  Lawrence  ^  Co.,  10  ib.  163  ("Eiir 
Familitn  Gebraueh,"  and  "Lawrence 
Feiner  Familien  Flannel") ;  In  re  Roach, 

10  ib.  333  ("  Croup  Tincture") ;  Gilman 
Y.  Huniicucll,  I2z  Mass.  139  ("Cough 
Remedy");  In  re  Goodyear  Rubber  Co., 

11  U.  S.  Pat.  Gaz.  1062  ("Crack-proof" 
indiarubber)  :  In  re  Warburg  JJ-  Co.,  13 
ib.  44  ("  Cachemire  Milano");  Aycr  v. 
Rushton,  7  Daly,  9  ("Cherry  Pectoral") ; 
Ilelmbold  v.  Hclmbold  Manufacturing  Co., 
53  How.  Pr.  453  ("  Highly  Concentrated 
Compound  Fluid  Extract  of  Buchu  ")  ; 
In  re  Dole  Brothers,  12  U.  S.  Pat.  Gaz. 
939  ("Egg Macaroni ") ;  Siegert  v.  Find- 
later,  7  Ch.  D.  801  ;  and  Siegert  v. 
Abbott,  79  N.  Y.  Sup.  Ct.  243  ("Angos- 
tura Bitters");  In  re  Horsbwqh,  53 
L.  J.  Ch.  237  ("  Valvoline"'  oil); 
but  see  Leonard  ^-  Ellis  v.  Wells  ^-  Co., 
26  Ch.  D.  288  ;  In  re  Radcr  cf-  Co., 
13  U.  S.  Pat.  Gaz.  596  ("Ironstone" 
water-pipes)  ;  In  re  Saunion.  ij-  Co.,  Dig. 
625  (" Anglo -Portugo"  oysters);  In  re 
Brandreih.  Dig\  626  ("Porous"  piasters) ; 
Ex  parte  Safety  Powdtr  Co.,  16  tJ.  S.  Pat. 
Gaz.  136  ("Safety"  powder);  Fairbanks 
V.  Jacobus,  14  Bl.  C.  C.  337  ("Fair- 
banks' Patent");  Linoleum  Manufactur- 
ing Co.  V.  Xaim,  7  Ch.  D.  834  ("Lino- 
leum") ;  Lazenby  v.  White,  41  L.  J.  Ch. 
354  ("  Harvey's  Sauce");  Wotherspoon 
I?-  Co.  V.  Grai,  <t  Co.,  Ct.  Sess.  Cas.  3rd 
Ser.  II.  38  ("Victoria"  lozenges) ;  Fop- 
ham  V.  Wilcox,  66  N.  Y.  69  ("Prime 
Leaf"  \aiT(i) ;  Slurwood  v.  Andrews,  3 
Araer.  L.  Reg.  N.  S.  688  ("  Holbrook's 
School  Apparatus") ;  Alleghany  Ferti- 
liser Co.  V.  Woodside,  1  Hughes,  115 
("  Ammoniated  Bone  Superphosphate  of 
Lime")  ;  Fre^e  v.  Bachof  (2),  14  Bl.  C. 
C.  432  "'Hamburg"  tea);  Fx  parte 
Aldtn,  15  U.  S.  Pat.  Gaz.  389  ("Eva- 
porated" articles  of  food);  Ex  parte 
Marsching  ^-  Co.,  15  ib.  294  ("French" 
paints)  ;  Fx  parte  Cohn  (1),  16  ib.  680 
("  Standard  A  "  cigars) ;  Fx  parte  Cohn 
(2),  16  i^.  680  ("Druggists'  Sundries" 
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or  registered  as  special  and  distinctive.  The  Act  establishing 
registration  "  takes  nothing  away  from  anybody.  It  confers,  upon 
certain  conditions  and  under  particular  circumstances,  rights  which, 


cigars) ;  Hx  parte  Smith  (2),  IG  ib.  679 
("  Medicated  Prunes") ;  Ex  parte  Thomp- 
son, Derby  cj-  Co.,  16  ib.  137  ("Swing" 
scythe- sockets)  ;  Ex  parte  Smith  (3),  16 
ib.  764:  ("Masonic"  cigars);  Ex  parte 
IFaeferling,  16  ib.  76-1  ("  Granulated 
Dirt-killer  Soap")  ;  Lamplovyh  v.  Beed- 
zlcr,  C.  A.,  Nov.  12th,  1880  ("Pyretic 
Saline");  Dwjv.  Neale.  Bacon,  V.-C,  May 
24th,  1881  ("  White  Chemical  Extract," 
"  Brown  Chemical  Extract,"  "  Red 
Paste,"  "  Red  Drench,"  "  Gaseous 
Eluid,"  &c.) ;  In  re  Price's  Patent  Candle 
Co.,  27  Ch.  D.  681  ("  National  Sperm" 
candles)  ;  In  re  Hudson,  32  Ch.  D.  311 
("  Carbolic  Acid  Soap  Powder  ")  ;  In  re 
Atkins  Filter  ^-  Engineering  Co.,  Id.,  '6  P. 
E.  164  ("The  Sanitary  Filter,  easily 
cleaned");  Native  Guano  Co.,  Id.  v. 
Sewage  Manure  Co.,  8  P.  R.  125  ("Na,tive 
Guano");  Schove  v.  Schminckc,  33  Ch. 
D.  546  ("Castle  Album");  Watt  v. 
O'Uanhn,  4  P.  R.  1  ("Old  Inuishowen" 
whiskey)  ;  Symington  ^-  Co.  v.  Footman, 
Pretty  cj-  Co.,  56  L.  T.  N.  S.  696 
("Guaranteed  Corset");  In  re  Perry 
Davis  ^  Son,  5  P.  R.  333;  15  App. 
Cas.  316  ("Pain-Killer"  medicines); 
In  re  Dunn,  41  Ch.  D.  439  ;  15  App. 
Cas.  252  ("  Fruit  Salt  ")  ;  In  re 
Ralph,  'lb  Ch.  D.  194  ("The  Home- 
washer");  Roberts  v.  Sheldon,  8  Biss. 
398  ("Parabola" — eye  needles);  Van 
Bcil  V.  Prescott,  82  N.  Y.  630  ("Rye 
and  Rock"  liquor);  Marshall  v.  Pink- 
ham.,  52  Wise.  572  ("Old  Dr.  S.  Mar- 
shall's Celebrated  Liniment") ;  Uostcttcr 
V.  Adams,  20  Bl.  C.  G.  326  ("  Celebrated 
Stomach  Bitters");  Ex  parte  Brig  ham, 
20  ib.  891  ("Satin  Polish"  boots  and 
shoes)  ;  Ex  pane  Ams,  23  ib.  344  ("  Al- 
bany Beef  ") ;  Ex  parte  Strasburger  if  Co., 
20  ib.  155  ("  Time -keeper "  watches); 
Ex  parte  Kipling,  24  ib.  899  ("  Cristal- 
line"  brilliants);  Electro- Silicon  Co.  v. 
Levy,  59  How.  Pr.  469  ("Silicon" 
polishing  powder)  ;  Ileqeman  ^-  Co.  v. 
Hegeman,  8  Daly,  1  ("Hegeman's  Fer- 
rated  Elixir  of  Bark,  or  Elixir  of  Cali^aya 
Bark  with  Iron,"  "  Hegeman's  Cora- 
pound  Fluid  Kxtraotof  Buchu,"  "Hege- 
man's, formerly  Velpeau's,  Celebrated 
Remedy  for  Diarrhoea  ") ;  Goodyear  Rub- 
ber Co.  V.  Goodyear  Indiarubber  Glove 
Manufacturing  Co.,  128  U.  S.  598 
("Goodyear    Rubber");    Moxie    Nerve 

Fond  Co.  V. ,  43  U.  S.  Pat.  Gaz.  888 

("Nerve  Food");  Kerry  v.  Les  Sxurs 


de  VAsile  de  la  Providence,  2  St.  Dig.  726 
("Syrup  of  Red  Spruce  Gum  ") ;  McCall 
V.    Theal,   28    Grant   Up.    Can.    Ch.   48 
("  Bazaar    Pattei-ns  "     for     clothing) ; 
Montf/omerie  v.  Donald  ^-   Co.,  Ct.  Sess. 
Cas.  '4th  Ser.  XI.  506  ("Water  of  Ayr  " 
stone) ;    Stuart  ^-   Co.  v.  Scottish    Val  de 
Travers  Pavi)ig  Co.,  Ld.,  Ct.   Sess.  Cas. 
4th  Ser.  XIII.  1  ("  Granolithic  "  arti- 
ficial stone)  ;  lewis  V.  Klapproth,  11  V. 
L.  R.  214  (''Borax  Soap")  ;  Drcydoppel 
V.  Young,  14  Phila.  226  (do.) ;  Hop  Bitters 
Manufacturing  Co.  v.  luhe,  10  V.  L.  R. 
(Eq.)  234  ("Hop  Bitters,"  said  to  be  no 
more  distinguishing  than  "Olive  Oil" 
or  "  Buttermilk")  ;   Hop  Bitters  Manu- 
facturing Co.  v.    Wharton,   10  V.  L.  R. 
(L.)  337  (do.)  ;  Larmbee  v.  lewis,  67  Ga. 
561  ("Snowflake"  biscuits)  ;   Egi/ers  v. 
Hink,  63  Cal.  445  ("Philadelphia  Beer") ; 
Ball  V.  Siegcl,  116  111.  137  ("Health  Pre- 
serving" corset);  Humphreys'  Specific,  ^-c. 
Co.  V.  Wtnz,  14  Fed.  Rep.  250  ("Homoeo- 
pathic Specifics  ")  ;   CarboUo  Soap  Co.  v. 
Thompson,  25  Fed.  Rep.  625  ("  Cresylic 
Ointment");    Pratt   Manufacturing   Co. 
V.  Astral  Refining  Co.,  Id.,  27  Fed.  Rep. 
493  ("  Astral  Oil  ")  ;  Alden  v.  Gross,  25 
Mo.  App.  123  ("  Fruit"  vinegar)  ;   Dask 
Fish   Co.  V.   Wooster,  28   Mo.   App.   408 
("  Selected  Shore  Mackerel  ")  ;  Ram  ford 
Chhnical  Works  v.  lUuth,   35  Fed.  Rep. 
524    ("Acid   Phosphate");    Culgan    v. 
Danheim,    35    Fed.    Rep.    150    ("Toffy 
Tolu");    Clotworthy  V.  Schapp,  42  Fed. 
Rep.  62   ("  Rose  "  vanilla)  ;  New    York 
(f-  RosendaU  Cement  Co.  v.  Coplag  Cement 
Co.,  44  Fed.  Rep.  277  ;  45  Fed.  Rep.  212 
("Rosendale"  cement);  Jar os  Hygienic 
Underwear  Co.  v.  Fleece  Hygienic  Under- 
wear Co.,  65  Fed.  Rep.  424  ("Hygienic" 
underwear)  ;    Bennett    v.    MoKinley,    6o 
Fed.  Rep.  505  ;  26  U.  S.  App.  496  ("  In- 
stantaneous "   preparation  of  tapioca); 
California  Fig  Syrup   Co.  v.  Putnam,  66 
Fed.  Rep.  750  ;   69  Fed.  Rep.  740  ;   Cali- 
fornia Fig  Syrup  Co.  v.  Stearns,  67  Fed. 
Rep.   1008;  73  Fed.   Rep.    812    ("Fig 
Syrup")  ;  (cf.  Improved  Fig  Syrup  Co  v. 
California  Fig  Syrup  Co.,  51  Fed.  Rep. 
175,    and    California   Fig    Syrup    Co.    v. 
E.   Wordcn  e^'- V.'o.,   86  Fed.  "Rep.   212;) 
Dadirrian    v.    Yacuhian,    72    Fed.    Rep. 
1010  ("  Matzoon"  milk  food) ;  cf.  Dadir- 
rian v.  Theodorian,  74  U.   S.  Pat.  Gaz. 
1902  ;  Beadkston  S;  Woerz  v.  Cooke  Brew- 
ing Co.,  74  Fed.  Rep.  229  ("Imperial" 
beer) ;  Ex  parte  Brand  Stove  Co.,  Id.,  62 
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but  for  tlie  Act  of  Parliament,  would  not  be  as  clearly  asserted,  but 
it  takes  nothing  away.  Any  man  who  has  a  right  to  a  trade  mark 
has  his  trade  mark  just  the  same  after  the  passing  of  the  Trade 


U.  S.  Pat.  Gaz.  588  ("Famous"  stoves) ; 
Hx  parte  Stakes,  64  U.  S.  Tat.  Gaz.  437 
("  Splendid"  flour)  ;  Ex  parte  Grove,  67 
U.  S.  Pat.  Gaz.  1447  ("  Bromo  "- 
quinine) ;  (cf .  Keasbey  v.  Broolchjn  Chem- 
ical Works,  142  N.  Y.  467;)  Alf  y. 
Radam,  77  Tex.  530  ;  19  Am.  St.  Eep. 
792  ;  and  Badam  \.  Capital  Microbe  lies- 
troyer  Co.,  81  Tex.  122  ;  26  Am.  St.  Eep. 
783  ("Microbe Killer");  Gesslerv.  Grieb, 
80  Wise.  21  :  27  Am.  St.  Eep.  20 
("  Headache  Wafers") ;  Corbinv.  Gould, 
-  133  U.  S.  308  ("Tycoon"  tea)  ;  liroun 
Chetnical  Co.  v.  Meyer,  139  U.  S.  540 
("Iron  bitters") ;  Stuart  v.  F.  G.  Stewart 
Co.,  85  Fed.  Eep.  778  ("  Dyspepsia 
Tablets");  Von  Mummy.  Wittema)in,  ib. 
P66  ("Extra Drv"  Champagne);  I'arsons 
V.  Gillespie,  17  N.  S.  W.  E.  (Eq.)  227  ; 
(1898)  App.  Gas.  239  ("Flaked  Oat- 
meal") ;  Sparks  v.  Harper,  3  Queensl. 
L.  J.  Eep.  158;  ib.  201  ("French 
Coffee").  And  see  cases  as  to  "fancy 
"words."  supra,  p.  40. 
Distinctive  In  the  following  cases  descriptiveness 

words.  has  either  not  been  alleged  or  has  been 

held  not  to  be  established,  and  the 
•words  have  been  treated  as  distinctive 
words: — Piddinq  v.  Eoiv,  6  Sim.  477 
("  Howqua's  Mixture") ;  Ferry  v.  True- 
fitt,  6  Beav.  56  ("Medicated  Mexican 
Balm  ") :  Taylor  v.  Carpenter  (1),  3  Story, 
458  ("Persian  Thread");  S.  C.  (2), 
2  Wood.  &  M.  1  (do.);  S.  C.  (3),  2 
Sandf.  Ch.  603  (do.)  ;  Taylor  v.  Taylor, 
2  Eq.  Eep.  290  (do.)  ;  Hine  v.  Lart,  10 
Jur.  106  ("  Ethiopian  "  stockings)  ; 
FouJe  V.  Spear,  7  Penn.  L.  J.  176 
("Wistar's  Balsam  of  Wild  Cherry")  ; 
Coffeen  v.  Frunton  (1),  (2),  4  McLean, 
516  ;  5  ib.  256  ("Chinese  Liniment")  ; 
Faris  V.  Kendall,  2  E.  I.  566  ("Pain- 
Killer"  medicine)  ;  Favis  v.  Kennedy, 
13  Grant  Up.  Can.  Ch.  523  (do.),  (but 
see  In  re  Ferry  iJavis  <5-  Son,  5  P.  E. 
333;  15  App.'Cas.  315);  F.  v.  Fun- 
das,  6  Cox,  380  ("Everett's  Premier" 
blacking)  ;  Heath  v.  Wright,  E.  Cox, 
154  ("Kathairon  ")  ;  Fetridge  v.  Mer- 
chant, 4  Abb.  Pr.  156  ("Balm  of  Tliou- 
sand  Flowers")  ;  Williams  v.  Johnson, 
2  Bos.  1  ("Yankee  Soap");  Williams 
V.  Spet>ce,  25  How.  Pr.  366  (do.); 
Williams  v.  Adams,  8  Biss.  452  (do.)  ; 
Comstock  V.  White,  18  How.  Pr.  421 
("Dr.  Morse's  Indian  Eoot  Pills"); 
Braham  v.  Bustard,  1  H.  &  M.  447 
("Excelsior"  soap) ;  Mc  Andrew  v.  Bas- 


sctt,  4  DeG.  J.  &  S.  380  ("Anatolia" 
liquorice)  ;  Faber  v.  Hovey,  Dig.  481 
("Star"  pencils);  Fillet  v.  Curlier,  61 
Barb.  S.  C.  435  ("Grenade"  syrup); 
Smith  V.  Woodruff,  48  Barb.  438  ("  Sweet 
Opoponax  of  Mexico  "  perfume)  ;  Bur- 
nett V.  Fhalon,  3  Keyes,  594  ("  Cocoaine  " 
hair  oil) ;  Messerole  v.  Tynberg,  4  Abb. 
Pr.  N.  S.  410  ("Bismarck"  collars); 
Fouiey  v.  Houghton,  2  Brews.  303 
("Hero"  jars);  Fahner  v.  Harris,  60 
Penn.  St.  156  ("Golden  Crown"  cigars) ; 
Fillei/  V.  Fassett,  44  Mo.  173  ("  Charter 
Oak"  stoves)  ;  Filley  v.  Child.  16  Bl. 
C.  C.  376  (do.)  ;  Lockuood  v.  Bostwick, 
2  Daly,  521  ("  Bovilene  "  pomade)  ; 
Congress  ^-  Empire  Spring  Co.  v.  High 
Fock  Congress  Spring  Co.,  45  N.  Y.  291 
("  Congress  Spring"  water)  ;  Alleghany 
Fertiliser  Co.  v.  Woodside,  1  Hughes,  115 
("Eureka"  manui-e) ;  Ford  v.  Foster, 
L.  R.  7  Ch.  611  ("Eureka"  shirts); 
Seltzer  v.  Foicell,  8  Phila.  29G  ("  Silver 
Grove"  whiskey);  In  re  Francis  ^ 
Mallon,  U.  S.  Pat.  Comra.  Decis.  1871, 
283  ("Beaverine"  boots)  ;  Blackivell  v. 
Armistectd,  5  Am.  L.  T.  85  ("Durham" 
tobacco)  ;  Armisteadv.  Blacku-elt,  1  U.  S. 
Pat.  Gaz.  603  (do.);  Blackwellv.  Wright, 
73  N.  Car.  310  (do.) ;  Blacku-cllv.  Fibrell, 
14  U.  S.  Pat.  Gaz.  633  (do.)  ;  Hirst  v. 
Fenham,  L.  R.  14  Eq.  542  ("Turin," 
"  Sefton,"  "  Leopold,"  "  Liverpool," 
cloth)  ;  Sternbcrger-v.  Thalheimer,  3  U.  S. 
Pat.  Gaz.  120  ("Centennial"  clothing)  ; 
In  re  Bush  4-  Co.,  10  ib.  164  ("Centen- 
nial "  wines)  ;  Kidd  4-  Co.  v.  Mills, 
Johnson  i?-  Co.,  5  ib.  337  ("Magnolia," 
"  Dave  Jones  "  whiskey)  ;  Morse  v. 
Worrell,  10  Phila.  168  ("  Eising  Sun" 
stove  polish)  ;  Cotton  v.  Gillard.  44  L.  J. 
Ch.  90  ("Licensed  Victuallers"  Eelish"); 
Smith  V.  Mason,  W.  N.  1875,  p.  62 
("Pectorine"  medicine);  Gouravd  v. 
Trust,  10  N.  Y.  Sup.  Ct.  627  ("  Gou- 
raud's  Oriental  Cream  ")  ;  In  re  Glincs, 
8  U.  S.  Pat.  Gaz.  4  35  ("  Slate  Eoofing 
Paint") ;  In  re  Green,  8  ib.  729  ("  German 
Sirup");  In  re  Wearer,  \i)ih.  1  ("Lion" 
goods)  ;  Grillon  v.  Guinin,  W.  N.  1877, 
p.  14  ("  Tamar  Indien "  lozenges); 
Carnrick  v.  Morson,  Dig.  543  ("  Lacto- 
prptine"  medicine)  ;  In  re  Cormcall  (2), 
12  U.  S.  Pat.  Gaz.  312  ("Dublin" 
soap)  ;  Eno  v.  Stephens,  Dig.  609  ("Fruit 
Salt"),  but  see  In  re  Funn,  41  Ch.  D. 
439;  15  App.  Cas.  252;  Feinhnrdt  v. 
Spalding,   49    L.    J.    Ch.    57   ("Family 
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Marks  Eegistration  Act  as  he  had  before.  Only,  if  the  persons 
enjoying  the  trade  mark  have  been  so  numerous  that  it  is  im- 
possible to  say  that  any  of  them,  or  all  of  them  together,  had  an 
exclusive  right  to  it,  then  they  shall  not  have  the  benefit  of  the 
registration,  which  would  give  an  exclusive  right  "  {a).     Common 


Salve")  ;  Eosinrj  v.  Athinson,  27  Sol.  J. 
534  ("Edelweiss"  perfume);  Berliner 
Branerei  Geselhc/iaft  Tivoli  v.  Knight, 
Stocks  S;  Co.,  W.  N.  1883,  p.  70  ("Tivoli" 
lager  beer)  ;  In  re  Fortcr  Blanchard'' s 
Sons,  U.  S.  Pat.  Comm.  Decis.  1871,  97 
( ' '  Blanchard  Churn  " )  ;  In  re  Roh  land, 
10  U.  S.  Pat.  Gaz.  980  ("Dr.  Loben- 
thal's  Essentia  Autiphthisica")  ;  Sorgy. 
Welsh,  16  U.  S.  Pat.  Gaz.  910  ("Tidal 
Wave"  tobacco)  ;  In  re  Eastman, "W.  N. 
1880,  p.  128  ("Kitchen  Crystal  Soap")  ; 
Burton  V.  Straiion,  12  Fed.  Eep.  696 
("  Twin  Brothers  "  yeast)  ;  Hier  v. 
Abrahams,  82  N.  Y.  519  ("Pride" 
cigars)  ;  Insurance  Oil-tank  Co.  v.  Seotf, 
33  La.  Ann.  946  ("Insurance"  oil); 
Smith  V.  Sixhnrii,  32  N.  Y.  Sup.  Ct.  232 
( ' '  Magnetic  Balm  " )  ;  Ex  parte  Heyman, 
18  IT.  S.  Pat.  Gaz.  922  ("  Invigorator" 
spring  bed-bottoms)  ;  leonard  t\-  Ellis  v. 
Wells  S(  Co.,  26  Ch.  D.  288  ("  Valvoline" 
oil)  ;  Leonard  (J-  Ellis  v.  White'' s  Golden 
Lubricator  Co.,  48  U.  S.  Pat.  Gaz.  1401 
(do.),  (but  see  In  re  Horsburgh,  53  L.  J. 
Ch.  237)  ;  Atlantic  Milling  Co.  v.  Robin- 
son, 20  Fed.  Eep.  217  ("Champion" 
flour)  ;  Ex  parte  Wiesel,  36  U.  S.  Pat. 
Gaz.  689  ("  Kollerina  ")  ;  Yale  Cigar 
Mamifacturing  Co.  v.  Yale,  30  U.  S.  Pat. 
Gaz.  1183  ("Grand  Master"  cigars); 
Holt  V.  Menendez,  128  U.  S.  182  '("La 
Favorita "  flour);  Lipnan  v.  Burns,  47 
U,  S.  Pat.  Gaz.  660  ("Pigs  in  Clover" 
game)  ;  Sclchow  v.  Baker,  93  N.  Y.  59 
("  Sliced  Animals  "  toys) ;  Electro-  Silicon 
Co.  V.  Hazard,  36  N.  Y.  Sup.  Ct.  369 
("  Electro -Silicon  "  poliiihing  powder)  ; 
G'Rourke  v.  Central  City  Soap  Co.,  26 
Fed.  Rep.  576  ("Anti  -  Washboard " 
soap)  ;  Funke  v.  Dreyfus,  34  La.  Ann.  80 
("  Boker's  Stomach  Bitters"  )  ;  HoxieY. 
Chancy,  143  Mass.  592  ("A.  N.  Hoxie's 
Mineral  Soap,"  "  A.  N.  Hoxie's  Pumice 
Soap  ")  ;  Eecht  v.  Porter,  9  Pac.  C.  L.  J. 
569  ("  Ironclad  "  boots) ;  Sheppard  %  Co. 
V.  Stuart  ^-  Peterson,  13  Phila.  117 
("  Excelsior  "  stoves)  ;  Lauferti/  v. 
Wheeler,  63  How.  Pr.  488;  11  Daly, 
194  ("Alderney  "  oleo- margarine) ;  Bar- 
low ^  Jones,  Ld.  v.  Johnson  ^  Co.,  7  P.  R. 
395  ("  Osman  "  towels) ;  Iliram  Holt  Co. 
V.  Wadsworth,_  41  Fed.  Rep.  34  ("  Light- 
ning" hay  knives) ;  Cloticorlhy  v.  Schapp, 


42  Fed.  Rep.  62  ("Puddine"  for  un- 
cooked pudding)  ;  Battle  S,-  Co.  v.  Einlai/, 
45  Fed.  Rep.  796  ;  50  Fed.  Rep.  106 
("Bromidia"  medicine);  George  v.  Smith, 
62  Fed.  Rep.  830  ("Epicene"  salmon) ; 
Xew  Home  Sewing  Machine  Co.  v.  Bloom- 
ingdale,  59  Fed.  Rep.  284  ("Home" 
sewing  machine)  ;  Social  Register  Asson. 
V.  Howard,  60  Fed.  Rep.  270  ("Social 
Register"  for  directory) ;  N.  K.  Fairbank 
Co.  V.  Central  Lard  Co.,  64  Fed.  Rep.  133 
("  Cottolene"  for  preparation  of  cotton 
oil)  ;  American  Fibre  Caamois  Co.  v.  De 
Lee,  67 Fed.  Rep.  329  ("Fibre  Chamois" 
dress  lining);  American  Grocery  Co  v.  Sloan 
68  Fed.  Rep.  539  ("Momaja"  for  ablend 
of  Mocha,  Mazacaiba  and  Java  coffee)  ; 
Royal  Baking  Powder  Co.  v.  Raymond,  70 
Fed.  Rep.  376;  85  Fed.  Rep.  231; 
("Royal"  baking  powder);  KaiserBrauerei 
Beck  i!  Co.  V.  /.  4'-  P.  Baltz  Brewing  Co., 11 
Fed.Rep.695;  74 Fed.  Rep.  222  ("Kaiser" 
beer);  Potter  Drug  S;  t'hemical  Co. x.  Miller, 
16  Fed.  Rep.  656  ("  Cuticura  "  soap)  ; 
Pennsylvania  Salt  Manufacturing  Co.  v. 
Myers,  79  Fed.  Rep.  87  ("  Saponifer " 
lyej  ;  Sterling  Remedy  Co.  v.  Eureka 
Chemical  ^-  Manufacturing  Co.,  80  Fed. 
Rep.  105  ("  Notobac  "  for  a  cure  for  the 
tobacco  habit)  ;  Stouyhton  v.  Woodard, 
50  U.  S.  Pat.  Gaz.  1297  ("  Cough 
Cherries ' '  for  a  confection  for  curing 
coughs)  ;  Bailly  v.  Kashawannuk  Manu- 
facturing Co.,  61  U.  S.  Pat.  Gaz.  970 
("  Hygienic  "  suspenders,  the  Court 
being  of  opinion  that  words  inferentially 
or  remotely  descriptive  might  be  re- 
garded as  fanciful  or  arbitrary  in  a  legal 
sense) ;  Wafer  man  v.  Shipni'in,  130  N.  Y. 
301  ("  Ideal  "  fountain  pen) ;  Keasbey  v. 
Brooklyn  Chemical  Works,  142  N.  Y.  467; 
40  Am.  St.  Rep.  623  ("  Bromo-caffeine"). 
Cf.  Ex  parte  Grove,  67  U.  S.  Pat.  Gaz. 
1447  ;  Listman  Mill  Co.  v.  William  List- 
man  Milling  Co.,  88  Wise.  33 i  ;  43  Am. 
St.  Rep.  907  ("  Marvel  "  flour) ;  Tetlotv 
V.  Tapper,  85  Fed.  Rep.  774  ("Swan 
Down"  face  powder).  Cf.  In  re  Mag- 
mlia  Metal  Co.,  (1897)  2  Ch.  371,  where 
a  word  not  per  se  descriptive  was  held 
not  di.stinctive  on  the  ground  that  it  liad 
become  descriptive. 

(«)  Per   Bacon,  V.-C,  in  Benbow  v. 
Low  (4),  44  L.  T.  N.  S.  875. 
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Name  not 
distinctive 


marks  may,  however,  now  be  registered  as  additions  to  good  trade 
marks,  if  an  exclusive  right  in  them  is  disclaimed  (a).  If  the  name 
is  descriptive,  the  addition  of  "  new  "  or  "  improved "  does  not 
"better  the  case  {h) ,  nor  that  of  initials  representing  the  name  of  the 
goods  (r),  or  of  a  mere  oval  border  {d). 

Again,  where  a  mark,  though  not  descriptive,  yet  does  not  serve 
to  distinguish  the  person  using  it  from  a  number  of  other  persons 
who  use  or  are  entitled  to  use  it,  it  cannot  be  a  valid  trade  mark, 
since  it  is  common,  if  not  to  the  whole  world,  at  all  events  to  a  class  of 
persons.  Thus  " prize  medal "  (f),  "  gold  medal"  (/).  The  objec- 
tion, however,  will  not  prevail  where  the  class  is  very  limited  {g). 

"  Terms  wdiich  designate  merely  the  name,  quality,  kind,  size, 
number,  or  elements  of  an  article,  or  have  become  its  proper 
no  trade  mark,  appellation,  or  that  merely  describe  it,  or  direct  the  mode  of  its  use, 
purely  generic  and  geographical  terms,  and  the  necessary  and 
common  uses  in  which  the  English  language  and  arable  numerals 
are  employed  by  people  to  express  their  ideas  and  feelings  and  to 
tell  the  truth,  are  common  property  which  all  may  use,  but  which 
none  may  exclusively  appropriate  as  a  trade  mark,  or  acquire  as 
absolute  individual  property "  {//).  Consequent!}',  an  ordinary 
adjective  in  the  common  language  of  the  country,  descriptive  of 
the  quality  of  the  article,  and  not  designating  it  to  be  of  the  manu- 
facture of  a  certain  individual  or  establishment,  as  "  superior"  (/), 
"superfine"  (/),  "nourishing"  {k),  cannot  be  exclusively  appro- 


Adjective 

denoting 
quality  only, 


(fl)  Patents  Act,  1883,  §  74. 
(i)  In  re  Graham,  2  V.  S.  Pat.  Gaz. 
618.     See  Gaffe  v.  Canada  Fublis/iiiiff  Co., 

11  Can.  Sup.  Ct.  306;  Jlusnia  Cement  Co. 
V.  Le  I'age,  147  Mass.  206  ;  Alexander  v. 
Morse,  14  E.  I.  153  ;  Humphreys^  Specific, 
^•c.  Co.  V.  Wenz,  14  Fed.  Rep.  250. 

(c)  In  re  Blakeslee  ^-  Co.,  U.  S.  Pat. 
Comm.  Decis.  1871,  284:  In  re  Lick  £,- 
Co.,  9  U.  S.  Pat.  Gaz.  538. 

{d)  In  re  Eader  ^-  Co.,  13  U.  S.  Pat. 
Gaz.  596. 

(e)  Batty  v.  Eill,  1  H.  &  M.  264.  See 
Roper'' s,  S;c.  Co.  v.  Copcman''s,  (^-c.  Assoeia- 
tto'ii,  Xrf.,28Sol.  J.  218;  and  In  re  Bryant 
4-  May,  Ld.,  8  P.  R.  69.  And  8ee 
Schrndn-  v.  Williams,  44  N.  J.  (Eq.)  391 ; 
Ex  parte  Cigar  Makers^  Association,  16 
U.  S.  Pat.  Gaz.  968  ;  Cigar  Makers'  Pro- 
tective Union  \.  Conhanis,  40  Minn.  243  ; 

12  Am.  St.  Rep.  726 ;  McVcy  v.  Brexdal, 
144  Penn.  St.  235  ;  27  Am.  St.  Rep. 
625  ;  JFeener  v.  Brayton,  152  Mat^s.  101  ; 
Ex  parte  Knppenheimer,  60  U.    fe.  Pat. 


Gaz.  439  ;  State  v.  Bishop,  128  Mo.  373; 
49  Am.  St.  Rep.  569  ;  cf.  Strasser  v. 
Mocnelis,  108  N.  Y.  611  ;  Allen  v. 
McCarthy,  37  Minn.  347 ;  Feople  v. 
Fisher,  57  N.  Y.  Sup.  Ct.  552 ;  Cohn  v. 
Feople,  149  111.  486;  41  Am.  St.  Rep. 
304 ;  Carson  v.  I'ry,  49  U.  S.  Pat.  Gaz. 
411  ;  Gravel  Hoofers''  Exchange  v.  Tur)i- 
bull,  64  U.  S.  Pat.  Gaz.  441. 

(/)   Taylor  v.  Gillies,  69  N.  Y.  331. 

[g)  FcntY.  Ti<rpin,2J.kB..  139.  And 
see  p.  108,  note  (c). 

(h)  Fer  Kentucky  Court  of  Appeal  in 
Avery  f  Sons  v.  Meikle  ij-  Co.,  27  L'.  S. 
Pat.  Gaz.  1027. 

(i)  Braham  v.  Bustard,  1  H.  &  M. 
447. 

(A)  Ray  get  v.  Findlatcr,  L.  R.  17  Eq. 
29 ;  and  see  Spottisuor-de  v.  Clarke,  1 
Coop.  254  ;  Gillutt  \.  Eslerhrook,  R.  Cox, 
3o3  ;  Ex  parte  Fnhncr,  U.  S.  Pat.  Comm. 
Decis.  1871,  289;  In  re  Lick  ^-  Co.,  9 
U.  S.  Pat.  Gaz.  538 ;  In  re  Goodyear 
Rubber  Co.,  11  ib.  1062  ;  Fulton  v.  Sellers, 
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priated  as  a  trade  mark.  And  the  same  is  the  case  with  a  word 
or  symbol  which  is  understood  generally,  or  in  the  trade,  to  in- 
dicate quality  and  not  a  special  manufacturer.  Thus  "  A,  No.  1 ," 
"  A  X,  No.  1  "  {a),  "  A 1  "  (b),  "  Best  six-cord  "— "  200  yds."  (e). 

But  in  some  of  the  American  cases  this  principle  appears  to  Marks  de- 
have  been  carried  to  an  extent  which  is  unreasonable,  and  which  as  w^eilTs* 
has  not  been  and  would  not  be  recognised  in  this  country,  the  rule  quality. 
having  been  laid  down  too  generally  that  every  word  or  symbol 
which  serves  to  indicate  quality  is  incapable  of  appropriation  as  a 
trade  mark,  the  qualification  being  omitted  that,  if  such  word  or 
symbol  also  serves  to  indicate  a  particular  manufacturer,  the  mark 
may  be  a  good  trade  mark.  In  Amoskeag  Manufacturing  Co.  v. 
Trainer  (d)  the  Supreme  Court  of  the  United  States  itself  appears 
to  have  decided  in  favour  of  the  wider  rule.  There  the  plaintiff 
company  manufactured  cotton  tickings,  and  sold  the  different 
qualities  under  different  labels,  of  which  the  one  affixed  to  the 
best  quality  of  the  goods  bore  a  combination  device,  in  which  the 
prominent  and  conspicuous  feature  consisted  of  the  letters  "A.  C.  A." 
Those  letters  had  for  many  years  been  recognised  as  indicating 
that  the  goods  to  which  they  were  attached  were  of  the  plaintiff 
company's  manufacture,  and  also  of  the  best  quality  of  the  goods 
so  manufactured,  and  the  plaintiffs'  user  of  the  letters  had  been 
substantially  exclusive.  In  an  action,  however,  brought  against 
defendants  who  had  sold  similar  goods  of  their  own  manufactui^e 
under  a  label  containing  the  same  letters  in  a  conspicuous  place, 
the  Supreme  Court  held  that,  the  letters  being  indicative  of  quality, 
no  protection  could  be  given.  All  trade  marks,  however,  which 
are  of  any  value  at  all,  denote  that  the  goods  to  which  they  are 
attached  are  of  good  quality,  and  by  far  the  greater  number  of  large 
manufacturing  firms    use  a  variet}^  of  trade  marks,  which  they 


4  Brews.  42  ;  Ex  parte  Cohn  (1),  16  U.  S.  Eagle  Pencil  Co.,  10  U.  S.  Pat.  Gaz.  981 ; 

Pat.  Gaz.  680;  lioyal  Baking  Poicder  Co.  Or^good  -v.  Allen,  1  Holmes,   185;   Carver 

V.  iS'Aern//,  93  N.  Y.  331 ;  HmUhv.  Iinus,  v.   Boiclrr,   Dig.  581;  Avery  \.  Meikle, 

32  Alb.  L.  J.  455;  Smith  v.  Walker,  37  27  U.  S.  Pat.  Gaz.  1027;  Lawnnce  Manu- 

Mich.  45G.  facturing  Co.  v.  Tennessee  Manufacturing 

{a)   Candec,  Swan  (J-  Co.  v.  Deere  (?•  Co.,  Co.,   138  XT.  S.    637;  Barlow  v.   Gobind- 

54  111.  439  ;   5  Amer.  Rep.  125  ;  and  see  ram,  Ind.  L.  R.  24  Gale.  364. 

Amoskeag  Manufacturing  Co.  v.  Spear,  2  (b)   lingers  v.  Rogers.  53  Conn.  121. 

Sand.  S.  C.  o(i9  ;  R.   Cox,   87;   Same  v.  (c)   Cats   v.    Merrick    'llrnad    Co.,    45 

Trainer,  101  U.  S.  51:    Burke  v.  Cassin,  U.  S.  Pat.  Gaz.  347  ;   149  U.  S.  5G2. 

45Cal.  467;   13  Amer.  Rep.  204  ;  Stokes  (d)   101    U.     S.    51.      And   see  lioi/al 

V.  Lrmdgraff,  17  Barb.  COS;  R.  Cox,  137;  Baking  I'oivdcr  Co.  v.  Shcrrill.  93  N.'Y. 

Kinney  v.  Allen,  1  Hughes,  100  :  In  re  331. 
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apply  to  goods  of  different  descriptions  or  qualities,  or  intended 
for  different  markets ;  and  possibly  the  explanation  of  the  decision 
may  be  that  the  Court  really  considered  that  the  letters,  though 
only  used  by  the  plaintiffs,  indicated  nothing  beyond  quality  (a). 
Such  mark3  It  secms  clear  that  the  English  rule  that  combinations  of  letters, 

or  words,  or  symbols,  which  indicate  that  the  goods  to  which  they 
are  apjolied  have  been  manufactured  by  a  particular  person  or  firm, 
may  constitute  valid  and  registrable  trade  marks,  notwithstanding 
that  they  also  indicate  the  quality  or  pattern  of  the  goods  as  com- 
pared with  other  goods  of  the  same  makers  (Z/),  is  preferable  to  that 
which  appears  to  have  been  formulated  in  some  of  the  American 
Courts.  Thus,  in  Hinf  v.  Denham  (c),  different  fancy  patterns  of 
the  plaintiff's  cloth  were  marked  with  different  names,  each  of 
which  was  protected ;  in  Moses  v.  Sargood,  Ewcn  4"  Co.  (d),  the 
plaintiff's  clothing  was  marked  with  a  number  of  crowns,  varying 
from  one  to  six,  according  to  quality  ;  in  llansome  v.  GraJiaiii  [c) 
the  plaintiff's  ploughs  were  marked  with  the  letters  "  K.  N."  and 
an  additional  letter  or  numeral,  varied  according  to  pattern  and 
quality  (,/').  In  the  Indian  case  of  Taylor  v.  Virasauii  {(/)  the 
plaintiff's  shu'tings  were  marked  with  scimitars,  varying  in  number 
from  two  to  five,  according  to  quality.  Even  in  some  of  the 
American  Courts  the  English  rule  has  been  recognised,  and  it  was 
well  stated  by  the  Supreme  Court  of  Hhode  Island  (//)  as  follows  : — 
"  Undoubtedly,  if  it  be  assumed  that  a  given  mark  indicates  quality 
only,  and  not  origin,  it  Avill  follow  that  purchasers  of  goods  so 
marked  have  not  been  misled  thereby  into  the  supposition  that 
they  were  buying  a  plaintiff's  goods,  and  hence  he  would  show  no 

cause  for  relief But  it  by  no  means  follows  as  a  rule  of  law 

that  marks  indicating  style  or  quality  may  not  also  indicate  origin, 

and  thus  be  a  subject  of  trade  mark A  person  may  have 

different  symbols  for  different  grades  of  goods,  which  will  indicate 
both  quality  and  origin  with  respect  to  the  goods  so  marked.     A 

[a)  See  American  Solid  Leather  Button  P.  E.  395,  412,  415;  and  jufr  Pearson,  J., 

Co.  V.  Anthony,  15  R.  I.  338.  in  Wood  v.  Lambert,  32  Ch.  D.  247  ;   and 

{b)  Ransome  v.  Graham,  51  L.  J.  Ch.  the  American  cases  of  Laurence  Manu- 

897.  factnriy^g  Co.  ^.  Lowell,   129  Mass.  325; 

(c)  L.  R.  14  Eq.  542.  ^Goddlot   v.  Hazard.  81    N.   Y.   2G3,   per 

\d)  Di^.  G36.  Danforth,  J.  ;   Sohl  v.  Geisendorf.  1  Wils. 

[e)  51  L.  J.  Ch.  897.  (Ind.)  60  ;   Merry  v.  Lloopes,  111  N.  Y. 

(/)  AudseeLnre Brook,  26  W.B..  191;  415. 

Mitchell  V.  LTenri/,  15  Ch.  D.  181  ;  lialli  [g)  Ind.  L.  R.  6  Mad.  108. 

V.   Fleming,   Ind.   L.    R.    3    Calc.    417  ;  [h)  In  American  Solid  Leather  Button 

Barlow  6;  Jones,  Ld.  v.  Johnson  ^  Co.,  7  Co.  v.  Anthony,  15  R.  I.  338. 
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manufacturer  may  adopt  sucli  symtols,  not  simply  to  mark  a  style 
or  quality,  but  his  style  and  /n's  quality  as  well.  He  is  entitled  to 
have  his  style  and  his  quality  protected  from  misrepresentation, 
and  to  have  the  benefit  of  any  favourable  reputation  they  may 
have  gained." 

If  a  word  or  symbol  is  only  indicative  of  quality  in  a  particular  Marks  de- 
trade,  it  seems  that  it  may  be  used  as  a  trade  mark  in  a  different  i^°only^ne  ^^ 
trade  (a) .  trade. 

Again,  a  trade  mark  which  contains  false  representations,  so  as  Deceptive 
to  deceive  the  public,  will  not  be  protected  in  equity  as  a  valid  ™^^  ^' 
trade  mark  {/>),  and  cannot  be  registered  as  such  under  the  Patents 
Acts,  1883 — 1888  (e).  In  short,  as  was  said  by  Wallace,  J.,  in 
Gintcr  v.  Kiniicij  Tobacco  Co,  (d),  "no  principles  are  better  settled 
in  the  law  of  trade  marks  than  that  a  generic  name,  or  a  name 
merely  descriptive  of  the  ingredients,  quality,  or  characteristics  of 
an  article  of  trade,  cannot  be  the  subject  of  a  trade  mark ;  and  that 
the  use  of  a  name  or  term  which  is  likely  to  deceive  the  public  in 
reference  to  the  components  or  nature  of  the  article  to  which  it  is 
applied  will  not  be  tolerated."  But  mere  collateral  misrepresen- 
tations do  not  disqualify  [e). 

An  attempt  has  occasionally  been  made  to  meet  the  contention  Marks  which 
that  a  word  claimed  as  a  trade  mark  is  incapable  of  appropriation  descriptive  or 
by  reason  of  its  descriptiveness,  by  the  allegation  that  the  goods  to  deceptive, 
which  it  is  applied  do  not  answer  the  description  imported  by  the 
word,  and  therefore  that  the  word  is  not,  in  fact,  descriptive  of  the 
goods.     But  in  cases  where  a  word  is  used  which  is  descriptive  of 
qualities  which  the  goods  might  reasonably  be  supposed  to  possess, 
if  the  goods  do  not  possess  those  qualities  the  use  of  the  word  is 
deceptive,  so  that  quucunquc  rid  the  claim  fails.     Thus,  in  In  re 
Saunion   8f    Co.  {/),    Sir   G,   Jessel,  M.E,.,    refused  registration 
to  the  words  "Anglo-Portugo  Oysters,"  on  the  ground  that  if  the 
oysters  were  Anglo-Portuguese  the  use  of  the  term  was  descriptive, 
while,  if  they  were  not,  it  was  deceptive.     And  the  same  view  was 

(a)  In  re  English, XJ.  S.  Pat.  Comin.  \.Recd,Vl%M.a.HaA'l  \  Ex  parte  Chichester 

Deuis.  1870,  142.  Chemical  Co.,  52  U.  S.  Pat.  Gaz.  10(31; 

(i)  I'ldding  v.  How,  8  Sim.  477  ;  Ferry  Ex  parte  Zivack  ^-  Co.,  76  U.  S.  Pat.  Gaz. 

V.  Truefitt,  G  Beav.  66  ;   Flavel  v.  liar-  1855  ;  and  see  c.  7,  infra, 

rison,  10  Hare,  467  ;  Leather  Cloth  Co.  v.  (c)  See  §  73,  and  In  re  Edge,  8  P.  Ti. 

American  Leather  Cloth  Co.,  A  De  G.J.  &  207. 

S.  137  ;  Morgan  v.  McAdam,  36  L.  J.  Ch.  {d)   12  Fed.  Rep.  782. 

228  ;  Lewis's  v.  Goodljodij,  67  L.  T.  N.  S.  (c)  Ford  v.  Foster,  L.  R.  7  Ch.  611. 

194;    In  re  Hill,  10  P.  R.  113;    Connell  ( /')  Dig.  025. 
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adopted  by  Lopes,  L.  J.,  in  In  re  Van  Duzcv  {a).  There  are  many 
American  authorities  to  the  same  effect  {h).  But  if  the  term 
claimed  is  one  which  is  notoriously  inappropriate  to  the  article,  it 
will  not  be  treated  as  deceptive.  Thus  the  name  "  Edelweiss"  was 
allowed  to  be  appropriated  to  scent  not  derived  from  that  flower,  it 
being  well  known  that  the  edelweiss  yields  no  perfume  (c) . 
Extravagance  It  may  be  stated  as  a  general  rule  that  the  more  extraordinary 
in  word  trade  ^^^^  extravagant  the  name  that  is  adopted  by  way  of  trade  mark, 
the  better  will  the  object  be  attained,  and  the  protection  of  the 
Courts  and  of  the  Registration  Office  secured ;  for  the  more  un- 
common the  designation  is,  the  less  obnoxious  is  the  exclusive  claim 
of  the  manufacturer,  and  the  more  conclusive  the  evidence  of  fraud 
supplied  by  an  infringement.  Thus,  Wood,  V.-C,  said,  "  I  have 
not  the  least  doubt  that  if  the  plaintiff  (if  I  doubted  I  should  be 
going  quite  contrary  to  the  Mexican  Balm  case  and  other  cases  in 
which  ridiculous  names  have  been  used)  had  invented  a  fanciful 
and  ridiculous  name — and  the  more  ridiculous,  the  better  it  is  for 
his  purpose — and  had  used  it  for  eight  or  ten  years  in  his  trade, 
the  Court  would  take  care  that  nobody  else  should  use  that  absurd 
name ;  for  such  user  could  only  be  a  user  for  the  express  purpose 
of  imitating  the  plaintiff's,  and  so  defrauding  the  plaintiff,  by 
representing  goods  manufactured  by  one  person  to  be  goods  manu- 
factured by  another"  {d). 

In  many  cases  the  word  used  as  a  trade  mark  is  an  entirely  new 
word,  invented  for  the  occasion  by  the  manufacturer  of  the  mate- 
rial or  composition  to  which  it  is  applied,  and  such  a  name  may 
be  registered  and  otherwise  treated  us  a  valid  trade  mark  {e) .    Thus 


Words  speci- 
ally invented. 


(«)  31  Ch.  D.  631.  Compare  Free 
Fishers  S;  Dredgers  of  Whitstahle  v.  Elliott, 
W.  N.  1888,  p.  27  ;  and  see  In  re  Hannay, 
7  P.  R.  46  ;  In  re  Edge,  8  P.  R.  '207  ; 
Farsons  v.  Gillespie,  17  N.  S.  W.  R.  (Eq.) 
227  ;  (1898)  A.  C.  239. 

(A)  Fairbanl-s  v.  Jarobus,  14  Bl.  C.  C. 
337  ("  Fairbanks'  Patent  ")  ;  In  re 
American  Sardine  Co.,  3  U.  S.  Pat.  Gaz. 
495  ("  American  Sardines") ;  In  re  Dole 
Brothers.  12  ib.  939  ("Egg  Macaroni"); 
In  re  Warburg  S,-  Co.,  13  ib.  44  ("Cache- 
mire  Milano"  silks);  E.r  parte  Marsching 
%  Co.,  15  ib.  294  ("French"  paints); 
Bx parte  Knapp,  16  ib.  318  ("London" 
animal  foods) ;  Ex  parte  Farnuni  S;  Co., 
18  ib.  412  ("Lancaster"  tickings); 
Ginter  v.  Kinneg  Tobacco  Co.,  12  Fed. 
Rep.  782  ("Straight-cut"  cigarettes); 
California  Fig  Syrup   Co.  v.  Stearns,  G7 


Fed.  Rep.  1008  ;  73  Fed.  Rep.  812  ; 
California  Fig  Si/rup  Co.  v.  Putnam,  66 
Fed.  Rep.  750  ;  69  Fed.  Rep.  740  ("Fig 
Syrup")  ;  Ex  parte  Grove,  67  U.  S.  Pat. 
Gaz.  1447  ("  Bromo-Quiniije  ").  With 
■which  compare  In  re  Green,  8  U.  S.  Pat. 
Gaz.  729  ("German  Sirup");  In  re 
Cormvall{2),  12  ib.  312  ("Dublin"  soap) ; 
California  Fig  Si/rup  Co.  v.  Improved  lie/ 
Syrup  Co.,  51  Fed.  Rep.  296  ;  54  Fed. 
Rep.  175  ;  Sa)ne  v.  E.  IFordcn  S;  Co.,  86 
Fed.  Rep.  212. 

[e)  Bosing  v.  Atkinson,  27  Sol.  J.  534. 
And  see  In  re  Densham,  (1895)  2  Ch.  176. 

{d)  Young  v.  Macrne,  9  Jur.  N.  S. 
322  ;  and  see  Fetridge  v.  Merchant,  4 
Abb.  Pr.  156  ;  R.  Cox,  194. 

((')  See  Patents  Act,  1883,  §  64,  as 
amended  by  the  Act  of  1888. 
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"  Pectorine  "  (a)  and  "  Lactopeptine  "  {b)  were  protected  as  names 
for  medical  compounds;  "  Cocoaine "  (e)  and  "  Bovilene "  (f/)  for 
pomades.  _ "  Chlorodyne  "  (e)  was  only  not  protected  tecause  the 
proj)rietor,  on  a  mistaken  view  of  his  rights,  consented  to  have  his 
hill  for  an  injunction  dismissed  with  costs.  Invented  words  (./) 
were,  however,  occasionally  refused  registration  as  "fancy  words" 
under  §  64  of  the  Act  of  1883,  where  they  were  considered  to 
suggest  a  description  of  the  article — e.g.,  "Washerine"  soap  (g), 
"  Monobrut  "  champagne  {//)  ;  and  Jessel,  M.  E.,  treated  "  Valvo- 
line"  oil  as  descriptive  (/),  though  Lord  Selborne  {k)  and  a  United 
States  circuit  judge  (/)  have  thought  differently. 

In  many  other  cases  the  trade  mark  consists,  not  of  a  newly  Existing 
coined  word,  hut  of  a  word,  or  a  combination  of  words,  already  in  posing  a  word 
common  use,  but  which  for  the  purpose  of  the  trade  mark,  is  or  ^^^^^  mark, 
are  used  and  applied  in  a  manner  quite  different  from  the  ordinary 
use  and  application,  so  different  that  it  is  seen  at  the  first  glance 
that  the  word  or  combination  of  words  is  or  are  being  used  quite 
out  of  the  common  signification,  and  in  the  nature  of  a  fancy  name 
designatory  of  the  goods  (y;?).     Thus  "Pharaoh's  Serpents"  («), 


(«)  Smith  V.  Mason,  W.  N.  1875, 
p.  62. 

(b)  Carnrick  v.  Morson,  L.  J.  N.  of  C. 
1877,  p.  71. 

(c)  Burnett  v.  Phalon,  9  Bos.  192  ; 
R.  Cox,  37G. 

{(I)  Locl-icood  X.  BostwicJc,  2  Daly, 
521  ;  R.  Cox,  55o. 

(e)  Browne  v.  Freeman,  12  W.  R.  305. 

(/)  In  re  Francis  ^-  AMlon,  U.  S.  Pat. 
Comm.  Decis.  1871,  283  ("  Beaverine  " 
boots  and  shoes)  ;  Enoch  Mor^an''s  Sons'' 
Co.  V.  Schwachhofer,  bo  How.  Pr.  37, 
and  Same  v.  Hunkcle,  16  U.  S.  Pat.  Gaz. 
1092  ("  Sapolio  "  soap);  Electro- Silicon 
Co.  V.  Trask,  59  How.  Pr.  189  ("Electro- 
silicon")  ;  Electro- Silicon  Co.  v.  Hazard, 
36  N.  Y.  Sup.  Ct.  369  (do.).  And  see 
Younfi  V.  Macrae,  9  Jur.  N.  S.  322,  in 
which  "  Paraffia  Oil,"  LumploKgh  v. 
Balmer,  W.  N.  1867,  p.  293,  in  which 
"Pyretic  saline,"  and  JFolfc  v.  Goulard, 
18  How.  Pr.  64,  R.  Cox,  226,  in  which 
"Schiedam  Schnapps,"  was  not  pro- 
tected for  special  reasons  only. 

{ff)  Burland  ^-  Co.  v.  Broxburn  Oil  Co., 
Ld.  (2),  42  Ch.  D.  274. 

{h)  In  re  Vipiier,  G  P.  R.  490. 

(i)  In  re  Uorshunjh,  53  L.  J.  Ch.  237. 

(k)  Leonard  %  Ellis  v.  1  Fells  ^-  Co.,  2G 
Ch.  D.  288. 

(I)  Leonard  #  Ellis  v.   JFhifc's  Golden 


Lubricator  Co.,  48  U.  S.  Pat.  Gaz.  1401. 
(m)  See  Newman  v.  Alvord,  R.  Cox, 
413,  in  which  Daniels,  J.,  said  that  "any 
member  of  the  community,  whose  inte- 
rests and  business  may  be  promoted  by 
doing  so,  should  be  at  liberty  to  apply 
even  names  and  words  in  common  use  to 
the  products  of  his  industry,  in  such  a 
manner  as  to  indicate  their  origin  or  par- 
ticular manufacture,  where  such  appli- 
cation will  not  intrench  upon  and  will 
be  in  no  way  included  in  their  use  by 
the  public.  By  doing  so,  the  rights  of 
no  member  of  the  community  can  be  in 
any  manner  infringed,  and  no  public  in- 
convenience whatever  can  be  occasioned 
by  it.  The  public  will  still  be  left  at 
full  liberty  to  use  such  words  or  terms 
as  they  were  used  before ;  while  for  a 
special  purpose  a  new  office  or  purpose 
may  be  imposed  upon  them  ;  "  Osgood  v. 
Allen,  1  Holmes,  185,  in  which  Shepley, 
J.,  said  that  "  words  or  devices  may  be 
adopted  as  trade  marks,  which  are  not 
original  inventions  of  the  one  who  adopts 
and  uses  them.  Words  in  common  use 
may  be  adopted,  if  at  the  time  of  adop- 
tion they  wore  not  used  to  designate  the 
same  or  similar  articles  of  production  ; " 


(«)  Burnett  v.  Leuchars,  13  L.  T.  N.  S. 
495. 
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or  advertise- 
ments. 


applied  to  a  toy;  "The  Licensed  Yictuallers'  Eelisli "  (a),  to  a 
sauce;  "Turin,"  "  Sefton,"  "  Leopold,"  and  "  Liverpool  "  (^*) ,  to 
cloth  ;  "  United  Service  "  (r)  and  "  Genuine  Yankee  "  {d),  to  soap  ; 
"  Sweet  Opoponax  of  Mexico "  (r)  and  "  Balm  of  Thousand 
Flowers  "  (/),  to  perfume  ;  and  "  Charter  Oak  "  to  stoves  {(/). 

Occasionally  it  has  been  sought  to  protect  as  a  trade  mark,  and 
to  claim  exclusive  rights  in,  an  inscription  or  advertisement  com- 
posed of  ordinary  English  words,  used  in  their  ordinary  sense,  and 
only  peculiar  from  the  length  of  the  sequence.  Usually,  indeed, 
there  is  in  such  cases  some  feature  which  might  be  really  distinctive 
but  of  which  the  plaintiff,  for  some  reason  or  other,  is  unable  to 
avail  himself ;  this  failing,  the  whole  inscription  is  claimed.  Such 
cases,  however,  are  in  fact  "  advertisements  of  the  character  and 
quality  of  the  goods"  (/c),  in  which  advertisements  no  exclusive 
rights  can  be  claimed,  as  was  expressly  decided  by  the  Court  of 
Appeal    in    CJicavin    v.     Walhcr  (/),   where   the   inscription   was 


Lea  V.  Wolff,  lb  Abb.  Pr.  N.  S.  1  ; 
Ex  parte  Palmer,  U.  S.  Pat.  Comm. 
Decis.  1871,  289  ;  M'^Lean  v.  Fleming, 
96  U.  S.  245  ;  Smith  v.  Woodruff,  48 
Barb.  438  ;  and  Ex  parte  Ealliday 
Brothers,  16  U.  S.  Pat.  Gaz.  500. 

{a)   Cotton  V.  Gillard,  44  L.  J.  Ch.  90. 

\b)  Hirst  V.  Eenham,  L.  R.  14  Eq.  542. 

[c)  Field  V.  Lewis,  Dig.  280. 

[d)  Williams  v.  Johnson,  2  Bos.  1  ;  R. 
Cox,  214  ;  Williams  v.  Spence,  '2b  How. 
Pr.  366  ;  R.  Cox.  305. 

[e)  Smith  V.  Woodrttff,  48  Barb.  438  ; 
R.  Cox,  373. 

(/)  Fetridge  v.  Merchant,  4  Abb.  Pr. 
156  ;  R.  Cox,  194.  But  see  Fetridge  v. 
Wells,  13  How.  Pr.  385  ;  R.  Cox,  180. 

(g)  Fdlcy  V.  Fassett,  44  Mo.  173;  R. 
Cox,  530;  Fillcgv.  Child,  16  Bl.  C.  C. 
376.  And  see  Wenton  v.  Eemmons,  2  V. 
L.  R.  Eq.  121  ("Wizard"  oil);  Stern- 
berger  v.  Thalheimcr,  3  U.  S.  Pat.  Gaz. 
120  ("Centennial"  clothing);  Kidd  ^• 
Co.  V.  Mills,  Johnson  ^-  Co.,  5  ib.  337 
("  Magnolia  "  whiskey)  ;  Kidd  v. 
Johnson,  100  U.  S.  617  (do.);  In  re 
Glines,  8  U.  S.  Pat.  Gaz.  435  ("Slate 
Roofing  Paint");  In  re  Eimball,  11  ib. 
1109  ("  Vanity  Fair  "  cigarettes);  Mar- 
covitch  V.  Bramble,  Wilkins  %  Co.,  Dig. 
595  (do.)  ;  Davis  v.  Eennedr/,  13  Grant 
"Up.  Can.  Ch.  523  ("Pain-Killer  "  medi- 
cine) ;  Faberv.  Enveg,  Dig.  481  ("Star" 
pencils)  ;  Ex  parte  Pepcr,  16  U.  S.  Pat. 
Gaz.  678  ("  Corn"  tobacco)  ;  Wright  v. 
Simpson,  15  ib.  968  ("Pond  Lily  Wash") ; 


Crawford  v.  Shuttoch,  13  Grant  Up.  Can. 
Ch.  149  ("Imperial"  soap);  Eegraves 
V.  Whiteman,  5  V.  L.  R.  Eq.  304 
("Cascade"  ale);  Yale  Cigar  Manu- 
facturing Co.  V.  Yale,  30  U.  S.  Pat.  Gaz. 
1183  ("Grand  Master"  cigars);  Hechf 
X.  Forler,  9  Pac.  C.  L.  J.  569  ("Iron- 
clad" boots).  But  where  the  name 
"Astral  Lamp"  had  been  long  in  use 
for  a  particvdar  kind  of  oil  lamp,  it  wa.s 
held  that  no  exclusive  right  could  be 
acquired  in  the  word  "Astral"  as  ap- 
plied to  oil :  Pratt  Manufacturing  Co.  v. 
Astral  Eejining  Co.,  Ld.,  27  Fed.  Rep. 
493. 

{h)  Ter  Lord  Westbury,  C,  in  Leather 
Cloth  Co.  V.  American  Leather  Cloth  Co., 
11  H.  L.  C.  523,  which  see. 

(?)  5  Ch.  D.  850.  And  see  BlacJcwell 
V.  Crabb,  36  L.  J.  Ch.  504  ;  Allcghang 
Fertiliser  Co.  v.  Woodsidc,  1  Hughes,  115 
("  Ammoniated  Bone  Superj^hosphate  of 
Lime");  Hclmbold  v.  Helmbold  Manu- 
facturing Co.,  53  How.  Pr.  453  ("Highly 
Concentrated  Compound  Fluid  Extract 
of  Buchu ' ')  ;  In  re  Johnson  S;  Co. ,  2  U.  S. 
Pat.  Gaz.  315  ("Johnson's  American 
Anodyne  Liniment,  Estabhshed  a.d. 
1810  ")  ;  Gilman  v.  Hunneiccll,  122  Mass. 
139  ("A  sure  remedy  for  chronic  or 
common  cough,  sore  throat,  and  other 
minor  throat  complaints,  so  ofrcn  by 
neglect  the  forerunner  of  consumption  " ) ; 
Cadgv.  Schultz,  19  R.  I.  193;  61  Am. 
St.  Rep.  763  ("  Scientific  dentistry  at 
moderate  prices  "). 
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"  Gr.  Cheavin's  improved  patent,  gold-medal,  self -cleaning,  rapid 
water  filter,  Boston,  England,"  the  name  Cheavin  having  become 
indicative  of  a  principle  of  construction.  In  S/iriwpton  v.  LaigJit  [a), 
the  use  of  the  words  "graduated,  grooveless,  drill-eyed,  ground- 
down  "  needles  was  also  accompanied  by  that  of  the  maker's  name, 
and  this  being  obviously  imitated  by  the  defendant,  the  injunction 
was  granted. 

Sometimes  a  word  taken  from  a  dead  language  has  been  applied  Words  taken 
to   goods   and  j^^otected   as    a   valid   trade  mark,  as   the   Latin  languac^^ea.^^ 
word    "Excelsior"   in    respect    of    soap  (i),   or    stoves  (c)  ;     or 
the  Grreek  word  "Eureka"  on  shirts  (c/),  or  on  an  agricultural 
compost  (r). 

In  some  instances  words  taken  from  modern  foreign  languages  Or  from  mo- 
have  been  protected,  though  the  precise  extent  to  which  trade  ia^™uasea°° 
marks  so  composed  will  be  acknowledged  has  not  yet  been  authori- 
tatively decided.  Where  the  name  employed  is  a  fancy  name  which 
happens  to  be  in  a  foreign  language,  or  framed  in  imitation  of  the 
forms  of  a  foreign  language,  there  is  no  doubt  that  there  is  just 
as  good  a  trade  mark  as  if  it  had  been  in  English  or  framed  on 
English  forms ;  thus,  "  Flor  Fina  Prairie  Superior  Tabac  "  (/) 
was  allowed  to  be  a  good  trade  mark,  though  the  defendant  was 
held  not  to  have  infringed  ;  and  "  Tamar  Indien  "  (g)  was  actually 
protected.  In  I)h  re  Rotlierliam  (h),  an  Arabic  word,  used  by  way 
of  a  pun,  was  held  to  be  entitled  to  registration  as  a  good  trade 
mark,  though  the  Commissioners  of  Patents  had  directed  the  regis- 
trar to  the  contrary. 

When,  however,  the  foreign  words  are  used  in  their  ordinary  Foreign 

,.11  J.      i.1         p  i-i  •     Tvords  in  their 

sense,  or   in   a   sense   not   widely   remote  thereirom,  me  case  is  ordinary 

signification. 

(a)  18  Beav.  164.     And  see  Bortrdman  R.J.  Roberts' Diamond-Edged  Razors  "  ; 

V.  Meriden  Britannia  Co.,  35  Conn.  402;  "  R.  J.  Roberts'  Diamond-Edge  Razor. 

R.  Cox,  490,  where  an  injunction  was  Every  razor  warrauted." 
given.       lu  Roberts  \.  Sheldon,  8    Biss.  {h)  Mrciham  v.  JJnstard,  1  H.  kM-iil. 

'MS.     the    plaintiff    used     the    words  (c)  Sheppard  ^-  Co.  v.  Stuart  cj-  Feterson, 

"Roberts'    Parabola    Gold  -  Burnished  13  Phila.  117. 

Sharps"  on  his  needles,  and  the  defen-  (d)  Ford  v.  Foster,  L.  R.  7  Ch.  611. 

dant   was    restrained    from    using    the  {e)  Alleghany  Fertiliser  Co.  v.  Woodside, 

words  "  William  Clark  &  Sons'  Para-  1  Hughes,  115.    See  Jiar/ffettY.  Findlater, 

bola  Gold-Burnished  Sharps."    In  In  re  L.  R.  17  Eq.  29. 

Jioberts,  (1),  (2),  (.'5),  U.  S.  Pat.  Comm.  (/)   Cope  v.  Evans,  L.  R.  18  Eq.  138. 

Decis.  1871,  113,  100,  101,  the  following  (y)   Unllon   v.   Gncnin,   W.    N.    1877, 

were  registered  as  trade   marks: — "A  p.  14.     And  see  Caruncho  v.  Stephenson, 

luxury  — R.    J.    Roberts'    Razor-Steel  25  Sol.  J.   929  ("Intimidad"  cigars); 

Scissors.     The  best  in  the  world.     The  Holt  v.  Menendez,   128  U.  S.  182  ("La 

best  is  the  cheapest.     For  sale  here";  Favorita"  flour). 
"An  exquisite  pleasure  to  shave  with  (It)  14  Ch.  D.  585, 
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Gout  V. 
Alephglu, 


Broadlmrst  v. 
Barloic. 


different.  In  Gonf  v.  Akploglu  (a),  the  plaintiff  was  a  maker  of 
watches  for  the  Turkish  market.  These  watches  he  marked  in 
Turkish  with  his  own  name  (Ralph  Gout)  with  the  word  "  Pessen- 
dede"  ("warranted"),  with  his  initials  "  R.  Gr."  and  a  crescent, 
and  also  with  a  sprig-  and  crescent.  The  defendant  procui'cd 
watches  to  be  made,  in  which  the  minor  featm-es  of  the  marks 
iTsed  by  the  plaintiff  were  omitted,  but  in  which  the  main  charac- 
teristics, the  name  ("  Italph  Grout'')  and  the  word  " Pessendede," 
in  Turkish  characters,  were  reproduced,  the  style  of  engraving 
being  copied.  Such  watches  were  then  sent  by  the  defendant  to 
Constantinople,  and  there  sold,  to  the  prejudice  of  the  plaintiff's 
business.  This  was  a  clear  case  of  fraud,  and  so  it  was  held  to  be 
by  the  Vice-Chancellor  of  England,  Sir  L.  Shadwell,  who,  how- 
ever, did  express  an  opinion  that  the  plaintiff  had  acquired  an 
exclusive  right  in  the  word  "  Pessendede  "  (/>).  But  the  point 
that  had  to  be  decided  was  not  simply  whether  the  word  "  war- 
ranted," in  Turkish,  could  be  protected ;  and,  indeed,  when  it  is 
considered  that  the  watches  were  to  be  sold  in  Turkey,  the  case 
does  seem  to  be  just  the  same  as  if  the  word  had  been  engraved 
in  English  on  v/atches  to  be  sold  in  this  country,  when  such  a 
proposition  would  be  clearly  untenable.  But  not  only  the  word, 
but  the  manner  of  engraving  it  was  copied,  and  not  only  that  Avord, 
but  the  name  of  the  maker  ;  and  what  the  Vice-Chancellor  actually 
decided  was  that  here  there  was  a  clear  case  of  attempted  fraud, 
which  was  quite  sufficient  ground  for  the  issue  of  an  injunction, 
without  its  being  necessary  to  consider  whether  the  imitation  of 
one  single  feature  would  have  been  sufficient  to  entitle  the  plaintiff 
to  that  remedy.  The  use  of  the  name  "  Ralph  Gout "  alone  by 
the  defendant,  whose  own  name  was  entirely  different,  would 
indeed  have  been  sufficient  to  entitle  the  plaintiff  to  an  injunc- 
tion (c),  but  the  case  with  respect  to  "  Pessendede  "  was  different. 

In  BroadJiunt  v.  Barlow  (r/),  the  case  was  again  a  far  more 
complicated  one  than  that  of  a  single  foreign  word,  or  even  a 
succession  of  words  taken  from  the  same  foreign  language.  Here 
the  plaintiffs  were  sj^iinners  and  manufacturers  at  Manchester  and 


{a)  6  Beav.  69  ;  5  Leg.  Obs.  496. 

(i)  5  Leg.  Obs.  496. 

(c)  See  per  Sir  G.  Turner,  L.  J.,  in 
Burgess  v.  Burgess,  3  De  G.  M.  k  G.  896  ; 
Berks  v.  Hall  #  Co.,  W.  N.  1881,  p.  111. 


{d)  W.  N.  1872,  p.  212:  and  L.  J. 
N.  of  C.  1872,  p.  183.  There  have 
been  numerous  unreported  cases  with 
reference  to  cotton  goods  to  the  same 
effect. 
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Bolton,  who  exported  to  the  East  large  quantities  of  pieces  of 
Spanish  shirting,  which  they  marked  with  their  proper  trade  mark, 
a  lion  in  a  border,  and  with  the  words  "  Spanish  shirting  "  in  a 
scroll,  and  "No.  120."  To  this  they  had  added  "  exactly  12 
yards,"  in  Turkish,  Armenian,  and  Greek,  the  same  statement  being 
repeated  in  the  three  languages,  placed  one  below  the  other  (f?). 
The  defendants  were  discovered  to  be  preparing  Spanish  shirting 
for  export,  similarly  marked,  except  that  there  were  five  lines 
instead  of  four,  and  that  an  elephant  was  used  in  place  of  the 
lion.  Wickens,  Y.-C,  held  that  "  tliough  an  elephant  was  used 
by  the  defendants,  the  three  sentences  in  the  same  languages  in 
the  same  order  was  an  infringement  of  the  plaintiffs'  rights," 
and-  he  therefore  granted  the  injunction  to  restrain  the  use  of 
the  words  in  the  three  languages  in  the  order  used  by  the 
plaintiffs. 

The  true  principle  appears  to  be  that,  while  foreign  words  Conclusion, 
employed  in  their  ordinary  signification  may,  even  when  used  on 
goods  intended  for  consumption  in  the  country  where  that  foreign 
language  is  spoken,  form  a  part  of  a  combination  trade  mark,  the 
infringement  of  which  will  be  restrained,  the  exclusive  use  of 
such  words  themselves,  apart  from  fraud,  will  not  be  protected  in 
this  country,  any  more  than  that  of  an  ordinary  English  ad- 
jective (/>).  In  an  American  registration  case  (c)  it  was  sought  to 
register  the  Grerman  words  "  Fiir  Familien  Gebrauch,"  and 
"  Lawrence  Feiner  Familien  Flannel,"  meaning  respectively  "  For 
Family  Use  "  and  "  Lawrence  Fine  Family  Flannel " ;  but  the 
application  was  refused,  on  the  ground  of  descriptiveness.  In 
H/'llef  V.  Carlier  [d )  it  was  indeed  held  that  an  American  maker  of 
pomegranate  syrup  had  acquired  an  exclusive  right  in  America  to 
the  term  "  Grrenade  Syrup,"  though  "  Grrenade  "  was  the  ordinary 
French  word  for  pomegranate,  and  the  term  "  Grrenade  Syrup " 

•  («)  In  Ciirtis:  V.  Bryan,  2  Daly,  212 ;  W  ^«  '"^  Lowrence  S,-  Co.,  10  U.  S.  Pat. 

R.  Cox.  434,  a  label  was  used,  with  an  G^az.  163.    AnA&ee Badirriauv.  Yacuhian, 

inscription  in  English,  French,  German,  72    Fed.    Rep.    1010,    where   the    word 

and  Spanish.     And  see  Siegcrf.  v.  Fnid-  "MHtzoon,"  the  Armenian  name  for  an 

la(i;r,l  Ch..'D.^0l\n.TiA8ip/jcrf.Y.Ehlers,  article   of   food   made    from    fermented 

Dig.  432  ;  Kloiz  v.  Uccht,  73  Fed.  Rep.  "^'1^,  was  held  incapable  of  being  inono- 

g22.  polised  in  America  by  the  ])erson  intro- 

duciug    the   article   into   that   country, 

(i)  This  was  80  laid  down  with  roFpoct  cf.  Dadirrian  v.    Thcodorian,  74   U.   S. 

to  words  claimed  as  fancy  words  under  Pat.  Gaz.  1902.  And  compare  In  re  Davis 

the  Patents  Act,  1883,  ^  64,  by  Chitty,  J.,  ^  Co.,  6  P.  R.  207  ("  Pokiil "  beer), 

in  /w  re  Davis  4'-  Co.,  6  P.  R.  207.  (rf)  Gl  Barb.  S.  C.  435. 


names. 
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was  in  common  use  in  France.  In  this  case,  however,  there  were 
elements  of  fraud,  and  actual  fraud  will  always  be  restrained. 
Geographical  Under  the  head  of  "  distinctive  words  "  should  be  included  trade 
marks  consisting  of  geographical  names.  For  registration,  it  is 
indispensable  to  prove  user  as  a  trade  mark  before  August  13th, 
1875,  for  such  words  have  never  been  allowed  to  be  registered  as 
new  marks.  This  was  so  under  the  Act  of  1875,  because  that  Act 
did  not  allow  any  mere  words  to  be  registered  as  new  marks  {a), 
and  under  the  Act  of  1883,  because  the  construction  placed  on  the 
term  "  fancy  word"  was  such  as  to  exclude  geographical  names  (b)  ; 
and  is  still  so  under  the  Act  of  1888,  because  such  names  are 
expressly  excluded  from  registration  as  new  marks  (r).  But  it 
seems  that  where  a  geographical  name  has  been  used  per  se  as  a 
trade  mark  before  August  13th,  1875,  and  is  not  in  common  use, 
it  will  be  recognised  as  a  "special  and  distinctive"  word  (c/). 
When  geographical  names  are  used  as  trade  marks  they  are  in 
that  application  to  be  understood,  not  as  ascribing  the  goods  to 
which  they  are  affixed  to  any  special  section  of  the  earth's  surface, 
but  as  expressing  the  works  at  which,  or  the  manufacturer  by 
whom,  those  goods  have  been  produced.  So  Wood,  Y.-C,  in  the 
"Anatolia  "  liquorice  case  (e),  said  that  "the  plaintiifs  had  estab- 
lished beyond  all  doubt  the  connection  of  their  name  with  that 
mark,  that  was  beyond  dispute,"  and  that  "  he  could  not  treat  the 
word  as  being  otherwise  than  a  designation  mark,  which  the 
plaintiffs  had  caused  to  be  attached  to  that  particular  article  of 
liquorice  which  they  so  manufactured,  and  which  they  had  a  right 
to  consider,  in  that  qualified  sense,  property."  Lord  Westburj^ 
C,  in  that  case  strongly  confirmed  the  opinion  of  the  Vice- 
Chancellor ;  and  in  the  later  case  of  IVotl/ospooN  v.   Ciirn'e  (_/'), 

(a)  Trade  Marks  Act,  1875,  §  10.  (d)  In   re  Tan  Buzer,  34  Ch.  D.  623 

(J)  In  re   Van  Duzcr,   34  Ch.  D.  G23  (per  Cotton,  L.  J.)  ;    Compania  General 

("Melrose  Favourite  Haii-  Restorer")  ;  dcTabacosv.  Rchdcr,b'P.'R.  61("Cavite" 

In  re  Ainslie  cf  Co.,  4  P.  R.  212  ("Ben  cigars)  ;   Evans  v.  Smith,  3  Times  L.  R,. 

Ledi  "  whiskey) ;   In  re  lainff,  Jj.  J.  N.  390  ("  Montserrat  "   lime   juice).      See 

of  C.  1887,  p.   102  ("Glengowrie  Blend  Thompson  v.  Montgomery,  41  Ch.  D.  35; 

of  Fine  Old  Highland  Whiskey");  In  (1891)  A.  C.  217. 

re  Thomimn  ^-  Co.,  6  P.  R.  213  ("  Manor  "  (e)  McAndrew  v.  Bassett,  33  L.  J.  Ch. 

tin  plates)  (as  to  which  see  Pinto  v.  Bad-  561  ;  4  De  G.  J.  &  S.  380  (App.). 

man,    8   P.   R.    181,    188,    191);    Great  (/)  L.    R.    5   H.   L.   508.     See  also 

Tower  Street   Tea  Co.  v.  Smith,  6  P.  R.  Thompson  v.  Montgomery,  41  Ch.  D.  35  ; 

165  ("Tower  Tea");  /«  »T  i?ff«  ^- 6\).,  (1891)    A.    C.    217    ("Stone    Ales"); 

6  P.   R.   493  ("The   Brymbo  Special"  Huntley  S,-  Palmer  \.  Beading  Biscuit  Co., 

iron  goods)  ;  Hodgson  v.  Sinclair,  9  P.  R.  lOP.R.  277  ("Reading"  biscuits) ;  Powell 

22  ("Britannia"  soap).  Y.BirminghamVinegar Brewen/ Co. ,{1896) 

(c)  Patents  Act,  1888,  §  10.  2  Ch.  54  ;  (1897)  A.  C.  710  ("Yorkshire 
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where  the  subject  of  dispute  was  the  word  "  Glenfield"  applied  to 
starch,  he  stated  that  that  word  had  acquired  a  secondary  significa- 
tion or  meaning  in  connection  with  a  particular  manufacture  :  in 
short,  it  had  become  the  trade  designation  of  the  starch  made  bj 
the  appellants.  It  was  wholly  taken  out  of  its  ordinary  meaning, 
and  in  connection  with  starch  had  acquired  that  peculiar  secondary 
signification  to  which  he  had  referred.  The  word  "  Grlenfield," 
therefore,  as  a  denomination  of  starch,  had  become  the  property  of 
the  appellants.  It  was  their  right  and  title  in  connection  with  the 
starch. 

In  some  cases  there  is  no  pretence  for  saying  that  the  name  is  Rules  as  to 
used  in  its  ordinary  geographical  sense.  Thus  no  one  could  affirm  s<^°oraphical 
that  the  use  of  the  names  "  Persian  thread "  (<^)  or  "  Ethiopian 
stockings  "  (b)  had  induced  him  to  suppose  that  the  articles  in 
question  were  imported  from  those  countries.  In  other  cases, 
however,  the  name  is  less  purely  arbitrary,  and  was  originally,  at 
least,  indicative  of  local  origin.  For  instance,  the  pipes  marked 
with  "  E.  Southern,  Broseley  "  (c),  were  manufactured  at  a  village 
of  that  name  ;  Grlenfield  starch  [d) ,  in  the  same  manner,  came  from 
Grlenfield;  Anatolia  liquorice  (e),  and  Leopoldshall  Kainit(/), 
from  those  respective  places.  This  fact,  however,  does  not  deprive 
the  trade  mark  of  the  right  to  protection.     It  is  true  that  the  name 

Relish")  ;  Saxlchner  v.  Apollinaris  Co.,  v.  Norrish,  33  L.  T.  N.  S.  242  ("Apol- 

(1897)   1  Ch.  893  {"  Hunyadi "  water)  ;  linaris  Water");    Congress   and   Empire 

liewlaij   <S-  Co.  V.  Hughes,  15   P.    R.   290  Spring  Co.  v.  High  Rock  Conc/ress  Spring 

["■T>\n(^\g\xV' c\2:a.Yii)\  lure  Clement  ^^•  Cie.,  Co.,  57  Barb.  526;  R.  Cox,  599  ("  Con- 

16  P.  R.  173  (Vin  de  "St.  Raphael").  gress  Spring  Water") ;  Amoskeag  Mami- 

And   see   Iteddeiwai/    v.    Betnham,   (1896)  fac^iiring  Co.  y.  Garner  [\),  bb  li&vb.\5\  ; . 

A.  G.  199:  liockingham  Hail.  Co.  V.  Allen,  R.   Cox,  5-11;  and  S.   C.   (2),  54  How. 

12  Times  L.  R.  345.  Pr.  298  ("Amoskeag"  cloths)  ;  Newman 

(«)   Taylor   v.    Taylor,    23    L.    J.    Ch.  v.  Alvord,  51   N.   Y.    189    ("Akron"); 

255.  Leav.  Millar,  Dig.  513  ("Worcestershire 

{b)  Eine  v.  Lart,  10  Jur.   106.     And  Sauce");  Powell  v.  McNidty,  Dig.  526, 

see  In  re  Clement  ^-  dr.,  16  P.  R.  173  (Vin  ani Powellv. Birminqham  Vinegar Breivery 

de  "  St.  Raphael")  ;  In  re  Cornwall  (2),  Co.,  (1896)  2  Ch.  54  ;    (1897)  A.  C.  710 

12  U.  S.  Pat.  Gaz.  'aVI  ("Dublin"  soap) ;  (" Yorkshire ReUsh");  Siegertv.Findlater, 

Flcisehmann    v.    Selnickmann,    62    How.  7  Ch.  D.  801   ("Angostura  Bitters"); 

Pr.  92  ("Vienna"  bread)  ;   Laufcrty  y.  Kinney  y.  Basch,  Dig.  542  ("St.  James' 

Wheeler,    63    ib.    488;     11    Daly,     194  Cigarettes");    Wheeler  y.  Johnston,?,  h. 

("  Alderney  "  olco-margarine).  R.   Ir.  284  ("Cromac  Springs") ;  i)ffr*s 

(f)   SoHihorn  Y.  Reynolds,  12  L.  T.  N.  S.  v.  Tylor,  Jessel,  M.  R.,  April  24th,  1879 

75.  ("Ferndalo"  coal);  LochgcUy  Co.,  Ld. 

ill)    Wothersp>oon  v.  Carrie,  Ti.  R.  5  H.  v.  Lnmphinnans  Iron  Co.,  Ct.  Sess.  Cas. 

L.'508.  4th   Ser.  VI.  482   ("  Loehgelly  "  coal); 

(e)  McAndrew  v.  Bassetl,  4  De  G.  J.  &  Blair   v.    Stock,    52    L.    T.    N.    S.    123 

S.  380.  ("  Strathmore  "    whiskey);     Grezier    v. 

(/)   liudde  V.  Norman,  L.  R.  14   Eq.  Autran,    13    P.    R.    1     ("Chartreuse" 

348.    And  see  Apollinaris  Co.  V.  Edwards,  liqueur);     Sa.rlehner  y.  Apollinaris    Co., 

Seton,  5th  od.  537  ;  and  A2)ollinaris  Co.  (1897)  1  Ch.  893  ("  Hunyudi "  water). 
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of  an  existent  place  cannot  for  all  purposes  be  appropriated  (a), 
and  that  any  one  who  manufar-tures  at  a  place  the  name  of  which 
has  become  another's  trade  mark,  indicative  of  that  other's  produc- 
tions, may  still  describe  his  goods  as  made  on  that  spot  (h).  But 
by  English  law  he  cannot  stamp  that  name  on  his  goods  in  the 
character  of  a  trade  mark  of  his  own.  In  Seixo  v.  Provezende  ic), 
where  it  was  urged  by  the  defendants  that  parts  of  their  vineyards 
were  known  by  the  name  of  Seixo,  the  Lord  Chancellor  (Lord 
Cran worth)  said  that  even  assuming  that  to  be  true,  "  that  did  not 
justify  the  defendants  in  adopting  a  device  or  brand,  the  probable 
effect  of  which  was  to  mislead  the  public,  when  purchasing  their 
wine,  to  suppose  that  they  were  purchasing  wine  produced  from 
the  vineyards,  not  of  the  defendants,  but  of  the  plaintiff.  Cases 
might  be  imagined,  though  very  unlikely  to  arise,  in  which  a 
person  bringing  into  the  market  for  the  first  time  the  produce  of  a 
newly  establit^hed  manufacture,  to  come  into  competition  with  one 
already  established,  might  really  be  embarrassed  as  to  the  mode  in 
which  he  should  describe  it,  so  as  not  to  interfere  with  the  descrip- 
tion adopted  by  a  manufacturer  who  had  been  before  him."  And 
he  added  that  if  such  a  case  should  arise,  it  would  have  to  be  dealt 
with  on  its  own  merits. 
If c Andrew  V.  Again,  in  3Ic Andrew  v.  Bassett  (d).  Lord  Westbur}^,  C,  said, 
"  I  am  told  that  the  word  '  Anatolia,'  being  a  general  geographical 
expression — being,  in  point  of  fact,  the  geographical  designation  of 
a  whole  country — is  a  word  common  to  all,  and  that  in  it,  there- 
fore, there  can  be  no  property.  That  is  nothing  in  the  world  more 
than  a  repetition  of  the  fallacy  Avhich  I  have  frequently  had 
occasion  to  expose.     Property  in  the  word  for  all  purposes  cannot 


(a)  "Property  in   the  word    for   all  describiBg  their  coal   as    "  Radstock " 

purposes  cannot  exist "  :  7^^;- Lord  West-  until  they  had  some  justification  for  so 

bury,  C,  McAndrcw  v.  Bansift,  4  De  G.  deseribiug  it,  and  when  that  justification 

J.  k.  S.  380.     In  Watt  v.  O'Hanhv,  4  P.  could  be  produced,  no  relief  was  granted 

R.    1,    the   words    "Old    lunishowen  "  against  them.     hxid.  ^o'vsx  Free  Fishers  % 

were  held  to  be  descriptive  of  a  par-  Jjredgers  of  Whitstable  v.  Elliott,  W.  N. 

ticular  quality  of  whiskey,  and  an  in-  1888,  p.  27.     But  this  course  was  not 

junction  was  refused.     And  see  Rnyhy  taken   in    Thompson  v.    Montgonicnj,    41 

'Portland  Cement  Co.  v    ItKqhy  S;  Ncwbold  Ch.  D.  35  ;   (1801)  A.  C.  217,  q.  v.'    See 

Portland  Cement  Co.,  8  P.  'R.  241  ;   9  P.  Brahamx.  BeacMm  (i),  Dig.  633  ;  Siegcrt 

R.  46  :  Xcw  York  S;  Ilo^endale  Cement  Co.  v.  Fhidlnter,  7  Ch.  D.  801  ;  Bewlay  ^  Co. 

V.  Coplay  Cement  Co.,  44  Fed.  Rep.  277;  v.  Hughes,  15  P.  R.  290. 
45Fed.Rep._212.  (c)  L.  R.  1  Ch.  192. 

(A)  Thus,  in  Braham  v.  Beachim  (1),  ^  ' 

7  Ch.  D.  848,  an  injunction  was  only  {d)  4  De  G.  J.  &  S.  380.     See  Wheeler 

granted  to  restrain  the  defendants  from  t.  Johnston,  3  L.  R.  Ir.  281. 


Bassett. 
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exist ;  but  property  in  that  word,  as  applied  by  way  of  stamp  upon 
a  stick  of  liquorice,  does  exist  tlie  moment  the  liquorice  goes  into 
the  market  so  stamped,  and  obtains  acceptance  and  reputation  in 
the  market,  Avhereby  the  stamp  gets  currency  as  an  indication  of 
superior  quality,  or  of  some  other  circumstances  that  render  the 
article  so  stamped  acceptable  to  the  public." 

In  America,  the  rule  prohibiting  the  appropriation  of  geo-  Geographical 
graphical  names  as  trade  marks  appears  to  be  more  stringent  than  AmericT 
prevailed  in  England  before  the  introduction  of  the  registration 
system,  as  the  Courts  there  deny  that  such  names  can  constitute 
trade  marks  {a) ,  and  registration  is,  as  a  rule,  refused  to  them  {b)  ; 
and  the  Scotch  Courts  appear  inclined  to  take  the  same  course  (c). 
Where,  however,  the  use  of  a  geographical  name  is  clearly  fraudu- 
lent (r/),  or  where  it  is  used  by  a  defendant  whose  residence  and 
works  are  not  situate  in  the  locality  the  name  of  which  he  seeks  to 


{a)  Thus,  iu  Canal  Co.  v.  Clark,  80 
U.  S.  311,  the  Supreme  Coiu-t  of  the 
United  States  allowed  the  defendants  to 
use  the  name  "Lackawanna"  on  coal 
pi'oduced  in  that  district,  thouffh  the 
defendants  had  previously  so  used  it. 
And  see  Candee,  Swan  ij-  Co.  v.  Deere 
S;  Co.,  5-4  111.  439  ;  5  Amer.  Rep.  125 
("  Moline"  ploughs) ;  Glendon  Iron  Co. 
V.  Uhle'\  Ih  Penn.  St.  467  ;  15  Amer. 
Rep.  599  ("Glendon"  iron)  ;  Carmichel 
V.  Latimer,  11  R.  I.  395  ("  Stillman 
Mill");  Erjfjers  v.  Hink,  63  Cal.  445 
("Philadelphia  Beer");  Evans  v.  Va)i 
Laer,  32  Fed.  Rep.  153  ("  Montserrat" 
lime  juice);  Osgood  \.  Allen,  1  Holmes, 
185;  Dunbar  v.  Glenn,  42  Wi.sc.  118; 
Burton  v.  Strailon,  12  Fed.  Rep.  696; 
Anheuser  Bmch  Brewing  Association  v, 
Piza,  23  Bl.  C.  C.  245  ;  Lea  v.  Deakin, 
11  Biss.  23;  PraWs  appeal,  117  Penn. 
St.  401  ;  Smith  v.  Imus,  32  Alb.  L.  J. 
455;  Smith  v.  JValker,  37  Mich.  456; 
Columbia  Mill  Co.  v.  Alcorn,  150  U.  S. 
460  ("Columbia"  flour);  New  York  % 
Eosendale  Cement  Co.  v.  Coplay  Cement  Co., 
44  Fed.  Rep.  277 ;  45  Fed.  Rep.  212  ; 
("  Rosendale  "  cement) ;  Carlsbad  \.  Tib- 
belts,  51  Fed.  Rpp.  852  ;  Genesee  Salt  Co. 
V.  Burnap,  C7  Fed.  Rep.  534 ;  73  Fed. 
Rep.  818  ;  Jloyt  v.  J.  T.  Lovett  ^-  Co.,  11 
Fed.  Rep.  173 ;  Metcalfe  v.  Brand,  86  Ky. 
331  ;  9  Am.  St.  Rep.  282  ;  Nebraska 
Loan  ^-  Trust  Co.  v.  Xi>ie,  9  Ncbr.  507  ; 
20  Am.  St.  Rep.  686;  PiUsbimj-Wash- 
burn  Flour  Mills  Co.  v.  Eagle,  82  Fed.  Rep. 
816.  But  see  Mr.  R.  Cox's  note  to 
Glendon  Iron  Co.  v.  JJhler,  at  13  Am.  L. 


Reg.  N'.  S.  543,  in  which  he  disputes 
the  decision  that  a  geographical  name 
cannot  be  a  trade  mark.  Cf .  El  Modello 
Cigar  Manufacturing  Co.  v.  Gato,  25 
Fla.  886  ;  23  Am.  St.  Rep.  537. 

(i)  Armistcad  v.  Blackwell,  1  U.  S. 
Pat.  Gaz.  603  ("Durham"  tobacco) 
Blackivell  v.  Dibrell,  14  ib.  633  (do.) 
In  re  Tolle,  2  ib.  415  ("  Cherry  St.  Mills,' 
"Market  St.  Mills");  In  re  American 
Sardine  Co.,  3  ib.  495  ("  American  Sar- 
dines ")  ;  In  re  Warburg  ^-  Co.,  13  ib. 
44  ("  Cachemire  Milano  ")  ;  Ex  parte 
Marsching  ^-  Co.,  15  ib.  294  ("French" 
paints)  ;  Ex  parte  Knapp,  16  ib.  318 
("London"  animal  foods);  Ex  parte 
Farnum  ^-  Co.,  18  ib.  412  ("  Lancairter  " 
tickings)  ;  Ex  parte  Oliver,  18  ib.  923 
("  Raleigh  "  tobacco)  ;  Ex  parte  Procter, 
51  ib.  1785  ("Cromarty"  cured  fish); 
Ex  parte  American  Saio  Co.,  58  ib.  521 
("Trenton"  saws);  E.i-\  parte  Headlni, 
Tl  _  ib.  1054  ("  Cloverdale  "  canned 
fruits). 

(c)  Montqomerie  v.  Donald  ^-  Co.,  Ct. 
Sess.  Cas.  '4th  Ser.  XI.  500  ("  Water  of 
Ayr  "  stone). 

{d)  Kinney  v.  Basch,  Dig.  542  ("  St. 
James'  Parish  "  cigarettes)  ;  Dunbar  v. 
Glenn,  42  Wise.  118  ("  Bethesda " 
mineral  water) ;  Anheuscr  Busch  Breiving 
Association  v.  Piza,  23  Bl.  C.  C.  245  ; 
Southern  White  Lead  Co.  v.  Carey,  25 
Fed.  Rep.  125  ;  Pike  Manufacturing  Co. 
V.  Cleveland  Stone  Co.,  35  Fed.  Rep.  89G  ; 
Gebbie  V.  Stitt,  89  N.  Y.  Sup.  Ct.  93  ; 
Whitfield  V.  Loveless,  64  U.  S.  Pat.  Gaz. 
442. 
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employ  {a),  relief  may  be  obtained  ;  and  registration  has  also  been 
effected  in  cases  where  there  was  a  jilausible  ground  for  the 
assertion  that  the  name  was  selected  and  used  in  a  purely  arbitrary 
way  {b). 

In  addition  to  deceptive  words,  no  other  words,  the  use  of  which 
would  be  deemed  disentitled  to  protection  in  a  court  of  justice,  can 
be  registered  (c). 

The  provision  inserted  in  favour  of  old  marks  in  §  64  of  the 
Patents  Acts,  1883 — 1888,  also  includes  "any  special  and  distinctive 
letter,  figure  {d),  or  combination  of  letters  or  figures,  or  of  letters  and 
figures,  used  as  a  trade  mark  before  August  13th,  1875."  It  will  be 
observed  that  the  wording  of  this  part  of  the  section  differs  consider- 
ably from  that  of  the  corresponding  part  of  §  10  of  the  Registration 
Act,  1875,  the  object  being  to  bring  all  old  trade  marks  composed  of 
letters,  figures,  or  combinations  within  the  scope  of  the  provisions 
for  registration,  an  object  which  the  old  section  had  failed  to 
achieve  {e). 

Letters,  generally  in  the  form  of  initials,  have,  with  or  without 
additions,  frequently  been  treated  as  trade  marks.  Among  the 
earliest  of  these  cases  are  Motlcij  v.  Downman  {/)  and  MilUiigton  v. 
Fox  (g)  ;  in  the  first  of  which  cases  "  M.  C,"  and  in  the  second 
"  J.  H.,"  was  branded  on  iron.  Still  earlier  than  these  cases,  in 
the  year  1834,  "  H.  H.  6  "  formed  part  of  a  trade  mark  protected 
by  injunction  (//).     In  Craicshay  v.  Thompson  (?),  "  W.  C."  in  an 


(a)  lea  v.  If'ulf,  15  Abb.  Pr.  N.  S.  1 
("Worcestershire  Sauce");  Anheuser 
Jiiisch  Brewing  Association  v.  Pizn,  23  Bl. 
C.  C.  245  ;  Southern  White  Lead  Co.  v. 
Carey,  25  Fed.  Rep.  125  ;  Fike  Manu- 
facturinq  Co.  v.  Cleveland  Stone  Co.,  35 
"Fed.  Rep.  896;  Carlsbad  v.  Tihhelts,  51 
Fed.   Rep.   852  ;   Carlsbad  v.  Thackeray, 

67  Fed.   Rep.  18  ;   Carlsbad  v.  Kutnow, 

68  Fed.  Rep.  794;  71  Fed.  Rep.  167; 
Carlsbad  v.  Schiillz,  78  Fed.  Rep.  469  ; 
III  re  Eutnoiv,  10  P.  R.  401  ;  Metcalfe 
V.  Brand,  86  Ky.  331  ;  9  Am.  St. 
Rep.    282  ;    Parkland    Hills    Blue    Lick 

Water  Co.  v.  Haivkins,  95  Ky.  502  ; 
44  Am.  St.  Rep.  254 ;  Rcpublique  Fran^aisc 
V.  Schnltz,  57  Fed.  Rep.  37. 

(i)  In  re  Green,  8  U.  S.  Pat.  Gaz.  729 
("  Gei'man  Sirup  ")  ;  In  re  Cornicall  (2), 
12  ib.  312  ("Dublin"  soap);  Ex  parte 
Dover  Stamping  Co.,  51  U.  S.  Pat.  Gaz. 
1784  ;  Ex  parte  Portland  Cement  Fabrik 
Germania  H.  Manske  ^  Co.,  64  XJ.  S. 
Pat.  Gaz.  858  ;  Ex  parte  Mississippi  Glass 


Co.,  64  U.  S.  Pat.  Gaz.  713  ;  Ex  parte 
Indiana  Bicycle  Co.,  72  U.  S.  Pat.  Gaz. 
1654.  And  see  Ex  parte  Farninn  &;  Co., 
18  ib.  412,  in  -n'hich  it  was  said  that  a 
geographical  name  would  not  be  reo:is- 
tered  in  the  L^.  S.  Patent  Office  unless 
it  was  clearly  shown  that  it  would  be 
understood  to  be  primarily  fanciful,  and 
that  manufacturers  residing  at  the  place 
denoted  by  the  name  could  be  excluded 
from  the  use  of  it.  See  also  Ex  parte 
American  Saw  Co.,  58  U.  S.  Pat.  Gaz. 
521 ;  Ex  parte  Headley,  72  U.  S.  Pat. 
Gaz.  1654. 

{c)  See  Patents  Acts,  1883—1888,  §  73. 

{d)  I.e.,  numeral.  See  Ex  parte  Ste- 
phens, 3  Ch.  D.  659. 

(e)  See  In  re  Mitchell  (1),  7  Ch.  D.  36. 

{/)  3  My.  &  Or.  1. 

iff)  3  My.  &  Cr.  338. 

{h)  Ransotne  v.  Bentall,  3  L.  J.  Ch. 
161. 

(0  4M.  &G.  357. 
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oval  was  employed,  and  infringement  being  alleged  througli  the 
use  of  "  W.  0."  in  a  similar  oval,  a  verdict  was  given  by  the  jury 
for  the  defendants.  The  question  whether  initial  letters  could  form 
a  trade  mark  alone  or  in  conjunction  with  other  symbols,  was 
definitively  raised  before  the  Lord  Chancellor  of  Ireland,  in  Kinahan 
V.  Bolton  (a) .  In  that  case  the  alleged  trade  mark  consisted  of  the 
letters  "  L.  L."  (standing  for  "  Lord  Lieutenant  "),  with  a  ducal 
coronet,  which  mark,  it  was  alleged,  had  been  adopted  at  a  time 
when  there  was  a  ducal  Lord  Lieutenant  of  Ireland.  The  case  of 
the  defendants  was  that  "  L.  L."  could  no  more  compose  a  trade 
mark  than  "  X,  X.,"  but  was  a  mere  mark  of  quality.  The  Lord 
Chancellor,  saying  that  there  was  no  doubt  as  to  this  mark  being  a 
trade  mark  "  in  the  strictest  sense,"  went  on  to  observe :  "  A  most 
competent  witness  says  that  this  whiskey,  under  the  name  of  'L.  L.,' 
is  a  well-known  article  of  commerce,  that  it  has  no  other  name  than 
'L.  L.,'  that  under  this  name  it  has  acquired  a  special  reputation, 
and  that  for  the  long  period  of  forty  years  this  name  has  been 
applied  to  it.  What  is  a  trade  mark  more  than  that?  It  is 
proved  that  these  two  letters  designate  this  whiskey.  The  letters 
of  themselves  mean  nothing ;  no  one  a  priori  could  know  the 
meaning  of  such  a  trade  mark :  it  is  merely  like  a  diamond,  an 
anchor,  or  a  crown,  stamped  on  any  article,  the  mark  by  which  the 
vendor  enables  tlie  public  to  recognise  his  wares." — "  There  can  be 
no  doubt,  and  indeed  it  is  not  disputed,  that  two  letters  may  con- 
stitute a  trade  mark."  Eeference  was  then  made  to  the  cases  of 
Motleij  V.  Doicnman  (b)  and  Millington  v.  Fox  (c),  and  the  injunction 
was  granted.  Since  tliat  time  "  S.  and  H."  with  a  crown  (r/), 
"  B.  B.  H."  with  a  crown  (e),  or  in  any  other  combination  (/), 
"  C.  B."  with  a  cross  {g),  "  M.  and  C."  in  a  cu"cle  (//),  and  other 
letters  (/),  have  been  treated  as  undoubted  trade  marks. 

(a)  15  Ir.  Ch.  75.  ("L.  H.    &   S.")  ;     Carver   v.  Bou-ker, 

(b)  3  My.  k  Cr.  1.  Dig.    581  ("    R.     H.")  ;     Eansome    v. 

(c)  3  My.  &  Cr.  338.  Graham,  51  L.  J.  Ch.  897  ("R.  N.")  ; 
{d)  Eopkins\.Eitchcock,\i:C'B.'S.^.  Bauer   v.    Connel  (2),    16    P.    R.    157; 

65.  Bondier     v.     Lcpatie,     3     Dorion,     233 

{e)  Hall  V.  Barrows,  4  De  G.  J.  &  S.  ("  G.  B.  D.").     See  also  Jn  re  Brook, 

150  ;  Barrows  v.  Bclsall  Coal  ^-  Iron  Co.,  20  W.  R.   791  ;   Caiidec  v.  Deere,  54  111. 

Dig.  530.  439  ;    Amoskeaff    Manufacturing    Co.    v. 

(/)  Inre  Barrows,  bCh.'D.ZbZ.  Trainer,    101   U.   S.   51;   Avenj  ij-   Sons 

[g]  Carder  v.   Carlik,  31    Beav.    292;  v.    Meikle  ^-   Co.,   27    U.    S.    Pat.    Gaz. 

Carder  v.    TTesthead,  Dig.   199;    Carder  1027;    Burton  \.  St  rat  ton,  12  Fed.  Rep. 

V.  Maij,  Dig.  200.  696  ;   Smith  v.  Imus,  32  Alb.  L.  J.  455  ; 

(/()  Moet  V.  Cli/bouiv,  Dig.  533;  Moet  Giron  v.    Gartner,    47    Fed.   Rep.    467; 

v.  Bickering,  8  Ch.  D.  372.  Burt  v.  Smith,  71  Fed.  Rep.  161 ;  GodiUot 

(t)  See    Ej:   parte    Young,   Dig.    537  v.  American  Grocery  Co.,  71  Fed.  Rep. 
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In  tlie  result,  while  letters  used  as  a  trade  mark  for  tlie  first  time 
since  the  Act  of  1875  must  be  combined  with  some  distinctive 
feature,  it  seems  clear  that,  if  used  as  such  before  the  Act,  they 
"NNnll,  even  standing  alone,  be  entitled  to  protection,  though  probably 
not  as  against  persons  having  them  for  their  initials  and  using  them 
without  fraud  (n). 

The  Trade  Marks  Eegistration  Act  of  1875,  §  10,  only  authorised 
the  registration  of  letters  by  the  use  of  the  term  "  any  special  and 
distinctive  combination  of  figures  or  letters ; "  and  in  In  re  Mitchell 
(1)  {b),  Hall,  Y.-C,  felt  himself  compelled  to  hold  that  a  single 
letter,  however  long  and  exclusively  used  by  an  applicant  for 
registration,  was  not  within  the  section,  and  was  incapable  of 
registration.  Now,  however,  the  wording  of  the  present  Act 
permits  in  express  terms  the  registration  of  a  "  letter  "  as  an  old 
mark,  so  that  the  difiiculty  is  removed.  The  letter  will,  of  course, 
have  to  be  proved  to  be  special  and  distinctive.  In  America,  the 
single  letter  "  D "  in  a  lozenge  has  been  admitted  to  registra- 
tion (c),  notwithstanding  the  decision  in  Ferguson  v.  Da  vol  Mills  (d) 
with  respect  to  the  letter  "  K  "  enclosed  in  circular  lines — a 
decision  which  appears  to  have  been  founded  on  the  mistaken 
interpretation  of  the  expressions  used  in  Amoskeag  Manufacturing 
Co.  V.  Spear  (e),  previously  referred  to. 

In  Rosenthal  v.  Rcj/nolds  (/),  where  a  trader  registered  as  a  new 
mark  a  device  with  initial  letters  added,  but  disclaimed  the  right 
to  the  exclusive  use  of  the  added  matter,  it  was  held  by  North,  J., 
that  a  rival  trader  could  not  be  restrained  on  motion  from  using 
the  same  initials  in  a  similar  position  upon  similar  goods  as  being 
calculated  to  deceive,  but  this  case  has  been  questioned  in  Scotland 
by  the  Lord  President  in  Bayer  v.  Baird  (g). 

Numerals  can  only  be  registered  as  part  of  a  new  mark  when 
combined  with  some  essential  particular  (/?)  ;  but  provision  is  made 
for  the  registration  of  a  single  numeral  or  a  combination  of 
numerals,  when  it  v.'as  used  as  an  old  mark  and  is  special  and 


873 ;  Frank  v.  Sleeper,  150  Mass.  583  ; 
Frankmi  v.  Fope,  11  Cap.  Good  Hope, 
209. 

[a)  The  case  is  mucli  the  same  as  that 
of  a  maker's  name.  See  Ainsworih  v. 
Walmskii.  L.  R.  1  Eq.  518. 

(i)  7  Ch.  D.  36. 

(f)  In  re  The  Butcher  Temple  Co.,  U.  S. 
Pat.  Comm.  Drcis.  1871,  248.  And  see 
In  rclmbs,  10  V.  S.  Pat.  Gaz.  463. 


(rf)  2  Brews.  314. 

\e)  2  Sandf.  S.  C.  599. 

(/)  (1892)  2  Ch.  301.  Ci.In  re  Loftus, 
(1894)  1  Ch.  193;  Fachham  4-  Co.'Zim. 
V.  SUn-ffiss  4-  Co.,  15  P.  R.  669.  See 
Chapter  8,  and  Reddaway  v.  Banham, 
(18!i6)  A.  C.  199. 

{g)  15  P.  R.  615,  634. 

(/()  See  Patents  Act,  1883,  §  64,  as 
amended  by  the  Act  of  1888. 
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distinctive,  and  in  America  a  numeral  may  be  registered  as  a  trade 
mark  (a).  There  does  not,  however,  appear  to  be  any  case  in 
which  the  English  Courts  have  recognised  a  mere  numeral  or 
combination  of  numerals,  standing  alone,  as  sufficiently  special 
and  distinctive  to  constitute  a  trade  mark  (b)  ;  and  in  Carver  v. 
Boieker{c),  Little,  Y.-C.  of  Lancaster,  held  that  that  could  not 
be ;  and  in  Kinney  v.  Basch  {d)  and  Burton  v.  Stratton  (e) 
the  American  Courts  seem  to  have  been  of  the  same  opinion. 
The  use  of  numerals  is,  however,  common  in  some  trades, 
especially  in  the  cotton  trade,  in  which  the  usual  combination 
marks  generally  include  some  arbitrary  number  or  numbers  termed 
"range  numbers";  and  there  have  been  cases,  in  England  (/), 
America  (g)  and  India  (h),  in  which  the  imitation  of  numbers  has 
been  restrained.  In  such  cases,  however,  either  the  numerals  have 
been  parts  of  combination  marks  (/),  or  they  have  been  printed  in 
a  sjDecial  and  distinctive  colour  and  configuration  (_;'),  or  they  have 
been  selected  in  so  arbitrary  a  manner  that  they  conveyed  no  idea 
of  number  (/.•),  or  there  has  been  an  evident  intention  to  commit  a 
fraud  (/) ;  and  it  is  apprehended  that  if  a  case  were  to  occur  in 
which  the  plaintiff's  numeral  was  printed  in  an  ordinary  style, 
and  the  defendant  could  show  any  reason  for  desiring  to  use  the 

(a)  Ex  parte  Bmccs  ^- Fanning,  1  U.  S.  ZeatherSutton  Co.y.Anf/ioni/,  l^Ti.l.^SS. 
Pat.  Gaz.  27.     And  see  Daivesy.  Davies,  (h)  Ralli  v.  Fleming.  Ind.  L.  R.  3  Calc. 

Dig.  426.  417.    Cf .  5«?-/ow  v.  6'oit«f:?ra/«,  Ind.  L.  R. 

[h)  In   Ainstcorth  v.  Walmsley,  L.  R.  24  Calc.  364. 
1  Eq.  518,  the  imitation  of  a  series  of  (i)   Carver  v.  Finto  Lrite,  L.  R.  7  Ch. 

numbers  was  held  to  be  an  important  90  ;   Carver  v.  Bowlcer,  Dig.  581 ;  Broad- 

j»f/iei;»«  of  fraud,  but  the  V.-C.  did  not  hurst  v.  Barlow,  W.  N.   1872,  p.    212; 

treat  the  numbers  as  a  trade  mark  ;  on  Robinson  v.  Finlag,  9  Ch.  D.  487  ;  Board- 

the  contrary,  he  distingui4ied  them  from  man  v.  Meriden  Britannia  Co.,  35  Conn, 

one.     See  L.  R.  1  Eq.  527.  402  ;     Lawrence    Manufacturing    Co.    v. 

(c)  Dig.    581.      Tiie   deeision   of    the  LotccU.  129  Mass.  325  ;  Ralli  y.  Fleming, 

V.-C.    was    affirmed    by  the   Court  of  Ind.  L.    R.   3   Calc.    417;    Bumphregs' 

Appeal  in  general  terms.  Specific    Ffomvovathie    Medicine    Co.    v. 

id)  Dig.  542.  Wenz,  14  Fed.  Rep.  250. 

(e)   12  Fed.  Rep.  696.  [j)  Kwnegw.  Bascli,  Dig.  542  ;  Kinney 

(/)   Carver  v.  Fiuto  Lei'e,  L.  R.  7  Ch.  t.  Allen,  1  Hughes,  106. 
90  ;    Carver  v.  BowJc^r,  Dig.  581  ;   Broad-  (k)  See   Kinneg  v.    Allen,  1   Hughes, 

hurst  V.   Barlow,  W.  N.   1872,  p.   212;  106;  IShaw  Stocking  Co.  v.  Mack,  21   Bl. 

Robinson  v.  Finlag,  9  Ch.  D.  487.  C.  C.  1  ;  American  Solid  Leather  Button 

{(/)  Gilloti   V.    Kettle,    3    Duer,    624;  Co.  \.  Anthony,  lb 'R.l.Z^i.     And  com- 

Gillott    V.    Esterbrook,    48    N.    Y.    374  ;  pare  Burton  v.   Stratton,    12  Fed.   Rep. 

Boardman    v.    Meriden    Brilanhia     Co.,  696;  and  In  re  Fagle  Pencil  Co.,  10  JJ.  S. 

35    CoTin.   402;    Kinneg  v.   Baseh,  Dig.  Pat.  Gaz.  981,  in  which  registration  was 

542  ;   Kinney  v.  Allen,   1  Hughes,   106  ;  refused  to  numerals  which  liad  not  been 

Lawrence   Manufucturinq    Co.   v.   Lowell,  selected  with  sufficient  arbitrariness. 
129  Mass.  325  ;  Lndia  Rubber  Comb  Co.  v.  (/)   Gillott    v.    I^eltle,    3    Ducr,    624  ; 

Rubber  Comb  8;  Jewellery  Co.,  45  N.  Y.  Gillott   v.    Esterbrook,    48    N.    Y.    374  ; 

Super.   Ct.    258;    Shaiv  Stocking  Co.   v.  Boardman  v.  Meriden  Britannia  Co.,   ",o 

Mack,  21   Bl.  C.  C.  1;  American   Solid  Conn.  412;  Kinney  \.  Z?rtwA,  Dig.  512. 
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numter  in  the  course  of  his  business,  which  was  not  necessarily 
attributable  to  a  wish  to  appropriate  the  plaintiff's  custom,  no 
relief  would  be  granted  against  him  {a). 

A  special  and  distinctive  combination  of  letters  and  figures  may 
also  bo  registered  as  an  old  mark,  and  though  the  contention  may 
possibly  be  raised  that  this  does  not  include  a  combination  of  one 
letter  and  one  figure,  as  "Al,"  or  of  several  letters  with  one 
figure  (/>),  or  of  one  letter  with  several  figures,  the  intention  of 
the  words  is  so  obviously  comprehensive  that  it  does  not  appear 
likely  that  the  contention  could  succeed. 

This  completes  the  list  of  trade  marks  specifically  embraced 
within  §  64  of  the  Patents  Acts,  1883—1888  ;  but  it  is  desirable 
to  refer  here  to  §§  103  and  104  of  the  Act  of  1883,  by  which 
subjects  or  citizens  of  foreign  states  or  British  possessions  to  which 
those  sections .  have  been  made  applicable  by  Order  in  Council  are 
entitled  to  certain  privileges  in  the  registration  of  trade  marks ; 
and  it  is  provided  tliat  "  any  trade  mark  the  registration  of  which 
has  been  duly  applied  for  in  the  country  of  origin  may  be  regis- 
tered "  under  the  Act.  This  provision  contains  no  reference  to 
§  64,  but  that  section  says  explicitly  that  "for  the  purposes  of  the 
Act  a  trade  mark  must  consist  of  or  contain  at  least  one  "  of  the 
sjDceified  essential  particulars,  so  that  it  would  appear  that  a  foreign 
trade  mark,  whether  actually  registered  or  tendered  for  registration 
in  the  foreign  country  or  not,  ought  not  to  be  registered  here 
unless  the  requirements  of  §  04  are  satisfied,  and  this  is  in  effect 
the  result  of  the  decisions  (c).  The  contrary  view  would  inflict 
great  hardship  on  British  subjects,  seeing  that  in  many  foreign 
countries  registration  is  regarded  as  a  mere  record  of  claim,  con- 
ferring no  rights,  with  the  result  that  almost  anything  tendered 
for  registration  is  registered  there,  so  that  to  admit  such  marks  to 
the  British  register  would  often  confer  a  monopoly  in  the  most 
ordinary  English  words. 

In  some  cases  protection  has  been  granted  to  a  combination  of 
marks,  taken  as  a  whole,  notwithstanding  that  some  of  the  com- 
ponent marks   were  jmblici  Ji(ris  (d)  ;    but   it   has   been  held   in 


(a)  See  Barlow  \.  Gobindram,  Ind. 
L.  R.  24  Calc.  364. 

[b)  E.g..  "H.  H.  G,"  in  Eansome  v. 
Bentnll,  3  L.  J.  Cli.  161  ;  "R.  N.  1,"  in 
Eansotnev.  Graham,  61  ib.  897. 

{c)  In  re  Carter  Medicine  Co.,  (1892)  3 
Ch.  472.  And  see  In  re  Califurnian  Fig 
tkjrup  Co.,  40  Ch.  D.  620. 


(d)  Carter  V.  Boichcr,  Dig.  581  ;  Bohin- 
son  V.  I'inlaif,  9  Ch.  D.  487,  &c.  ;  Bin/o 
V.  Badman,  8  P.  R.  181,  191  ;  In  re 
Bradlei/,  9  P.  R.  205  ;  and  see  In  re 
Smokeie.'is  Fouder  Co.,  (1892)  1  Ch.  690; 
In  re  Clement  S:  Cie.,  16  P.  R.  173.  Cf. 
In  re  Bryant  &;  Mat/,  Id..  8  P.  R.  69; 
I'irie  V.  Gnodall,  (1892)  1  Ch.  3;'.. 
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America  (a)  and  Victoria  (b)  that  a  combination  of  marks,  none  of 
which  was  capable  in  itself  of  forming  a  valid  trade  mark,  could 
not  be  claimed.  On  the  other  hand,  it  has  been  held  in  Canada 
that  words  which  separately  are  puhlici  juris  may  in  combination 
constitute  a  valid  trade  mark  (c) . 

An  official  stamp  or  brand  can  never  become  a  private  trade  Official 

mark(fO.  ''^""P'* 

It  has  been  said  in  many  cases  that  there  can  be  no  right  of  Colour, 
trade  mark  in  the  colour  of  wrappers,  labels,  &c.  ;  but  in  the  case 
of  trade  marks  consisting  of  coloui'ed  threads  in  the  border  of  a 
jiiece  of  stuff  {e),  or  in  the  wick  of  a  candle  (/),  or  of  the  represen- 
tation of  a  coin  [g),  the  colour  may  form  a  material  part  of  the 
mark,  and  such  marks  have  been  registered  by  deposit. 

The  price  of  the  article  to  which  the  trade  mark  is  attached  is  no  Price, 
part  of  the  trade  mark  {h). 

A  particular  shape  of  barrel,  bottle,  box,  parcel,  &c.,  containing  Shape  of 
goods  is  no  trade  mark  for  the  goods  contained  in  it  (/) ;  nor  is  the  ' 

representation  of  such  barrel,  bottle,  box,  or  parcel  a  trade  mark 
for  such  goods  {k),  though  the  fraudulent  imitation  of  it  will  be 
restrained  (/).  Nor  is  a  mechanical  convenience  not  used  for  pur- 
poses of  identification,  such  as  a  strip  of  tobacco  rolled  round  the 
mouthpiece  of  cigarettes  {in),  nor  the  general  configuration  and 
appearance  of  a  machine  (v;),  nor  a  sampler-pattern  (o),  nor  the 
shape  of  a  plug  of  tobacco  {p),  or  of  a  stick  of  chewing-gum  [q),  uor 

[a)  In  re  Tolle,  2  U.  S.  Pat.  Gaz.  415.  143  Penii.  St.  623  ;  24  Am.  St.  Rep.  575  ; 
See  Corbin  v.  Gould,  133  U.  S.  308.  Babbit  v.  Brown,  75  N.  Y.  Sup.  Ct.  515  ; 

[b)  Wolfe  V.  Alsop,  10  V.  L.R.  (Eq.)  41.  Fischer  v.  Blank,  138  N.  T.  244  ;  N.  K. 

[c)  Smith  V.  Fair,  14  Out.  Rep.  729  Fairbank  C'o.y.  li.  W.  BcH  Manufacturing 
("Red  Seal  "cigars);  ci.Piriev.  Goodall,  Co.,  77  Fed.  Rep.  869;  Lc(fean  v.  Weeks, 
(1892)  1  Ch.  35.  177  Pa.  412. 

[d)  Chase  v.  Mayo,  121  jVIass.  343.  [k)  Fx  parte  HalUday  Brothers,  16  U. 

[e)  Harter  v.  Souvazoglu,  W.  N.  1875,  S.  Pat.  Gaz.  500. 

pp.  11,  101  ;  Carver  y.  Bow ker,  Dig.  581  ;  [1)  Cook  v.  Starkweather,  13  Abb.  Pr. 

Mitchell  V.  Henry,  15  Ch.  D.  181  ;  Robin-  N.  S.  392,  ct  jjassim.     See  cases  collected 

son  V.  Finlay,  9  Ch.  D.  487.  at  p.  139. 

(/)  See  the  Public  Stores  Act,  1875.  {m)  In  re  Gordon,  12  U.  S.  Pat.  Gaz, 

[g)  In  re  Robinson,  29  W.  R.  31.     See  517. 

Patents  Act,  1883,  §  67.  («)  Fairbanks  y.  Jacobus,  14  Bl.  C.  C. 

(A)    In   re  Stecdman,  L.  J.  N.  of  C.  337 ;    Wilcox  ^  Gibbs  Sewing  Machine  Co. 

1883,  p.  83.  V.  Gibbon's  Frame,  21  Bl.  C.  C.  431  ;  Brill 

(i)  Moorman  v.  Hoge,  2  Sawy.  78  (a  v.  Singer  Manufacturing  Co.,  41  Ohio  St. 

barrel)  ;  Harrington  v.  libby,  14  Bl.  0.  127. 

C.  128  (a  collar  box) ;  Sawyer  v.  Horn,  (o)  In  re  Parker,   13  U.  S.  Pat.  Gaz. 

4  Hughes,  239;  Ball  v.  Siegel,  116  HI.  323. 

137.     See /«  re  A'awc  ^  Co.,  9  U.  S.  Pat.  [p)  liggett   S;    Myers    Tobacco    Co.    v. 

Gaz.    105  ;    Manhattan   Medicine    Co.   v.  Uynes,  20  Fed.  Rep.  883. 

Wood,   108  U.  S.   218;    Hoyt  v.  Hoyt,  [q)  .-/rfsHMV. //(m7,  31  Fed.  Rep.  279. 
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Mark  may  be 
consumed 
■with  the 
article. 


a  manner  of  packing,  in  boxes,  cakes  of  soap  wrapped  in  differently 
coloured  paper  wrappers  (n),  nor  the  use  of  a  tin  tag  or  ticket, 
irrespective  of  its  shape  and  contents  (h),  a  trade  mark;  though  a 
tin  tag  of  a  speeid  shape,  size,  and  colour  may  be  (c).  But  where 
the  mat  k  is  "  something  different  from  the  article  itself  which  the 
mark  designates"  (d),  such  as  a  stick  placed  in  a  roll  of  carppf, 
showing  an  octagonal  ring  at  each  end  (e),  or  a  band  attached  to 
cigar  boxes  (_/'),  and  is  special  and  distinctive,  and  not  in  common 
use,  then  it  may  be  recognized  as  a  good  trade  mark,  notwith- 
standing that  it  is  not  attached  to  the  goods  in  the  usual  way. 

If  a  mark  is  in  other  respects  a  good  trade  mark,  the  fact  that  it 
is  consumed  with  the  article  to  which  it  is  attached  is  no  objection 
to  its  validity  {g). 


(a)  Davis  v.  Davli,  27  Fed.  Rep.  490. 

(b)  LorUlard  v.  Pride,  2S  ib.  434. 

(c)  Lorillard  v.  Wight,  15  ib.  ;i83. 

{d)  Ftr  Johnson,  J.,  in  Fairbanks  v. 
Jacobus,  14  Bl.  C.  C.  337. 

(e)   Lowell     Manufacturing      Co.     v. 


Lamed,  Dig-.  428. 

(/)  Ex  parte  IStraiton  ^-  Storm,  18  U.  S. 
Pat.  Gaz.  923. 

{g)  In  re  Gordon,  12  ib.  517.  And  see 
Singer  Manufacturing  Co.  v.  Wilson,  2 
Ch.  D.  441. 
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CHAPTER  III. 

ACQUISITION,  TRANSFER,  AND   DISCONTINUANCE  OF  TRADE 

MARKS. 

1.  Acquisition. 

As  a  general  rule,  any  person  capable   of   acquiring  any   other  T\T]om!iy 
species  of  property  is  capable  of  acquiring  a  right  to  a  trade  mark,    ^^^"®" 
and  tliis   is  equally  the  case  with  artificial  persons,  as  corpora- 
tions (a),  as  with  physical  persons,  or  individuals. 

A  question  has,  however,  been  raised  as  to  whether  an  alien  was  Aliens, 
capable  of  acquiring  a  right  to  a  trade  mark,  but  when  raised  was 
at  once  finally  decided  by  Wood,  V.-C,  in  accordance  alike  with 
justice  and  expediency.  The  plaintiffs  in  Collins  Co.  v.  Coicen  [h), 
were  an  American  firm  of  edge-tool  manufacturers,  whose  trade 
marks  appear  to  have  been  systematically  infringed  by  English 
rivals.  In  the  case  in  question  the  defendants,  who  had  copied 
the  plaintiffs'  stamp  of  "  Collins  Co.,  Hartford,  cast  steel,  war- 
ranted," demurred.  The  Yice-Chancellor  overruled  the  demurrer, 
and  observed  in  the  course  of  his  judgment,  "  I  apprehend  that 
every  subject  of  every  country,  not  being  an  alien  enemy — and 
even  to  an  alien  enemy  the  Court  has  extended  relief  in  cases  of 
fraud — has  a  right  to  apply  to  this  Court  to  have  a  fraudulent 
injury  to  his  property  arrested.  And  here  the  plaintiffs  have  the 
right — a  right  recognised,  I  imagine,  everywhere  in  the  world,  or 
at  least  in  every  civilised  community — of  saying,  '  We,  being  the 
manufacturers  of  certain  goods,  claim  that  another  man  shall  not 
manufacture  goods  and  put  upon  them  our  trade  mark,  and  then 
pass  them  off  as  manufactured  by  us.'  It  would  be  most  grievous 
if  any  Court  should  hold  that  there  was  an  incapacity  of  affording 
relief  in  a  case  w^here  a  fraud  has  been  committed  upon  a  subject 
of  any  country.  I  speak,  of  course,  of  a  fraud  so  far  connected 
•with  property  as  to  be  not  a  shadowy  but  a  substantial  injury.  If 
you  tise  the  name  of  another  for  the  purpose  of  securing  to  your- 
self, in  the  disposition  of  property,  advantages  which  belong  to 
him,  the  fiaud  is  complete,  and  the  remedy  ought  to  be  complete, 
as  in  the  case  of  a  libel,  where  the  action  is  allowed  to  a  foreigner. 

(«)  See  Patents  Act,  1883,  §  117,  for  definition  of  "person." 
{b)  3  K.  &  J.  428. 
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"Where  no  user 
in  Eusrland. 


Sovereigns. 


Officials. 


Agrents. 


Artisans. 


I  cannot  in  my  own  mind  entertain  the  slightest  misgiving  in  this 
case,  whether  it  be  new  or  not"  (a). 

When  no  goods  bearing  the  foreign  trade  mark  have  been  sold 
in  this  country,  the  trade  mark  can  have  acquu'ed  here  no  reputa- 
tion for  its  foreign  owner,  so  that  it  woidd  appear  doubtful  whether 
the  protection  extended  to  foreign  trade  mark  owners  should  be 
afforded  in  cases  where  there  has  been  no  user  in  this  country,  and 
the  mark  docs  not  expressly  state  a  foreign  origin.  In  such  a  case 
the  first  person  to  use  the  mark  in  the  United  Kingdom  is  the  first 
person  to  gain  a  reputation  for  it  here  {b).  But  foreign  or  colonial 
marks  can  be  registered  in  England,  and  special  provisions  with 
regard  to  them  are  contained  in  §§  103  and  104  of  the  Patents  Act, 
1883,  and  registration  is  equivalent  to  public  use  {c). 

It  seems  that  there  is  nothing  to  prevent  sovereign  princes  or 
states  from  being  the  proprietors  of  trade  marks  in  respect  of  goods 
manufactured  or  produced  on  their  account  (d) . 

A  person  in  an  official  position,  using  an  official  stamp  in  his 
official  capacity,  cannot  thereby  accj^uire  any  private  right  therein  [c) . 
Nor  can  an  agent  acquire  any  interest  in  his  principal's  mark  from 
the  fact  that  he  has  used  it  (,/")  ;  nor  a  printer  in  the  trade  mark  of  a 
mercantile  firm  from  the  fact  that  he  has  been  employed  to  print  it  (//) . 

In  America  the  question  has  been  much  discussed  whether  the 
members  of  an  artisans'  trade  society  were  entitled  to  claim  an 


[a]  See  also  Collins  Co.  v.  Broioi,  3  K. 
&  J.  423  ;  Collins  Co.  v.  Walker,  7  AV. 
R.  222 ;  Collins  Co.  v.  Beeves,  28  L.  J. 
Oh.  56 ;  Howe  v.  McKernan,  30  Beav. 
547  ;  National  Foldinff  Box  ^-  Paper  Co. 
V.  National  Folding  Box  Co.,  43  W.  R. 
156.  So  in  Scotland  the  trade  marks  or 
names  of  American  manufacturers  have 
teen  protected  :  Singer  Manufacturing 
Co.  V.  Kimhall  i^'  Morton,  Ct.  Sess.  Cas., 
3rd  Ser.  XI.  267.  The  same  rule  obtains 
in  America  :  Taylor  v.  Carpenter,  3  Story, 
458 ;  R.  Cox,  14  ;  Same  v.  Same,  2 
Wood.  &  M.  1  ;  R.  Cox,  32 ;  Same 
V.  Same,  11  Paige,  292;  R.  Cox,  45; 
Coats  V.  Holbrook,  2  Sandf.  Ch.  586 ; 
R.  Cox,  20  ;  Lemoine  v.  Ganton,  2  E.  D. 
Smith,  343  ;  R.  Cox,  142 ;  Lacroix  v. 
Mag,  15  Fed.  Rep.  236.  And  the  in- 
fringement of  a  British  trade  mark  has 
been  criminally  punished  in  Missouri : 
State  of  Missouri  v.  Gtbbs,  56  Mo.  133. 
In  India  protection  is  afforded  to  British 
trade  marks :  Orr-Ewing  v.  Chooneeloll 
Mullick,  Cor.  150  ;  Orr-Ewing  v.  Grant, 


Smith  ^-  Co.,  2  Hyde,  185  ;  and  in 
Canada  also  the  trade  marks  of  aliens 
are  protected  :  Davis  v.  Kennedy,  13 
Grant,  Up.  Can.  Ch.  523. 

(i)  See  In  re  Milnch,  50  L.  T.  N.  S. 
12;  In  re  Riviere  %  Co.,  26  Ch.  D.  48  ; 
In  re  Leonard  %  Ellis,  ib.  288,  per  Fry, 
L.  J. ;  Berliner,  ^-c.  Tivoli  v.  Eniqht, 
Stocks  i-  Co.,  W.  N.  1883,  p.  70  ;  Jackson 
^-  Co.  v.  Napper,  35  Ch.  D.  162  ;  Newman 
v.  Pinto,  4  P.  R.  508,  per  Kekewich,  J.  ; 
Smith  V.  Fair,  14  Ont.  Rep.  729.  See 
In  re  Meeus,  (1891)  1  Ch.  41. 

(c)  Patents  Act,  1883,  §  75. 

[d]  See  Ex  parte  King  of  Saxony,  Dig. 
598  ;  Bepublic  of  Peru  v.  lleevcs,  40  N.  Y. 
Super.  Ct.  316  :  La  Rcpublique  Franqaise 
V.  Schultz,  bl  Fed.  Rep.  37  ;  Ex  parte 
South  Carolina,  64  U.  S.  Pat.  Gaz.  1395. 

{e)   Chase  v.  Mayo,  121  Mass.  343. 

(/)  Eirsch  v.  Jonas,  3  Ch.  D.  584 ; 
Swift  V.  Peters,  11  U.  S.  Pat.  Gaz.  1110. 

[g)  Schumacher  S;  Ettlinqcr  v.  Schicenke 
(2),  36  U.  S.  Pat.  Gaz.  4.^7. 
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exclusive  right  in  a  label  supplied  hy  the  society  to  its  members, 
and  affixed  by  them  to  goods  manufactured  by  them,  for  the 
purpose  of  showing  that  such  goods  had  been  manufactured  by 
members  of  the  society.  The  objection  which  was  raised  to  the 
claim  was,  that  the  members  of  the  society  did  not  manufacture  or 
deal  in  the  goods  on  their  own  account,  but  were  merely  workmen 
in  the  employment  of  various  firms,  whose  product  the  goods  were, 
and  not  that  of  the  workmen,  and  that  consequently  the  label  was 
not  distinctive  of  origin  or  ownership,  and  in  some  cases  this 
objection  has  prevailed  {a),  but  in  other  cases  the  decision  has  been 
in  favour  of  the  society,  on  the  ground  that  its  members  were 
entitled  to  protection  for  the  insignia  which  secured  to  them  the 
benefit  of  their  skilled  labour  (b)  ;  and  although  such  labels  may 
not  be  technically  trade  marks,  they  may  be,  and  frequently  are, 
protected  in  a  similar  manner  by  special  legislation  (c). 

Where  there  were  three  bodies  of  professional  accountants,  Chartered 
incorporated  respectively  by  Eoyal  Charter  as  the  Society  of 
Accountants  in  Edinburgh,  the  Institute  of  Accountants  in 
Glasgow,  and  the  Society  of  Accountants  in  Aberdeen,  and  the 
members  of  these  bodies  habitually  used  the  initials  "  C.A."  (for 
"chartered  accountant"),  the  members  of  another  body  of 
accountants,  incorporated  under  the  Companies  Acts,  and  not  by 
Eoyal  Charter,  as  the  Corporation  of  Accountants,  Limited,  were 
restrained  by  the  Court  of  Session  from  using  the  same  initials 
"  C.A."  (for  "  corporate  accountant")  (f/). 

There  was  at  one  time  a  doubt  as  to  the  circumstances  under  Length  of 
which  one  person  could  acquire  a  sufficient  right  in  a  trade  mark  required^^^  ^ 
to  be  entitled  to  restrain  another  from  infringing  it.     The  right 
to  redress  being  treated  as  founded  on  the  defendant's  fraud,  it 
was  thought  that  a  plaintiff  who  claimed  an  injunction  against  a 
defendant  ought  to  show  that  he  (the  plaintiff)  had  acquired  for 

(f)  Ex  parte  Cigar  Makers'"  Associatio/!,  People  v.  Fisher,  57  N.  Y.  Sup.  Ct.  552  ; 

16  U.   S.    Pat.   Oaz.   958;   Schneider  v.  Bloete   v.    Simon,    19    Abb.    N.    C.    88; 

TFilhams,    44    N.    J.    Eq.     391;    Ciffar  Carson  \.  Uri/,  -Id  JJ.  S.  Fat.  G-dz.  411  ; 

Makers^  Protective   Union  v.  Cotihaim,  40  Gravel  Roofers'  Exchange  v.  TurnhuU,  64 

Minn.  243;  12  Am   St.  Rep.  726;  MeVeij  U.  S.  Pat.  Gaz.  441.     And  see  Cohn  v. 

V.  Brendel,  144  Penn.  St.  235  ;  27  Am.  People,  149  111.  486;  41  Am.  St.  Rep.  304. 
St.   Rep.   625;    Weencr  y.  Brayton,    152  («■)   Cohti   v.   People,    149   111.  486;    41 

Mass.  101.      And  see  Ex  parte  Enppen-  Am.  St.  Rep.  304  ;  State  v.  Bishop,  128 

heimtr,  60  U.  S.  Pat.  Gaz.  439  ;   State  v.  Mo.  373  ;  49  Am.  St.  Rep.  569. 
i<w/io;o,  128Mo.373;  49Am.St.Rep.569.  (</)  Society  of  Accountants  in  Edinburgh 

[b)   Strasser  v.    Mooiielis,    108    N.    Y.  v.    Corporation   of  Accountants,   Limited, 

Gil ;  Allen  v.  Macarthy,  37  Minn.  347 ;  Ct.  Sess.  Cas.,  4th  Ser.  XX.  750. 
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Latterly 

considtTPcI 

unnecessary. 


the  mark  indicating  his  manufacture  such  a  reputation  (a)  as 
■would  raise  a  presumption  that  the  defendant  in  adopting  a 
similar  mark  had  done  so  with  the  intention  of  availing  himself 
of  that  reputation  to  divert  to  himself  the  plaintiff's  custom,  or  at 
all  events  that  the  plaintiff  ought  to  show  that  he  had  used  the 
mark  long  enough  to  render  it  probable  that  such  a  reputation  had 
been  acquired  {b). 

But  when  it  came  to  be  recognised  that  there  was  a  right  of 
property  in  a  trade  mark,  intentional  fraud  being  unnecessary  to 
justify  restraint,  it  was  at  once  seen  that,  as  was  stated  by 
Komilly,  M.  E,.,  "  the  interference  of  a  Court  of  Equity  could 
not  depend  on  the  length  of  time  the  manufacturers  had  used 
it"  (c),  but  that  "from  the  time  of  their  commencing  the  user 
of  their  trade  mark  they  became  entitled  to  the  protection  of  the 
Court  against  any  other  persons  using  the  same,  so  that  purchasers 
might  be  induced  to  purchase  the  goods  of  other  persons  as 
theirs  "  (f/).  "As  soon  as  a  trade  mark  has  been  so  applied  in 
the  market  as  to  indicate  to  purchasers  that  the  goods  to  which  it 
is  attached  are  the  manufacture  of  a  particular  firm,  it  becomes, 
to  that  extent,  the  exclusive  property  of  the  firm,  and  no  one  else 
has  a  right  to  copy  it,  or  even  to  approj^riate  any  part  of  it,  if  by 
such  appropriation  unwary  purchasers  may  be  induced  to  believe 
that  they  are  getting    goods  which  were  made    by  the  firm  to 


(rt)  In  mne  v.  Lart,  10  Jur.  106, 
Shadwell,  V.-C.  of  England,  thought 
that  the  imitation  by  a  defendant  of  a 
plaintitf's  trade  mark  afforded  a  pre- 
sumption of  that  mark  having  ar^quired 
a  reputation.  And  see  Dixon  v.  Juck-^on, 
Ct.  8ess.  Cas..  3rd  Ser.  V.  326,  per  the 
Lord  Justice  Clerk  ;  Alleghany  Ftrtiliscr 
Co.  V.  TFuodniac,  1  Hughes,  115:  Arerij 
%  Sons  V.  JIaikle  (f-  Co.,  27  U.  S.  Pat. 
ij-az.  10>7;  Browcr  v.  Bonlton,  b',  Fed. 
Rep.  3tS9  ;  Xem  Home  Seivinf  Machine 
Co.  V.  Bluominqdalc,  59  Fed.  Rep.  284. 

\h)  See  Furser  v.  Brain,  17  L.  J.  Ch. 
141;  Edelsten  v.  Vick,  11  Hare,  7.S ; 
CuUins  Co.  V.  Broicn,  3  K.  &  J.  423. 
And  compare  Spottisiuoodc  v.  Clarke.  2 
Ph.  154. 

(c)  Hall  V.  Barroivs,  32  L.  J.  Ch. 
548. 

{d)  Per  Hall,  V.-C,  in  Cope  v.  Evans, 
L.  R.  18  Eq.  l;<8.  And  see  Orr-Ewwg 
^  Co.  V.  Grunt,  Smith  S;  Co  ,  2  Hyde,  185  ; 
Yale  Cigar  Mannfacturing  Co.  v.  Yale,  30 


U.  S-.  Pat.  Gaz.  1183;  Knthrciner's 
jMalz  Kajfee  Fabrikcn.  ^-i'.  v.  I'a-stor  Eneip 
Medicine  Co,  82  Fed.  Rep.  321.  This 
pi'inciple  does  not  appear  to  be  universally 
recognised  in  America.  See  Stltzer  v. 
Poirell,  8  Phila.  296.  In  Stcmhcrger  v. 
Thullwimer,  3  U.  S.  Pat.  (Jaz.  120,  it 
was  held  that  pi  ior  registration  and  prior 
use  of  about  six  days,  but  only  on  a  few 
articles  by  way  of  experiment,  by  one 
manufacturer,  did  not  disentitle  another 
to  registration,  he  having  systematically 
used  the  mark  for  some  time  before  his 
rival  had  seriously  adopted  it.  It  is  the 
adoption  and  use,  not  the  invention,  of 
the  mark  th tt  gives  a  title  to  it  :  Snift 
V.  Peters,  11  U.  S.  Pat.  Gaz.  1110; 
Hodsier  Drill  Co.  v.  Ingels,  14  ib.  785; 
Leidersdorf  X.  Flint  (1),  8  Biss.  327; 
McLean  v.  Fleming,  96  U.  S.  245; 
U.  S.  v.  Steffens,  100  ib  82  ;  and  a  tra'le 
mark  may  have  been  in  part  purchased 
and  in  jjart  invented  :  Sohl  v.  Ucisendorf, 
1  Wils.  (Ind.)  60. 


DISCONTINUANCE  OF  TRADE  MARKS.  ST" 

whom  the  trade  mark  belongs"  (a).     There  must,  however,  have 
beeu  a  real  user  (/>) . 

Even,  however,  if  user  be  established,  extending  over  a  con-  Wrongful 

ii**Gr  yrivBS  no 
siderable  period,  it  does  not  follow  that  a  title  to  the  trade  mark  title. 

is  made  out ;  for  if  the  user  was  fraudulent  in  its  inception,  and  is 

still  calculated  to  deceive,  the  user  gives  no  right  (e)  ;  and  it  has 

been  held  in  America  that  if  A.  has  been  using  a  trade  mark  which 

was  really  the  property  of  B.,  and  then  B.  ceases  to  use  it,  A. 

cannot  acquire  any  title  to  the  mark  by  continuing  to  use  it  after  B.'s 

discontinuance,  on  account  of  the  wrongful  inception  of  his  user  (f/). 

In  Siegeri  v.  Findhtter  (e),  it  was  even  held  that  the  plaintiffs  Acquisition 

•  1     1     i  i      •        i  1  1    p       T       J      f>  •  i^  ^y  common 

were  entitled  to  restrain  the  defendant  from  using  the  terra  repute. 
"  Ango.^tura  Bitters,"  although  the  defendant  had  used  it  on  his 
labels  before  the  plaintiffs  had  done  so,  on  the  ground  that,  before 
the  plaintiffs  had  themselves  used  the  term,  it  had  become  attached 
to  their  article  in  common  parlance.  But  acquisition  of  a  trade 
mark  by  common  repute  has  not  been  universally  recognized  (_/'). 

Lord  We^tbury,  C,  said,  ia  3Ic Andrew  v.  Basseti  {(/),  that  an  How  pro- 
element  of  the  right  to  property  in  a  trade  mark  might  be  repre-  ^^adl  mark 
sented  as  being  the  fact  of  the  article  being  in  the  market  as  a  acquired, 
vendible  article  with  that  stamp  or  trade  mark  at  the  time  when 
the   defendants   imitated   it ;    and  he  went  on  :    "  The  essential 
ingredients  for  constituting  an  infringement  of  that  right  pro- 
bably would  be  found  to  be  no  other  than  these  :  first,  that  the 
mark  has  been  applied  by  the  plaintiffs  properly  (that  is  to  say, 
that  they  have  not  copied  any  other  person's  mark,  and  that  the 
maik  does  not  involve  any  false  representation)  {//)  ;  secondly,  that 
the  article  so  marked  is  actually  a  vendible  article  in  the  market ; 
and,  thirdly,  that  the  defendants,  knowing  that  to  be  so,  have 
imitated  the  mark  for  the  purpose  of  passing  in  the  market  other 
articles  of  a  similar  description  "  (/). 

(n)  Per  the  Privy  Council  in  SoincrviHe  TFai/t,  61  Fed.  Rep.  1008. 
v.  Seliewihri,  12  App.  Cas.  Ab',\.  (/")  SeeB/ackwellv.  Arinisfead,  5  A.Tn.Ij. 

(b)  Hxmphri'S  v.  Taylor  Drug  Co.  (2),  T.85;  Lorillardx. Pride, ■l^Yad.^e^AU. 
59  L.  T.  N.  S.  820.  {(/)  4  De  G.  J.  &  S.  380. 

{(:)  In  re  Jlenton,  27  Ch.  n.  olO.  (A)  Compare    ^    72,    73,    86    of    the 

[d)  W Rfiurke  v.  Cmtral  City  Soap  Co.,  Patents  Act,  1883.  Ai\dF,co  In  re  If eo ton, 
26  Fed.  Rep.  o76  ;  Parlett  v.  Guygen-  '11  Ch.  D.  .'J70,  and  (P Ronrkc  v.  Central 
hvimer,  67  Md.  o42.  City  Soap  Co.,  26   Fed.  Rep.  576  ;  with 

(e)  7  Ch.  D.  801.  And  see  In  re  which  compnre  Symonds  v.  Greene,  28 
Barker  ^  Son,  53  L   T.  N.  S.  23  ;   Smith  Fed.  Rep.  834. 

V.  Woodruff,   48   Barb.    438;  Rowley    v.  (j)    Compare  remnrks  of  Lord  Kinjrs- 

Houghton,   2    Brews.     303;  Legrnves  \.       dov/n  in  the  Leather  Cloth  Co.  v.  ylinerican 
Whlteman,  5  V,  L,  R,  Eq.  304  ;   Levy  v.        Lent  her  Cloth  Co.,  11  H.  L.  C.  523. 
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The  mark 
must  bo  on  a 
vendible 
article. 


Acquisition 
by  registra- 
tion. 


From  this  judgment  it  follows,  and  it  was  expressly  recognised 
in  Maxircll  v.  Hogg  (a) ,  that  no  property  could  be  acquired  in  a 
trade  mark,  except  through  the  process  of  sale,  or  offering  for  sale, 
in  the  market,  of  the  article  to  which  the  trade  mark  was  affixed  (i). 
And  in  the  last-mentioned  case  it  was  held  that  no  expenditure 
during  the  course  of  manufacture  in  advertisements  or  other 
announcements  to  the  public  of  the  article  so  in  course  of  manufac- 
ture could  give  any  right  in  the  mark  or  name  by  which  it  \^'as 
intended  that  the  article  should  be  known  when  completed  and  in 
the  market  (r).  Moreover,  user  must  be  as  of  a  trade  mark,  and 
not  as  of  a  mere  descriptive  term  (r/). 

By  the  Trade  Marks  Registration  Act,  1875,  now  repealed,  a 
new  manner  of  acquiring  a  right  to  a  trade  mark  was  introduced, 
and  with  respect  to  new  marks  substituted  for  the  earlier  method. 
By  the  Patents  Acts,  1883 — 1888  (e),  which  have  now  taken  the 
place  of  the  Act  of  1875,  no  infringement  of  a  registrable  trade 
mark  can  be  restrained  or  civilly  punished,  unless  the  mark  has 
been  registered.  For  five  years  after  registration  the  fact  of 
registration  is  prima  facie  evidence  of  the  right  of  the  registered 
proprietor  to  the  exclusive  use  of  the  trade  mark  (_/'),  or,  in  other 
words,  it  qualifies  him  for  taking  proceedings  against  infringers  (r/) ; 


(a)  L.  R.  2  Ch.  307. 

{b)  And  see  per  Willes,  J.,  in  Lawson 
V.  Bank  of  London,  18  C.  B.  84  ;  also 
Civil  Service  Supply  Association  v.  Dean,  13 
Ch.  D.  512  ;  In  re  Simpson,  Davies  ^-  Sons, 
Jessel,  M.  R.  Jan.  Tith,  1881 ;  Wheeler  v. 
Jo/insfun,  3  L.  R.  Ir.  284  ;  Moivley  v. 
Hoiif/hton,  2  Brews.  303  ;  R.  Cox,  486  ; 
Boicnutn  v.  Floyd,  85  Mass.  76  ;  JlfcLean 
V.  Fleming,  96  U.  S.  245;  St.  Louis 
Piano  Manufacturing  Co.  v.  Merkel,  1  Mo. 
App.  305  ;  Avery  %  Sons  v.  Meikle  %  Co., 
11  U.  S.  Pat.  Gaz.  1027  ;  Yale  Cigar 
Manufacturing  Co.  v.  Yale,  30  U.  S.  Pat. 
Gaz.  1183;  Schneider  y.  Williams,  44  N. 
J.  (Eq.)  391  ;  Jaeger's,  ^-c.  Co.  v.  Le 
BoutilUire,  54  N.  Y.  Sup.  Ct.  521  ; 
McCall  V.  Theal.  28  Grant  Up.  Can.  Ch. 
48  ;  William  Rogers  Manufacturing  Co.  v. 
Sogers  ^  Spurr  Manufacturing  Co.,  11 
Fed.  Rep.  495  ;  Sheppard  ^-  Co.  v.  Stuart 
^-  Peterson.  13  Phila.  117.  As  to  the 
difficulty  of  acquirinjr  a  right  of  trade 
mark  in  a  name  applied  to  a  patented 
article,  see  p.  bG,  ante. 

(c)  And  see  Civil  Service  Supply  Asso- 
ciation V.  Dean,  13  Ch.  D.  512 ;  and 
Schneider  V,  Williams,  44  N.J.  (Eq.)  391. 


{d)  In  re  Leonard  ^-  Ellis,  26  Ch.  D. 
288  ;  In  re  Harrison,  McGregor  ^-  Co.,  42 
Ch.  D.  691  ;  Richards  v.  Butcher,  (1891) 
2  Ch.  522  ;  In  re  Powell,  (1893)  2  Ch. 
398;   (1894)  A.  C.  8. 

[e)  \  77.  And  see  Goodfellow  v.  Prince, 
35  Ch.  D.  9  ;  Barlow  %  .Jones,  Ld.  v. 
Johnson  ^-  Co.,  7  P.  R.  395,  405,  411, 
which  shows  that  the  section  merely 
enacts  a  condition  precedent  to  suing, 
and  does  not  prevent  a  plaintiff  from 
recovering  damages  for  infringements 
before  registration :  Hargreave  v.  Free- 
man, (1891)  3  Ch.  39,  43;  Magnolia 
3Ietal  Co.  V.  Atlas  Metal  Co.,  14  P.  R. 
389. 

(/)  §  76.  And  see  Seinhardt  v.  Spald- 
ing, 49  L.  J.  Ch.  57  ;  Wlieeler  v.  John- 
ston, 3  L.  R.  Ir.  284. 

{g)  Kuthnll  v.  Vining,  C.  A.  Jan.  21st, 
1880  ;  Moitson  ^  Co.  v.  Boehm,  26  Ch.  D. 
398.  In  the  case  of  Morse  v.  Martin, 
Quebec  Super.  Ct.  Feb.  28th,  1882,  it 
was  held  that  the  corresponding  Cana- 
dian statute  gave  no  right  of  action  for 
anything  done  before  registration.  But 
the  Quebec  Court  of  Queen's  Bench  did 
not  decide  the  point :  3  Dorion,  353. 
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after  five  3'ears  have  expired  from  the  date  of  registration,  the  fact 
of  registration  becomes  conclusive  evidence  of  his  right  to  the 
mark  (a)  in  any  action  brought  by  him  (b),  though  the  mark  is 
still  liable  to  removal  from  the  register  in  proceedings  taken  for 
that  purjDose,  if  it  was  registered  wrongfully  (c) .  Registration 
protects  the  trade  mark  in  all  sizes  and  in  all  colours,  whether 
registered  in  colour  (d)  or  not  (c).  In  the  case  of  trade  marks  in 
use  before  August  l'3th,  1875,  application  must  be  made  for  regis- 
tration, and  if  that  is  refused,  a  certificate  of  refusal  will  preserve 
to  the  applicant  whatever  rights  he  would  have  had  independently 
of  the  Act(/). 

In  several  cases  (g)  doubts  were  expressed  whether  a  trade  mark  Registration 
could  be  registered  before  it  had  been  used,  the  doubt  being  ^  °^^  "*^^' 
founded  on  the  old  principle  that  a  right  in  a  trade  mark  could 
only  be  acquired  by  its  being  attached  to  vendible  goods  in  the 
market,  until  which  was  the  case  user  by  others  could  lead  to  no 
deception;  but  these  doubts  were  set  at  rest  by  In  re  IIucUoii  [h), 
where  the  Court  of  Appeal  came  to  a  clear  decision  that  registra- 
tion before  user  was  allowable.  Where,  however,  it  is  proved  that 
a  mark  which  it  is  sought  to  register  without  prior  user  is  not 
intended  to  be  used  hj  the  applicant,  but  that  the  proposed  regis- 
tration is  directed  to  a  different  end,  registration  will  be  refused  (?"). 

A  trade  mark  must  be  registered  as  belonging  to  particular  Goods 
goods  or  classes  of  goods  (./),  as  arranged  in  the  Third  Schedule  to  classified, 
the  Rules  ;  the  class  to  which  the  goods  belong  being  determined, 
in  case  of  doubt,  by  the  comptroller  (/«•).  This  requirement  is  no 
alteration  of  the  rules  of  the  pre-existing  law,  but  is  merely  a 
statement  of  one  of  those  rules  as  bearing  upon  registration  under 
the  Act.  It  had  been  already  fully  recognised  that  a  particular 
trade  mark  could  be  protected  as  such  only  in  connection  with 

[a)  §  76.     This   is,  however,  subject       Ahop  (2),   12  V.  L.  R.  (E.)  421  ;    Wolfe 
to  the  provisions  of  the  Act,  e.f/.  as  to       v.  Lany  ^-  Co.,  13  V.  L.  R.  752. 

the  connection  with  the  goodwill :   §  70.  {d)  See  §  67. 

[b)  Edwards  v.  JJeiinis,  30  Ch.  D.  4.54.  (c)  Xuthall  v.  Vining,  C.  A.  Jan.  21st, 

[c)  In  re  Falmcr  (1),  21   Ch.  D.  47;       1880. 

S.  C.  (3),  24   ib.   504;  In  re  Leonard  S;  { f)   §  77. 

Ellis,    26  Ch.    D.   288;    In  re  Lloyd   S;  (g)  In  re  Anderson,  5i  !>.  J.  Ch.  lOSi  ; 

Sons,  27   Ch.  D.  646  ;  In  re  Wraqg,  29  Edwards  v.  Dennis,  30  Ch.  D.  354;  In  re 

Ch.  D.  551  ;  Edwards  v.  Dennis,  30  Ch.  Lyndon,  32  Ch.  D.  109. 

D.    454;    Wood  v.    Lambert,  32   Ch.  D.  (//)  32  Ch.  D.  311. 

247  ;  In  re  Spencer,  54  L.  T.  N.  S.  659  ;  {i)   In  re  Apollinaris  Co.,  (1891)  2  Ch. 

3  P.  R.  73  ;  In  re  Apollinaris  Co.,  (1891)  186,  234  ;  In  re  Bait  ij-  Co.,  (1898)  2  Ch. 

2  Ch.  186.     And  so  in  Victoria  :  Lewis  432. 

v.  Klapproth,  11  V.  L.  R.  214  ;  Wolfe  v.  [j)  \  65.                  [k)  Rule  6. 
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particular  goods  or  classes  of  goods.  Thus  Lord  "Westbury,  C, 
sayp,  "  Prop*^rty  in  a  trade  mark  is  the  right  to  the  exclusive  use 
of  some  mark,  name,  or  symbol  in  connection  with  a  particular 
manuf-icture  or  vendible  commodity ;  consequently  the  use  of  the 
same  mark  in  connection  with  a  different  article  is  not  an  infringe- 
ment of  such  a  right  of  property  "  (r/).  And  again,  "An  iron- 
founder  who  uses  a  particular  mark  for  his  manufactures  in  iron 
could  not  restrain  the  use  of  the  same  mark  when  impressed  upon 
cotton  or  woollen  goods ;  for  the  property  in  a  trade  mark  consists 
in  the  exclusive  right  to  the  use  of  that  mark  as  applied  to  some 
particular  manufacture  "  (b).  And  V.-C.  Wood  sirailai'ly  says,  that 
'*  this  Court  has  taken  upon  itself  to  protect  a  man  in  the  use  of  a 
certain  trade  mark  as  applied  to  a  particular  description  of  article. 
He  has  no  property  in  that  mark,  per  se,  any  more  than  in  any 
other  fanciful  denomination  he  may  assume  for  his  own  private  use, 
otherwise  than  with  reference  to  his  trade.  If  he  does  not  carry 
on  a  trade  in  iron,  but  carries  on  a  trade  in  linen,  and  stamps  a 
lion  on  his  linen,  another  person  may  stamp  a  lion  on  iron  ;  but 
when  he  has  appropriated  a  mark  to  a  particular  species  of  goods, 
and  caused  his  goods  to  circulate  with  this  mark  upon  them,"  his 
right  to  the  mark  so  applied  will  be  protected  (c). 
limit  of  As  a  result  of  the  rule  that  a  trade  mark  can  only  be  acquired 

awiuired  by      ^7  ^^^^  ^'^  respect  of  the  goods  on  which  it  has  been  used,  it  has 
user.  been  decided  that  the  use  of  a  mark  before  August  13th,  1875,  on 

certain  descriptions  of  goods  gives  no  right  to  have  it  registered  in 
respect  of  other  descriptions  of  goods,  except  as  a  new  mark ;  so 
that  although  the  mark  may  have  been  long  used  in  respect  of  some 
goods,  it  will  be  refused  registration  in  respect  of  different  goods 
or  classes  of  goods  (though  of  a  somewhat  similar  character),  if  it 
conflicts  with  another  mark  already  registered  therein  (d),  or  if 


(a)  Leather  Cloth  Co.  v.  American  R.  Cox,  486;  Amonlcrar/  Mamcfnctxrbig 
leather  Chth  Co.,  4  De  G.  J.  &  S.  137.  Cn.  v.  Garner,  55  Barb,  lol  ;  K..  Cox, 
Aud  see  Celh<hnd  Mamifactnritig  Co.  v.  541  ;  Cohnan  v.  Crump,  70  N.  Y.  67  !  ; 
Read,  47  Fed.  Rep.  71-2.  S-cUtc  Anonymc,  ^-c.  v.  Baxter,    14   Bl. 

(b)  Ball -v.  Barrows,  4  De  G.  J.  &  S.  Q   Q   261. 
150 

(c)  AinsivorthY.  TFahmlei/,  L.  R  1  Eq.  ('^)  ^«  ^'^  Jt^'^nf,  '^"w  't"  Jones,  ol  L.  J. 
518.  And  see  Singer  Mamifacturing  Co.  Cli-  t^^^'J  ;  Ldwards  v.  Iicnnis,  80  Ch.  D. 
V.  Wilsun,  2  Ch.  D.  434,  4»"3  ;  Mn'chant  454.  And  see  In  re  Brahy  ^  Co.,  '21  <Jh. 
Banking  Co.  of  London  w.  Merchants'  Joint  ^-  -^'-3;  also  In  re  Lgndon,  32  Ch.  D. 
Stock  Bank.  'Ld.,  9  ih.  660  ;  Colladay  v.  1"9.  P^>'  Pearson,  J.,  and  the  American 
Baird,  4  Phila.  139  ;  R.  Cox,  257  ;  case  of  Ex  parte  King  (2),  46  U.  S.  Pat. 
MowUy    V.    Monghton,    2    Brews,    303;  Gaz.  119. 
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for  any  rfasnn  it  is  not  registrable  as  a  new  mark.  If,  however, 
it  lias  been  used  for  g')ods  which,  though  not  identical,  were  yet 
substantial!}^  the  same  as  those  for  which  it  is  claim^-d,  regis- 
tration may  be  allowed  {a).  And  it  has  been  held  in  America, 
with  apparently  good  reason,  that  a  mark  which  is  descriptive,  and 
therefore  incapable  of  registration,  when  applied  to  one  variety  of 
goods,  may  be  open  to  no  such  objection  wdien  applied  to  another 
variety  of  goods  (h).  Similarly,  a  mark  may  be  in  general  use  in 
connection  with  a  varinty  of  goods,  and  yet  be  perfectly  good  and 
distinctive  in  connection  with  particular  goods  on  which  there  has 
been  no  such  user.  Thus  it  has  been  said  in  the  Privy  Council  (c) 
that  "the  ar-quisition  of  an  exclusive  right  to  a  mark  or  name  in  con- 
nection with  a  particular  article  of  commerce  cannot  entitle  the  owner 
•  of  that  right  to  prohibit  the  use  by  others  of  such  mark  or  name  in 
connection  with  goods  of  a  totally  difl^^ereut  character,  and  such  use 
by  others  can  as  little  interfere  wdth  his  acquisition  of  the  right." 

As  a  consequence  of  the  rule  that  user  only  gives  a  light  to  the  New  user  of 
mark  in  respect  of  the  goods  for  which  it  has  been  used,  the  user  be  i.'!fr[u'o-e-'^^ 
of  a  mark  in  connection  wdth  goods  different  from  those  in  respect  meat, 
of  which  it  has  previously  been  used,  though  of  a  somewhat  similar 
character,  may  amount  to  an  infringement  of  the  rights  of  another 
person  who  has  had  an  earlier  user  in  respect  of  those  different 
goods.  Thus  in  Moses  v.  Sargood  [d)  it  was  held  to  be  an  infringe- 
ment of  the  plaintiffs'  rights  for  the  defendants,  who  had  pre- 
viously only  exported  goods  unmade  up,  and  used  their  trade 
mark  upon  such  goods,  to  begin  to  export  and  to  use  their  trade 
mark  upon  ready-made  clothing,  having  regard  to  the  fact  that 
the  plaintiffs  had  been  in  the  habit  of  exporting  and  using  a 
somewhat  similar  trade  mark  upon  made-up  goods.  And  in 
Ujyper  Assam  Tea  Co.  v.  Ilcvhert  &;  Co.  [e]  the  proprietors  of  a 
mark  which  had  been  used  and  registered  for  coffee  were  restrained 
from  applying  it  to  tea,  though  in  the  same  class,  having  regard 
to  the  fact  that  a  similar  mark  had  been  used  and  registered  for 
tea  by  another  firm. 


{a)  Jai-k-ion  (^  Co.  v.  Kapper,  35  Ch.  D.  52  Fed.  Rep.  830. 
162.     And  compare  CuUins  Co.  \.  Ames  u)  Somerville  v.  Schembri,  12  Avp.Cna. 

4-  Sons.  '20  Bl.  C   C.  5i'2.  453/  ^^ 

(//)  la  re  EntiU^h,  U.  S.  Pnt.  Comm.  ,  ,,   -p..       „o/. 

Decis.    1870,    142;     hi   re   Dick   ^   Co.,  ^"'  ^^S-  ^■^^■ 

9  U.  S.  Pat.  Gaz.  538  ;   George  v.  iStnith,  («)   7  P.  R.  183. 
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TVide  rcsris- 
tration,  but 
limited  user. 


Mark  only 
protected  for 
goods  for 
which  regis- 
tered. 


Again,  though  b}''  §  75  of  Patents  Act,  1883,  registration  (a)  of 
a  trade  mark  is  to  be  deemed  to  be  equivalent  to  public  use  of  the 
trade  mark,  it  has  been  held  by  the  Court  of  Appeal  that  if  a 
trader  has  registered  a  mark  for  a  variety  of  goods,  and  has  onl}' 
used  it  in  connection  with  some  of  them,  he  is  not  entitled  to 
restrain  the  use  by  another  trader  of  a  somewhat  similar  mark  in 
connection  with  the  goods  for  which  his  mark  has  not  been  used  (/>) . 
So  also  where  a  trade  mark  has  been  registered  for  a  variety  of 
goods,  though  it  contains  indications  that  it  is  only  applicable  to 
some  of  such  goods,  and  it  has  only  been  used  as  registered  in 
respect  of  such  limited  description  of  goods,  it  will  not  be  protected 
in  respect  of  other  goods  for  which  it  is  registered,  even  though 
the  essential  parts  of  it  may  have  been  used  in  respect  of  such 
other  goods  (r).  Upon  the  same  principle  where  a  mark  registered 
for  tobacco  generally  was  used  for  cigars  only,  the  consent  of  the 
owner  to  the  registration  of  a  similar  mark  by  a  rival  trader  for 
packet  tobacco  was  held  not  to  estop  him  from  restraining  an 
infringement  of  his  mark  in  respect  of  cigars  (d).  It  has  been 
also  laid  down  by  the  Court  of  Appeal  in  a  recent  case  that 
a  man  cannot  properly  register  a  trade  mark  for  goods  in  which  he 
does  not  deal  or  intend  to  deal,  meaning  by  intending  to  deal, 
having  at  the  time  of  registration  some  definite  and  present  in- 
tention to  deal  in  certain  goods,  or  descriptions  of  goods,  and  not 
a  mere  general  intention  of  extending  his  business  at  some  future 
time  to  anything  which  he  may  think  desirable  (e). 

Another  question  which  has  been  raised,  bearing  on  this  point, 
is  whether  a  mark  which  has  been  registered  for  some  of  the  goods 
in  a  class  can  be  protected  for  other  goods  in  the  class,  as  having 
been  used  in  respect  of  them ;  and  it  would  seem  that,  having 
regard  to  §  65,  by  which  a  trade  mark  must  be  registered  for 
particular  goods  or  classes  of  goods,  a  trade  mark  which  is 
registered  only  for  particular  goods  in  a  class  is  not  registered  for 
other  goods,  whether  in  the  same  or  a  different  class,  and  conse- 
quently that  by  §  77  (/)  it  is  deprived  of  any  right  to  protection  in 


('/)  Now  "application  for  re.iri.stra- 
tion,"  §  17  of  the  Patents  Act,  1S88. 

{b)  FJicards  v.  Dennis,  30  Ch.  D.  454. 
Cf.  I'hillips  V.  Or/dcm,  12  P.  R.  3l>o. 

(e)  Uargreave  v.  Freeman,  (1891)  3  Ch. 
39. 

[d)  Bcnedictus  v.  Sullivan,  Powell  ^• 
Co.,  12  P.  R.  25.     See  Fhillips  v.  Ogden, 


12  P.  R.  325;  In  re  Banks  4'-  James,  12 
P.  R.  333;  Freeman  Bros.  v.  iSharpc  Bros. 
cV  Co.,  Ld.,  16  P.  R.  205. 

[e)  In  re  Batt  <S;  Co.,  (1898)  2  Ch. 
432. 

(/)  See  Goodfelloivx.  Prince,  35  Ch.  D. 
9  ;  and  liichards  v.  Butcher  (1),  7  P.  R. 
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respect  of  sucli  other  goods  ;  and  in  Hart  v.  CoUey  {a),  North,  J., 
decided  in  favour  of  the  view  here  suggested. 

By  §  72  the   registration  of  a  mark  identical  with,  or  nearly  Provisions  in 
similar  to  a  mark  already  registered,  is  prohibited,  not  generally,  ^^  ^^^g  ^^^ 
but  in  connection  with  such  goods  or  description  of  goods  as  those  Rules, 
in  respect  of  which  the  mark  already  on  the  register  is  registered. 
And,  with  a  view  to  the  protection  of  the  public,  this  prohibition 
is  extended  over  a  period  of  one  year  after  the  removal  of  the 
mark  once  registered  from  the  register  for  non-payment  of  a  con- 
tinuance fee,  during  which  period  of  one  year  the  removed  mark 
in  question  is  to  be  still  deemed  to  be  registered  for  this  purpose 
only  [b). 

A  person  desii'ous  of  having  his  trade  mark  registered  must  send  Steps  neces- 
an  application  to  the  comptroller  in  the  prescribed  form  (r),  to-  reo-Ltratiorr-" 
gether  with  the  prescribed  number  {(/)  of  representations  {e)  of  the  The  appUca- 
trade  mark.     When  a  representation  cannot  be  given  in  the  usual  *^°^- 
manner,  a  specimen  or  copy  of  the  trade  mark  may  be  supplied 
instead  (/').     The   application  must  state  the  particular  goods  or 
classes  of  goods  in  connection  with  which  the  applicant  desires  the 
trade  mark  to  be  registered  (g).     Words  in  other  than  Eoman 
characters  must  have  a  translation  supplied,  and  a  translation  may 
be  required  by  the  comptroller  in  all  cases  of  foreign  words  (//). 
Applications  for  registration  in  classes  23,  24,  or  25,  are  to  be 
sent  to  the  Manchester  Branch  Office  (?'). 

When  the  mark  is  claimed  as  an  old  mark — i.e.,  a  mark  used  When  mark  is 
before  the  passing  of  the  Trade  Marks  Eegistration  Act,  1875  ^^^  ol'i  «iark. 
(August  13th,  1875) — the  facts  as  to  such  prior  user  are  to  be 
stated  (k),  and  it  is  essential  that  the  mark  should  be  claimed  and 
registered  precisely  in  the  form  in  which  it  has  been  used  (/) .  In 
such  cases  a  statutory  declaration  verifying  the  old  user  is  no 
longer  prescribed  by  rule,  but  the   comptroller  is  entitled   to  re- 

(rt)  44  Ch.  D.    193;  compare  Jat/  y.  follows: — In  respect  of  goods  in  classes 

Zadkr,  40  Ch.  D.  649.  5—7,  11—14,  22—35  four  ;  in  respect  of 

(i)  ^  79  (5),  as  amended  by  §  19  of  the  goods  in  all  other   classes  three.     See 

Act  of  1888,  q.v.  Rule  13.     Applications  for  the  registra- 

(c)  Form  F  in  the  Second  Schedule  to  tion  of  a  series  of  marks  under  §  66  are 
the  Rules.     See  §  62  (2)  and  Rules  4,  5,  governed  by  Rule  14. 

11,  12.     The  Rules  now  in  force  are  the  (e)  For  form  of  Additional  Represen- 

Rules  of  1890  as  amended  by  the  Rules  tation,  see  Form  G-.     See  also  §  62  (3). 
of  1897  and  1898.     See  pp.  401— 415.  (/)  See  Rule  13.  (y)  §  62  (3). 

(d)  In  ref-pect  of  goods  of  all  classes  (/<)  Rule  15. 

one  representation  must  be  i)laced  on  the  (i)  Rule  8.  (k)  Rule  11. 

application  form.     The  number  of  addi-  (/)  See  p.  45,  supra,  and  note  (p)  to 

tional  representations   to  be  sent  is  as       §  64  of  the  Patents  Act,  1883. 
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quire,  and  frequently  does  require,  such  a  declaration  to  be  made 
by  some  one  acquainted  with  tlie  facts,  and  the  existence  of  such 
a  declaration  on  the  files  of  the  office  is  rather  advantageous  to 
the  proprietor  of  the  trade  mark.  If  such  a  declaration  is  called 
for,  the  facts  which  it  must  verify  are  that  the  mark  applied  for 
(which  it  is  well  to  exhibit  to  the  declaration)  has,  in  the  exact 
form  shown,  and  by  itself,  been  used  as  a  trade  mark  by  the 
applicant  (and  his  predecessor  in  business,  if  so)  within  the  United 
Kingdom,  iu  respect  of  the  exact  goods  for  which  registration  is 
sought,  continuously  since  a  specified  date  before  the  13th  day  of 
August,  1875,  and  that  save  the  said  mark  there  did  not  appear 
upon  the  said  goods,  or  upon  the  packages,  &c.  containing  them, 
any  device,  words,  numerals,  letters,  or  other  particulars  whatsoever. 

When  the  application  is  made  by  a  firm  or  partnership  it  may  be 
signed  by  some  one  or  more  members  of  the  firm  or  partnership, 
as  the  case  may  be  ya) . 

When  the  application  is  made  by  a  body  corporate,  it  may  be 
signed  by  the  secretary  or  other  principal  officer  of  such  body 
corporate [a) . 

The  application  and  all  other  communications  between  the 
applicant  and  the  comptroller  may  be  made  by  or  through  a  duly 
authorised  agent  [h],  and  may  be  sent  by  a  prepaid  letter  through 
the  post  (c).  If  the  applicant  is  abroad  at  the  time  of  his 
application,  and  is  not  claiming  under  an  international  conven- 
tion, he  must  give  an  address  for  service  within  the  United 
Kingdom  (d). 

All  that  remains  to  be  done  by  the  applicant  for  registration, 
after  sending  in  his  application,  is  to  await  an  acknowledgment  of 
its  receipt  by  the  comptroller  [c),  and  then  to  furnish  the  comptroller 
with  the  means  of  inserting  in  the  official  paper  the  necessary 
advertisement  of  the  application  (/). 
Registration.  At  the  expiration  of  one  month  from  the  date  of  the  adver- 
tisement, and  subject  to  any  proceedings  which  may  have  been 
taken,  the  comptroller,  is,  if  satisfied  of  the  applicant's  title,  to 
register  the  trade  mark  (f/)  as  from  the  -date  of  the  receipt  of  the 
application  for  registration  {h),  and  upon  registration  is  to  send 


When  by 
firm. 


WTien  l\v  a 
body  corpO' 
rate. 


Manner  of 

making 

application 


Advertise- 
ment, &c. 


[a)  Rule  7. 

{/,)  Rule  9. 

(c)  §  97  and  Rule  16. 

{d)  §  8  of  Act  of  1888. 


(e)  Rule  10. 

(/)  §  68  and  Rules  27—30. 

(V)  Rule  32. 

(h)  ^  17  of  the  Act  of  1888. 
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notice  thereof  to  the  registered  proprietor  with  a  reference  to  the 
advertisement  {a). 

If  an  applicant  dies  hetween   application  and  registration  the  In  case  of 
registration  may  be  eom|)leted  in  the  name  of  the  successor  to  the  deatlT'*^*  ^ 
goodwill  of  his  business  [b). 

Trade  marks  applied  for  in  respect  of  goods  within  the  Cutlers'  Sheffield  and 
Company's  Acts  (r)  are  governed  by  special  rules  (d)  ;  but  marks  ^'^^^^^  marks, 
on  cotton  goods,  even  B  list  ninrks,  are  for  the  future  to  be  dealt 
with  on  the  same  footing  as  other  trade  marks.  The  only  sppcial 
requirements  in  the  case  of  cotton  marks  are  for  the  name  by 
which  the  mark  would  be  referred  to  in  invoices  to  be  stated  {e), 
and  for  four  additional  representation^  to  be  sent  ( /'),  and  for 
aj^plications  to  be  made  at  Manchester  ((/). 

Where  it  is  desired  to  register  a  number  of  trade  marks  which,  Series  of 
while  resembling  each  other  in  the  material  particulars  thereof  (//),  ™^^  ^' 
yet  differ  in  respect  of  statements  of  the  goods  for  which  they  are 
to  be  used,  or  of  numbers,  or  price,  or  quality,  or  names  of  pla<'es, 
they  may  be  registered  as  a  series  in  one  registration,  each  of  the 
marks  being  treated  as  separately  registered,  except  for  purposes 
of  assignment  and  transmission  {i). 

Additions  w^hich  are  common  to  the  trade  may,  in  accordance  Common 
with  the  provisions  of  §  74,  as  amended  by  §  16  of  the  Act  of  1888,  ™'^^^^- 
be  registered  together  with  trade  marks,  but  such  common  elements 
must  be  disclaimed  by  the  applicant  {k). 

No  provision  is  made  in  the  Patents  Act,  1883,  for  registering  Alternative 
alternative  marks,  as  has  sometimes  been  done  in  America,  e.g.,  °^''^'''^^- 
where   a   trade  mark  was  registered  as  consisting  either  of  the 
figure  of  a  lion,  or  the  word  "  lion,"  or  both  (/).     But  the  registra- 
tion of  a  series  of  marks  has  to  some  extent  the  same  effect. 


(a)  Rule  35.  parts  of  marks  or  additions  to  marks  to 

{b)  Rule  33.  be  disclaimed  is  not  new.    See  ;»«•  Jeshel, 

(c)  See  Appendix  H,  infra.  M.  R.,  in  In  re  Kuhn  ^-  Co.,  53  L.  J.  Ch. 

{d)  §  81  as  amended  by  §   20  of  the  238  ;  andjoer  Kay,  J.,  in  In  re  Hai/uard 

Act  of  1888,  and  Rules  56— 59.  #  6'o««,  54  L.  J.  Ch.  1003;   and  /«  re 

{<■)  Instructions,  par.  14.  Danes,    before   Chir.ty,    J.,  March  9th, 

(/)  Rule  13.  1885.     Also  notes  to  §  74,  and  note  {e) 

{(/)  Rule  8.  to  §  72,  infra.    And  it  exists  in  America 

(//)  See    §    64    as   to   essential   parti-  also ;    Harris  Drug  Store  v.  Stiicki/,   46 

culars.  Fed.  Rep.  624. 

(i)  §  66  and  Rules  14  and  30.    This  is  (/)  In  ro  Weaver,  10  U.  S.  Pat.  Gaz.  1. 

new  as  an  enactment,  but  the  practice  And  see  Ex  parte  Ruth  Grocer ij  Co..  62 

is  not  new.     See  note  (a)  to  §  66,, and  ib.  315  ;  Ex  parte  Kinney,  11  ib.   1349  ; 

note  I'e)  to  §  72,  infra.  Ex  parte  Lazarus,  Scluvarz  S;  Lipper,  64 

{k)  The  practice  of  requiring  common  ib.  1396. 


96 


ACQUISITION,  TRANSFER,  AND 


Colour. 


Reoristration 
by  deposit. 


Refusal  to 
register. 


Trade  marks  may  now  be  registered  in  colour,  and  the  effect  of 
such  registration  is  no  longer  to  limit  the  protection  conferred  by 
registration  to  the  one  colour  in  which  the  registration  has  been 
effected  {a). 

Provision  is  made  by  the  rules  for  registration  by  deposit  in 
cases  where  such  a  course  is  rendered  necessary  by  the  nature  of 
the  trade  mark  (/>). 

Registration  is  by  no  means  a  necessary  consequence  of  applica- 
tion. The  comptroller  may  refuse  to  grant  registration  if  he 
thinks  fit  {c),  or  if  he  thinks  the  use  of  the  mark  would  be  contrary 
to  law  or  morality  (d),  and  he  must  refuse  registration  where 
the  same  or  a  similar  mark  is  already  registered  for  the  same 
goods  {e) ,  or  where  words  calculated  to  deceive  are  offered  for 
registration  (/).  Where  the  refusal  is  made  in  the  exercise  of  a 
discretion  vested  in  the  comptroller,  he  is  not  to  exercise  that 
discretion  adversel}'  to  the  applicant  until  he  has  had  an  oppor- 
tunity of  being  heard  personally,  or  by  his  agent  (r/),  and  if  he 
does,  in  his  discretion,  refuse  to  register,  there  is  an  aiopeal  to  the 
Board  of  Trade  {//),  who  may,  if  they  thiiik  fit,  refer  the  appeal  to 
the  Court  (/). 

When,  as  frequently  happens,  a  mark  tendered  for  registration 
is  objected  to  by  the  comptroller,  e.g.,  on  the  ground  that  it  does  not 
come  within  the  definition  of  registrable  marks  in  §  64,  or  on  the 
ground  that  it  too  closely  resembles  some  other  mark  or  marks 
already  on  the  register  (/.:),  the  proper  course  for  the  applicant  to 
take,  if  he  desires  to  persevere  with  the  application,  is  to  apply 
for  a  hearing  before  the  comptroller,  who  may,  and  frequently 
does,  waive  all  or  some  of  the  objections  raised  to  the  registration. 
The  application  for  a  hearing  must  be  made  within  one  month 


(«)  See  §  67,  and  note  thereto,  iiifrn. 

(b)  See  the  substituted  Rule  13  and 
Rule  27,  and  note  to  ^^  67. 

W  §  62  (4). 

{(l)  §  86. 

{e)  §  72. 

(/)  §  73. 

{gi)   §  94,  and  Rules  17—19. 

{/>)  §  62  (4).     See  Rules  20—26. 

(J)  I  62  (o).  "The  Court"  is  the 
High  Court  of  Justice  {§  117),  the 
Chancery  Division  being  no  longer 
specified ;  but  recourse  is  still  had  to 
that  Division.  In  the  case  of  applica- 
tions at  the  Manchester  Office  "  the 
Court  "  is  the  Lancaster  Palatine  Chan- 


cery (^  26  of  the  Act  of  1888).  When 
the  registration  is  objected  to  on  the 
grormd  that  the  mark  tendered  for 
registration  is  not  quaUfied  for  registra- 
tion, '•  the  first  duty  cast  upon  the  Court 
is  to  ascertain  whether  some  one  or  more 
than  one  of  the  essential  particulars  of 
a  trade  mark,  as  defined  by  the  Act.  is 
found  to  exist,  so  that  the  mark  may  be 
described  with  the  one  or  more  than  one 
essential  particular  or  particulars  which 
distinguish  it."  J'cr  Lord  Cairns,  C,  in 
On--Ewing  v.  Registrar  of  Trade  Marks, 
4  App.  Cas.  484. 

[k)  ^  72. 
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after  the  objection  is  notified.  If  an  appeal  against  an  adverse 
decision  is  contemplated,  it  is  practically  imperative  on  the  applicant 
to  take  a  hearing  before  the  comptroller,  in  order  that  the  case  may- 
be full}'  considered  before  it  goes  farther. 

Even  if  the  comptroller  is  willing  to  treat  the  application  as  Opposition  to 
unobjectionable,  any  person  {a)  may  give  notice  of  opposition  at  ^PP^cation. 
the  Patent  Office  within  one  month  or  such  further  time,  not 
exceeding  three  months,  as  the  comptroller  may  allow,  after  the 
advertisement,  and  the  applicant  is  then  allowed  one  month  for 
sending  in  a  counter-statement,  or  the  registrar  may  extend  the 
time.  If  no  such  counter- statement  is  sent,  the  application  is 
deemed  to  be  withdrawn ;  if  it  is  sent,  the  person  giving  notice  of 
opposition  will  be  furnished  with  a  copy  of  it,  and  the  comptroller 
will  then  hear  the  case  (b)  ;  but  his  decision  is  to  be  subject  to  an 
appeal  to  the  Board  of  Trade  (c),  who  may,  if  it  appears  expedient, 
refer  the  appeal  to  the  Court  (c/). 

In  deciding  whether  registration  is  to  be  allowed  or  not,  the  Limited 
Court  has  frequently  granted  the  application  in  such  a  limited  ^^^^^ 
form  as  to  obviate  the  risk  of  its  clashing  with  the  mark  which  it 
is  considered  to  re'semble  {e).  Thus  registration  has  been  granted 
in  such  a  form  as  to  be  partial  in  respect  of  the  mark  itself  which 
is  registered  (./'),  or  of  the  goods  for  which  it  is  registered  (f/),  or  of 
the  manner  of  user  in  respect  of  colour  {//),  or  otherwise  (/),  or  of 
the  locality  within  which  it  is  to  be  used  {k),  or  of  the  persons 

(«)  It  need  not  be  the  proprietor  of  a  In  re  Kuhn  %  Co.,  53  L.  J.  Ch.  238. 

registered   mark.      In    In    re    Simpson,  (/)  See  note  [e)  to  §    72,    and  In  re 

i)ffy2Vsc^--S'o«s  (2),Jessel,  M.E.,Jan.  12th,  Iconardt,!)!^.  Qld;  In  re  Mitchell  (2), 

1881,   the  proprietors  of  a   trade  mark  Dig.  611  ;  Li  re  Kulin  (S;  Co.,  53  L.  J. 

registered    for    coal    in    Class    4    sue-  Ch.  238 ;    In   re  Hoijle  iS;  Sons,  Ld.   (2), 

cessfuUy  opposed  the  registration  of  a  Chitty,  J.,  Nov.  30th,  1883;  In  re  Hay- 

similar  mark   for   railway  waggons   in  icard  cj-  Sons,  54  L.  J.  Ch.   1003  ;  In  re 

Class  22,  the  opponent's  coal  being  car-  Davies,  Chitty,  J.,  March  9th,  1885. 

ried  in  and  sold  out  of  waggons.  [g)  See  note  to  §  65,  infra.     The  re- 

(//)  The  practice  in  such  case  is  pre-  gistration  should  always  be  so  limited, 

scribed  by  Rule  31.  See  Edicards  v.  Dennis,  30  Ch.  D.  454  ; 

(c)  See  Rules  20 — 26.  Anglo- Swiss  Condensed  Milk  Co.  Y.Metcalf, 

(d)  §  69  as  amended  by  §  13  of  the  31  Ch.  D.  454  ;  In  re  Batt  S;  Co.,  (1898) 
Act   of   1888,   which  for  the  first  time  2  Ch.  432. 

gave  the  comptroller  jurisdiction  in  such  (/()  In    re    Johnson,    Philpott    c^-    Co., 

cases.    As  to  the  old  practice,  see  ^a:  yxo-^e  North,  J.,  Feb.  21st,  1888  ;  In  re  Jeffrey 

Stephens,  24  W.  R.  819  ;  In  re  Salamon,  S;  Co.,  Stirling,  J.,  May  18th,  1888. 
Dig.  569  ;  In  re  Johnston,  43  L.  T.  N.  S.  (/)  See  note  [e)  to  \  12,  infra;  and  In 

672;    In  re  Simpson,  Davies  S;  Sons,  15  re  Jf'hitelci/,  43  L.  T.  N.  S.   627;  In  re 

Ch.  D.  525.  As  to  costs,  see  In  re  Si/kes,  ib.  G26;  Lire  Farina  {3), Dig.  65i. 
Iirandreth,9Ch..  D.  618;  In  re  Anstralian  {k)  In   re   Rabone,    Dig.    643;    In   re 

Wine  Importers,  Id.,  41  Ch.  D.  278.  Keep  Bros.,  26  Ch.  D.  187  ;  In  re  Mitchell 

{e)  See  as  to  the  growth  of  this  form  S;   Co.,  28  Ch.  D.  666;  In  re  Johnson, 

of  registration,  per   Jessel,  M.   R.,    in  Philpott   <5-    Co.,   North,  J.,  Fob.    2l8t, 
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Conflicting 
claims. 


Issue  may  be 
directed. 


Alteration  of 
reg'istered 
trade  mark. 


No  trust 
entered  on 
renfister. 


against  wliom  it  is  .to  be  protected  (^/).  At  tlie  present  time  the 
usual  question  is,  supposing  the  mark  to  be  registered  at  all,  what 
disclaimer,  if  any,  should  be  required. 

Again,  where  eacli  of  several  persons  claims  the  same  trade  mark 
the  comptroller  may  refuse  to  register  any  of  them  until  their 
rights  have  been  determined  according  to  law,  and  he  may  himself 
submit  or  require  the  claimants  to  submit  their  rights  to  the 
Court  (b)  in  the  form  (unless  the  Court  shall  otherwise  order)  of  a 
special  case  (c),  agreed  to  by  the  parties,  or,  in  case  of  difference, 
settled  by  the  comptroller  (r/) . 

In  any  proceeding  for  rectification  of  the  register,  the  Court 
may  direct  an  issue  to  be  tried  for  the  decision  of  any  question  of 
fact,  and  may  award  damages  to  the  party  aggrieved  {e). 

Subsequently  to  registration  clerical  errors  may  be  corrected  by 
the  comptroller  {/),  who  may  also  allow  the  application  to  be 
amended  by  admitting  any  of  the  goods  for  which  the  mark  is 
claimed  (,/'),  and  may,  after  registration,  alter  the  address  of  the 
registered  proprietor  {[/) ,  and  by  leave  of  the  Court  the  registered 
proprietor  may  alter  his  trade  mark  and  procure  an  alteration 
of  the  register  accordingly,  but  the  alteration  must  not  extend  to 
any  of  the  "  essential  particulars  "  of  the  trade  mark  {/i). 

No  notice  of  any  trust,  expressed,  implied,  or  constructive,  can 
be  received  by  the  comptroller,  or  entered  in  the  register  (/). 


Assignment 
and  transmis- 
sion. 


2.  Transfer. 

A  trade  mark  is  capable  of  being  assigned  during  the  life  of  its 
proprietor,  and  of  being  transmitted  at  his  death ;  but  it  can  be 
assigned  and  transmitted  only  in  connection  with  the  goodwill  of 
the  business  concerned  in  the  particular  goods  or  classes  of  goods 
for  which  it  has  been  registered  (/.•),  and  "an  assignee  has  no 


1888  ;  In  re  Steel,  Chitty,  J.,  Jan.  12th, 
1893.  But  registration  with  such  limi- 
tations is  not  now  regarded  with  favour  : 
In  re  Detvhurst  ^-  Sons,  Ld.,  (189G)  2  Ch. 
137. 

(«)  Hx  parte  Hemming  ^  Son,  Jessel, 
M.  R.,  April  27th,  1881. 

{h)  ^  71,  and  Rules  42,  43. 

[c)  Rule  44,  and  see  note  to  §  71, 
infra. 

{(i)  Rule  45. 

{e)   §  90. 

(/)§91. 


(y)  Rule  48. 

(h)  §  92.  And  see  In  re  Beivhurst, 
Jessel,  M.  R.,  June  llth,  1880,  and  cases 
collected  in  the  note  to  the  section. 
Notice  of  the  application  must  be  given 
to  the  comptroller :   Rule  48. 

(i)  §  85.  See  In  re  Mitchell  ^-  Co., 
28  Ch.  D.  666  ;  In  re  Be  Otadw/,lj.  J. 
N.  of  C.  1885,  p.  155. 

(/t)  §  70.  See  Massam  v.  Thorley'' s 
Cattle  Food  Co.,  14  Ch.  D.  748  ;  Ex  parte 
laivrence  Bros.,  44  L.  T.  N.  S.  98  ;  In  re 
Wellcome,  32  Ch.  D.  213. 
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exclusive  right  to  a  trade  mark  unless  the  assigument  is  of  a  busi- 
ness co-extensive  with  the  trade  mark  as  registered"  (r/).  Trade 
marks  registered  as  a  series  can  only  be  assigned  and  transmitted 
as  a  whole  (b). 

Even  apart  from  the  Act,  there  is  no  doubt  that  the  trade  mark  Trade  mark 
cannot  be  severed  from  and  used  independently  of  the  goodmll.  geared  from 
If  that  could  be  done,  the  iii(Jicium  of  genuineness  might  only  goodwill, 
serve  to  mislead.  This  view  was  clearly  put  by  Lord  Westbury, 
C,  in  the  LcafJicr  Cloth  Coij/paiiies^  case  (c),  when  he  suggested 
the  case  of  a  firm  of  clothiers  in  "Wiltshire,  trading  as  A.  B.  &  Co. 
for  fifty  years,  and  acquiring  a  great  reputation  for  their  broad 
cloth  marked  "  A.  B.  &  Co.  Wilts "  ;  then,  he  asked,  supposing 
A.  B.  &  Co.  to  discontinue  their  business,  and  to  sell  the  right  to 
use  the  mark  to  C.  D.  &  Co.,  clothiers  in  Yorkshire,  would  the 
latter  be  protected  in  equity  in  their -claim  to  the  exclusive  use  of 
the  mark  ?  and  he  answered  the  question  in  the  negative.  So  in 
Finfo  V.  Badnum  (c/).  Fry,  L.  J.,  said  :  "  By  the  English  law,  can  a 
trader,  who  has  used  a  brand  upon  a  particular  article,  and  who 
continues  to  manufacture  that  article,  alienate  that  brand  to  another 
person,  so  as  to  give  the  alienee  any  right  whatever  ?  It  appears  to 
me  that  upon  first  principles  he  can  have  no  such  right.  The  brand 
is  an  indication  of  origin,  and  if  you  transfer  the  indication  of 
origin,  without  transferring  the  origin  itself,  you  are  transferring  a 
right,  if  any  right  at  all,  to  commit  a  fraud  upon  the  public,  and 
such  right  is  not  recognised  by  the  law  of  England." 

To  such  an  extent  is  a  trade  mark  an  accessory  of  the  goodwill.  Trade  mark 

"DftssGS  with, 
that  in  Sl/ipicrig/tf  v.  CJeineids  {(•),  Malins,  V.-C,  held  that  in  the  goodwill. 

(«)  Fer   TvY,    L.  J.,    in    Edwarch    v.  32  Alb.L.  J.  4.'J5  ;  In  re  Roicleij  S;  Tyiie, 

Bennvi,  30  Ch.  D.  454.    If  a  trade  mark  9    V.   L.   R.   (L.)     307  ;     Chadwick    v. 

registered    iu   respect   of    an    extensive  Covell,    151   Mass.   190  ;   Covell  v.   Chad- 

class  of  goods  is  assigned  together  with  wick,  153  Mass.  263;  25  Am.  St.  Rep. 

the  goodwill  of  a  business  concerned  in  625  ;  Itoijal  Baking  Fowder  Co.  v.  Fai/- 

Bome  only  of  such  goods,  the  assignment  iiio)id,  70  Fed.  ReiJ.  376  ;  85  Fed.  Rep. 

of  the  trade  mark  would  apparently  be  231.     As  to  the  construction  of  a  cou- 

valid  pro  lanlo.  tract  entered  into  on  the  sale  of  a  trade 

(h)   ^  66.  mark,  see  Goodman  v.  Meridcn  Britannia 

(c)  4  De  G-.  J.  &  S.    137.      And  see  Co.,  50  Conn.  139:    Oakes  v.  Tonsmierre 

Cotton  V.  Gillard,  44  L.  J.  Ch.  90  ;  Taijlor  (2),    49    Fed.    Rep.     447  ;     Chattanooga 

V.  7/(.'»iis,  4  Biss.  406  ;   Witlltaus  y.  Braun,  Medicine  Co.  v.   Thcdfurd,  00  Fed.  Reii. 

44  Md.  303;   Skinner  v.   Oakes,  10   Mo.  544,  reversing  58  Fed.   Rep.    34  7,    and 

Ap.  45  ;   Morgan  v.  Rogers,  19  Fed.  Rep.  overruling  49  Fed.  Rep.  919. 

32    U.    S.   Pat     Gaz.    1124  ;    Uakes    v.        j,,]J„,i,,^_  j^.u   >um)  1  Ch.  569. 
Tonxmierre,    4   Woods,    o47 ;     omitk    v.  >  \         / 

Fair,  14  Ont.  Rep.  729  ;  Smith  v.  Imus,  {c)  19  W.  R.  599. 
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Same  prin- 
ciple adopted 
in  America. 


Personal 
trade  mark. 


sale  of  the  latter  tlie  trade  mark  would  pass,  whether  specially 
mentioned  or  not  (a) . 

In  a  case  before  the  New  York  Court  of  Appeals  (h),  the 
expression  was  adopted  that  "  a  property  in  trade  mark  might  be 
obtained  by  transfer  from  him  who  had  made  the  primary  acquisi- 
tion, though  it  was  essential  that  the  transferee  should  be  possessed 
of  the  right  either  to  manufacture  or  sell  the  merchandise  to  which 
the  trade  mark  had  been  attached."  In  another  American  case  (c), 
the  statement  that  the  "  property  or  right  to  a  trade  mark  might 
pass  by  an  assignment  or  by  operation  of  law,"  was  followed  by 
this  limitation,  "  to  any  one  who  took  at  the  same  time  the  right 
to  manufactm-e  or  sell  the  particular  merchandise  to  which  the 
trade  mark  had  been  attached,"  And  in  the  case  of  Kidd  y. 
Johnson  [d),  the  Supreme  Court  of  the  United  States  laid  down 
that  "  as  distinct  property,  separate  from  the  article  created  by  the 
original  producer  or  manufacturer,  a  trade  mark  may  not  be  the 
subject  of  sale.  But  when  it  is  affixed  to  articles  manufactured  at 
a  particular  establishment,  and  acquires  a  special  reputation  in 
connection  with  the  place  of  manufacture,  and  that  establishment 
is  transferred,  either  by  contract  or  operation  of  law,  to  others,  the 
right  to  the  use  of  the  trade  mark  maybe  lawfully  transferred  with 
it.  Its  subsequent  use  by  the  person  to  whom  the  establishment  is 
transferred  is  considered  as  only  indicating  that  the  goods  to 
which  it  is  affixed  are  manufactured  at  the  same  place,  and  are  of 
the  same  character,  as  those  to  which  the  mark  was  attached  by  its 
original  designer." 

It  is  possible  that  occasionally,  though  rarely,  a  trade  mark  may 
be  so  framed  as  not  to  be  merely  a  simple  indication  of  quality,  or 
a  guide  to  the  place  of  manufacture,  but  to  have  the  effect  of 


(rt)  And  see  Churton  v.  Douglas,  Johns. 
174  ;  In  re  Roger  (2),  12  P.  E,.  149 ; 
Currie  v.  Curric,  15  P.  R.  339  ;  Fulton  v. 
Sellers,  4  Brews.  42 ;  TJtompson  v.Macl'in- 
non,  2  Steph.  Dig.  726  ;  Merry  x.  Honpes, 
111  N.  Y.  415  ;  Metcalfe  v.  Jiraiid,  86 
Ky.  331  ;  9  Am.  St.  Eep.  282  ;  Soils 
Cigar  Co.  v.  Tozo,  16  Col.  388  ;  25 
Am.  St.  Rep.  279  ;  Fish  Bros.  Wagon  Co. 
V.  La  Belle  Wagon  Works,  82  Wise.  546  ; 
33  Am.  St.  Rep.  72  ;  Zistman  Mill  Co.  v. 
William  Zistman  Milliiia  Co.,  88  Wise. 
334  ;  43  Am.  St.  Rep.  907  ;  Wilmer  v. 
Thomas,  74  Md.  485  ;  Frince  Metallic  Faint 
Co.  V.  Frince  Manufacturing  Co.,  57  Fed. 
Rep.  938  ;   17  TJ.  S.  App.  145  ;   Cuervo  v. 


Landauer,  63  Fed.  Rep.  1003  ;  Sanche  v. 
Eleetrolihation  Co.,  64  U.  S.  Pat.  G-az. 
1189;  Mitchell  v.  Joshua  Bros.,  17  V. 
L.  R.  736.  But  an  assignment  can  give 
no  exclusive  right  in  a  word  used  as  a 
mere  indication  of  quality ;  Mernj  v. 
Hoopes,  111  N.  Y.  415. 

[b)  Congress  ^-  Empire  Spring  Co.  v. 
High  Rock  Congress  Sjjring  Co.,  45  N.  Y. 
291 ;  R.  Cox,  599. 

(c)  Fixon  Crucible  Co.  v.  Guggenheim, 
2  Brews.  321  ;  R.  Cox,  559.  And  see 
Walton   V.    Crowlei/,    3    Bl.   C.  C.    440  ; 

R.    Cox,   166 ;    and  Ferringer  v.   Flats, 
29  Cal.  292 ;  R.  Cox,  324. 
{d)  100  U.  S.  617. 
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ascribing  the  article  to  which  it  is  attached  to  the  personal  skill  or 
supervision  of  an  individual.  In  such  a  case  the  question  arises 
whether  the  trade  mark,  which  when  originally  adopted  contained 
no  assertion  which  was  incorrect,  is  capable  of  transfer  to  another 
person  so  as  to  enable  him  to  apply  it  to  his  own  goods  and  to 
prevent  a  similar  use  of  it  by  others,  the  personal  skill  and  super- 
vision of  its  former  proprietor  having  ceased  to  be  applied. 

The  considerations  which  occur  in  cases  where  such  a  contention  Not  assign- 
is  set  up  are  well  stated  by  the  Supreme  Court  of  Massachusetts  (a)  ^  ®' 
in  the  following  terms : — "  There  may,  no  doubt,  be  cases  where 
the  personal  skill  of  an  artist  or  artisan  may  so  far  enter  into  the 
value  of  a  product  that  a  trade  mark  bearing  his  name  would,  or  at 
least  might,  imply  that  his  personal  work  or  supervision  was 
employed  in  the  manufacture ;  and  in  such  cases  it  would  be  a 
fraud  upon  the  public  if  the  trade  mark  should  be  used  by  other 
persons,  and  for  this  reason  such  a  trade  mark  would  be  held  to  be 

unassignable But,  on  the  other  hand,  the  usages  of  trade 

ma}^  be  such  that  no  such  inference  would  naturally  be  drawn 
from  the  use  of  a  trade  mark  which  contains  a  person's  name,  and 
that  all  that  purchasers  would  reasonably  understand  is  that  goods 
bearing  the  trade  mark  are  of  a  certain  standard,  kind,  or  quality, 
or  are  made  in  a  certain  manner,  or  after  a  certain  formula,  by 
persons  who  are  carrying  on  the  same  business  that  formerly  was 
carried  on  by  the  person  whose  name  is  in  the  trade  mark." 

It  is,  indeed,  settled  law  in  England,  though  there  is  some  Name  of 
American  authority  (b)  to  the  contrary,  that  the  mere  fact  of  the  proprietor 
trade  mark  consisting  of  or  containing  the  name  of  its  former 
proprietor,  who  originally  conducted  the  business  with  which  the 
trade  mark  is  connected,  is  not  of  itself  sufficient  to  disentitle  the 
transmittee  or  assignee  of  the  business  to  continue  to  use  the  mark, 
since  the  mere  name  of  the  maker  will  be  deemed  to  be  indicative 
rather  of  a  business,  in  whosesoever  hands  it  may  be,  than  of  an 
individual  proprietor  of  it  (c). 

(a)  JFoxiev.  Chancy,  143  Mass.  592.  352;  Churton   v.   Douglas,  Johns.    174; 

[It]   Hhcrwood  v.  Andrews,  3  Amer.  L.  Hall  v.  Barroivs,  4  De  G.  J.  &  S.  150  ; 

Reg.  N.  S.  5S8.     And  see  Partridge  v.  Leather    Cloth  Co.    v.   Amcriean  Leather 

Menck,  2  Sandf.  Ch.   G22  ;   Carmichd   v.  Cloth  Co.,  1   H.   &  M.  271  ;  4  De  G.  J. 

Latimer,  11  R.  I.  395  ;  Mauhattan  Mcdi-  &  S.  137  ;    11  H.  L.  C.  523  ;  Massam  v. 

cine  Co.  v.   Wood,  108  U.  S.  218  ;  Morton  J.  JF.   Thorla/s   Cattle  Food  Co.  (2),   14 

Manufacturing     Co.     v.    Jforfon     Manu-  Ch.   D.    748  ;    Tassaud   v.    Tussaud,    44 

facturing  Co.,  18  Fed.  Rep.  816.  Ch.  D.   678  ;    and  the  American  cases 

(c)  Burrj  v.  Bedford,  4  De  G.  J.  &  S.  of  McLean  v.  Fleming,   96  U.   S.  245  ; 
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When  trado  It  is,  liowever,  conceivable  that  a  trade  mark  may  be  "so  corn- 

personal,  plotely  personal  as  of  necessity  to  import  that  the  goods  sold  under 

it  have  been  manufactured  by  a  particular  individual  "  (r/),  as  if  it 
contains  not  only  the  name  of  the  proprietor,  but  also  some  reference 
to  his  personal  qualifications  or  supervision  (b),  or  an  allusion  to 
particular  workmen  in  his  employ  (r),  in  which  case  the  mark  will 
already  become  deceptive  even  while  the  business  remains  in  the 
same  hands,  if  the  proprietor  should  cease  to  give  his  personal 
attention  or  to  employ  the  same  workmen.  And  in  Manhattan 
Medicine  Co.  v.  Wood  (d),  the  Supreme  Court  of  the  United  States 
said  that  "  if  one  affix  to  goods  of  his  own  manufacture  signs  or 
marks  which  indicate  that  they  are  the  manufacture  of  others,  he 
is  deceiving  the  public  and  attempting  to  pass  upon  them  goods  as 
possessing  a  quahty  and  merit  which  another's  skill  has  given  to 
similar  articles,  and  which  his  own  manufacture  does  not  possess  in 
the  estimation  of  purchasers.  To  put  forth  a  statement,  there- 
fore, in  the  form  of  a  circular  or  label  attached  to  an  article, 
that  it  is  manufactured  in  a  particular  place  by  a  person  whose 
manufactiu'e  there  had  acquired  a  great  reputation,  when  in 
fact  it  is  manufactured  by  a  different  person  at  a  different 
place,  is  a  fraud  upon  the  public  which  no  Court  of  Equity  will 
countenance." 


Filkins  v.  Blackman,  13  Bl.  C.  C.  440  ;  8  Fed.  Rep.  29 ;  SocUtc,  ^-e.  de  la  Bene- 

Weed  V.  Fcterson,  12  Abb.  Pr.  N.  S.  178  :  dictine  v.  Micalovitch,  36  Alb.  L.  J.  364 ; 

Booth  V.  Jarrett,  h'l  How.  Pr.  169  ;  Wes-  and  the  Canadian  case  of  Gage  v.  Canada 

ton  V.  Ketcham  (1),  39  N'.  Y.  Super.  Ct.  I'ublishing  Co.,  11  Can.  Sup.  Ct.  306. 

54  ;  S.  C.  (2)  51   How.  Pr.  455  ;    Woods  («)  p^r  Turner,  L.  J.,  in  Burtj  v.  Bcd- 

V.  Sands,  Dip:.  467  ;  Fnlton  v.  Sellers,  4  f^rd^  4  Oe  G.  J.  &  S.  352  ;  so  in  Car- 

Brew.s.  42  ;    louug  v.  Jones  Bros.  ^-  Co.,  j^ichel  v.  Latimer,  11  R.  I.  395  ;  Oakcs  v. 

3  Hughes,  2^4;  Broicn  Chenncal  Co.  v.  Tonsmierre,    4     Woods,    547;  Hoxie    v. 

Mcijer,\Z'd\j.^.oiO\  Oakcs y.Tonsmierre  Chancy,     143     Mass.      592;    Messer    v. 

(2),  49Fed.  Rep.447;  iePff^cv.^/m/ffM  Fadettcs,    168   Mass.    140;  60   Am.    St. 

Cement  Co.,  51  ib.  94  ;  FiUsbury  \.  Pills-  Rep    371. 

hiirii-lVaiihburn  Flour   Mills   Co.,   64   ib.  ii\    tt  1    1  u           -n-  i    t  u     -,r       y- 

OJ1.  r  7„      -n     1     t  -f\   1   c^o     o          1  (")  Helmhold    V.    Hchnboid    Jlanufac- 

841;  lederv.  Benkert,  tO  lb.  6l3:  S>/monds  .    ^■'      /^,       -o   -n-          -r>      < -o      d-  / 

r         CO  Tvr„-        OA.)     IT  A        ci  -D  turinq   Co.,  o3   How.   Pr.  4o3  ;  Fmto  v. 

V.  Jones,  82  Maine,  302  ;  17  Am.  St.  Rep.  ?>    7           s  p     qi    iq- 

485,  which  shows  that  care  must  be  taken  ^"(^>»">h  ^  -fr.  »i,  ib<. 

that  the  name  shall  not  be  so  used  as  to  ('')  ^nd    compare    the  reference    by 

lead  to  the  belief  that  the  former  pro-  I^ord  Kingsdown  to  an  artist's  special 

prietor  pertionally  conducts  the  business  :  skill,  in  Leather  Cloth  Co.   v.   American 

Richmond  Xervine  Co.   v.  Richmond,   159  Leather  Cloth  Co.;  11  H.  L.  C.  523. 

"U.  S.  293,  where  the  same  principle  was  {d)  108  U.    S.    218.      And  see  Jn  re 

applied  to  a  trade  mark  containing  the  Su-czey  (J-  Dart,  62  How.  Pr.   215;  and 

portrait  of  the  original  proprietor.  Com-  Daly,  C.  J.'s  observations  in  liegeman  ^• 

pare   Clark  v.   German  Jfatual  Fire  In-  Co.  v.  liegeman,  8  Daly,  1.     See  also  In 

suratice  Co.,  TM.O.  A-pp.  77;  Russia  Cement  re  Sill,  10  P.   R.    113;  Alaska  Rankers' 

Co.v.LePage,  147  Mass.  206  ;  Koxiey.  Association  v.    Alaska   Imperial  Co.,   60 

CJianey,  143 Mass.  592;  Peppery.  Labrot,  Fed.  Rep.  103. 
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In  sucli  a  case,  independently  of  statute,'  it  is  clear  that  no  pro-  No  protection 
taction  will  be  given  to  a  mark  become  deceptive.     Thus,  Lord  marka^^  ^^'^ 
Westbury,  C,  was  of  opinion  that  the  Conrt  would  not  sell  and 
transfer  the  right  to  use  a  mark  of  a  personal  character  simply  and 
without  alteration  (a) . 

The  objection  to  the  use  of  a  trade  mark  become  deceptive,  The  Pcitents, 
which,  independently  of  statute,  applied  rather  to  the  use  of  the     ^'    *^ '      "^' 
mark  assigned  than  to  the  power  of  assigning  it{b),  should  now, 
as  it  appears,  more  properly  apply  to    the    registration  of   the 
assignee  or  transmittee,  by  which  the  latter  acquires,  at  least,  a 
])rimd  facie  right  to  practise  deceit.     The  Act,  indeed,  contains  no  . 

provision  expressly  directed  to  meet  a  case  of  this  kind,  the  73rd 
section  being  only  aimed  at  an  attempted  registration  of  a  mark 
disentitled  from  the  beginning  to  j^rotection,  by  reason  of  being 
inherently  calculated  to  deceive,  and  not  to  a  registration  of  a 
subsequent  proprietor  of  a  mark  which  has  lost  its  right  to  protec- 
tion through  a  change  of  circumstances.  The  spirit  of  the  Act  is, 
however,  to  favour  the  general  assignability  of  trade  marks 
together  with  the  goodwill  to  which  they  are  attached,  and  it  may 
be  expected  that  such  elements  in  a  trade  mark  as  would  impede 
this  assignability  will  very  rarely,  if  ever,  survive  the  original 
process  of  registration  now  necessary. 

Subject  only  to  the  provision  prohibiting  the  severance  of  a  Trademarks 
trade  mark  from  the  goodwill  of  the  business  with  which  it  is  con-  u-ansferable 
nected,  the  trade  mark  is  freely  assignable.  "  The  right  to  a 
trade  mark  may,  in  general,  treating  it  as  property,  or  an  accessory 
of  property,  be  sold  and  transferred  upon  a  sale  and  transfer  of 
the  manufactory  of  the  goods  on  which  the  mark  has  been  iised  to 
be  affixed,  and  may  be  lawfully  used  by  the  purchaser"  (c).     If 

{a)  Sail  V.  Barroivs,  4  De  G-.  J.  &  S.  (r)   Per   Lord    Cranworth   in    Leather 

150.     See,  too,  the  Clothiers'  case,  sug-  Cloth  Co.  v.  American  Leather  Cloth  Co., 

{jcested  by  him  in  the  Z(?«;Aer  Cloth  Co.'s  11   H.  L.  C.  5213.     And  see  ^jer  V.-O. 

case,  4    De    G.    J.    &    S.    137  ;  and   the  Wood  in  Ai/tstvorth  v.  Walmdeij,  L.  li. 

remarks  of  Lord  Cranworth  in  that  case  1  Eq.  518  ;  also  ILall  v.  Barrows,  4  De 

in  the  House  of  Lords,  11  H.  L.  C.  52i  ;  G.  J.   &  S.  150  ;  Hudson  v.  Osborne,  39 

and  those  of  the  L.  J  J.  in  Bury  v.  Bed-  L.  J.  Ch.  79  ;    Weed  v.  Peterson,  12  Abb. 

ford,  4  De  G.   J.   &  S.    352.     And   see  Pr.  N.  S.  178;   Cook  v.  Starlaceather,  13 

Fittto  V.    Badinan,  8    P.    R.    181,    187;  id.  392 ;  Frese  \.  Bachof  {•!),  UB\.  G.  C. 

Sherwood  v.   Andrews,   3  Am.   L.   Reg.  432  ;  Ln  re  Rohland,  10  U.  S.  Pat.  Gaz. 

N.  S.  588  ;  Fartrklge  v.  Menck,  2  Sandf.  980  ;  Lockwood  v.  Bostwlck,  2  Daly,  521  ; 

Ch.  622;  Messer  v.  Fadcttes,  168  Mass.  Gaye  v.  Canada  Fublishuif/  Co.,  11   Can. 

140;  GO  Am.  St.  Rep.  371.    .  Sujj.   Ct.  30G  ;  and  the   clear  and  full 

{b)  Fer  Turner,  L.  J.,  in  Baru  v.  Bed'  statement  by  Daly,  C.  J.,  in  liegeman  % 

ford,  4  De  G,  J,  &  S,  352.  Co,  v,  Ileijcmun,  8  Daly,  1.     It  was  «»i4 
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Registration 
of  suhspcj^uent 
propi-ietor. 


Transmis- 
sion on 
bankruptcy. 


this  were  not  so,  the  value  of  a  very  valuable  and  important  part 
of  the  goodwill  of  the  business  carried  on  by  a  person  {a)  would  be 
seriously  diminished.  And  for  a  similar  reason,  and  in  the  interest 
alike  of  the  owner  of  a  trade  mark  himself  and  of  his  assignee,  the 
original  owner  will,  subsequently  to  assignment,  be  restrained  from 
the  use  of  his  former  trade  mark,  equally  with  persons  who  have 
never  had  an  interest  in  it  {b).  Nor  after  that  event  does  he 
retain  any  power  of  conferring  on  another  a  right  to  use  it  (c) . 
The  same  will  be  the  case  if  the  sale  has  been  made,  not  by  the 
owner  himself,  but  by  his  trustee  in  bankruptcy  (d).  In  the  sale 
of  a  business  a  trade  mark  will  pass  to  the  purchaser  without 
special  mention  (e) . 

When  a  person  becomes  entitled  to  a  registered  trade  mark  by 
assignment  or  transmission,  or  other  operation  of  law,  the  way  in 
which  he  has  to  obtain  the  registration  of  himself  as  the  pro- 
prietor (,/")  is  by  sending  a  request  to  that  effect  to  the  comp- 
troller {g) ,  signed  in  the  same  way  as  is  required  in  the  case  of  an 
original  application  {//),  stating  the  name,  address,  and  description 
of  the  claimant,  and  the  particulars  of  his  title,  showing  that  the 
trade  mark  has  gone  with  the  goodwill  of  the  business  (/),  and 
accompanied  by  a  statutory  declaration  verifying  the  several 
statements  made  (/.).  And  further  proof  of  title  is  to  be  furnished 
to  the  comptroller  if  he  requires  it  (/). 

On  the  owner  of  a  trade  mark  becoming  bankrupt,  his  trade 
mark  is  transmitted  with  his  business  to  his  representative  in 
bankruptcy,  and  will,  together  with  the  business  and  goodwill,  be 
dealt  with  by  him  (m)  ;  and  it  cannot  be  objected  to  an  assignment 


by  Shipman,  J.,  in  the  American  case  of 
FilHns  V.  BUckmmi,  13  Bl.  C.  C.  440, 
that  ' '  the  right  to  the  use  of  a  trade 
mark  cannot  be  so  enjoyed  by  an  as- 
sigrnee  that  he  shall  have  the  right  to 
affix  the  mark  to  goods  differing  in 
character  or  species  from  the  article  to 
■which  it  was  originally  attached." 

(«)  Compare  the  observations  of  Wood, 
V.-C.,  as  to  the  sale  of  a  trade  name, 
involving  the  same  considerations,  in 
Churton  v.  Boughs,  Johns.  174;  also 
Shipwright  v.  Ckmeni.i,  19  W.  R.  599. 

{!))  Bury  v.  Bedford,  4  De  G.  J.  k  S. 
3.52.  And  see  Churton  v.  Douglas,  Johns. 
174. 

[c)  Sohl  V.  Geiscndorf,  1  Wils.  (Ind.) 
60  ;  Filkinsv.  Blackman,  13  Bl.  C.  C.  440. 

[d)  Hudson  v.  Osborne,   39  L.  J.  Ch. 


79  ;  Hegeman  ij-  Co.  v.  Hcgeman,  8 
Daly,  1. 

{e)  Shipwright  v.  Clements,  19  W.  R. 
599  ;  and  see  cases  collected  at  p.  100, 
note  {a). 

(/)  S^  87. 

(g)  Rule  36. 

(//)  Rule  37. 

(J)  Rule  38,  and  see  §  70. 

(/t-)  Rule  39.  For  form  of  applica- 
tion and  declaration,  see  Form  K.  in 
Second  Schedule  to  Rules. 

(0  Rule  40. 

{m)  Ilud.'^on  V.  Osborne,  39  L.  J.  Ch.  79  ; 
Cotton  V.  Gillard,  44  L.  J.  Ch.  90  ;  Bury 
V.  Bedford,  4  De  G.  J.  &  S.  352  ;  Ex 
parte  Young,  Dig.  537  ;  Hogers  v.  Taintor, 
97  Mass.  291  ;  liegeman  ^  Co.  y. Hegeman, 
8  Daly,   1  ;    Warren   v.    Warren   Tit  read 
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of  a  trade  mark  by  the  trustee  in  bankruptcy  of  the  owner  that 
the  goodwill  has  ceased  because  the  trustee  does  not  himself  carry 
on  the  business  («).  Similarly  on  the  winding-  up  of  a  company 
the  trade  mark  will  pass  with  the  goodwill  of  the  business  to  the 
liquidator  {b).  But,  apart  from  the  statutory  provisions  regulating 
registration,  it  seems  that  a  trade  mark  which  owes  its  value  to  its 
owner's  personal  skill  will  not  pass ;  and  in  the  American  case  of 
In  re  Sicczcij  and  Dart  (e)  an  insolvent  trader  was  directed  to  be 
examined  for  the  purpose  of  ascertaining  whether  the  value  of  the 
mark  was  owing  to  such  skill  or  to  the  general  working  of  the 
factory.  And  it  has  been  held  in  America  that  an  assignee  in 
bankruptcy  cannot  sell  a  trade  secret  or  a  trade  mark  of  which  the 
main  feature  is  the  bankrupt's  name,  so  as  to  restrict  the  bankrupt's 
right  to  use  it  [d)  ;  and  also  that  where  one  of  the  partners  in  a 
solvent  firm  becomes  bankrupt,  his  interest  in  the  name  or  trade 
mark  of  the  firm  cannot  be  sold,  on  the  ground  that  his  right  is 
only  to  an  undivided  part  of  the  mark,  and  that  this  is  of  no  value 
apart  from  its  connection  with  the  goodwill  {e). 

Upon  the  formation  of  a  partnership,  one  member  of  which  is  Formation  of 
the  proprietor  of  a  trade  mark,  the  trade  mark  will,  in  the  absence  "^^^  °^'^'*  ^^' 
of  express  provisions,  or  tacit  acquiescence  by  the  other  partners  in 
the  previous  owner's  retention  of  his  trade  mark  (_/'),  pass  into  and 
become  part  of  the  partnership  assets,  for  the  trade  mark  is  but  an 
element  of  the  trade  {(j).  In  that  case  it  seems  that  the  partner 
who  has  newly  acquired  an  interest  in  the  trade  mark  will  be 
entitled  to  registration  as  joint  proprietor  with  his  partner  who  is 
already  on  the  register.  And  where,  without  the  actual  formation 
of  a  partnership),  three  persons  agreed  to  carry  on  business  in 
common,  one  manufacturing,  another  acting  as  exporting  agent, 


Co.,  134  Mass.  247.     And  see  Longman  practically    reversing-    Kldd    t?-    Co.     v. 

V.  Tripp,  2  Bos.   &  P.  N.   R.  67  ;  and  3liUs,  Johnson  %  Co.,  5  U.  S.  Pat.  Gaz. 

Ex  parte  Foss,  2  De  G-.  &  J.  230.  337.     Of.    Sanche  v.  Ekctrolibation    Co., 

(a)  Hammond  v.  3Ialcolm  Bmnkcr  (|-  Co.,  60  Ih.  1189. 
9  P.  R.  301.  (g)  Burg  v.  Bedford,  4  De  G.  J.  &  S. 

ib)  In  re  BolanachVs  Empire  Chocolate  352,  per  Turner,  L.  J.     And  see  Cni/dg 

Co.,  89  L.  T.  (J.)  273.  v.  Blitchell,  37  L.  T.  N.  S.  268,  ih.  766  ; 

/  \   r.~,  TT         T)     oic  Filkins  V.  Blackman,  13  Bl.  C  C.  440; 

(.)  62  IIow.  Pr.  21.5.  ^^^^^.^  ^_  ^^^^^.^^  ^^  ^^  g  p^^^_  ^^^^    j^^^  ; 

id)  Helmholdv.Udmhold Manufacturing  Jtogers  v.  Taintor,  97  Mass.  291  ;   Sohicr 

r-,..,  53  How.  Pr.  453  ;  Iowa  Heed  Co.  v.  y.   Johnson,   111   Mass.   238;    IFeston  v. 

y^orr,  70  Iowa,  481.  Eetcham  (2),    51    How.    Pr.    455;    Yale 

(e)   Taylor  v.  Bcmis,  4  Biss.  406.  Cigar  Manufacturing  Co.  v.  Yale,  30  U.  8. 

(/)  Kxdd  V.  Johnson,  100  U.   S.  617,  '^^^-  ^az.  1183. 
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and  the  third  as  consignee  and  merchant  at  liangoon,  it  was 
held  on  appeal  that  neither  had  an  exclusive  right  to  the  combina- 
tion of  marks  used  on  the  goods  which  had  passed  through  this 
course,  though  some  of  the  marks  in  the  combination  had  been  used 
separately  by  one  of  the  three  before  the  arrangement  between 
them  was  made ;  the  decision  being  based  on  the  fact  that  the 
combination  as  a  whole  had  come  to  denote  goods  which  had  passed 
through  the  hands  of  all  three  (a). 
Dissolution  of  Upon  the  dissolution  of  a  partnership  among  whose  property  a 
ners  up.  ^^g^^g  mark  is  included,  whether  that  dissolution  be  brought  about 
by  the  mutual  agreement  of  the  partners  or  by  the  death  of  one  of 
them,  the  trade  mark,  as  forming  part  of  the  partnership  assets, 
and  also  on  account  of  its  close  connection  with  the  goodwill  of  the 
business,  must  be  treated  in  the  same  way  as  the  business  and 
goodwill  are  treated,  unless  there  is  an  express  agreement  for  its 
discontinuance.  If  the  business  and  goodwill  are  sold,  the  trade 
mark  will  be  included  in  the  sale  {b)  ;  if  the  share  of  the  retiring 
or  deceased  partner  is,  by  arrangement,  taken  over  by  the  con- 
tinuing or  surviving  partner  or  partners,  the  retiring  or  deceased 
partner's  interest  in  the  trade  mark  passes  with  his  share  in  the 
business,  and  must  be  included  in  the  valuation  of  that  share  (r)  ; 
if  the  partners  merely  agree  to  divide  the  partnership  assets,  so 
that  each  in  effect  carries  on  the  same  business,  though  they  carry 
it  on  severally  instead  of  jointly,  then  each  is  at  liberty  to  use  the 
mark  as  he  did  before  (d).     Thus,  where  H.  B.  Condy  had  brought 


(ff)  Mobbison  v.  Finlny,  9  Ch.   D.  487.  given  up  his  interest  in  favour  of  the 

Compare  In  re  Jones,  .to  L.  T.  N.  S.  1.  latter:   Kidd^-  Co.  v.  Mi//s,  Johnson  if-  Co., 

(i)  liradbiiry  v.  Dickens,  27  Beav.  53  ;  5   U.   S.   Pat.    Gaz.    337.     See  Kidd  v. 

Hall  v.  Barrows,  4  De  G.  J.  &  S.  150;  Johnson,     100     U.     S.     617  ;     Holt     v. 

Banks  v.  Gibson,   34  Beav.   566;  Rogers  Menendez,    128    U.    S.    182;    and  Simp- 

V.  Taintor,  97  Mass.  291  ;  Armistead  v.  son  v.    Wright  (1),  15   U.   S.  Pat.   Gaz. 

BlackwcU,  1  U.  S.  Pat.  Gaz.  603  ;   Caswell  248.      On    the    other    hand,    the   con- 

T.  Hazard,  52  Fed.  Rep.  431.  tinned  use  of  the  mark  by  the  retiring 

[c)  Banks  v.   Gibson,    34    Beav.    566  ;  i^artncr,  even  on  a  sjiurious  article,  is 

Hall  v.  Barrows,  4  De  G.  .T.  &  S.  150  ;  evidence  of  his  intention  to  pre.-<erve  his 

Hazard  v.  Casivcll,  93  N.  Y.  259;   Gage  interest  in  the  mark  :   Wright  v.  Simpson, 

v.  Canada  F/tblishing  Co.,  11   Can.  Sup.  15  ib.  968. 

Ct.    306  ;   Ho.rie  v.    Chaney,    143   Mass.  {d)  Banks   v.    Gibson,    34    Beav.    566. 

592.     And  see  Rorke  v.  Societc  des  Huiles  And  see  Bond  v.  Milbourn,  20  W.  E.  197  ; 

d' Olive,  14  App.  Div.  N.  Y.  173;  Stewart  Weston  v.  Ketcham  (1),  39  N.  Y.  Super. 

\.  Einstein  Y.  SawhiU,(jW.^.  Vsit.Gcaz.  Ct.   54;    S.  C.   (2),  51    How.  Pr.    455; 

1333.     But  it  seems  that  if  a  retiring  Young  v.  Jones  Bros.  £,■   Co.,  3   Hughes, 

partner  sets  up  no  claim  to  an  interest  274  ;  Hazard  v.  Caswell,  93  N.  Y.  259  ; 

in  the  trade  mark,  and  the  continuing  Robinson  v.  JFinlay,  9  Ch.   D.   487.     In 

partner  continues  to  use  it  without  ob-  In  re  Jones,  53   L.  T.  N.   S.  1,  it  was 

jection,  the  former  will  be  held  to  have  held  that  neither  of   the  parties  to  a 
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into  a  partnersliip  formed  between  himself  and  one  Mitchell  certain 
trade  marks,  which  consisted  in  part  of  the  former's  name,  it  was 
held  that  after  the  dissolution,  on  which  the  goodwill  became 
divisible  in  equal  shares  between  the  partners,  Mitchell  was  equally 
entitled  with  Condy  to  continue  to  use  the  trade  mark  [a).  And 
where  certain  partners  sold  to  their  co-partner  their  interest  in  the 
business  premises  and  in  certain  personal  property  connected  with 
the  business,  but  not  their  interest  in  the  goodwill  or  trade  mark, 
it  was  held  that  they  retained  their  right  to  use  the  trade  mark 
concurrently  with  their  former  co-partner  (b) . 

Where  a  trade  mark  has  been  transmitted  by  the  death  of  the  Transmission 
registered  proprietor,  his  legal  personal  representative  will  be 
recognised  as  having  the  title  to  the  mark.  So  long  since  as  the 
reign  of  King  Greorge  II.,  Lord  Hardw^icke,  C,  decided  {c)  that 
shares  in  the  goodwill  of  a  newspaper,  entitled  T/ie  Sf.  Jamcii's 
Evening  Post,  were  to  be  considered  as  part  of  the  personal  pro- 
perty of  the  proprietor ;  and  that,  on  the  death  of  the  proprietor, 
his  trade  mark  passes  to  his  personal  representative  with  the 
remainder  of  his  personal  property  has  never  been  questioned  {d). 
"Where  letters  of  administration  to  a  person  who  had  adopted  a 
trade  mark  for  an  article  of  his  invention  had  not  been  taken  out, 
it  was  held  that  his  son  could  not,  by  merely  continuing  to  make 
the  article  and  use  the  trade  mark  after  his  father's  death,  acquire 
a  right  in  the  trade  mark  so  as  to  be  entitled  to  prevent  another 
person  from  using  it ;  still  less  could  a  purchaser  of  the  son's  busi- 
ness do  so  {(■).  But  a  rather  different  view  of  the  results  of  such  a 
proceeding  has  been  taken  in  America  (  /'). 

The  proprietor  of  a  trade  mark  may  bequeath  it  according  to  Bequest  of 
pleasure  {(j),  but  this  is  subject  to  the  provisions  prohibiting  its 
transmission  otherwise  than  in  connection  with  the  goodwill  of  his 


joint  adventure  was  entitled,  after  this  (c)  Gihlett  v.  Read,  9  JVIod.  459. 
had  come  to  an  end,  to  use  or  register  [d)  Thus,  in  Croft  v.  Lay,  7  Beav.  84  ; 
the  joint  trade  marks  as  against  the  28  Leg.  Obs.  378,  the  successful  plain- 
others,  tiffs  were  the  executors  of  the  former 

(rt)   Condy  v.  MitcheU,  37  L.  T.  N.  S.  proprietor    of    the   business  and  trade 

268,  766.     And   see  Caswell  v.  Hazard,  mark.     See  In  re  Farina  (4),  44  L.  T. 

121  N.  Y.  484;   18  Am.  St.  Rep.  833,  N.  S.  99. 

which  shows  that  in  such  cases  neither  (e)  Ilovenden  v.  Lloyd,  18  W.  R.  1132. 

partner  may  use  his  own  name  in  such  And   see    Hingleton  v.   BuUoh,   3    Doug, 

a  way  as  to  interfere  with  the  use  of  the  293. 

firm  name  by  the  other.  (/)  Fratt''s  Appeal,  117  Pcnu.  St.  401. 

{h)  Huwvr  V.  Dannenhoffer,  82  N.  Y.  [g)  Dent  v.    Turpin,   2  J.  &  H.  139  ; 

499  ;  Uazard  v.  Caswell,  93  N.  Y.  259,  M'Lean  v,  Fleming,  96  U.  S.  24.'), 
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business  {a),  and  a  registered  series  of  marks  can  only  be  trans- 
mitted as  a  whole  {b). 

By  means  of  bequest,  dissolution  of  partnership,  &c.,  it  is 
possible  for  more  than  one  person  to  become  severally  entitled  to 
the  same  trade  mark  at  the  same  time  (c) ,  and  concurrent  rights 
may  similarly  arise  by  reason  of  concurrent  substantial  user  by 
more  firms  than  one  {d).  In  such  cases  it  was  provided  by  the 
old  rules,  now  repealed,  that  the  several  claimants  might,  by  their 
common  consent,  be  registered  separately  as  separate  proprietors 
of  such  trade  mark  ;  but  no  such  provision  is  contained  in  the 
new  rules,  and  Stirling,  J.,  has  held  that  in  such  a  case  the 
comptroller  ought  not  to  register  each  of  the  claimants  (e). 
Where  one  of  the  claimants  has  got  on  to  the  register,  the  comp- 
troller cannot  register  the  other  without  the  leave  of  the  Court  (/)  ; 
neither  can  he  do  so  where  either  application  is  opposed  {(j). 

By  the  4th  section  of  the  Act  of  1870,  it  was  provided  that 
every  proprietor  registered  in  respect  of  a  trade  mark  subsequently 
to  the  first  registered  proprietor  was,  as  respected  his  title  to  that 
trade  mark,  to  stand  in  the  same  position  as  if  his  title  were  a 
continuation  of  the  title  of  the  first  registered  proprietor  (//).  This 
section  is  not  re-enacted,  but  there  appears  to  be  no  doubt  that  in 
ordinary  cases  the  result  will  be  the  same  as  if  it  had  been.  It 
may  be  noticed  that  by  §  7G  the  privileges  conferred  by  §  3  of  the 
Act  of  1870  upon  the  first  registered  proprietor  are  now  given  to 
the  registered  proprietor. 


^Vhen 
trade  mark 
protected. 


3.  Bisconiinuance. 

In  order  for  a  trade  mark  to  be  entitled  to  protection,  it  is  now 
necessary  either  that  the  trade  mark  shall  be  registered,  or,  if  an 
old  mark  incapable  of  registration  is  in  question,  that  registration 


(«)  §  70.  And  see  Rules  38,  39,  and 
Form  K. 

[b)  §  66. 

\c)  Hine  \.  Lart,  10  Jur.  lOG  ;  Bent  v. 
Turpin,  2  J.  &  H.  139  ;  Bnnkn  v.  Gihso)i, 
34  Beav.  566.  And  see  Southorn  y. 
I!ci/)/olds,  12  L.  T.  N.  S.  75  ;  In  re  Roger, 
12'P.  R.  149  ;  Fratt's  Appeal,  117Penn. 
St.  401  ;  Waukesha  Hi/geia  Springs  Co. 
V.  Hygeia  Sparkling  JJistillcd  Water  Co., 
63  Fed.  Eep.  438,  443 ;  Batchelor  v. 
Thomson,  86  Fed.  Rep.  630. 


[d]  In  re  Powell,  Dig.  589  ;  In  re 
Jelley,  Son  ^  Jones,  51  L.  J.  Ch.  639  ; 
Benhow  v.  Low  (4),  44  L.  T.  N.  S.  875  ; 
Biuj  V.  Nealc,  Bacon,  V.-C,  May  24th, 
1881 ;  In  re  Hodson  ^-  Co.,  26  Sol.  J.  4b  ; 
and  other  cases  on  the  Three  Mark  Rule. 
See  note  (e)  to  §  72,  infra. 

[e)  In  re  Ehrmann,  (1897)  2  Ch.  495. 
(./■)  k  72. 

(.'7)   §  69. 

[h]  Compare  Hovcnden  v.  Lloyd,  18 
W.  R.  1132. 
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shall  have  been  refused  (a) .     The  protection  of  a  mark  once  regis- 
tered terminates,  therefore,  with  the  cessation  of  registration. 

The  original  registration  of  a  trade  mark  is  for  a  period  of  Duration  of 
fourteen  years ;  and  unless  previously  to  the  expiration  of  that  ° 
period  the  fee  for  continuance  is  paid,  the  comptroller  may,  after 
the  end  of  three  months  from  such  expiration,  remove  the  mark 
from  the  register,  and  in  the  same  way  from  time  to  time  at  the 
expiration  of  every  fresh  period  of  fourteen  years  (b).  No  diffi- 
culty need  in  ordinary  cases  be  apprehended  from  the  prolongation 
of  registration,  for  the  exclusive  use  of  a  trade  mark  is  no  injury 
or  deprivation  to  the  public,  but  a  protection  against  fraud. 

If  subsequently  to  the  expiration  of  the  fourteen  years,  but  before 
the  expiration  of  the  additional  three  months,  the  proprietor  pays 
the  increased  fee,  the  comptroller  may  accept  the  fee  as  if  paid 
before  the  expiration  of  the  fourteen  years,  and  allow  the  mark  to 
remain  on  the  register  (e) . 

Even  after  the  removal  from  the  register  for  non-payment  of  Restoration 
the  fee,  the  mark  may  be  restored  to  the  register  by  the  comp-    °  ^^^^^  ^^' 
troller,  if  he  is  satisfied  that  it  is  just  so  to  do,  on  payment  of  an 
additional  fee. 

Independently  of  registration  no  trade  mark  can  exist  as  such  Must  be  a 
unless  there  is  actually  existent  in  the  market  a  vendible  article  to  article  with 
which  the  mark  is  in  some  way  affixed  or  attached  {d),  though  it  trademark 
is  not  necessary  for  the  mark  to  be  externally  visible — e.g.,  where 
it  is  placed  on  the  bottom  of  a  wine  cork,  which  is  not  seen  until 
the  bottle  is  bought  and  opened  (e). 

The  necessity  of  proving  the  existence  of  such  an  article  so  Registration 
marked,  in  the  case  of  registered  marks,  now  no  longer  exists,  i^n^to^puiti'ic 
since,  subject  to  the  connection  with  the  goodwill  of  the  business,  use. 

{a)  §  77.  mark,  but  the  saiice  being  compounded 

(i)   §  79  (1),  (2).  according-  to  a  secret  which  the  trustee 

(c)   I  79  (3).  could  not  communicate,  Sir  G.  Jessel, 

(rf)  McAndreiv  v.  Bansett,  4  De  Gr.  J.  &  M.  R.,  held  that  the  plaintiffs  could  not 

S.  380  ;  Maxwell  v.  Uofjy,  L.  R.   2  Ch.  use   or   protect    the   trade   mark.       See 

307  ;  Edwards  v.  Demiis,  30  Oh.  D.  454  ;  Wiithaus  v.  Braun,  44  Md.  303  ;    Tinjlor 

Wheeler  v.   Johnston,   3  L.  R.  Tr.  284;  v.  5emj«,  4  Biss.  406 ;  lldmholdv.  llchn- 

Candee  v.  Deere,  54   111.  439;  Blackwell  Iwld  Mamifaciurhiff  Co.,  o'SHow.Vr.  4f)3; 

V.   Bibrell,    14   U.    S.   Pat.    Gaz.    633;  Weston  v.  Ketcham  [\),  'i^  N.  Y.  Super. 

Avery  ^-  Sons  t.  Meikle  i^-  Co.,  27  U.  S.  Ct.   54  ;    S.  C.  (2),   51    How.   Pr.   455  ; 

Pat.  Gaz.  1027.     And  see  Singer  Mann-  Manhattan    Medicine    Co.    v.    Wood,    108 

facturing   Co.   v.  Wihon,  2   Ch.  D.  434.  XJ.  S.  218  ;    Morgan  v.  Rogers,  19  Fed. 

In   Cotton  V.    GUlard,   44   L.  J.  Ch.  90,  Rep.  596. 

the  plaintiffs  had  bought  from  the  trustee  («)  MoU  x.Tickering,  8  Ch.  D.  372; 

in  bankruptcy  the  interest  of  the  bank-  MoU  v.    Clybomv,  Dig.    533.      But   see 

rupt  in  a  certain  sauce  and  in  his  trade  In  re  Kinahan,  10  P.  R.  393. 
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registration  is  to  be  deemed  to  be  equivalent  to  public  use  {a)  ; 
although,  if  a  mark  somewhat  similar  to,  but  not  identical  with, 
the  registered  mark  has  been  used  on  goods  on  which  the  regis- 
tered mark  has  never  been  used,  though  they  are  covered  by  the 
registration,  the  Court  may  decline  to  recognise  the  probability  of 
deception  (h).  But  in  the  case  of  old  marks,  it  seems  that  a  certifi- 
cate of  refusal  will  not  entitle  the  unsuccessful  applicant  to  his 
remedy,  if  discontinuance  can  be  established.  The  34tli  Eule 
under  the  Act  of  1875  contained  provisions  intended  to  prevent 
the  continuance  of  restrictions  which  no  longer  served  any  useful 
purpose,  and  this  was  put  into  practice  in  the  case  of  In  re 
Malph  {c).  It  has  not  been  re-enacted ;  but  since,  by  §  70,  a  trade 
mark  is  determinable  with  the  goodwill,  it  may  be  held,  though  it 
is  not  clear,  that  the  Court  has  jurisdiction  under  §  90  to  remove 
from  the  register,  on  the  application  of  any  person  aggrieved,  a 
trade  mark  which  has  lost  its  right  to  existence  by  the  discontinu- 
ance of  its  proprietor's  business  {d).  Whether  this  is  so  or  not,  it 
appears  very  improbable  that  in  such  a  ease  an  injunction  would 
be  granted  to  protect  it. 
Abandonment  "  That  the  right  to  use  a  trade  mark  may  be  lost  by  abandon- 
ment or  disuse  is  too  clear  to  need  argument  or  the  support  of 
authority"  [e),  and  the  neglect  on  the  part  of  the  owner  which  is 
fatal  to  his  exclusive  right  may  either  take  the  shape  of  cessation 
of  user  on  his  own  part,  or  of  the  growth  of  a  concurrent  right  in 
others.  Each  of  these  depends  upon  intention.  "  To  constitute 
abandonment"  (/.^.,  by  cessation  of  user)  "an  intention  to  abandon 
must  be  shown.  Mere  non-user  of  a  trade  mark  can  no  more  be 
said  to  constitute  abandonment  than  the  mere  non-user  of  a  right 
to  foul  a  stream  belonging  to  a  mill  as  an  easement  can  be  said  to 
constitute  an  abandonment  of  the  easement  "  (/').  But  when  the 
word  claimed  as  a  trade  mark  had  not  been  used  during  a  period 
of  eleven  years,  and  the  sale  of  the  article  on  which  it  had  been 
used  had  been   discontinued,  and  the   labels   on   which    it   had 

[a)   §'5.    This  is  so  also  in  the  United  (e)  Fir  Hughes,   J.,  in   Blacku-ell   v. 

States':  In  re  Butcher  Temple  Co.,  U.  S.  JMreU,    14  U.   S.   Pat.   Gaz.   633.     See 

Pat.  Comm.  Decis.  1871,  248.    See  Stern-  Lavergne  \.  Hooper,  Ind.  L.  R.  8  Mad. 

hergcr  v.  Thalheimer,  3  U.  S.  Pat.  Gaz.  149. 

120.  (/)  Per  Ghitty,  J.,  in  Mouson  S;  Co.  v. 

{b)  Edicards  v.  Dennis,  30  Ch.  D.  454  ;  Boehm,   26  Ch.   D.   398.       It  would  be 

Sargreave  v.  Freeman,  (1891)  3  Ch.  39.  evidence  of   intention  to  abandon   if   a 

Cf.  FhilUps  V.  Ogdcn,  12  P.  R.  325.  trade  mark  owner  were  to  break  up  his 

{c)  25  Ch.  D.  194.  moulds  and  erase  the  mark  from  his  books 

(f/)  See  In  re  Bait,  (1898)  2  Ch.  432.  and  hsts:  //;. 


by  disuse. 
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appeared  liaci  been  destroyed,  it  was  held  that  there  had  been 
abandonment  (a). 

"  The  question  of  abandonment "  {i.e.,  by  non-interference  with  Abandonment 
infi'ingers)  "  is  one  of  intention,  and  the  burden  of  establishing  it  infringe"  ^"° 
lies  upon  the  party  who  affirms  it,"  said  an  American  judge  (h)  ;  "le^*^. 
and  in  the  same  way  it  was  said  in  the  High  Court  of  Bengal  {c) 
that  the  right  of  property  in  a  trade  mark  acquired  by  user  "  would 
continue  until  it  had  been  proved  by  evidence  that  the  proprietor 
had  abandoned  it."  In  particular,  where  the  trade  mark  owner  is 
ignorant  of  infringements  taking  place,  it  will  not  be  held  that  he 
has  abandoned  his  rights  because  of  his  failure  to  enforce  them, 
that  failure  being  due  to  his  ignorance  of  what  was  going  on  {d)  ; 
but  it  may  be  assumed  that  there  must  be  reasonable  diligence 
shown  in  the  defence  of  his  rights.  In  Barlow  i^  Jones,  Limited 
V.  JoJinson  d^  Co.  (e),  it  was  held  that  the  owners  of  a  name  and  trade 
mark  were  not  debarred  from  enforcing  their  rights  because,  after 
detecting  a  former  infringement  and  obtaining  the  undertaking  of 
the  infringer  to  discontinue  the  infringement,  they  had  allowed  a 
small  quantity  of  the  infringing  goods  to  be  sold  in  the  market 
under  the  imitated  name  and  trade  mark  and  had  themselves 
purchased  some  of  such  goods. 

With  respect  to  trade  marks  consisting  of  words  which  originally  Distinctive 

"words  bGcoHiG 

were  distinctive,  it  has  occasionally  happened  that  they  have  ceased  descriptive, 
to  denote  the  manufacture  of  any  particular  person,  and  have 
become  simply  descriptive  of  a  certain  article  or  a  certain  principle 
of  manufacture.  When  that  has  become  the  case,  such  words  have 
ceased  to  be  capable  of  protection  as  trade  marks,  having  become 
puhlici  juris,  open  to  the  use  of  all  (_/').     But  a  composite  mark  is 

[a)  In  re  Grossmith,  6  P.  R.  180.    And  {e)  7  P.  R.  395,  408  ;    and  see   Clark 

see  ^ro;rer  V.  jBo?<?)!o»,  53  Fed.  Rep.  389  ;  Thread  Co.  v.  Armifage,   67  Fed.  Rejj. 

Iloi/al  liakinq  Powder  Co.  v.  Raijmond,  70  890  ;   74   ib.   936  ;    Tetlow  v.   Tapper,  85 

Fed.   Rep.    376  ;    85  ih.   231  ;  Daniel  v.  Fed.  Rep.  774  ;  cf.  Ripley  v.  Bandey,  14 

IFhitehoHse,  (1898)  1  Ch.  685,  689.  P.  R.  591,  944. 

[h)  Morris,  Comm.,  in /«^irt«  V.  iZ'oo.sier  [f)  Per   Mellish,    L.  J.,   in   Ford  v. 

2)H// Co.,  75  Ind.  408,  in  which  a  delay  Foater,    L.    R.    7    Ch.    611.      And    sec 

of  three  years  was  held  not  to  amount  to  Wheeler  ^-    Wilson  Manufacturing  Co.  v. 

abandonment.  tShakespeare,   39  L.   J.  Ch.  36  ;  Liebig\i 

(c)  In  Orr-Ewing  i^-  Co.  v.  Grant,  Smith  Extract  of  Meat  Co.  v.  Hanburg,  17  L.  T. 
^  Co.,  2  Hyde,  18.5,  ;jer  Levinge,  J.  N.   S.   298;   Same  v.  Ander.ion,  W.    N. 

(d)  Weldon  v.  Dicks,  10  Ch.  D.  247;  18S3,  p.  185;  Lazenby  y.  White, 'il  L.J. 
In  re  Farina  (2),  27  W.  R.  456  ;  Mouson  Ch.  354;  Di  re  Hyde  ^  Co.,  7  Ch.  D. 
^-  Co.  V.  Boehni,  26  Ch.  D.  398  ;  Barlow  ^  724  :  Browne  v.  Freeman,  W.  N.  1873, 
JoncH,  JA.  V.  Johnson  &;  Co.,  7  P.  R.  395,  p.  178  ;  Barlow  (^  Jones,  Ld.  v.  Johnson 
408;  WdliamH  v.  Adanu,  8  Biss.  452;  #  Co.,1  P.  R.  395;  Di  re  Wills,  (1893) 
Sawyer  \.  Kellogg,  7  Fed.  Rep.  721;  9  2  G\i.2&2;  National  Starch  Manufacturing 
ib.  601.  Go.  V.  Munn\i  Patent  Maizcna  cj-  Starch 
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not  abandoned  by  isolated  words  or  symbols  contained  in  it  being 
used  by  others  {a)  ;  and  it  has  been  lield  in  America  that  where  a 
word  has  been  properly  appropriated  as  a  trade  mark,  and  has  not 
been  formally  abandoned,  use  in  a  descriptive  sense  by  persons 
other  than  the  proprietor  does  not  make  it  open  to  the  public  (h). 
Where  a  name,  which  it  has  been  attempted  to  appropriate  as  a 
trade  mark,  has  been  in  fact  descriptive  throughout,  the  case  can 
hardly  be  said  to  have  arisen  of  a  discontinuance  of  a  trade  mark, 
inasmuch  as  it  was  invalid  originally  (r). 

In  this  connection  the  "three-mark  rule,"  as  it  is  called,  becomes 
of  importance.  This  rule  originated  in  the  discovery — soon  after 
the  Act  of  1875  came  into  operation — that  the  same  or  substanti- 
ally the  same  trade  mark  was  in  many  instances  in  use  by  more 
firms  than  one,  generally  carrying  on  business  in  different  parts  of 
the  country  ;  and  in  order  to  avoid  injustice  being  done  in  such 
cases  the  rule  was  laid  down  by  the  Commissioners  of  Patents,  and 
acted  on  in  various  decisions  of  the  Courts,  that  where  two  or  three 
firms  could  prove  that  they  had  used  the  same  or  substantially  tlie 
same  mark  on  the  same  or  substantially  the  same  goods,  to  a  sub- 
stantial extent,  before  the  passing  of  the  Act  of  1S75,  each  should 
be  allowed  to  register  ;  but  that  where  the  mark  had  been  used  by 
more  than  three  firms  it  was  common  to  the  trade  (d)  ;  and  on  this 
principle  it  has  been  held  that  various  marks  were  common  in 
different  trades  {<•).  This  rule  is  now  incorporated  in  §  74,  so  far 
as  is  necessary  for  the  purpose  of  determining  what  parts  of  a  com- 
posite mark  must  be  disclaimed  as  common. 

In  Bmham  v.  Bustard  (/)  and  Ford  v.  Foster  {(j)  it  was  held  that 
the  habitual  use  of  the  manufacturer's  name  (which  was  alone  a 
sufficient  trademark),  before  the  special  and  distinctive  appellation 


Co.,  (1894)  A.  C.  275  ;  In  re  Magnolia 
Metal  Co.,  (1897)  2  Ch.  371 ;  Lea  v. 
Millar,  Dig.  nl3  ;  Lea  v.  Deakin,  1 1  Biss. 
23  ;  Keva  IStearine  Co.  v.  Moulinr/,  9  V. 
L.  R.  (E.)  98  ;  Laicrence  Manufacturing 
Co.  V.  TemiesKee  Manvfacturing  Co.,  138 
V.  S.  n37  ;  ^mith  v.  imm,  32  Alb.  L.  J. 
455  ;  Wolfe  v.  Goulard,  18  How.  Pr.  64  ; 
K.  Cox,  226  ;  Burke  v.  Catmin,  45  Cal. 
467  ;   13  Amer.  Eep.  2G4. 

(a)  Sold  V.  Gcisendorf,  1  Wils.  (Ind.) 
60  ;  Fillcy  v.  Child,  16  Bl.  C.  C.  376. 

{b)  Celluloid  Manufacturing  Co.  v.  Cel- 
lonite  Manvfacturing  Co.,  32  Fed.  Eep. 
94 ;    Selchow  v.   Baker,    93   N.   T.   59 ; 


Sociitv,  ^•c.,dela  Benvdictiiiev.  Micaloviteh, 
36  Alb.  L.J.  364;  Celluloid  Manufacturing 
Co.  V.  Head,  47  Fed.  Eep.  712  ;  Shendij 
V.  Silver,  70  N.  Y.  Sup.  Ct.  330. 

(c)  Young  v.  Macrae,  9  Jur.  N.  S.  322  ; 
Raggett  v.  Findlater,  L.  E.  17  Eq.  29  ; 
In  re  Horfihurgh.  53  L.  J.  Ch.  237  ;  Eou- 
land  V.  Breidenlinch,  Dig.  386  :  In  re 
Leonard  ,f-  Ellis,  26  Ch.  D.  288  ;  Bulloch, 
Lade  ^-  Co.  v.  Graij,  19  Joum.  of  Juri.'sp. 
218.     And  see  p.  58,  note  {a),  supra. 

(d)  See  note  {e)  to  ^  72,  infra. 

(e)  See  notes  to  §  74,  infra. 
If)  1  H.  &  M.  447. 

{g)  L.  E.  7Ch.  611. 
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of  *' Excelsior"  in  the  one  case  and  "Eureka"  in  the  other,  did 
not  amount  to  an  abandonment  of  the  manufacturer's  right  in 
those  appellations  when  used  without  the  name,  but  that  the 
manufacturer  remained  entitled  to  his  essential  mark.  In  Lea  v. 
Millar  (a)  it  was  held  that,  in  addition  to  the  evidence  as  to  the 
common  use  of  the  alleged  trade  mark  by  persons  other  than  the 
plaintiff,  the  fact  that  the  plaintiff  had  recently  adopted  a  new 
label  upon  his  goods,  on  the  ground  that  his  existing  label  did  not 
afford  sufficient  protection,  was  a  public  abandonment  of  the  latter. 
And  in  Manliattan  Medicine  Co.  v.  Wood  (h),  it  was  held  that  a  trade 
mark  had  been  lost  by  abandonment,  a  new  form  of  bottle  and 
label  having  been  adopted  in  place  of  the  old  ones.  An  exclusive 
right  to  a  mark  may  be  lost  by  its  owner  using  it  habitually  and 
exclusively  upon  goods  which  pass  through  other  persons'  hands 
so  that  they  acquire  a  right  in  it  (r)  ;  and  it  would  aj)pear  that 
notwithstanding  certain  American  decisions  {d)  to  the  effect  that 
the  habitual  addition  to  a  label  of  the  name  of  the  merchant  to 
whom  the  goods  are  supplied  does  not  deprive  the  owners  of  the 
label  of  their  right  to  it,  yet  such  a  practice  would  cause  the 
label  to  lose  its  distinctive  character  as  indicating  its  proprietor's 
goods  {e) . 

It  has  been  held  in  the  United  States  that  a  partner  who,  on  Abandonment 
retiiing  from  the  j)artnership,  sets  up  no  claim  to  an  interest  in  partner."™" 
the  trade  mark,  and  sees,  without  objection,  the  remaining  partner 
continuing  to  use  it,  must  be  taken  to  have  abandoned  all  interest 
in  it  (  /').  But  it  has  also  been  held  in  America  that  the  continued 
use  of  the  mark  by  the  retiring  partner,  even  on  a  spurious  article, 
is  evidence  that  he  does  not  intend  to  abandon  his  interest  {[/). 

In  Bron-ne  v.  Freeman  (/»)  it  was  held  that  the  plaintiff,  having  Abandonment 

1  ,  .,  .,  -p-  i'l'j.iby  dismissal 

previously  commenced  a  suit  against  an  iniringer  oi  liis  trade  ^^  g^j^ 
mark,  and  then  having  got  his  bill  dismissed  with  costs  in  conse- 
quence of  being  advised  that  his  right  was  doubtful,  had  lost  all 
rights  in  the  trade  mark.     Under  the  registration  system  such  a 

[a)  Dig-.  513.  V.  Juhnso)),    100  IT.  S.    617.      See  also 

lb)  108  XT.  S.  218.  Sicift  v.  Fcfers,  11  U.  S.  Pat.  Gaz.  1110  ; 

(e)  liohinson  v.  Finlay,  9  Ch.  D.  487.  Simpson  v.   Wright  (1),   15  ib.  248;  Molt 

[d)  I'ike Manufaclurinq  ('o.v .  Cleveland  v.  Mcmndez^  128  U.  S.  182. 

Stone  Co.,  35  Fed.  Rep.  890  ;   Sheppard  ^-  (g)    Wriyht  v.  Simpson,  15  U.  S.  Pat. 

Co.  V.  Stuart  iS,-  Peterson,  13  Phik.  117.  Gaz.  968. 

(e)  Wood  V.  Lambert,  32  Ch.  D.  247.  (A)   12  W.  R.   305.     And  see  W.  N. 
If)  Kidd%  ('o.\.  Mills,  Johnson  %  Co.,  1873,  p.   178.     See  Massam  v.  'J'horlri/'s 

5  \J.  S.  Pat.  Gaz.   337.     But  see  Kidd       Cattle  Food  Co.,  14  Ch.  D.  748. 
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Abandonment 
of  registered 
marks  not  to 
be  antici- 
pated. 


Infringement 
of  disused 
mark. 


Effect  of  re- 
moved mark. 


Cancellation. 


loss  of  trade  mark  can  seldom  occur,  except  in  the  case  of  unregis- 
tered though  certified  marks,  since  the  rights  of  a  proprietor  of  a 
registered  mark  are  such  that  it  is  impossible  to  suppose  that  in 
many  cases  such  a  proprietor  would  resign  his  claims  without  a 
struggle.  With  respect  to  marks  unregistered,  or  even  uncertified, 
there  does  not  appear  to  be  anything  in  the  Act  to  prevent  proof 
of  the  imitation  of  such  marks  being  given  in  support  of  an  action 
for  unfair  competition  in  trade  carried  on  by  means  of  actual 
intentional  fraud,  and  not  depending  solely  on  the  similarity  of 
the  marks. 

On  the  whole,  it  may  be  expected  that,  with  respect  to  regis- 
tered marks,  there  will  be  in  the  future  but  little  discontinuance  or 
abandonment,  except  where  registration  has  been  discontinued  in 
consequence  of  non-compliance  on  the  part  of  the  registered 
proprietor  with  the  requirements  of  the  Act  with  respect  to 
prolonged  registration. 

In  Lenwinc  v.  Ganton  (rt),  a  plaintiff  was  allowed  to  recover 
nominal  damages  for  the  infringement  by  the  defendant  of  a 
trade  mark  which  the  plaintiff  had  formerly  used,  but  had  ceased 
to  use  for  a  year.  And  it  has  also  been  held  by  the  United  States 
Commissioner  of  Patents  that  a  person  who,  after  having  acquired 
certain  rights  in  a  trade  mark,  has  discontinued  his  business 
for  several  years,  recovers,  on  again  commencing  business, 
superior  rights  in  the  trade  mark  to  those  possessed  by  another 
person  who  has  used  the  mark  during  the  period  of  discontinu- 
ance [b). 

By  §  79  (5),  as  amended  by  the  Act  of  1888,  a  registered  trade 
mark  removed  from  the  register  is,  for  the  purpose  of  any  applica- 
tion for  registration  during  one  year  next  after  the  date  of  such 
removal,  to  be  deemed  to  be  a  trade  mark  already  registered. 

By  §  91  power  is  given  to  the  comptroller,  upon  a  proper  appli- 
cation, to  cancel  the  whole  or  a  part  of  the  entry  of  a  trade  mark 
on  the  register.  In  this  case  a  statutory  declaration  by  the  regis- 
tered proprietor  is  necessary  (r) . 


(a)  2  E.  D.  Smith,  343  ;  R.  Cox,  142. 

{!/)  Armistcnd  v.  lilackivcll,  1  U.  S.  Pat.  Gaz.  G03. 

(c)  See  notes  to  §  91,  infra,  and  Forms  0.  and  P. 
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INFRINGEMENT. 

When  an  action  has  been  commenced,  having  for  its  object  the  Requisites  for 
restraint  of  an  unfair  competition  in  trade,  carried  on  by  means  ^^  rmgemeut. 
of  an  employment  by  the  defendant  of  a  trade  mark  identical,  or 
nearly  identical,  with  the  plaintiff's,  there  must  be  established,  in 
order  for  the  action  to  be  successful,  the  existence  of  the  trade 
mark,  the  plaintiff's  exclusive  right  therein  (a),  the  fact  of  an 
imitation,  and  the  absence  of  licence  or  acquiescence  on  the  part  of 
the  plaintiff  (b). 

Assuming,  then,  the  validity  of  the  trade  mark  and  the  rights  of  Fact  of  in- 
the  plaintiff  therein  to  be  established,  the  next  and  most  important  " 
point  for  the  plaintiff  to  prove  is  the  fact  of  infringement.  The 
plaintiff  has  no  right  to  say  that  the  defendant  shall  not  sell  exactly 
the  same  article,  better  or  worse,  or  an  article  looking  exactly  like 
his  own  unpatented  article  ;  but  he  has  a  right  to  say  that  the 
defendant  shall  not  sell  such  article  in  such  a  way  as  to  steal  (so  to 
call  it)  the  plaintiff's  trade  mark,  and  make  purchasers  believe  that 
it  is  the  manufacture  to  which  that  trade  mark  was  originally 
applied  (e) .  In  the  language  of  the  Common  Law,  the  defendant 
has  no  right  to  sell  his  goods  "as  and  for"  those  of  the  plaintiff  {d) ; 
and  "  where  it  is  shown  that  a  dealer  has  the  imitated  article  in  his 
store,  and  offers  it  for  sale  as  genuine,  even  though  but  a  single 
sale  is  proved  (e),  that  is  sufficient  to  sustain  an  injunction  against 

{a)  As  to  this,  see  Witthaua  v.  Brauii,  Franks  v.  Weaver,  10  Beav.  297. 
44    Md.     303;    Topham    v.    JFilcox,    38  {d)  Sykes  v.   Sykes,   3  B.   &   Cr.   541; 

N.    Y.     Super.    Ct.     274  ;      Weston    v.  Morison  v.  Suhnon,  2  Man.   &  Gr.   385 ; 

Ketcham  (1)  and  (2),  39  ih.  54  ;   51  How.  Crawshay  v.  Thompson,  4  ih.  357. 
Pr.    455 ;    and    Compagnie    Laferme    v.  {e)  See  Bondier  v.  Depatie.  3  Dorion, 

Hendrickx,  Dig.  512.  '  233.     Cf.  Leahy  v.  Glover,  10  P.  R.  141, 

[b)  See  Kinaha)i  v.  lioJtojt,  15  Ir.  Ch.  where  it  was  hel<i  that  an  isolated  case 
75  ;  and  Leather.  Cloth  Co.  v.  American  of  misrepresentation  by  au  employee 
Leather  Cloth  Co.,  4  De  G.  J.  &  S.  137.  who  had  acted  without  the  employer's 

(c)  See  per  Lord  Cranworth,  C.,  in  sanction  and  had  since  left  his  service, 
Farina  v.  ISiloerlock,  6  De  G.  M.  &  G.  was  not  of  itself  enough  to  support  an 
214;  and^^er  Lord  Langdale,  M.  R.,  iu  injunction  against  the  employer. 

i2 
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Fraudulent 
intention. 


First  pur- 
chaser not 
deceived. 


Early  doctrine 
in  Chancery. 


a  continuance  of  the  wrong,  and  an  action  for  sucli  injunction 
will  not  be  defeated  solely  on  the  ground  that  on  the  day  it  is 
brought  the  dealer  happens  not  to  have  any  of  the  article 
on  hand"  {a). 

The  question  of  how  far  a  fraudulent  intention  in  the  mind  of 
the  defendant  was  necessary  to  entitle  the  plaintiff  to  obtain  redress 
from  him  long  remained  a  subject  of  discussion  in  connection  with 
trade  marks.  The  doctrine  of  the  Common  Law  was  that,  inas- 
much as  the  only  manner  in  which  the  Common  Law  could  be  set 
in  motion  to  repair  the  wrongful  proceedings  of  an  infringer  was 
by  the  institution  of  an  action  on  the  case  (b),  an  allegation  of 
intentional  fraud  (c) ,  supported  by  evidence  was  necessary  to 
enable  the  plaintiff  to  bring  Tiis  action  to  a  successful  conclu- 
sion (d). 

While,  however,  it  was  necessary  at  Common  Law  for  a  fraudu- 
lent intention  to  be  proved,  it  was  not  required  tliat  the  defendant 
should  have  represented  to  his  immediate  purchaser  that  the  goods 
marked  were  of  the  plaintiff's  manufacture ;  it  was  sufficient  to 
bring  the  case  within  the  reach  of  the  law  if  he  had  sold  the  goods 
for  the  purpose  of  their  being  resold  as  and  for  goods  of  the 
plaintiff's  manufacture,  which  object  the  mark  attached  to  them  by 
the  defendant  would  be  calculated  to  facilitate  (e) . 

When  plaintiffs  in  trade-mark  cases  began  to  seek  redress  in 
the  Court  of  Chancery,  desirous  of  obtaining  the  more  convenient 
remedy  by  way  of  injunction  and  account,  which  was  superior  to 
the  damages  to  be  gained  at  Common  Law  alike  in  the  compensa- 
tion for  the  past  and  in  the  security  for  the  future,  the  Chancery 
judges  held  that  the  Courts  in  which  they  presided  could  act  only 
in  aid  of  and  as  ancillary  to  the  legal  right  (/).  And  acting  upon 
this  same  principle,  they  held  that  the  rules  by  which  they  had  to 
judge  of  infringement  must  be  identical  with  those  of  the  Common 
Law,  the  plaintiff's  right  to  his  remedy  being  considered  to  be 


(«)  Fer  the  New  York  Court  of  Appeals 
in  Loiu  V.  JIarf,  90  N.  Y.  457. 

[b)  See  C'rawshai/  v.  Thompson,  4  Man. 
&  G.  357. 

(e)  I.e.,  that  the  defendant  had  acted 
knowingly — scienter. 

{d)  Singleton  v.  Bolton,  3  Dou«-.  293; 
Morison  v.  Salmon,  2  Man.  &  G.  385  ; 
Crawshaji  v.  Thompson,  4  ib.  357  ;  Rod- 
gers  v.  Koicill,  5  C.  B.  109  ;  and  Myers 
V.  Baker,  3  H.  &  N.  802.     See,  too,  per 


Parke,  B.,  in  Taylor  v.  Ashfon,  11  M.  & 
W.  415. 

(e)  Sykes  v.  Sijkes,  3  B.  &  Cr.  541  ; 
and  see  Chappell  v.  Davidson,  2  K.  &  J. 
123  ;  Rose  v.  Loftus,  47  L.  J.  Ch.  576  ; 
Orr-Ewing  if-  Co.  v.  Johnston  (f-  Co.,  7 
App.  Cas.  2i9  ;  Balfour  ij-  Co.  v.  Kilburn 
#  Co.,  1  Hyde,  270. 

(/)  See  per  Lord  Cottenham,  C,  in 
Motley  V.  Downman,  3  My.  &  Cr.  1 . 
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based,  not  on  any  right  of  property  in  him,  but  on  the  fraudulent 
proceedings  of  the  defendant  {a).  The  cases  which  were  fre- 
quently sent  by  Chancery  judges  to  be  tried  at  Common  Law 
by  a  jury  were,  of  course,  tried  in  accordance  with  Common  Law 
principles  (h) . 

It  is,  however,  apparent  that  the  seriousness  of  the  injury  Same  injury 
inflicted  on  the  manufacturer  who  has  acquired  a  reputation  for  whether 
excellence  in  a  particular  class  of  goods,  denoted  by  a  special  trade  actual  fraud 
mark,  by  the  offering  for  sale  in  the  market  of  other  goods,  side  by 
side  with  his,  bearing  the  same  mark,  is  not  affected  by  the  question 
whether  such  rival  goods  are  made  and  marked  by  a  person  who  is 
aware  of  the  reputation  of  the  original  goods  and  desirous  of 
attracting  to  himself  some  of  the  profits  of  that  reputation,  or  by 
one  who  is  actuated  by  no  such  motives,  and  is  even  ignorant  of 
the  prior  use  of  the  mark.  As  Lord  Cairns,  C,  said,  in  a  well- 
known  case  (c)  : — "  A  man  may  take  the  trade  mark  of  another 
ignorantly,  not  knowing  it  was  the  trade  mark  of  the  other ;  or  he 
may  take  it  in  the  belief,  mistaken  but  sincerely  entertained,  that 
in  the  manner  in  which  he  is  taking  it  he  is  within  the  law,  and 
doing  nothing  which  the  law  forbids ;  or  he  may  take  it  knowing 
it  is  the  trade  mark  of  his  neighbour,  and  intending  and  desiring  to 
injure  his  neighbour  by  so  doing.  But  in  all  these  cases  it  is  the  same 
.  act  that  is  done,  and  in  all  these  cases  the  injury  to  the  plaintiff  is 
just  the  same."  "  If  a  man  has  acquired  legitimately  a  right  to 
the  property  in  an  exclusive  use  of  a  name,  it  is  of  small  account  to 
him,  should  it  be  invaded,  whether  the  invasion  comes  from  a  pur- 
pose to  deceive,  or  from  ignorance,  or  inadvertence,  or  an  honest 
misconception  of  the  relative  rights  of  the  parties ;  and  the  law 
ought  not  to  permit,  and  will  not  permit,  the  continuance  of  the 
invasion,  whatever  may  have  been  its  origin  "  (d).  The  first  maker 
is  defrauded,  even  though  his  rival's  conduct  be  not  intentionally 
fraudulent. 

{(i)  Blanchard  v.    Ilill,    2  Atk.    484  ;  (A)  E.g.,  llodgcrs  v.  Nowill,   5  C.  B. 

Canhnm  v.  Jones,  2  V.  &  B.   218  ;  Perry  109. 

V.  Triipfitt,  G  Beav.  66;  Croft  v.  I)(iij,  7  (c)  Singer  Manufacturing  Co.  y.  Wilson, 

Beav.  84.     And  see  the  observations  of  3  App.  Cas.  391. 

V.-C.  Woodin  iW(;7.s!'c«  V.  Fic/t,  11  Hare,  (d)  P«- Lord  O'Hagan,  Singer  Manu- 

78  ;   CoUlm  Co.  v.  Cowen,  3  K.  &  J.  428  ;  factnring  Co.  v.  Wihon,  3  App.'  Cas.  396  ; 

Leather   Cloth   Co.    v.    American  Leather  a,nA(^eeper  Goiton,lj.^ ., in  Singer  Manu- 

Cloth  Co.,  1  II.  &  M.  271  ;   Uall  v.  Bar-  factnring  Co.  v.  Loog  (3),  18  Cli.  D.  412; 

row.1,  32  L.  J.  Ch.  548  ;  and  McJiidrew  Jtlackivell  v.    Wright,   73  N.   Car.   310  ; 

V.  Bassett,  33  L.  J.  Ch.  5G1.  Curtiss  v.  Messier,  13  Alb.  L.  T.  127. 
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Laterdoctrine  j^  1838, Lord  Cottenliam,  C,  awarded  a  perpetual  injunction  in 
a  case  in  wliicli  he  rejected  any  imputation  of  intentional  fraud  («), 
and  tliis  is  not  now  necessary  to  obtain  redress  in  equity.  The 
j)rinciples  in  accordance  Avith  which  relief  will  be  given  in  equity 
were  summed  up  as  follows  by  Lord  Westbury,  C. : — "  At  Law 
the  proper  remedy  is  by  action  on  the  case  for  deceit,  and  proof  of 
fraud  on  the  part  of  the  defendant  is  of  the  essence  of  the  action  ; 
but  this  Court  will  act  on  the  principle  of  protecting  property 
alone,  and  it  is  not  necessary  for  the  injunction  to  prove  fraud  in 
the  defendant,  or  that  the  credit  of  the  plaintiff  is  injured  by  the 
sale  of  an  inferior  article.  The  injury  done  to  the  plaintiff  in  his 
trade  by  loss  of  custom  is  sufficient  to  support  his  title  to  relief. 
Neither  will  the  plaintiff  be  deprived  of  remedy  in  Equity,  even  if 
it  be  shown  by  the  defendant  that  all  the  persons  who  bought  from 
him  goods  bearing  the  plaintiff's  trade  mark  were  well  aware  that 
they  were  not  of  the  plaintiff's  manufacture.  •  If  the  goods  were  so 
supplied  by  the  defendant  for  the  purpose  of  being  sold  again  in 
the  market  the  injury  to  the  plaintiff  is  sufficient.  Again,  it  is  not 
necessary  for  relief  in  Equity  that  proof  should  be  given  of  persons 
having  been  actually  deceived,  and  having  bought  goods  with  the 
defendant's  mark,  under  the  belief  that  they  were  of  the  manufac- 
ture of  the  plaintiff,  provided  that  the  Court  be  satisfied  that  the 
resemblance  is  such  as  would  be  likely  to  cause  the  one  mark  to  be 
mistaken  for  the  other"  (h).  It  is  not  necessary  for  the  plaintiff 
to  show  that  the  defendant  knew  whose  trade  mark  his  resembled (c), 
nor,  in  fact,  to  show  that  the  defendant  knew  that  his  trade  mark 
resembled  any  existing  mark  (d).  "  The  action  of  the  Court  must 
depend  upon  the  right  of  the  plaintiff,  and  the  injury  done  to  that 
right.  What  the  motive  of  the  defendant  may  be,  the  Court  has 
very  imperfect  means  of  knowing.  If  he  was  ignorant  of  the 
plaintiff's  rights  in  the  first  instance,  he  is,  as  soon  as  he  becomes 
acquainted  with  them  and  perseveres  in  infringing  upon  them,  as 
culpable  as  if  he  had  originally  known  them  "'  (r).     In  short,  "  the 

(rt)  Millinffton  T.  FoZjoMy.  &  Ct.S38.  [d]  Kinalmn  \.  Bolton,  loir.  Gh.  75; 

(i)  Edehten  v.  Edchten,  \  De  G.  J.  &  Edehtcn  v.  Edehten,  1  De  G.  J.  &  S.  185  ; 

S.  185.     That  the  rule  of  the  Court  of  Jiurf/cas  v.  Hills,  26  Beav.  244  ;  Harrison 

Chancery  was  as  here  stated,  was  recog-  v.  Taylor,  11  Jur.  N.  S.  408  ;   Orr-Ewing 

nised  by  the  Court  of  Queen's  Bench  iu  S;  Co.  v.  Grant,  Smith  <^-  Co.,  2  Hyde, 

Dixon  V.  Fawciis,  '6  l£i\l.  &  TLU.  537.    And  185.      And  see  per  Cotton,    L.  J.,   in 

see  Rcddaway  v.  Bentliam  Hemp  Spinning  Singer  Manufacturing  Co.  v.  Loog  (3),  18 

Co.,  (1892)  2  Q.  B.  639.  Ch.  D.  412. 

(c)  Cartier  v.  Carlile,  31  Beav.  292.  (e)  Eer   Lord    Caims,    C,   in   Singer 
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absence  of  fraudulent  intention  is  no  defence  against  an  application 
to  the  Court  for  an  injunction  by  the  person  whose  property  has 
been  injured  "  (r/)  ;  and  even  if  a  person  who  has  in  his  possession 
a  quantity  of  goods  bearing  a  spurious  trade  mark,  is  not  intend- 
ing to  sell  them  or  part  with  them,  but  to  use  them  for  his  own 
consumption,  relief  may  be  granted  against  him  (i^). 

It  was,  however,  suggested  by  Lord  Romilly,  ]\I.  E-.,  that  the  Inrlulgence  to 
Court  would  not  require  a  person  to  completely  change  a  trade  offender. 
mark  which  he  had  taken  bond  Jidc,  and  without  any  intention  of 
deception,  but  which  did  in  point  of  fact  resemble  the  trade  mark 
of  another  person,  since  the  complete  change  of  trade  mark  might 
be  of  serious  consequence  to  the  imintentional  offender  {c)  ;  and  it 
seems  that  an  innocent  licensee  from  a  registered  proprietor  who  was 
deemed  by  his  conduct  to  have  previously  made  over  his  rights  in 
his  trade  mark  to  another  person  in  whose  employment  he  was,  is 
entitled  to  some  consideration  upon  an  interlocutory  application  {d). 
Again,  it  has  been  held  in  America  that  a  plaintiff  may  lose  by  delay 
his  right  to  an  injunction  against  an  innocent  vendor  of  goods 
spuriously  marked,  whatever  might  be  the  ease  with  regard  to 
the  guilty  manufacturer  (c) . 

It  is  also  important  to  prove  the  fact  of  fraudulent  intention.  Fraudulent 
having  regard  to  the  account  to  be  obtained,  which  may  not  be  affectino-' 
ffiven  in  respect  of  sales  by  the  defendant  during  such  time  as  he  Recount,  or 


damasres. 


Ma)u/factt(7-ing  Co.  v.TFihon,  3  A-p-p.  Cas.  Appeal,    117   Penn.   St.    401;   Cuervo  v. 

376,   391.       And   see   lu   re   Paine   (2),  Landauer,Q,'i'Fe(}i.'Rep.  IWi;  El  Moddlo 

(1893)  "2  Ch.  567.  Cigar    Manufacturing    Co.    v.    Gato,    25 

(a)  Fer  Stuart.  V.-C,  in   Clement   v.  Fla.    886  ;     23    Am.     St.    Eep.    537  ;' 

MaddicJc,  1  Giff.  98  ;   Orr-Euing  ^-  Co.  v.  I'acndsticksfabrik  Akfiebolar/et   Vulcan  v. 

Johnston  ct   Co.,  13  Ch.  D.  434  ;  Rose  v.  Mgers,  65  N.  Y.  Sup.  Ct.  161  ;  in  India  : 

Zoftus,  47   L.  J.   Ch.   576  ;    Upmann  v.  Balfour  cf-  Co.  v.  Kilbnrn  %  Co.,  1  Hyde, 

Forester,  24  Ch.  D.  231  ;  Coiven  v.  Hulton,  270  ;   Orr-Ewiug  ^-  Co.  v.  Grant,  Smith  ^• 

.46  L.  T.  N.  S.  897  ;  lewis's  v.  Goodbodg,  Co.,  2  Hyde,  185  ;  Graham  ^-  Co.  v.  Kerr, 

67  L.  T.  N.  S.  194  ;  Fowell  v.  Binning-  Dods  %  Co.,  3  Beng.  L.  R.  App.  4 ;  and 

ham  Vinegar  Breurrtj   Co.,  (1896)  2  Ch.  in  Australia:   Hennessi/Y.  White,  6  W. 

54;   (1897)  A.  C.  710';  S".rlehncrv.  ylpol-  W.  &  A'B.  Eq.  216  ;  Ilenncssy  \.  Hogan, 

linaris  Co.,  (1897)  1  Ch.  893.     The  same  6  W.  W.  &   A'B.  Eq.    225;    Curtiss  v. 

principle  holds  good  in  Ireland  :  Bodega  Messier,  13  Alb.  L.  T.  127. 

Co.,  Ld.  V.  Owrus,  6  P.  R.  236  ;  in  Scot-  {b)    UpmannY.  Forester,  24  Ch.  D.  231. 

land:  Craj'fjrdy.  Bernard,  W'P.'R.  52iQ  ;  But  see    Upmann  v.   Carrey,   29  Sol.  J. 

in  the  United  States  :   McLeany. Fleming,  735;  and  American  Tobacco  Co.  v.  Guest, 

96    U.    S.    245  ;     Stonebraker   v.    Stone-  (1892)  1  Ch.  630. 

hralcer,  33  Md.  252  ;  Amoskeag  Manufac-  (c)  Bass  v.  Bawber,\'d  L.   T.    N.   S. 

turing  Co.  v.   Garner  (2),    54   How.   Pr.  626. 

298  ;   Colman  v.  Crump,  70  N.  Y.  573  ;  [d)  Lewis's  v.  Goodbody,  67  L.  T.   N. 

Blackwell  v.  Wright,   73   N.   Car.   310;  S.  194. 

MeCann  v.  Anthony,  21   Mo.  App.  83  ;  (<•)  Rodgers  v.  Philp,  1  U.  S.  Pat.  Gaz. 

Williams  v.  Brooks,'bO  Conn.  278  :  Pratt's  29. 
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Fraudulent 
intention  in 
case  of  delay. 


In  other 
respects. 


Circumstances 
pointing  to 
fraudulent 
intention. 


continued  in  ignorance  that  he  was  infringing  the  plaintiff's 
rights  {((),  or  with  a  view  to  the  question  of  damages  (b). 

Again,  in  llodgers  v.  liodgers  (r),  Mellish,  L.  J.,  expressed  an 
opinion  that,  in  a  case  in  which  the  application  for  an  injunction 
would,  in  the  absence  of  proof  of  actual  fraud,  have  to  be  rejected 
on  the  ground  of  long  user  by  the  defendants  without  assertion  by 
the  p)laintiffs  of  their  right,  yet  if  it  were  clearly  made  out  that  the 
use  of  the  trade  mark  by  the  defendants  was  fraudulent,  and  that 
it  had  the  practical  effect  of  deceiving  the  public,  then  in  such  a 
case  the  intentional  fraud  would  operate  to  prevent  the  application 
for  the  injunction  from  being  defeated  on  the  ground  of  lapse  of 
time. 

Further,  in  Radde  \.Nonnan  (d),  it  was  held  byWickens,  Y.-C, 
to  be  quite  obvious  that  much  less  absolute  proof  of  the  plaintiff's 
title  would  be  required  where  there  was  reason  to  doubt  the  de- 
fendant's good  faith;  and  in  Cojyc  \.  Evans  [e],  Hall,  V.-C,  said 
that  where  fraudulent  intention  was  proved,  the  Court  would 
restrain  the  defendants  without  further  inquir}'. 

In  default  of  direct  proof  of  fraudulent  intention,  there  are 
various  circumstances  which  may  serve  to  point  to  the  conclusion 
that  such  intention  has  existed ;  thus,  the  continuing  to  use  a 
mark  after  objections  raised  (/')  ;  the  exact  imitation  of  peculiar 
characteristics  {g)  ;  the  addition  to  an  existing  mark  of  a  feature 


[a]  Edehten  v.  Edehten,  1  De  G.  J.  & 
S.  185  ;  Mod  v.  Couston,  33  Beav.  578. 
See  Rose  v.  Loftus,  47  L.  J.  Ch.  576.  As 
to  the  practice  in  the  United  States,  see 
Oales  V.  Tonsmierrc,  49  Fed.  Rep.  447. 

{b)  See  Faber  v.  Jj' Utassei/,  11  Abb. 
Pr.  N.  S.  399  ;  Weed  v.  Peterson,  12  Abb. 
Pr.  N.  S.  178  ;  Iteddaway  v.  Uent/unn 
Eemp  Spinning  Co.,  (1892)  2  Q.  B.  G39, 
where  the  principles  applicable  to  an 
action  for  damages  and  an  action  for 
an  injunction  are  discussed  at  length  by 
Lopes,  L.  J. 

(f)  31  L.  T.  N.  S.  285.  And  see 
McLean  v.  Flemint;,  96  U.  S.  245, 
"where  an  injunction  which  had  been 
granted  was  confirmed  by  the  U.  S. 
Supreme  Court,  notwithstanding  a  delay 
of  many  years. 

(d)  L.  R.  14  Eq.  348. 

(e)  L.  R.  18  Eq.  138.  And  see  Condy 
V.  Mitchell,  37  L.  T.  N.  S.  268,  766  ; 
Goodall  V.  Wilkinson,  90  L.  T.  (Journal) 
357 ;    91    ib.   29  ;     Wilson  v.   Maxficld, 


L.  J.  N.  of  C.  1875,  p.  51 ;  McLean  v. 
Fleming,  96  U.  S.  245  ;  Moxie  Nerve  Food 

Co.  V.  ,  43  U.    S.    Pat.  Gaz.    888  ; 

Miller  Tobacco  Manufactory  v.  Commerce, 
45  N".  J.  Law,  123  ;  ISchcuar  v.  Miller, 
74  Fed.  Rep.  225. 

(/)  See  per  Lord  Cairns  in  Singer 
2Iamifacluring  Co.  v.  Wilson,  3  App. 
Cas.  376  ;  and  per  Cotton,  L.  J.,  and 
Lord  Blackburn  in  Singer  Manufacturing 
Co.  V.  Loog  (3),  18  Ch.  D.  395  ;  8  App. 
Cas.  15.  Also  Williams  v.  Osborne,  13 
L.  T.  N.  S.  498  ;  McAndreio  v.  Bassett, 
4  De  G.  J.  &  S.  380  ;  Orr-Ewing  cj-  Co. 
V.  Johnston  ^-  Co.,  13  Ch.  D.  434  ;  In  re 
Faine  (2),  (1893)  2  Ch.  567  ;  Walker  v. 
Alleg,  13  Grant  Up.  Can.  Ch.  366  ; 
Bodega  Co.,  Ld.  v.  Owens,  6  P.  R.  236; 
Holt  V.  Menendez,  128  U.  S.  182. 

{g)  Hinev.  Lart,  10  Jur.  106;  McLean 
V.  Fleming,  96  U.  S.  245  ;  Frese  v. 
Bachof  (2),  14  Bl.  C.  C.  432  ;  Uaris  v. 
Reid,  17  Grant  Up.  Can.  Ch.  69  ;  Rodgcrs 
V.  Philp,  1  U.  S.  Pat.  Gaz.  29  ;  Landreth 
^-  Sons  V.  Landreth,  22  Fed.  Rep.  41  ; 
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taken  from  the  plaintiff's  mark  (a)  ;  the  imitating  changes  intro- 
duced by  the  plaintiff  {b) ;  the  removal,  one  by  one,  of  points  of 
difference,  which  originally  served  to  distinguish  the  defendant's 
mark  from  the  plaintiff's  (r)  ;  the  marking  goods  in  obedience  to 
an  order  to  imitate  the  plaintifi's  mark  (d) ;  the  giving  orders  for 
that  to  be  done  (e)  ;  the  adoption  of  an  essential  part  of  the  plain- 
tiff's mark,  with  a  trifling  and  colourable  alteration  (/)  ;  the 
placing  of  a  word  resembling  the  plaintiff's  word  on  the  same  spot 
on  an  article  of  the  same  shape  {{/) ;  the  statement  that  the  sources 
from  which  both  plaintiff  and  defendant  derive  their  raw  material, 
and  after  which  the  plaintiff's  works  are  named,  are  the  defendant's 
sole  property  {/i) ;  the  use  on  the  goods  of  the  name  of  a  town 
where  the  defendant  does  not  carry  on  business  but  the  plaintiff 
does  (/)  ;  the  copying  directions  for  use  (k)  ;  the  giving  thanks  to 
the  plaintiff's  customers  for  past  favours  (/)  ;  the  adoption  of  a 
similar  type  to  the  plaintiff's  {m).;  the  use  of  large  type  for  a  catch- 
word [h)  ;  or  of  small  type  for  a  word  showing  the  article  not  to  be 


Glen  Core  Maniifacturing  Co.  v.  Ltideman, 
23  £1.  C.  C.  46  ;  Southern  White  Lead 
Co.  V.  Carey,  25  Fed.  Rep.  125  ;  Aiiheicscr 
Jfiisch  Brewing  Association  v.  Clarke,  26 
Fed.  Rep.  410  ;  Fierce  v.  Giiiltard,  68 
Cal.  68. 

{a)  Li.ron  v.  Jackson,  Ct.  of  Sess.  Cas. 
orcl  8er.  V.  326  (a  star  added)  ;  Malli  v. 
Fleming,  Ind.  L.  E.  3  Calc.  417. 

{h)  Braham  v.  Beachim  (1),  7  Ch.  D. 
848  ;  Siegert  v.  Findlater,  ib.  801. 

(c)  Farina  v.  Cathery,  L.  J.  N.  of  C. 
1867,  p.  134  ;  Brown  v.  Mercer,  37  N.  Y. 
Super.  Ct.  265  ;  Bell,  Black  ^-  Cu.  v.  Be/l 
if-  Co.,  Dig.  514 ;  Reynolds  tf-  Son  v.  IFalker, 
b7  L.  T.  (Journal)  93  ;  Cellaloid  Jlana- 
factnring  Co.  v.  Cellonite  Manufacturing 
Co.,  32  Fed.  Rep.  94  ;  FratVs  Appeal, 
117  Penn.  St.  401.  And  see  Giron  v. 
Gartner,  47  Fed.  Rep.  467. 

{d)    Woollam  v.  liatcliff,  1  H.  &  M.  259. 

(«)  Godillot  V.  Hazard,  81  N.  Y.  263  ; 
Twentsche  Stoom  Bleekery  Goor  v.  ElUnger 
#  Co.,  26  W.  R.  70. 

(/)  Iladde  v.  Norman,  L.  R.  14  Eq. 
348  ("  Leopold.salt "  for  "  Leoj)oldsliall ") ; 
Jjerhy  Fliotograpldc  Dry  Flate  Co.  v.  Bol- 
lard, Graham  if-  Co.,  2  Times  L.  R.  276 
("  Derwent  "  for  "  Derby  ") ;  Thompson 
V.  Montgomery,  41  Ch.  D.  35  ;  (1891) 
A.  C.  217  (a  T  for  a  cross)  ;  Avery  ^-  Sons 
V.  Meikle  (if  Co.,  '21  U.  S.  Tat.  Gaz.  1027  ; 
llavis  V.  lieid,  17  Grant  Up.  Can.  Ch.  69  ; 
Orr-Ewing  ^  Co.  v.  Johmton   ^-  Co.,   13 


Ch.  D.  434  ;  Balfour  ^-  Co.  v.  Kilburn  ^• 
Co.,  1  Hj^de,  270  ;  Hiram  Walker  ^-  Sons 
V.  Mikolas,  79  Fed.  Rep.  955. 

[q)  Slazenger  6^-  Sons  v.  Feltham  ^-  Co., 
6  F.  R.  531. 

(/;)  Wheeler  v.  Johnston,  3  L.  R.  Ir. 
284. 

(i)  Anheuser  Busch  Brewing  Association 
V.  Fiza,  23  Bl.  C.  C.  245 ;  Southern  White 
Lead  Co.  v.  Carey,  25  Fed.  Rep.  125. 

{k)  Franks  v.  Weaver,  10  Beav.  297 ; 
Sedon  v.  Senate,  Dig.  18  ;  Youatt  v. 
Winyard,  1  Jac.  .&  W.  394 ;  Blofeld  v. 
Fayne,  4  B.  &  Ad.  410  ;  Lay  v.  Walls, 
12  Phila.  274  ;  Simmons  Medicine  Co.  v. 
Simmons,  81  Fed.  Rep.  163;  and  many- 
other  cases.  See,  however,  Gessler  v. 
Grid),  SO  Wise.  21  ;  27  Am.  St.  Rep.  20. 

{I)  Mogford  v.  Courtenay,  45  L.  T. 
N.  S.  303  ;  Walker  v.  Alley,  13  Grant 
Up.  Can.  Ch.  366. 

(m)  Jndia  Rubber  Comb  Co.  v.  Rubber 
Comb  (if-  Jewellery  Co.,  45  N.  Y.  Super. 
Ct.  258  ;  Fotter  v.  McFherson,  28  N.  Y. 
Sup.  Ct.  559. 

(w)  Wotherspoon  v.  Curric,  L.  R.  5 
H.  L.  508  ;  Metzler  v.  Wood,  8  Ch.  D. 
606 ;  Fence  v.  Mason  (1),  Dig.  534  ; 
Otard,  Dupuy  ^  Co.  v.  Otard  do  Monte- 
bcllo  Cognac  Co.,  9  Times  L.  R.  295  ;  10 
ib.  67;  Bayer  v.  Baird,  15  P.  R.  615; 
Foot  V.  Lea,  13  Jr.  Eq.  484;  Kelkr  v. 
Goodrich  Co.,  117  Ind.  556  ;  10  Am.  St. 
Rep.  88. 
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the  original  (a)  ;  the  imitation  of  numbers  (b)  or  initials  (r-)  used 
by  the  plaintiff ;  the  imitation  of  the  barrels  (d),  or  bottles  (e),  con- 
taining the  plaintiff's  article ;  the  buying  up  and  using  the  plain- 
tiff's old  bottles  (_/')  ;  the  use  by  the  defendant  of  a  name  not  his 
own  (fj),  possibly  under  the  authority  of  some  person  who  bore  the 
same  name  as  the  plaintiff  {//)  ;  the  formation  of  a  partnership  with 
another  person,  whose  name  or  initial  was  such  as  to  enable  the 
defendant  to  imitate  the  plaintiff's  mark  with  some  specious 
pretence  of  legality  (/)  ;  the  addition  of  "  and  Co."  after  the 
name  (/•)  ;  the  alteration  of  a  name  acquired  by  purchase  with  the 
goodwill  of  a  business,  so  as  to  assimilate  it  to  the  name  of  another 
firm  carrying  on  a  similar  business  (/) ;  the  removal  into  the  plain- 
tiff's neighbourhood  (ni)  ;  the  adoption  of  a  name  of  a  manufactory 
similar  to  that  used  by  another,  and  placing  it  on  goods,  but 
keeping  it  out  of  the  Directory  (^n)  ;  the  making  an  improper  use 


(a)  Bay  v.  Binning,  C.  P.  Coop.  489  ; 
Glenny  v.  Smith,  2  Dr.  &  Sm.  476  ; 
Boolham  v.  Fottage,  L.  R.  8  Ch.  91  ; 
Itobinemt  v.  Charhonnel,  W.  N.  1876, 
p.  160;  Deuce  v.  Mason  (1),  Dig.  534; 
41  L.  T.  N.S.  573;  Sinr/er  Manufacturing 
Co.  V.  Spcncc,  10  P.  R.  293,  306  ;  Co/ton 
V.  Thomas,  7  Phila.  257  ;  Chidjh  v.  Priest, 
1  L.  T.  142;  Hmnessy  v.  White,  6  W. 
W.  &  A'B.  Eq.  216  ;  Morgan  v.  Schmilcr, 
79  N.  Y.  490  ;  Giron  v.  Gartner,  47  Fed. 
Rpp.  467  ;  Hohncry.  Gratz,  52  Fed.  Eep. 
871. 

(A)  Humphreys^  Specific  Homoeopathic 
Medicine  Co.  v.  Wenz,  14  Fed.  Eep.  250. 

{c)  Bayer  v.  Baird,  15  P.  R.  615  ; 
Bayer  v.  Gonnell  (2),  16  ih.  157. 

{d)  Moorwan  v.  Hoqc;  2  Sawv.  78 ;  Cooh 
V.  Sfarl-u-eather,  13  Abb.  Pr.  N.  S.  392. 

[e)  Henry  v.  Fricc,  1  Lefi.  Obs.  364  ; 
Sicgert  v.  Findlater,  7  Ch.  D.  801  ;  Wolfe 
V.  Goulard,  18  How.  Pr.  64  ;  Laird  v. 
Wilder,  9  Bush,  131;  Congress  Co.  v. 
High  Rock  Co.,  45  N.  Y.  291  ;  Wilder  v. 
Wilder,  Dig.  372  ;  Wolfe  v.  Hart,  4 
V.  L.  R.  Eq.  125  ;  Fnlhcood  v.  FuU- 
n-ood  (1),  W.  N.  1873,  pp.  93,  185; 
Hostetter  v.  Adams,  20  Bl.  C.  C.  326; 
Carbolic  Soap  Co.  v.  Thompson,  25  Fed. 
Rep.  625  ;  Moxie  Nerve  Co.  v.  Bavmbach , 
32  Fed.  Eep.  205  ;  Grezier  v.  Antran, 
13  P.  R.  1  ;  Cook  Si  Bcrnheimer  Co.  v. 
Foss,  73  Fed.  Rep.  203. 

(/■)  Rose  V.  Henley,  Dig.  551  ;  Allenv. 
Richards,  26  Sol.  J.  658  ;  Hostetter  v. 
Anderson,  1  V.  R.  Eq.  7  ;  Hostetter  Co. 
V.  Brueqgeman  Reiner t  Fistillery  Co.,  46 
Fed.  Eep.  198  ;  Hostetter  Co.  v.  Becker, 
73  Fed.  Rep.  297. 


{g)  Ainsivorth  v.  Walmsley,  L.  R.  1 
Eq.  518  ;  Barber  v.  Manico.  10  P.  R.  93. 

Ui)  Meridcn  Britannia  Co.  v.  Barker, 
39  Conn.  450 ;  12  Amer.  Rep.  401  ; 
Perks  V.  Hall  #  Co.  W.  N.  1881, 
p.  Ill;  Melachrino  v.  Melachrino  Fgyp- 
tian  Ciqarctte  Co.,  4  P.  R.  215  ;  Saici/cr 
V.  Kellogg,  7  Fed.  Rep.  721  ;  9  ib.  601  ; 
William  Rogers  Manufacturing  Co.  v. 
Rogers  S;  Spurr  Manufacturing  Co.,  11  Fed. 
Rep.  4  95  ;  Fdge  v.  Harrison',  8  P.  R.  74  ; 
and  see  cases  at  p.  261.  note  («). 

(i)  Croft  V.  Bay,  7  Beav.  84  (Day  & 
jMai-tiu)  ;  Mo'ct  v.  Clyhouw,  Dig.  533 
(M.  &  C).  AnA.&ee SchveitzerY.  Atkins, 
37  L.  J.  Ch.  847  ;  Hallett  v.  Cumston, 
110  Mass.  29  ;  ilf.  Melr/ehrino  clj-  Co.  y. 
R.  Melachrino  (<;•  Co.,  Chitty,  J.,  Mriy 
29th,  1888  ;  Rendle  v.  Rendle  *  Co.,  63  L. 
T.N.  S.  94  ;  Fdge  y.  Harrison,  8  P.  R.  740. 

(k)  Churton  v.  Fouglas,  Johns.  1 74  ; 
Fullwood  V.  Fulhi-ood  (1),  W.  N.  1873, 
pp.  93,  185;  Holt  v.  Smith,  4  Times 
L.  R.  329  ;  31.  Melachrino  if;-  ^'o.  v.  R. 
Melachrino  <^-  Co.,  Chitty,  J.,  May  29th, 
1888  ;  Berlin  v.  Beclin,  69  N.  Y.  212  ; 
Brooklyn  White  Lead  Co.  v.  Masury,  25 
Barb.  416.  And  see  Godillot  v.  American 
Grocery  Co.,  71  Fed.  Rep.  873.  Cf. 
Bur>/ea  v.  JSfational  Starch  Manufacturing 
Co. ,'79  Fed.  Rep.  651. 

(l)  Holt  v.  Smith,  4  Times  L.  R. 
329.  And  see  Kational  Folding  Box  and 
Paper  Co.  V.  National  Folding  Box  Co.,  43 
W.  R.  156. 

{m)  Lee  v.  Haley,  L.  R.  5  Ch.  155  ; 
Fullwood  V.  Fullwood  (1),  W.  N.  1873, 
pp.  93,  185. 

(«)  Rodgcrs  v.  Rodgers,  31 L.  T.  N.S.  285. 
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of  tlie  defendant's  relationship  to  the  plaintiff  (a) ;  the  claiming 
untruly  to  be  the  sole  proprietor  (b)  ;  the  making  an  unfair 
reference  to  a  former  partnership  {b)  ;  the  making  an  intentional 
misstatement  as  to  the  date  of  the  commencement  of  a  business  (c), 
or  as  to  prizes  gained  at  an  exhibition  (d)  ;  the  false  pretence  of  an 
appointment  as  purveyor  to  a  royal  personage  {d )  ;  have  all  been 
held  to  afford  ground  for  reasonable  suspicion  of  the  presence  of 
an  animus  fraudandi. 

On  the  other  hand,  if  the  defendant  uses,  on  the  goods  which  he  Circumstances 
is  alleged  to  be  endeavouring  to  pass  off  as  the  plaintiff's,  a  distinct  abseu°e^of° 
and  obvious  trade  mark  of  his  own,  or  if  he  states  plainly  and  in  fraud, 
fair-sized  and  clear  type  that  such  goods  are  in  fact  manufactured 
by  himself,  there  is  a  strong  indication  that  the  defendant  has  no 
intention  of  attempting  deception  (e).     So,  again,  if  the  defendant 
has  ventured  to  display  at  a  public  exhibition  goods  bearing  the 
mark  to  which  exception  is  afterwards  taken  (/)  ;  or  if  he  has  truly 
stated  the  connection  between  himself  and  the  original  adopter  of 
the  trade  mark  (g)  ;  or  if,  when  using  bottles  moulded  with  the 
plaintiff's   name,  which   have   come   into   his   possession  without 


(c/)  Gouraud  v.  Trust,  10  N.  T.  Sup. 
Ct.  627.  And  see  Otard  Bupuy  S;  Co.  v. 
(Hard  dc  Montehcllo  Cognac  Co.,  9  Times, 
L.  R.  295  ;   10  ih.  67. 

{h)  Wolfe  V.  Ahop,  10  V.  L.  R.  (E.) 
41. 

(e)  Fullwood  V.  FtiUwood  (2),  9  Ch.  D. 
176 ;  Blaclcwell  v.  Armistead,  5  Amer. 
L.  T.  85. 

(d)   CavcY.  Myem,  Dig.  304. 

(f)  Singer  Manufaeturing  Co.  v.  Wilson, 
2  Ch.  D.  434,  444  ;  so,  too,  in  Cheavin  v. 
Walker,  5  Ch.  D.  850,  where  the  goods 
■were  stated  to  be  manufactured  by  the 
defendants.  And  see  Beard  v.  Turner, 
13  L.  T.  N.  S.  746;  RaggcU  v.  Findlater, 
L.  R.  17  Eq.  29  ;  Singer  Mcaiufactiiring 
Co.  V.  Loog  (3),  18  Ch.  D.  395;  Packham 
^  Co.  V.  Sturgess  ^-  Co.,  15  P.  R.  669  ; 
Magee  Furnace  Co.  v.  Le  Barron,  127 
Mass.  115;  Wolfe  v.  Goulard,  18  How. 
Pr.  64  ;  McCartney  v.  Garnhart,  45  Mo. 
593 ;  Gilman  v.  Himnexvell,  122  Mass. 
139  ;  Ayer  v.  liushton,  7  Daly,  9  ;  Jaron 
Hygienic  Underivenr  Co.  v.  Simons,  49 
Eed.  Rep.  270;  Dadirrian  v.  Yacnbiaii, 
72  Fed.  Rep.  1010  ;  Carlsbad  v.  Scluiltz, 
78  Fed.  Rep.  4G9  ;  Gesslcr  v.  Grieh,  80 
Wise.  21;  27  Am.  St.  Rep.  20;  Farsoits 
V.  Gillespie,  17  N.  S.  W.  Rep.  (Eq.)  227; 


(1898)  A.  C.  239.  But  compare  Wother- 
spoon  V.  Carrie,  L.  R.  5  H.  L.  508  ;  Singer 
Jfanufacturing  Co.  v.  Wilson,  3  App.  Cas. 
376  ;  Ferry  v.  Trucftt,  6  Beav.  66 ; 
BraJiam  v.  Bustard,  1  H.  &  M.  447  : 
Ford  V.  Foster,  L.  R.  7  Ch.  611  ;  Sicgert 
V.  Findlater,  7  Ch.  D.  801  ;  Reinhariu  v. 
Spalding,  49  L.  J.  Ch.  57  ;  Henderson  v. 
Jorss,  Dig.  198  ;  Singer  Manufacturing 
Co.  V.  Kimball  S;  Morton,  Ct.  Sess.  Cas., 
3rd  ser.  XI.  267  ;  Lea  v.  Wolf,  46  How. 
Pr.  157  ;  Field  v.  lewis.  Dig.  280  ;  Fosc 
V.  loft  us,  47  L.  J.  Ch.  576  ;  Fno  v. 
Stephens,  Dig.  609  ;  Kinnhan  v.  Bolton, 
15  Ir.  Ch.  75  ;  Williams  v.  Johnson,  2 
Bos.  1  ;  Fhalon  v.  Wright,  5  Phila.  464; 
Boardman  v.  Meriden  Britannia  Co.,  35 
Conn.  402  ;  Whitney  v.  Hiekling,  5 
Grant.  Up.  Can.  Ch.  605  ;  Eier  v. 
Abrahams,  82  N.  Y.  519  ;  Thornton  v. 
Crowley.  47  N.  Y.  Super.  Ct.  527  :  Hege- 
man  ^-  Co.  v.  CBi/rne,  9  Daly,  264;  Frese 
v.Bachof{2),  14  Bl.  C.  C.  432;  Carroll 
V.  Ertheiler,  1  Fed.  Rep.  688  ;  Fleisch- 
mann  v.  Sehnckmann,  62  How.  Pr.  92  ; 
Lewis  V.  Klapproth,  11  Vict.  L.  R. 
214. 

(/)  Beard  v.  Turner,  13  L.  T.  N.  S. 
746. 

('/)  Emerson  v.  Badger,  101  Mass.  82; 
Gilman  v.  Hunnewell,  122  ib.  139. 
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fraud,  he  places  his  own  labels  on  the  bottles  in  place  of  the 
plaintiff's  {a). 

A  registered  trade  mark  is  property,  and  evidence  of  fraudulent 
intention  is  unnecessary  in  a  case  of  alleged  infringement  of  such 
a  mark,  as  appears  from  the  Patents  Act,  188'3,  §  7(>  {h),  in  accord- 
ance with  which  the  registration  of  a  person  as  proprietor  of  a  trade 
mark  is  pn'nid  facie  evidence  of  his  right  to  the  cxchmve  use 
of  such  trade  mark,  and,  after  the  expiration  of  five  years  from 
the  date  of  such  registration,  conclusive  evidence  of  his  right  to 
the  exclusive  use  of  such  trade  mark,  subject  to  the  provisions  of 
the  Act. 

But  when  infringement  of  a  registered  trade  mark  is  in  question, 
the  point  is,  not  whether  there  has  been  infringement  of  the 
mark  which  the  plaintiff  has  used  in  his  business,  but  whether 
there  has  been  infringement  of  the  mark  which  he  has  actually 
registered.  Thus,  Jessel,  M.  E..,  said,  in  Ellis  S^  Sons  v.  RutJiin 
Soda  Water  Co.  (c),  "  As  I  understand  the  Trade  Marks  Act,  if  you 
come  for  trade  mark  and  not  for  actual  fraud,  you  can  only  sue  in 
respect  of  what  you  had  registered  as  a  trade  mark."  And  in 
considering  whether  there  has  been  infringement  of  the  registered 
mark,  it  is  necessary  to  see  whether  the  essential  particular  in  that 
registered  mark  has  been  imitated.  Thus  it  was  held  by  Jessel,  M.  11., 
in  In  re  Horshurgli  {d),  that  there  was  no  conflict  between  two 
marks  which  combined  substantially  the  same  descriptive  word 
with  different  devices,  since  the  essential  particulars,  the  devices, 
being  different,  it  was  immaterial  that  the  marks  resembled  each 
other  in  a  non-essential  feature. 

When  a  defendant  has  taken  the  material  and  essential  part 
of  the  plaintiff's  trade  mark,  the  burden  is  upon  the  defendant  to 
disprove  the  probability  of  deception,  not  upon  the  plaintiff  to 
prove  it  (e) . 


(a)  Rose  V.  Loftus,  47  L.  J.  Ch.  576  ; 
Barrett  v.  Gonm,  74  L.  T.  (Journal)  388  ; 
Barrett  v.  White,  North,  J.,  May  l'2th, 
1883. 

(i)  This  re-enacts  §  3  of  the  Trade 
Marks  Registration  Act,  1875.  See 
Jarrett  v.  British  North  Borneo  Cigar  Co., 
37  Sol.  J.  116. 

(c)  Jessel,  M.  R.,  Nov.  21st,  1879.  And 
see  Nuthall  v.  Vining,  C.  A.,  Jan.  '21st, 
1880  ;  Lam  plough  v.  Beedzler,  C.  A., 
Nov.  12th,  1880 ;  Extssell  %  Sons,  Ld.  v. 


Smith,  Jessel,  M.  R.,  June  18th,  1880;  In 
re  Lyndon,  32  Ch.  D.  101);  Crawford  \. 
Bernard,  11  P.  R.  580. 

{d)  53  L.  J.  Ch.  '.^7.  And  see  Luclcc 
V.  Webster,  Jessel,  M.  R.,  April  4th, 
1879;  III  re  Loftus,  (1894)  1  Ch.  193; 
Harris  Drug  Co.  v.  Stucky,  46  Fed.  Rep. 
C24. 

{(■)  Ford  V.  Foster,  L.  R.  7  Ch.  611  ; 
Singer  Manufacturing  Co.  v.  Wilson,  3 
App.  Cas.  376;  Orr-Ewinq  cj-  Co.  v. 
Johnston  ^  Co.,  13  Ch.  D.  434. 
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With  respect  to  trade  marks  used  before  the  passing  of  the  Infringement 
Trade  Marks  Registration  Act,  1875,  and  consisting  of  a  name  oidm^rks?^ 
printed  or  stamped  in  ordinary  characters,  which  might  be  the  case 
independently  of  the  Act,  and  which  may  still  be  protected  if 
registered  as  old  marks  (a) ,  it  has  been  held  that  it  is  not  necessary, 
in  order  to  obtain  an  injunction,  to  prove  the  scienter  where  the 
infringer  does  not  bear  the  name  he  has  assumed  {b),  but  that,  on 
the  other  hand,  where  he  does  bear  that  name,  such  evidence  must 
be  produced  (c)  ;  and,  in  the  same  way,  where  two  firms  have 
become  entitled  to  use  the  same  trade  mark  or  firm  name,  it  is  only 
in  a  case  of  fraud  that  an  injunction  will  be  granted;  and  an 
allegation  that  the  defendants  use  the  mark  on  inferior  goods  is  not 
sufficient,  since,  if  they  have  the  right  to  use  it,  they  can  use  it  as 
they  please  {d). 

With  respect  to  names  first  used  as  trade  marks  after  the  passing  Infringement 
of  the  Act  of  1875,  the  requirement  that  they  shall  be  "  printed,  new'm^arks^ 
impressed,  or  woven,  in  some  particular  and  distinctive  manner"  (e), 
renders  the  mere  use  of  the  same  name  no  infringement,  unless  the 
particular  and  distinctive  manner  is  also  copied,  in  which  case  evi- 
dence of  actual  intentional  fraud  will  be  unnecessary,  whatever 
may  be  the  name  of  the  infringer.  Similarl}^,  the  registration  by 
a  trader  of  a  facsimile  of  his  own  signature  will  not  prevent  another 
trader  of  the  same  name  from  using,  as  a  trade  mark,  a  facsimile  of 
his  signature  (/). 

In  the  same  way,  where  a  trade  mark  consisting  of  the  coloured  Colour. 
threads  which  form  the  heading  to  a  piece  of  stuff  (r/),  or  of  the 
representation  of  a  coin  (//),  or  of  any  other  mark  in  which  colour 

{a)  In   re    Rophinson,    (1892)     2    Ch.  {e)  Patents  Act,  1883,  §  64,  amended 

116.  by  Act  of  1888.  And  see  In  re  GianacUs, 

{h)  Alnsworthy.  Walmsley,  L.  R.  1  Eq.  6  P.  R.  467  ;  In  re  Hannaij,  7  P.  R.  46  ; 

518  ;    McLean    v.    Fleming,    96    U.    S.  -^»  '"^  ^^9«,  ^  P-  R-  207. 

245.  (/)   Crawford  v.   Bernard,    11    P.   R. 

580 

(c)  Burgess  V.  Burgess,  3  De  G.  M.  &  , ',  ,--.,  ,  „  tt  i-  nu  tv  loi 
n  ana  rp  ,  e  i  ti  ^  t  iff)  Mitchell  V.  Henry,  lo  Ch.  D.  181. 
U-.  89b  Itirton  iS"  ouns,  Ld.  v.  lurton,  )%<  r  n  i-  nr. -i^r  t>  oi  a  i 
^.)  r>\  TV  100  T'  7  /•  T^  7  ^-  ('')  In  re  Bobmson,  29  VV.  K.  ol.  And 
42  On.  IJ.  12b  ;  ;  alentine  v.  [  alentine,  ^  v  rr  ;  /  co  t  t  <-ii  oo-r 
o,  T  -D  T  \<oo  r  •  0  r<  see  In  re  Horshurgh,  53  1j.  J.  Oh.  237. 
31    JL.    R.    ir.  488;    Jamieson  &  Co.   v.  t     a         •      -i.  i,      v         \,  n  4.1    i.  \ 

T     ■  1  -   X)     -D      1  ^n      71^  7-  In  America  it  has  been  held  that  where 

Jamieson,    lo  P.    R.     169;    McLean   v.  .,      ■  i     ,.     1  ,.  •  ,  a    >.  ^^ 

Fleming:  ^6     U.     S.     245.       And    see  the  identical  term,  size  colour  and  style 

o        ,^'        o        T-^     4  n  01  a  numeral  registered  as  a  trademark 

baunders  v.  Sun  Life  Assurance  Company  ij.  -^  ■   c  ■  t-  i,   a 

r  ri        1       71  on. \    1    m.     -0-7       T,  had  been  copied,   an  iniringement  had 

of  Canada,    (1894)    1    Ch.    o37 ;     Brown  ,  -.f  i      i,.i         u  -^  1 1  u 

/„  ,  ,'    ^      ,,'         T,n  TT  c>    r,n  becii  Committed,  although  it  would  have 

Chemical  Co.  v.  Mci/cr,  139  U.  S.  540.  •■  .    .  .       '        ^    .'^  .  1*1 

•      '  been  no  iniringement  to  have  used  the 

[d)  Rogers  v.  Taintor,  97  Mass.  291  ;  numeral  without  copying  those  pecu- 
Emerson  v.  Badger,  101  ib.  82.  See  liarities :  Kinncg  v.  Allen,  1  Hughes, 
Carlsbad  v.  Tibbelts,  51  Fed.  Rep.  852.  106 
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is  essential,  and  which  would  lose  its  distinctiveness  by  being 
registered  in  the  ordinary  way,  has  been  registered  by  deposit,  it 
will  not  be  infringed  unless  the  colour  and  arrangement  have  been 
imitated.  But,  where  the  trade  mark  does  not  substantially  con- 
sist in  colour,  and  has  been  registered  in  the  ordinary  way,  then, 
though  the  mark  has  been  registered  in  colour,  the  exclusive  right 
to  use  the  mark  in  any  colour  is  now  given  to  the  registered 
proprietor  {a). 

When  it  is  alleged  that  a  trade  mark  registered  without  colour 
has  been  infringed,  it  has  been  said  that  the  proper  manner  of 
comparing  the  two  trade  marks  is  to  compare  their  designs  in  the 
same  size  and  free  from  colour,  and  that  similarities  in  respect  of 
coloiu^  in  actual  use  should  only  be  regarded  in  order  either  to 
prove  fraud  or  to  turn  the  scale  when  the  question  of  infringement, 
leaving  colour  out  of  sight,  is  very  difficult  to  decide  (&) .  Where 
the  plaintiffs  had  used  a  label  for  coffee,  coloured  red,  white  and 
blue,  and  containing  the  words  "  red,  white  and  blue  label,"  and 
had  registered  it  without  colour,  the  use  by  others  of  labels 
similarly  coloured  and  containing  the  words  was  restrained  {c). 
Another  mode  of  comparing  two  trade  marks  is  to  compare  the 
designs  in  the  same  colour  id)^  but  this  is  more  appropriate  to 
cases  of  opposed  registration. 

The  real  question  which  the  Court  has  to  try  in  a  case  of  alleged 
infringement  of  trade  mark,  is  whether  what  the  defendant  has 
done  is  calculated  to  deceive,  whether  there  is  so  much  imitation 
that  goods  bearing  the  one  mark  may  be  readily  mistaken  for 
goods  bearing  the  other,  and  whether  a  careful  inspection  is 
necessary  to  distinguish  the  mark  and  appearance  of  the  former 
goods  from  those  of  the  latter  [c] . 

In  Croft  V.  Bay  (_/'),  it  was  remarked  by  Lord  Langdale,  M.  R., 
that  two  things  were  necessary  for  the  accomplishment  of  a  fraud 
such  as  was  there  contemplated  :  "  First,  there  must  be  such  a 
general  resemblance  of  the  forms,  words,  symbols,  and  accompani- 


(rt)  Patents  Act,  1883,  \  67. 

(4)  Tcr  Ct.  of  App.  in  Nti'hnU  v. 
rining,  C.  A.,  Jan.  2lHt,  1880.  Cf.  In 
re  La  Socivie  Anonyme  des  J'crrcrics  de 
VEtoile,  (1894)  2  Ch.  26;  Jn  re  Turney, 
11  P.  R.  37  :  Jarreit  v.  Jlritish  North 
Borneo  Cigar  Co.,  37  Sol.  J.  116. 

[c)  Hanson  v.  British  Tea  and  Trading 
Association,   Ld.,   Bacon,  V.-C,    April 


9th,  1884;  C.  A.  June  19th,  1884.  The 
same  trade  mark  was  afterwards  refused 
I'cgistration  under  the  Patents  Act,  1883: 
In  re  Hanson,  37  Ch.  D.  112. 

{d)  In  re  Worthington,  14  Ch.  D.  8. 

{c)  See  per  Bynum,  J.,  in  Blackuell 
V.  Wright,  73  N.  Car.  310. 

(/)  7  Beav.  84. 
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ments  as  to  mislead  the  public ;  and,  secondly,  a  sufficient  distinctive 
individuality  must  be  preserved,  so  as  to  procure  for  the  person 
himself  the  benefit  of  that  deception  which  the  general  resemblance 
was  calculated  to  produce.  To  have  a  copy  of  the  thing  would  not 
do,  for,  though  it  might  mislead  the  public  in  one  respect,  it  would 
lead  them  back  to  the  place  where  they  were  to  get  the  genuine 
article,  an  imitation  of  which  was  improperly  sought  to  be  sold. 
For  the  accomplishment  of  such  a  fraud  it  was  necessary  in 
the  first  instance  to  mislead  the  public,  and  in  the  next  place  to 
secure  a  benefit  to  the  party  practising  the  deception  by  preserving 
his  own  individuality  "  {a).  In  that  case,  however,  a  deliberate 
attempt  was  made  to  represent  the  defendant's  establishment  as  the 
plaintiff's,  and  the  injury  done  to  the  plaintiff  by  the  sale  of  goods 
bearing  the  spurious  marks  instead  of  his  genuine  goods  is  ordi- 
narily sufficient  to  entitle  him  to  his  remedy,  independently  of  any 
habit  induced  in  the  customer  to  resort  to  the  defendant  instead  of 
to  the  plaintiff. 

By  what  test,  then,  has  it  to  be  determined  whether  there  is  such  Tests  of  in- 
a  degree  o£ similarity  as  to  require  the  interference  of  the-  Court?      "°oem 

In  the  first  place,  where  one  person  has  adopted  the  trade  mark  Actual 
of  another,  or  a  mark  nearly  resembling  it,  and  there  is  evidence  of  ^^^^  ^°^' 
actual  deception — that  is  to  say,  that  any  one  has  in  fact  been 
thereby  induced  to  buy  the  defendant's  goods  as  being  the  goods 
of  the  plaintiff — the  question  of  resemblance  has  been  decided  by 
the  test  of  facts,  and  the  Court  will  restrain  the  defendant  without 
further  inquiry  [h) ,  unless  it  is  clearly  of  opinion  that  the  re- 
semblance is  so  slight  that  no  rational  person  ought  to  have  been 
deceived  {c).  It  is  not,  indeed,  necessary  that  there  shall  have 
been  actual  deception  {(I),  or  damage  sustained  (e)  ;  but  since, 
unless  that  can  be  proved,  the  case  which  the  Court  has  to  try  is  a 

(a)  And  sec  Eddsfen  v.  Vide,  11  Hare,  v.  Fassett,  44  Mo.  173;  R.  Cox,  530; 
78  ;  Eowlei/  v.  Houghton,  2  Brews.  303  ;  Dixon  Crucible  Co.  v.  Guggenheim,  2 
R.  Cox,  486;  Enoch  Morgan'' s  Sons'  Co.  Brews.  321;  R.  Cox,  559;  and  India 
V.  Suhwachhofer,  55  Ho"w.  Pr.  37.  linbher  Comb  Co.  \.  Rubber  Comb  ^-  Jewellery 

(b)  Cope  V.  Evans,  L.  R.   18  Eq.  138.  Co.,  45  N.  Y.  Super.  Ct.  258  ;   Liggett  d(- 
And  see  IVooUam  v.  lintcUff,  1  H.  &  M.  Mycra''   Tobacco  Co.  v.  Reid   Tolnicco   Co.., 
25i>  ;    McLean    v.    Fhmin'g,    96    U.    S.  104  Missouri,  53  ;  24  Am.  St.  Rep.  313  ;  • 
245;   Cook  v.  Starkweather,  13  Abb.  Pr.  List  man   Mill    Co.    v.     William   List/nan 
N.  S.  392;  Kinney  \.  Basch,  Dig.  542.  Milling  Co.,  88  Wise.   334;  43  Am.  St. 

(c)  Ciril  Service  Supply  Association  v.  Rep.  907;  Von  MummY.  Frash,  56  Fed. 
Bean,  13  Ch.  D.  512.  Rep.  830;   Taendsticksfahrik  Aktiebolaget 

{d)  Abbott  V.  Bakers  4-  Confectioners^  Vulcan  v.  Myers,  Go  N.  Y.  Sup.  Ct.  161. 
Tea  Association,  W.   N.    1871,    p.   207;  (e)   limhnm  v.   Beachim  (1),  7  Cli.  D. 

'Field  V.  Lewis,  Dig.  280.    And  sec  FiJley       818. 
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hypothetical  case,  in  which  honest  evidence  as  to  the  likelihood  of 
deception  can  in  all  prohahility  he  procured  on  both  sides  (a) ,  it 
is  always  safer  for  a  plaintiff  to  obtain  proof  of  actual  deception  if 
possible,  and  a  certain  degree  of  delay  to  enable  him  to  obtain  such 
proof  will  be  excused  (b). 

In  most  cases,  however,  there  is  not  produced  any  evidence  of 
actual  deception,  and  the  plaintiff  then  has  to  satisfy  the  Court  or 
jury  that  the  defendant  has  used  a  mark  either  identical  with,  or 
only  colourably  differing  from,  his  own  (c).  It  is  not  sufficient 
for  the  plaintiff  to  produce  evidence  tending  to  show  that  in  the 
opinion  of  the  witnesses  deception  may  occur  :  he  has  to  convince 
the  Court  or  jury  that  there  is  such  reasonable  probability  of 
deception  as  to  justify  interference  with  the  defendant  {d) ;  and  if 


(a)  As  a  rule,  not  much  wei^-ht  is 
given  to  exj)ert  evidence  on  questions  of 
similarity.  See  I/i  re  Jellci/,  Hon  (|-  Jones, 
51  L.  J.  Ch.  639;  Cook  v.  Starhveather, 
13  Abb.  Pr.  N.  S,  392;  Topham  v. 
Wilcox,  66  N.  Y.  69  ;  but  there  may  be 
circumstances  in  which  much  weight 
will  be  given  to  it :  Mitchell  v.  Henry, 
15  Ch.  D.  181  :  In  re  Worihington,  U 
Ch.  D.  8  ;  In  re  Christiansen,  3  P.  R.  54  ; 
Williams  v.  Brooks,  50  Conn.  278.  In 
Wallace  S;  Co.  v.  Kinf/  ^-  Co.,  Bomb.  High 
Ct.,  April  30th,  1879,  it  was  held  in  the 
High  Court  of  Bombay  that  evidence 
given  by  European  witnesses  in  Bombay 
and  Manchester  as  to  the  probability  of 
deception,  was  not  admissible  under  the 
Indian  Evidence  Act,  the  witnesses  not 
being  experts,  and  the  question  not 
being  one  of  science  or  art. 

(b)  lee  V.  Haley,  L.  R.  5  Ch.  155  ; 
Cave  V.  3Iyers,  Dig.  304. 

(c)  See  Cartier  v.  Carlilc,  31  Beav. 
292  ;  and  Cope  v.  Evans,  L.  R.  18  Eq.  138. 

{d)  JSlackicell  v.  Crabb,  36  L.  J.  Ch. 
504  ;  Bass  v.  Dau-ber,  19  L.  T.  N.  S. 
626  ;  Cope  v.  Evans,  L.  R.  18  Ecj.  138  ; 
Snowdcn  v.  Noah,  Hopk.  347  ;  R.  Cox,  1  ; 
Colladaij  V.  Baird,  4  Phila.  1 39  ;  R.  Cox, 
257  ;  Colton  v.  Thomas,  2  Brews.  308  ; 
R.  Cox,  507  ;  Falkinlmrq  v.  Lucy,  35 
Cal.  52  ;  R.  Cox,  448  ;  Bell  v.  Locke,  8 
Paige,  75  ;  R.  Cox,  11  ;  Ledycr  v.  Ray, 
Dig.  550  ;  Stephens  v.  Be  Con'to,  30  N.  Y. 
Sup.  Ct.  343;  R.  Cox,  442;  Wylam  v. 
Clarke,  W.  N.  1876,  p.  68  ;  Condii  v. 
Mitchell,  37  L.  T.  N.  S.  268,  766  ;  Wilson 
V.  Maxfield,  L.  J.  N.  of  C.  1875,  p.  51  ; 
Ellis  V.  Zeilcn  tj-  Co.,  42  Ga.  91  ;  Black- 
well  \.  Wright,  73  N.  Car.  310;  CookY. 
Starkweather,  13  Abb.  Pr.  N.   S.  392; 


Begraves  v.  Whiteman,  6  V.  L.  R.  Eq. 
304  ;  Lamplough  v.  Beedzlcr,  C.  A.,  Nov. 
12th,  1880  ;  Enoch  3Iorgan's  Sons'  Co.  v. 
Troxell,  89  N.  Y.  292 ;  American  Grocer 
Publishing  Association  v.  Grocer  Puhlish- 
iny  Co.,  51  How.  Pr.  402  ;  Massam.  v. 
Tliorley's  Cattle  Food  Co.,  14  Ch.  D.  748  ; 
In  re  Imbs,  10  U.  S.  Pat.  Gaz.  463  ; 
Dawes  v.  Bavies,  Dig.  426  ;  Prince  Me- 
tallic Paint  Co.  v.  Carbon  Metallic  Paint 
Co.,  Dig.  573  ;  Wheeler  y.  Johnston,  3  L. 
R.  Ir.  284  ;  Chinn  v.  Thomas,  5  V. 
L.  R.  Eq.  188  ;  Goodwin  v.  Venning,  24 
Sol.  J.  690  ;  Amoskeag  Manufacturing  Co. 
V.  Trainer,  101  U.  S.  61  ;  Hurricane 
Patent  Lantern  Co.  v.  Miller  ^-  Co.,  56 
How.  Pr.  234  ;  Talbot  v.  Wcbley,  3  P.  R. 
276;  Beddow  *  Sons  v.  Boyd,  4  P.  R. 
310  ;  Vogclcr  Co.  v.  Middlrton,  84  L.  T. 
(Journal-)  45  (where  the  plaintiffs  sold 
"St.  Jacob's  Oil,"  and  the  defendants 
sold  "  St.  Joseph's  Oil  ")  ;  Waterman  v. 
Ayres,  39  Ch.  D.  29  ;  Great  Toicer  St.  Tea 
Co.  V.  Smith,  6  P.  R.  165  ;  Goodallv.  Wil- 
kinson, 90  L.  T.  (Journal)  357 ;  91  ib.  29  ; 
Rugby  Portland  Cement  Co.  v.  Ruf/ln/  S; 
Newbold  Portland  Cement  Co.,  8  P.  R.  241 ; 
9  P.  R.  46;  Leahy  v.  Glover,  10  P.  R. 
141;  Smith  v.  Carron,  13  P.  R.  108; 
Cowie  V.  Herbert,  14  P.  R.  436  ;  Cali- 
fornia Fig  Syrup  Co.  v.  Taylor'' s  Brug 
Co.,  14  P.  R.  564  ;  Parsons  v.  Gillespie, 
(1898)  A.  C.  239  ;  Clark  v.  Sharp,  15 
P.  R.  141;  Lever  v.  Bcdingficld,  16 
P.  R.  3  ;  Gail  v.  Wackerbarth,  28  Fed. 
Rep.  286  ;  Liggett  &;  Myrs'  Tobacco 
Co.  V.  Finzer,  128  U.  S.  182  ;  New- 
haven  Patent  Rolling  Spring  Bed  Co.  v. 
Farren,  51  Conn.  324  ;  Rogers  v.  Rogers, 
53  Conn.  121  ;  Morse  v.  Martin,  Can. 
Sup.   Ct.  Cas.   Dig.    509;    Marshall  v. 
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lie  "  cannot  allege  and  prove  that  the  public  are  deceived,  or  that 
there  is  a  reasonable  probability  of  deception,  he  has  no  right  to 
interfere  with  the  use  of  the  mark  by  others"  {a).  But  where 
this  burden  is  discharged,  the  defendant's  conduct  "  cannot  be 
justified  by  showing  that  the  device  or  inscription  upon  the 
imitated  mark  is  ambiguous,  and  capable  of  being  imderstood  by 
different  persons  in  different  ways"  (b),  or  by  showing  that  the 
infringing  mark,  w^hen  taken  in  connection  with  its  surroundings 
or  get-up,  is  not  an  imitation  (c). 

If  it  is  shown  that  both  marks  have  been  used  for  a  number  of 
years  and  no  case  of  actual  deception  can  be  produced,  it  is  strong 
to  show  that  deception  is  not  probable ;  and  where  this  circum- 
stance existed,  and  it  was  further  proved  to  the  satisfaction  of  the 
judge  that  the  one  mark  was  not  copied  from  the  other,  but  had 
an  independent  origin,  and  fraud  on  the  part  of  the  defendant  was 
negatived,  no  injunction  was  granted,  the  defendant  undertaking 
to  discontinue  a  doubtful  detail  in  his  mark  (d)  ;  and  where  the 
only  probability  of  deception  arose  from  the  use  of  the  words 
"  guinea  gold,"  which  were  contained  in  two  labels  registered  by 
the  plaintiff  and  defendant  respectively  in  the  same  year,  and  both 
marks  had  been  used  for  fourteen  years  before  action  brought,  an 
injunction  was  refused  {e). 

It  is  obvious  that  in  these  cases  questions  of  considerable  nicety  When  is 
may  arise  ;  and  in  the  language  of  Lord  Cranworth,  C,  in  Seixo  probable^ 
V.  Provczende  (/),  "it  is  hardly  necessary  to  say  that,  in  order  to 

Hawkins,  4  N.  Z.  L.  R.  Sup.  Ct.  59  ;  Bertj  Wine  S;  Spirit  Co.,  12  Cape  Good 

DesmoncVs  Appeal,  103  Penn.   St.  126;  Hope,  326. 

Singer   Manufacturing    Co.   v.    Riley,    11  [(()  Per 'Lovd.'Wa.i&OTi  va.  Singer  Manu- 

Eed.  Rep.  706  ;  Adams  v.  Heisel,  31  Fed.  facturing  Co.  v.  Loog  (3),  8  App.  Gas.  39. 

Rep.  279;  Evans  t.   Von  Laer,  32  Fed.  And  see  Co^/i«s'  Chemical  ^-Manufacturing 

Rep.    153  ;    Radam    v.    Capital    Microbe  Co.  v.   Capitol   City   3Ianufacturing    Co., 

Destrot/er  Co.,  81  Tex.  122  ;  26  Am.  St.  42  Fed.  Rep.  64. 

Rep.  783;  Futnam  Nail  Co.  v.  Ausable  (^)  p,,,.  Lord  Selborne,  C.,  in  Singer 

Horse    Kail    Co.,    53    Fed.    Rep.     390 ;  Manufacturing  Co.  v.  Loog,  8  App.  Gas. 

Hostetter    Co.   v.   Bower,    74    Fed.    Rep.  ig.     So  in  M.  Mehwhrino    ^-   Co.  v.  R. 

235  (where  observations  were  made  upon  Melachrino  4-  Co.,  Ghitty,  J.,  May  29th, 

the  testimony  of  witnesses  hired  by  the  I888. 

plaintiff  to  secure  evidence  of  infringe-  (c)    Jarrett  v.    British    North   Borneo 

ment)  ;  /.  C.  Ilubinger  Bros.'  Co.  v.  Eddy,  c'(>«/-  Co.,  37  S.  J.  116. 

74Fed.Rep.  551.  Ci.VonMu7ninv.  Frash,  /«    7.  7            t>              a-  ni,    n    sin. 

cp   -c   T     -D         oon       1         ii  (»)  Baker  v.  Rawson,  4o  On.  D.  519; 

56   J^ed.  Rep.  830,  where  the  converse  >.«  x      t    nn       a     i            t>i-j!- 

...       ^         ,',    1      .       ii    i  •£  ii  see  60  L.  J.  519.     And  see  Jhultnsv. 

proposition  was  stated,  viz.,  that  11  the  ^    ,        lo  n    -d     0.1c      /           t  u  t    n 

l~,    ^  ^  .        ,•  c    1       i.    i.1,          V   u-1-i.      £  Oaden,   12  P.  K.   325  ;  In  re  Talbot,   11 

Court  IS  satisned  as  to  the  probability  01.  i>    -n  ^-,          oi.-  t         t 

■■         ,.       I                      •          £  i-v,        i-  1  P.  R.  M, />«■  Stirling,  J. 

deception  by  a  comparison  ot  the  articles  '  -^                 "' 

themselves,    evidence   as  to  likeness  is  (^')  I'fnllips\.  Ogdcn,  12  P.  R.  325. 

not  necessary.    And  see  Martell  v.  Faarl  (/)  L.  R.  1  Ch.  192. 
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entitle  a  party  to  relief,  it  is  hy  no  means  necessary  that  there 
should  be  absolute  identity  {a) .  What  degree  of  resemblance  is 
necessary,  is,  from  the  nature  of  things,  a  matter  iurapable  of 
definition  a  prior i  {b).  All  that  Courts  of  Justice  can  do  is  to  say 
that  no  trader  can  adopt  a  trade  mark  so  resembling  that  of  a  rival 
as  that  ordinanj  purchaficrs,  purchaHuig  with  ordinari/  caution,  are 
likely  to  be  misled  (c) . 


(a)  As  to  this,  see  per  Lord  Chelmsford 
in  Wotherspoon  v.  Currie,  L.  R.  5  H.  L. 
508  ;  and  per  Malins,  V.-C,  in  Anglo- 
Sivii^s  Condensed  Milk  Co.  v.  Swiss  Con- 
densed Milk  Co.,  W.  N.  1871,  p.  163. 
Also  McCarin  v.  Anthony, 21  Mo.  App.  83. 
And  see  post,  p.  137,  notes  {e)  and  (/). 

(b)  What  will  constitute  infringement 
is  not  to  be  defined.  See  per  Stawell, 
C.  J.,  in  the  Sup.  Ct.  of  Victoria  in 
Hcmwssi/  V.  White,  6  W.  W.  &  A'B. 
Eq.  216. 

(c)  As  to  this  criterion,  &eeArchhold\. 
Sweet,  1  Mo.  &  Rob.  162  ;  Shrimpton 
V.  Laight,  18  Beav.  164;  Leather  Cloth 
Co.  V.  American  Leather  Cloth  Co.,  11 
H.  L.  C.  523  [per  Lord  Cranworth) ; 
Liarnard  v.  Pillow,  "W.  N.  1868,  p.  94  ; 
Anglo-Swiss  Condensed  Milk  Co.  v.  Swiss 
Condensed  Milk  Co.,  W.  N.  1871,  p.  163; 
Wothersp>oon  v.  Currie,  Xi.  R.  5  H.  L. 
508  ;  Candy  v.  Mitchell,  37  L.  T.  N.  S. 
268,  766;  Abbott  v.  Bakers^-  Confectioners^ 
Association,  Ld.,  W.  N.  1872,  p.  31  ; 
L.  J.  N.  of  C.  1871,  p.  199;  Singer 
Manufacturing  Co.  v.  Wilson,  3  App. 
Cas.  376,  392,  394 ;  London  ^  County 
B(mki)ig  Co.  v.  Hampshire  ^-  North  Wilts 
Bank,  Dig.  618  ;  Moses  v.  Sargood,  Dig. 
636  ;  In  re  Worthington,  14  Ch.  D.  8  ; 
Liebig'' s  Extract  of  Meat  Co.  v.  Anderson, 
W.  N.  1883,  p.  185;  In  re  Christiansen, 
3  P.  R.  54  ;  Anglo-Swiss  Condensed  Milk 
Co.  V.  Metcalf  31  Ch.  D.  454  ;  Lever  v. 
Goodwin,  36  Ch.  D.  1  ;  Steinway  &:  Sons 
V.  Eemhaw,  5  P.  R.  77  ;  Upper  Assam 
Tea  Co.  v.  Herbert  cj-  Co.,  7  P.  R.  183  ; 
Jarrett  v.  British  North  Borneo  Ciqar  Co., 
37  Sol.  J.  116;  Enow. Dunn,  lOP.R.  261; 
Liebig'' s  Extract  of  Meat  Co.  v.  Chemists' 
Co-operative  Society,  13  P.  R.  736;  I'owell 
V.  BirminqhamVinegar  Brewery  Co.  (1896) 
2Ch.54;  (1897)  A.  C.  710;  Clark  yr.  Sharp, 
15  P.  R.  141  ;  Hennessy  v.  White,  6 
W.  W.  &  A'B.  Eq.  216  ;  Hennessy  v. 
Hogan,  ib.  '22b ;  Bartridge  v.  Menck, 
1  How.  App.  Cas.  558  ;  R.  Cox,  72  ; 
Walton  V.  Crowley,  3  Bl.  C.  C.  440  ; 
R.  Cox,  166  ;  Clark  v.  Clark,  25  Barb. 
76  ;  R.  Cox,  206  ;  Brooklyn  White  Lead 


Co.  V.  Masury,  25  Barb.  416;  R.  Cox, 
210;  Stvift  V.  Bey,  27  N.  Y.  Sup.  Ct. 
611  ;  R.  Cox,  319  ;  Rowleq  v.  Ilonghton, 
2  Brews.  303 ;  R.  Cox,  486  ;  Coiton  v. 
Thomas,  2  Brews.  308  ;  R.  Cox,  507  ; 
Lockwood  V.  Bostwiek,  2  Daly,  521  ; 
R.  Cox,  555  ;  Dixon  Crucible  Co.  v. 
Guggenheim,  2  Brews.  321  ;  R.  Cox, 
559;  Blackwell  v.  Wright,  73  N.  Car. 
310;  Gilman  v.  Hunnewell,  122  Mass. 
139;  Bopham  v.  Wilcox,  66  N.  Y.  69; 
Tallcott  V.  Moore,  13  N.  Y.  Sup.  Ct. 
106 ;  Brown  v.  Mercer,  37  N.  Y.  Super. 
Ct.  265  ;  3IcLean  y.  Fleming,  96  U.  S. 
245  ;  Baices  v.  llavies.  Dig.  426  ;  Colman 
V.  Crump,  70  N.  Y.  573;  Manhattan  Medi- 
cine Co.  V.  Wood,  108  IT.  S.  218;  Wolfe  v. 
Hart,  4  V.  L.  R.  Eq.  125  ;  Ex  parte  Caire, 
15  U.  S.  Pat.  Gaz.  248 ;  Robertson  v.  Berry, 
50  Md.  591  ;  Glen  Core  Manufacturing  Co. 
V.  Ludeman,  23  Bl.  C.  C.  46  ;  McCann  v. 
Antliony,  21  Mo.  App.  83  ;  Avery  cj-  Sons 
V.  3Ieifcle  ^-  Co.,  27  U.  S.  Pat.  Gaz.  1027  ; 
Liggett  ^-  Myers''  Tobacco  Co.  v.  Hynes,  20 
Eed.  Rep.  883  ;  Balli  v.  Fleming,  Ind. 
L.  R.  3  Calc.  417  ;  Ex  parte  Kennedy,  9 
V.  li.  R.  (L.)  335;  Brill  v.  S'lnger  Manu- 
facturing Co.,  41  Ohio  St.  127  ;  Sawyer 
V.  Kellogg,  7  Eed.  Rep.  721  ;  9  ib.  601  ; 
Metcalfe  v.  Brand,  86  Ky.  331  ;  9  Am.  St. 
Rep.  282  ;  Liggett  %  Myers''  Tobacco  Co.  v. 
Meid  Tobacco  Co.,  104  Mo.  53;  24  Am.  St. 
Rep.  313;  Solis  Cigar  Co.  v.  Fozo,  16  Col. 
388;  25  Am.  St.  Rep.  279;  Columbia 
Mill.  Co.  V.  Alcorn,  150  XT.  S.  460  ;  Tuerk 
Hydraulic  Power  Co.  v.  Tuerk,  99  N.  Y.  Sup. 
Ct.  65  ;  Weinstock,  Luhi,.  %  Co.  v.  Marks, 
109  Cal.  529;  50  Am.  St.  Rep.  57; 
Battle  it  Co.  v.  Finlay,  45  Fed.  Rep.  796 ; 
50  Fed.  Rep.  106  ;  N.  K.  Fairbank  Co.  v. 
P.  W.  Bell  Manufacturing  Co.,  77  Fed. 
Rep.  869 ;  Fischer  v.  Blank,  138  N.  Y.  244. 
In  Singer  Manufacturing  Co.  v.  Loog  (3) 
(8  App.  Cas.  18),  Lord  Selborne,  C, 
says,  "  The  imitation  of  a  man's  trade 
mark,  in  a  manner  liable  to  mislead  the 
unwary,  cannot  be  justified  by  showing 
either  that  the  device  or  inscription  upon 
the  imitated  mark  is  ambiguous,  and 
capable  of  being  understood  by  dilf  erent 
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"  It  would  be  a  mistake,  however,  to  suppose  that  the  resem- 
blance must  be  such  as  would  deceive  persons  who  should  see  the 
two  marks  j)laced  side  by  side  (a) .  The  rule  so  restricted  would 
be  of  no  practical  use.  If  a  purchaser  looking  at  the  article 
offered  to  him  would  naturally  be  led,  from  the  mark  impressed 
on  it,  to  suppose  it  to  be  the  production  of  the  rival  manufacturer, 
and  would  purchase  it  in  that  belief,  the  Court  considers  the  use 
of  such  a  mark  to  be  fraudulent.  But  I  go  farther.  I  do  not 
consider  the  actual  physical  resemblance  of  the  two  marks  to  bo 
the  sole  question  for  consideration.  If  the  goods  of  a  manufacturer 
have,  from  the  mark  or  device  he  has  used,  become  known  in  the 
market  by  a  particular  name,  I  think  that  the  adoption  by  a  rival 
trader  of  coi//  mark  n-Jtich  trill  came  //is  goods  to  bear  the  same  name 
in  the  market  (b),  may  be  as  much  a  violation  of  the  rights  of  that 
rival  as  the  actual  copy  of  his  device." 


persons  in  different  ways,  or  that  a 
person  who  carefully  and  intelligently 
examined  and  studied  it  might  not  be 
misled." 

{a)  See  Ilosea  v.  Sarffood,  Dig.  636 ; 
Bead  v.  Richardson,  45  L.  T.  N.  S.  54  ; 
Ascough  V.  Johnson  i^-  Co.,  3  Times  L.  R. 
735  ;  8nhl  V.  Geisendorf,  1  Wils.  (Ind.) 
60  ;  Alleghany  Fertiliser  Co.  v.  IVoodside, 
1  Hughes,  115;  Manhattan  Medicine  Co. 
V.  Wood,  108  U.  S.  218  ;  Sawytr  v. 
Kellogg,  7  Fed.  Rep.  721  ;  9  ih.  601  ; 
JAggclt  Si  Mi/evs'  Tobacco  Co.  v.  Hynes,  20 
Feci.  Rep.  883  :  Pinto  v.  Jladman,  8  P.  R. 
181,  189;  Cochraiw  v.  McXish,  (1896) 
A.  C.  225;  MttchiU  v.  Jushita  Bros.,  17 
V.  L.  R.  736. 

(Jj)  Thus,  where  the  plaintiff's  yarn 
had  become  known  as  "  Bhe  Hathi," 
or  "two  elephant"  yam,  from  the 
representation  of  two  elephants  on  the 
trade  mark,  the  defendants  were  re- 
strained from  using  two  different  ele- 
phants (Orr-Ewing  (f-  Co.  v.  Johnston,  cj- 
Co.,  7  App.  Cas.  219) ;  where  the  plain- 
tiff's beer  was  known  as  "  Dog's  Head 
Beer,"  the  defendants  were  restrained 
from  using  cm  their  beer  the  head  of  a 
different  kind  of  dog  from  that  used  by 
the  plaintiffs  {Read  v.  Richardson,  45 
L.  T.  N.  S.  54)  ;  where  the  plaintiff's 
clotluDg  was  known  as  "  Crown  Cloth- 
ing," from  the  use  of  a  royal  crown, 
the  defendants  were  restrained  from 
using  an  imperial  crown  between  two 
standards  {Moses  v.  Sitrgond,  Dig.  636). 
So,  in  JCdehlen  v.  Edelsten,  1  De  G. 
J.  &  S.  185,  where  the  plaintiff's  wii"e 
had    acquired  the    name    of   ' '  Anchor 

K 


"Wire  "  because  of  his  trade  mark  being 
an  anchor,  the  defendant  was  restrained 
from  using  an  anchor  in  conjunction 
with  a  crown.  See  Cartier  v.  Carlile, 
31  Beav.  292  ;  Cartier  v.  Westhead, 
Dig.  199  ;  Cartier  v.  May,  Dig.  200 
("  Cross  Cotton")  ;  In  re  Jelley,  Son  ^• 
Jones,  51  L.  J.  Ch.  639  ("Dog  brand 
Files")  ;  In  re  Whitcley,  43  L.  T.  N.  S. 
627  ("Globe  Steel");  In  re  Rabone, 
Dig.  613  ("Lion"  edge  tools);  In  re 
U'orthington,  14  Ch.  D.  8  ("Triangle 
Beer");  Anglo- Swiss  Condensed  Mil/c 
Co.  V.  Metcalf,  31  Ch.  D.  454  ("Milk- 
maid "or  "  Dairymaid  Brand  ")  ;  In  re 
liaschiera  <^-  Co.,  33  Sol.  J.  469  ("  Lion" 
matches)  ;  Wilkinson  v.  Griffiths,  8 
P.  R.  370  ("Red  Medal"  Polish)  ;  In  re 
Socii'te  Anonyme  des  Verreries  de  V Etoile, 
(1894)  2  Ch.  26  ("  Star  Brand  "  glass)  ; 
In  re  Lcwhnrst  c^-  Sons,  Id..  (1896)  2  Ch. 
137  ("Golden  Fan"  cotton);  Hodgson 
V.  Kynocli,  Id.,  15  P.  R.  465  ("Lion" 
soap)  ;  london  Road  Car  Co.  v.  Era  Omni- 
bus Association,  Times,  June  23,  1898; 
lb.  April  28,  1899  ("Flag"  omnibuses)  ; 
Taylor  v.  Virasami,  Ind.  L.  R.  6  Mad. 
108  ("Talwar"  shirtings) ;  SmitliY .  Fair , 
14  Ont.  Rep.  729  ("  Red  Seal"  cigars)  ; 
Johnson  v.  Ilaucr,  82 Fed.  Rep.  954  ("Red 
Cross"  plasters).  And  see  ILutcJiinson  v. 
Blmnberg,  51  Fed.  Rep.  829  ;  Hutchinson 
V.  Covert,  51  Fed.  Rep.  833;  Reiners,  Von 
laer  ^-  Co.  v.  Eehr,  9  Cape  Good  Hope, 
145.  In  the  U.  S.  Patent  Office  there  was 
held  to  be  a  fatal  couilii't  between  two 
trade  marks  for  hams,  of  which  tlic  one 
consisted  of  the  word  "Bouquet,"  the 
other  of  a  bouquet  of  flowers  :  Schrauder 
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Deception 
of  ultimate 
purchaser. 


The  natural  consequence  of  marking  goods  so  as  to  cause  them 
to  bear  the  same  name  in  the  market  as  those  of  a  well-known 
firm  is  to  deceive  the  ultimate  purchaser,  and  sucli  deception  will 
be  restrained,  even  though  the  original  purchaser  is  not  deceived  (a) . 
"  No  man  is  entitled  to  represent  his  goods  as  being  the  goods  of 
another  man,  and  no  man  is  permitted  to  use  any  mark,  sign  or 
symbol,  device,  or  other  means,  whereby,  without  making  a  direct 
false  representation  himself  to  a  purchaser  who  purchases  from  him, 
he  enables  such  purchaser  to  tell  a  lie  or  to  make  a  false  represen- 
tation to  somebody  else  who  is  the  ultimate  customer"  (b).  "  If 
a  man  does  that,  the  natural  consequence  of  which  (although  it 
does  not  deceive  tlie  person  with  whom  lie  deals,  and  is  therefore 
no  misrepresentation  to  him)  is  to  enable  that  other  person  to 
deceive  and  pass  off  his  goods  as  somebody  else's,  for  that  he  is 
answerable.  But  this  is  confined  to  those  things  which  in  their 
necessary  or  natural  uses  accompany  the  things  sold.  For  instance, 
the  corks  of  champagne  bottles  marked  '  Meet  and  Chandon ' 
must  be  in  the  bottles  sold,  and  must  accompany  the  bottles. 
They  must  necessarily  accompany  the  thing  to  the  retail  buyer, 
and  so  must  labels  to  be  put  on  the  bottles.  The  very  reason  for 
their  existence  is  that  they  must  be  put  on  the  bottles,  and  if  they 
are  deceptive  and  fraudulent,  then  the  person  who  prepares  them 
is  answerable  for  it.  »Such  things  must  not  be  used  if  their  natural 
and  legitimate  consequence  is,  not  to  deceive  the  person  to  whom 


V.  BereKford  ^  Co.,  U.  S.  Patent  OfBce, 
June  27th,  1872  ;  and  in  In  re  American 
Lubricating  Oil  Co.,  9  U.  S.  Pat.  Gaz. 
687,  refristration  was  refused  to  the  "word 
"Star"  for  oil,  the  device  of  a  star 
having  already  been  registered  for  that 
article.  But  in  Curtis,  Harvey  (f-  Co.  v. 
Kraft,  Meijcr  %  Co.,  Chitty,  J.,  June  16th, 
1882,  it  was  thought  that  the  German 
words  "  Diamant  Pulver "  were  not 
likely  to  be  mistaken  for  the  English 
words  "Diamond  Powder."  And  see 
In  re  Wills,  (1893)  2  Ch.  262.  See  also 
McLean  v.  Fleming,  96  U.  S.  245 ;  Morrison 
V.  Case,  9  Bl.  C.  C.  548  ;  In  re  Weaver, 
10  U.  S.  Pat.  Gaz.  1 ;  In  re  Pratt  % 
Farmer,  ib.  866;  In  re  Park,  12  ib.  2  ; 
Barsalowv.  Barling,  9  Can.  Suj).  Ct.  677; 
Price'' s  Patent  Candle  Co.  v.  Fverltt,  11 
Cape  Good  Hope,  213 ;  Pittsburgh  Crushed 
Steel  Co.  V.  Diamond  Steel  Co.,  85  Eed. 
Rep.  647. 

(«)  See  Singer    Mamifactvring  Co.    v. 


Loog,  8  App.  Cas.  15;  Orr-Ewing  ^-  Co. 
V.  Johnston  (f  Co.,  7  App.  Cas.  219  ;  In 
re  Christiansen,  3  P.  R.  54;  Anglo- Swiss 
Condensnl  Milk  Co.\.  Mctcalf,  31  Ch.  D. 
454  ;  Wtlkinson  v.  GriJHth,  8  P.  R.  370 ; 
Edge  v.  Johnson,  9  P.  R.  134  ;  Prinsmead 
V.  Brinsmead,  12  Times  L.  R.  631  ; 
13  ib.  3 ;  Reddaway  v.  Banham,  (1896) 
A.  C.  199  ;  Grezier  v.  Autran,  13  P.  R. 
1  ;  Cochrane  v.  McNish,  (1896)  A.  C. 
225  ;  Powell  v.  Birnmnjham  Vinegar 
Brewery  Co.,  (1896)  2  Ch.  54 ;  (1897) 
A.  C.  710  ;  Palli  v.  Fleming,  Ind.  L.  R. 
3  Calc.  417  ;  Manockji  Petit  Mamifac- 
turing  Co.,  Id.  v.  Mahalaxmi  Spini/ing 
<^  Weaving  Co.,  Id.,  Ind.  L.  R.  10  Bomb. 
617  ;  Von  Mumm  v.  Frash,  56  Fed.  Rep. 
830  ;  Sparks  v.  Harper,  3  Queens.  L.  J. 
158,  201. 

[b)  Per  James,  L.  J.,  in  Singer  Manu- 
facturing Co.  V.  Loog  (3),  18  Ch.  D.  412  ; 
adopted  by  Lord  Macnaghten  in  liedda- 
way  V.  Banham,  (1896)  A.  C.  179. 
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they  are  sold,  but  to  enable  the  purchaser  to  pass  off  the  goods  as 
being  the  goods  of  other  persons"  (a). 

And  the  same  principle  of  preventing  that  which  would  deceive  Deception 
the  ultimate  purchaser  is  observed  where  the  probability  of  decep-  ^^^^  '^^'  ° 
tion  arises,  not  from  the  imitation  of  a  trade  mark  proper,  but 
from  copying  the  peculiar  get-uj)  of  the  plaintiff's  goods  or  from 
some  similar  act.  In  Lein-  v.  Goothciii  (h)  the  plaintiffs'  soap  was 
got  up  in  a  special  manner,  which  had  been  copied  somewhat 
nearly  by  the  defendants ;  and  Chitty,  J.,  said,  "  The  law  applic- 
able to  the  case  is  plain  :  it  is  founded  on  fraud.  The  simplest 
case  is  where  the  seller  misrepresents  to  the  buyer  that  the  goods 
which  are  being  offered  for  sale  are  the  goods,  not  of  the  person 
who  made  them,  but  of  some  other  manufacturer.  That  is  a  case_ 
merely  between  the  buyer  and  the  seller.  Then  comes  the  case 
where  the  manufacturer,  by  devices  which  are  to  accompany  the 
goods  on  their  sale  in  the  market,  gets  them  up  in  such  a  form  as 
to  be  calculated  to  deceive  the  ultimate  buyer  into  the  belief  that 
the  goods  which  he,  the  manufacturer,  is  putting  on  the  market 
are  the  goods  of  some  other  maker.  Here,  generally  speaking,  a 
double  fraud  is  committed  :  first,  there  is  the  fraud  which  is  per- 
petrated on  the  ultimate  buj-er ;  and,  secondly,  there  is  a  fraud 
perpetrated  on  the  other  manufacturer,  who  loses  part  of  his  trade. 
In  this  class  of  cases  the  trade  is  seldom  deceived ;  the  retail 
dealers  know  from  whom  they  are  buying,  and  if  there  is  a  fraudu- 
lent device,  they  are  rarely  taken  in  by  it.  But  in  such  a  case  the 
manufacturer  puts  an  instrument  of  fraud  into  their  hands.  Now, 
it  has  been  said  more  than  once  in  this  case,  that  the  manufac- 
turer ought  not  to  be  held  liable  for  the  fraud  of  the  ultimate 
seller — that  is,  the  shopkeeper  or  the  shopkeeper's  assistant ;  but 
that  is  not  the  true  view  of  the  case.  The  question  is  whether  the  i 
defendants  have  or  have  not  knowingly  put  into  the  hands  of  the 
retail  dealers  the  means  of  deceiving  the  ultimate  purchasers  (c). 

(a)  Fer  Cotton,  L.  J.,  in  S.  C,  18  Ch.  Hostctter  Co.  v.  Becker,  73  Fed.  Rep.  297  ; 

D.  422.  BUdrcth  v.  3£cDonaM,  164  Mass.  16  ;   49 

[h]  4  P.  R.  492  (Chitty,  J.)  ;  36  Ch.  D.  Am.  St.  Rep.  440  ;  New  Emihnnl  Awl  f 

1  (C.  A.).     And   see  J.  J.    Caiman,  Zcl.  NecdleCo.y. MarlhoroKghAwlSi-XeedleCo., 

V.  Farruir  %  Co.,  15  P.  R.  198  ;  Fayton  S(  168  Mass.  154  ;   60  Am.  St.  Rep.  377. 

Co.,  Ld.  V.  SnelUng,  Lambard  ^-  Co.,  Ld.,  {c)  And  see  Grezier  v.  Autran,  13  P. 

16  P.   R.   283;   Coais  v.  Merrick  Thread  R.   1  ;  Bayer  v.  Baird,    15   P.  R.  615; 

Co.,   149  U.  S.  562  ;    TJ'cllman  4"  J'lvire  Hostetter  Co.  v.  Bruegcjcnian  Reinert  I)i.s- 

Tohaeco  Co.  V.  Ware  Tobacco  Tf^orks,  46  Fed.  ti/lert/  Co.,  46  Fed.  Rep.   188;   Hostetter 

Rep.   289  ;   Hostetter  Co.  v.  Brueggeman  Co.  v.   Becker,  73   Fed.  Rep.   297.     Cf. 

Jieineri  Listillery  Co.,  46  Fed.  Rep.  188;  Hostetter  Co.  v.  Van  Vorst,  62  Fed.  Rep. 
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Infringement 
of  essential 
part,  or  of 
combination. 


So,  ill  another  case  (a),  Kekewich,  J.,  said  "  The  pLaintiffs  are 
entitled  to  have  their  trade  mark  protected  ;  and,  further  than 
that,  they  are  entitled  to  have  their  business  protected  to  this 
extent,  that  if  any  person  has  used  the  words  which  they  employ, 
BO  as  to  pass  off,  or  so  as  to  tend  to  pass  off,  the  goods  of  that  other 
person  as  the  goods  of  the  plaintiffs,  then  the  plaintiffs  are  entitled, 
apart  from  their  trade  mark,  to  insist  that  that  should  be  re- 
strained." And  in  Barlow  ^^  Jones,  Ld.  v.  Johnmn  i^  Co.  {/>), 
Bowen,  L.  J.,  said,  "  It  is  an  injury  to  take  a  name  understood  in 
the  trade  as  connoting  a  particular  maker,  and  to  sell  goods  under 
it  which  are  not  that  maker's  make  ;  and  it  is  an  injury  none  the 
less  because  the  immediate  vendee  is  not  deceived.  If  the  pro- 
bable and  natural  result  is  that  the  immediate  vendee,  though  not 
deceived  himself,  will  use  the  name  so  as  to  deceive  others — his 
ulterior  vendees — it  is  an  injury  to  take  the  name  and  use  it 
in  that  way,  and  it  is  a  fraud  in  equity  if  it  is  known  by  the 
person  who  takes  it  that  that  will  be  the  ultimate  and  probable 
result  "(c). 

The  infringement  of  a  trade  mark  may  consist  in  the  adoption 
of  the  essential  part  of  the  plaintiff's  trade  mark  by  the  defendant, 
as  the  word  "  Eureka  "  (d),  or  "Glenfield"(c),  or  "  Apollinaris  "  (./'). 


600  ;  Rogerav.  Rogers'  Manufacturing  Co., 
70  Fed.  Eep.  1019  ;  New  England  Awl 
^'  Needle  Co.  V.  Marlhoroiigh  Awl  ^-  Needle 
Co.,  168  Mass.  154;  60  Am.  St.  Eep. 
oil. 

(a)  Sanitas  Co.,  Id.  v.  Condij,  4  P'.  E. 
630.  And  see,  per  Kay,  J.,  in  In  re 
Sanitan  Co.,  Ld.,  4  P.  R.  533. 

(i)  7  P.  R.  395,  419. 

(c)  And  see  Wilkinson  v.  GriJHth,  8  P. 
R.  370;  Edge  v.  Johnson,  9  P.  R.  134  ; 
Singer  Manufacturing  Co.  v.  Spence,  10 
P.  R.  297  :  Singer  Manvfacturing  Co.  v. 
June  Manvfacltirinq  Co.,  15  U.  S.  Pat. 
Gaz.  1703." 

(d)  Fordx.  Foster,  L.  R.  7  Cli.  611. 
(«)    Wotherspoon  v.  Carrie,  L.  R.  5  H. 

Tj.  508.  And  see  Jamieson  ^-  Co.  v. 
Jamieson,  15  P.  R.  169. 

(/)  Apollinaris  Co.  v.  Norrish,  33  L.  T. 
N.  S.  242.  And  see  Filley  v.  Fassett,  44 
Mo.  173;  R.  Cox,  530  ("  Charter  Oak  " 
stoves);  Siegert  y.  Ffilers,Dig.432;  and 
Siegert  v.  Findlater,  1  Ch.  D.  801  ("An- 
gostura Bitters  ") ;  Eno  v.  Stephens,  Dig. 
609  ("Fruit  Salt") ;  Rcinhardt  v.  Spald- 
ing, 49  L.  J.  Ch.  57  ("Family  Salve"); 
Berliner  Braverei  Geselhchaft  Tivoli  v. 
Knight,  Stocks  ^-  Co.,  W.  N.  1883,  p.  70 


("Tivoli"  beer);  Slazenqer  v.  Malings, 
W.  N.  1885,  p.  124  ("TheLawford" 
racquet)  ;  Compania  General  de  Tabacos 
V.  Rehder,  5  P.  R.  61  ("Cavite"  citfars)  ; 
Laicrie  v.  Baker,  2  P.  R.  213  ("  Patent 
cups  ") ;  Grezier  v.  Ziemer  i^'  Co.,  89  L.  T. 
(Journal)  117  ("  Grande  Chartreuse  " 
liqueur)  ;  Cochrane  v.  McNish,  (1896)  A. 
C.  225  ("Club"  soda  water);  Dunbar 
v.  Glenn,  42  Wise.  118  ("  Bethesda " 
water)  ;  Blackwell  v.  Armistead,  5  Am. 
L.  T.  85  ("Durham"  tobacco);  In  re 
Cur/f/in,  Kidder  S;  Co.,  11  U.  S.  Pat.  Gaz. 
1109  ("Haxall");  Rillet  v.  Carlier,  61 
Barb.  S.  C.  435  ("Grenade  Syrup"); 
I)avis  V.  Kenned  I/,  13  Grant  Up.  Can. 
Ch.  523  ("Pain-killer");  Craaford  v. 
Shuttock,  ib.  149  ("Imperial"  soaji)  ; 
Carroll  v.  Erthciler,  1  Fed.  Rep.  688 
("Lone  Jack"  tobacco);  Fleischmann 
V.  Schuekmann,  62  How.  Pr.  92  ("  Vienna 
Bread");  Laufcrty  v.  Wheeler,  63  ib. 
488;  11  Daly,  194  ("Alderney "  oleo- 
margarine) ;  Listman  Mill  Co.  v.  William 
Listman  Milling  Co.,  88  Wise.  334  ;  43  ' 
Am.St.Rep.907("Marver'ilour) ;  Fenn- 
sijlrania  Salt  Manufacturing  Co.  v.  Myers, 
79  Fed.  Rep.  87  ("  Saponit'er  "  lye).  See 
also,  per  Cotton,  L.  J.,  in  In  re  Leonard  ^ 
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Aud  where  there  is  no  imitation  of  the  essential  part,  a  resemblance 
ia  particulars  common  to  tlie  trade  does  not  constitute  an  infringe- 
ment (a).  But,  on  the  other  hand,  the  infringement  may  consist 
in  the  imitation  of  the  general  appearance  of  the  plaintiff's  mark, 
and  where  both  trade  marks  are  of  a  composite  character,  it  is 
possible  that,  though  no  one  particular  mark  has  been  exactly 
imitated,  or  the  principal  mark  which  has  been  reproduced  cannot, 
for  some  reason  or  other,  be  protected  as  a  trade  mark,  the  com- 
bination may  be  very  similar  and  likely  to  deceive,  and  will  there- 
fore be  restrained  by  injunction  (b). 

"  For  the  purpose  of  establishing  a  case  of  infringement  it  is  not  Infringer's 

mark  need  not 


i:ili!>,  26  Ch.  D.  288  ;  Vulcan  Match  Co. 
V.  Jebsen  ^-  Co.,  1  Kyshe,  650;  Hum- 
phreys' Specific  Homoeopathic  Medicine  Co. 
V.  Wenz,  14  Fed.  Rep.  250  ;  Prietstley  v. 
Adams,  66  N.  T.  Sup.  Ct.  380. 

[a)  Lucke  v.  Webster,  Jessel,  M.  E., 
April  4tli,  1879;  In  re  Horshnrgh,  53 
L.  J.  Ch.  237  ;  Rughi/  Portland  Cement 
Co.  V.  R'igbii  ^-  Neicbold  Portland  Cement 
Co.,  8  P.  R.  241  ;  9  ib.  46  ;  Leahy  v. 
Glover,  10  P.  R.  141  ;  Lever  v.  Boding, 
field,  16  P.  R.  3  ;  Wallace  ^-  Co.  v.  King  % 
Co.,  Bomb.  High  Ct.,  April  30th,  1879  ; 
Tucker  Manufacturing  Co.  v.  Boyington, 
9  U.  S.  Pat.  G-az.  455  ;  Thornton  v.  Crow- 
ley, 47  N.  Y.  Super.  Ct.  527  ;  Coats  v. 
Merrick  Thread  Co.,  149  U.  S.  562; 
Starhelberg  v.  Ponce,  128  U.  S.  686  ;  Mar- 
shall  V.  Hawkins,  4  N".  Z.  L.  R.  Sup.  Ct. 
59  ;  Ballv.  Siegel,  116  111.  137  ;  Portiiondo 
V.  Monne,  28  Fed.  Rep.  16  ;  Harris''  Drug 
Co.  V.  Stucky,  46  Fed.  Rep.  624. 

ib)  Abbott  V.  Bikers  if  Confectioners^ 
Tea  Association,  W.  N.  1871,  p.  207; 
ih.  1872,  p.  31  ;  Harqreaves  v.  Smith, 
Dig.  338;  Lazenby  v.  Lazenby,  Disr.  160; 
In.  re  Barker  ^-  Son,  53  L.  T.  N.  S.  23  ; 
Compania  General  de  Tabacos  v.  Eehder,  5 
P.  R.  61  ;  Great  Tower  Street  Tea  Co.  v. 
Lingford  i^-  Co.,  5  P.  R.  65  ;  Ascough  v. 
Johnson  ^-  Co.,  3  Times  L.  R.  735  ;  Pinto 
V.  Badman,  8  P.  R.  181,  183;  Rowland 
V.  Michell,  13  P.  R.  457;  Liebig's  E.xtrnct 
of  Meat  Co.  v.  Chemists'  Co-operative  Society, 
13  P.  R.  635  (with  which  compare  lever 
V.  Bcdingfield,  16  P.  R.  3) ;  ./.  /.  Colman, 
Ld.  V.  Farrou}  cf-  Co.,  15  P.  R.  198  ; 
Ram  V.  Fleming,  Ind.  L.  R.  3  Calc.  417  ; 
Brown  V.  Mercer,  37  N.  Y.  Super.  Ct. 
265  ;  Godillott  v.  Hazard,  81  N.  Y.  263  ; 
Lea  V.  Wolf{S.  T.),  13  Abb.  Pr.  N.  S. 
389  ;  Whitney  v.  Hickling.  5  Grant  Up. 
Can.  Ch.  605;  Davis  v.  Reid,  17  ib.  69  ; 
Dai/  V.  Walls,  12  Phila.  274  ;  Sawyer  v. 
Kellogg,  7  Fed.  Rep.    721  ;    9  ib.   601  ; 


Hosfetfer  v.  Adams,  20  Bl.  C.  C.  326  ; 
Conrad  v.  Joseph  Tlhrig  Brewing  Co.,  8 
Mo.  App.  277 ;  Electro- Silicon  Co.  v. 
Levy,  59  How.  Pr.  469  ;  Royal  Baking 
Powder  Co.  v.  Davis,  26  Fed.  Rep.  293  ; 
McCann  v.  Anthony,  21  Mo.  App.  83  ; 
Green  v.  Woodhouse,  38  U.  S.  Pat.  Gaz. 
1491  ;  Williams  v.  Brooks,  50  Conn.  278  ; 
Hop  Bitters  Manufacturing  Co.  v.  Whar- 
ton, 10  V.  L.  R.  (L.)  377  ;  Pierce  v. 
Guittard,  68  Cal.  68  ;  Leclanche  Battery 
Co.  V.  Western  Electric  Co.,  21  Fed.  Rep. 
538;  Carbolic  Soap  Co. v.  Thompson,  25Fed. 
Rep.  625  ;  Foster  v.  Blood  Balm.  Co.,  77 
Ga.  216  ;  Wellman  (f'  Dwire  Tobacco  Co. 
V.  Ware  Tobacco  Works,  46  Fed.  Rep.  289 ; 
G.  G.  White  Co.  V.  Miller,  50  Fed.  Rep. 
277  ;  California  Fig  Si/rup  Co.  v.  Improved 
Fig  Syrup  Co.,  51  Fed.  Rep.  296;  54 
Fed.  Rep.  175;  Cleveland  Stone  Co.  v. 
Wallace,  52  Fed.  Rep.  431  ;  Kerry  v. 
Toupm,  60  Fed.  Rep.  272  ;  Pilhbury  v. 
Pdlsbury  Washburn  Flour  Mills  Co.,  64 
Fed.  Rep.  841  ;  Cuervo  v.  Owl  Cigar  Co., 
08  Fed.  Rep.  541 ;  Genesee  S"lt  Co.  v. 
Burnap,  67  Fed.  Rep.  534  ;  73  Fed.  Rep. 
818;  GarrettY.  T.H.Garrett'Si- Co. ,:8¥ed. 
Rep.  472 ;  Hiram  IJ^alkert^-Sonsv.  Mikolas, 
79  Fed.  Rep.  955  ;  Kinnei/  Tobacco  Co.  v. 
Mailer,  60  N.  Y.  Sup.  Ct.  340 ;  Fischer 
V.  Blank,  138  N.  Y.  244  ;  Keller  v.  Good- 
rich Co.,  117  Ind.  556  ;  10  Am.  St.  Rep. 
88  ;  Martell  v.  Paarl  Bery  Wine  i|-  Spirit 
Co.,  12 Cape  G.  Hope,  326 ;  Badische  Ani- 
lin  <$•  Soda  Fabrik  v.  Maneckji  Shapurji 
Katrak,  Ind.  L.  R.  17  Bomb.  584  ;  Cali- 
fornia Fig  Syrup  Co.  v.  E.  Warden  iS;  Co., 
86  Fed.  Rep.  212.  But  see  Blackwell  v. 
Crahb,  36  L.  J.  Ch.  504  ;  Blackwell  v. 
Wright,  73  N.  Car.  310  ;  Handy  v.  Com- 
mander, i9  La.  Ann.  1119;  lliram  Walker 
iS;  Sons  V.  Hocksteader,  85  Fed.  Rep.  776  ; 
and  J'on  Mumm  v.  Wittemann,  86  Fed. 
Rep.  966. 
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Examples. 


necessary  to  show  that  there  has  been  the  use  of  a  mark  in  all 
respects  corresponding  with  tliat  which  another  person  has  acquired 
an  exclusive  right  to  use,  if  the  resemblance  is  such  as,  not  only  to 
show  an  intention  to  deceive,  but  also  such  as  to  be  likely  to  make 
unwary  purchasers  suppose  that  they  are  purchasing  the  article 
sold  by  the  party  to  whom  the  right  to  use  the  trade  mark  be- 
longs "  {a).  It  is  seldom  that  the  mark  employed  by  the  infringer 
does  correspond  in  all  respects  with  that  of  the  person  whose  rights 
he  is  attacking  ;  the  usual  practice  is  to  introduce  some  colourable 
variation,  which  may  supply  the  infringer  with  a  plausible  excuse 
for  his  fraud.  "In  every  case,"  however,  "the  Coui't  must  ascer- 
tain whether  the  differences  are  made  bond  fide  in  order  to  distin- 
guish the  one  article  from  the  other ;  whether  the  resemblances 
and  the  differences  are  such  as  naturally  arise  from  the  necessity 
of  the  case,  or  whether,  on  the  other  hand,  the  differences  are 
simply  colom'able,  and  the  resemblances  are  such  as  are  obviously 
intended  to  deceive  the  purchaser  of  the  one  article  into  the  belief 
of  its  being  the  manufactiu-e  of  another  person.  Resemblance  is 
a  circumstance  which  is  of  primary  importance  for  the  Court  to 
consider,  because  if  the  Court  finds,  as  it  almost  invariably  does  find 
in  such  cases  as  this,  that  there  is  no  reason  for  the  resemblance, 
excepting  for  the  purpose  of  misleading,  it  will  infer  that  the 
resemblance  is  adopted  for  the  purpose  of  misleading  "  {h). 

Thus,  it  was  held  that  "  Cacaotine  "  was  a  colourable  imitation 
of  "  Cocoatina  "  (c),  "  Steel  pens  "  of  "  Stephens"  (r/),  "  Tung's  " 


(«)  Per  Lord  Chelmsford  in  Wotlier- 
spoon  V.  Ciirrie,  L.  R.  5  H.  L.  508. 
And  see  Ifoses  v.  Sargood,  Dig.  636 ; 
In  re  Farina  (2),  27  W.  R.  456 ;  Hen- 
nessy  v.  White,  6  W.  W.  &  A'B.  Eq. 
216;  Hennessii  Y.  Hogan,ib.22b;  McLean 
V.  Flcminff,  96  U.  S.  245  ;  Alleghany 
Fertiliser  Co.  v.  Woodside,  1  Hughes,  115  ; 
BarroivsY.  Knight,  6  R.  I.  434  ;  Cooh  v. 
Starkweather,  13  Abb.  Pr.  IST.  S.  392; 
Brown  v.  Mercer,  37  N.  T.  Super.  Ct. 
265  ;  Shaver  v.  Shaver,  54  Iowa,  208  ; 
GodillotY.  Hazard,  81  N.  T.  263  ;  Rodgers 
V.  Fhilp,  1  U.  S.  Pat.  Gaz.  29  ;  Colman 
V.  Crump,  70  N.  Y.  573  ;  Amoaheag  Manu- 
facturing Co.  V.  Garner  (2),  54  How.  Pr. 
298;  WoJfeY.  Hart,  4  V.  L.  R.  Eq.  125; 
Action  GeseUschaft  Apollinaris  Brunnen 
V.  Somhorn,  14  Bl.  C.  C.  380  ;  Hegcman 
^  Co.  v.  C Byrne,  9  Daly,  264  ;  Leiders- 
dorfv.  Flint  (2),  50  Wise.  401  ;  Atlantic 
Milling  Co.  v.  Robinson,  20  Fed.  Rep. 
217  ;  Avery  it  -^ons  v.  Meilde  ^-  Co.,  27 


U.  S.  Pat.  Gaz.  1027  ;  Liggett  cj-  Myers' 
Tobacco  V.  Hynes,  20  Fed.  Rep.  883 ; 
Heyde  v.  Wittkowski,  5  N.  S.  W.  Rep. 
(E.)  74 ;  Bryant  S;  May  v.  Hei/de,  7 
N.  S.  W.  Rep.  (E.)  72  ;  Fierce  v.'  Gait- 
tard,  68  Cal.  68;  Ball  v.  Siegel,  116  111. 
137  ;  Lorillard  v.  JFight,  15  Fed.  Rep. 
383  ;  Brcydoppel  v.  Young,  14  Phila.  226  ; 
Taendsticksfabrik  Aktiebolagct  Vulcan  v. 
Myers,  65  N.  Y.  Sup.  Ct.  101  ;  Societe 
Anonyme  de  la  Liqueur  Benedictine  de 
r Abbnye  de  Fecamp  v.  Western  Bistillinq 
Co.,  43  Fed.  Rep.  416  ;  N.  li.  Fairban'k 
Co.  V.  R.  ir.  Bell  Manufacturing  Co.,  77 
Fed.  Rep.  869. 

(i)  />«•  Wood,  V.-C,  Taylor  Y.  Taylor, 
23  L.  J.  Ch.  255 ;  and  in  the  case  of  a 
prosecution  for  obtaining  money  by  false 
l^retences,  see  per  Erie,  J.,  in  R.  v. 
Bundas,  6  Cox,  380. 

[c)  Schweitzer  v.  Atkins,  37  L.  J.  Ch. 
847. 

(r/)  Stephens  v.  Feci,  16  L.  T.  N.  S.  145. 
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of  "  Tonge's  "  {a),  "  Leopoldsalt  "  of  "  LeopoldBhall "  (/;),  "  Lacto- 
pepsine  "  of  "  Lactopeptine  "  (r),  "  Cocoine  "  of  "  Cocoaine  "  (</), 
"  Bovina  "  of  "  Bovilene  "  (c).  Again,  a  beehive  was  held  to  be 
a  colourable  imitation  of  a  bell  of  a  similar  shape,  similarly  printed 
on  a  label  (/').     Where  dealers  in  condensed  milk  had  adopted,  for 


{a)  Tonge  v.  Ward,  21  L.  T.  N.  S.  480. 

(h)  Radde  v.  Norman,  L.  R.  14  Eq.  348. 

(c)  Cururick  v.  Morson,  L.  J.  N.  of  C. 
1877,  p.  71. 

{d)  Buriieit  v.  Fhalon,  9  Bos.  192  ;  R. 
Cox,  376. 

{e)  Lockwood  v.  Uosttcick,  2  Dalj,  521  ; 
R.  Oox,  655.  Other  instances  are:  — 
' '  Schrewsbury-Marchal  Patent  Thread ' ' 
put  for  "Shrewsbury,  Marshall  &  Co. 
Patent  Thread,"  Marsliall  v.  Ross,  L.  R. 
8  Eq.  651 ;  "  Burgiss  "  for  "  Burgess," 
BurgessY. llills, 26Beav. 244 ;  " Genuine" 
for  •'  Guiuness,"  Guinnei^s  v.  Heap,  Dig. 
617;  "Derwent"  for  "Derby,"  Derby 
Photogrnphic  Dry  Tlaie  Co.  v.  Pollard, 
Graham  ^-  Co. ,  2  Times  L.  R.  276 ;  "  Con- 
disanitas"  for  " Sanitas,"<Sfif««7tf.s Co., Zc?. 
V.  Cundy,  4  P.  R.  195,  530  ;  "ApoUinis" 
for  "  Apollinaris, "  .ApoUinaris  Co.,  Ld. 
V.  Eerrfddt,  4  P.  R.  478  ;  "  Steinberg  " 
for  "Steinway,"  Sleinway  tj-  Suns  v. 
Heiisliaic,  5  P.  R.  77;  "Demotic"  for 
"  Demon,"  Slazenger  iS;  Sons  v.  Feltham  cf- 
Co.,  6  P.  R.  531;  "El  Divino "  and 
"El  Destinacion"  for  "El  Destino," 
Pinto  V.  Trott,  8  P.  R.  173;  Pinto  v. 
Badman,  8  P.  R.  181  ;  "  Margarita  "  for 
"Flor  de  Margaretta,"  Jlcnedictas  v. 
Sullivan,  Pou-ell  ^  Co.,  12  P.  R.  25; 
"Stafford"  for  "  Tratford,"  Smith  v. 
Carron  Co.,  13  P.  R.  108  ;  "Holsteter  & 
Smyte "  for  "  Hostetter  &  Smith," 
Eostetter  v.  VowinkJe,  1  Dill.  329  ; 
"Rogers  &  Son"  for  "J.  Rodgers  & 
Sons,"  Ilodgcrs  v.  Phitp,  1  U.  S.  Pat. 
Gaz.  29 :  "  Andrew  Coe's  Superphosphate 
of  Lime  "  for  ' '  Coe's  Superphosphate  of 
Lime.' '  Coe  v.  Bradley,  9  («.  54 1 ;  " Star ' ' 
for  "  Stark,"  Gardner  v.  Bailey,  Dig. 
365  ;  "  Wamyesta ' '  for  * '  Wamsutta, ' ' 
Wamsutta  Mills  v.  Allen,  12  Phila.  535  ; 
' '  Electric -Silicon  "  for  "  Electro- Sili- 
con," Electro- Silicon  Co.  v.  Trask,  59 
How.  Pr.  189;  "Pride  of  Syracuse" 
for  "Pride,"  Ilier  v.  Abrahams,  82 
N.  T.  519;  "  South  -  Western,  St. 
Louis"  for  "Southern  Companj'',  St. 
Louis,"  Southern  White  Lead  Co.  v. 
Carey,  25  Fed.  Rep.  125;  "  Cellonite  " 
for  "  Celluloid,"  Celluloid  Manufacturing 
Co.  V.  Cclloniie  Manufacturing  Co.,  32 
Eed.  Rep.  94;  "AVilloughby  Ridge" 
for  "  Willoughby  Lake,"  Pike  Manu- 
facturing Co.  V.  Cleveland  Stone  Co.,  35 
Fed.  Rep.  896;  "Diamond  Gem"  for 


"Black  Diamond,"  ih.;  "Seamless" 
"with  a  flourish,  for  "  Shawknit,"  with  a 
flourish,  Shaw  Stocking  Co.  v.  JIack,  21  Bl. 
C.  C.  1 ;  "Dr.  Morse's  Improved  Yellow 
Dock  and  Sarsaparilla  Compound  "  for 
"  Morse's  Compound  Syrup  of  Yellow 
Dock  Root,"  Alexander  v.  Morse,  14  R.  I. 
153  ;  "Chatterbook"  for  "Chatterbox," 
Estcs  V.  l.'slie  (2),  29  Fed.  Rep.  91  ; 
"Sa win's  Soluble  I31ue  and  Pejiper  Box  " 
for  "  Sawyer's  Crystal  Blue  and  Safety 
Box,"  Sawyer  v.  Kellogg,  7  Fed.  Rep. 
721  ;  9  ib.  601  ;  "  Maizharina,"  with  a 
device,  for  "  Maizena,"  with  a  device, 
Glen  Cove  Manufacturing  Co.  v.  Ludeman, 
23  Bl.  C.  C.  46  ;  "Cottoleo"  for  "Cotto- 
lene,"  N.  K.  Fairbank  Co.  v.  Central  Lard 
Co.,  64  Fed.  Kep.  133;  "  Mojava  "  for 
"  Momaja"  Co1S.ee,  American  Grocery  Co. 
V.  Sloan,  68  Fed.  Rep.  539  ;  "Curative  " 
for  "Cuticura,"  Putter  Lrug  (f-  Chemical 
Co.  V.  Miller,  75  Fed.  Rep.  656  ;  "  Ger- 
mania  "  for  "  German,"  the  latter  word 
being  used  as  signifying  a  man's  name, 
Walter  Baker  ^'  Co.  v.  Baker,  11  Fed.  Rep. 
181  ;  "Nickel-saved"  for  "Nickel-In," 
Schendel  v.  Silver,  70  N.  Y.  Sup.  Ct.  330. 
On  the  other  hand,  "Puddine"  was 
held  not  infringed  by  "  Pudding,"  Clot- 
ivorthy  v.  Sahapp,  44  Fed.  Rep.  62  ;  nor 
"Hostetter"  by  "Host-Style,"  Hos- 
tetter Co.  V.  Becker,  73  Fed.  Rep.  297  ; 
nor  "No-tobac"  by  "  Baco-curo  "  for 
a  cure  for  the  tobacco  habit.  Sterling 
Remedy  Co.  v.  Eureka  Chemical  ^'  Manu- 
facturing Co.,  SO  Fed.  Rep.  105. 

(/)  Bell,  Black  4-  Co.  V.  Bell  f  Co.,  Dig. 
514.  Other  instances  are: — A  crown 
with  "  B.  B.  S."  in  italics  put  for  a 
crowTi  with  "  B.  B.  H."  in  Roman 
characters,  Barrows  v.  Felsall  Coal  ^  Fron 
Co.,  Dig.  530;  a  volcano  with  a  man 
coming  out  of  it  and  the  words  "Vol- 
canic Paraffin  Matches"  for  a  volcano 
with  the  words  "  The  Vulcan  Paraffin 
Matches,"  Vulcan  Match  Manufacturing 
Co.  V.  Fnos  ^-  Co.,  Pearson,  J.,  June  22nd, 
1883  ;  a  device  of  a  diamond  with  a  K 
in  the  centre  for  a  device  of  a  plain 
diamond,  Curtis  (f-  Harvey  v.  Pape,  5 
P.  R.  110  ;  "  Rottgon  "  with  two  crosses 
for  "  Rodgers  "  with  a  star  and  a  cross, 
Rodgers  ^-  Sons,  FA.  v.  Rotlgen,  5  Times 
L.  II.  678  ;  a  pelican  with  an  inscrip- 
tion in  gold  on  a  green  ground  for  a 
crane  with  an  inscription  in  gold  on  a 
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Seixo  V. 
I'rovezcnde. 


Wotherspoon 
V.  Ctirrie. 


what  they  called  their  "  Standard "  brand,  a  trade  mark  which 
consisted  of  a  representation  of  a  standard  divided  into  four  quarters, 
which  respectively  contained  four  well-known  trade  marks  of  other 
firms  in  the  same  trade,  the  use  of  the  composite  mark  was  restrained 
on  motion  by  the  owners  of  two  of  the  marks  copied  {(i) . 

In  Seu'o  V.  Provezeiide  {h)  the  plaintiff,  a  Portuguese  nobleman 
and  wine  grower,  sold  his  wine  in  casks  branded  on  the  head  with 
a  crown  and  eagle,  and  the  letters  "  B.  8.,"  and  also  at  the  bung- 
hole  with  a  crown,  the  word  "  Seixo,"  and  the  year  of  vintage. 
This  wine  had  acquired  a  reputation  as  "  Crown  Seixo  Wine," 
when  the  defendant  began  to  sell  wine  which  he  called  "  Seixo  de 
Cima,"  and  placed  in  casks  branded  in  a  somewhat  similar  manner 
to  the  plaintiff's.  The  injunction  was  granted  and  affirmed, 
although  the  defendants  contended  that  parts  of  their  own  vine- 
yards were  called  "  Seixo,"  and  that  the  name  was  an  ordinary 
Portuguese  adjective,  signifying  "  stony." 

In  jrot/icr.sjMJO)/,  V.  Curn'c  (c)  the  plaintiffs  manufactured  starch, 
which,  under  the  name  of  "  Glenfield  Starch" — a  name  derived 
from  a  small  place  near  Paisley,  where  it  was  made — acquired  a 
great  reputation.  They  subsequently  removed  their  works  to 
Paisley,  and  there  continued  to  make  "  Glenfield  Starch."  The 
defendants,  also  starch  manufacturers  at  Paisley,  bought  a  small 
plot  of  land  at  Glenfield,  and  began  selling  "  Glenfield  Starch." 
It  was  held  by  Y.-C.  Malins  and  the  House  of  Lords  that  the  use 
of  the  word  "  Glenfield  "  in  connection  with  starch  had  the  effect 
of  inducing  people  to  buy  the  defendants'  manufacture,  under  the 
impression  that  it  was  the  plaintiffs',  and  that  there  was  a  colour- 
able imitation  of  the  mark  to  which  the  plaintiffs  were  entitled  (c/). 


green  ground,  Balfmir  cf-  Co.  v.  KUburn 
1^-  Co.,  I  Hyde,  270  ;  au  orb  rising  over 
a  piece  of  water  with  the  words  "  Rising 
Moon  Stove  Polish"  for  an  orb  with 
rays  rising  over  a  piece  of  water  with 
the  words  ' '  Rising  Sun  Stove  Polish, ' ' 
Morse  V.  Worrell,  10  Phila.  168;  a  sprig 
of  grape  vine  for  a  sprig  of  hop  vine, 
Hop  Bitters  ilajuifacturiiig  Co.  v.  Wharton, 
10  V.  L.  R.  (L.)  371  ;  a  unicorn's 
head  for  a  horse' 8  head  similarly  arranged, 
Barsahii  v.  Barling,  9  Can.  Sup.  Ct.  677  ; 
three  Rs  an-anged  triangularly  in  a 
triangle  for  three  Bs  similarly  arranged 
in  a  diamond,  I'runhau  v.  I'ope,  11  Cape 
Good  Hope,  209.  But  in  MeCartnexj  v. 
Garnhnrt,  45  Mo.  593,  it  was  held  that 
two  picks  with  a  pair  of  scales,  and  the 
words  "J.  H.  Garnhart's  Old  Bourbon," 
were  not  too  similar  to  two  anchors  and 


the  initials  "  S.  McC."  Where  the 
infringement  consisted  in  a  general 
resemblance  between  labels  on  "  Old 
Bachelor"  tobacco  and  "Old  Coon" 
tobacco,  it  was  held  that  the  wrong  was 
not  remedied  by  printing  across  the 
former  the  words  ' '  Not  Old  Coon ' '  ; 
McCann  v.  Anthony,  21  Mo.  App.  83. 

(«)  Schnitzer  &;  Co.  v.  Piggott,  Cockson 
d,-  Co.,  and  Anglo- Suis.s  Condensed  Milk 
Co.  v.  Same.  Bacon,  V.-C,  Julv  12th, 
1884.     See  Grocer  for  1884,  p.  37. 

{l>)  L.  R.  1  Ch.  192. 

(c)  L.  R.  5  H.  L.  508. 

(d)  See  also  Thompson  v.  Montf/omcn/, 
41  Ch.  D.  35  ;  (1891)  A.  C.  217  ;  ^ Grczier 
v.  Autran,  13  P.  R.  1  ;  Bevhnj  cf-  Co.  v. 
Hughes,  15  P.  R.  290  ;  and  the  American 
cases,  Coffeen  v.  Brunton,  4  McLean,  516  ; 
R.  Cox,  82  ;  Amoslrag  Manvfacturivg  Co. 
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Where  the  goods  of  one  manufacturer  are  so  packed  or  arranged  Similarity 
as  externally  to  resemble  those  of  others  engaged  iu  the  same  oro-et-up? 
trade,  as  where  starch  was  put  up  commonly  in  the  trade  in 
packets  of  a  certain  colour  and  appearance,  the  similarity  common 
to  all  does  not  of  itself  expose  the  manufacturer  to  an  action,  but 
it  makes  it  incumbent  ujDon  him  to  take  care  that  his  distinguishing 
mark  is  really  distinguishing  {a) .  And  where  a  plaintiff  has  been 
in  the  habit  of  packing  or  getting  up  his  goods  in  a  peculiar  and 
distinctive  manner  {h),  he  will  be  entitled  to  restrain  another  from 
imitating  his  packages  (c),  even  though  his  actual  trade  mark  is 
bad  {d)  ;  and  the  imitation  of  bottles  (f )  or  barrels  (./')  of  a  peculiar 
design,  such  as  is  used  only  by  the  plaintiff,  will  afford  a  strong 
presumption  that  fraud  is  intended.  As  Cotton,  L.  J.,  said  in 
Lever  v,   Gooduin  {(/),  "there  may  be  no  monopoly  at  all  in  the 


V.  Spear,  2  Sand.  S.  C.  599  ;  R.  Cox,  87  ; 
Davis  V.  Kendall,  2  R.  I.  5G6  ;  R.  Cox, 
112  ;  Williams  v.  Johnson,  2  Bos.  1  ;  R. 
Cox,  214  ;  Bradley  v.  Norton,  33  Conn. 
157  ;  R.  Cox,  331  ;  Boardman  v.  Mcr'nlen 
Britannia  Co.,  35  Conn.  402 ;  R.  Cox, 
490  ;  Gillis  V.  Hall,  R.  Cox,  596  ;  Meri- 
dea  Britannia  Co.  v.  Barker,  39  Conn. 
450  ;  12  Amer.  Rep.  401  ;  Burke  v. 
Cassin,  45  Cal.  467  ;   13  Amer.  Rep.  204. 

{a)  See  per  Lord  Hatherley,  C, 
Wotherspoo7i  v.  Currie,  5  H.  L.  508  ;  also 
J.  J.  Cohnan,  Ld  v.  Farroiv  4''  Co.,  15  P.  R. 
198  ;  Enoch  Mor(/an''s  Sons'  Co.  v.  Troxcll, 
89N.Y.  292;  GM\.  JFackerlmrth,  2SFed. 
Rep.  286  ;  Babbit  v.  Broun,  75  N.  Y.  Sup. 
Ct.  515;  Fischer  v.  Blank,  138  X.  Y.  244 ; 
Jloijt  V.  Hoi/t,  143  Pen.  St.  623  ;  24  Am. 
St.  Rep.  869  ;  N.  K.  Fnirbauk  Co.  v.  E. 
W.  Bell  ManvfactHring  Co.,  77  Fed.  Rep. 
181  ;  Boeb  v.  Bishop,  49  U.  S.  Pat.  Gaz. 
1845 ;  Philadelphia  cf  Novel fy  Manufactur- 
ing Co.  Y.Eouss,  SOU.  S.  Pat.  Gaz.  1594. 

{h)  See  Backhain  cj-  Co.  v.  Sturyess  ^-  Co., 
15  P.  R.  669,  673,  as  to  the  importance 
of  the  get-up  being  special  and  peculiar. 

(c)  F^rese  v.  Bachof  (2),  14  Bl.  C.  C. 
432  ;  Enoch  Morgan'' s  Sons''  Co.  v.  Schu-ach- 
hofer,  55  How.  Pr.  37  ;  Great  Tower  St. 
Tea  Co.  v.  Lnngford  cf-  Co.,  5  P.  R.  66  ; 
Ascough  V.  Johnson  ^-  Co.,  3  Times  L.  R. 
735  ;  Edge  v.  Harrison,  8  P.  R.  74,  79  ; 
Zichig^s  Extract  of  Meat  Co.  v.  Chemists' 
Co-operative  Soc.,  13  P.  R.  737  ;  Juiott  v. 
Marshall,  W.  N.  1894,  p.  214  ;  Jones  v. 
JIallworth,  14  P.  R.  225  ;  J.  J.  Cohnan,  Bd. 
V.  Farrow  ^-  Co.,  15  P.  R.  198;  Hodgson 
V.  Ky)ioch,  Ld.,  15  P.  R.  465;  Baylon 
^  Co.,  Ld.  V.  SneU'ing,  I,anihard  if-  Co., 
Ld.,  16  P.  R.  283;  Landreth  ^-  Sons 
V.  Laudreth,  22  Fed.  Rep.  41  ;  South- 
ern White  Jjcad  Co.  v.    Carey,   25   Fed. 


Rep.  135;  Anheuser  Busch  Breu'mg  As- 
sociation V.  Clarke,  26  Fed.  Rep.  410; 
P'lerce  v.  Gu'ittard,  68  Cal.  68  ;  Mox'ie 
Nerve  Food  Co.  v.  Baumhach,  32  Fed. 
Rep.  205  ;  Miller  Tobacco  Manofacfory  v. 
Commerce,  45  N.  J.  Law,  123 ;  Trask 
Fish  Co.  V.  Wooster,  28  Mo.  App.  408  ; 
Walter  Baker  <|-  Co.  v.  Baker,  11  Fed.  Rep. 
]  81 ;  Simmons''  Medicine  Co.  v.  Simmons,  81 
Fed.  Rep.  163  ;  Hildreth  y.  McDonald, 
164  Mass.  16  ;  49  Am.  St.  Rep.  440  ; 
New  England  Arcl  ^-  Needle  Co.  v.  Marl- 
horouqh  Awl  if-  Needle  Co.,  168  Mass.  154  ; 
60  Ain.  St.  Rep.  377. 

(rf)  Lever  v.  Goodw'm,  36  Ch.  D.  1  ; 
Sawi/er  v.  Horn,  4  Hutrhes.  239  ;  McCall 
V.  Theal,  28  Grant  Up.  Can.  Ch.  48  ; 
Carbolic  Soap  Co.  v.  Thompson,  25  Fed. 
Rep.  625  ;  Smith  v.  Fair,  14  Ont.  Rep. 
729 ;  Sparks  v.  Harper,  3  Queensland 
L.  J.  158,  201;  Mitchell  v.  Joshua,  17 
V.  L.  R.  736. 

((■)  Henry  v.  Price,  1  Leg.  Obs.  364 ; 
Siegert  v.  Findlater,  7  Ch.  D.  801  ;  Full- 
wood  V.  Fullwood  (1),  W.  N.  1873,  p.  185  ; 
Grcz'ier  v.  Autran,  13  P.  R.  1  ;  U'olfe  v. 
Goulard,  18  How.  Pr.  64  ;  Laird  v. 
Wilder,  9  Bush,  131  ;  Coiu/ress  Co.  v. 
High  Rock  Co.,  45  N.  Y.  29l';  Wilder  v. 
Wilder,  Diir.  372;  Hostctter  v.  Adams, 
20  Bl.  C.  C.  326  ;  CarboUc  Soap  Co.  v. 
Thompson,  25  Fed.  Rep.  625  ;  Moxie 
Nerve  Food  Co.  v.  Baumbach,  32  Fed. 
Rep.  205  ;  Moxie  Nerve  Food  Co.  v.  Beach, 
33  Fed.  Rep.  248  ;  Mitchell  v.  Joshua, 
17  Vict.  L.  R.  736. 

(/)  Cook  V.  Starkweather,  13  Abb.  Pr. 
N.  S.  392.  See  Moorman  v.  Hogc,  2 
Sawy.  78. 

{g)  36  Ch.  D.  1.  And  see  Bayer  v. 
Baird,  15  P.  R.  615 ;  Von  Mumm  v. 
Frash,  56  Fed.  Rep.   830  ;   Hostctter  Co. 
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must  be  by 
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individual  things,  but  if  they  are  so  combined  by  the  defendants 
as  to  pass  off  the  defendants'  goods  as  the  phxintiffs',  then  the 
defendants  have  brought  themselves  within  the  old  Common  Law 
.doctrine,  in  respect  of  which  Equity  will  give  to  the  aggrieved 
party  an  injunction,  in  order  to  restrain  the  defendants  from 
passing  off  their  goods  as  those  of  the  plaintiffs."  It  has  been 
held  in  America  [(i)  that  a  label,  on  which  is  a  representation  of  a 
box  filled  with  cakes  of  soap,  wrapped  in  variously  coloured  paper 
wrappers  and  arranged  in  a  particular  way,  is  not  infringed  by 
offering  for  sale  boxes  containing  cakes  of  soap  so  wrapped  and 
arranged. 

However,  where  a  defendant  had,  in  obedience  to  express 
directions,  put  up  his  silk  in  imitation  of  the  plaintiff's  bundles, 
his  execution  of  the  order  was  held  not  to  be  conclusive  against 
him  [b).  So,  too,  where  a  defendant  packed  inferior  brandy  in  the 
plaintiff's  cases  at  the  express  request  of  an  agent  of  the  plaintiff, 
who  was  seeking  to  entrap  him,  Malins,  V.-C,  refused  the  injunc- 
tion with  costs  (c) . 

Where  a  manufacturer,  e.g.,  of  beer  or  whiskey,  sets  up  a  case 
against  a  retail  dealer  of  having  sold  the  product  of  another 
manufacturer  over  the  counter  in  response  to  a  request  for  the 
plaintiff's  goods,  and  the  defendant  shows  that  he  took  reasonable 
precautions  to  avoid  mistakes,  it  has  been  held  in  Scotland  that  it 
is  not  sufficient  to  prove  that  one  or  two  mistakes  have  occurred, 
but  that  a  course  of  fraudulent  dealing  must  be  made  out  {d). 

It  has  also  been  held  in  Scotland  that  a  word  registered  as  a 
trade  mark  is  not  infringed  by  its  l)eing  used  in  circulars  and 
advertisements  in  a  properly  descriptive  sense  (e). 

The  use  by  one  manufacturer  of  a  trade  mark  resembling  or 
even  identical  with  that  used  by  another,  is  not  an  infringement 
of  that  other's  rights,  unless  the  class  of  goods  on  which  the  two 


V.  Bcclicr,  73  Fed.  Hep.  297  ;  Fkclier 
V.  Blank,  138  N.  Y.  244;  Hikon  Co. 
Y.  Foster,  SO  Fed.  Eep.  896  ;  Keio  Eurj- 
land  Awl  if-  Kcedlc  (Jo.  v.  Marlhorouqh 
Awl  ^  Needle  Co.,  168  Mass.  154;  60 
Am.  St.  Rep.  377. 

(«)  Davis  V.  Davis,  27  Fed.  Rep.  490. 

[b)  Woollam  V.  Ratclif,  1  H.  &  M.  259. 
And  see  Frcse  v.  Bachdf  (1),  13  Bl.  C.  C. 
23 i  ;  S'livycr  v.  Kclloyg,  7  Fed.  Rep.  721  ; 
9  ib.  601. 

(r)  Ilennessy  v.  Kcnnclt,  Dig.  556. 
But  in  the  Indian  case  of  Orr-Fwifig  v. 
ChoonecloU  MiilUck,  Cor.  150,  the  defen- 
dant was  restrained,  though  there  was 


no  evidence  of  his  having  sold  the 
spurious  goods  (which  he  had  bought 
ready  marked)  to  any  one  but  the 
plaintiff's  agent. 

{d)  Bass,  liatcliff  c^-  Grctton,  Ld.  v. 
Lnidlaw,  Ct.  Sess.  Cas.  4th  Ser.  XIII. 
898  ;  Thomson  ^  Co.  v.  Robertson,  Ct. 
Sess.  Cas.  4th  Ser.  XV.  880.  Cf.  Edge 
^-  Sons  Y.  Gallon,  15  P.  R.  089  ;  and 
Enorh  MorgdrCs  Sons'  Co.  v.  Wcndover, 
43  Fed.  Rep.  420,  where  an  injunction 
was  granted. 

[e)  Stuart  ^-  Co.  v.  Scottish  Val  de 
Tracers  Paving  Co.,  Ld.,  Ct.  Sess.  Cas. 
4th  Ser.  XIII.  1. 
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marks  are  used  is  the  same  {a),  or,  at  least  of  so  similar  a  descrip- 
tion that  they  may  fairly  be  supposed  to  be  of  the  same  manufac- 
ture as  the  goods  to  which  the  mark  is  properly  applied  (b). 

And  where  a  trader  has  registered  a  trade  mark  for  an  extensive  No  infringe- 
class  of  goods,  but  has  only  used  it  for  a  small  part  of  the  goods  in  registration 
the  class,  another  person  does  not  infringe  his  rights  by  using  a  """ider  than 
somewhat  similar  mark  on  goods  also  in  the  class,  but  substantially 
different  from  the  goods  on  which  the  registered  proprietor  has 
used  it.  This  was  so  laid  down  by  the  Court  of  Appeal  in  Edwards 
T.  Dennis  (c),  in  which  Cotton,  L.  J.,  said,  "no  doubt  the  intention 
of  the  Trade  Marks  Act  of  1875  is  to  give  aright  to  what  is  on  the 
register  so  as  to  enable  a  j^erson  who  has  been  registered  for  five 
years  as  the  proprietor  of  a  trade  mark  to  maintain  an  action 
against  any  other  person  taking  or  infringing  that  trade  mark  ;  but 
when  the  alleged  infringement  consists  in  using,  not  the  exact 
thing  upon  the  register,  but  something  similar  to  it,  the  Court 
must,  in  considering  whether  there  has  been  an  infringement  or 
not,  proceed  upon  the  old  principle,  which  prevailed  both  at  law 
and  in  equity  before  the  Act,  that  a  man  is  not  to  pass  off  his 
goods  as  the  goods  of  another.  At  common  law  the  man  thus 
injured  might  obtain  damages,  and  in  equity  the  more  effectual 
protection  of  an  injunction." 

In  the  case  of  AjyoUinan's  Co.,  Ld.  v.  Scherer  (d)  the  plaintiffs,  Bights  of 
an  English  company,  had  obtained  from  one  Saxlehner,  the  pro-  foreio-n  firm, 
prietor  of  a  spring  in  Hungary,  called  the  "  Hunyadi  Janos" 
spring,  the  exclusive  right  to  export  the  water  to  the  United  States 
and  to  use  the  name  there.     Saxlehner  sold  the  water  in  Europe 

(«)  JTaUv.  Banoics,  4  De  G.  J.  &  S.  v.  Head,  47  Fed.  Eep.  712.     See  ^/lo  v. 

loO  ;    Ainsivorth    v.   Walmsley,   L.   R.   1  Dunn,  lb  A-pp.  Cas.  252  ;  £asf man  Fhofo- 

Eq.   518  ;   Moses  v.  Sargood,  Dig.    636  ;  graphic  Materials    Co.  v.   Griffiths''  Cycle 

In  re  Jellet/.  Son  ^-  Jones,  51  L.  J.  Ch.  Cor2).,  15  P.  E.  105;  Premier  Cyc'e  Co., 

639;  Inre'Whifeley,  43  L.  T.  N.  S.  627;  Ld.  v.  Premier  Tahe  Co.,  Ld.,  12  Times 

Jn  re  liabone.  Dig.  643  :  In  re  Ashton,  L.  E,.  481  ;  Dimlop  Fneumatic  Tyre  Co., 

Hall,  V.-C,  Feb.  26th,  1881  ;   Colmanx.  Id.  v.  Bnnlop-TriiffaHlt   Cycle  Co.,  Ld., 

Crump,  70  N.  Y.  573  ;  Socii-tc  Anonyme  des  40  Sol.  J.  544  ;  Samcv.  Punlop  Lubricant 

Mines,  ^c.  v.  Baxter,   14  Bl.  C.  C.  261  ;  Co.,   16  P.  R.  12  ;   Godillot  v.  American 

Chadwick  v.  Corell,  151  Mass.  190.     In  Grocery  Co.,  71  Fed.  Rep.  873. 
Ileclit  V.  Porter,  9  Pac.  C.  L.  J.  569,  it  (c)  30    Ch.    D.    454.      And    compare 

■was  held  that  leather  boots  and  iudia-  ylnglo- Swiss  Condensed  Milk  Co.  v.  Met- 

rubber  boots  were  so  far  distinct  that  a  calf,  31  Ch.  D.  454  ;  Eargrcave  v.  Free- 

trade  mark  for  the  former  was  not  in-  man,  (1891)  1  Ch.  39  ;   I'InlUps  v.  Ogdcn, 

fringed  by  user  in  respect  of  the  latter.  12  P.  R.  325  ;  In  re  Butt  (j-  Co.,  (1S9S) 

(i)    Wamsutta  Mills  v.  Allen,  12  Phila.  2  Ch.  432. 
535  ;   Carroll  v.  Ertheiler,   1  Fed.  Rep.  {d)  23  Bl.  C.  C.  459.     And  see  In  re 

688  ;   Collins  Co.  v.  Ames  #  Sons,  20  Bl.  Apollinaris  Co.,  (1891)   2  Ch.    180,  226, 

C.  C.  542  ;   Celluloid  Manufacturing  Co.  230. 
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under  a  label  which  stated  that  it  was  not  meant  for  export  to 
America,  and  the  plaintiffs  sold  the  water  in  the  United  States 
under  a  label  which  stated  that  they  Avere  the  sole  exporters.  The 
defendant  bought  genuine  water  in  Europe  under  labels  bearing 
Saxlehner's  caution,  and  sold  it  in  the  United  States  as  "Hunyadi 
Janos  "  water ;  and  it  was  held  that  the  Apollinaris  Co.  was  entitled  to 
no  relief  against  him,  the  Court  being  of  opinion  that  genuine  water, 
rightfully  bought,  might  be  sold  under  its  proper  name  anywhere, 
and  that  the  arrangement  between  the  Apollinaris  Co.  and  Saxlehner 
was  not  binding  on  persons  who  were  no  parties  to  it. 

On  the  other  hand,  it  has  been  held  (a)  that  the  concessionnaire 
of  a  spring  for  a  term  is  not  entitled,  at  all  events  during  the 
term,  to  open  another  spring  in  the  same  neighbourhood,  and  sell 
the  water  derived  therefrom  under  the  same  name  as  the  water 
derived  from  the  first  spring,  and  in  competition  with  that  water. 

Where  the  plaintiff's  article  was  known  as  "Hostetter's  Stomach 
Bitters,"'  and  the  defendants  sold  materials  which  they  alleged  could 
be  used  in  the  production  of  that  article,  no  relief  was  granted,  there 
being  no  allegation  that  the  defendants  had  done  more  than  this,  or 
that  they  were  engaged  with  others  in  a  scheme  of  fraud  {b). 

It  has  been  held  in  America  that  the  use  by  a  manufacturer  of 
a  mark  previously  used  by  another  manufacturer,  but  discontinued 
by  him  for  a  year,  is  an  infringement  of  the  rights  of  the  latter  [c]  ; 
but  it  is  no  infringement  to  use  in  an  honest  way  a  mark  which 
has  failed  to  obtain  protection  in  the  hands  of  another  trader  by 
reason  of  that  trader's  misstatements  ;  and  an  infringer  of  the 
mark  as  subsequently  used  by  the  honest  trader  cannot  escape  by 
setting  up  the  prior  user  of  the  dishonest  trader  {d). 

Eegistration  of  a  trade  mark  which  resembles  a  prior  trade  mark 
which  is  registered,  so  nearly  as  to  be  calculated  to  deceive,  does 
not,  at  all  events  for  five  years  from  the  date  of  registration,  pre- 
vent the  owner  of  the  prior  mark  from  obtaining  an  injunction  to 
restrain  its  use  (e) ;  and  since  registration  is,  for  the  first  five  years, 


(rt)  mil  V. 

389. 


lockwood,   32   Fed.   Eep. 


{b)  Hostettery.  Fries,  21  Bl.  C.  C.  339. 

(c)  Lewoiney.  Ganton,  2  E.  D.  Smith, 
343  ;  E,.  Cox,  142.  But  see  Symonds  v. 
Greene,  28  Fed.  Kep.  834. 

[d)  Farlett  v.  Guggcnliemer,  G7  Md. 
542,  with  which   compare  O^liourlce  v. 


Central  CUy  Soap  Co.,  26  Fed.  Rep.  576. 
{e)  Head  v.  Richardson,  45  L.  T.  N.  S. 
54  ;  Goodwin  v.  Venning,  24  Sol.  J.  690. 
Compare  Phillips  v.  Ogdm,  VI  P.  R.  325. 
Aud  in  New  South  Wales  the  use  of  a 
registered  mark  has  been  resti-ained : 
Harris  v.  Ogg,  5  N.  S.  W.  Rep.  (E.) 
114  ;  Bryant  %  May  v.  Ilcndc,  7  N.  S.  W. 
Rep.  (E.)  72. 
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only  a  qualification  for  bringing  an  action  (a),  it  would  seem  that 
if  the  second  of  two  registered  marks  had  been  used  first,  the  owner 
of  that  mark  would,  by  virtue  of  his  prior  user,  be  entitled  to 
restrain  the  owner  of  the  mark  which  was  used  later,  but  registered 
first,  from  using  that  mark.  Where  the  plaintiffs'  mark  had  been 
registered  for  an  extensive  class  of  goods,  and  the  defendant's 
mark  had  been  registered  for  a  class  which  overlapped  the  plain- 
tiifs'  but  had  been  used  only  for  goods  distinct  from  theirs,  on  the 
defendant  beginning  to  use  his  mark  on  goods  included  in  his 
registration,  but  similar  to  those  for  which  the  plaintifi's'  mark 
had  been  registered  and  used,  his  registration  was  rectified  by 
limiting  it  to  the  distinct  goods,  and  an  injunction  was  granted  as 
to  the  goods  on  which  he  was  newly  using  it  (b).  Again,  where 
the  proprietors  of  a  mark  registered  for  coffee  in  1876  began,  in 
1889,  to  apply  it  to  tea,  they  were  restrained  from  so  doing  on 
motion  by  the  proprietor  of  a  similar  mark  registered  for  tea  in 
1877  {c). 

It  is  an  infringement  to  use  a  genuine  trade  mark  of  a  manu-  Infringement 
faeturer  upon  goods  not  of  his  production  {d)  ;  and  it  is  no  less  an  uL^of^c^enuhie 
infringement  to  use  it  upon  goods  of  a  quality  to  which  he  did  not  mark, 
intend  it  to  be  applied,  even  though  the  goods  upon  which  the 
infringer  uses  it  are  of  the  make  of  the  owner  of  the  mark(^). 
But  where  goods  have  been  purchased  in  bulk,  the  purchaser  is 
entitled  to  resell  them  retail  under  the  name  given  to  them  by  the 
manufacturer  (./'). 

In  some  cases  a  rather  difficult  question  has  arisen  with  respect  Moulded 
to  the  use  of  bottles  moulded  with  the  plaintiff's  name  or  trade 
mark.  Where  such  bottles  have  been  systematically  bought  up 
and  refilled  with  spurious  waters,  &g.,  so  as  to  pass  them  off  as 
being  of  the  plaintiff's  manufacture,  an  injunction  will  be  granted 
to  restrain  the  continuance  of  the  fraud  {[/)  ;  but  where  the  bottles 

(a)  Xulhallw.  Vining,  C.  A.  Jan.  2l8t,        36  L.  T.  N.  S.  51  ;  Hoinessy  v.   Cooper, 
18S0  ;  MoHson  ^-  Co.  v.  Boehm,  26  Ch.  D.       Dig.  549  (cases  for  brandy). 

393  ;    Eart  v.   CoUey,    44    Ch.   D.    193  ;  [e)  Hennessr)    v.    Kennett,    Dig.    556  ; 

Barlow  6(  Jones,  Ld.  v.  Johnson  ^-  Co.,  Hennessij  \ .  White,  6  W.  "W.  &  A'B.  E(j. 

7  P.  R.  395,  405.  '216;  Hmnessy  v.  Hogan,  ib.  225  (cases 

(b)  yli/glo- Swiss  Condensed  Ifilk  Co.  v.  intended  for  brandy  of  superior  quality 
MetcaJf,  31  Ch.  D.  454.  used   for   brandy   of   inferior   quality) ; 

(c)  Upper  Assam  Tea  Co.  v.  Herbert  %  Gillott  v.  Kettle,  3  Duer,  624  ;  It.  Cox, 
Co.,  7  P.  R.  183.  148     (labels    indicating    superior    pons 

(d)  Barnett  v.  J^euchars,  13  L.  T.  N.  S.  placed  on  boxes  of  inferior  ones). 

495  (boxes  for  "  Pharaoh's  Serpents") ;  (  f)   Condy  ^  Mltehell  v.  Taylor  tj-  Co., 

Biehards  v.  Willinmson,  30  L.  T.  N.  S.       56  L.  T.  N.  S.  891. 

74G  (gun  stamps) ;  Hennessy  v .  Bohmann,  {g)  Bose  v.  Jlenley,  T>ig.  5ol  ;  Allen  v. 
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have  been  bought  hj  the  defendant  in  the  ordinary  course  of  his 
business  they  have  become  his  property,  though  they  bear  the 
plaintiff's  trade  mark  {a),  and  it  does  not  appear  that  he  will  bo 
restrained  from  using  what  he  has  bought,  merely  because  the 
bottles  are  moulded,  so  long  as  he  uses  them  in  a  fair  manner, 
and  i")laces  on  them  his  own  adhesive  labels  (b).  There  does  not, 
indeed,  seem  to  be  a  clear  decision  on  the  point,  as  the  question 
has  not  been  raised  free  from  complications.  Thus,  in  Barrett  v. 
Gomrn  (r),  the  Court  of  Appeal  held  that  no  injunction  could  be 
crranted  affainst  soda-water  manufacturers  whose  labels  were  found 
to  be  placed  on  two  bottles  of  soda-water  moulded  with  the  plain- 
tiff's  name  and  trade  mark,  but  in  this  case  there  was  no  evidence 
to  show  that  the  soda-water  in  the  bottles  was  of  the  defendants' 
manufacture,  or  that  the  defendants  had  filled  or  sold  them.  The 
Master  of  the  EoUs  (Sir  Gr.  Jessel),  however,  stated  that  if  some 
of  the  plaintiff's  engraved  bottles  had  come  fairly  into  the  defen- 
dants' possession,  they  would  have  been  entitled  to  refill  and  sell 
them,  at  all  events  if  they  had  placed  on  them  their  own  adhesive 
labels,  so  as  to  cover  the  plaintiff's  name  and  trade  mark.  And 
this  opinion  appears  to  have  been  adopted  by  North,  J.,  in  Barrett 
V.  White  {(I). 
Infringement  It  is  an  infringement  for  an  engraver  to  prepare  and  supply  to 
y  engraver.  ^^^  person  printing-blocks  engraved  wdth  the  trade  mark,  or  an 
important  part  of  the  trade  mark  of  another,  inasmuch  as  the 
piracy  would  be  impossible  without  the  blocks ;  and  Shadwell, 
V.-C.  of  England,  went  so  far  as  to  say  that  if  a  thing  contained 
twenty-five  parts,  and  one  only  was  taken,  such  an  imitation  would 
be  sufficient  to  contribute  to  a  deception,  and  the  law  would  hold 
those  responsible  who  had  contributed  to  the  fraud  {e).  The 
principle  is  the  same  where  the  engraver,  though  retaining  the 
blocks  in  his  own  possession,  yet  facilitates  fraud  by  the  dissemi- 
nation of  labels  bearing  pirated    trade  marks  (,/).     Lord  Cran- 


Richanls,    26  Sol.  J.  G58  ;    Jloslettcr  v 


Anderson,  1  V.  R.  Eq.  7  ;  Sawi/er  Crystal       however,  Wood  v.  Burgess,  24  Q.  B.  D. 


Blue  Co.  r.  Hubbard,  32  Fed.  Kep.  388 
Evatis  V.   Von  Lair,   32  Fed.  Rep.    153 


And    see    Hostettcr    Co.    v.    Brucggtman  (c)  74  L.  T.  (Journal)  388. 


Reinert  Distillery  Co.,  4G  Fed.  Rep.  18S 
Sostctter  Co.  v.  Becker,  73  Fed.  Rep 
297. 

(a)  Idris  #  Co.  v.  Ward,  C.  A.  Feb 
4tli,  1889. 

(6)    Welch  V.  Knott,  4   K.   &  J.  747 


Rose  V.  Loflus,  47  L.  J.  Ch.  576.     See, 


162,  a  case  under  the  Merchandise  Marks 

Act,  1887 


(rf)  North,  J.,  May  12th,  1883. 

{e)  Guumess  v.  ribiier,  10  L.  T.  0.  S. 
127. 

(/■)  Farina  v.Silrcrloc/.;  1  K.  &  J.  509  ; 
6  De  G.  M.  &  G.  214 ;  4  K.  &  J.  650 ;  I)e 
Kvyper  v.  Witteman,  23  Fed.  Rep.  871  ; 
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worth,  C,  thought,  however,  that  a  man  who  had  A.'s  goods,  hut 
none  of  his  labels,  might  rightfully  employ  a  printer  or  engraver 
to  supply  him  with  imitated  labels,  and  that  A.  could  have  no 
ground  of  complaint  against  the  sale  of  his  goods  with  something 
on  them  to  represent  his  trade  mark,  though  not  his  genuine 
mark  {a) . 

It  does  not  appear  that  the  position  of  a  defendant  in  an  action  Untrue  alle- 
for  infringement  is  altered  for  the  worse  by  the  fact  of  his  having  fg^o-istration. 
alleged  his  trade  mark  to  be  registered,  before  it  in  fact  was  so  (b) ; 
but  by  so  doing  he  will  expose  himself  to  penalties  under  §  105  of 
the  Patents  Act,  1883  (c). 

It   seems  that   a  trader  is   entitled  to   place  his   trade  mark  Use  by  a 
on  articles  not  of  his  own  make,  unless  there  is  some  trade  custom  owner™f  his 
or  contract  that  he  shall  not  do  so,  and  to  remove  the  maker's  mark  upon 

ciiiotn-Gr  s 

mark  for  the  purpose  of  substituting  his  own,  and  that  sucli  a  goods. 
course  would  not  be  actionable  (rf).  Nor  is  there  any  reason  why 
it  should  be  so.  The  maker's  mark  has  already  performed  its 
function  when  the  goods  are  sold,  and  when  it  is  removed  from  the 
goods  the  maker  ceases  to  be  responsible  for  the  guarantee  implied 
by  its  presence  on  them.  The  purchaser,  by  substituting  his  own 
mark,  undertakes  the  responsibility  for  the  quality  of  the  goods, 
which  are,  in  effect,  selected  and  guaranteed  by  him  {<•) . 


Yale  Cic/ar  Manufacturwg  Co.  y.  Yale,  30 
U.  S.  Pat.  Gaz."ll83  ;  Holt  y.Menendez, 
128  U.  S.  182. 

(a)  Farina  v.  SilverlocJc,  6  De  G.  M.  & 
G.  214. 

(i)  Ellis  (f-  Sons  V.  Ruthin  Soda  Water 
Co.,  Jessel,  M.  E.,  Nov.  21st,  1879. 

((•)  See  also  §  3  (1)  (o)  of  the  Merchan- 
dise Marks  Act,  1887. 


{d)  See  Johnson  v.  RaijUon,  7  Q.  B.  D. 
438.  Compare  Starei/v.  Chilworth  Gun- 
■powder  Co.,  24  Q.  B.  D.  90. 

{e)  See  Hirsch  v.  Jonas,  3  Ch.  D.  584  ; 
Wood  V.  Lambert,  32  Ch.  D.  247  ;  In  re 
ApolVmaris  Co.,  (1891)  2  Ch.  186,  22.5, 
230,  235  ;  Leahy  v.  Glover,  10  P.  Pt. 
141  ;  In  re  Wills,  (1893)  2  Ch.  262  ;  Yale 
Cigar  Manufacturi)tg  Co.  v.  Yale,  30  U.  S. 
Pat.  Gaz.  1183. 
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fraudulent 
imitation 


CHAPTER  V. 

THE  CRIMINAL  PROSECUTION. 

Ecmodies  for  "  Ix  cases  like  the  present "  [i.e.,  in  cases  of  imitation  of  a  wrapper 
imprinted  with  a  trade  mark),  "the  remedy,"  said  Willes,  J.,  "is 
well  known.  The  prosecutor  may,  if  he  pleases,  file  a  bill  in 
equity  to  restrain  the  defendant  from  using  the  wrappers,  or  he 
may  bring  an  action  at  law  for  damages,  or  he  may  indict  liim  for 
obtaining  money  under  false  pretences"  {a). 
Infringement  At  Common  Law  the  imitation  of  a  trade  mark  or  of  a  trade 
not'for^CTv^at  "trapper  is  not  a  forgery.  "  A  forgery  must  be  of  some  document 
CommonLaw.  or  writing"  {])) ;  "  it  is  the  forging  of  a  false  document  to  represent 
a  genuine  document"  (c).  In  a  case  in  which  the  prisoner  had 
imitated  the  label  used  on  Berwick's  baking  powder,  and  was 
indicted  for  forgery  [d),  the  Court  of  Crown  Cases  Reserved,  con- 
sisting of  Pollock,  C.  B.,  Willes  and  Byles,  JJ.,  and  Bramwell 
and  Channell,  BB.,  decided  that  the  conviction  for  forgery  was 
not  sustainable,  though  an  indictment  for  false  pretences  would 
have  been  good.  The  grounds  of  the  decision  are  thus  stated  by 
Bramwell,  B. :  "I  think  that  this  was  not  a  forgery.  Forgery 
supj)oses  the  possibility  of  a  genuine  document,  and  that  the  false 
document  is  not  so  good  as  the  genuine  document,  and  that  the 
one  is  not  so  efficacious  for  all  purposes  as  the  other.  In  the 
present  case,  one  of  these  documents  is  as  good  as  the  other :  the 
one  asserts  what  the  other  does  ;  the  one  is  as  true  as  the  other ; 
but  one  gets  improperly  used.  But  the  question  is  whether  the 
document  itself  is  a  false  document.  It  is  said  that  the  wrajiper 
is  so  like  one  used  by  somebody  else,  that  it  may  mislead  ;  but  that 
is  not  material  to  the  question  we  have  to  decide.  The  prisoner 
may  have  committed  a  gross  fraud  in  using  the  wrappers  for  that 

(a)  R.  V.  John   Smith,  D.   &  B.   566;       D.  &  B.  4C0  ;   7  Cox,  494. 

8  Cox,  32.    This  was  in  1858,  before  the  (c)  Fer  Willes,  J.,  M.  v.  John  Smith, 

Merchandise  Marks  Act  of  1862.  ubi  supra. 

[b)  Fer  Cockbum,  C.  J.,  £.  v.   Closs,  {(f)  F.  y.  John  Smith,  ubi  supra. 
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wliich  was  not  the  genuine  powder,  and  may  possibly  be  indicted 
for  obtaining  money  by  false  pretences,  but  I  think  he  cannot  be 
convicted  of  forgery  "  (a). 

It  might  be  thought  that  where  the  trade  mark  consisted  of  a  Not  even  if 
signature,  an  imitation  of  this  would  amount  to  forgery  ;  but  this  consists  of  a 
has  been  decided  not  to  be  so,  in  the  case  of  Ji.   v.  Chss  (b),  in  signature. 
which  the  prisoner  imitated  the  signature  of  the  artist,  J.  Linnell, 
in  the  corner  of  a  spurious  picture.     Coekburn,  C.  J.,  in  delivering 
the  judgment  of  the  Court  of  Crown  Cases  Reserved,  said  that  the 
stamp  was  merely  in  the  nature  of  a  mark  put  upon  the  painting 
with  a  view  to  identifying  it,  and  was  no  more  than  if  the  painter 
put  any  other  arbitrarj^  mark  as  a  recognition  of   the  painting 
being  his ;  and   in  the  course  of  the  argument  he    expressed   a 
similar  opinion  with  respect  to  the  imitation  of  a  signatm-e  stamped 
on  a  gun. 

Under  the  Merchandise  Marks  Act,  1862(f),  the  forgery  of  The  Merchan- 

.      .  dise  Marks 

trade  marks  was  made  a  misdemeanour,  and  the  Criminal  Law  _A^ct,  1862. 
made  to  cover  such  offences  as  those  committed  in  H.  v.  Jo/ni. 
8)11  it Ji.  (d)  and  li.  v.  Closs  (e).     And  this  is  so  now  under  the  new 
Merchandise  Marks  Act,  1887  (/). 

By  that  Act  (a)  the  followins'  offences  are  made  punishable : —     What  offences 

.  .  .  -r^.  are  punish - 

1.  Forging  a  trade  mark  registered  m  the  United  Xmgdom  or  able  under  the 
protected  in   any   British   possession   or   foreign   state   to  Markricr^ 


1887. 


{a)  Takins?  the  same   view,   Pollock,  ing   a  forged  Goldsmiths'  Hall  mark. 

C.  B.,  said  that  the  real  offence  was  the  In   H.  v.   Boi/cs,   C.   C.   C,    April   6th, 

enclosing  the  false  powder  in  the  false  1886,  the  Recorder  of  London  inflicted 

wrappers  ;  that  the  issuing  of  the  wrap-  four  months'  imprisonment  without  hard 

pers  without  the  stuff  within  them  would  labour  for  imitation  of  the  prosecutor's 

be  no  offence ;  but  that  the  real  oft'ence  perfumes,  bottles,  and  labels.     In  R.  v. 

was  the  issuing  them  with  the  fraudulent  Pemherton,  20  Iron,  1 10,  the  defendant  had 

matter  in  them.  forged  the  "  Low  Moor  "  trade  mark  on 

[b)  D.  &  B.  460 ;  7  Cox,  494.  25  &  26  iron  tubes  not  of  the  Low  Moor  Co.'s 
Vict.  c.  68,  §  7,  now  provides  for  spurious  niaterial  or  manufacture,  and  Day,  J., 
pictures  with  a  forged  signature.  inflicted    three    months'    imprisonment 

I  \  r,r  c  nr-  IT-  j.        oo^  without   hard    labour.       See    Cooper   v. 

(c)  25  &  26  Vict.  0.  88.  tt       u        o  -kt    rr    -r     t>    koo    .,     +^  +i,^ 
^  '  Jiaimlton,  6  N.  Z.  Li.  ±i.  598,  as  to  the 

{d)  D.  &  B.  5GG  ;  8  Cox,  32.  practice  in  New  Zealand. 

{e)  D.   &  B.  460;    7   Cox,   494.     See  (/)  50   &   51  Vict.   c.   28.     And  see 

It.  V.  Lloyd  (Recorder  of  Birmingham,  notes  to  this  Act,  i)ifra. 

Oct.  13th,  1881),  in  which  the  infringe-  {{/)  As    to    this    Act    generally,    see 

ment  of  a  gunmaker's  trade  mark  was  Gridlcy  v.  Swinbornc,  5  Times  L.  R.  71  ; 

punished  uuder  the  Merchandise  Marks  Wood  v.  Burgess,  24  Q.  B.  D.  162  ;  and 

Act,   1862,  with  six  months'  imprison-  Stareij  v.    Chilivorth   Oxmpowdcr  Co.,  24 

ment.    In  A',  v.  Willis,  C.  C.  C,  Septem-  Q.  B.  D.  90  ;  R.  v.  Lipton,  32  L.  R.  Ir. 

ber  21st,    1885,    Hawkius,   J.,   inflicted  115;   KirshenboiniY.  Salmon  S;  Gluckstein, 

six  years'  penal  servitude  on  a  person  (1898)   2   Q.    B.    19;     Coppen   v.   Moore, 

who  had  offered  for  sale  watches  of  base  (1898)   2  Q.  B.  300  ;  ib.  306  ;    and  the 

metal  thinly  coated  with  gold  and  bear-  notes  to  the  Act  in  Appendix  F. 

l2 
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which  §  10;3  or  104  of  the  Patents  Act,  1883,  has  been 
made  ajoplicablo  (a). 

2.  Falsely  applying  to  goods  any  trade  mark  as  above,  or  any 

mark  so  nearly  resembling  such  a  trade  mark  as  to  be 
calculated  to  deceive  (b). 

3.  Making  any  die,  block,  machine,  or  other  instrument  for  the 

pui'pose  of  forging  or  of  being  used  for  forging  a  trade 
mark  as  above  (c). 

4.  Applying   to   goods   any  false   trade   description — i.e.,  any 

description,  statement,  or  other  indication,  direct  or  in- 
direct— 

(a)  As  to  the  number,  quantity,  measure,  gauge  or  weight 

of  any  goods ;  or 

(b)  As  to  the  place  or  country  in  which  any  goods  were 

made  or  produced  ;  or 

(c)  As  to  the  mode  of   manufacturing  or  producing  any 

goods ;  or 

(d)  As  to  the  material  of  which  any  goods  are  composed ;  or 

(e)  As   to  any   goods   being   the   subject   of   an  existing 

patent,  privilege,  or  copyright ; 

(f)  As  to  the  person  or  firm  who  manufactured  any  goods, 
which  is  false  in  a  material  respect  as  regards  the  goods  to 
which  it  is  applied  ((/). 

5.  Disposing  of  or  having  in  possession  any  die,  block,  machine, 

or  other  instrument  for  the  purpose  of  forging  a  trade 
mark  as  above  (e) . 

6.  Causing  any  of  the  above  things  to  be  done  (,/). 

7.  Selling,  or  exposing  for  or  having  in  possession  for  sale,  or 

any  purpose  of  trade  or  manufacture,  any  goods  or  things 
to  which  any  forged  trade  mark  as  above  or  false  trade 
description  is  applied,  or  to  which  any  trade  mark  as  above 

(ff)  §§  2  (1)  (a),  3  (1)  and  i.  M.  v.  Lipfo)i,  32  L.  R.  Jr.  115  ;  Bise/iop 

/z.\   1 1  o  /T\  /v\    o  /i\    c       J  c       AT  V.  Toler,  65  L.  J.  M.  C.  1;    Coppm  v. 
(*l  ^     2  (1)  (b)    3  (1)    5  and  6      And  ^    ^3^        q    -g    goo/^As  to 

see  Cop/.yv.Ar»-^-,  84  L.T.  (Journal)  140.  ^  ^^^  JJ-^^^_  zU„    32  L.  R.  Jr.  115; 

(c)  §§  2  (1)  (c),  4  and  6.  Kirshenboim  v.  Salmon  ^  Gluckstcin,  (1898) 

{d)  §§  2  (1)  (d),  3,  6,  and  6.    Compare  2  Q.  B.  19.     As  to  4  (e)  see  §  105  of  the 

§  18.     As  to  4   (a)  see  R.  v.   Shencuod,  Patents   Act,    1883;    and   R.  v.   JFaUis, 

7  Cox,   270 ;    R.  v    Jiafl/j.   8   Cox.   265  ;  3  P.  R.  1  ;  i?.  v.  Crampfon,  3  P.  R.  367  ; 

Ji.  V.  L  e.  9  Cox,  460  ;  M.  v.  Anani'idi,  and  It.  v.   Morris,   Great   MHrlborouorh 

Mmchester    Police    Court,    July    30h,  Street    Polire    Court,    December    16th, 

18S9;  7?.  v.  .l/""«o'/Z;Jow,  Manchester  Police  18.S6.     And  see  jyo.v^  Appf-ndix  F. 
Court,  May  10th,  1898.     As  to  4  (b)  see  {e)  §§  2  (1)  (e),  3  (1)  and  4. 

§  7,  with  respect  to  watches;  and  see  (/)  §§  2  (1)  (f)  and  6. 
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or  mark  so  nearly  resembling  suoli  a  trade  mark  as  to  be 
calculated  to  deceive,  is  falsely  applied  (a). 

8.  Procuring-,  counselling,  aiding,  abetting,  or  being  accessory 

to,    from   within   tlie   United    Kingdom,    tbe    commission 
without  the  United  Kingdom  of  any  such  act  as  above  {b). 

9.  Falsely  representing  that  any  goods  are  made  by  a  person 

holding  a  Royal  warrant,  or  for  the  service  of  Her  Majesty, 
or  of  any  of  the  Royal  Family,  or  any  Government  depart- 
ment (e). 
By  §  4  (b)  it   is  made  forgery  of  a  trade  mark  to  falsify  a  Additiong  to 
genuine  trade  mark,  whether  by  alteration,  addition,  effacement,  ti on s^o/ trade 
or  otherwise.     At  Common  Law  "  it  is  forgery  to  alter  a  material  marks, 
part  of  a  true  instrument  "  (d).     Thus,  where  in  a  bill  of  exchange  ^'^^S'^^y  ^* 

^  \    /  7  o      Common Liaw. 

"  0  "  was  added  to  "8"  and  "y  "  to  "eight,"  so  as  to  make  it 
appear  to  be  for  £80  (e).  And  "the  making  of  any  false  instru- 
ment which  is  the  subject  of  forgery,  with  a  fraudulent  intent, 
although  in  the  name  of  a  non-existing  person,  is  as  much  a 
forgery  as  if  it  had  been  made  in  the  name  of  one  who  was  known 
to  exist,  and  to  whom  it  was  due"  (,/').  "An  exact  resemblance, 
or  facsimile,  is  not  required  to  constitute  the  crime  of  forgery,  for 
if  there  be  a  sufficient  resemblance  to  show  that  a  false  making 
was  intended,  and  that  the  false  stamp  is  so  made  as  to  have  an 
aj)titude  to  deceive,  that  is  sufficient  "  (,^7). 

The  defences  to  a  charge  of  one  of  the  above  offences  are  set  Defences, 
out,  as  to  Nos.  1  to  6,  in  §  2  (I)  (h)  ;  as  to  No.  7,  in  §  2  (2).     A 
special  defence  is  also  provided  by  §  6  for  persons  who  are  charged 
with  having  committed  offences  2,  3,  4  or  6,  when  they  were  in 
fact  employed  in  the  ordinary  course  of  their  business. 

The  penalties  for  offences  Nos.  1  to  8  are  set  out  in  §  2  (3)  ;  as  Penalties. 
to  No.  9,  in  §  20. 

It  is  not  an  offence  for  persons  to  use  any  trade  description  Expressions 
lawfully  and  generally  applied,  at  the  passing  of  the  Act,  to  goods  u^^^^8to^d 

(a)   §    2    (2).      See    Christie   v.    Foster  (d)  2  East,  P.  C.  978. 

Brewinff   Co.,   Id      18   V.   L.    R.    292,  (^)  jj   ^^  Elsivorth,  2  East,  P.  C.  98G. 

where  it  was  held   that   a  corporation  /  j-\    n     t^--?       at  t>  t-      • 

might  Le  Kuiltv  of  offences  under  the  ^  ({)  ^^A    ^^^ '    t^f   T       /'      7o' 

conesponding   Victorian    Act,   and   the  ^°^*^"/o?-  J'^'"  \]^,  '%  ^■"Jo  nZ'  I 

meaning  of  '"having  goods  in  possession  ^.  ^-  '^f  '  ^-  ZJ^^"'''  '"^■^-  ^-  ^''■ 

for  sale"  was  discussed.  «'o°«  1*^P"'«'  "2- 

(/j\   5  11.  if/)  Per  Grose,  J.,   in  It.  v.    CoUicott, 

(<•)  ^  20.    And  see  §  106  of  the  Patents  2  Leach,  1048,  a  Stamp  case. 
Act,  1883,  as  to  wrongful  assumption  of  [h)  See    Copley   v.   Eirk,    84    L.     T. 

the  Royal  Arms.  (Journal)  140. 
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may  be  em-      of  a  particular  class,  or  manufactured  by  a  particular  method,  to 
^  °^^  '  indicate  the  particular  class  or  method  of  manufacture  of  such 

goods  {a),  when  the  description  is  so  applied.  Thus,  patent 
leather,  patent  thread  (i),  patent  pins  (r),  patent  isinglass  (</). 
But  there  is  a  special  requirement,  when  the  name  of  a  place  or 
country  is  stated  in  a  misleading  way,  that  the  place  of  origin 
shall  he  stated  {e) . 

By  the  Merchandise  Marks  Act,  1891  (,/'),  the  customs  entry 
relating  to  imported  goods  is,  for  the  purposes  of  the  Act  of  1887, 
to  be  a  trade  descrij)tion  applied  to  the  goods  (17)  ;  and  provision  is 
made  for  official  prosecutions  by  the  Board  of  Trade  {h),  and  by  the 
Merchandise  Marks  Act,  1894  (f),  the  powers  conferred  by  the  Act 
of  1891  uj)on  the  Board  of  Trade  may  be  exercised  by  the  Board 
of  Agriculture  in  certain  cases. 
Civil  remedy         A  conviction  under  these  Acts  does  not  relieve  the  defendant 

not  affected        „  .    , 

by  conviction.  ±rom  any  civil  proceedings  (A-). 

Where  decep-       While,  apart  from  the  Merchandise  Marks  Acts,  the  fraudulent 

tion  succeeds,     •      -j.    j-  e         i_       i  i     •  ^    p  i  •      -i    j-  i 

indictment  for  iniitatiou  01  a  trade  mark  is  not  lorgery,  such  an  imitation,  when 

false  pretences  {[,  J^as  been  intended  to  be  and  has  been  the  means  of  inducino: 
■will  lie.  .... 

persons  to  part  with  their  money,  in  the   belief   that  they  were 

buying  one  thing,  when  in  fact  they  were  buying  another,  is 
sufficient  to  support  a  conviction  on  an  indictment  for  obtaining 
money  by  false  jDretenees.  This  affords  sufficient  protection  to  the 
innocent  purchaser  of  goods  falsely  marked  ;  the  Act  gives  protec- 
tion to  the  manufacturer  who  has  suffered  in  his  custom  and  in  his 
reputation  by  piracies. 
Convictions.  '<  There  is  no  difference  in  principle  between  a  misrepresentation 

of  a  mark,  and  one  that  an  acceptance  was  the  acceptance  of  John 
Jones  or  any  other  person  "  (/)  ;  and  it  is  established  that  the 
fraudulent  imitation  of  a  trade  mark  will  be  punished  in  the  same 
way,  where  the  necessary  circumstances  exist.  Thus,  in  i?.  v. 
Bundas  (in),  the  prisoner,  who  asserted  his  own  name  to  be  Everett, 
sold  blacking  in  bottles  labelled  "  Everett's  Premier,"  in  a  similar 
manner,  with  only  trifling  variations,  to  the  bottles  of  a  well-known 

(a)  §  18.  (y)    §  1. 

(b)  Marshall  v.  Ross,  L.  R.  8  Eq.  651.  {h)  §  2. 

(e)  Edelsten  v.  Vick,  11  Hare,  78.  \i)  bl  &  58  Vict.  c.  19. 

{d)  Gridley  v.Sivinlwnie,  5  Times  L.  R.  {k)  §  19  of  the  principal  Act. 

71.  {I)  Fcr  Kelly,  C.  B.,  in  R.  v.  Stder  ^• 

{e)  §  18.  CouUon,  10  Cox,  577. 
(/)  64  &  55  Vict.  0.  15.  {m)  6  Cox,  380. 
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manufacturer  of  that  name.  Erie,  J.,  told  the  jury  that  "  with 
respect  to  the  difference  between  the  labels,  the  jury  should  con- 
sider whether  it  was  a  small  and  colourable  difference  only,  and 
intended  to  deceive.  It  was  of  little  consequence  whether  the 
man's  name  was  Everett,  as  he  had  stated,  or  not ;  for  even  if  it 
were,  and  he  went  about  the  country  and  offered  blacking  for  sale 
as  '  Everett's  Premier,'  representing  it  to  be  the  well-known  article 
of  that  name,  knowing  that  it  was  not  so,  and  intending  to  cheat 
the  prosecutor  by  passing  upon  him  a  spurious  article  as  the  true 
one,  his  conduct  was  equally  fraudulent "  (a) .  The  prisoner  was 
convicted.  In  E.  v.  Smith  (b),  the  conviction  for  forgery  being 
quashed,  the  prisoner  afterwards  pleaded  guilty  to  an  indictment 
for  false  pretences  {c).  In  B.  v.  Sufcr  ^  CoiiJson  (d),  it  was  held 
by  the  Court  of  Crown  Cases  Reserved  that  a  representation  that  a 
mark  of  "  18  "  on  a  watch  was  a  genuine  hall-mark  of  the  Gold- 
smiths' Company  was  clearly  a  false  pretence  within  the  statute  (<") . 

The  case  of  li.   v.  Bnjan  {/)  gave  rise  to  some  differences  of  ^i-  v.  liri/un. 
opinion  in  respect  to  the  Law  of  False  Pretences.     The  prisoner  Question  as 

.  „  ,  .  .  to  misrepre- 

m  that  case  was  found  by  the  jury  to  have  obtained  money  from  sentRtion  of 
pawnbrokers  on  spoons  which  he  had  fraudulently  represented  to  ^^^  *^' 
have  as  much  silver  on  them  as  Elkington's  "  A."  spoons.  They 
also  found  that  he  had  represented  the  foundations  to  be  of  the 
best  material,  knowing  that  to  be  untrue,  and  that  in  consequence 
of  this  he  obtained  the  moneys  mentioned  in  the  indictment.  The 
Recorder  of  London  reserved  the  case  for  the  consideration  of  the 
Court  of  Crown  Cases  Reserved.  Twelve  judges  heard  the  case, 
and  of  these  ten  held  that  the  conviction-  must  be  quashed, 
Willes,  J.,  and  Bramwell,  B.,  dissenting.  The  language  em- 
ployed by  some  of  the  judges  on  that  occasion,  and  in  particular 
by  Lord  Campbell,  C.  J.  (g),  led  to  an  impression  that  in  the 
opinion    of   the  judges  it  was   impossible  to   convict  under  the 

(a)  It  was  also  held  that  an  ofPer  to  (/)  D.  &  B.  265  ;  7  Cox,  312. 

sell  on  sale  or  return  was  immaterial,  the  {(/)    He   said,   for   instance,    that   the 

actual  bargain  being  for  cash.  conviction  proceeded  upon  '-a  meremis- 

(b)  D.  &  B.  566  ;  8  Cox,  32.  representation,    during    the   bargaining 

(c)  8  Cox,  37  ;  and  48  C.  C.  C.  Ses-  for  the  purchase  of  a  commodity,  of  the 
sions  Papers,  8.  quality  of  that  commodity."     "If  the 

(d)  10  Cox,  577.  seller  were  criminally  liable  for  unduly 

(e)  And  in  E.  v.  Gra!/  i^-  Gosling,  Dig.  exaggerating  the  value  of  the  article, 
183,  the  imitation  of  Messrs.  Allsopp's  the  buyer  would  be  for  unduly  depreciat- 
labels  was  punished;  and  in  R.  v.  <S'.  ing."  He  "found  no  case  in  which  a 
Jones,  Dig.  182,  the  imitation  of  Mr.  mere  misrepresentation  at  the  time  of 
Berwick's  wrappers.  Sec,  too,  R.  v.  sale  of  the  quality  of  the  goods  had  been 
Class,  D.  &  B.  460  ;  7  Cox,  494.  hold  to  be  an  indictable  offence." 
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Statute  of  False  Pretences,  when  the  misrepresentation  had  refer- 
ence only  to  quality  and  not  to  substance :  that  is  to  say,  that 
-where,  for  instance,  an  infinitesimal  quantity  of  gold  was  found  in 
a  ring  represented  to  be  of  eighteen-carat  gold,  the  presence  of 
that  infinitesimal  quantity  of  gold  prevented  the  false  representa- 
tions from  supporting  a  criminal  charge  [a).  Where  the  jewellery 
contained  no  metal  of  the  kind  specified,  the  prisoner  was  con- 
victed {h).  Anticipating  such  a  result,  Bramwell,  B.,  said  {c)  that 
the  result  of  the  decision  would  be  that  the  prisoner  would  be 
indictable  if  Elkington's  spoons  had  half  an  ounce  and  his  none, 
but  not  if  Elkington's  had  one  ounce,  and  his  a  quarter  of  an 
ounce. 

The  interpretation  thus  put  upon  the  decision  in  E.  v.  Bryan 
was  unfortunate,  tending,  as  it  did,  to  encourage  an  idea  of  fraud 
being  possible  with  impunity  ;  and  some  of  the  judges  who  had 
decided  B.  v.  Bri/an  (c)  took  opportunities  of  explaining  what  the 
real  principle  of  the  judgment  was  (d).  It  was  also  difficult  to 
reconcile  such  a  conclusion  with  such  cases  as  those  in  which  the 
prisoner  sold  a  cheese  by  means  of  the  representation  that  a  taster 
taken  from  a  cheese  of  superior  quality  was  in  fact  taken  from  the 
one  in  question  {e).  There  was,  indeed,  in  those  cases,  a  certain 
misrepresentation  as  to  substance,  but  the  real  grievance  was  that 
a  cheese  was  sold  as  being  of  one  quality,  when  it  was  in  fact  of 
another  (/). 
M.  r.  Ardlei/.  The  whole  question  is  now  fully  explained  and  set  at  rest  by  the 
judgment  in  B.  v.  AnUcy  (g).  There  the  prisoner  obtained  money 
for  a  watch  chain  which  he  represented  to  be  of  fifteen-carat  gold, 
stamped  on  every  link,  but  which  representation  was  imtrue.  In 
giving  judgment,  Bovill,  C,  J.,  said :  "  The  case  which  has  been 
most  pressed  upon  us  is  B.  v.  Bnjan{li).     The  representation  in 

(ff)  R.  V.  Siiter  %  Coulson,  10  Cox,  577.  {d)  See,  for  instance,  per  Erie,  C.  J., 

And  see  R.  v.  Lee,  8  Cox,  233  ;  R.  v.  in  R.  v.  Goss,  Bell,  208  ;  8  Cox,  262 ; 

Levine  %  Wood,  10  Cox,  374.    Previously  and  j»e?-  Willes,  J.,  in  R.  v.  Sutcr  ^  Coul- 

to  R.  V.  Snjati,  D.  &  B.   265  ;  7  Cox,  son,  10  Cox,  577. 

312,  in  R.  V.  Hall,  45  C.  C.  C.  Sessions  (^^  j?.  y.  Abbott,   1   Den.  273  ;  R.  v. 

Papers,  451,  the  prisoner  was  convicted,  j,,,,.^.^  i  Den.  276  ;  R.  v.  Garlick,  1  Den. 

though  there  was  a  minute  quantity  of  976  ;  R.  v.  Goss,  Bell,  208 ;  8  Cox,  262. 

°°/7\'  Ti         71I7T/-1        tcf     T\    Q  if)  And  on  this  ground  Lord  Camp - 

(b)  R.  V.  Roebuck,  7  Cox,   126     D.  &  ,    )/  ri    t     •      r>         n    1     1    -  n        ^.^,• 

T,^  I.        1    J            n           7j  ;;    n     r    T\T  Dell,  C  J.,  in  ic.  V.  Rocbucl; ,  t  Cox,  12b; 

B.   24.     And  see  R.  v.   Jiatl,   O.   &  M.  -n,    e  -d    m    j-        t.   t  t          r*          In  ^t 

„,.      „         c.>            1  o        CO          1  T,  D.  &  B.  24,  dissented  from  A'.  V.  ^-l6oo«. 

249  ;  R.  V.  Stevens,  1  Cox,  83;  and  ii.  v.  ' 

Pn««/fy,  63  C.C.C.  Sessions  Papers,  541.  (.9)  L.  R.  1  C.  C.  R.  301  ;   12  Cox,  23. 

{c)  R.  V.  Brijun,  D.  &  B.  265  ;  7  Cox,       Compare  R.  v.  Foster,  13  Cox,  393. 

312.  [h)  D.  &B.  265;  7  Cox,  312. 
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tliat  case  was  tliat  certain  plated  spoons  were  '  equal  to  Elkington's 
A.'  Prima  facie  that  representation  would  seem  to  be  a  mere 
matter  of  opinion,  and  the  Court  held  that  it  was  not  sufficient  to 
sujiport  the  conviction.  But  many  of  the  judges  expressed  the 
opinion  that  there  might  well  be  cases  in  which  misrepresenta- 
tions, though  as  to  quality,  would  be  within  the  statute.  Cock- 
burn,  C.  J.,  says,  '  If  the  prisoner  had  represented  these  articles  as 
being  of  Elkington's  manufacture,  when  in  point  of  fact  they  were 
not,  and  he  knew  it,  that  would  be  an  entirely  different  thing.' 
Pollock,  C.  B.,  says,  '  I  think  if  a  tradesman  or  a  merchant  were 
to  concoct  an  article  of  merchandise  expressly  for  the  purpose  of 
deceit,  and  were  to  sell  it  as  and  for  something  very  different  even 
in  quality  from  what  it  was,  the  statute  would  apply.'  It  is  plain 
that  these  learned  judges  considered  that  a  specific  representation 
of  quality,  if  known  to  be  false,  would  be  within  the  statute. 
Coleridge,  J.,  expressly  conciu's  in  the  observations  of  Pollock,  C.  B. 
Erie,  J.,  at  the  close  of  his  judgment,  says:  'No  doubt  it  is 
difficult  to  draw  the  line  between  the  substance  of  the  contract  and 
the  praise  of  an  article  in  respect  of  a  matter  of  opinion  ;  still  it 
must  be  done,  and  the  present  case  appears  to  me  not  to  support  a 
conviction,  upon  the  ground  that  there  is  no  affirmation  of  a 
definite  triable  fact  in  saying  the  goods  were  equal  to  Elkington's 
'  A,'  but  the  affirmation  is  of  what  is  mere  matter  of  opinion,  and 
falls  within  the  category  of  untrue  praise  in  the  course  of  a  con- 
tract of  sale,  where  the  vendor  has  in  substance  the  article  con- 
tracted for,  namely,  plated  spoons.'  Crompton,  J.,  also  considered 
that  the  statute  applies  '  where  the  thing  sold  is  of  an  entirely 
different  description  from  what  it  is  represented  to  be.'  Willes,  J., 
who  dissented  from  the  judgment  of  the  Com-t,  goes  the  whole 
length  of  saying  that  a  rej)resentation  as  to  quality,  if  known  to 
be  false,  is  enough  to  support  a  conviction.  And  Bramwell,  B., 
leans  to  the  same  opinion. 

"  Applying  these  observations  to  the  present  case,  the  statement 
here  made  is  not  in  form  an  expression  of  opinion  or  mere  praise. 
It  is  a  distinct  statement,  accompanied  by  other  circumstances, 
that  the  chain  was  fifteen-carat  gold.  Tliat  statement  was  untrue, 
was  known  to  be  untrue,  and  was  made  with  intent  to  defraud. 
How  does  that  differ  from  the  case  of  a  man  who  makes  a  cliain 
of  one  material  and  fraudulently  represents  it  to  be  of  another  ? 
Therefore,  whether  we  look  at  the  whole  of  the  evidence,  or  only 
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tences as  to 
■weight. 


False  pre- 
tences as  to 
registration  of 
trade  marks. 

False  pre- 
tences without 
words. 


at  that  which  goes  to  the  quality  of  the  chain,  the  conviction  is 
good.  The  case  differs  from  B.  x.  Bryan  (a),  because  here  there 
■was  a  statement  as  to  a  specific  fact  within  the  actual  knowledge 
of  the  prisoner,  namely,  the  proportion  of  pure  gold  in  the  chain." 

From  this  case  it  follows  that  where  a  person  has  made  a  false 
statement  in  regard  to  a  sjoecific  question  of  fact,  knowing  that 
statement  to  be  false,  with  intent  to  defraud,  and  he  does  defraud 
by  means  of  that  statement,  then,  even  though  the  statement 
have  reference  to  the  quality  of  the  article,  he  will  be  liable  to  be 
convicted  (b) . 

Placing  a  forged  trade  mark  on  goods  not  the  make  of  the 
manufacturer  whom  the  trade  mark  denotes  will  amount  to  such 
a  statement ;  and  it  seems  that  the  shifting  a  genuine  label  from 
goods  of  superior  quality  to  goods  of  inferior  quality,  though  of 
the  same  maker,  will  also  come  within  the  principle  of  B.  v. 
Ardlcij  [c). 

In  the  sale  of  goods  by  weight,  if  money  is  obtained  by  repre- 
senting the  weight  sold  to  be  greater  than  it  really  is,  an  indict- 
ment for  false  pretences  will  be  good,  and  it  will  make  no  differ- 
ence that  the  goods  were  sold  as  a  whole — for  instance,  by  the 
load — if  the  price  was  calculated  on  the  assumption  that  the  load 
was  of  the  weight  represented  by  the  prisoner  [d). 

By  §  105  of  the  Patents  Act,  1883,  penalties  are  now  imposed 
on  persons  untruly  representing  that  a  trade  mark  is  registered  {e). 

Words  are  not  necessary  to  constitute  the  false  representation. 
Thus,  where  hewers  at  a  colliery  placed  in  their  tubs  of  coal  tokens 
to  represent  a  greater  weight  of  coal  than  they  had  in  fact  worked, 
it  was  held  that  they  were  properly  convicted  (/). 


(«)  D.  &"B.  265;  7  Cox,  312. 

(b)  On  this  principle,  in  New  South 
Wales,  a  prosecution  was  directed  against 
a  person  who  had  sold  German  cigars  as 
Havannahs :  Hci/de  v.  IFitikowski,  5  N. 
S.  W.  Rep.  (E.)'74. 

(c)  L.  R.  1  C.  C.  R.  301  ;  12  Cox,  23. 

(d)  H.  V.  Sherwood,  7  Cox,  270 ;  H.  v. 
Hidr/wa!/,  3  F.  &  F.  838;  H.  v.  liaff^, 
8  Cox,  265 ;  M.  v.  Zee,  9  Cox,  460. 


(e)  See  §  3  (1)  of  the  Merchandise 
Marks  Act ;  also  Wrifjht,  Crossley  ^-  Co. 
V.  I)ol/bin  (f-  Co.,  15  P.  R.  21 ;  Mac'Si/mons' 
Stores,  Id.  V.  Shutllnvorth,  15  P.  R. 
748,  in  which  the  decision  of  the  Irish 
Q.  B.  D.  was  approved ;  and  It.  v. 
Harris,  Great  Marlborough  Street  Police 
Court,  December  16th,  1.S86. 

(/)  li.  V.  Hunter,  10  Cox,  642  ;  E.  v. 
Carter,  ib. 
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CHAPTEE  VI. 

THE  CIVIL  REMEDY.       I. 

The  proper  remedy  at  Common  Law  for  a  fraud  committed  by  CommonLaw. 
means  of  the  infringement  of  a  trade  mark  belonging  to  a  rival 
trader  is  by  an  action  on  the  case  for  deceit.  The  manner  in  which 
that  form  of  action  was  made  applicable  to  cases  of  trade  mark  and 
developed  to  meet  the  necessities  of  such  cases,  which  in  some 
respects  differ  from  other  eases  of  fraudulent  misrepresentation, 
may  be  well  stated  in  the  language  employed  by  Mellish,  L.  J., 
who  says  (a)  :  "  In  my  opinion,  all  actions  of  this  nature  must  be 
founded  upon  false  representations.  Originally,  I  apprehend,  the 
right  to  bring  an  action  in  respect  of  the  improj)er  use  of  a  trade 
mark  arose  out  of  the  Common  Law  right  to  bring  an  action  for  a 
false  representation,  which,  of  course,  must  be  a  false  representa- 
tion made  fraudulently.  It  differed  from  an  ordinary  action  for 
false  representation  in  this  respect,  that  an  action  for  false  repre- 
sentation is  generally  brought  by  the  person  to  whom  the  false 
representation  is  made  ;  but  in  the  case  of  the  improper  use  of  a 
trade  mark,  the  Common  Law  Courts  noticed  that  the  false  repre- 
sentation which  is  made  by  putting  another  man's  trade  mark,  or 
the  trade  name  of  another  manufacturer,  on  the  goods  which  the 
wrongdoer  sells,  is  calculated  to  do  an  injury,  not  only  to  the 
person  to  whom  the  false  or  fraudulent  representation  is  made,  but 
to  the  manufacturer  whose  trade  mark  is  imitated  ;  and,  therefore, 
the  Common  Law  Coui-ts  held  that  such  a  manufacturer  had  a 
right  of  action  for  the  improper  use  of  his  trade  mark.  Then  the 
Common  Law  Courts  extended  that  doctrine  one  step  farther ; 
first,  if  I  recollect  rightly,  in  the  case  of  /S'/yZr.s^  v.  Si/kes  (b) .  There 
it  was  held  that,  although  the  representation  was  perfectly  true  as 
between  the  original  vendor  and  the  original  purchaser,  in  this 

(a)  Singer  Manufacturmg  Co.  v.  Wihon,  2  Ch.  D.  434,  4.53. 

\b)  3  B.  &:  Cr.  541.     And  see^;e)-  Lord  Blackburn,  in  Singer  Manufacturing  Co.  v. 
Loog  (3),  8  App.  Cas.  15. 
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sense,  tliat  tlio  original  pm'cliaser  knew  perfectly  well  who  was  the 
real  manufacturer  of  the  goods,  and  therefore  was  not  deceived 
into  believing  that  ho  had  houglit  goods  manufactured  by  another 
person  ;  yet  if  the  trade  mark  was  put  on  the  goods  for  the  purpose 
of  enabling  that  purchaser,  when  he  came  to  resell  the  goods,  to 
deceive  any  one  of  the  public  into  thinking  that  he  was  purchasing 
the  goods  of  the  manufacturer  to  whom  the  trade  mark  properly 
belonged,  then  that  was  equally  a  deception,  a  selling  of  goods 
with  a  false  representation,  which  would  give  the  original  user  of 
the  trade  mark  a  right  of  action.  That  was  the  Common  Law 
right." 
Action  may  be  An  action  on  the  case  for  deceit  at  Common  Law  may  then  be 
inauufacturcr  brouglit,  not  only  by  tlie  person  who  has  been  induced  to  purchase 
defrauded.  goods  manufactured  by  one  maker  in  the  faith  that  they  have 
been  manufactured  by  another,  but  also  by  the  maker  of  whose 
manufacture  the  goods  in  question  have  falsely  been  represented 
to  be.  It  seems  at  least  probable  that  this  principle  was  recognized 
as  early  as  the  reign  of  Queen  Elizabeth.  In  Son f //cm  v.  Jloir  (a), 
a  case  was  quoted  by  Doderidge,  J.,  in  which,  in  that  reign,  a 
clothier  of  Gloucester,  who  manufactured  better  cloth  than  any 
other  person  in  the  trade,  had  invented  and  applied  to  his  cloth  a 
special  mark  to  denote  his  manufacture.  Another  clothier  then 
pirated  this  mark  and  applied  it  to  his  own  inferior  cloth ;  and  it 
was  held  in  the  Court  of  Common  Pleas  that  an  action  on  the  case 
for  deceit  would  lie  against  the  fraudulent  clothier.  Whether  the 
action  was  brought  by  the  buyer  of  the  cloth  or  by  the  rival 
clothier  cannot  be  determined,  since  the  reporters  differ  on  this 
point ;  but  this  much  is  clear,  that  Chief  Justice  Popham  {h)  re- 
ported the  case  as  establishing  the  right  of  the  defrauded  clothier 
to  compensation  for  the  injury  done  him. 

{a)  Cro.  Jac.  471  ;  Poph.  144  ;  2  RoUe,  the  law,  and  of  universal  and  admirable 

28.  experience  and  knowledge  of  all  business 

(b)  The  great  weight  to  be  given  to  which  concerned  the  commonwealth  ; 
any  statement  by  Popham,  C.  J.,  appears  accompanied  with  a  rare  memory,  with 
from  the  terms  applied  to  him  in  (>  Co.  perpetual  industry  and  labour  for  the 
Rep.  To,  where  he  is  described  as  "  the  maintenance  of  the  tranquillity  and  public 
veneralile  and  honourable  Chief  Justice  good  of  the  realm,  and  in  all  things  be- 
ef England,  and  Councillor  of  State  to  having  with  great  constancy,  integrity 
Queen  Elizabeth  and  to  our  Lord  the  and  patience."     Eyre,  C.  J.  (1  B.  &  P. 

King  that  now  is Who  was  a  610),    speaks   of   him    as   "a  very  able 

most  reverent  judge,  of  a  ready  appre-  judge,"  and  Lord  Fitzgerald  (14  App. 

hension,  profound  judgment,  most  excel-  Cas.  357)  says  "he  had  the  reputation 

lent  understanding  in  the  true  reason  of  of  being  a  consummate  lawyer." 
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Whatever  the  ch-cumstances  in  that  particular  case  may  have  Right  to 
been,  the  principle  that  a  person  who  has  suffered  by  reason  of  ^^  ^^^^' 
his  trade  mark  being  intentionally  imitated  by  another  has  a  right 
at  Common  Law  to  redress  from  the  infringer  has  been  repeatedly 
acted  on,  and  is  thus  clearly  stated  by  Coltman,  J.,  in  liodgers  v. 
NoiciJJ  [a),  where  after  expressing  his  agreement  with  the  law  laid 
down  by  Williams,  J,,  that  no  man  had  a  right  to  sell  goods  of 
his  own  manufacture  upon  a  false  and  deceitful  representation  that 
they  were  of  the  manufacture  of  another,  he  says  :  "  To  this  I 
would  add  that  an  action  is  clearly  maintainable  by  the  party 
whose  name  is  so  fraudulently  used,  if  any  damage  results  to  him 
from  the  false  representation." 

According  to  the  strict  principles  of  tiie  Common  Law,  for  an  At  Common 
action  in  respect  of  a  trade  mark  to  be  successful,  it  must  be  proved  i^n^intTntioii 
that  the  defendant  acted  with  fraudulent  intention.      "  Proof  of  must  be 
fraud  on  the  part  of  the  defendant,"  says  Lord  Westbury,  C,  "is  "^^^^^ 
of  the  essence  of  the  action  "  ih).     The  general  law  on  the  subject 
of  false  representations  is  summed  up  by  Parke,  B.,  in  Tcti/Ior  v. 
Ashton  (c),  as  being  that,  independently  of  any  contract  between 
the  parties,  no  one  can  be  made  responsible  for  a  representation  of 
such  a  kind  as  there  was  in  that  ease  {i.e.,  a  false  representation  of 
the  flourishing  state  of  a  bank,  which  had  induced  the  plaintiff  to 
take  shares),  unless  it  be  fraudulently  made.     The  law  so  enun- 
ciated was  applied  in  a  succession  of  trade  mark  cases  at  Common 
Law  {d),  the  effect  of  which  was  stated  by  Lord  Westbury  as 
above.     But  it  is  not  necessary  that  a  person  should  sit  down  and 
say  to  himself :  "I  propose  to  defraud  my  neighbour,"  but  if  a 
man  of  common  sense  and  intelligence,  knowing  his  neighbour's 
rights,  sets  to  work  to  do  things  which  are  necessarily  calculated  to 
injure  him,  he  must  be  taken  to  be  guilty  of  fraud — that  is  to  say, 

[a)  5  C.  B.  109.  case.     The  intention   is  for  the  jury ; 

(i)  Edelsten  v.  Edelsten,  1  De  G.  J.  &  a,°<i  ^aud  must  be  made  out  by  proof  of 

g_  285.  ^u  intention  existing  in  the  mind  of  the 

'  (c^   11  M    &W   415      And  see  Derru  Party  that  the  iron  should  pass  as  the 

tcj   il  M.  &  W.  410.     Ana  see  X'«;y  h-on  of  the  plaintiff."    AuAui  ILmjreares 

V.  Peek,  14  App.  Cas.  337.  v.   Smith,   Dig.  338,  Lush,  J.,  told  the 

[d)  See,  among  other  cases,  Singleton  jury  that  an  intention  to  divert  customers 

V.    Bolton,   3    Doug.    293  ;    Crawshay   v.  from  the  plaintiffs  to  the  defendant  must 

Thompson,  4  Man.  i!c  G-.  357  ;   Rod<ievii  v.  be  proved.     See  pin-  Lord  Bhickburu  in 

Noivill,  5   0.  B.  109  ;  Myers  v.  Baker,  3  Ulnycr   Manujaetiiring    Co.    v.    J^nog    (3), 

H.  &  N.  802.     In  Crawshag  v.  7'hompson,  S  App.  Cas.  15,  in  the  House  of  Lords; 

Coltman,   J.,    expressed   himself   thus:  Lawrie  v.  Baker,  2V.  'R.  2Vi  ;  lleddawag 

"  It  appears  to  me  that  an  intention  to  v.  Benlham  Ilcmp  Spinning   Co.,  (1892) 

deceive  ia  a  necessary  ingredient  iu  this  2  Q.  B.  639,  per  Lopes,  L.  J. 
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Defendant 
must  have 
expected 
deception. 


Deception  of 
first  purchaser 
not  necessary. 


of  knowingly  injuring  his  neiglibour — knowingly  violating  his 
neighbour's  rights  by  some  false  pretence  (c/). 

It  has  been  held  that  intentional  fraud  cannot  be  inferred  from 
the  fact  alone  that  the  plaintiff  has  informed  the  defendant  that 
in  his  opinion  the  defendant  was  using  a  trade  mark  calculated  to 
deceive,  nor  even  from  the  fact  being  that  the  trade  jnark  so  used 
is  really  calculated  to  deceive :  there  must  be  evidence  that  the 
defendant  believed  such  deception  to  be  probable  (i) ;  in  other 
words,  that  the  defendant  has  sold  his  goods  "  as  and  for  "  the 
plaintiff's  goods  (c).  "But,"  said  Lord  Blackburn,  in  Singer 
Manufadurhuj  Co.  v.  Loog  (3)  (r/),  "it  is  to  my  mind  obvious  that, 
though  the  defendants  might  have  committed  no  actionable  -^Tong 
whilst  using  the  plaintiff's  trade  mark  innocently,  yet,  if  they 
persevered  with  the  use  of  it  after  they  had  knowledge  of  the  facts, 
they  would  do  wrong,  and  there  would  be  evidence  to  support  a 
claim  at  law  for  damages  for  knowingly  selling  the  defendants' 
goods  as  and  for  the  plaintiff's."  And  in  a  Canadian  case  at 
law(^),  it  was  held  that  the  plaintiff  was  entitled  to  damages, 
though  the  defendant  denied  any  fraudulent  intention,  since  the 
mark  had  been  registered  for  a  year  as  the  plaintiff's,  and  the 
defendant  must  be  taken  to  have  known  it. 

It  is  not  necessary,  in  order  for  the  plaintiffs  to  recover,  for 
them  to  show  that  tlie  defendants  made  fraudulent  representations 
directly  to  the  persons  to  whom  they  sold  the  goods ;  "  although 
they  did  not  themselves  sell  them  as  goods  of  the  plaintiffs'  manu- 
factm*e,  yet  if  they  sold  them  to  retail  dealers  for  the  express 
purpose  of  being  resold  as  goods  of  the  plaintiffs'  manufacture"  (/'), 
thus  "scattering  over  the  world  the  means  of  enabling  parties  to 
commit  frauds  uj)on  the  plaintiffs  "  {g),  proof  of  that  would  be 
sufficient  for  the  plaintiffs'  case  (//) . 


{a)  Pinto  V.  Badman,  8  P.  R.  181,  184, 
per  Day,  J. 

[b)  (Jrawshay  v.  Thompson,  4  Man.  k 
G.  357. 

(e)  Sykes  v.  Stjkes,  3  B.  &  Cr.  541  ; 
3[orrison  v.  Salmon,  2  Scott,  N.  R.  449  ; 
2  Man.  &  G.  385  ;  Crau-shay  v.  Thomp- 
son, nbi  supra.  In  equity,  it  is  not 
necessary  to  prove  fraudulent  intention 
otherwise  than  by  proving  that  the 
defendant  has  used  a  mark  -which  is,  in 
fact,  calculated  to  deceive  :  and  this  was 
recognised  by  the  Court  of  Queen's  Bench 
in  JJixon  v.  Faivcus,  3  Ell.  &  Ell.  537. 
Since,  by  the  Judicature  Act  of  1873, 


§  25,  the  rules  of  Equity  are  to  prevail 
where  they  conflict  with  those  of  the 
Common  Law,  it  appears  that  at  least 
nominal  damages  should  now  be  recoverr 
able  in  the  Queen's  Bench  Division  on 
proof  of  such  facts  as  would  be  satisfac- 
tory to  a  Court  of  Equity.  See  Redda- 
trai/  V.  Bcntliam  Hemp  Spinninq  Co., 
(1892)  2  Q.  B.  639,  per  Lopes,  L.  J. 

[d]  8  App.  Cas.  15. 

{e)  Bondkr  v.  Bcpatie,  3  Dorion,  233. 

(/)  Sykes  V.  Sykes,  3  B.  &  Cr.  541. 

[g)  Per  Wood,  V.-C,  in  Farina  v. 
Silverlock,  1  K.  &  J.  509. 

{h )  Compare  the  language  of  the  Court 
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The  question  of  fraudulent  intention  is  for  the  jury,  %vith  whom  Questions 
it  rests  to  say  whether  or  not  such  intention  is  proved  by  the  "'^J^'^- 
evidence  before  them  (a).  And  it  was  held  under  the  old  practice 
■  that  the  plaintiff's  pleadings  must  allege  with  sufficient  distinctness 
a  false  representation  on  the  part  of  the  defendant  (i^),  when  it 
was  left  to  the  jury  to  say  whether  the  defendant  had  adopted  the 
particular  mode  of  deceit  charged  (c) . 

As  to  the  questions  to  be  left  to  the  jury  in  a  case  of  passing  off, 
it  was  said  by  Lindley,  L.  J.,  on  a  motion  for  a  new  trial  in  the 
case  of  Reddaway  v.  Bentham  Hemp  Spinning  Co.  (d),  in  which  the 
plaintiffs  claimed  an  injunction  to  restrain  the  defendants  from 
using  the  words  "  camel  hair "  in  connection  with  the  sale  or 
manufacture  of  belting  by  them  so  as  to  induce  the  belief  that 
such  belting  was  of  the  plaintiffs'  manufacture,  that  "  two  questions 
at  least  should  be  left  to  the  jury,  viz. :  (1)  What  does  camel  hair 
belting  mean  ?  Does  it  mean  belting  made  by  the  plaintiffs  as 
distinguished  from  belting  made  by  other  manufacturers,  or  does 
it  mean  belting  of  a  particular  kind  without  reference  to  any  par- 
ticular maker  Y  (2)  If  it  has  the  first  of  these  meanings,  then  the 
next  question  will  be.  Do  the  defendants  so  describe  their  belting 
as  to  be  likely  to  mislead  purchasers  and  to  lead  them  to  buy  the 
defendants'  belting  as  and  for  the  belting  of  the  plaintiffs  ?  The 
second  question,  if  answered  in  the  affirmative,  would  entitle  the 
plaintiffs  to  an  injunction  without  proof  of  any  intent  to  deceive." 
In  the  subsequent  action  of  llcddawaij  v.  Banham  [c),  brought  by 
the  same  plaintiffs  against  different  defendants  for  similar  relief, 
Collins,  J.,  left  the  following  questions  to  the  jury :  (1)  Does 
"  camel  hair  belting "  mean  belting  made  by  the  plaintiffs  as 
distinct  from  belting  made  by  other  manufacturers  ?  Or  (2)  Does 
it  mean  belting  of  a  particular  kind  without  reference  to  any 
particular  maker?  (3)  Do  the  defendants  so  describe  their 
belting  as  to  mislead  pm'chasers  and  to  lead  them  to  buy  the 

of  King's  Bench  in  Polhill  v.  Walter,  3  In  Hargreaves  v.  Smith,  Dig.  338,  Lush, 

B.    «&  Ad.   114.     And  see  Singer  Mann-  J.,  left  it  to  the  jury  to  say  (1)  whether 

facturing  Co.  v.  Wilson,  2  Ch.  D.  434 —  the   plaintiffs'  mark  was    a  good  one  ; 

44'2,451 — 4oZ;  audSiiiger jManKfactHviiig  (2)     whether    it    had    been    imitated; 

Co.  V.  Zoog  (3),  8  App.  Cas.  lo.  (3)  whether,  if  there  was  imitation,  it 

(a)   Crawiihag  v.  Thompson,  4  Man.  &  was   with  intent   to  deceive.     And  see 

G.  357  ;   Rodgers  v.  XowiU,  o  C.  B.  109.  Gillespie  S;  Co.  v.  Manhnll,  Dig.  648. 

(4)  Morixon  v.  Salmon,  2  Scott,  N.  R.  {d)  (1892)  2  Q.  B.  639. 

449  ;  2  Man.  &  G.  385.  {e)  (1895)  2  Q.  B.  286  ;   (1896)  A.  C. 

(c)  Rodgers  v.  Nowill,   5   C.    B.    109.  109. 
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defendants'  belting  as  and  for  tlie  bolting-  of  tlie  plaintiffs  ? 
(4)  Did  the  defendants  endeavour  to  pass  off  their  goods  as  and 
for  the  goods  of  the  plaintiffs  so  as  to  be  likely  to  deceive  pur- 
chasers? The  fourth  question  was  added  at  the  request  of  the 
plaintiffs'  counsel,  the  learned  judge  considering  the  first  three 
questions  only  to  be  necessary.  The  jury  answered  questions  (1)  (3) 
and  (4)  in  the  affirmative,  and  question  (2)  in  the  negative,  and  the 
judge  thereupon  gave  judgment  for  the  plaintiffs.  The  only 
material  difference  between  the  two  cases  was  that  in  the  latter  it 
was  admitted  by  the  plaintiffs  that  the  material  of  which  the 
belting  was  made  was  substantially  camel's  hair,  whereas  the 
former  case  was  decided  on  the  footing  that  "  camel  hair  "  was  a 
fancy  name.  The  Com-t  of  Appeal,  in  reversing  the  judgment  of 
Collins,  J.,  attached  great  importance  to  this  distinction,  and  held 
that  none  of  the  questions  left  by  Collins,  J.,  ought  to  have  been 
left  to  the  jury,  inasmuch  as  a  manufacturer  could  not  be  re- 
strained from  correctly  describing  his  goods  by  reason  of  a  rival 
manufacturer  ha^dng  sold  siinilar  goods  under  the  same  name,  and 
there  was  no  evidence  that  the  defendants  had  attempted  to  pass 
off  their  goods  as  the  plaintiffs'  otherwise  than  by  the  use  of  the 
term  "  camel  hair  " ;  and  Rigby,  L.  J.,  was  of  opinion  that  if 
there  had  been  a  case  for  the  jury  one  of  the  questions  which 
ought  to  have  been  left  to  them  was  whether  upon  the  evidence 
the  term  "  camel  hair  belting  "  was  a  description  or  a  fancy  name. 
The  House  of  Lords,  however,  restored  the  judgment  of  Collins,  J., 
and  Lord  Macnaghten  expressly  agreed  with  the  learned  judge 
that  the  fourth  question  which  he  left  to  the  jury  was  unnecessary. 
Kekewich,  J.,  in  SaxIelmerY.  Ajjollinaris  Co.  {a),  has  also  expressed 
his  concurrence  in  this  view. 
Plaintiff  must  In  Order  to  entitle  the  plaintiff  to  recover,  it  must  be  shown 
e  injured.  ^-^^^  ^-^^  defendant's  conduct  has  injuriously  affected  the  plaintiff', 
and  the  plaintiff's  pleadings  must  be  so  framed  as  to  disclose  a 
sufficient  cause  of  action  ;  so  that  where  a  banking  business  was 
established  in  London  under  the  same  name  as  a  previously  exist- 
ing bank,  it  was  held  that  the  proprietor  of  the  earlier  bank  could 
not  recover,  since  he  had  not  averred  that  he  was  a  banker  or  had 
ever  carried  on  a  banking  business  (b).     This  case  was  decided  on 

{a)  (1897)  1  Ch.  893. 

(b)  Lawson  v.  Bank  of  London,  18  C.  B.  Si.     And  see  per  Lord  Blackburn  in  Siiif/er 
Manufacturing  Go.  v.  Loog  (3),  8  App.  Cas.  15. 
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the  same  principle  ou  which  it  was  held,  in  the  Court  of  Chancery, 
that  there  was  no  infringement  of  trade  mark  unless  there  was 
actually  in  the  market  a  vendible  article  to  which  the  mark  was 
in  some  way  attached,  and  that  no  right  to  an  injunction  existed 
before  the  article  had,  in  fact,  been  produced,  even  though  it 
had  been  repeatedly  advertised,  and  considerable  outlay  so  in- 
curred (a). 

Where  A.  ordered  from  B.  a  quantity  of  fire-bricks,  marked  Costs  incurred 
with  the  name  of  C,  who  used  it  as  his  own  trade  mark,  and  the  fraud  reco- 
order  was  being  executed  by  B.  in  ignorance  of  C.'s  rights,  C.  filed  J^^*^^  from 
a  bill  in  Chancery  to  restrain  B.,  who  compromised  the  matter  on 
paying  a  sum  amounting  in  all,   including  costs,  to  over  £200. 
On  B.  bringing  an  action  against  A.  to  recover  the  sum  which  he  had 
so  been  compelled  to  pay,  it  was  held  by  the  Court  of  Queen's 
Bench  that  he  was  entitled  to  recover  that  sum,  C.  being  entitled 
to  an  injunction  in  Equity  on  mere  proof  of  the  imitation,  though 
at  Common  Law  he  would  have  had  to  prove  fraud  on  the  part 
of  B.  {b). 

It  has  been  held  in  America  that  an  innocent  vendor  of  goods  Innocent 
falsely  marked,  the  genuineness  of  which  he  has  not  warranted,  is  loodrfalsely 
entitled  to  maintain  an  action  to  recover  the  price  of  the  goods  from  marked. 
a  person  to  whom  he  has  sold  them  (c). 

Although  it  cannot  be  assumed  by  the  Court,  in  default  of  Damages, 
evidence,  that  the  same  quantity  of  goods  which  a  defendant  has 
sold  under  a  trade  mark  imitated  from  that  of  the  plaintiff  would/ 
have  been  sold  by  the  plaintiff  but  for  the  defendant's  unfair 
competition  (r/),  yet,  where  the  whole  profit  made  by  an  infringer 
upon  the  sale  of  the  goods  wrongfully  marked  was  awarded  by  the 
jury  as  damages,  the  American  Court  held  that  this  was  not 
excessive,  and  said  that  the  fact  that  it  was  impossible  to  apportion 
the  profit  rendered  it  just  that  the  infringer  should  lose  the 
whole  {e).  And  in  Taylor  v.  Carpenter  (/),  when  the  defendant, 
against  whom  a  verdict  had  been  found  with  substantial  damages, 
moved  for  a  new  trial,  urging,  among  other  arguments,  that  the 

(a)  McAndrew  v.  Bassett,  4  De  G.  J.       R.  1  Eq.  299.    As  to  damages,  see  cap.  7, 
&  S.  380  ;  Maxwell  v.  Hogg,  L.  R.  2  Ch.       infra. 

307.  {e)  Graham    v.    Plate,   40    Cal.    593  ; 

[b)  Dixon  v.  Fawciis,  3  Ell.  &  Ell.  537.       6  Amer.  Rep.  639.    And  see  Hostctter  \ . 
ic)  Itudderow  v.  Huntington,  3  Sand.        Vowinkle,  1  Dill.  329. 

S.  C.  252 ;  R.  Cox,  106.  (/)  2  Wood.   &  M.  1  ;  9  L.  T.  O.  S. 

[d)  Leather  Cloth  Co.  v.  mrschfichl,  L.       514  ;  R.  Cox,  32,  42. 

S.  M 
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Nominal 
damages 
■where  right 
iafringed. 


Equity— 

Blauchard 
T.  Mill. 


jiiry  sliould  have  been  told  tliat  if  the  defendant's  goods  were  not 
inferior  to  tlie  plaintiffs',  the  latter  could  not  recover,  or  at  all 
events  could  recover  only  nominal  damages,  it  was  held  that  the 
plaintiffs  were  not  only  not  debarred  from  recovering  at  all,  but 
that  they  could  recover  substantial  damages,  '*  since  the  actual 
damage  suffered  by  loss  of  sales  by  the  plaintiffs,  which  was  the 
ground  of  recoverj^  was  just  as  great  as  if  the  thread  had  been 
inferior,  though  the  credit  of  their  mark  and  thread  might  not 
suffer  as  much  thereby,  if  it  did  at  all." 

That  a  plaintiff  is  entitled  to  recover  some  damages  where  his 
trade  mark  has  been  infringed,  appears  clearly  from  Blqfcld  v. 
Pai/nc  (a),  in  which  Lord  Denman,  C.  J.,  told  the  jury  that  even 
if  the  defendants'  hones  were  not  inferior,  the  j)laintiff  was  still 
entitled  to  some  damages,  inasmuch  as  his  right  had  been  evaded 
by  the  fraudulent  act  of  the  defendants.  The  jury  found  a  verdict 
for  the  plaintiff,  "^dth  a  farthing  damages,  and  also  found  that  the 
defendants'  hones  were  not  inferior  to  the  plaintifi's.  The  verdict 
was  upheld  by  the  Coiu't  of  King's  Bench,  Littledale,  J.,  saying 
that  "  the  act  of  the  defendants  was  a  fraud  against  the  plaintiff, 
and  that  even  if  it  occasioned  him  no  specific  damage,  it  was  still 
to  a  certain  extent  an  injury  to  his  right."  It  is  evident  that  in 
this  case,  although  the  plaintiff  did  not  suffer  in  reputation  by  the 
sale  of  inferior  hones  as  his,  yet  he  suffered  in  another  way,  his 
custom  being  diminished  to  an  undetermined  extent  by  goods 
being  sold  as  his,  so  as  to  compete  with  those  really  of  his 
make  (b). 

The  first  recorded  case  of  trade  mark  brought  before  the  judicial 
notice  of  the  Court  of  Chancery  was  that  of  Blanchard  v.  Hill  (r), 
in  1742,  which,  however,  resulted  in  a  statement  by  Lord  Hard- 
wicke,  C,  that  he  did  not  know  "  any  instance  of  granting  an 
injunction  in  Chancery  to  restrain  one  trader  from  using  the  same 
mark  with  another,"  and  that  he  thought  "  it  would  be  of  mis- 
chievous consequence  to  do  it." 


(«)  4  B.  &  Ad.  410. 

lb)  See  per  Erskine,  J.,  in  Morimn  v. 
Salmon,  2  Scott,  N.  E.  449  ;  2  Man.  & 
G.  385  ;  and  per  Wilde,  C.  J.,  in  Rodgers 
T.  Noivill,  6  0.  B.  109  ;  also  Cofeen  v. 
Brunton,  4  McLean,  516  ;  R.  Cox,  82  ; 
Zemoine  v.  Ganton,  2  E.  D.  Smith,  343  ; 
R.  Cox,  142  ;  Chappell  v.  Davidson,  2  K. 
&  J.  123  ;  Singer  Mamifacturing  Co.  x. 


Wilson,  2  Ch.  D.  434,  442,  451,  454  ; 
Laurie  v.  Baker,  2  P.  R.  213;  and 
Bondier  v.  Bcpatie,  3  Dorion,  233  ;  Red- 
daway  v.  Bcntham  Hemp  Spinning  Co., 
(1892)  2  Q.  B.  639;  Alexander  i-  Co.  v. 
Hennj  ^-  Co.,  12  P.  R.  360,  where  damages 
were  awarded  under  both  heads. 

(c)  2  Atk.  484. 
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In  Dai/  V.  Dat/  (1816)  {a),  Ilcnrij  v.  Price  (1831)  {h),  and  Gout  Growth  of 
V.  Alephrjlu  (1833)  (c),  however,  injunctions  were  granted  to  ^of^chance^ 
restrain  the  infringement  of  the  plaintiffs'  trade  marks,  and  from 
this  time  the  steadily  increasing  number  of  such  cases  coming 
before  the  Court  of  Chancery  shows  the  growing  favour  with 
which  that  Court  was  regarded  by  suitors,  the  chief  incentive  no 
doubt  being  the  more  beneficial  character  of  the  remedy  awarded, 
by  injunction  and  account,  as  compared  with  the  Common  Law 
remedy  of  damages.  By  degrees  the  Court  of  Chancery  absorbed 
the  jurisdiction  in  trade-mark  cases,  until  such  cases  were  rarely, 
if  ever,  tried  in  the  Common  Law  Courts,  except  when  they  were 
remitted  by  a  Chancery  judge  for  trial  of  the  Common  Law  right. 
That  jDractice  was  discontinued  in  consequence  of  Sir  John  Eolt's 
Act  (r/),  and  the  effect  was,  notwithstanding  the  extended  power 
given  to  the  Common  Law  Courts  by  the  Merchandise  Marks 
Act  of  the  same  year  (e),  to  confine  the  consideration  of  this 
class  of  cases  more  strictly,  if  possible,  than  before  to  the  Court 
of  Chancery. 

This  fact  w^as  recognised  by  the  Chancery  Division  being  ap-  Registration 
pointed  to  administer  the  Trade  Marks  Eegistration  Acts  (/),  and  ^gteredT" 
although  the  High  Court  of  Justice  generally  is  now  substituted  Chancery 
for  the  Chancery  Division  (r/),  trade-mark  cases  are  still  usually 
brought  before  that  Division. 

The  comptroller  appointed  under  the  Patents  Act  is,  however,  Board  of 
subject  to  the  superintendence    of   the   Board   of    Trade,  whose     ^^  ®" 
practice  it  is  to  refer  all  cases  of  difficulty,  whether  arising  from 
questionable  applications  or  from  oppositions  persisted  in,  to  the 
Court  (70. 

The  principles  on  which  the  Courts  of  Equity  have  long  acted  Principles 
in  cases  where  a  valid  trade  mark  has  been  affixed  to  the  goods  or  Equity  with 
to  wrappers  or  vessels  containing  them — principles  by  which  those  respect  to 


trade  marks. 


(rt)  Dig.  21.  c.  33  ;  and  40  &  41  Vict.  c.  37.     See  the 

(i)   1  Le"-.  Obs.  364.  ^^  Rule  42.   and  In  re  Orr-Ewxng  (2), 

(c)  5  ib.  495  ;  and  6  Beav.  69.     And  i  \\  ^'-^i   "i-o  a.     i     a   4.    looo 

^'-r.           J.-     .       n    T.    r<             Aor.  ''/)   «  117  of  Patents  Act,  18b3. 

pee  Bay  V.  Binning,  O.  if.  Cooper,  489;  ;■',(    V         t\7         in        t  i      o'  n\,    t\ 

.  T         (-v>,     on-  (")  In  re  Normal  Co.,  La.,   3o  Ch.  D. 

,1?n-r'.^r-^T'  ,.        oT      -n   ..  ■  231.    And  see  Patents  Acts,  1883— 1888, 

((/)  2o  &  26  Vict.  c.  2(.     But  in  some  it  ^o    ,-n       a     i.    i.v          -i-         *  4.1.    i„4.„ 

j;\./     .         .        r>       ^                c  ^      \^e  ^  ^v  62,  69.    As  to  the  position  01  the  late 

ot  the  American  Courts  cases  01  (loubtiul       U         ■    ■  ^  v>  i     t.        i,„„     t 

.   .,  ,            ,.,,         .J.      ^  .  ,     .  ,  Commissioners  ot  Patents,  whose  tunc- 

nght  are  still  sent  tor  trial  at  law ;   c.//.,  ,.                          t.         c        i\     ^t      rt       a 

c.°,,            7,       ,,   o  -r>v  -1      on,'  tions  are  now  transicrrcd  to  the  Jioard. 

bellzer  V.  Foivell,  8  Pliila.  296.  £  rr     t               r            T\r    1 1     n<   wr    -o 

'  01  Trade,  see  In  re  Metkle,  24   VV.  K. 

(c)  25  &  26  Vict.  c.  88,  \  21.  1007  ;  /„  re  Barrnu-s,  r>  Ch.  D.  353 ;  In 

(/)  38  &  39  Vict.  c.  91  ;  39  &  40  Vict.  re  Rotherham,  14  ib.  585. 
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cases  must,  as  it  seems,  be  governed  for  the  future,  before  wliicli- 
ever  branch  of  the  High  Court  of  Justice  they  may  come  (r/) — are 
thus  explained  by  Sir  Gr.  Jessel,  M.  R.,  in  Singer  Manufacturing  Co. 
V.  Wilxon  {}>). 

"  It  is  quite  immaterial  that  the  maker  of  the  goods  to  which 
what  I  will  call,  for  the  sake  of  shortness,  the  trade  mark  is 
affixed,  did  not  know  that  it  was  a  trade  mark,  and  had  not  the 
slightest  intention  of  defrauding  anybody.  He  must  not  put  as  a 
mark  on  goods,  even  though  he  intends  to  establish  it  as  his  own 
trade  mark,  that  which  is  the  known  trade  mark  of  other  people, 
and  he  would  be  restrained  by  injunction,  though  he  thought  he 
himself  had  invented  the  trade  mark,  and  hond  fide  intended  it  to 
designate  goods  of  his  own  manufacture.  And  the  reason  is 
obvious :  because  the  goods  pass  from  hand  to  hand,  and  though 
he  may  act  with  the  utmost  hona  fides,  yet  the  ultimate  purchasers 
might  believe  that  they  were  the  real  goods,  that  is  to  say,  that 
they  were  manufactured  by  the  person  entitled  to  the  original 
trade  mark.  Therefore,  in  that  case,  knowledge  that  he  is  doing 
anything  wrong  is  immaterial,  even  in  the  maker. 

"  Another  element  which  is  sometimes  imported  into  these  cases 
has  also  no  material  bearing  :  that  is,  that  if  the  maker  knows  that 
they  are  not  the  goods  of  the  person  entitled  to  use  the  trade 
mark,  and  communicates  that  knowledge  to  the  immediate  pur- 
chaser, it  makes,  as  I  have  said,  no  difference ;  and  even  if  he  does 
not  know  it,  and  tells  the  immediate  purchaser  that  the  goods  are 
of  his  own  manufactm^e,  it  will  still  not  save  him  from  an  injunc- 
tion, because,  although  the  immediate  purchaser  from  him  is  aware 
that  the  goods  in  question  are  not  manufactured  by  any  other 
person  than  the  vendor,  yet,  as  he  passes  them  on,  the  representa- 
tion does  not  necessarily  pass  on  with  them,  and  therefore  the  next 
purchaser,  or  the  following  or  some  other  purchaser,  or  the  j)ublic 
at  large,  who  are  the  ultimate  pm-chasers,  would  be  as  much 
deceived  as  if  no  such  communication  took  place.  Consequently, 
you  have  nothing  more  to  do  than  to  show  that  the  trade  mark 
has  been  taken"  (c). 

(«)  See  Judicature  Act  of  1873,  \  25.  Metcalf,  31  Ch.  D.  454  ;  and  jw«- Bowen, 

{b)  2  Ch.  D.  434.  L.  J.,  in  Barlow  ^-  Junes,  Ld.  v.  Johnaon, 

(c)  And    see    per    Lord    Cairns,    C,  7  P.  R.  395,   419;   Cochrane  v.   McNish, 

Singm-  Manufacturwg   Co.  v.    Wilson,    3  13  P.  R.  100.     So,  in  Scotland,  "  on  an 

App.  Cas.  391,  and  Lord  O'Hagan,  ib.  application  for  an  interdict  it  is  not  only 

396  ;  Auglo-Suiss  Condensed  Milk  Co.  v.  not   necessary  to   prove  any  pecuniary 
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"When  trade-mark  cases  were  first  brought  into  the  Court  of  At  first 
Chancery,  they  were  treated  on  the  same  principle  as  they  were  low'ed'^the " 
at  Common  Law,  and  redress  was  refused  where  actual  intentional  CommonLaw. 
fraud  was  not  alleged  and  substantiated.     The  existence  of  any- 
thing that  could  be  called  a  right  of  property  in  a  trade  mark  was 
denied,  and  a  fear  expressed  that,  if  that  should  be  admitted,  a 
stronger  monopoly  than  even  a  patent-right  would  be  created  (a) . 

In  the  year  1838,  however,  when  the  ease  of  MUlington  v.  Fox  [h)  lliUington 
came  before  Lord  Cottenham,  C,  the  Lord  Chancellor  perceived 
that  when  goods  made  by  one  man  were  put  upon  the  market 
bearing  the  trade  mark  of  another,  the  same  evil  effects  were 
produced,  whether  the  mark  was  so  afSxed  for  fraudulent  purposes 
or  with  innocent  intentions,  since  purchasers  would  buy  A.'s  goods 
in  the  belief  that  they  were  B.'s,  and  B.  would  be  deprived  of  the 
custom  intended  for  him ;  so  that  A.,  whether  by  his  own  contri- 
vance or  not,  would  profit  at  the  expense  of  B.  and  the  public.  In 
that  case  it  was  accordingly  held  by  the  Lord  Chancellor  that  the 
plaintiffs  were  entitled  to  an  injunction,  although  he  stated  in 
express  terms  that  he  saw  no  reason  for  thinking  that  there  had 
been  any  fraudulent  user  by  the  defendant  of  the  plaintiffs' 
mark  (f). 

The  decision  in  this  case  gave  rise  to  some  difference  of  opinion  Question  as  to 
among  the  judges,  some  holding  that  the  jurisdiction  of  the  Court  ^^risdlctioli"* 
of  Chancery  in  these  cases,  like  that  of  the  Common  Law  Courts, 
was  founded  on  intentional  fraud,  and  denying  any  exclusive  right 
in  trade  marks  (r/),  while  others  held  that,  intentional  fraud  not 
being  necessary  for  the  injunction,  the  jurisdiction  must  be  held 

damage,  but  it  is  not  necessary  to  prove  {a)  Blanchard  v.   Hill,    2   Atk.    484  ; 

that  any  injury  has  been  actually  in-  Canham  v.  Jones,  2  V.  &  B.  218. 

flicted.    A  threat  of  injury  is  a  sufficient  (j)  3  ivfy.  &  Cr.   338.     And  see  the 

ground  for  an  application  for  an  inter-  earlier  case  of  Gout  v.  Aleploglu,  5  Leg. 

diet ;  and  in  like  manner  a  reasonable  Q^^g   495^ 

apprehension   of   injury  from  the  pro-  /  \  a  t      t  -m     1  i  •      r.- 

■''^T  c    i\  \-  1-1  (t)  aee  per  Lord  lilackburn  m  Singer 

ceedmgs     of     the     parties     complained        ,,\ '   .      ^  _.        „  j         ,.,>     o    a 

against  is  also  in  many  circumstances  p        i  f;  '     '         •'    w>  PP- 

a  very  good  ground  for  such  an  applica- 
tion."       I'er    the    Lord    President,    in  {d}  Fern/ v.  Tniefift,  G  Bear.  GG  ;  Croft 

Singer   ITanufactiiring  Co.  v.  Kimball  ij-  v.  Lcii/,  7  Beav.  84  ;  Foot  v.  Lea,  13  Ir. 

ILortoti,  Ct.  Sess.  Cas.  3rd  Ser.  XI.  '2(57.  Eq.  484  ;  Edehten  v.  Vick,  11  Hare,  78 

And  in  India.  "  it  is  not  enough  to  say  Collins  Co.  v.  Brown,   3    K.   &  J.   423 

that  there  was  no  fraudulent  intention.  Collins  Co.  v.   Cowen,   3    K.    &    J.  428 

That  is  no    reason  why  an   injunction  Leather    Cloth    Co.  v.  American   Leather 

should  not  be  granted."     P«- Phcar,  J.,  <^'^<"'^''  Co.,  1   H.  &  M.  271  ;    Mc Andrew 

Graham  &   Co.  v.  Kerr,  Dods,   *   Co.,  3  v-  Bassett,  33  L.  J.  Ch.  561  ;    Walton  y. 

Beng.  L.  E.  App.  4.  Crowle?y,  3  Bl.  C.  C.  440 ;  E.  Cox,  166, 
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Deference  to 
Common  Law. 


Principle  of 
Millin'jton 
V.  Fox  ex- 
plained by 
V.-C.  Wood. 


to  be  founded  on  the  protection  of  a  right  of  property  in  the  trade 
mark  {a). 

In  Motley  v.  Doicnman  (b)  it  was  laid  down  broadly  that  the 
jurisdiction  of  the  Court  of  Chancery  was  merely  ancillary  to  that 
of  the  Common  Law,  and  that  the  right  to  redress  must  be  deter- 
mined by  the  rules  of  the  Common  Law ;  and  accordingly  cases 
were  frequently  referred  to  the  Common  Law  Courts  for  the 
determination  of  the  right,  before  the  equitable  remedy  was 
awarded  (c).  That  practice,  however,  gradually  died  out  as  the 
principle  of  interference  in  the  absence  of  intentional  fraud  came 
to  be  recognised,  and  Sir  John  Eolt's  Act  (c/)  finally  put  an  end 
to  it. 

The  explanation  given  by  Wood,  V.-C,  of  the  decision  in 
MilUngton  v.  Fox  (c)  and  other  cases  in  which  relief  was  given 
without  proof  of  fraudulent  user,  was,  that  it  was  on  the  principle 
"  that  although  a  person  had  used  another  man's  trade  mark 
perfectly  innocently,  yet  if  he  continued  for  one  moment  after  he 


(n)  Farina  v.  Silverlock,  6  De  Gr.  M.  & 
G.  214  ;  Burgess  v.  Hills,  26  Beav.  244  ; 
Clement  v.  Maddick,  1  Giff.  98  ;  Fmperor 
of  Austria  v.  Bay,  3  De  G.  F.  &  J.  217  ; 
Welch  V.  Knott,  4  K.  &  J.  747  ;  Edehtcn 
V.  Edekten,  1  De  G.  J.  &  S.  185  ;  Hall\. 
Barrou-s,  4  ib.  150  ;  Mc Andrew  v.  Bassctt, 

4  ib.  380  ;  Leather  Cloth  Co.'s  case,  4  ib. 
137  ;  11  H.  L.  C.  523  ;  Cartier  v.  Carlilc, 
31  Beav.  292  ;  Moet  v.  Couston,  33  ib. 
578  ;  Barnett  v.  Leuchars,  13  L.  T.  N.  S. 
495  ;  Maxwell  v.  Hogg,  L.  R.  2  Ch.  307  ; 
Collins  Co.  V.  Reeves,  28  L.  J.  Ch.  56  ; 
Bradhnry  v.  Beeton,  39  ib.  57  ;  Raddc  v. 
2yor)uan,  L.  R.  14  Eq.  348  ;  Hirst  v. 
Benham,  ib.  542  ;  Smith  v.  Mason,  W.  N. 
1875,  p.  62  ;  Apollinaris  Co.  v.  Norrish, 
33  L.  T.  N.  S.  242  ;   Cheavin  v.  Walker, 

5  Ch.  D.  850  ;  Singer  Manufacturing  Co. 
V.  Wihon,  3  App.  Cas.  376 ;  Same  v. 
Long  (3),  8  ib.  15 ;  Grillon  v.  Gucnin, 
W.  N.  1877,  p.  14;  liansomev.  Graham, 
51  L.  J.  Ch.  897  ;  Coicen  v.  Hulfon,  46 
L.  T.  N.  S.  897  ;  Hatchard  v.  Mcge,  18 
Q.  B.  D.  771 ;  Oakey  %  Sons  v.  Dalton, 
35  Ch.  D.  700  ;  and  see  Reddaway  v. 
Banham,  (1896)  A.  C.  199  ;  Saxkhner  v. 
Apollinaris  Co.,  (1897)  1  Ch.  893.  So  in 
Scotland — Singer  Manufacturing  Co.  v. 
lumball  (S;  Morton,  Ct.  Sess.  Cas.  3rd 
Ser.  XI.  267  ;  in  Ireland — Kinalian  v. 
Bolton,  15  It.  Ch.  75 ;  Wheeler  v.  Johnston, 
3  L.  R.  Ir.  284  ;  in  InAia.— Or r-Ewing  (f- 
Co.  V.  Grant,  Smith  ^-  Co.,  2  Hyde,  185 ; 


in  Canada — Walker  v.  Allei/,  13  Grant, 
Up.  Can.  Ch.  366  ;  in  the  United  States 
— Davis  v.  Kendall,  2  R.  I.  566  ;  R.  Cox, 
112;  Clark  v.  Clark,  25  Barb.  76;  R. 
Cox,  206  ;  Bale  v.  Smithson,  12  Abb.  Pr. 
237  ;  R.  Cox,  282  ;  Woodward  v.  Lazar, 
21  Cal.  448  ;  R.  Cox,  300  ;  Berrinr/er  v. 
Plate,  29  Cal.  29li ;  R.  Cox,  324  ;  Bradley 
V.  Norton,  33  Conn.  157  ;  R.  Cox,  331  ; 
Gillott  V.  Esterbrook,  47  Barb.  455  ;  R. 
Cox,  340 ;  48  N.  T.  374 ;  Burnett  v. 
Fhalon,  9  Bos.  192  ;  R.  Cox,  376  ;  Filley 
V.  Fassett,  44  Mo.  173;  R.  Cox,  530; 
Bixon  Crucible  Co.  v.  Guggenheim,  2  Brews. 
321;  R.  Cox,  559;  Stoncbraker  y.  Stone- 
braker,  33  Md.  252  ;  State  of  Missouri  v. 
Gibbs,  56  Mo.  133;  Winsor  v.  Clyde,  9 
Phila.  513;  Blackwell  \.  Armistead,  5 
Am.  L.  T.  85 ;  Colman  v.  Crump,  70 
N.  Y.  573  ;  Rillet  v.  Carlier,  61  Barb. 
S.  C.  435  ;  Gilman  v.  HunneweU,  122 
Mass.  139;  McLean  v.  Fleming,  96  U.S. 
245;  Kidd  v.  Johnson,  100  ib.  617; 
Robertson  v.  Bern/,  50  Md.  591. 

[b)  3  My.  &  Cr.  1. 

{c)  Ferry  v.  TruefM,  6  Beav.  66  ; 
Rodgers  v.  Nowill,  6  Hare,  325  ;  Foot  v. 
Lea,  13  Ir.  Eq.  484  ;  Farina  y.  Silverlock, 
1  K.  &  J.  509  ;  and  others.  In  some  of 
the  American  States,  e.g.,  in  Penn- 
sylvania, the  same  practice  is  still  fol- 
lowed :   Seltzer  v.  Powell,  8  Phila.  296. 

{d)  25  &  26  Vict.  c.  27. 

\e)  3  My.  &  Cr.  338. 
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had  been  told  of  it  to  use  another  man's  trade  mark,  he  did  so 
fraudulently,  and  if  he  sought  to  keep  in  his  pocket  profits  which 
lie  had  made  bj  representing,  however  innocently,  that  his  goods 
were  another  person's,  after  he  had  been  told  of  the  fact,  it  was 
fraud"  (a). 

From  this  view  Lord  Westbiuy,  C,  dissented  (h),  and  the  view  By  Lord 
w'hich  he  took  as  to  the  principles  which  ought  to  govern  the  action  ^^  ^^' 
of  the  Coui'ts  of  Equity  was  thus  stated  by  him  in  the  Leather 
Cloth  Co.'s  case  (c)  :  "  The  representation  which  the  defendant  is 
supposed  to  make,  that  his  goods  are  the  goods  of  another  person, 
is  not  actually  made  otherwise  than  by  his  appropriating  and 
using  the  trade  mark  which  such  other  person  has  an  exclusive 
right  to  use  in  connection  with  the  sale  of  some  commodity  ;  and 
if  the  plaintiff  has  an  exclusive  right  to  use  any  particular  mark 
or  symbol,  it  becomes  his  property  for  the  purposes  of  such  appli- 
cation, and  the  act  of  the  defendant  is  a  violation  of  such  right  of 
property,  corresponding  with  the  piracy  of  copyright  or  the 
infringement  of  a  patent.  I  cannot  therefore  assent  to  the  dictum 
that  there  is  no  property  in  a  trade  mark.  It  is  correct  to  say 
that  there  is  no  exclusive  ownership  of  the  symbols  which  con- 
stitute a  trade  mark,  apart  from  the  use  or  application  of  them ; 
but  the  word  '  trade-mark '  is  the  designation  of  marks  or  symbols 
when  applied  to  a  vendible  commodity,  and  the  exclusive  right  to 
make  sucli  user  or  application  is  rightly  called  'property.'  The 
trae  principle,  therefore,  seems  to  be  that  the  jurisdiction  of  the 
Court  in  the  protection  given  to  trade  marks  rests  upon  property ; 
and  that  the  Court  interferes  by  injunction,  because  that  is  the 
only  mode  by  which  such  property  can  be  eifectually  protected. 
The  same  things  are  necessary  to  constitute  a  title  to  relief  in 
Equity  in  the  case  of  the  infringement  of  the  right  to  a  trade 
mark  as  in  the  case  of  the  violation  of  any  other  kind  of  joroperty. 
First,  the  plaintiff  must  prove  that  he  has  an  exclusive  right  to 
use  some  particular  mark  or  symbol  in  connection  with  some 
manufactiu-e  or  vendible  commodity ;  and,  secondly,  that  this 
mark  or  symbol  has  been  adopted  or  is  used  by  the  defendant  so 

(a)  McAndrew  v.  Basaett,  33  L.  J.  Ch.  (/,)  Eclchtcn  v.  Edelsten,  1  De  G.  J.  & 

561.      See  per  Lord   Cairns  m   Stni/cr  g.  18,5.  leather   Cloth   Co.'s   ease,  4  ib. 

Manufacturing  Co.  v.  JFthon,  3  App.  Cas.  137  .  jfaUv.  Barroics,  ib.  150  ;  McAndreiv 

376,  391,  and  jtcr  Lord  Blackburn  in  that  v.  Jiasseit   ti.  380. 
case  {ib.  400),  and  in  Sinffcr  Manufacturiiir/ 

Co.  V.  Zooff  (3),  8  App.  Cas.  15.              "  W  '^  'Do  G.  J.  &  S.  137. 
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as  to  prejudice  the  plaintiff's  custom  and  injure  liim  in  his  trade  or 
business"  («). 
Lord  Her-  The  view  taken  by  Lord  Westbury  of  the  existence  of  property 

in  a  trade  mark,  independently  of  statute,  has,  however,  not 
escaped  criticism  in  later  years,  and  the  prevailing  opinion  in 
recent  times  is  probably  in  accordance  with  that  expressed  by 
Lord  Herschell  in  the  leading  case  of  Reddawa>j  v.  Banham  (b)  : 
"  The  principle  which  is  apj)licable  to  this  class  of  cases  was,  in 
my  judgment,  well  laid  down  by  Lord  Kingsdown  in  Leather  Cloth 
Co.  V.  American  Leather  Cloth  Co.  (e).  It  had  been  previously 
enunciated  in  much  the  same  way  by  Lord  Langdale  in  the  case 
of  Croft  v.  I)ay{d).  Lord  Kingsdown's  words  were  as  follows: 
*  The  fundamental  rule  is  that  one  man  has  no  right  to  put  off  his 
goods  for  sale  as  the  goods  of  a  rival  trader,  and  he  cannot,  there- 
fore (in  the  language  of  Lord  Langdale  in  the  case  of  Perry  v. 
Triie/itt  {e)),  be  allowed  to  use  names,  marks,  letters,  or  other 
indicia,  by  which  he  may  induce  pm'chasers  to  believe  that  the 
goods  which  he  is  selling  are  the  manufacture  of  another  person.' 
It  is,  in  my  opinion,  this  fundamental  rule  which  governs  all  cases, 
whatever  be  the  particular  mode  adopted  by  any  man  for  putting 
off  his  goods  as  those  of  a  rival  trader,  whether  it  is  done  by  the 
use  of  a  mark  which  has  become  his  trade  mark,  or  in  any  other 
way.  The  word  '  property '  has  been  sometimes  applied  to  what 
has  been  termed  a  trade  mark  at  Common  Law.  I  doubt  myself 
whether  it  is  accurate  to  speak  of  there  being  property  in  such  a 
trade  mark,  though,  no  doubt,  some  of  the  rights  which  are  incident 
to  property  may  attach  to  it.  Where  the  trade  mark  is  a  Avord  or 
device  never  in  use  before,  and  meaningless,  except  as  indicating 
by  whom  the  goods  in  connection  with  which  it  is  used  were  made, 
there  could  be  no  conceivable  legitimate  use  of  it  by  another 
person.  His  only  object  in  employing  it  in  connection  vn.th.  goods 
of  his  manufacture  must  be  to  deceive.  In  circumstances  such  as 
these  the  mere  proof  that  the  trade  mark  of  one  manufacturer  had 
been  thus  appropriated  by  another  w^ould  be  enough  to  bring  the 

(a)  In  Walker  v.  Alley,  13  Grant,  Up.  sense,  to  be  a  means  by  whicb  money  or 

Can.  Ch.  SGG,  Van  Koughnet,  Chancel-  money's  -worth,  in  the  shape  of  profit  or 

lor   of    Upper    Canada,    said  :    "  Some  otherwise,  is  created  or  obtained." 

difficulty  may  be  created  by  the  use  of  [b)  (1896)  App.  Cas.  199,  209.     And 

the  word  'property'  in  trade  marks.    It  see  Chaduick  v.  Covell,  151  ilass.  190. 

may  be  said,  'What  is  property,  unless  (c)  11  H.  L.  C.  538. 

it  be  something  tangible?'     I  take  pro-  {d)  7  Beav.  8t. 

perty,  "when  used  in  this  connection  and  [e)  6  Beav.  6G. 
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case  within  the  rule  as  laid  clown  by  Lord  Kingsdown,  and  to 
entitle  the  person  aggrieved  to  an  injunction  to  restrain  its  use. 
In  the  case  of  a  trade  mark  thus  identified  with  a  particular 
manufactory,  the  rights  of  the  person  whose  trade  mark  it  was 
would  not,  it  may  be,  differ  substantially  from  those  which  would 
exist  if  it  were,  strictly  speaking,  his  property.  But  there  are 
other  cases  which  equally  come  within  the  rule  that  a  man  may 
not  pass  off  his  goods  as  those  of  his  rival  which  are  not  of  this 
simple  character — cases  where  the  mere  use  of  the  particular  mark 
or  device  which  had  been  employed  by  another  manufacturer  would 
not  of  itself  necessarily  indicate  that  the  person  who  employed  it 
was  thereby  inducing  purchasers  to  believe  that  the  goods  he  was 
selling  were  the  goods  of  another  manufacturer." 

"  The  name  of  a  person,  or  words  forming  part  of  the  common 
stock  of  language,  may  become  so  far  associated  with  the  goods  of 
a  particular  maker  that  it  is  capable  of  proof  that  the  use  of  them 
by  themselves,  without  explanation  or  qualification,  by  another 
manufacturer  would  deceive  a  purchaser  into  the  belief  that  he  was 
getting  the  goods  of  A.  when  he  was  really  getting  the  goods  of 
B.  In  a  case  of  this  description  the  mere  proof  by  the  plaintiff 
that  the  defendant  was  using  a  name,  word,  or  device  which  he 
had  adopted  to  distinguish  his  goods  would  not  entitle  him  to  any 
relief.  He  could  only  obtain  it  by  proving  further  that  the 
defendant  was  using  it  under  such  circumstances  or  in  such 
manner  as  to  put  off  his  goods  as  the  goods  of  the  plaintiff.  If  he 
could  succeed  in  proving  this,  I  think  he  would,  on  well-established 
principles,  be  entitled  to  an  injunction." 

Still,  whether  it  is  or  is  not  admitted  that  the  Law  of  Trade  In  what 
Marks  is  based  upon  a  right  of  property,  fraud  also  is  necessary  to  i^  req,Jred 
entitle  the  owner  of  the  trade  mark  to  redress  (a).     But  the  fraud  in  Equity, 
need  not  necessarily  consist  in  an  intention  to  deceive  on  the  part 
of  the  defendant,  but  may  consist  in  an  actual  deception,  or  in  the 
creation  of  a  probability  of  deception  (//),  independently  of  any 
fraudulent  intention.      "  Imposition   on   the   public,"  says   Lord 
Westbury  (c),  "is  indeed  necessary  for  the  plaintiff''s  title;  but  in 

{a)  See  per  Mellish,  L.  J.,  in  Singer  Ld.  v.  Owens,  6  P.  E,.  236 ;  Reddaway  v. 

Manufacturing   Co.  v.  Wilson,  2   Ch.  D.  Bentham  Hemp  Spinning  Co.,  (1892)  2  Q. 

434,  453.  B.  639. 

[b)  Compare  per  Hall,  V.-C,  in  Cope  (c)  Ilall  v.  liurroxrs,  4  De  G.  J.  &  S. 

V.  Evans,  L.  R.  18  Eq.  138.     And  see  150.     And  see  ;?«/•  Lord  Cranworth,  C, 

Kinney  v.  Basch,  Dig.  542 ;  Bodega  Co.,  in  Farina  v.  Silcerlock,  6  De  G-.  M.  &  G. 
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this  way  only,  that  it  is  the  test  of  the  invasion  by  the  defendant  of 
the  plaintiff's  right  of  property ;  for  there  is  no  injury  done  to  the 
plaintiff  if  the  mark  used  by  the  defendant  be  not  such  as  may  be 
mistaken,  or  is  not  likely  to  be  mistaken,  by  the  public  for  the 
mark  of  the  plaintiff.  But  the  true  ground  of  the  Court's  juris- 
diction is  property," 

The  exact  language  in  which  the  principle  on  which  the  Court 
of  Chancery  has  acted  is  to  be  described  is  really  immaterial,  and 
in  fact  "merely  a  question  of  nomenclature "  («),  since  the 
important  and  substantial  point  is  completely  established,  that  in 
cases  of  trade  mark  nothing  more  has  to  be  done  "  than  to  show 
that  the  trade  mark  has  been  taken  "  {h). 

The  right  in  a  trade  mark  registered  under  the  Trade  Marks 
Acts  or  the  present  Patents  Acts  is  strictly  a  right  of  property  {c)  ; 
the  person  entitled  to  it  is  the  proprietor  {d)  ;  he  is  entitled  to  the 
exclusive  use  of  it  (e) ;  and  though  his  rights  in  regard  to  it 
are  in  some  respects  less  unlimited  than  those  of  owners  of  other 
kinds  of  property — c:g.,  the  inability  to  transfer  it  except  in  con- 
nection with  the  goodwill  of  the  business  (_/') — still,  subject  to  the 
provisions  of  the  Patents  Acts,  he  is  entitled  to  deal  with  it  as  he 
chooses. 

In  trade-mark  cases,  "  in  order  to  found  the  jurisdiction  of  the 
Court,"  says  the  Lord  Chancellor  of  Ireland  ((/),  "there  must  be 
established,  first,  the  existence  of  the  trade  mark  ;  next,  the  fact  of 
an  imitation,  whether  a  dii'ect  imitation,  or  one  with  such  variations 
that  the  Court  must  regard  them  as  merely  colourable ;  and, 
tliirdly,  the  fact  that  the  imitations  were  made  without  licence  (//) 
or  anything  that  the  Court  could  regard  as  acquiescence  in  their 
use."     The  law  is   the    same  in    the   three   kingdoms,  for,  said 


214 ;  and  per  Jessel,  M.  E.,  in  Cheavin 
V.  Walker,  5  Ch.  D.  850.  So  in  the 
Supreme  Court  of  Pennsylvania,  FratCs 
Appeal,  117  Pcnn.  St.  401. 

(a)  Per  Wood,  V.-C,  Mc Andrew  v. 
Bassett,  33  L.  J.  Ch.  561. 

{b)  Jessel,  M.  E.,  in  Sinr/er  Manvfac- 
turirig  Co.  v.  Wilton,  2  Ch.  D.  434.  Aud 
see  Orr-Eicing  ^-  Co.  v.  Johnston  ^-  Co., 
13  Ch.  D.  434;  Rcddawaij  v.  Banhani, 
(1896)  A.  C.  199  ;  and  the  cases  collected 
at  note  {a)  on  p.  166,  s»pra. 

(c)  See  £no  v.  Stephens,  Dig.  609. 

[d)  §§  3,  4,  5  of  the  Act  of  1875; 
§§  62,  66,  71,  72,  76  of  the  Act  of  1883. 

(«)  §  3  of  the  Act  of  1875  ;  §  76  of  the 


Act  of  1883. 

(  /)  §  2  of  the  Act  of  1875  ;  §  70  of  the 
Act  of  1883. 

{g)  Kinahan  v.  Bolton,  15  Ir.  Ch.  75. 
See  Linde  v.  Bensol,  29  N.  Y.  Sup.  Ct. 
601. 

{h)  It  has  been  held  in  America  that 
if  the  defendant  is  the  holder  of  a  licence 
from  the  plaintiff,  he  cannot  contest  the 
validity  of  the  plaintiffs  mark,  but  that 
he  may  set  up  that  he  was  induced  to 
enter  into  the  agreement  by  fraudulent 
representations :  Hilncn  v.  Lihhy,  44  N. 
Y.  Super.  Ct.  12.  And  see  the  obser- 
vations in  that  case  with  resjject  to 
pleading. 
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in  Equity. 


Bacon,  V.-C,  in  Singer  Maniifacturing  Co.  v.  Loog  (3)  (r/),  "the 
law  of  Scotland  does  not  in  this  respect  {i.e.,  with  respect  to  trade 
marks)  differ  from  the  law  of  England."  The  principles  which 
govern  the  one  govern  the  other. 

In  order  to  insure  a  full  disclosure  of  the  facts  bearing  upon  Proceedings 
these  points,  the  Court  will  grant,  if  necessary,  discovery  and 
inspection  (b),  and  upon  the  satisfactory  establishment  of  the 
plaintiff's  case  will  award  its  appropriate  remedy  of  an  injunc- 
tion (f),  framed  in  such  terms  as  best  to  counteract  the  illicit 
designs  of  the  infringer.  And  the  injunction  will  be  granted, 
oven  though  the  defendant  has  ceased  to  use  the  pirated  trade 
mark  {d),  and  has  offered  to  undertake  not  to  use  any  of  the  old 
labels  in  stock  (e) ,  or  has  actually  retired  from  the  business  in 
which  the  pirated  marks  were  used  (_/').  But  if  a  plaintiff  continues 
the  litigation  after  having  received  an  offer  of  all  he  is  entitled  to 
get,  ho  may  fail  to  obtain  his  costs  {g) .  The  liability  to  account 
for  profits  is  usually,  as  Romilly,  M.  R.,  said  in  Carfier  v. 
Carlile{h),  incident  to  the  injunction  (/),  or  the  plaintiff  may, 
at  his  option,  have  an  inquiry  as  to  damages  in  lieu  of  the  account, 
but  not  both  (/«•).  The  Court  will  farther,  where  necessary,  order 
the  delivery  up  and  destruction  of  the  spurious  labels,  cards,  or 
tickets  (/),  or  the  production  of  the  goods  wrongfully  marked,  for 
the  purpose  of  the  erasure  and  cancellation  of  the  spurious  marks  (in) . 


(a)   18  Ch.  D.  395. 

(i)  It  has  been  held  in  America  that 
a  defendant  is  not  entitled,  by  alleging- 
that  the  plaintiff's  goods  possess  in- 
jurious properties,  to  compel  the  plain- 
litf  to  disclose  in  cross-examination  the 
ingredients  of  which  his  goods  are  com- 
posed, though  it  seems  that  such  ques- 
tions may  be  allowed  if  the  plaiutiii  has 
himself  led  up  to  them.  Tetlow  v.  Sa- 
vournut,  15  Phila.  170. 

{c)  In  Gieiin  i\'-  Hall  Maniifacturing  Co. 
V.  Hall,  61  N.  Y.  226,  a  case  of  the  class 
analogous  to  trade  mark  cases,  an  in- 
junction was  granted  against  the  original 
plaintiffs  on  counter-claim.  The  in- 
junction will  be  granted,  notwithstanding 
an  offer  of  submission  by  the  defendants  : 
Gear//  v.  Norton,  1  De  Gr.  &  Sra.  'J ; 
Tonfic  V.  Ward,  21  L.  T.  N.  S.  480. 

{d)  Guinness  v.  Heap,  Dig.  617 ;  McLean 
V.  Fleming,  96  U.  S.  245 ;  Frese  v. 
Baehof  (ij,  13  Bl.  C.  C.  234.  And  sec 
Reid  V.  Sihbald,  18  Journ.  of  Jurisp.  392, 

(e)  Guinness    v.     Heap,     Dig.     617  ; 


American  Tobacco  Co.  v.  Gueat,  (1892)  1 
Ch.  630. 

(/)  JFeed  V.Peterson,  12  Abb.  Pr.  N.  S. 
178. 

ig)  See  infra,  p.  240,  note  (c). 

(h)  31  Beav.  292.  And  see  Edclsten  v. 
Edelsten,  1  De  G-.  J.  &  S.  185  ;  Lever  v. 
Goodwin,  36  Ch.  D.  1  :  S'lxlehner  v. 
Apollinaris  Co.,  (1897)  1  Ch.  893. 

(')  Unless  the  defendant  can  prove 
that  he  has  bought  and  resold  the  im- 
properly marked  goods  without  being 
aware  of  the  true  ownership  of  the  trade 
mark  which  he  is  shown  to  have  in- 
fringed :  Edelsten  v.  Edelsten,  1  De  Gr.  J. 
&  S.  185  ;  Moet  v.  Couslon,  33  Beav.  578. 

(/.-)  Neilson  v.  Belts,  L.  R.  5  H.  L.  1. 
See  Leidersdorf  Y :  Flint  i^l),  50  Wise.  401. 

{I)  Farina  v.  Silverlock,  1  K.  &  J.  509 ; 
6  De  G.  M.  &  G.  214  ;  4  K.  &  J.  050  ; 
Edelsten  v.  Edelsten,  1  DeG.  J.  «.V:  S.  185  ; 
ApoUinaris  Co.  v.  Edwards,  Seton,  5th 
ed.  537  ;   Graveley  v.  Winchester,  ib.  591. 

{m)  Lent  v.  Turpin,  2  J.  &  H.  139  ; 
TJpmann  v.  El/can,  L.  R.  12  Eq.  140  ; 
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shown  for 
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But  innocent 
infringement 
checked. 


Foreign 

fraudulent 

samples. 


Destruction  of  the  goods  will  not  be  ordered  if  it  is  possible  witli- 
out  destruction  to  satisfactorily '^erase  the  spurious  marks  {a).  In  a 
case  in  the  Supremo  Court  of  Victoria  {/>)  it  was  held  that  an  agent, 
who  had  received  from  a  foreign  principal  goods  marked  in  imita- 
tion of  the  plaintiff's  trade  mark,  could  not  be  allowed  to  send 
back  to  his  principal  the  goods  as  they  were,  since  it  was  the 
plaintiff's  right  to  have  the  fraudulent  labels  removed  and 
destroyed. 

While,  however,  the  Court  will  give  protection  where  it  is 
required,  "it  must  not  be  forgotten  that  such  protection  by  injunc- 
tion when  granted  is,  or  may  be,  attended  with  loss  to  the  defen- 
dant in  rendering  useless  or  depreciating  in  value  articles  to  whicli 
the  trade  mark  has  already  been  affixed,  and  in  compelling  him 
otlierwise  to  vary  the  mode  in  which  he  has  been  carrying  on 
business"  (c).  And  it  has  been  thought  that  where  it  is  proved 
that  a  defendant  has  adopted  a  trade  mark  in  boi/d  fide  ignorance 
of  its  infringing  the  plaintiff's  rights,  the  Com-t  will  be  satisfied 
with  the  least  amount  of  alteration  of  the  defendant's  mark  which 
will  effectually  distinguish  it  from  the  plaintiff's  (r/). 

Sufficient  distinction  must,  however,  be  made ;  and  in  the  even 
harder  case,  where  a  man  has  not  affixed  the  spurious  mark  to  his 
own  goods  at  all,  but  has  bought  goods  already  stamped  with  a 
mark  which  he  did  not  know  to  belong  to  any  one,  he  must  submit 
to  an  injunction,  though  he  may  not  have  to  account  for  profits  if 
he  does  not  delay  his  submission  (e).  Where,  however,  A.  has, 
without  notice  of  fraud,  advanced  money  on  goods  fraudulently 
marked,  he  will  not  be  prevented  from  asserting  his  rights  by  reason 
of  the  illicit  mark  {/). 

Although  there  is  no  jurisdiction  in  the  English  Courts  to  try  a 
case  in  which  a  foreign  subject  has  sent  direct  to  another  foreign 


L.  E.  7  Ch.  130  ;  Jiirgenscnx.  Alexander, 
21  How.  Pr.  269  ;  E.  Cox,  298.  In 
JIcridcH  BritaiUiia  Co.  v.  I'arker,  39  Conn. 
450;  12  Amer.  Rep.  401,  it  was  held 
that  goods  already  stamped  might  be 
sold,  subject  to  the  remedy  at  law. 

[a)  Slazengcr  S;  Sons  \.  Feltham  i^-  Co., 
6  P.  R.  531. 

(//)  Sirf/ert  V.  Lavrence,  11  V.  L.  R. 
47.  And  in  New  South  Wales  it  was 
said  that  matches  packed  in  boxes 
fraudulently  labelled  should  be  repacked 
before  exposure  for  sale  :  Bryant  ^-  Mcuj 
V.  Heyde,   7  N.   S.  W.   Rep.    (E.)   72. 


See  Upinann  v.  Elhan,  L.  E.  7  Ch.  130. 

[c)  Cope  V.  Evans,  L.  R.  18  Eq.  138. 
And  see  Ltehuf  s  E.rtract  of  Meat  Co.  v. 
Manhury,  17  L.  T.  N.  S."298;  Ba>^s\. 
JJawher,  19  ib.  626  ;  lianso/ne  v.  Graliam, 
51  L.  J.  Ch.  897. 

[d)  Bass  V.  Lauher,  19  L.  T.  N.  S.  626. 

[e)  Jloet  V.  Couston,  33  Btav.  578; 
Oir-Ewing  v.  ChooneeloU  MulUck,  Cor. 
150;  American  Tobacco  Co.  v.  Giicsc, 
(1892)  1  Ch.  630. 

(/)  Eonsardin  v.  Eeto,  33  Beav.  642. 
See  Rudderow  v.  Huntington,  3  Sand. 
S.  C.  252;  R.  Cox,  106. 
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country,  or  to  a  British  colony  or  dependency,  goods  bearing  an 
infringement  of  a  trade  mark  used  by  a  British  firm  in  their  trade 
with  such  country,  colony,  or  dependency,  yet,  if  the  spurious 
goods  or  samples  of  them  have  been  sold  in  the  United  Kingdom, 
an  action  will  lie  (a). 

In  Marshall  v.  Marshall  [h)  there  was  an  application  by  a  person  issue  of  writ 
carrying  on  business  in  Scotland  for  leave  to  issue  and  serve  out  of  i^  Scotknd 
the  jurisdiction  (viz.,  in  Scotland)  a  writ  in  an  action  intended  to  ^^  Ireland, 
be  brought  by  him  against  another  person  carrying  on  business  in 
Scotland,  for  selling  his  goods  in  England  under  a  trade  mark 
calculated  to  deceive,  the  object  being  that  the  action  might  be 
heard  together  with  an  application  for  registration  of  the  trade 
mark  by  the  defendant,  which  was  opposed  by  the  plaintiff ;  but 
leave  was  refused,  on  the  ground  that  it  was  expedient  that  pro- 
ceedings should  be  taken  in  Scotland,  where  the  order  of  the  Court 
could  be  enforced  against  the  defendant  personally,  rather  than  in 
England,  where  it  could  only  be  enforced  against  his  servants  and 
agents.  And  similarly  in  Kuinhan  v.  KinaJian  [c),  where  both 
parties  were  Irish  and  the  application  pending  was  an  application 
by  the  plaintiffs  in  the  action  to  strike  off  the  register  a  mark 
which  had  been  registered  by  the  defendants.  However,  in  Bur- 
land  ^  Co.  v.  Broxburn  Oil  Co.,  Ld.  (d),  where  a  similar  application 
was  made  by  an  English  firm,  who  were  desirous  of  taking  pro- 
ceedings against  a  Scotch  company,  who  had  their  registered  office 
in  Glasgow,  but  had  branch  offices  also  in  London,  Manchester, 
and  Hull,  and  whom  the  plaintiffs  alleged  to  have  been  infringing 
their  trade  mark  by  sending  out  marked  goods  from  their  English 
branches,  and  the  defendants  were  applying  in  England  to  rectify 
the  plaintiff's  registration,  it  was  held  that  it  was  i:)ossible  to  effec- 
tually enforce  in  England  against  the  property  of  the  defendants 
any  injunction  that  might  be  granted,  and  that,  on  the  balance  of 
convenience,  leave  should  be  given. 

In  connection  with  the  above,  it  seems  relevant  to  refer  to  the  Motion  to 
cases  relating  to  service  out  of  the  jurisdiction  of  a  motion  to  ref?istei-ed  by 
rectify,  to  which  defendants  to  an  action  for  infringement  so  often  ^  foreigner, 
resort.     This  point  seems  first  to  have  arisen  in  In  re  Coinpag)iie 
Generale  d^Eaux  Minerales  ctde  Bains  de  Mer  (c),  where  an  applica- 

(«)  Rodgers  S;  Sons,  Ld.  v.  Eottgcn,  5-  {c)  45  Ch.  D.  78. 

Times  L.  R.  678.  (d)  41  Ch.  D.  542. 

(b)  38  Ch.  D.  330.  {c)  (1891)  3  Ch.  451. 
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tion  was  made  to  expunge  a  mark  registered  iu  tlio  name  of  a 
foreign  company  having  no  place  of  business  in  the  United 
Kingdom,  and  it  was  held  by  Stirling,  J.,  that  there  was  no  juris- 
diction to  serve  notice  of  motion  on  the  company,  and  that  the 
proper  course  was  to  serve  it  on  the  Comptroller-General  of  Patents 
onl}^  and,  after  a  day  had  been  fixed  for  the  hearing  of  the  motion, 
to  send  a  letter  to  tlie  foreign  company,  with  a  copy  of  the  notice 
of  motion,  stating  that  an  application  would  be  made  on  the  day 
fixed  affecting  their  interests.  A  similar  practice  has  since  been 
adopted  upon  an  application  to  register  a  trade  mark  {a),  and  upon 
an  opposition  to  registration  {b).  The  course  suggested  by  Stir- 
ling, J.,  was  approved  by  the  Court  of  Appeal  in  In  ro  King  d^ 
Co.  [c),  which  was,  again,  a  case  of  rectification,  Lindley,  L.  J., 
however,  doubting  whether  the  notice  of  motion  might  not  have 
been  properly  served  on  the  foreigner,  inasmuch  as  the  Court  had 
jurisdiction  to  rectify  the  register  independently  of  the  service, 
the  only  object  of  which  was  to  give  notice  to  the  foreigner  of  the 
nature  of  the  proceedings ;  and  it  would  appear  from  the  last- 
mentioned  case  that,  provided  sufficient  notice  of  the  proceedings 
is  given  to  the  proprietor,  it  is  immaterial  whether  the  notice  of 
motion  is  addressed  to  him  as  well  as  to  the  Comptroller  or  not, 
but  the  course  now  usually  adopted  is  to  address  it  to  the  Comp- 
troller only.  In  that  case  the  application  was  by  an  English  firm 
to  expunge  a  mark  registered  in  the  name  of  an  Irish  company 
having  a  branch  office  in  London,  and,  the  applicants  having  sent 
to  the  company's  office  in  Ireland  a  letter  informing  them  of  the 
nature  of  the  application,  together  with  a  copy  of  the  notice  of  motion 
in  which  the  name  of  the  company  had  been  at  first  inserted  but 
afterwards  struck  out,  the  Court  ordered  the  mark  to  be  expunged 
although  the  company  elected  not  to  appear.  So  in  In  re 
Stringer  {d),  which  was  a  motion  to  direct  the  Comptroller  to 
proceed  with  an  application  to  register  an  old  mark  notwithstanding 
the  existence  of  a  similar  mark  belonging  to  a  Swedish  company, 
where  the  company  received  notice  by  letter  of  the  nature  of  the 
proceedings  but  sent  no  answer,  the  Court,  upon  proof  of  delivery 
of  the  letter  to  the  company,  directed  the  Comptroller  to  proceed 
in  their  absence,  without  prejudice  to  any  opposition,  the  applicant 

(«)  In  re  Stringer,  8  P.  E.  445.  (^j  (1892)  2  Ch.  462. 

ib)  In  re  Mohertson,   Sanderson  &•   Co., 
9  P.  E.  213.  ('0  8  P-  R-  445. 
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undertaking  to  give  due  notice  to  the  company  of  the  adver- 
tisement. And  a  similar  order  was  made  in  In  re  Royal  Baling 
Poicdcr  Co.  (ft). 

In  asking  for  his  remedy  a  plaintiff  must  not  make  scandalous  Scandal  and 
and  impertinent   charges   against   the    defendant.      Where    such  i°ip<'i"ti'ience. 
charges  were  made  exceptions  for  scandal  and  impertinence  were 
allowed  (h),  and  under  the  present  practice  the  defendant  would 
succeed  on  a  motion  to  strike  out  such  statements,  under  Order  XIX., 
Eule  27. 

The  appropriate  mode  of  trial  of  cases  in  which,  as  in  most  Trial  without 
trade-mark  cases,  law  and  fact  are  closely  united,  is  hy  a  judge  prlatJ  ^P^™' 
without  a  jury;  and  therefore,  where  a  defendant  gave  notice  of 
trial  of  a  trade-mark  case  before  a  judge  and  special  jury,  it  was 
held  that,  notwithstanding  the  notice,  the  case  must  he  heard 
without  a  jury  (r).  If  the  defendant  allows  the  action  to  proceed 
to  trial  without  applying  for  the  questions  at  issue  to  be  submitted 
to  a  jury,  it  will  be  too  late  for  him  to  make  such  an  application 
when  the  case  comes  on  for  trial  (c/).  But  where  the  defendants 
submitted  to  a  perpetual  injunction,  leaving  only  the  question 
of  damages  to  be  tried,  the  action  was,  on  the  plaintiffs'  appli- 
cation, transferred  to  the  Queen's  Bench  Division  for  trial  with 
a  jury  {e).  The  more  usual  course  is,  however,  for  the  damages  to 
be  ascertained  by  a  master  or  official  referee  (/). 

It  is  usual  for  the  plaintiff  in  trade-mark  cases  to  apply  for  an  Interlocutory 
interlocutory  injunction  at  an  early  period.  When  such  an  "^•'""'^  ^°°- 
application  is  to  be  made,  it  is  the  duty  of  the  plaintiff  to  make  it 
speedily  {g),  and  delay  on  his  part  in  coming  to  the  Court  is  liable 
to  be  construed  as  signifying  that  the  case  is  one  which  he  does 
not  consider  to  be  of  an  urgent  nature,  and  which,  therefore,  does 
not  deserve  the  special  favour  of  the  Court  iji).  The  plaintiff  is, 
however,  entitled  to  delay  long  enough  to  secure  the  necessary 
evidence  to  establish  his  case  (/)  ;  and  although  no  interlocutory 
injunction  is   asked   for — as,  for   instance,  where  it  is  rendered 

(«)  14  P.  R.  425.  360. 

\h)   Christie  v.   Christie,  L.  R.  8   Ch.  [g)  Per  Rorailly,  M.  R.,  in  Chuhh  v. 

499.  Gnftths,  35  Beav.  127. 

(c)  Sprati's'  Patent  v.  Ward  ^  Co.,  11  (//)  Pickford  v.  Grand  Junction  Rail. 
Cli.  D.  240;  Hinger  Manufacturing  Co.  Co.,  3  Rail.  Cas.  538;  i^^rtreif  v. //arrJio;*, 
V.  Loog  (2),  ib.  056.  10  Hare,  467  ;  Inaaeson  v.  Thompson,  20 

(d)  Thomas  \.Willia7ns,UCh.I>.86'i.  W.  11.  196;  Mailan  v.   Davis,  3  Times 

(e)  Fennessy  v.  Rabbits  i;  Sons,  56  L.  T.  L.  R.  221  ;  Ueans  v.  Smith,  ib.  390. 

N.  y.  138.  (i)  Lee   v.  Ualei/,  L.  R.   3  Ch.   155; 

{/)   E.g.,  Alexander  \.  Henry,  12  P.  R.       Ccwe  v.  Myers,  Dig.  304. 


granted. 
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unnecessary  hy  reason  of  tlie  defendant  having  discontinued  the 
acts  of  which  the  phaintiff  is  complaining — the  plaintiff  is  not  pre- 
cluded from  his  riglit  to  a  perpetual  injunction,  if  in  other  respects 
he  has  such  a  right  (a),  nor  from  his  right  to  state,  if  true,  that 
the  defendant  is  acting  without  authority  in  what  he  is  doing  (/>). 
■V\Tacn  In  the  older  cases  {r),  the  tendency  of  the  Court  was  to  refuse 

to  grant  an  injunction  on  an  interlocutory  application,  unless  the 
clearest  evidence  of  the  plaintiff's  right  was  producible,  but  rather 
to  send  that  right  to  be  tested  at  Common  Law.  That  course  of 
proceeding  being  now  extinct  (d),  some  relaxation  has  taken  place, 
and,  in  particular,  where  there  is  reason  to  suspect  intentional 
deceit  on  the  part  of  the  defendant,  much  less  absolute  proof  of 
the  plaintiff's  title  is  required  {e)  ;  and  it  occasionally  happens 
that  after  an  interlocutory  injunction  has  been  granted,  it  is  held 
at  the  hearing  that  the  evidence  is  insufficient  to  justify  any  relief 
being  given  (./').  The  interlocutory  injunction  will,  however,  not 
be  granted  where  the  defendant  has  innocently  infringed,  and  has 
withdrawn  the  offending  articles  from  sale  and  offered  an  under- 
taking immediately  on  being  served  with  the  writ  (r/),  nor  where 
there  is  any  considerable  conflict  {//),  nor  where  the  plaintiff  has 

(a)   Collins  Co.  v.  WaU:er,  7  W.  R.  222.  Bcnboiv  v.  Loiv  {'l),  13  Ch.  D.  553. 

{b)  Anderson  \.  Liehig's  Extract  of  Meat  (f)  E.q.,    in  JDcc/raves   v.    Whitcman, 

Co.,  Id.,  45  L.  T.  N.  S.  767.  5  V.  L.  R.  Eq.  304. 

(c)  E.g.,  Spottisivoode  v.  Clarke,  2  Ph.  (//)   Caruncho  v.  Hiyhmoor,  27  Sol.  J. 

154 ;    Stevens   v.    Keating,    2    Ph.    333 ;  199. 

Motley  V.  Doicnman,   3   My.   &   Cr.    1  ;  (//)  G^>-«?«i  v.  iJooAe,  W.  N.  1872,  p.  49 ; 

Merrimack  Manufacturing  Co.  v.  Garner,  L.  J.  N.  of  C.   1872,  p.  54;   Farina  v. 

2  Abb.  Pr.  318.  Cathcnj,   L.  J.  N.  of  C.   18G7,  p.  134; 

{d)  Since  Sir  John  Rolfs  Act  (25  &  26  Hennesst/  v.  Itohmann,  36  L.   T.   N.  S. 

Vict.  c.  27).  51  ;  Mitchell  v.  Henry,  15   Ch.  D.  181 ; 

{e)  liadde  v.  Norman,  L.  R.  14  Eq.  Coventry  Machinists''  Co.  v.  Helsby,  13 
348.  And  see  National  Folding  Box  ^  Times  L.  R.  92;  ib.  161;  American 
Paper  Co.  v.  National  Folding  Box  Co.,  Grocer  Publishing  Association  v.  Grocer 
43  W.  R.  156.  See  also /rtrr<?«  v.  British  Publishing  Co.,  51  How.  Pr.  402  ;  Witt- 
North  Borneo  Cigar  Co.,  37  Sol.  J.  116,  haus  v.  Braun,  44  Md.  303  ;  Lcclanche 
where  the  infring'ement  was  innocent.  Battery  Co.  v.  Western  Electric  Co.,  21 
It  has  been  held  in  America  that  a  Fed.  Rep.  538  ;  Goodyear  Miihber  Co.  v. 
defendant,  who  demurs  on  the  ground  Day,  2  2  Fed.  Rep.  44;  American  Cereal 
that  the  two  marks  are  so  different  as  to  Co.  v.  Eli  Pettijohn  Cereal  Co.,  72  Fed. Rep. 
negative  the  probability  of  deception,  903  ;  76  Fed.  Rep.  372  ;  French  v.  Alter 
will  be  held  to  admit  for  the  purposes  %  Julian  Co.,  74  Fed.  Rep.  788;  Somervell 
of  the  demurrer  any  charges  of  fraud  in  Bros.  v.  Cuthbcrt  S:  Co.,  12  Cape  Good 
the  plaintiff's  pleadings,  and  that  an  Hope,  255  ;  and  other  cases.  If  an  in- 
injunction  will  therefore  be  granted  terlocutory  injunction  is  asked  for  on 
against  him:  Enoch  3[organ^s  Sons'  Co.t.  the  ground  that  the  defendant  claims  a 
Hunkele,  16  U.  S.  Pat.  Gaz.  1092.  And  right  to  use  the  plaintiff's  trade  mark, 
if  a  defendant's  defence  and  counter-  but  there  is  evidence  that  he  is  not  in 
claim  contain  any  allegations  of  fact  fact  tising  the  mark  or  threatening  an 
which  the  plaintiff  does  not  desire  to  immediate  exercise  of  his  alleged  right 
admit,  he  must  deal  specially  with  them  :  of  user,  the  motion  will  be  ordered  to 
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been  guilty  of  delay  (a)  ;  and  if  it  is  granted  the  plaintiff  will  be 
required  to  give  an  undertaking  as  to  damages  {b). 

Wliere,  on  the  plaintiff  moving  for  an  injunction  to  restrain  an  TVliere  appli- 
alleged  infringement  of  a  trade  mark  registered  in  1886,  it  appeared  reo'istration 
that  the  defendant  had  used  the  mark  since  1884,  and  was  himself  pending, 
then  applying  for  registration  thereof,  the  motion  was  ordered  to 
stand  over  generally  in  order  that  the  question  of  the  defendant's 
right  to  registration  might  be  first  decided  (c). 

Where  an  injunction  was  granted  on  motion,  but  the  defendant  Liberty  given 
alleged  that  he  had  not  had  sufficient  time  to  answer  the  affidavits  dissolve, 
on  the  other  side,  Lord  Langdale,  M.  H.,  directed  that  the  order 
should  be  prefaced  by  a  statement  to  that  effect,  and  giving  the 
defendant  leave  to  move  to  dissolve  the  injunction  (rf). 

In  l^kas  V.  Williams  [e)  the  defendant  having  consented,  on  the  Submission 

1         •  o  i-  p        •    •         J.'  i.  1       -x    J.  XI   not  relieved 

hearmg  or  a  motion  for  injunction,  to  submit  to  a  perpetual  against, 
injunction  to  restrain  him  from  infringing  a  trade  mark  for 
buttons,  a  subsequent  application  by  him,  before  the  order  was 
drawn  up,  to  be  relieved  from  his  consent,  on  the  ground  that  his 
Grerman  manufacturers  had  sold  buttons  bearing  the  mark  in 
England  before  the  plaintiff  had  done  so,  was  refused,  on  the 
ground  that  there  had  not  been  such  a  mistake  as  to  entitle  the 
defendant  to  be  relieved. 

Where  an  action  was  brought  to  restrain  the  use  of  the  word  Stay  of  pro- 
"  Diamond "  and  a  diamond-shaped  device,  and  the  defendant  submission, 
consented,  on  motion,  to  a  perpetual  injunction  as  to  the  word,  and 
subsequently,  after  the  plaintiff  had  delivered  his  statement  of 
claim,  to  a  perpetual  injunction  as  to  the  device,  and  the  plaintiff 
waived  damages  or  an  account,  it  was  ordered,  on  the  defendant's 
motion,  that,  the  defendant  submitting  and  paying  costs,  further 
proceedings  should  be  stayed,  except  for  the  purpose  of  enforcing 
the  order  (/). 

stand  to  the  hearing,  as  in  Linoleum  summons  was  framed  on  the  footing  that 

Manufacturing  Co.  v.  Nairn,  Dig.    53G,  there  was  no  case  for  an  interim  inter- 

or  refused,  with  costs,    as  in  iJavis  v.  diet,   and  that  the  plaintiff   must   first 

Ti/lor,  Jessel,  M.  R.,   July  27th,   1877  establish  hisrightbyrecoveringdamages. 

("Femdale  "  coal).  [b)  In  Actien   GesellscJiaft   Apolluinris 

{a)  I.saacson  v.  Thompson,  41  L.  J.  Ch.  Britnncn  v.  Somhorn,  14  Bl.  C.  C.  380, 

101 ;  Chinn  v.  Thomas,  5  V.  L.  R.  Eq.  an  American  case,  a  bond  was  given  to 

188.     In   the   Scotch  case   of  Green  v.  secure  the  possible  damages. 

Shepherd,  Ct.  of  Sess.  Cas.  3rd  Ser.  IV.  {c)  Edwards  v.  Elkan,  o  P.  R.  70. 

1028,  the  plaintiff  having  by  his  sum-  (rf)  Ilollotvayv.  HoUoivaij,\iBea.v.2Q'd. 

mens  asked  for  damages  and  an  inter-  [c)  54  L.  J.  Ch.  336. 

diet,  the  Court  refused  a  motion  for  an  (/)   Curtis  S;  Harvey  v.  Tape,  5  P.  R. 

interim  interdict,  on  the  ground  that  the  146.     But  stopping  the  infringement  at 

S.  N 


THE  CIVIL  REMEDY. 


Form  of 
iiijuuction. 


Appeal. 


The  injunction  may  be  granted  in  such  a  form  as  to  restrain  the 
imitation  of  the  general  style  of  the  plaintiff's  mark,  while  not 
interfering  with  the  use  of  particular  features  (a),  or,  if  granted  so 
as  to  restrain  the  use  of  particular  features,  it  may  be  limited  so  as 
not  to  interfere  with  the  use  of  them  absolutely  and  in  all  events  {!>)  ; 
or,  again,  it  may  be  granted  in  such  terms  as  to  restrain  any 
imitation  of  a  composite  mark  as  a  whole,  or  of  any  of  the  elements 
of  which  it  is  composed  (c) .  And  it  seems  that  in  cases  where  the 
plaintiff's  trade  is  confined  to  particular  parts  of  the  Empire,  the 
injunction  may  be  limited  correspondingly  {d). 

In  the  case  of  an  appeal  delay  is  no  less  fatal  than  in  the  pro- 
ceedings in  the  Court  below  (e)  ;  but  no  appeal  ought  to  be  brought 
from  a  refusal  to  grant  an  interlocutory  injunction  if  the  defendant, 
while  refusing  to  submit  to  an  injunction  or  to  give  an  under- 
taking, removes  the  cause  of  complaint  (,/').  Where  an  injunction 
had  been  granted  to  restrain  the  sale  by  the  defendant  of  "  The 
Original  Lazenby's  Harvey's  Sauce,"  an  appeal  against  the  decision 
was  ordered  to  be  advanced,  on  the  ground  of  the  irreparable 
damage  the  continuance  of  the  injunction  would  occasion  (g).  It 
seems  that  when  the  Court  of  Appeal  has  overruled  a  demurrer  or 
objection  on  a  point  of  law,  it  will  not  stay  the  fui'ther  hearing  of 


the  commencement  of  the  action  has 
been  held  in  America  no  ground  for 
■withholding'  an  injunction  where  the 
defendant  put  the  plaintiff  to  proof : 
Hutchinson  v.  JSIumberff,  5lFed.  Rep.  829. 

(a)  Compaqnie  Laferme  v.  HendricJcx, 
Dig.  512  ;  Wolfe  v.  Hart,  4  V.  L.  R. 
Eq.  125;  Wolfe  v.  Alsop  (2),  12  V.  L.  R. 
(E.)  421. 

{b)  Ford  V.  Foster,  L.  R.  7  Ch.  611  ; 
Brahum  v.  Beachim  (1),  7  Ch.  D.  848  ; 
Sicffert  v.  Findlater,  7  Ch.  D.  801  ; 
Massam  v.  Thorlet/s  Cattle  Food  Co.,  14 
Ch.  D.  748  ;  Dence  v.  Mason  (1),  Dig. 
534 ;  Orr-Eiving  v.  Johnston,  7  App. 
Cas.  219  ;  Montgomery  v.  Thompson, 
(1891)  A.  C.  217;  Thompson  v.  Bent's 
Breutry  Co.,  8  P.  R.  479;  Grczier  \. 
Autran,  13  P.  R.  1  ;  In  re  Thompson,  13 
P.  R.  35  ;  Brinsmead  v.  Brinsmcad,  12 
Times  L.  R.  631 ;  13  ih.  3  ;  Mcif/noUa 
Metal  Co.  v.  Atlas  Metal  Co.,  14  P.  R. 
194  ;  Reddaivay  v.  Banham,  (1896)  A.  C. 
199,  221,  where  Lord  Macnaghten 
thought  that  in  all  cases  "where  the 
defendant  was  to  be  restrained  from 
using  unfairly  words  or  marks  which  he 
was  at  liberty  to  use  provided  he  used 
them  fairly,  the  form  of  injunction  in 
Orr-Eiving  v.  Johnston  (7  App.  Cas.  219) 


ought  to  be  adopted ;  Beiclay  ^-  Co.  v. 
Huohes,  15  P.  R.  290  ;  Wheeler  v.  John- 
ston, 3  L.  R.  Jr.  284  ;  Whitstahle  {Free 
Fishers  ^-  Dredgers  of)  v.  Elliott,  W.  N. 
1888,  p.  27  ;  Bill  v.  Lockwood,  32  Fed. 
Rep.  389.  As  to  the  difference  in  the 
form  of  the  injunction  to  restrain  the  de- 
fendant from  using  the  plaintiff's  name 
where  it  is  also  the  defendant's  name  and 
where  it  is  not.  see  Finet  v.  Maison  Finet 
(1),  14  P.  R.  933;  and  Pinct  v.  Maison 
Finet  (2),  (1898)  1  Ch.  179  ;   15  P.  R.  65 

(c)  See  India  Ftibbcr  Comb  Co.  v.  Rtihbei 
Comb  and  Jewelry  Co.,  45  N.  Y.  Super, 
Ct.  258. 

[d)  Barber  v.  Monico,    10  P.   R.   93 
Carver  v.  Bowker,  Dig.  581  ;  Rodger s  &; 
Sons,  Ld.  V.  Fotigen,  5  Times  L.  R.  678 
Orr-Ewing  ^-   Co.  v.  Johnston  S,-  Co.,   13 
Ch.  D.  434,  464 ;  7  App.  Cas.  219,  227 
and  see  Ice  v.  Haley,  L.  R.  5  Ch.  155 
and    Coicie   \.   Herbert,    14   P.    R.    436 
Cf.  In  re  Faine  (2),   (1893)  2  Ch.  567 
and  In  re  Soeicte  Anonyme  des  Verrtries 
de  VEtoile  (2),  (1894)  1  Ch.  61. 

(^')  See  jjcr  Knight-Bruce,  L.  J.,  in 
Bargess  v.  Burgess,  3  De  G-.  M.  &  G. 
896. 

(/)  Dale  V.  Smith,  W.  N.  1882,  p.  145. 

(g)  lazenby  v.  White,  L.  R.  6  Ch.  89. 
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the  case  witli  the  evidence  until  after  an  appeal  to  the  House  of 
Lords  from  this  decision  on  the  point  of  law  is  decided  (a).  And 
where  the  Com't  of  Appeal  ordered  a  new  trial  in  an  action  to 
restrain  the  defendants  from  passing  off  their  goods  as  the  plain- 
tiffs', the  Court  declined  to  stay  the  new  trial  pending  an  appeal  to 
the  House  of  Lords  (h). 

Where  a  defendant  in  a  trade-mark  action  continues  to  use  the  Committal 
prohibited  trade  mark,  or  a  mark  insufficiently  altered  from  it  (c),  "'  '^"^  ^^"'l^'' 
after  an  injunction  has  been  issued  against  him,  he  renders  himself 
liable  to  committal  {d).  In  order  to  support  the  motion  to  commit, 
"  it  should  appear  clearly  that  the  ordinary  mass  of  customers, 
paying  that  attention  which  persons  usually  do  in  buying  the 
article  in  question,  would  be  easily  deceived  "  (e).  It  was  said  by 
Lord  Langdale,  M.  R.,  in  Croft  v.  Den/  (/'),  that "  if  the  defendants 
were  willing  to  make  a  proper  distinction,  and  the  plaintiffs  refused 
to  attend  to  their  proposal,  the  Court  would  itself  determine 
whether  the  proposed  distinction  was  sufficient."  If  the  defendant 
sets  up  acquiescence  on  the  part  of  the  plaintiff,  he  must  make  out 
a  case  amounting  almost  to  such  a  licence  as  to  entitle  him  to  pro- 
ceed against  other  infringers — such    acquiescence,    in  fact,  as  to 

(«)  See  I»  re  Palmer  (2),  22  Ch.  D.  88.  declaration  that   the  U.    S.    Statute  of 

lu    that    case    the   question   was   with  1870    was   invalid   did    not    affect    the 

reference  to  an  application  to  strike  a  validity  of   an   injunction    granted   in- 

niark  off  the  register.  dependently  of   the   Act,   and   that   an 

[b)  EdgcY.  Joltmon,  9  P.  R.  134.  attachment  must  issue  against  a  defen- 

{c)  Devlin  v.  iJevl'm,  69   N.   Y.  212  ;  daut  who   had   committed   breaches   of 

Daniel  v.  Whitehouxe  (2),   16  P.   R.   71,  the  injunction. 

where  North,  J.,  thought  that,  though  ^^  ^^^.^^  ^_  j       27  N.  Y.  Super.  Ct. 

the  Court   had   power   to    commit   any  ^^^    p^    ^        319,  324  ;  and  see  k'"  Lord 

person  who  assisted  another  in  commit-  l^^^^i     j^I.  R.  ,  in  Croft  v.  Dcnj,m  Leg. 

tmg  a  breach  of  an  injunction    a  mere  obs.  378.     In  Brahamv.  DeaJnm  (1),  7 

servant  acting  under  his  master  s  orders  ^^^    j^    g^g    ^^  injunction  was  granted 

ought  not  to  be  joined  as  a  respondent  ^^  ^.^^^^^.^^.^  \^^  defendants  from  calling 

to  a  motion  to  commit  themselves  "  The  Radstock  Colliery  Pro- 

{d)  Lodgers  v.  liotcM   .  De  G.  M.   &  .j^.^^.g  „  ^^  saying  that  they  were  the 

&.    614;    Gilhsy.  Hall,   R.   Cox     o96.  J,,^  ,ig^,,,   ^f   collieries    at    Radstock; 

On    August    8  h,    187/,   V.-C     Malms  ^J  .^  ^,^^  afterwards  held  {Br.ham  v. 

made  an  order  to  commit  the  defendant  ^^^^^^^.^^^  ^.^    j).      ggg^   ^^^^  \^^^  ^^f^^. 

mDcneey.  jUa^on  (Dig.  ..34)    who  had,  ^^^^^^  ^^^^  committed  no  breach  of  the 

notwithstanding    the    injunction,    con-  injunction  by  styling  themselves  "The 

tinned   to    sell   goods   and   issue   labels  j^^^.tock  Coal  and  Waggon  Co.,  ColUery 

using  the  name  "Brand     thus-'' Jrank  p        i^.^^      Radstock?  Somerset."     li 

Mason  k  Co.  s  ('Brand  s  )  Essence  oi  jjj^^  ^_  ^;^^,^^    ^y    ^    1^^^         3^    i^. 

Beef  "  and  so  on      He  was  discharged  ^^^   j^^j^   ^j^^^  ^j^^  defendant   had  not 

on  December  18th    on  undertaking  not  ^^nimitted   a   breach    of    an   injunction 

to  use   the   name  "  Brand       until   the  restraining  him  from  representing  that 

hearing  of   the   action  :   Dig.   6/0.     In  ^^^  ^„^^  ^j-  ^^,    .^^.^^  inventor  of  essence 

Deilui    V.    Devlui,    69    N.    Y.    212,    the  ^^    ^^^^   ,       ^^.^.         ^j,.^,.    j,^   ^..^^   ^j,^ 

Supremo     Court     of    New     York    im-  .^^,j    .^^^^  manufacturer  of  that  article, 
posed    a    fine.     In    L.  <S.    v.  Jtocne,   1  " 

M'Crary,    385,   it  was    held    that    the  (/)  28  Leg.  Obs.  378. 

n2 
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create  a  new  riglit  in  him  ;  and  in  default  of  such  a  licence,  the 
order  for  committal  will  he  made,  unless  the  defendant  satisfies  the 
Court  of  his  intention  to  use  a  trade  mark  which  will  not  interfere 
with  the  plaintiff's  rights  {a) .     Where  the  contempt  committed  has 
not  been  gross,  it  is  usual  not  to  make  an  actual  order  for  com- 
mittal, but  only  to  order  the  person  in  contempt  to  pay  the  costs  of 
the  motion  for  committal :  c.(j.,  where  an  auctioneer,  in  contempt  of 
an  injunction,  offered  for  sale  "  Yanity  Fair  "  cigarettes,  supposing 
the  notice  of  motion  served  on  him  not  to  be  properly  authenticated, 
but  did  not  actually  effect  any  sale,  Y.-C.  Malins  made  no  order  for 
committal,  on  his  apologising,  submitting  to  the  injunction,  and  pay- 
ing all  the  costs  (b).    But  a  defendant  can  only  be  ordered  to  pay 
the  costs  of  a  motion  for  committal,  if  his  conduct  has  been  such  that 
a  committal  might  have  been  ordered  (r).    Where  an  injunction  had 
been  granted  to  restrain  the  infringement  of  a  mark  on  cotton,  in 
which  a  conspicuous  feature  consisted  of  a  cross,  from  which  the 
cotton  had  become  known  as  "  Cross  Cotton,"  and  the  defendant 
adopted  an  altered  label,  containing  the  words  "  Cross  Cotton,"  and 
otherwise  calculated  to  deceive.  Wood,  Y.-C,  refused  to  order  a 
committal,  on   the   ground  that   the  defendant  had  ingeniously 
avoided  committing  a  breach  of  the  injunction,  and  that  the  plain- 
tiff had  delayed  to  enforce  his  right  for  fifteen  months  ;  but  he 
enlarged  the  terms  of  the  injunction  so  as  to  effectually  put  a  stop 
to  the  new  fraud,  and  ordered  the  defendant  to  pay  all  the  costs  {d). 
Sometimes  an  application  is  made  to  commit  the  editor  or  publisher 
of  a  newspaper  on  the  ground  that  he  has  published  something 
prejudicial  to  the  fair  trial  of  a  pending  action  for  infringement ; 
but  such  a  motion  in  Singer  Manufacturimj  Co.  v.  Loog  [e),  based  on 
a  newspaper  paragraph  stating  that  further  proceedings  would  be 
taken  on  the  conclusion  of  the  action,  was  refused,  on  the  ground 
that  the  paragraph  would  have  no  influence  on  the  trial  of  the 
action.     Again   in  Coats   v.    Cliadwich  (/),  it   was  laid  down  by 
Chitt}",  J.,  that  the  plaintiff,  in  an  impending  action  for  infringe- 
ment of  trade  mark,  is  at  liberty  to  warn  the  trade  by  circular 
against  infringement ;  but  if  the  warning  contains  matter  which 
will  prejudice  the  defence  of  the  action,  that  is  a  contempt ;  and 
an  injunction  was  granted,  the  defendants  not  asking  for  a  committal. 

{a)  Rodger$  v.  NoiviU,  3  De  Q.  M.  &  G.  (c)  Bence  v.  Brand,  W.  N.  1881,  p.  31. 

614;  {(t)  Cartier  v.  May,  Dig-.  200. 

(o)  2Iarcovitch  v.  Bramble,   Wilkins  ^  '  \  t\-      e.'i- 

Co.,  Dig.  595;  audi  see  Banid  y .  White-  '-''>  "^^-  ^'^°- 

house  (2),  16  P.  R.  71.  (/)  (1894)  1  Ch.  347. 
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An  action  to  restrain  the  infringement  of  a  trade  mark  is  an  Revivor, 
action  to  protect  property,  and  if  the  plaintiff  dies,  his  representa- 
tives are  entitled  to  continue  it  {a) .  On  the  other  hand,  when  an 
injunction  had  been  granted,  without  opposition  by  the  defendant, 
the  Superior  Court  of  New  York  refused  a  motion  by  the  defen- 
dant's administratrix  to  have  the  action  continued  against  her,  on 
the  ground  that  it  was  not  shown  that  the  defendant  had  acquired 
any  rights  in  the  litigation,  or  that  his  estate  would  be  prejudiced 
by  the  action  not  being  continued  (h). 

It  has  sometimes  happened  that  more  marks  than  one  have  been  Where  two 
used  by  a  person  on  his  goods,  the  infringement  of  either  of  which  ^^^"^^  '^®^^- 
would  be  visited  by  the  Court  with  the  penalties  at  its  command. 
Thus,  where  A.'s  soft  soap  was  denoted,  not  only  by  a  specific 
device,  but  also  by  the  name  "  Excelsior,"  it  was  held  that  the 
infringement  of  the  latter  alone  was  punishable  by  the  Court,  the 
Yice-Chancellor  remarking  that  he  could  not  hold  it  to  be  any 
justification  for  a  defendant  to  say  that  the  plaintiff  had  two  ways 
of  identifying  the  goods,  and  he  (the  defendant)  had  only  stolen 
one  (c).  And  so  in  Wlicder  v.  Johnson  (d),  the  Y.-C.  of  Ireland 
said  that  "  a  man  may  have  two,  or  three,  or  more  trade  marks, 
which  he  may  put  on  his  goods  as  he  likes."  But  where  it  was 
shown  that  the  goods  to  which  a  certain  mark  was  afiixed  were 
known  by  a  distinct  name,  and  not  by  the  mark,  and  the  mark 
was  not  commonly  used  by  the  plaintiff  before  bill  filed,  the  injunc- 
tion was  refused  (e) . 

Moreover,  the  habitual  use  of  his  own  name  in  combination  with  Name  used 
his  verbal  trade  mark  by  the  manufacturer  of  the  "  Eureka  "  shirts  ^^^^  ^^  ^ 
was  held  not  to  disentitle  him  to  relief  against  defendants  who  had 
madeuse  of  theword  "Eureka"  thoughin  combination  with  the  name 
of  their  own  firm  (/').  But  where  the  name  is  the  only  distinctive 
part  of  the  mark,  and  that  is  not  taken,  no  injunction  will  be 
granted  in  respect  of  the  use  by  the  defendant  of  a  non-distinctive 
part  of  the  mark.     There  has,  in  fact,  been  no  infringement  (g). 

(«)  Oa/ce>/  #  Sons  v.  BaUoii,  35  Ch.  D.  (/)  Furdv.  Foster,  L.  R.  7  Ch.  GU. 

700.  So  in  Rrinharcli  v.  Spaldinr/,  49  L.  J.  Ch. 

{b)  Repuhlic  of  Tcru  \.  Reeves,  40  N.  Y.  Cil  ;  and  Hobi/  v.  Grosvtnor  Library  Co., 

Super.  Ct.  316.  28  W.  R.  386. 

(e)  Braham   v.  Bustard,   1    IT.    &    M.  (i/)  E.g.,  it  was  held  in  Scotland  that 

447.  the  fact  that  one  fiim  called  their  goods 

{d)  3  L.  R.  Ir.  284.  "  Wotherspoon's    Victoria    Lozeng-es," 

[e)    Wilson  v.  Marjhld,  L.  J.  N.  of  C.  could  not  prevent  another  firm  from  sty- 

1875,  p.  51.     This  was  before  the  Trade  ling  theirs  "Gray's  Victoria  Lozenges  "  : 

Marks    Registration    Act,     1875,    was  H'othersponn  v.  Gray,  Ct.  Sess.  Caa.  3rd 

passed.  Scr.  II.  38.      So  in  the  United  States 
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Where,  however,  a  manufacturing  company  affixed  their  special 
device  to  their  machines,  and  also  their  name,  the  Master  of  the 
Rolls  and  Court  of  Appeal  declined  to  restrain  another  company 
who  manufactured  similar  goods  bearing  their  own  mark  and 
name,  but  did  not  affix  to  them  the  plaintiffs'  name,  from  using 
the  plaintiffs'  name  as  descriptive  of  the  principle  on  which  the 
machines  were  constructed  {(i) ;  and  this  part  of  the  decision  was 
not  disapproved  by  the  House  of  Lords  when  they  remitted  to  the 
Court  below  the  question  whether  the  name  was  in  fact  descriptive 
of  the  principle  of  the  machines,  which  was  afterwards  decided 
against  the  plaintiffs  in  Siufjer  ManufdcfHring  Co.  v.  Loog  (b). 

Courts  of  Equity  have  sometimes  had  to  decide  somewhat  nice 
questions  as  to  who  should  be  recognised  as  having  a  right  to 
protection  in  equity  in  respect  of  a  trade  mark,  such  questions 
being  usually  raised  by  the  right  of  the  plaintiff  in  an  action  to 
restrain  infringement  being  contested. 

In  Motley  v.  Downman  [c),  Lord  Cottenham,  C,  was  of  opinion 
that  a  trade  mark  habitually  applied  to  the  iron  manufactured  at 
certain  works  could  not  be  sold  with  the  business  by  the  tenants  of 
the  works,  so  as  to  give  the  purchasers  an  exclusive  right  as  against 
the  landlord  of  the  works,  or  as  against  tenants  of  the  works 
who  had  leased  them  after  the  purchasers  of  the  business  and  trade 
mark  had  removed  from  those  works  and  gone  elsewhere. 

In  another  case  (d)  A.,  having  for  some  time  leased  certain  brick 
works,  and  also  certain  mines,  from  which  fire-clay  was  taken  for 
manufacture  at  the  works,  removed  his  business  elsewhere,  where- 
uj)on  B.  commenced  business  at  the  brick  works  in  question,  but 
did  not  lease  the  same  mines.  A.  having  filed  a  bill  against  B.,  as 
fraudidently  representing  (in  effect)  that  the  latter  had  succeeded 
to  his  business,  Vice- Chancellor  Wood,  in  the  course  of  his  judg- 
ment in  favour  of  the  plaintiff,  took  occasion  to  intimate  that  it  would 
have  been  almost  a  matter  of  course  to  have  granted  an  injunction 


Patent  office,  it  was  held  that  the  use  of 
the  words  "Pfeiifer's  Eg?  Macaroni," 
before  the  United  States  "Act  of  1870, 
did  not  entitle  the  applicants  to  sever 
the  mark  and  register  the  descriptive 
words  ' '  Egg  Macaroni ' '  alone,  without 
the  name,  as  having  been  a  lawful  trade 
mark  at  that  time  :  In  re  Dole  BrotJicvs, 
12  U.  S.  Pat.  Gaz.  939  ;  and  seeFtriev. 
Goodall,  (1892)  1  Ch.  35. 

(a)  Singer  Manufacturing  Co.  V.  Wilson, 


2  Ch.  D.  434.     Cf.  Singer  Manufacturing 
Co.  V.  Spence,  10  P.  E.  297. 
ip)  8  App.  Cas.  15. 

(c)  3  My.  &  Cr.  1.  See  Dickson  v. 
McJIastcr  ^-  Co.,  18  Ir.  Jur.  202  ;  Atlantic 
Milling  Co.  v.  Robinson,  20  Fed.  Kep. 
217. 

[d)  Harper  v.  Pearson,  3  L.  T.  N.  S. 
547.  And  see  Carmichcl  v.  Latimer,  11 
R.  I.  395,  and  Armstrong  v.  Kleinhaus, 
1  Ky.  L.  Rep.  112 ;  82  Ky.  303. 
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to  tlie  owner  of  the  mines  of  fire-clay  used  by  A.  but  not  by  B.,  if 
he  had  made  application  for  it.  This  was,  indeed,  rather  a  case  of 
fraudulent  misrepresentation  than  of  trade  mark. 

If  A.  is  the  owner  of  a  natural  spring,  and  B.  is  the  concession-  Owner  and 

Igsscg  of  3j 

naire  for  a  term  of  years,  it  seems  that  the  name  of  the  spring  is  spring, 
the  property  of  A.,  even  though  it  was  given  to  the  spring  by  B., 
and  that  B.  is  not  entitled  to  sell  water  from  another  spring  under 
tlie  same  name  (a),  nor,  if  his  concession  is  limited  to  sales  in 
specified  countries,  to  interfere  with  the  sale  in  those  countries, 
under  the  name  of  the  spring,  of  genuine  water  from  the  spring, 
though  not  imported  by  him  (b). 

Where  manufacturers  of  cotton  cloths,  which  were  afterwards  Manufacturer 
printed  elsewhere,  sought  to  restrain  other  manufacturers  who  cotton  ™oods. 
made  and  printed  similar  cloths,  and  marked  them  similarly  to  the 
goods  made  by  the  plaintiffs,  it  was  held  that  the  marks  on  the 
plaintiffs'  goods  were  indicative  of  the  printer  and  not  of  the 
manufacturer  (c).  And  in  Wcumutta  Mills  v.  Allen  (d)  it  was  held 
that  muslin  manufacturers  were  entitled  to  restrain  the  use  of  a 
colourable  imitation  of  their  mark  on  shirts  made  from  inferior 
muslin,  which  might,  from  the  mark,  have  been  identified  with 
their  manufacture. 

Where  a  London  tradesman,  who  dealt  in  goods  supplied  to  him  Principal 
by  a  foreign  manufacturer,  had  invented  a  trade  mark  for  those  ° 

goods  which  stated  the  name  of  the  foreign  manufacturer,  but 
made  no  reference  to  the  London  vendor,  it  was  held  by  the 
Master  of  the  Bolls  that  the  latter  could  not  restrain  the  use  of 
the  mark  by  a  subsequent  consignee  of  the  same  goods,  though  if 

(a)  Hill  V.   Lockwood,   32  Eed.   Eep.  trade    mark   on    his    bottles,   it    being 

389.  proved  that  the  distiller  used  the  same 

{h)  ApolUnaris   Co.,  Ld.  v.  ScJicrcr,  23  mark  on  bottles  prepared  by  himself  for 

Bl.  C.  0.  459  ;  and  see  In  re  Apollinaris  the  retail  trade,  and  the  converse  case  of 

Co.,  Ld.,  (1891)  2  Ch.  181.  Zevi/  v.  JFaitt,  .56   Fed.  Rep.   1016;   61 

(f)  Amoskeag     Mamifnctnr'mg     Co.    v.  Fed.  Rep.   1008,  where  a  retail   dealer 

Garner,  55  Barb.  151  ;  R.  Cox.  541  ;  and  having  ordered  cigars  under  a  particular 

see  In   re   Sykes,  43   L.  T.  N.  S.  026.  name  which  he  originated,  and  having 

But  see  Amoskeag  Manufacturing  Co.  v.  refused  to  take  them,  the  manufacturer 

Garner  (2),  54  How.  Pr.  ^98.     And  com-  was  held  not  entitled  to  sell  them  under 

pare  Good  fellow  v.  Prince,  35  Ch.  D.  9,  that  name ;  and  an  injunction  has  been 

as  to  the  difference  between  manufacturer  obtained   by   one   retail   dealer   against 

and  importer.    See  also  Krauss  v.  Fechleii'  another  in  respect  of  the  get-up  of  an 

<Sy««'  Co.,  58  Fed.  Rep.  585,  whore  the  article  purchased  in  bulk  by  both  parties 

sale  of  whiskey  in  bulk  by  a  distiller  from  the  same  manufacturer  :  Knott  v, 

imder  a   trade   mark  was    held   not  to  Marshall,  W.  N.  1894,  p.  214. 

justify  the  purchaser  in  placing  the  same  {d)  12  Phila.  535. 
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the  trade  mark  had  referred  to  the  goods  having  been  of  his 
selection,  the  case  might  have  been  different  (a). 
Mimufactnror  In  1)1  ir  Aj)o//i)iaris  Co.  {/))  it  was  held  by  the  Court  of  Appeal 
an  imi^oi  er.  ^-^^^^  ^^  importer  of  foreign  goods  cannot  register  or  claim  as  his 
own  the  trade  mark  of  the  foreign  producer,  whether  the  goods 
are  produced  by  a  course  of  manufacture  or  by  a  process  of  nature ; 
nor  whether  the  imj)orter  has  or  has  not  an  exclusive  contract  for 
this  country  ;  nor  whether  the  producer  does  or  does  not  consent ; 
and  further,  that  whether  an  importer  can  or  cannot  register  as  his 
own  the  producer's  trade  marks  after  the  importer  has  acquired 
the  control  of  the  producer's  entire  output  (which  was  not  dis- 
tinctly decided),  the  registration  by  the  importer  in  his  own  name, 
while  only  having  a  lesser  right,  of  trade  marks  belonging  to  the 
producer,  cannot  be  rendered  valid  by  the  subsequent  acquisition 
by  the  importer  of  the  right  to  the  whole  output.  And  as  an 
importer  cannot  register  the  foreign  producer's  trade  mark,  so 
neither  can  he,  without  registration,  sue  for  an  infringement  (r). 
It  follows  that  where  an  importer  registers  as  his  own  the  mark 
of  a  foreign  producer  without  his  authority,  the  mark  will  bo 
ordered  to  be  struck  off  the  register  [d]  ;  but  it  has  been  held  in 
America  that  an  exclusive  consignee  from  a  foreign  manufacturer 
may  affix  a  trade  mark  of  his  own  to  the  foreign  goods,  and  after 
ceasing  to  import  such  goods  may  use  his  ^rade  mark  for  other 
similar  goods  without  infringing  the  rights  of  the  foreign  man- 
facturer,  provided  that  he  uses  distinctive  labels  {e). 
Manufacturer  In  another  case  (/),  a  combination  mark,  which  was  used  on 
cotton  goods  manufactured  by  Ward,  and  consigned  through 
Robinson,  the  exporting  agent,  to  Galbraith,  the  merchant,  at 
Rangoon,  consisted  of  five  separate  stamps  or  labels,  of  which  three 
had  been  used  separately  by  Robinson,  one  (in  a  slightly  different 
form)  by  Robinson  and  Glalbraith,  and  the  remaining  one  was 

(«)  Eirsch   V.  Jonas,   3    Ch.   D.   584.  (^)  Soeiete  des  Huiles  (VOlive  v.  RorJce, 

See  Bence  v.  Mason  (1),  Dig.  534  ;  Swift  5  App.  D.  N.  Y.  175  ;  Sflxlehner\.  Graef, 

V.    Peters,    11   U.   S.   Pat.    Gaz.    1110;  81  Fed.  Rep.  704. 
McLean    v.    Fleming,    96    U.    S.    245  ; 

Thomson   ff   Co.  v.  Robertson,   Ct.    Sess.  (/)  Robinson  v.  Finlai/,  9  Ch.  D.  487. 

Cas.  4th  Ser.  XV.  880.  ^^  this   case,   Bacon,  V.-C,  had  held 

(b)  (1891)  2  Ch.  186    226    230.  that  the  mark  belonged  to  the  exporter, 

(c)  Richards  v.  Butcher  \\),  7  P.  R.  ^"^^  i*  seeras.  that  this  may  be  so  in  a 
288.  proper  case.  In  Godillot  v.  Hazard,  81 
"  [d)  In  re  European  Blair  Camera  Co.,  N.  Y.  263,  the  importer  was  recognised 
13  P.  R.  600.  ^s  the  proprietor  of  the  mark. 
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used  for  the  first  time  by  the  three  on  the  goods  which  passed 
through  the  course  of  dealing-  above  stated  ;  and  it  was  held  on 
appeal  that  neither  Ward  nor  Robinson  had  such  an  exclusive 
right  to  the  combination  as  to  be  entitled  to  restrain  the  other 
from  using  it.  And  there  are  other  cases  in  which  both  parties 
have  been  held  to  be  entitled  by  long  user  to  use  the  same 
mark  (a) ;  but  for  this  to  be  so  the  user  must  have  been  sub- 
stantial (b) . 

A  question  of  a  somewhat  similar  character  arose  in  In  re  Exporter  and 
Jones  {c) .  In  that  case  cotton  goods  were  habitually  exj)orted  by 
Jones  of  Manchester  to  Manilla,  for  sale  there  on  commission, 
through  Andrews  &  Co.,  of  Manchester  and  Manilla,  one  of  the 
partners  in  which  tirm,  named  Eotsehke,  was  resident  at  Manilla  ; 
and  two  trade  marks  were  designed  and  used  for  the  goods  which 
passed  through  this  course  of  trade.  Each  of  the  marks  contained 
a  representation  of  Andrews  &  Co.'s  house  of  business  in  Manilla, 
and,  besides  this,  one  of  the  marks  had  the  name  "  Andrews  & 
Co.,"  and  the  other  had  that  name  and  also  the  name  "Robert 
Jones  of  Manchester  "  and  Rotschke's  crest,  with  a  statement  that 
it  was  Rotschke's  trade  mark.  It  was  held  by  Chitty,  J.,  and  the 
Court  of  Appeal  that  there  was  no  contract  that,  after  the  joint 
adventure  came  to  an  end,  either  party  was  to  be  entitled,  as 
against  the  other,  to  use  or  register  the  trade  marks,  and  that  if 
there  had  been  such  a  contract  it  could  not  have  been  enforced, 
since,  having  regard  to  the  composition  of  the  marks,  the  result 
would  be  to  deceive  the  public. 

The  construction  of  an  agreement  between  two  parties  with  Manufacturer 
respect  to  a  mark  on  brandy  had  to  be  determined  by  the  Com-t  in 
In  re  Riviere  (d),  in  which  it  was  held  by  Rearson,  J.,  and  the 
Court  of  Appeal  that  the  true  purport  of  the  arrangement  was 
that  the  mark  in  question,  which  had  been  used  and  registered  by 
Riviere  &  Co.,  the  French  manufacturers,  in  France,  before  it  was 
adopted  by  McDowell  &  Co.,  wine  and  spirit  merchants,  in 
Madras,  was  to  be  used  exclusively  by  McDowell  &  Co.  so  long 

(a)  Bay  v.  Neale,  Bacon,  V.-C,  May  {c)  53  L.  T.  N.  S.  1. 

24th,  1881;  Benbow  v.  Low  {\),UIj.T.  {d)  .53  L.  T.   N.  S.   237.     See  In  re 

N.    S.    875;    and  other  cases  cited  at  Roger  {2),  12  P.  R.  149;   Freeman  Bros. 

p.  108,  note  {d).  v.  Sharpe  Bros.  ^V  Co.,  Ld.,  16  P.  R.  205  ; 

(i)  In  re  Modson  S;  Co.,  26  Sol.  J.  43.  Lavergne  v.  Hooper,  Tnd.  L.  R.  8  Mad. 

And  see  Levy  v.    Waitt,  61   Fed.  Rep.  149;   Snrieti  dex  UuHes  d'Olirc  v.  Borke, 

1008.  5  App.  D.  N.  Y.  175. 


186 


THE  CIVIL  REMEDY. 


Shipper  and 
shipu-wncr. 


Master  and 
servant. 


Secret  recipe. 


only  as  they  took  their  brandy  from  Riviere  &  Co.,  and  was  only 
to  be  used  by  them  on  such  brandj^ ;  and  that  on  McDowell  &  Co. 
ceasing  to  take  their  brandy  from  Riviere  &  Co.  the  original  right 
of  the  latter  to  the  mark  was  to  revive. 

In  Wbi^or  v.  Ch/de  {a),  it  was  held  that  a  firm  who  had  carried 
on  business  as  shipjoers  of  merchandise  by  ships  wliich  they  did  not 
own,  but  of  which  they  had  the  entire  management  while  loading 
and  unloading,  &c.,  and  who  had  denominated  each  line  of  vessels 
used  by  them  and  plying  in  a  jjarticular  direction  by  the  name  of 
"  The  Keystone  Line  for ,"  had  acquired  a  right  of  pro- 
perty in  the  name,  and  were  entitled  to  restrain  the  use  of  the 
name  by  another  firm  who  owned  the  ships  employed  by  the 
former  firm  for  a  certain  period  on  one  of  their  lines,  after  the 
termination  of  the  connection,  the  latter  firm  having  had  at  best  a 
revocable  licence  to  use  the  name. 

A  different  point  occurred  in  another  case  (h),  in  which,  after 
the  plaintiff  company  had  for  some  two  years  been  selling  cigars 
of  their  own  manufacture  marked  with  the  name  "  Grand  Master," 
and  paying  all  the  expenses  of  the  manufacture  and  marking,  a 
member  of  the  company,  who  was  also  their  superintendent, 
registered  the  mark  as  his  own,  and  sought  to  justify  himself  by 
alleging  that  he  had  invented  the  name,  selected  the  tobacco  for 
the  brand  of  cigars,  devised  the  shape  for  them,  made  the  first 
ones  himself,  and  personally  affixed  the  fu-st  labels  to  the  boxes ; 
but  it  was  held  that  in  all  these  matters  he  had  been  simply 
acting  as  the  servant  of  the  company,  and  that  the  mark  belonged 
to  them. 

Again,  in  Coif  on  v.  GUIard  (c),  it  was  decided  by  the  Master  of 
the  Itolls  that  a  man  had  no  right  to  use  a  trade  mark  applied  to 
a  sauce  with  the  composition  of  which  he  was  unacquainted,  even 
though  he  had,  as  he  believed,  bought  that  right  from  the  person 
entitled  to  the  same  ;  it  followed  that  he  could  not  prevent  its  use 
by  the  person  acquainted  with  the  secret,  of  which  he  had  in  fact 
been  the  inventor.  But  it  has  been  held  in  America  [d)  that  a 
person  who  has  been  accustomed  to  manufacture  for  another,  in 


(a)  9  Phila.  513. 

(b)  Yale    Cigar   Mnnufacturing    Co.   v. 
Tale,  30  U.  S.  Pat.  Gaz.  1183. 

(e)  44  L.  J.  Ch.  90.     Compare  Coffeen 
V.  Brunton,   5  McLean,  256  ;    R.   Cox, 


132  ;   Tcnjhr  v.  Bcmin,  i  Biss.  406. 

{d)  Witthaus  v.  Bratm,  44  Md.  303. 
See  Helmhold  v.  Helmbold  Manufacturing 
Co.,  53  How.  Pr.  453. 
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accordance  vdih  tlie  latter's  instructions,  may  receive  an  assignment 
of  the  trade  mark  wliich  has  been  habitually  used  on  the  goods  so 
manufactured.  And  it  seems  that  where  an  article  known  by  a 
particular  name  or  mark  has  been  manufactured  by  partners,  of 
v.'hom  one  has  been  acquainted  with  the  secret  of  the  process  and 
the  other  not,  the  former  cannot,  after  the  dissolution  of  the 
jiartnership,  restrain  the  other  from  using  the  name  or  mark,  for 
the  right  therein  of  the  one  partner  is  equal  to  that  of  the  other  {a) . 

With  respect  to  registered  trade  marks,  such  difficulties  can  Eegistered 
seldom  arise  in  the  future,  since  it  is  the  registered  proprietor  who 
has,  pi'imd  facie,  the  exclusive  right  to  the  mark,  and  after  five 
j^ears  has  that  right  conclusively  [b],  subject  only  to  the  possibility 
of  a  rectification  of  the  register  (c).  It  is,  therefore,  of  great 
importance  that  the  registration  should  be  effected  in  a  form  which 
will  recognise  all  existing  rights.  Thus,  in  Kr  parte  Hemming  8f 
Son  [d),  in  which  recent  occupiers  of  a  needle  mill  were  registering 
the  name  of  the  mill  as  their  trade  mark,  a  note  was  appended  to 
the  entry  on  the  register,  stating  that  the  registered  proprietors 
did  not  claim  the  exclusive  right  to  the  use  of  the  name  so  as  to 
prevent  the  owner  or  occupier  for  the  time  being  from  using  the 
name  for  any  legitimate  purpose. 

It  occasionally  happens  that  a  trade  mark  becomes  vested  in  More  than  one 
more  than  one  person.  The  question  then  arises  whether  either  of  P^-*P^^®  °^- 
these  is  entitled  to  succeed  in  a  suit  against  an  infringer,  to  which 
the  other  person  entitled  is  not  a  party.  In  a  case  of  this  descrip- 
tion, Shadwell,  Y.-C,  gave  it  as  his  opinion,  that  whether  the 
plaintiff  had  the  right  in  himself,  or  jointly  with  some  other 
persons,  he  still  had  sufficient  right  to  bring  forward  the  case  (e). 
In  Dent  v.  Tiopin  (./'),  Wood,  Y.-C,  decided  in  accordance  with 

(a)   Weston  V.  Ketcham  (1)  and  (2),  39  of  clay  which  ran  through  the  Glenboig 

N.  Y.  Super.  Ct.  54  ;  51  How.  Pr.  455.  estate,  and  which  they  alleged  that  they 

And  see  Manhattan  Medicine  Co.  v.  Wood,  were  working.     The  Court  of  Session, 

108  U.  S.  218.  however,  decided  against  this  contention, 

[h)  Patents  Act,  1883,  §  76.     In  the  and  granted  an  interdict  at  the  suit  of 

Scotch  case  of  Dunnachic  v.  Young  ^  Sons,  the  two  companies.    See  also  Montgomerie 

Ct.  Sess.  Cas.  4th  Ser.  X.  874,  the  name  v.  Donald  S;  Co.,  Ct.  Sess.  Cas.  4th  Ser. 

' '  Glenboig ' '  was  used  and  registered  by  XI.  506. 

two  companies  trading  as  briekmakers  (c)  Edwards  v.  Dennis,  30  Ch.  D.  454. 

on  the  Glenboig  estate  for  the  bricks  ^^^^  j^^^^j   ^  ^    ^    ^^  2_^j^   jg3j_ 

made  there,  and  a  third  nrm  carrying  \  /  >  »      r  > 

on  the  same  business  in  the  neighbour-  W  -H''"^   v.  Lart,    10  Jur.    106.      See 

hood  of  the  Glenboig  estate  began  to  Pratt's  Appeal,  117  Penn.  St.  401. 
use    the   name,    alleging    that    it  was  (/)  2  J.  &  H.  139.     Compare  In  re 

descriptive  of  all  bricks  made  of  the  seam  Ehrmann,  (1897)  2  Ch.  495. 
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this  view,  saying  tliat  the  plaintiff  had  a  clear  right  to  an  injunc- 
tion and  the  erasure  of  the  spurious  marks,  without  making  the 
other  person  interested  a  party,  while  as  to  the  account,  only  the 
plaintiff's  share  having  been  prayed  for,  that,  though  it  might  Lo 
difficult  to  ascertain,  was  yet  ascertainable.  In  any  case,  the 
wrong-doer  had  no  right  to  complain  of  any  technical  difficulty 
arising  from  his  own  wrongful  act,  though  the  result  was  to  involve 
him  in  two  suits  instead  of  one.  In  Southorn  v,  Fu'i/nohk  {a),  he 
decided  in  the  same  way,  saying  that  his  previous  decision  had  not 
been  interfered  with  [b).  So,  in  the  Scotch  case  of  Ummachie  v. 
Young  ^  Sons  (c),  the  name  "  Glenboig  "  was  used  and  registered 
as  the  trade  mark  of  one  company,  and  as  part  of  the  trade  mark 
of  another  company,  and  an  interdict  was  granted  in  an  action  in 
which  the  two  companies  were  co-plaintiffs,  to  restrain  the  use  of 
the  name  by  a  third  company. 

It  seems  that  where  the  use  of  a  trade  mark  is  improperly 
secured  for  himself  by  one  member  of  a  partnership,  he  being 
bound  to  obtain  it  for  the  partnership,  he  will  be  held  to  be  a 
trustee  of  it  for  the  benefit  of  the  partnership  (d). 

In  Dclondrc  v.  Sliaiv  (e)  it  was  held  that,  inasmuch  as  one  of  ihe 
plaintiffs  had  no  interest  in  the  account  (_/'),  he  was  improperly 
joined  as  a  co-plaintiff,  the  Coiu't  thus  treating  the  injunction  as 
ancillary  to  the  account.  In  Farina  v.  Silvcrloek  [g)  the  same 
question  was  raised,  but  without  success,  and  no  such  objection 
would  prevail  at  the  present  day  {/i). 

(a)  12  L.  T.  N.  S.  75. 

(A)  And  see  Leather  Cloth  Co.  v. 
American  Leather  Cloth  Co.,  1  H.  &  M. 
271  ;  and  Neivman  v.  Alvorcl,  49  Barb. 
588;  R.  Cox,  404;  51  N.  Y.  189.  And 
consider  i?oi!«sow  v.  Flnlety,  9  Ch.  D.  487. 

(c)  Ct.  Sess.  Cas.  4th  Ser.  X.  874. 

(d)  Weston  v.  Lxetcham  (1),  39  N.  Y. 
Super.  Ct.  54.  And  see  Lx  parte  Law- 
rence Bros.,  44  L.  T.  N.  S.  98  ;  In  re 
Hust  ^-  Co.,  ib.  98  ;  and  In  re  Farina  (4), 
ib.  99. 

(e)  2  Sim.  237.  And  see  Tat/e  v. 
Toivnsend,  6  Sim.  395. 

(/)  It  should  be  observed  that  the 
reason  given  by  Mr.  Bickernteth  (after- 
wards Lord  Langdale  and  M.  R.),  who 
argued  the  case,  for  the  joinder  of 
Pelletier  as  a  co-phiintiff,  was  that, 
though  having  no  interest  in  the  medi- 
cine, he  yet  was  entitled  to  prevent  his 
name  being  used.  It  is  further  to  be 
observed,  that  the  subsequent  decision 


of  Lord  Langdale,  in  ClarJc  v.  Freeman, 
11  Beav.  112,  does  not  conflict  with  tlie 
position  taken  up  by  him  in  Fdondre  v. 
Shaw,  since  Pelletier  not  only  manu- 
factured the  medicine,  but  supplied  it  to 
Delondre,  so  that  he  had  a  pecuniary 
interest  in  the  maintenance  of  his  repu- 
tation. Clark  V.  Freeman  (as  to  which 
see  p.  276,  infra)  was  decided  on  the 
point  that  the  plaintiff  did  not  manu- 
facture or  sell  pills. 

{(j)  1  K.  &  J.  509 ;  6  Do  G.  M.  &  G. 
214;  4  K.  &  J.  650. 

(A)  In  Millinfftan  v.  Fo.r,  3  My.  &  Cr. 
338,  the  account  was  waived.  And  see 
McAndrew  v.  liassett,  4  De  G.  J.  &  S. 
380  ;  Leather  Cloth  Co.  v.  American. 
Leather  Cloth  Co.,  ib.  137  ;  Barnett  v. 
Leuchars,  13  L.  T.  N.  S.  495  ;  Symonds 
V.  Greene,  28  Fed.  Rep.  834  ;  and  many 
other  cases.  In  fact,  this  is  a  common 
incident. 
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In  Batty  v.  Hill  (a),  an  attempt  was  made  by  a  prize  medallist  Prize 
at  the  exhibition  of  1862  to  restrain  the  use  bj  the  defendant, 
who  had  not  been  awarded  a  medal,  of  a  label  which  had  been 
prepared  before  the  award,  bearing  the  words  "  Prize  Medal, 
1862."  The  Vice-Chancellor  was,  however,  of  opinion  that  he 
could  not  interfere  merely  on  the  ground  of  a  misrepresentation, 
and  that  the  plaintiff  was  not  entitled  to  claim  the  label  as  a  trade 
mark  for  various  reasons,  among  which  was  the  fact  that  whatever 
rights  the  plaintiff  could  have  must  be  shared  with  all  those  who 
had  been  awarded  medals  (b) . 

The  person  sought  to  be  enjoined  in  a  trade  mark  case  is  com-  Infring-ement 
monlj  a  rival  manufacturer,  who  is  using  the  spui'ious  mark  to 
promote  the  sale  of  his  own  commodities.  The  fact  that  the  fraud 
has  been  committed  by  a  servant  of  the  trader  makes  no  difference, 
for  principals  "  are  bound  to  know  what  their  agents  do,  and  if 
they  do  not  know,  they  are  responsible  exactly  as  if  they  did 
know."  Hence,  where  a  defendant's  manager  had  affixed  to  his 
master's  goods,  without  the  knowledge  of  the  latter,  as  he  alleged, 
a  ticket  infringing  the  rights  of  the  plaintiff,  an  injunction  was 
granted  against  the  master,  with  costs  (c).  And,  similarly,  where 
a  clerk  had  sold  goods  in  a  spurious  wrapper,  with  a  verbal  repre- 
sentation that  the  goods  and  wrapper  were  genuine  {d).  But  if 
there  has  been  only  a  single  instance  of  passing  off  by  a  servant, 
who  has  since  left  his  master's  employment,  the  case  is  not  one 
in  which  an  injunction  ought  to  be  granted  against  the  master  [e). 
Nor  does  any  liability  of  the  employer  relieve  the  servant  or  agent 
from  his  personal  responsibility  (/'). 

And  English  agents  of  foreign  traders  will  be  restrained  from  Agents, 
selling  goods  received  from  their  principals  falsely  marked,  to  the 
injury  of  other  manufacturers  (r/) .      And    similarly   in  America 

(ff)   1  H.  &  M.  264.  480.     And  see  Tivcnfsche  Stoom  Bleckery 

(h)  See  Exhibition  Medals  Act,  1863  Goor  v.   Ellmger  ^-  Co.,  '26  W.  R.    70  ; 

(26   &  27  Vict.  c.   119);    also   Taylor  v.  Atkinson  y.  Atkinson,  %b\i.^.  {^owxwaX) 

Gillies,  59  N.  Y.  331  ;  and  Roper's  <S;c.  229. 

Co.  V.   Copemafi's,    ^c.   Association,    Ld.,  {d)  Low  v.  Hart,  90  N.  Y.  457.     And 

28  Sol.  J.  218.     But  representations  of  see  IJnoch  Jlorf/an'' s  Sons''  Co.  v.  ll'endover, 

prize  medals  have   been  registered    as  43  Fed.  Rep.  420. 

parts  of  old  combination  marks,  both  in  (?)  Leahy  v.  Glover,  10  P.  R.  141. 

Eugland  (see  Ln  re  Brook.  26  W.  R.  791,  (  /)  Sawyer -v.  Kelluyy,  7  Fed.  Rep.  721; 

and  In  re  Farina  (2),  27  W.  R.  450)  and  9  ib.  601  ;   E.stcs  v.  Yrorthinyton  (2),  30 

in  America  (see  Jn  re  Bush  %   Co.,   10  Fed.  Rep.  465. 

U.  S.  Pat.  Gaz.  164).  ('•/)  i'arina  v.  Caihcry,  L.  J.  N.  of  C. 

(c)   Tonyc  v.    Ward,   21   L.    T.  N.  S.  18G7,  p.  134;  Siegert  v.  Findlater,  7  Ch, 
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with  American  agents  of  foreign  manufacturers  (a),  and  in  the 
colonies  (b).  So,  too,  commission  merchants,  seUing  with  the  know- 
ledge that  the  goods  they  sell  are  so  marked  as  to  deceive  (r). 

The  remedj'  will,  however,  not  only  he  awarded  against  such 
persons  as  are  to  profit  directly  hy  the  perpetration  of  a  fraud, 
hut  also  against  all  who  connect  themselves  with  and  assist  in  the 
same.  Thus,  persons  who  engrave  or  print  a  trade  mark  for  one 
not  entitled  to  use  it  may  bo  restrained. 

In  G/ii)i)U'M  V.  Ulliner  (d),  where  the  defendants  had  supplied  to 
one  Taylor  hloeks  engraved  with  the  main  part  of  the  plaintiffs' 
trade  mark,  including  their  names,  from  which  blocks  Taylor  had 
printed  labels  similar  to  the  plaintiffs',  the  Yice-Chancellor  of 
England,  Sir  L.  Shadwell,  was  of  opinion  that,  as  the  matter 
complained  of  could  not  have  happened  without  the  prints  which 
had  been  made  from  the  blocks,  the  defendants  had  made  them- 
selves ancillary  to  the  piracy,  and  he  accordingly  granted  the  in- 
junction. It  had  been  contended  for  the  defendants  that  it  was 
with  a  part  only  of  the  i^laintiffs'  mark  that  they  had  been  con- 
cerned ;  but  the  Yice-Chancellor  thought  that  if  a  thing  contained 
twenty-five  parts,  and  only  one  was  taken,  such  an  imitation 
would  be  sufiicient  to  contribute  to  a  deception,  and  that  the  law 
would  hold  those  responsible  who  had  contributed  to  the  fraud. 
In  Farina  v.  S/iaw  (e),  and  Farina  v.  Si/verlock  (/),  injunctions  were 
granted  to  restrain  the  printing  of  labels  similar  to  those  used  by 
the  plaintiff.  In  the  latter  case,  on  appeal  (//),  Lord  Cran worth,  C, 
dissolved  the  injunction,  and  sent  the  right  to  be  tried  at  law  (A)  ; 
but  this  can  no  longer  be  done  (/"). 

A  different  combination  of  circumstances  arises  when  the  goods 
improperly  marked  are  in  the  charge  of  an  innocent  third  party, 
for  purposes  of  conveyance,  storage,  or  the  like.     In  such  a  case, 


D.  801.  And  see  Siegert  v.  EhJern,  Dig. 
432  ;  Dadirrian  v.  Gullian,  79  Eed.  ilep. 
784. 

(rt)  Roberts  v.  Sheldon,  8  Biss.  398  ; 
Carbolic  Soap  Co.  v.  Thomjjson,  25  Ted. 
Eep.  625. 

{b)  Stegert  v.  Lawrence,  11  V.  L.  E,. 
47. 

ic)  Coats  V.  Bolbrooli,  2  Sandf.  586  ; 
E.Cox,  20. 

{d)  10  L.  T.  O.  S.  127. 

\e)  Decided  by  V.-C.  Parker,  and  re- 
ferred to  in  Farina  v.  Silverlock,  1  K.  & 


J.  509,  512.     See  3  Eq.  Eep.  8S6,  S90. 

(/)  1  K.  &  J.  509. 

{g)  6  De  G.  M.  k  G.  214.  And  so  as 
to  box-makers  -who  supplied  cigar  boxes 
got  up  and  marked  in  imitation  of  the 
plaintiff's  boxes  to  other  cigar  manu- 
iacturers  :  Cuerro  v.  Jacob  llenl;cl  Co., 
50  Fed.  Rep.  471.  And  see  Hostetter 
Co.  V.  Briicqgcman  Reinert  jbisiillery  Co., 
46  Fed.  Rep.  188. 

ill)  Where  the  plaintiff  obtained  a 
verdict.     See  4  K.  &  J.  650. 

(0  25  &  26  Vict.  c.  27. 
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althougli  that  person  be  merely  a  carrier  receiving  goods,  which, 
though  fraudulently  marked,  are  not  for  his  own  use,  nor  to  be 
sold  by  him  for  his  own  benefit,  but  have  been  received  by  him 
merely  for  the  purposes  of  transmission  to  the  persons  to  whom 
they  are  consigned,  yet  an  injunction  will  issue  to  restrain  him 
from  parting  with  the  goods  spuriously  marked  {a).  "  It  is  the 
duty  of  the  person  in  charge  of  the  marked  goods  at  once  to  give 
all  the  information  required,  and  to  undertake  that  the  goods  shall 
not  be  removed  or  dealt  with,  unless  the  spurious  brand  has  been 
removed,  and  to  offer  to  give  all  facilities  to  the  person  injured  for 
tliat  purpose."  He  should  also,  on  discovering  the  fraud,  at  once 
inform  his  correspondent  abroad  (b).  If,  on  the  other  hand,  the 
carrier  declines  to  give  information  required  by  the  injured  party 
for  the  purpose  of  an  action  against  the  author  of  the  fraud,  even 
after  the  marked  goods  have  passed  out  of  his  control,  it  was 
formerly  held  that  the  person  injured  is  entitled  to  succeed  in  an 
action  brought  against  him  to  compel  discovery  (c).  Supposing 
the  carrier,  &c.,  to  give  the  required  information  and  under- 
taking, and  to  seek  to  facilitate  the  proceedings,  then,  "  if 
after  that  the  person  injured  files  a  bill,  though  he  will  be 
entitled  to  all  that  he  seeks  in  the  shape  of  relief,  as  he  might 
have  got  it  all  without  suit,  he  will  not  get  from  the  de- 
fendants the  costs  of  the  suit,  and  he  may  have  to  pay 
them  (r/).  On  the  fact  of  the  fraudulent  mark  being  dis- 
covered, it  is  no  redress  for  the  carrier,  &c.,  to  send  back  the 
goods,  or  to  offer  to  do  so,  for  that  would  only  put  it  in  the 
power  of  the  consignor  to  repeat  his  fraud ;  but  if  the  carrier,  &c., 
offers  as  an  alternative  to  erase  the  mark,  he  has  done  all  he  can 
be  reasonably  required  to  do  "  {c). 

Where  wines  bearing  a  spurious  trade  mark  were  in  the  custody  Innocent 
of  a  dock  company,  and  an  innocent  third  j)arty  had  advanced  °  ° 
money  on  the  security  of  the  wines,  it  was  ordered  by  Ilomilly,M.  R., 

(a)   TTpmann  v.  Elkan,  L.  R.  12  Eq.  {d)   TTpmann  v.  Elkan,  L.  R.  12  Eq. 

140;  L.  R.  7  Ch.  130.     And  see  liivero  140.     See  Moet  v.  rickeri»t/,   8  Oh.  D. 

V.  Norris,  Seton,  5th  ed.  536  ;  Bel  Valle  372  ;  Upmann  v.  Forester,  24  Ch.  D.  231  ; 

V.  Mayer,  ib.  ;  Moet  v.  Fickering,  8  Ch.  Upmann  v.  Currey,  29  Sol.  J.  735. 

D.  372.  ic)  Per  Lord  Hatherley,    C,   in    Up- 

n\    T>      T)      -n       TVT     T>  1    T      1       wffWM  V.  FJkan,  L.  R.  7  Ch.   130.     See, 

(h)  Fer  Romilly,    Jvl.    R.,    and    Eord         ,         r..        ,     ^     ^  1 1    -tr    t     t> 


-t-r^A     1  /-i      ■       7r  T^/f  also,   Stigert  v.  Lawrence,   11    V.  L.  R 

Ilatnerley,    C,    in    Upmann    v.    Flkan,  ^-    •     -tr  4.     •  i    />         ,    ^    ir 

T      -ly     1.1  TT-        i<A  IT      -n    -7  ni,     i'>ft  4<,  m   Victoria-    anH     lirurnit.    A-     i\r„,i   v 

L.  R.  12  Eq.  140  ;  and  L.  R.  7  Ch.  130.  jjly^^^  7  N.  S 

[c)   Orr  V.  Biaper,  4  Ch.  D.  92.  South  Wales. 
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that  the  wines  should  be  delivered  to  the  mortgagee,  on  the  spurious 
brands  being  removed  and  destroyed  (a). 

In  Moi'f  V.  Pickcriufi  [h)  wharfingers  were  in  possession  of  wines 
spuriously  branded,  but  they  had  no  knowledge  that  the  brand 
was  spurious,  and  they  offered  to  act  with  respect  to  the  wine  as 
the  Court  should  direct,  upon  having  their  charges  and  costs  paid 
or  provided  for.  The  Court  of  Appeal  held  that  they  were  entitled 
to  a  lien  on  the  wine  for  their  charges,  and  that,  even  if  the  plain- 
tiffs in  the  action  for  infringement  were  entitled  to  any  lien  on  the 
wine  for  their  costs,  which  was  doubted,  that  lien  must,  at  all 
events,  be  postponed  to  that  of  the  wharfingers ;  and  the  Court 
also  held  that  the  latter  had  not  done  anything  to  disentitle 
them  to  their  costs,  which  must  be  paid  in  both  Courts  by  the 
plaintiffs. 

In  Hunt  V.  llanierc  (c),  where  warehousemen,  at  the  request  of 
the  owners  of  a  certain  brand  on  wines,  refused  to  deliver  (d)  to  the 
indorsee  of  the  dock  warrants  wines  improperly  marked  with  that 
brand,  liomilly,  M.  R.,  restrained  the  indorsee  from  proceeding 
with  an  action  at  law  against  the  warehousemen  for  their  refusal. 
The  jurisdiction  of  the  old  Court  of  Chancery  to  restrain  actions 
at  law  is  now  gone,  but  the  warehousemen  would  have  a  good 
defence  in  the  Common  Law  Divisions  to  an  action  there  com- 
menced (c). 

In  exercising  its  jurisdiction  to  restrain  breach  and  enforce 
specific  performance  of  contract,  the  Court  has  sometimes  had  to 
deal  with  questions  of  trade  mark,  or  akin  thereto.  Thus,  where 
an  injunction  was  granted  to  restrain  the  use  of  a  man's  name  (_/') 
otherwise  than  in  accordance  with  a  contract  into  which  he  had 


(a)  Ponsardin  v.  Peto,  33  Beav.  642. 

[b)  6  Ch.  D.  770  ;  8  ib.  372. 

(c)  34  Beav.  157. 

[d)  On  the  same  day,  but  subsequently, 
an  injunction  was  granted  to  restrain 
them  from  doing  so. 

{e)  Judicature  Act,  1873,  §  24. 

(/)  Ainsworth  ^.BentUy,  14  W.  R. 
630;  Ward  v.  Bceton,  L.  R.  19  Eq.  207  : 
Prebasco  v.  Bomjon,  1  Mo.  App.  241  ; 
Gage  v.  Canada  Publishing  Co.,  11  Can. 
Sup.  Ct.  306  ;  Frazcr  v.  Frazer  Jjibricator 
Co.,  121  111.  147;  Brciver  v.  Lamar,  69 
Ga.  656,  where,  in  the  sale  of  the  good- 
•will  of  the  business  of  "  Brewer's  Lung 
Restorer,"  the  vendor  agreed  not  to  use 


his  name  on  any  preparation  for  the 
same  purpose,  and  he  was  restrained 
from  selling  a  preparation  as  "Brewer's 
Sarsaparilla  Syrup,"  and  it  was  held 
that  such  a  contract  did  not  involve  any 
restraint  of  trade.  And  see  Waukesha 
Hggcia  Mineral  Springs  Co.  v.  Hygcia 
Sparkling  Distilled  crater  Co.,  63  Eed. 
Rep.  438,  443  ;  Chattanooga  Jfedicine  Co. 
V.  Thedford,  66  Fed.  Rep.  544,  reversing 
58  Fed.  Rep.  347,  and  overruling  49 
Fed.  Rep.  949  ;  Cakes  v.  Tonsmierre,  49 
Fed.  Rep.  447,  where  a  bond  fide  pur- 
chaser without  notice  was  held  not  bound 
by  the  terms  of  the  contract  under  which 
the  use  of  the  plaintiff's  name  was  as- 
signed to  the  vendor. 
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entered,  or  of  an  initial  (r/),  or  of  the  name  of  a  business  {b),  or  of 
a  singer's  voice  (c),  or  of  a  publication  (d). 

"Where,  among  other  symbols,  the  arms,  crest,  and  motto  (the  Steinthai  v 
latter  being  the  word  "  Excelsior  ")  of  one  of  the  partners  were 
used  as  trade  marks  of  a  partnership,  and  on  dissolution  of  the 
partnership  it  was  agreed  that  the  other  partner  might  use  all  the 
trade  marks  of  the  firm  except  such  private  arms,  crest,  and 
motto,  it  was  held  that  no  breach  of  the  agreement  had  been  com- 
mitted by  the  continuing  partner  in  using  the  word  "  Excelsior," 
apart  from  the  arms  and  crest,  on  some  of  his  goods,  since  it  had 
been  so  used  alone  previously  as  a  trade  mark,  and  it  was  not  then 
used  as  a  motto,  but  as  a  trade  mark  {e). 

"Where,  on  a  dissolution  of  partnership,  it  was  agreed  that  Other  cases, 
neither  partner  should  continue  to  use  the  firm's  trade  mark, 
which  consisted  of  the  letters  "P.  &  0."  within  a  scroll  bearing 
an  inscrij)tion,  one  of  the  members  of  the  late  firm  was  restrained 
from  using  a  mark  very  similar  to  the  old  mark,  the  only  practical 
difference  being  that  the  letters  "  P.  S.  &  Co."  were  substituted 
for  "P.  &  0."  (/).  And  in  a  case  of  the  same  character,  where, 
on  a  dissolution  of  partnership,  one  of  the  partners  had  assigned  to 
the  other  his  interest  in  the  firm's  stock  of  labels,  which  contained 
his  name,  and  the  other  had  covenanted  not  to  print  any  more, 
except  in  a  form  expressive  of  the  change  in  the  firm,  the  latter 
was  not  allowed  to  register  the  old  labels  in  Victoria,  without 
alteration  {g) . 

Wliere  a  tobacco  manufacturer  agreed  to  pay  a  royalty  for  the  Name  of 
use  of  a  patent  for  improvements  in  the  manufacture,  and  he  pro-  ° 
posed  and  the  patentee  assented  to  his  using  as  the  name  for  the 
cigarettes  to  be  made  from  the  tobacco  the  words  "  Sweet  Caporal," 
"  Caporal "  alone  having  been  previously  used  by  the  manufacturer 
on  other  cigarettes,  it  was  held  that  after  the  manufacturer  had 
discontinued  the  use  of  the  patent  he  was  under  no  contract  not  to 
use  the  name  "  Sweet  Caporal "  on  other  cigarettes  {Ji). 

(a)  Tudor  v.  Tudor,  W.  N.  1873,  p.  72  ;       as  to  a  singer's  voice. 

Fullwood  V.  FuUwood,  9  Ch.  D.  176.  {d)   Clotces  v.  Eoggy^.  N.  1870,  p.  268. 

(b)  Hagg  v.  Barley,  47  L.  J.  Ch.  567  («)   Steinthai  v.  Samson,  Dig.  54G. 
("Old  Government  Sanitary  Company").  (/")   (hborne,   Garrett  ^-   Co.  v.  Farton, 
And  see  Mc(jfowan  Bros.'  Famp  ^  Machine  Son  ^-  Co.,  Bacon,  V.-C,  July  25th,  1884. 
Co.  V.  McGowan,  2  Cine.  313.  (//)   Ex  parte  Crist  ^-  Fowring,  11  V. 

(c)  Lumleii  v.  Waqner,  5  Do  G.  &  Sm.  L.  li.  630. 

485 ;  1  De  "G.  M.  &  G.  G04.     And  see  {h)  Hornbostel  v.   Kinney,    52   N.   Y. 

Ainsuorth  v.  Walmslcg,  L.  E..  1  Eq.  5 IS,       Super.  Ct.  41. 

s,  o 
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In  Barroics  v.  Pehnll  Coal  S^  Iron  Co.  (a),  the  plaintiffs  used  a 
trade  mark  consisting  of  the  letters  "  B.  B.  H."  in  Roman  type, 
with  a  crown,  and  the  defendants,  who  had  compromised  a  suit 
commenced  for  the  purpose  of  restraining  them  from  using  the 
letters  "  B.  B.  S."  also  in  Roman  type,  with  a  crown,  by  under- 
taking to  discontinue  the  use  of  the  mark,  were  restrained  by 
injunction  from  committing  a  breach  of  the  contract  by  applying 
to  register  the  letters  "  B.  B.  S."  in  italics,  with  a  crown. 

The  Court  will  not  specifically  enforce  an  agreement  the  object 
of  which  is  to  defraud  the  public  by  putting  goods  spuriously 
marked  on  the  market  (b),  nor  will  it  protect  a  person  who  has 
used  his  trade  mark  on  spurious  as  well  as  on  genuine  goods  (c) ,  or 
has  intended  to  commit  fraud  by  buying  the  right  to  stamp  on  his 
own  goods  the  name  of  another  person  who  has  acquired  a  reputa- 
tion in  the  trade  (f/).  And  where  an  action  for  damages  was 
brought  against  a  person  who  had  filled  with  inferior  seed  seed- 
bags  which  he  had  bought  from  the  plaintiffs,  marked  with  their 
labels,  it  was  held  on  demurrer  that  the  plaintiffs,  having  know- 
ingly been  parties  to  a  fraud  upon  the  public,  were  not  entitled  to 
recover  (e). 

"  Where  the  manufacture  of  a  person  or  firm,"  said  Cotton,  L.  J., 
in  Jolinson  v,  Raijlfon  {/),  "  has  acquired  with  the  public  a  name  or 
reputation,  as  Broadwood's  or  Erard's  pianos,  Purdey's  or  Lan- 
caster's guns,  a  purchaser  from  them  of  articles  of  which  they  are 
the  makers  is  entitled  to  refuse  any  not  made  by  the  firm  with 
whom  he  contracts.  In  such  a  case  the  purchaser  relies  on  reputa- 
tion or  public  opinion  that  the  maker  to  wliom  he  goes  supplies 
good  articles.  In  other  cases,  where  a  man  contracts  with  a 
particular  firm  of  makers  for  goods  such  as  they  make,  in  the 
absence  of  evidence  that  in  the  particular  trade,  or  as  regards 
particular  goods,  there  is  a  known  practice  that  a  maker  of  whom 
the  goods  are  ordered  is  at  liberty,  in  the  absence  of  such  a  stipula- 
tion, to  supply  goods  of  the  kind,  though  made  by  other  firms,  I 
should  come  to  the  conclusion  that  the  purchaser  is  induced  to  go 
to  the  particular  firm  of  manufacturers  by  his  reliance,  in  part  at 


{a)  Dig.  530. 

[b)  Oldham  v.  James,  H  Jr.  Ch.  393; 
14  ib.  81. 

(c)  Manhattan   Medicine   Co.   v.  Wood, 
108  U.  S.  218. 


{d)  Samuel  v.  Berger,  24  Barb.  163  ; 
R.  Cox,  178.  See  Rodgers  v.  Philp,  1  U. 
S.  Pat.  Gaz.  29  ;  In  re  ToUe,  2  ib.  415. 

{c)  Bloss  V.  Bloomer,  23  Barb.  604  ; 
R.  Cox.  200. 

(/)  7  Q.  B.  D.438. 
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least,  on  the  opinion  which  he  forms,  either  on  his  own  experience 
or  from  information  of  others,  as  to  the  average  or  general  excel- 
lence of  the  goods  which  are  manufactured  by  them.  He  is  trusting 
to  his  own  experience,  or  to  that  of  his  friends,  as  a  purchaser  who 
goes  to  a  firm  which  has  acquired  a  public  reputation  trusts  to  the 
opinion  of  the  public."  So  that  where  a  manufacturer  has  con- 
tracted to  sell  goods  of  his  own  manufacture  and  bearing  his  trade 
mark,  the  purchaser  is  justified  in  refusing  to  accept  other  goods, 
though  of  the  same  quality.  But  it  seems  that  if  what  is  wanted 
is  the  particular  manufacturer's  trade  mark  on  the  goods  as  a 
guarantee  of  quality,  the  proprietor  of  the  mark  is  justified  in 
placing  that  mark  on  goods  not  of  his  own  make,  since  by  so  doing 
he  makes  himself  responsible  for  the  quality  of  them,  just  as  if  he 
had  made  them  himself  (a). 

Where  a  contract  has  been  entered  into  for  the  purchase  of  goods  Contract  for 
of  a  particular  stamp,  the  question  arises  whether  the  stamp  was  ^oods'^wlttf 
specified  as  indicative  of  a  particular  quality,  or  as  possessing  some  ^  specified 
value  in  itself,  so  that  the  goods  would  be  of  less  value  if  stamped 
differently.  Thus,  in  Hopki)is  v.  Hitchcock  (b),  where  iron  stamped 
with  "  S.  &  H."  and  a  crown  had  been  contracted  for,  and  iron 
stamped  with  "H.  &  Co."  and  a  crown  was  supplied,  the  firm 
having  become  differently  constituted,  and  having  consequently 
marked  their  iron  of  the  quality  originally  denoted  by  the  former 
brand  with  the  latter  stamp  in  substitution  for  the  former,  it  was 
decided  that  the  contract  turned  upon  the  quality  of  the  iron,  and 
not  upon  the  brand  (e) ;  if,  however,  the  brand  had  possessed  a  sjiecial 
value,  and  the  object  of  the  purchase  had  been  to  resell  the  iron  at 
a  price  which  would  have  had  to  be  lowered  in  the  absence  of  the 
special  mark,  or  even  if  it  had  been  clear  that  the  defendant  had 
contracted  for  the  brand  for  its  own  sake,  and  not  as  indicative  of 
quality,  it  seems  that  the  decision  would  have  been  the  other  way. 
Such  questions  must,  however,  depend  in  each  case  upon  the  terms 
in  which  the  intention  of  the  contracting  parties  is  expressed ;  and 
it  seems  that  a  contract  to  supply  goods  bearing  a  particular  trade 

{a)  See  per  Brett,  L.  J.,  in  S.  C.    But  Marshall,  Dig.   648,   the  question  was 

compare  Merchandise  Marks  Act,  1887,  discussed  whether  a  contract  to  supply 

§  3  (2).  "Marshall's  Canada  Plates"  was  per- 

/i\  M  n   T>    isj    c;    r^  formed  by  the  delivery  of  plates  such  as 

[0)  14  (^.  ii.  JN.  b.  00.  ^,^j.g  yguj^uy  supi,hed  by  Marshall,  but 

(c)  Compare  Nichol  v.  Godts,   10  Ex.       which  were  not  "  Canada  Plates  "  in  the 
191.     Similarly,   in   Gillespie   ^   Co.   v.       strict  commercial  sense. 

o2 
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mark  may  be  implied  from  that  trade  mark  being  printed  at  the 
head  of  the  order  form  (a) . 

In  the  case  of  paintings,  described  in  a  catalogue  as  being  the 
work  of  Claude  Lorraine  and  Teniers,  it  was  held  by  Lord 
Kenyon,  0.  J.,  that  the  description  was  merely  an  expression  of 
the  vendor's  opinion,  and  not  a  warranty  of  the  authenticity  of  the 
paintings  {b)  ;  in  a  similar  case,  however,  where  the  painter  was 
said  to  be  Canaletto,  it  was  held  by  the  Court  of  King's  Bench  to 
be  for  the  jury  to  say  whether  or  not  the  description  amounted  to 
a  warranty  (r).  The  paintings  being  so  much  more  modern,  it 
was  more  reasonable  in  this  case  to  suppose  that  the  vendor 
intended  to  make  an  assertion  as  to  the  fact  of  their  authenticity, 
as  within  his  own  knowledge. 

By  the  Merchandise  Marks  Act,  1887,  any  person  selling  or 
contracting  to  sell  any  goods  bearing  a  trade  mark,  or  trade 
description,  is  to  be  deemed  to  warrant  the  genuineness  of  the 
trade  mark,  or  the  correctness  of  the  trade  description,  unless  he 
expresses  the  contrary  in  signed  writing,  delivered  to  and  accepted 
by  the  vendee  {d). 

By  §  19  the  punishment  of  an  offender  under  that  Act  does  not 
take  away  the  civil  remedy  to  which  any  person  aggrieved  by  his 
conduct  is  entitled. 

That  under  some  circumstances  an  infringement  of  another 
person's  trade  mark  may  expose  the  infringer  to  liabilities  even 
beyond  those  involved  in  an  action  brought  to  restrain  the  wrong, 
appears  from  the  Victorian  case  of  In  re  Brehncr  (e),  in  which  an 
insolvent,  who  had  wasted  his  means  in  litigation  occasioned  by  his 
having  infringed  a  trade  mark,  had  his  certificate  suspended  for  a 
year. 


(«)  Johnson  v.  Raylton,  7  Q.  B.  D.  438. 
[b)  Jeudwine  v.  Slade,  2  Esp.  N.  P.  C. 
672. 


(c)  Power  V.  Barham,  4  Ad.  &  E.  473. 

(d)  50  &  61  Vict.  0.  28,  §  17. 

(e)  2  W.  &  W.  (I.  E.  &  M.)  12. 
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THE  CIVIL  REMEDY.       II. 

DEFENCES — DISCOVERY   AND    INSPECTION — ACCOUNT — 
DAMAGES — COSTS. 

Defences. 

The  possible  defences  to  an  action  to  restrain  an  infringement  Defences, 
of  trade  mark  are  numerous,  some  being  of  a  somewhat  special 
character.     The  following  are  some  of  the  more  important : — 

1.  Non-I)}fringcmcnt. 

The  first  and  usual  defence  is  that  the  conduct  on  the  part  of  i.  Non-in- 
the  defendant,  of  which  the  plaintiff  complains,  has  not  been,  in   ^^°o'^"^°"  • 
fact,  such  as  to  have  for  its  object  or  its  result  the  appropriation 
by  the  defendant  of  what  was  the  plaintiff's  due,  the  fruits  of  his 
enterprise  and  reputation  :   shortly,  that  the  defendant  has  not 
infringed  [a) . 

2.  iVo  Begktmfion  or  Certificate  of  Non-Registration. 
The  trade  mark,  so  called,  may  present  some  one  or  more  of  the  2.  No  regis- 
essential  particulars  required  by  the  Acts,  and  may  not  be  objec-  c'^rtifica^e 
tionable  in  itself;  but  yet  the  fact  of  non-registration  under  the 
Acts  will,  if  it  is  a  mark  capable  of  registration,  whether  it  was  or 
was  not  used  before  the  13th  August,  1875,  effectually  debar  the 
person  who  has  used  it  from  obtaining  the  injunction,  which  would 
otherwise  be  awarded  as  a  matter  of  course  {b).     And  this  is  so, 

{a)  U.ff.,  Crawshai/  V.  Tlwmpson,  iMan.  v.  Freeinan,  (1S91)  3  Ch.  39.     Registra- 

&  G.  357  ;  Edclslen  v.  Edvhten,  1  De  G.  tionisa  "condition  precedent  to  suing." 

J.  <fc  S.  185  ;  Blackwell  v.  Crabb,  36  L.  J.  Fer  Chitty,  J.,  in  Jlouson  c^-  (.'o.  v.  Boehni, 

Ch.  504  ;    Wothcrspoonv.  Currie,  L.  R.  5  26  Ch.  D.  398;  and  in  Bar/otv  ^-  Jones, 

H.  L.  508  ;  Blackwell  v.  Wright,  73  N.  Ld.  v.  Johmou  i$-  Co.,  7  P.  R.  395,  405. 

Car.  310.  It  doen  not  appear  that  in  America  it  is 

(/>)  See  Patents  Act  of  1883,  §  77  ;  also  equally  csscntiHl  to  have  obtained  rcgis- 

Goiidfvllow  V.  Frincc,  35  Ch.  D.  9  ;  llart  tration.     See  liodgera  v.  Fhilp,  1  U.  tS. 

V.  Colley,  44  Ch.  D.  193  ;  and  Ilargrcave  Pat.  Gaz.  29. 
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even  tliough  tlie  trade-mark  owner  has  taken  all  steps  In  his  power 
to  protect  his  rights,  and  the  Patent  Office  is  responsible  for  the 
delay  (r/).  If,  being  incapable  of  registration,  it  is  an  old  mark,  a 
certificate  of  refusal  to  register  will  preserve  the  existing  right  to 
protection  (Z)) .  If,  being  incapable  of  registration,  it  is  a  new 
mark,  the  Acts  of  1883 — 1888  do  not  appear  to  deprive  the  mark 
of  protection  for  want  of  registration  (c)  ;  but  the  definition  is  now 
wider  than  it  was  in  the  Act  of  1875,  and  there  can  be  but  few,  if 
any,  marks  which  would  be  capable  of  protection  at  Common  Law, 
and  yet  be  incapable  of  registration.  However,  it  does  not  at  all 
appear  that,  Vv^hen  a  case  of  actual  intentional  fraud  can  be  proved, 
there  is  anything  in  the  Acts  to  prevent  proof  of  imitation  of 
marks,  though  unregistered,  &c.,  being  given  as  corroborative 
evidence  of  the  fraud  (d).  In  such  a  case,  the  state  of  things 
would  be  similar  to  that  in  which  it  is  a  mode  of  packing  that  has 
been  imitated  (r).  The  injunction  which  would  not  be  granted  to 
restrain  the  infringement  of  the  unregistered  and  uncertified  trade 
mark  would,  as  it  seems,  be  granted  to  restrain  the  intentional 
fraud,  in  which  the  imitation  of  marks  was  a  mere  incident. 

3.   T//r  Phdiififf  not  fhe  Rc(jistercd  Proprietor. 

3.  Plaintifi  The  provisiou  contained  in  §  77  of  the  Act  of  1883  disabling 

reg-istered         trade-mark   owners   from    obtaining   protection   for   their  marks, 

proprietor.       unless  they  have  been  registered  in  pursuance  of  the  Acts  (./), 

does  not  appear  to  prevent  such  owners  from  suing,  so  long  as 

the  mark  is  registered,  whether  it  stands  in  their  name  or  not; 

and  this  has  in  effect  been  so  held  in  a  case  where  a  trade  niark 

{a)  Eazzopulo  v.  Eaufmann,  23  Sol.  J.  Id.  v.  Johnson  df-  Co.,  7  P.  R.  395,  411 ; 

819.  also  Hart  v.  CoUcy,  44  Ch.  D.  193  ;  and 

[b)  Patents  Act,  1883,  ^  77.  See  per.  tlie  Canadian  case  of  Smith  v.  Fair,  14 
Lord  Blackburn  in  Orr-Euing  v.  Regis-  Ont.  Rep.  729. 

trar  of  Trade  Marks,  4  App.  Cas.  498.  («)    WooUam  v.  EatcUff,    1    H.    &   M. 

1-aOrr-Etving  ^- Co.  V.Johnston  ^- Co.,  U  259;    Edehten   v.    Vxch,    11    Hare,    78; 

Ch.  D.  434,  a  certificate  of  registration  -f''"^*'^  v.  Bacho}  (2),   14  Bl.  C.  C.  432  ; 

or  of  refusal  to  res?ister  does  not  appear  Orr  v.  Biaper,  4  Ch.  D.  92  ;  Lever  v. 

to  have  been  called  for.  Goodwin,  36  Ch.  D.  1. 

/  \  T>  i     J.     A    i.    10C0    I  "T  (/)  See  Richards  V.  Hiifeher  (I),  7  T.R. 

[c)  Patents  Act,  1883,  «  u.  ooo    •        v.-  i,  -a           -u  n  4.\    i 

''  '  >  !  y  288,  in  which  it  was  held  that  an  im- 

[d)  Jessel,  M.  R. ,  has  intimated  from  porter  of  foreign  goods  could  not  sue  in 
the  bench  that  this  view  is  correct.  And  respect  of  an  infringement  of  trade 
see  per  Pearson,  J.,  in  In  re  Riviere  f  marks  which  belonged  to  and  were  re- 
Co.,  W.  N.  1884,  p.  75  ;  and  jw«- Kay,  J.,  gistered  in  the  name  of  the  foreign 
in  In  re  Sanitas  Co.,  Ld.,  4  P.  R.  533  ;  producer,  even  though  he  had  an  ex- 
and  per  Cotton,  L.  J.,  in  Harlow  ^  Jones,  elusive  contract  in  the  United  Kingdom. 
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had  been  registered  in  the  name  of  a  firm,  and  a  new  firm  took 
over  the  business  and  goodwill,  and  commenced  an  action  for  in- 
fringement before  the  trade  mark  had  been  transferred  into  their 
names  (a).  It  is,  however,  provided  bj  §  76  that  "  the  registration 
of  a  person  as  proprietor  of  a  trade  mark  shall  be  prima  facie 
evidence  of  his  right  to  the  exclusive  use  of  the  trade  mark,  and 
shall,  after  the  expiration  of  five  years  from  the  date  of  the  regis- 
tration, be  conclusive  evidence  of  his  right  to  the  exclusive  use  of 
the  trade  mark,  subject  to  the  provisions  of  this  Act."  So  that,  at 
all  events  after  a  trade  mark  has  been  registered  for  five  years,  and 
the  registration  has  become  conclusive  evidence  of  the  exclusive 
title  of  the  registered  proprietor,  it  would  seem  very  difficult  for  a 
person  who,  though  really  entitled  to  the  mark,  was  not  the  regis- 
tered proprietor,  to  sue  in  respect  of  an  infringement,  without  his 
first  getting  his  name  placed  on  the  register  as  the  proprietor,  for 
which  purpose  it  may  be  necessary  first  to  rectify  the  register  by 
the  removal  of  the  name  already  there. 

The  intention  of  the  Act  appears  to  be,  that  when  a  trade  mark 
has  been  duly  registered,  the  objection  which  formerly  prevailed, 
by  which  a  trade  mark  was  excluded  from  protection  when  there 
were  no  vendible  goods  in  the  market  stamped  therewith  (h),  is  no 
longer  to  be  available  to  a  defendant,  for  application  for  registra- 
tion is  to  be  deemed  to  be  equivalent  to  public  use  of  the  mark  (c). 
But  it  would  be  dangerous  to  rely  on  this  in  view  of  such  decisions 
as  Edwards  v.  Dennis  {d). 

4.  Plainiiff^s  Trade  Mark  had  in  itself. 
This  defence  must  for  the  future  be  founded  mainly  on  the  4.  Plaintiff's 
definition  of  a  trade  mark  in  the  Act  under  which  the  mark  was  ]t,ad. 
registered.      Thus,  marks  registered  or  tendered  for  registration 
between  August  13th,  1875,  and  December  31st,  1883,  must  comply 
with  the  definition  in  §  10  of  the  Trade  Marks  Registration  Act, 
1875  ;    marks   registered    or   tendered    for    registration    between 
January  1st,  1884,  and  December  31st,  1888,  must  comply  with 

(a)  Ihlee  v,  Eenshaw,  31  Ch.  D.  323.  for  §  75  of  Act  of  1883.     This  is  so  also 

And  see  Reveliere  v.  Gateley,  89  L.  T.  in  the  United  States :  In  re  The  Dutcher 

(Journal)  314.  Temple   Co.,   U.  S.  Pat.  Comra.  Decis. 

(h)  Mc Andrew  v.  Bassett,  4  De  G.  J.  1871,  p.  248. 

&  S.  380  ;  Maxtvell  v.  Hogg,  L.  R.  2  Ch.  [d)  30  Ch.  D.  454  ;  Ilargreave  v.  Free- 

307.  man,  (1891)  3  Ch.   39.     And  sec  In  re 

[c)   \   17  of  Act  of  1888,  substituted  Batt,  (1898)  2  Ch.  432. 
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the  definition  in  §  C4  of  tlie  Patents  Act,  1883 ;  marks  registered 
or  tendered  for  registration  on  or  after  January  1st,  1889,  must 
comply  with  the  last-mentioned  definition  as  modified  by  §  10  of 
the  Patents  Act,  1888.  If  the  mark  sued  on  is  a  new  mark  and 
incapable  of  registration,  so  that  §  77  of  the  Act  of  1883  leaves  its 
owner  free  to  sue  for  an  infringement  without  registration,  the 
validity  of  the  mark  will  be  determined  by  the  general  law  as  to 
distinctiveness,  (^c.  (a).  But  such  cases  cannot  be  numerous,  and 
in  the  great  majority  of  cases  the  point  will  be  whether  a  mark 
which  has  been  registered  was  rightly  registered  (h).  Then  the 
question  arises  whether  the  contention,  that  the  mark  does  not 
comply  with  the  conditions  imposed  upon  marks  tendered  for  re- 
gistration, can  be  set  up  by  way  of  defence,  or  whether  a  motion 
to  rectify  the  register  is  necessary.  That  such  a  contention  may 
be  set  up  by  way  of  defence  when  the  mark  has  been  registered 
for  less  than  five  years  seems  clear,  since  by  §  76  registration  is 
only  prima  facie  evidence  during  the  first  five  years,  and  to  dis- 
allow the  setting  up  of  such  a  contention  by  way  of  defence  within 
the  five  years  would  be  to  make  the  registration  conclusive  evidence 
from  the  outset.  This  was,  in  efPect,  so  held  by  the  Court  of 
Appeal  in  Finto  v.  Badman  (c) . 

When  the  case  relates  to  a  trade  mark  which  has  been  registered 
for  upwards  of  five  years,  the  question  seems  much  more  difficult. 
The  Court  of  Appeal  seems  to  have  suggested  in  one  case  [d)  that 
registration  is  conclusive  after  five  years,  in  the  absence  of  a 
motion  to  rectify,  and  there  is  no  doubt  that  the  more  prudent 
course  is  to  apply  for  rectification.  If  this  is  granted,  the  plain- 
tiff's action  will  fail,  as  his  previous  wrongful  registration  will 
afford  no  foundation  for  it  [e] .  But  it  appears  to  be  very  doubtful 
whether,  on  the  wording  of  the  Acts  of  Parliament,  a  motion  to 
rectify  is  required,  where  the  defence  is  that  the  mark  claimed  is 
not  within  the  definition  section  in  the  Act  under  which  it  was 
registered.  Both  in  §  3  of  the  Act  of  1875  and  in  §  76  of  the  Act 
of  1883,  the  exclusive  right  for  which  provision  is  made  relates  to 
the  use  of  a  "  trade  mark,"  and  it  can  hardly  be  that  that  which 

{a)  See  Chap.  II.,  supra.  {c)  8  P.  R.  181,  189,  193. 

[b)  If   the  registered  mark,    being   a  [d]  ApoUinaris    Co.    Ld.   v.   Herrfeldt, 

new  mark,  is  held  to  be  incapable  of  4  P.  R.  478. 

registration  and  to  have  been  wrongly  (e)   Leonard  ^  Ellis  v.  Welh  f^  Co.,  26 

registered,  the  question   of  validity   at  Ch.    D.    288,    and    many    subsequent 

Common  Law  may  arise.  cases. 


THE  CIVIL  EEMEDY.       II.  201 

the  Act,  by  excluding  it  from  the  definition  of  "  a  trade  mark," 
declares  not  to  be  a  trade  mark  for  the  purposes  of  the  Act,  can 
yet  participate  in  the  privileges  which  are  conferred  on  trade  marks 
which  the  Act  recognises.  The  process  of  registration,  whether  for 
five  years  or  for  any  shorter  period,  can  hardly  make  that  "  a  trade 
mark"  which  does  not  contain  at  least  one  of  the  elements  declared 
by  the  definition  section  to  be  essential,  unless  that  section  is  to 
be  entirely  disregarded.  This  view  was  upheld  by  the  Court  of 
Appeal  in  In  re  Palmer  (1)  [a),  in  which  Jessel,  M.  E.,  fully 
discussed  the  point,  and  Lindley,  L.  J.,  said  that  "  after  careful 
examination  of  §§  3,  5,  and  10  of  the  Trade  Marks  Eegistration 
Act,  1875,  I  am  satisfied  that  a  mark  which  is  not  a  trade  mark, 
and  which  therefore  ought  never  to  have  been  registered,  does 
not  become  a  trade  mark  by  being  on  the  register  for  five  years." 
The  Vice- Chancellor  of  Ireland  has  taken  the  same  view  (i^),  and 
the  same  principle  has  been  followed  in  Victoria  (f).  In  America 
also  the  same  conclusion  has  been  arrived  at,  under  the  United 
States  Statute  {d). 

5.  Trade  Mark  severed  from  Goodicill. 
It  is  a  good  defence  to  an  action  for  infringement  of  trade  mark  5.  Trademark 
to  prove  that  the  plaintiff  is  not  the  owner  of  the  business  and  goL'dwill.^""^ 
goodwill  concerned  in  the  particular  goods  or  classes  of  goods  in 
respect  of  which  the  trade  mark  is  registered  {e). 

C.  Licence. 
The  defendant  may  plead  a  licence  from  the  plaintiff  (  /'),  or  from  6.  Licence. 

{a)  2lCh.  D.47.     ^ee  also  In  re  Carter  Morgan   v.  Eogcrs,   19  Fed.  Rep.  596; 

Medicine  Co.,  (1892)  3  Ch.  472.  Smith  v.  Fair,  14  Oat.  Rep.  729;  Brower 

(b)  Bodega  Co.,  Ld.  v.  Oivcns,  6  P.  R.  v.  Boulton,  53  Fed.  Rep.  2S9  ;  58  Fed. 
236.  Rep.  888  ;   20  U.  S.  App.  166  ;   Chadwick 

(c)  LewisY.Ela2)proth,  11  V.  L.  R.  (E.)  v.  Covell,  151  Mass.  190  ;  Covell  v.  Chad- 
214  ;  Wolfe  v.  Alsop  (2),  12  V.  L.  R.  (E.)  wick,  153  Mass.  263  ;  25  Am.  St.  Rep. 
421  ;  Wolfe  v.  Lany  cf  Co.,  13  V.  L.  R.  752.  625. 

{d)  Mooninm  v.  lloge,  2  Sawy.  78.  (/)  See  Patents  Act,  1883,  §  87.     It 

[e)  See   j^  65  and  70  of  Act  of  1883.  does  not  appear  that  this  section  can  be 

There  can   he  no  trade  mark  in  gross  :  intended  to  authorise  the  user  of  a  trade 

Cotton  \.  Gillard,  44  L.J.  Ch.  90.     See  mark  on  goods  not  being  t]ie  goods  of  the 

In  re   Wellcome,   32   Ch.  D.  213;   I'lnto  trade  mark  owner,  or,  at  least,  equivalent 

V.   Badman,  8  P.  R.   181;    Witthaiis  v.  to  them,    iice  Lawrence  Manufacturing  Co. 

Braitn,    44   Md.    303;    Taylor  v.    Bemis,  v.   Tennessee  Manufacturing  Co.,  31   Fed. 

4  I3iss.  406  ;    Weston  v.  Kctcham  (1),  (2),  Rep.  776  ;   138  U.  S.  537.     Cf.  Martha 

39  N.  Y.  Super.  Ct.   54  ;  51  How.  Pr.  Washington  Creamery  Buttered  Flour  Co. 

555  ;  Skinner  v.  Oakes,  10  Mo.  Apj).  45  ;  of  U.  S.  v.  Martien,  44  Fed.  Rep.  473. 


202  THE  CIVIL  KEMEDY.       II. 

a  co-proprietor  of  the  mark  (a) .  In  one  American  case  (b)  it  was 
held  that  the  plaintiffs,  who  had  received  an  exclusive  licence  from 
the  owner  of  a  trade  mark,  were  entitled  to  an  injunction  against 
the  successors  in  business  of  persons  who  had  been  partners  in 
business  with  the  licensor,  but  had  tacitly  acquiesced  in  his  retain- 
ing the  sole  right  in  the  mark.  However,  the  Court  would  not 
allow  a  licensee  to  defraud  the  public  by  the  sale  of  goods  under  a 
mark  which  was  similar  to  that  on  the  licensor's  own  goods,  while 
the  goods  themselves  were  not  the  goods  or  goods  equivalent  to 
the  goods  of  the  licensor  (c). 

It  has  been  held  in  India  {d)  that  plaintiffs,  who  had  led  the 
defendant  to  believe  that  they  did  not  claim  a  certain  trade  mark, 
and  that  he  was  at  liberty  to  use  it,  and  had  allowed  him  to  build 
up  a  trade  under  it,  were  estopped  by  their  own  conduct  from 
denying  the  defendant's  right  to  use  it. 

7.  Belay  and  Acquiescence. 

7.  Delay  and  A  man  may  by  his  own  laches  lose  his  right  to  that  protection 
acquiescence,  ^j^^^^j^  j^g  would  have  obtained  at  once,  had  he  come  to  the  Court 
with  reasonable  promptitude  [e] .  In  fact,  that  which  has  originally 
been  a  valid  trade  mark,  the  property  of  an  individual  or  firm, 
entitled  to  protection,  may  heeome  pub  lie  i  juris — that  is  to  say,  the 
use  of  it  may  be  throwTi  oj)en  to  the  public — by  its  proprietor 
allowing  his  right  to  be  so  habitually  infringed  that  the  trade 
mark  no  longer  conveys  to  those  who  see  it  the  impression  that  the 
goods  to  which  it]  is  attached  are  of  his  manufacture  (/).     That 

[a)  Marshall  v.  Finhham,  52  Wise.  896 ;  Farina  v.  GehharcU,  3  Eq.  Rep. 
572.  891  ;   Chappell  v.  Sheard,  2  K.  &  J.  117 

[b)  Kidd  V.  Johnson,  100  U.  S.  617.  Coles  v.  Sims,  5  De  G.  M.  &  G.  1 
See  Kidd  ^-  Co.  v.  Mills,  Johnson  ^  Co.,  Kinahan  v.  Bolton,  15  Ir.  Ch.  75 
5  U.  S.  Pat.  Gaz.  337.  Hovenden    v.    Lloi/d,    18   W.    R.    1132 

[c)  Oldham  v.  James,  13  Ir.  Ch.  393  ;  Isaacson  v.  Thompson,  41  L.  J.  Ch.  101 
14  ib.  81  ;  Bloss  v.  Bloomer,  23  Barb.  Estcourt  v.  Estcourt  Hop  Essence  Co. 
604  ;  E.  Cox,  200 ;  Samuel  v.  Bcrger,  24  L.  E.  10  Ch.  276  ;  Amoskeat/  3Iativfac 
Barb.  163;  R.  Cox,  178;  Badgers  v.  turing  Go.  v.  Garner,  55  Barb.  161 
Thilp,  1  U.  S.  Pat.  Gaz.  29  ;  In  re  Tollc,  R.  Cox,  541  ;  Manhattan  Medicine  Co 
2ib.il5.  V.    Wood,    108   U.   S.  218;  Marshall    v 

{d)  Lavergne  v.  Hooper,  Ind.  L.  R.  8  Bii/kham,  52'Wiso.  572;  Sanchc  v.  Electro 

Mad.  149.  libation   Co.,   60  IT.  S.  Pat.  Gaz.   1189 

(c)  Motley  v.  Eoicnman,  3  My.   &  Cr.  Prince  Metallic  Paint  Co.  v.  Prince  Mcmu- 

l;  Morisoti  Y.  Moat,  9  Hare,  2il;  Flavel  facturing    Co.,    57    Eed.    Rep.    938;    17 

V.  Harrison,   10   Hare,  467 ;    Wason   v.  U.  S.  App.   145  ;   and  other  cases  cited 

Waring,  15Beav.  151;  Attorney -General  below. 

V.  Sheffield  Gas  Consumers'  Co.,  3  De  G.  (/)  Ford  v.  Foster,  L.  R.  7  Ch.  611  ; 

M.   &  G.   327  ;    Burgess  v.  Burgess,  ib.  Wheeler  S,-  Wilson  v.  Shakespeare,  39  L.  J. 
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this  must  necessarily  be  so,  the  reasoning  of  the  Supreme  Court  of 
Victoria,  in  Neva  Stearine  Co.  v.  Molding  {a),  appears  convincing. 
"Great  stress,"  said  Holroyd,  J.,  "has  been  laid  on  this:  that  a 
person  who  is  entitled  to  a  distinctive  trade  name  or  mark  is  said 
to  have  acquired  property  in  it,  and  that  the  property  once 
acquired  cannot  be  lost.  But  what  is  the  nature  of  the  property, 
if  that  be  the  right  designation  to  give  it  ?  It  is  that,  when  an 
article  has  become  known  to  the  public  generally  by  a  particular 
name  or  mark,  no  other  person  has  a  right  to  simulate  that  name 
or  mark  so  as  to  induce  the  public  to  believe  that  his  goods  are 
the  goods  of  the  inventor.  If  that  be  the  reason,  then  the  right, 
if  it  be  acquired  in  that  way,  must  be  lost  when  the  reason  for  it 
ceases.  If  the  use  of  the  name  by  another  person  will  no  longer 
induce  that  belief,  then  the  right  to  the  property  must  be  gone." 
Thus,  in  In  re  Ryde  S)  Co.  (b),  it  was  held  that  the  words  "  Bank 
of  England  "  had  long  ceased  to  be  a  trade  mark  in  respect  of 
sealing-wax,  by  reason  of  the  user  for  six  years  of  those  words  on 
sealing-wax  by  persons  other  than  those  who  had  originally 
adopted  it,  without  interference  by  the  latter,  and  the  registration 
of  the  lapsed  trade  mark  was  accordingly  rescinded. 

The  principle  on  which  the  Court  allows  the  plaintiff's  delay  to  Principle  of 
be  pleaded  by  way  of  defence  is  thus  stated  by  Wood,  Y.-C,  in 
Beard  v.  Turner  (c)  :  "  By  not  complaining  at  the  time  when  you 
might  complain  (I  do  not  say  that  it  is  your  intention,  we  must 
judge  of  the  intention  by  the  necessary  result),  you  are  lying  by, 
the  man  continuing  to  use  yom*  property,  with  the  hope  (and  such 
is  the  prayer  of  your  bill  filed  two  or  three  years  afterwards)  of 
obtaining  those  profits  which  you  stood  by  allowing  him  to  make 
under  this  designation,  without  apprising  him  of  your  intention  to 
make  any  such  use  of  it.  On  that  ground  it  falls  within  the 
principle  enunciated  by  Lord  St.  Leonards  in  the  Irish  case 
referred  to,  in  which  it  is  stated  that  it  is  a  fraud  to  allow  a 
plaintiff  to  avail  himself  of  delay  to  obtain  benefit  for  himself. 
In  that  case  you  will  not  grant  him  relief." 

In  the  case  of  a  motion  for  an  injunction  "  the  argument  as  to 


On  motion  for 
iuj  unction. 


Ch.  36  ;  In  re  Kuhn  #  Co.,  53  L.  J.  Ch.  {a)  9  V.  L.  R.  (E.)  98. 

238  ;  National  Starch  Manufacturing  Co.  ,,-.   7  qu    T)    794 

V.  Munn\i  Patent  Maizena  ^-  Starch  Co.,  ^  ' 

(1894)   A.    C.    275;    Badgers  v.    Philp,  {c)   13  L.  T.  N.  S.  746.    Kr\(i.  bcc  Neva 

1  U.  S.  Pat.  Gaz.  29  ;  Filley  v.  Child,  Stearine  Co.  v.  Moivlvig,  9  Vict.  L.  R. 

16  Bl.  C.  C.  376.  (E.)  98. 
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acquiescence  is  no  doubt  very  important.  A  short  acquiescence 
may  properly  induce  the  Court  not  to  interfere  ex  parte.  A  longer 
acquiescence  may,  under  the  circumstances,  throw  serious  doubt 
upon  the  right  of  the  plaintiff,  and  induce  the  Court  not  to 
interfere  by  any  interlocutory  order,  even  when  applied  for  on 
notice  "  {(i).  And  it  is  not  sufficient  for  the  plaintiff  to  commence 
proceedings  promptly  :  if  he  wishes  for  an  interlocutory  injunction 
he  must  bring  on  his  motion  at  once,  or  the  Court  will  hold  that 
he  has  shown  by  his  own  conduct  that  he  does  not  consider  such 
interference  to  be  imperative  (h). 
At  the  Where,  however,  the  case  has  arrived  at  the  hearing,  the  degree 

°'  of  delay  or  acquiescence  must  be  much  greater ;  there  must  be 

such  an  acquiescence  as  to  amount,  not  only  to  a  positive  licence, 
but  to  an  implication  of  an  actual  grant,  before  the  parties  can  be 
for  ever  deprived  of  their  rights  (e) .  In  Fullwood  v.  FuUicood  (2)  {d), 
Fry,  J.,  laid  down  that  mere  lapse  of  time,  short  of  the  statutory 
period  fixed  for  the  limitation  of  actions,  would  not  deprive  a 
plaintiff  in  an  action  for  infringement  of  a  trade  mark,  which  is 
an  action  for  the  assertion  of  a  legal  right,  of  his  right  to  the 
injunction.  And  in  an  American  case  {c),  while  it  was  held  that  a 
delay  of  twenty-five  years  effectually  disentitled  the  plaintiffs  to 
relief  as  against  an  innocent  vendor  of  goods  falsely  marked,  the 

(«)  Per   Lord    Langdale,    M.    R.,    in  96    IT.   S.    245  ;    Sawyer  v.    Kellogg,   7 

Gordon  v.  Cheltenham  Rail.  Co.,  5  Bear.  Fed.   Rep.    721  ;   9    ib.    601  ;   Gamble  v. 

233.     And  see  Isaacson  v.  Thompson,  41  Stephenson,  10  Mo.  App.  581 ;  Julian  v. 

L.   J.   Ch.   101;   Flarel  v.  Harrison,   10  Eoosier  Drill  Co.,  75  Ind.  408;   Molt  v. 

Hare,  467  ;  Evans  v.  Smith,  3  Times  L.  Menendez,     128    U.     S.     182  ;     Lea    v. 

R.  390  ;  2Iallan  v.  Batis,  3  Times  L.  R.  Leakin,  11  Biss.  23  (where  the  plaintiffs 

221  ;    Chinn  v.  Thomas,  o  Y.  L.  R.  Eq.  had  previously  failed  in  England  in  an 

188;   Estesv.  Worthincfton  (1),  23  Bl.  C.  action  against  the  defendant's  principal) ; 

C.  165.    But  compare  Het/de  v.  Witikow-  Collins  Co.  v.  Ames  ij-  Sons,  20  Bl.  C.  C. 

ski,  5  X.  S.  W.  Rep.  (E.)  74.  542  ;  Fiinke  v.  Drei/fxs,  34  La.  Ann.  80  ; 

{b)  I'ickford    V.    The    Grand    Junction  Blackivell  v.  McElwee,   100  N.  C.    loO ; 

Rail.  Co.,  3  Rail.  Cas.  538.  Cleveland  Stone   Co.  v.  Wallace,  52  Fed. 

(e)  Patching  V.  Dubbins,  ls.a\,  11  ;  Gov-  Rep.  431  ;   Clark  Thread  Co.\.  Armitage, 

don  V.  The  Cheltenham  Rail.  Co.,  5  Eeav.  67  Fed.  Rep.  896  ;   74  ib.  936  ;  Xvrra  v. 

233;  RodgcrsY.  Rodgers,  31  L.  T.  N.  S.  Williams  Manufacturing  Co.,  158  Mass. 

285.    And  see  iff;<?H%  V.  White,  A\  L.J.  110.     The  same  was  formerly  the  case 

Ch.    354;    Weaver  v.    Sanitary,   ^-c.  Co.,  on  demurrer. 

L.  J.  N.  of  C.  1887,  p.  144  (where  the  [d)  9  Ch.  D.  176. 

defendants  had  used  the  word  for  eleven  {e)  Rodgers  v.  Philp,  1  U.  S.  Pat.  Gaz. 

Tears,    to    the    plaintitf's    knowledge) ;  29.     And  see   Wolfe  v.  Burnett.  24  La. 

'Weaver   v.    Stiff,   L.   J.  N.  of  C.  1887,  Ann.  97  ;   Sanders  v.  Jacob,  20  Mo.  App. 

p.    144   (where    the   defendants   had   so  96;  El  Alodello  Cigar  Manufacturing  Co. 

used  the  mark  for  ten  years)  ;   Gillott  v.  v.   Gato,  25  Fla.   886  ;    23  Am.  St.  Rep. 

Esterbrook,  47  Barb.  455  ;  R.  Cox,  340  ;  537.      Cf.   Prince  Metallic  Paint   Co.   v. 

48  N.  T.  374  ;   Filley  v.  Fassett,  44  Mo.  Prince  Manufacturing  Co.,  57  Fed.  Rep. 

173  ;  R.  Cox,  530  ;  McLean  v.  Fleming,  938  ;  17  U.  S.  App.  145. 
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question  as  to  the  rights  of  a  trade  mark  owner,  after  a  similar 
delay,  against  a  guilty  manufacturer,  was  left  open.  In  Victoria 
also  it  has  been  said  that  "  in  cases  of  fraud  a  much  longer  period 
of  acquiescence  would  be  necessary  than  where  there  was  no 
fraud"  (a).  But  a  long  delay  may  be  regarded  as  rendering 
harmless  that  which  might  at  an  earlier  period  have  been  regarded 
as  a  misrepresentation  (6). 

It  is  not  a  sufficient  answer  to  a  plea  of  delay  on  the  part  of  the  Rights  must 
plaintiff  for  the  plaintiff  to  allege  continued  assertions  of  his  right,  defended.^ 
He  must  take  some  more  decided  measures.  "  What  the  plaintiffs 
mainly  relied  on  was  the  continual  claim  on  their  part,"  says 
Turner,  L.  J.  (c),  "  and  no  doubt  they  have  not  ceased  to  assert 
their  claim ;  but  I  cannot  agree  to  a  doctrine  so  dangerous  as  that 
the  mere  assertion  of  a  claim,  unaccompanied  by  any  act  to  give 
effect  to  it,  can  avail  to  keep  alive  a  right  which  would  otherwise 
be  precluded  "  {d)  . 

But  where  a  trade  mark  has  been  infringed,  and  the  owner  has  No  delay- 
not  been  aware  that  this  has  been  the  case,  he  has  been  guilty  of  knowledo-e. 
no  delay  in  taking  no  steps  to  put  an  end  to  the  fraud,  and  he  will, 
therefore,  not  be  deprived  of  his  rights  by  reason  of  his  having 
taken  no  proceedings  while  he  was  ignorant  of  the  infringement  {c). 
Hence,  where  a  defence  of  delay  is  set  up,  the  evidence  must  go  to 
show,  not  merely  that  the  plaintiff  might  have  been  aware  of  the 
infringement  which  was  going  on,  but  that  he  actually  was  so,  and 
that  it  was  with  such  knowledge  that  he  remained  quiescent  (./). 

It  has  been  held  in  America  that  if  a  member  of  a  partnership  Delay  by 
retires  therefrom  without  setting  up  any  claim  to  an  interest  in  the  partner. 

(a)  Neva  Siearine  Co.  \.  Moivling,  #  Co.  v.  Bochm,  26  Ch.  D.  398 ;  Apol- 
9  V.  L.  R.  (E.)  98 ;  but  compare  In  re  linaris  Co.  v.  Rerrfcldt,  4  P.  R.  478  ; 
Heaton,  27  Ch.  D.  570.  Barloiv  ^-  Jones,  Ld.  v.  Johnson  ^-   Co., 


{b)  Marquis  of  Londonderry  v.  Russell, 


7   P.    R.    395,    419;    In    re    La   Societe 


3  Times  L   R    360  Anonyme   des    rerreries    de   V Etoile    (2), 

,  ,    ^      ■      ■         ■    ,       o  -r.     r.     n-r    f        (1894)   2    Ch.   26 ;    Roivland  v.   Michell, 
{c)   Clegg  v.  Edmonton,  8  De  G.  M.  &         ,oQ7^    i    oh.   71  :    WiUimns   v.  Adams. 


G.  810. 


(1897)    1   Ch.   71  ;    Williams   v.  Adams, 
8  Biss.  452 ;  Sawyer  v.  Kellogg.   7  Fed. 


{(t)  This   dictum   was    approved   and  Rep.  721 ;  9  iA.  601 ;    Celluloid  Manufac 

followed  by  Wood  and  Selwyn,  L.  JJ.,  turing  Co.  v.  Cellonite  Manufacturing' Co., 

in  Lehmann  v.  McArthur,  L.  R.  3  Ch.  32  Fed.  Rep.  94;  G.G.  White  Co.  y.  Miller, 

496.   And  see  Ripley  v.  Bandcy,  14  P.  R.  50  Fed.  Rep.  277  ;  Gilka  v.  Mihalovitch, 

591.    ~B\xt&ee  Attorney -General  V.Sheffield  ii.  427  ;   Cuervo  \.  Jacob  Uenkell  Co.,  ib. 

Gag   Consumers'   Co.,  3   De  G.  M.  <fc  G.  471  ;  El  Modello  Cigar  Manufacturing  Co. 

327  ;  and  Kinahan  v.  Bolton,  15  Ir.  Ch.  y.  Gato,  25  Fla.  886 ;  23  Am.   St.   Rep. 

75.  537.     Compare  In  re  Heaton,  27  Ch.  D. 

(e)   Weldon  v.  Dicks,  10  Ch.  D.  247  ;  670. 
In  re  Farina  (2),  27  W.  R.  456  ;  Mouson  (/)  Siegcrt  v.  Findlater,  26  W.  R.  462. 
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trade  mark,  and  makes  no  objection  to  its  being  used  bj  tlie 
continuing  partner,  he  must  be  taken  to  acquiesce  in  its  being 
appropriated  by  the  latter  (a)  ;  but  that  if,  on  the  other  hand,  a 
partner  submits  to  the  appropriation  of  the  firm  trade  mark  by  his 
partner,  at  a  time  when  he  is,  in  a  measure,  in  the  latter's  power, 
by  reason  of  the  latter  being  in  sole  possession  of  an  important 
secret  used  in  the  business,  he  will  be  held  not  to  have  lost  his 
right  (h)  ;  and  that  a  continued  user  of  the  mark  by  the  retiring 
partner,  even  on  a  spurious  article,  is  evidence  that  he  does  not 
intend  to  give  up  his  rights  therein  (c). 

Inasmuch  as  in  a  case  where  no  proof  of  actual  deception  is 
produced,  the  Court  has  to  try  a  hypothetical  case,  turning  on  the 
probabilities  of  deception,  as  to  which  witnesses  could  probably  be 
brought  forward  by  both  sides,  it  has  been  held  that  a  person  who 
believes  others  to  be  infringing  his  trade  mark  is  entitled  to  wait 
until  he  can  collect  a  sufficient  number  of  cases  to  prove  to  the 
Court  that  the  proceedings  of  which  he  complains  do  actually 
deceive  the  public  ;  and  that  his  right  to  protection  is  not  gone  by 
reason  of  such  delay  [d).  It  seems  that  in  Rodgers  v.  Rodgcrs  (e), 
and  Estcourt  v.  Estcourt  Hop  Essence  Co.  (/),  the  delay  would  have 
been  condoned  had  it  resulted  in  the  production  of  satisfactory 
evidence  of  deception.  On  the  other  hand,  where  a  plaintiff 
delayed  his  motion  until  December,  having  been  in  possession  of 
sufficient  evidence  in  May,  the  delay  was  fatal  to  the  motion  {g) . 

Where  an  injunction  has  been  granted  by  the  Court,  there  must, 
in  order  to  deprive  the  party  who  has  obtained  the  injunction  of 
his  right  to  move  for  committal  upon  the  breach  of  it,  be  a  case 
made  out  almost  amounting  to  such  a  licence  to  the  jDarty  enjoined 
to  do  the  act  enjoined  against  as  would  entitle  him  to  maintain  an 
action  against  others  for  doing  that  act  (A). 

Even  if  the  delay  has  not  been  such  as  to  disentitle  the  plaintiff 
to   his  injunction,  it   may   yet   obtain   some  indulgence  for  the 


[a]  Kidd  ^-  Co.  v.  Jkilk,  Johnson  ^-  Co., 
5  IT.  S.  Pat.  Gaz.  337;  Simpson  v. 
Wright  (1),  15  ih.  248  ;  Eolt  v.  Mencndez, 
128  U.  S.  182. 

{b)  Weston  v.  Ketcham  (1),  39  N.  T. 
Super.  Ct.  54. 

(c)  Wright  V.  Simpson,  15  U.  S.  Pat. 
Gaz.  968. 

id)  Lee  v.  Haley,  L.  R.  5  Ch.  155  ; 
Cave  V.  Myers,  Dig.  304. 


{e)  31  L.  T.  N.  S.  285. 

(/)  L.  E.  10  Ch.  276. 

{g)  Isaacson  v.  Thompson,  41  L.  J.  Ch. 
101. 

(/i)  Per  Turner,  L.  J.,  in  Rodgcrs  v. 
NowiU,  3  De  G.  M.  &  G.  614.  In 
Cartier  v.  May,  Dig.  200,  a  delay  of 
eighteen  months  was  one  of  the  grounds 
on  which  the  motion  to  commit  was  re- 
fused. 
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defendant ;  as,  for  instance,  the  permission  to  disj)Ose  of  the  wares 
on  which  he  expended  money  in  consequence  of  the  plaintiff's 
delay  (a). 

Or,  the  injunction  may  be  granted  and  the  account  of  profits  or  Account  or 
damages,  by  which  it  is  usually  accompanied,  withheld  {b).  withheld. 

Lastly,  the  delay  of  the  plaintiff  may  be  punished  by  his  being  Costs  not 
left  to  pay  his  own  costs,  though  successful  in  his  main  conten-  S^'^^^- 
tion(c).     On  the  other  hand,  a  defendant  who  has  only  defeated 
the  plaintiff's  claim  by  pleading  the  latter's  delay,  may  fail  to 
obtain  thereby  the  costs  of  the  proceedings  occasioned  by  his  own 
fraud  {d ) . 

8.  Plaintiff\%  Misrej)resentation. 

"The  administration  of  Equity  is  founded  on  perfect  truth"  (^),  s.  PlaintiflE's 
and  "  when  the  owner  of  a  trade  mark  applies  for  an  injunction  ^tioru^^^^"^' 
to  restrain  the  defendant  from  injuring  his  property  by  making 
false  representations  to  the  public,  it  is  essential  that  the  plaintiff 
should  not,  in  his  trade  mark,  or  in  the  business  connected  with  it, 
be  himself  guilty  of  any  false  or  misleading  representation ;  for  if 
the  plaintiff'  makes  any  material  false  statement  in  connection  with 
the  property  which  he  seeks  to  protect,  he  loses,  and  very  justly, 
his  right  to  claim  the  assistance  of  a  Court  of  Equity.  He  must 
come  there  with  clean  hands  "  (/'). 

(a)  Cloives  v.  Bogg,  W.  N.  1870,  p.  268 ;  4  De  G.  J.  &  S.  137.  And  see  Edehten 
S.  C.  on  appeal,  W.  N.  1871,  p.  40;  v.  Vick,  11  Hare,  78;  Post\.  Marsh,  16 
Anglo-Swiss  Condensed  Milk  Co.  v.  Swiss  Ch.  D.  395  ;  Talbot  v.  Judges,  3  Times 
Condensed  Milk  Co.,  W.  N.  1871,  p.  163.  L.  R.  398  ;  Lewis's  v.  Goodbodi/,  67  L.  T. 

(b)  Harrison  v.  Taglor,  11  Jur.  N.  S.  N.  S.  194;  In  re  Hill,  10  P.  R.  113; 
408  ;  Amoskeag  Manufacturing  Co.  v.  Fetridge  v.  Wells,  13  How.  Pr.  385  ; 
Garner  (2),  64  How.  Pr.  298';  McLean  E.  Cox,  180;  Palmer  y.  Harris,  QQ 'Penn. 
V.  Fleming,  96  U.  S.  245;  Carver  v.  156;  R.  Cox,  623;  Laird  v.  Wilder,  9 
Boivker,  Dig.  581;  Holt  v.  Menendez,  Bush.  131  ;  15  Amer.  Rep.  707;  Wolfe 
128  U.  S.  182;  Low  v.  Fells,  35  Fed.  v.  Burke,  56  N.  Y.  115;  Consolidated 
Rep.  361.  And  see  Beard  v.  Turner,  13  Fruit  Jar  Co.  v.  iJorflinger,  6  Am.  L.  T. 
L.  T.  N.  S.  746.  N.    S.    511;     Manhattan    Medici?ie    Co. 

(c)  See  Millington  v.  Fox,  3  My.  &  Cr.  v.  Wood,  108  U.  S.  218  ;  Scalmrg  v. 
338;  Beard  v.  Turner,  13  L.  T.  N.  S.  Grosvcnor,  14  Bl.  C.  C.  262;  Helmbold 
746  ;  Day  v.  Neale,  Bacon,  V.-C,  May  v.  Helmbold  Manufacturing  Co.,  53  How. 
24th,  1881  ;  Perks  v.  Hall  ^  Co.,  W.  N.  Pr.  453  ;  Connell  v.  Reed,  128  Mass.  477  ; 
1881,  p.  Ill  ;  In  re  Kuhn  ^-  Co.,  63  L.  J.  Burton  v.  Stratton,  12  Fed.  Rep.  696  ; 
Ch.  238  ;  Amoskeag  Manufacturing  Co.  v.  McNair  v.  Cleave,  10  Phila.  155  ;  Koehler 
Garner  (2),  54  How.  Pr.  298.  v.  Sanders,  55  N.  Y.  Sup.  Ct.  48  ;    Wolfe 

{d)  Rodgers\.Rodgers,  31  L.  T.  N.  S.  v.  Lang  S;  Co.,  13  V.  L.  R.  752;   Clot- 

285.  u-orthg   v.    Schapp,    42    Fed.    Rep.    62 ; 

(e)  Per  Lord  Romilly,  M.  R.,  in  Cocks  Iirauss  v.  Peebles  Sons'  Co.,  58   ib.  585  ; 

V.  Chatidler,  L.  R.  11  Eq.  446.  Prince  Metallic  Paint  Co.  v.  Prince  Manu- 

(/)  i'crLordWestbury,  C,  inXrart^'r  facturing  Co.,  57  ib.  938;   Prince  Manu- 

Cloth  Co.  V.  American  Leather  Cloth  Co.,  facturing   Co.   v.   Prince    Metallic    Paint 
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TriufUc. 


It  is  impossible  to  define  what  misrepresentation  will  disentitle 
the  plaintiff  to  relief  ;  all  that  can  be  said  is,  that  "  he  that  hath 
committed  iniquity  shall  not  have  equity"  {a). 

According  to  the  American  decisions  {h),  if  it  is  proved  that  a 
plaintiff  adopted  his  trade  mark  while  an  identical  or  similar 
trade  mark  was  in  use  by  another  firm,  he  will  himself  be  held  to 
have  acted  wrongfully,  and  the  trade  mark  so  adopted  will  be 
refused  protection. 

The  trade  marks,  labels,  &c.,  of  the  plaintiff,  who  is  complaining 
of  fraud  on  the  part  of  another,  may  themselves  contain  statements 
calculated  to  mislead  and  defraud  the  public,  who  are  induced  by 
such  statements  to  buy  goods  which  otherwise  they  would  not  buy. 
Thus,  in  Piddingy.  How  (r),  the  plaintiff  sold  tea  which  he  termed 
"  Howqua's  Mixtm-e,"  and  which  he  put  up  in  packets  labelled 
with  extravagant  and  false  statements  as  to  its  origin  and  quality. 
Shadwell,  V.-C.  of  England,  declined  to  protect  the  plaintiff  until 
he  had  established  his  title  in  a  Court  of  law,  saying  that  it  was 
a  clear  rule  laid  down  by  Courts  of  Equity  not  to  extend  their 
protection  to  persons  whose  case  was  not  founded  in  truth. 

In  Ferr//  v.  Truefitt  {d),  the  plaintiff  sold  "  Perry's  Medicated 
Mexican  Balm,"  the  secret  of  which  he  had  bought  from  a 
Mr.  Leathart.  On  his  show-cards  he  falsely  stated  that  the  hair- 
mixture  in  question  was  made  from  a  recipe  of  Von  Blumenbach, 
and  he  also  alleged  in  the  same  way  that  it  was  compounded  from 
Mexican  plants,  which  was  not  in  the  least  borne  out  by  evidence 
at  the  trial.     Lord  Langdale,  M.  R.,  agreeing  with  the  observa- 


Co.,  135  N.  T.  24 ;  Alaska  FacUrs' 
Association  v.  Alaska  Imperial  Co.,  60 
Fed.  Rep.  103  ;  Califomian  Fig  Syrup 
Co.  V.  Futnam,  66  ib.  750  ;  69  ib.  740  ; 
Same  v.  Stearns,  67  ib.  1008  ;  73  ib.  812  ; 
Foyal  Baking  Fou-der  Co.  v.  Raymond,  70 
ib.  376  ;  85  xb.  231  ;  Koehlcr  v.  Sanders, 
122  N.  Y.  65  ;  Kenny  v.  Gillctt,  70  Md. 
674  ;  American  Cereal  Co.  v.  Eli  Fettijohn 
Cereal  Co.,  72  Fed.  Rep.  903  ;  76  ib. 
372  ;  Messer  v.  Fadettes,  168  Mass.  140  ; 
60  Am.  St.  Rep.  371.  As  to  whether 
the  plaintiff's  misrepresentation  will 
afford  an  answer  to  his  Common  Law 
claim  for  damages,  see  per  Williams, 
L.  J.,  in  Jamieson  ^  Co.  v.  Jamicson,  15 
P.  R.  169,  191.  Words  which  woidd 
be  disentitled  to  protection  in  a  court  of 
justice  by  reason  of  their  being  cal- 
culated to  deceive,  are  not  to  be  regis- 


tered under  the  Patents  Act,  1883,  s.  73. 
(ff)  Palmer  v.  Harris,  60  Penn.  St. 
156;  R.  Cox,  523.  See  Blackxccll  v. 
Armistead,  5  Am.  L.  T.  85  ;  and  Kenny 
V.  Gillett,  70  Md.  574,  where  it  was  laid 
down  that  if  the  niisrej^resentation  was 
calculated  to  deceive,  the  intention  to 
deceive  was  not  necessary. 

[b)  C Mourke  v.  Central  City  Soap  Co., 
26  Fed.  Rep.  576  ;  Farlett  v.  Guggen- 
heimer,  67  Md.  542  ;  Lawrence  Manu- 
facturing Co.  V.  Tennessee  Manufacturing 

Co.,  31  Fed.  Rep.  776  ;  138  U.  S.  537  ; 
Columbia  Mill  Co.  v.  Alcorn,  150  U.  S. 
460  ;  Wagner  v.  Daly,  74  N.  Y.  Sup.  Ct. 
477  ;  Goldstein  v.  Whelan,  62  Fed.  Rej?. 
124. 

(c)  8  Sim.  477.  And  see  Ketmy  v. 
Gillctt,  70  Maryland,  574. 

«)  6  Beav.  66. 
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tions  of  the  Vice -Chancellor  of  England  in  Piddincj  v.  Hoic  [a),  did 
not  think  it  a  favourable  case  for  the  interposition  of  the  Court,  and 
ordered  the  matter  to  stand  over,  with  liberty  to  bring  an  action. 

In  Lecdher  Clotli  Co.  v.  American  Leather  Cloth.  Co.  {b),  the  l^eather  Cloth 
House  of  Lords  sustained  the  judgment  of  Lord  Westbmy,  C.  (c), 
and  declined  to  protect  the  plaintiffs,  who  used  a  label  or  adver- 
tisement containing  false  statements  as  to  the  character  and  manu- 
facture of  their  goods.  Lord  "Westburj,  C.  {c),  remarked  that  he 
"  could  not  receive  it  as  a  rule  either  of  morality  or  of  equity,  that 
the  plaintiffs  were  not  answerable  for  a  fraud  because  it  might  be 
so  gross  and  palpable  that  no  one  was  likely  to  be  deceived  by  it. 
If  there  was  a  wilfully  false  statement  he  would  not  stop  to  inquire 
whether  it  was  too  gross  to  mislead." 

The  tobacco  trade  has  been  fruitful  in  cases  of  this  description.  Cases  in  to- 
Thus  in  Woody.  Lambert  {d),  John  Wood  &  Son  of  London  sold  their  ^^°'=°  ^"'^''• 
English-made  cigarettes  sometimes  in  boxes  labelled  "  cigarettes 
of  the  finest  selected  Turkish  tobacco,  manufactured  by  Jancal 
Tachta,  Constantinople,"  sometimes  in  boxes  labelled  "  St.  Peters- 
burg— P.  Mavrogordato  &  Co. — cigarettes  "  ;  and  it  was  held  that 
the  word  "  Eton,"  which  had  been  used  upon  the  boxes  so  labelled 
was  disentitled  alike  to  registration  and  protection.  So  in  Newman 
V.  Pinto  (e),  where  the  plaintiff  sold  cigars  in  boxes  branded  with 
the  Spanish  words  "La  Pureza — Habana — Eamon  Pomnedo,"  and 
bearing  labels  on  which  appeared  the  words  "  La  Pureza,"  the 
written  signature  of  Pamon  Pomnedo  (who  was  in  fact  a  non- 
existent personage),  and  the  arms  of  Spain  and  Havannah,  and  it 
was  proved  that  the  cigars,  though  made  of  Havannah  tobacco, 
were  imported  from  Bremen,  and  no  evidence  was  given  by  the 
plaintiff  as  to  the  actual  place  of  manufacture,  it  was  held  that  the 
get-up  of  the  goods  was  such  as  to  represent  that  the  cigars  were 
manufactured  in  Havannah  by  Pamon  Pomnedo,  and  that  the 
plaintiff,  having  failed  to  prove  that  this  representation  was  true, 
he  was  disentitled  to  sue  in  respect  of  his  label,  which  was  only 
used  as  part  of  the  fraudulent  get-up,  which  Bowen,  L.  J.,  de- 

(a)  8  Sim.  477.      And  see  Kemiy  v.  Gaz.  457  ;  Solis  Cigar  Co.  v.  Pozo,  16  Col. 

Gillet,  70  Md.  574.  388  ;  25  Am.  St.  Rep.  279  ;  Hikon  #  Co. 

{b)   11  H.  L.  C.  523.  V.  Foster,  80  Fed.  Rep.  896  ;  in  Canada, 

(c)  4  De  G.  J.  &  S.  137.  Lahbatty.  Trenter,  2  St.  Dig.  726  ;  and  in 

(rf)  32  Ch.  D.  247.     The  same  prin-  New  South  Wales,  Jfr/yrfc  v.  W'Utlcowski, 

ciple  applies  in  the  United  States,  I'almer  5  N.  S.  W.  Rep.  (E.)  74. 

V.  J/«m«,  60  Penn.  St.  156;  Schumacher  [e)  4   P.   R.  508.     Cf.  In  re  Fuente, 

^  Ettlingerv.  Schwenke  (2),  36  U.  S.  Pat.  (1891)  2  Ch.  166. 

S.  I' 
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scribed  as  "  an  elaborate  eoncatenatiou  of  pictorial  lies."  It  .is, 
however,  to  be  noticed  that  in  In  re  Wills  (a),  where  Messrs.  W.  D. 
and  H.  0.  Wills  had  used  theii'  registered  trade  mark  as  part  of  a 
label  containing  the  name  of  an  imaginary  Spanish  firm  and  the 
word  "  Habana  "  upon  boxes  of  cigars  manufactured  for  them  by 
an  English  firm,  Wright,  J.,  held  that  Messrs.  Wills,  by  their 
mark,  simply  represented  that  the  cigars  were  sold  by  them,  and 
that  the  misrepresentation  as  to  the  manufacture  of  the  cigars  did 
not  deprive  the  mark  of  its  distinctive  character  so  as  to  disentitle 
them  to  protection,  and  Wood  v.  Lambert  (b)  was  further  distin- 
guished on  the  ground  that  the  user  by  Messrs.  Wills  of  their 
trade  mark  for  cigars  was  not  general  or  extensive  and  had  ceased 
for  several  years. 
Puffing.  In  short,  the  Court  will  not  protect  a  trade  mark,  label,  &c., 

which  contains,  or  has  attached  to  it,  a  serious  misstatement  calcu- 
lated to  deceive  {r).  Mere  pufiing,  however,  or  exaggerated 
statements  as  to  the  value,  &e.,  of  patent  medicines,  and  similar 
preparations,  will  not  disentitle  their  owners,  since  every  one  knows 
how  to  estimate  the  value  of  such  statements  correct!}^  {d).  Thus, 
in  Holloicaij  v.  Hollou-ay  (e),  the  assumption  of  the  title  of  "  Pro- 
fessor "  was  disregarded.  In  Mefzler  v.  Wood  ( /')  it  was  held  that 
the  plaintiffs  were  not  disentitled  either  by  a  representation  that 
the  publication  was  the  600th  edition  of  the  work,  it  beiug  shown 
to  be  a  trade  custom  to  call  250  copies  an  edition ;  or  by  a  state- 
ment that  the  work  was  specially  revised  by  the  author,  the  fact 
being  that  a  previous  edition  which  the  present  one  followed  had 
been  so  revised.  In  Hogg  v.  Kirbi/  [g),  the  defendant,  who  had 
brought  out  what  he  intended  to  be  taken  for  a  continuation  of  the 

{a)  (1893)  2  Ch.  262.  WeUs,  13  How.  Pr.  385;  R.  Cox,  180  ; 

(b)  32  Ch.  D.  247.  Fetridge  \.  Merchant,   4   Abb.   Pr.    156; 

,.   T      T>        4M        T?-   ji  i  T     T>     IT       R.  Cox,  194  ;  Joifo  V.  i^rawfffjs,  19  How. 

■w:>  nr.  "i  •  ■  i  ii,  rr.obi;  K.  Cox,  28/;  Fhalon-v.Wrinht, 
Eq.   29     costs  were    given   agamst   the       ^  ^^^^   ^g        ^    ^         .^       LaJ  ^. 

plamtitf   mamly  on  account  of  a  mis-        ^.^^^,,._   g   ^^^^     j3      'j.   ^^^^    ^ 

statement  by  him.  ^q.  .    ^^^^^   ^_   ^,,^^.^.^^    ^g   j^_    ^     jlj'. 

{d)  Bolhiavj  V.    Eollouaij,    13    Beav.  Siegert  v.  Abbott,  79  X.  T.  Sup.  Ct.  Rep. 

209;    Comstock  y.    White,    18  How.   Pr.  24:i;  Eohhr  JIcDnifnctin-iiigCo.Y.  Bee.shore, 

421  ;  R.  Cox,   232  ;    Smith  v.  Woodruff,  59  Yed.  Rep.  573,  where  the  Court  ex- 

48  Barb.  438  ;  R.  Cox,  373  ;  Clark  Thread  pressed  its  reluctance  to  interfere  by  in- 

Co.  V.  Armiiage,  67  Fed.  Rep.  896  ;   74  junction  in  disputes  between  the  owners 

ib.  936.      In  America  puffing  has  fre-  of  quack  medicines.     But   see  Ellis  v. 

quently   been   treated   somewhat    more  Zeileit  ^-  Co.,  42  Ga.  91. 

severely:  Fowle  v.  Spear,  7  Penn.  L.  J.  (^)   13  Beav.  209. 

176  ;  R.   Cox,    67  :   Heath  v.  Wright,  3  (y)  ^  Ch.  D.  006. 

Wall.  Jr.  1 ;  R.  Cox^  154 ;  Fetridge  v.  (^)  g  Ves.  215. 
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plaintiff's  magazine,  set  u-p  in  his  defence  the  fact  that  the  plaintiff's 
magazine  untruly  professed  to  be  by  "  William  Grranger,  Esq."  Lord 
Eldon  granted  the  injunction ;  and  it  is  certainly  improbable  that  any 
one  could  be  injured  by  the  use  of  a  name  previously  unknown  (fl') . 

Again,  in  J/.  Mciac/u-ino  ^  Co.  v.  B.  Mehieliriiw  i^-  Co.  {b),  it  was  Melachrim  v. 
held  that  the  plaintiffs  were  not  disentitled,  either  because  they  ^J  U.  ^'^ • 
placed  the  word  "  registered  "  on  their  trade  mark  as  used,  though 
it  differed  from  the  registered  trade  mark  in  having  what  were 
blank  spaces  in  the  latter  filled  in  with  coats-of-arms,  nor  because 
they  sold  their  cigarettes  as  "  Egyptian  cigarettes,"  whereas  on 
one  occasion  they  had  re-made  in  England  with  Egyptian  tobacco 
a  small  quantity  of  cigarettes  which  had  been  damaged  on  the 
voj^age  from  Egypt  to  England.  And  it  has  been  held  in  America 
that  the  use  of  the  word  "  imported  "  in  connection  with  goods  of 
home-manufacture  does  not  disentitle  the  plaintiff,  if  the  word  is 
used  without  intention  to  deceive  and  does  not  produce  that 
effect  (c*). 

If  the  misrepresentation  is  in  other  respects  such  as  to  disentitle,  False  state- 
the  fact  of  its  being  made  in  a  foreign  language  does  not  neces-  foreign 
sarily  save  the  plaintiff  from  losing  the  rights  which  he  would  have  language, 
had  if  no  suoh  statements  had  been  made  {d) . 

The  use  of  the  name  of  his  predecessor  by  one  who  has  succeeded  Use  of  prede- 
him  in  business,  when  such  use  will  not  lead  to  any  other  supposi- 
tion than  that  the  business  is  the  same  (c),  or  the  use  of  his  own 
name,  without  more,  by  one  whose  name  happens  to  be  the  same  as 
that  of  another  manufacturer  (_/'),  is  not  such  a  misrepresentation 
as  to  disentitle  such  a  person  to  relief  against  fraud.  But  where  a 
trader  has  been  in  the  habit  of  labelling  his  goods  {e.g.,  a  particular 

((/)  And  see  Bale  v.  Smithson,  12  Abb.  vitch,  36  Alb.  L.  J.  364.  But  see  Sher- 
Pr.  237;  R.  Cox,  282;  Mcriden  Britannia  icoodv.  Andrews,  3  Am.  L.  Reg.  N.  S. 
Co.  V.  Parker,  39  Conn.  450  ;  12  Amer.  588  ;  Tartridgc  v.  Menck,  2  Sandf.  Ch. 
Rep.  401.  ^      622;     Carniichd  v.    Latimer,    11    R.    I. 

[b)  Chitty,  J.,May  29th,  ISSS.-*^  ^'/'^395  ;  Horton  Manafacturing  Co.  v.  llnrton 
,,„,  ,,       ,.       „.T-        .         oa"  Mannfacturiny  Co.,  18  Fed.  Rep.  816. 

[c)  Funke  V.  Breyjas,  34  La.  Ann.  80.  ^^^  Bolloway  v.  Holloimt,,    13    Beav. 

[d)  Talmer  v.  Harris,  60  Penn.  St.  209  ;  Burgess  v.  Burgess,  3  De  G.  M.  & 
156  ;  R.  Co.x,  523.  G-.   896  ;     Turion   v.  Turton,   42   Ch.   D. 

{f)  Leather  Cloth  Co.'s  Case,  1  H.  &  M.  128  ;    Tussaiidv.  Tussaud,  44  Ch.  D.  678  : 

271  ;  4  De  G.  J.  &  S.  137  ;   il  H.  L.  C.  Saunders   v.    San   Life  Assurance   Co.   of 

523;    Churton  v.   Bout/las,   Johns.    174;  Canada,  (1894)   1   Ch.  537;   Crawford  \. 

Hndson   V.    (hhorne,    39    L.    J.  Ch.    79;  Bernard,  11   P.  R.  580;  Jamieson  S;   Co. 

Massam  v.  Thorleif'' s   Cattle  Food  Co.,  14  v.    Jamieson,     15    P.     R.     169  ;     Brown 

Cb.  D.  748;  Fulton  v.  Sellers,  4  Brews.  Chemical  Co.  v.  Meyer,   139  U.  S.  540; 

42;  Pepper  v.  Labrot,  8   Fed.    Rep.   29;  American  Cereal  Co.  v.  Fli  Pettijolm  Cereal 

Societe,  ^c.  de  la  Benedictine  v.  Micalo-  Co.,  72  Fed.  Rep.  903  ;   76  ib.  372. 
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Collateral 

misrepresen- 

tatioiis. 


Fraudulent 
speculation. 


medicine)  with  statements  wliicli  refer  to  himself  personally,  and 
his  successor  in  business  continues  to  use  the  same  statements,  "  a 
Court  of  Equity  will  extend  no  aid  to  sustain  a  claim  to  a  trade 
mark  of  an  article  which  is  put  forth  with  a  misrepresentation  to 
the  public  as  to  the  manufacturer  of  the  article,  and  as  to  the  place 
where  it  is  manufactured,  both  of  which  particulars  were  originally 
circumstances  to  guide  the  purchaser  of  the  medicine"  (a). 

Collateral  misrepresentations  made  by  the  plaintiff,  as,  for 
instance,  in  an  advertisement  in  the  newspapers,  do  not  necessarily 
disentitle  him  to  protection  {b) .  Nor  do  misstatements  of  so  trifling 
a  character  as  not  to  mislead  purchasers  (c) ,  or  statements  not  made 
till  after  the  institution  of  the  action  (r) .  And  it  seems  that  the 
effect  of  a  misrepresentation,  though  material,  may  be  cured  by 
discontinuance  for  a  long  period  before  action  brought  {d). 

It  is  not  the  province  of  the  Court,  however,  to  protect  specula- 
tions which  aim  at  inducing  the  public  to  buy  one  thing  when 
they  think  they  are  buying  another ;  and  therefore,  w^here  both 
plaintiffs  and  defendant  were  engaged  in  speculations  of  that 
character,  although  the  Court  refused,  on  the  ground  of  the 
plaintiffs'  delay,  to  grant  the  injunction  they  prayed,  it  declined  to 
give  costs  to  the  defendant,  who  was  in  jyari  delicto  (e).  And  on 
similar  grounds  relief  will  be  refused  to  a  plaintiff  who  has  used 
his  trade  mark  on  goods  of  inferior  quality  to  those  with  which  the 
mark  has  become  associated  (/),  or  who  has  used  the  mark  beyond 


(a)  Per  U.  S.  Supreme  Court  in  3fan- 
hattan  Medicine  Co.  v.  Wood,  108  U.  S. 
218.  And  see  Hazard  v.  Caswell,  93 
N.  Y.  259  ;  Sicgcrt  v.  Ahhott,  61  Md. 
276 ;  Stachelberg  t.  Fonce,  23  Fed.  Rep. 
430. 

{b)  Curtis  V.  Bryan,  2  Daly,  212  ; 
R.  Cox,  434<  And  see  Ford  v.  Foster, 
L.  R.  7  Ch.  611  ;  F)avis  v.  Fogers,  89 
L.  T.  (Journal)  292. 

(c)  Siegert  v.  Findlater,  7  Ch.  D.  801 
(but  this  case  was  questioned  in  Siegert 
V.  Abbott,  61  Md.  276)  ;  Alexander  v. 
Morse,  14  R.  I.  153  ;  Moxie  Nerve  Food 
Co.  V.  Baumbach,  32  Fed.  Rep.  205; 
Blackwell  v.  Armistead,  5  Am.  L.  T.  85  ; 
Societe  Anonijme  de  la  Fistillerie  de  la 
Liqueur  Binidictinc  de  V Abbaye  de  Fecamp 
V.  fVestern  FistiUing  Co.,  43  Fed.  Rep. 
416 ;  Cleveland  Stone  Co.  v.  Wallace,  52 
ib.  431 ;  Clark  Thread  Co.  v.  Armitage, 
67  ib.  896;  74  ib.  936;  Carlsbad  v. 
Etdnoiv,  71  ib.   167  ;  Klotz  v.  Becht,  73 


ib.  822  ;  Tarrant  ^-  Co.  v.  Boff,  76  ib.  959. 

{d)  In  re  Wills,  (1893)  2  Ch.  262 ; 
Benedictus  v.  Sullivan,  Fowell  %  Co.,  12 
P.  R.  25  ;  Synwnds  v.  Jones,  82  Maine, 
302.  Cf.  Alaska  Fackers''  Association  v. 
Alaska  Imperial  Co.,  60  Fed.  Rep.  103, 
where  a  discontinuance  after  action 
brought  was  held  to  be  inoperative. 

[e)  Estcourt  v.  Estcourt  Bop  Essence  Co., 
L.  R.  10  Ch.  276.  And  see  In  re  Saunion 
4'  Co.,  Dig.  625;  Newman  v.  Finto,  4  P. 
R.  508  ;  Samuel  v.  Berger,  24  Barb.  163  ; 
R.  Cox,  178  ;  Bloss  v.  Bloomer,  23  Barb. 
604 ;  R.  Cox,  200  ;  In  re  American  Sar- 
dine Co.,  3  U.  S.  Pat.  Gaz.  495;  In  re 
Fole  Bros.,  12  ib.  939  ;  In  re  Warburg  % 
Co.,  13  lb.  44  ;  Ex  parte  Marscliing  cf-  Co., 
15  ib.  294  ;  Ex  parte  Enapp,  16  ib.  318  ; 
Fairbanks  v.  Jacobus,  14  Bl.  C.  C.  337  ; 
■with  which  compare  In  re  Green,  8  U.  S. 
Pat.  Gaz.  729. 

(/;  Manhattan  Medicine  Co.  v.  Wood, 
108  U.  S.  218. 
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tlie  limits  to  which,  he  was  confined  on  the  assignment  of  it  to 
him  {a),  or  who  adopted  it  in  infringement  of  the  rights  of 
another  [h). 

In  Hogg  v.  JSIa.vu-cIl  (<?)  the  plaintiff  registered,  under  the  Copy-  Hogg  v. 
right  Acts,  the  title  of  an  intended  magazine  in  1863,  hut  did  not  ^''^^'''^^^■ 
bring  out  the  work.  In  June  1866  the  defendant  registered  the 
same  name.  The  plaintiff  discovered  this  in  August.  He  then 
hastened  on  his  own  publication,  which  was  first  announced  on 
September  24th,  and  published  next  day.  In  the  meantime  the 
plaintiff  had,  on  the  19th,  undertaken  to  advertise  the  defendant's 
intended  magazine,  but  retracted  the  undertaking,  and  gave  the 
defendant  notice  of  his  claim  to  the  title  on  the  25th.  Proceedius's 
were  taken  by  both  parties  -^ath  a  view  to  an  injunction,  which 
was  refused  in  both  cases,  the  Court  being  of  opinion,  in  Hogg  v. 
Maxwell,  that  the  plaintiff  had  got  beforehand  by  improper  means, 
which  disentitled  him  to  relief. 

The  Court  will  not  protect  persons  in  carrying  on  a  trade  in  Short  -weight, 
which  short  measure  is  given  systematically  and  knowingly  [d). 
And  in  Hennessy  v.  Wheeler  {e),  the  New  York  Court  of  Common 
Pleas  refused  relief  to  brandy  merchants  who  sold  their  brandy 
in  bottles  containing  quarts  and  pints  of  nominal  measure,  but 
really  considerably  less.  But  this  decision  was  reversed  on  appeal, 
on  the  ground  that  the  bottles  were  not  bought  on  the  faith  of 
their  containing  any  particular  quantity  of  brandy,  and  that  no 
one  was  proved  to  have  been  deceived  or  was  likely  to  be  so. 
Similarly,  where  the  plaintiff  admitted  that  his  medical  prepara- 
tion was  "  sold  only  in  quart  bottles,"  and  the  bottles,  though 
such  as  were  commonly  known  in  the  trade  as  quart  bottles, 
really  contained  substantially  less,  it  was  held  that  the  mis- 
statement was  not  such  as  to  deprive  the  plaintiff  of  his  right  to 
protection  (/). 

9.   Word  "  Patent  "  iinproperlg  used  hy  Plaintiff. 
"  It  is  impossible  not  to  see,"  says  Mellish,  L.  J.,  "  that  persons  9.  Improper 
do  try  to  use  their  right  in  trade  marks  for  the  purpose  of  getting  ^<^pa°tent?" 

(a)  Manhattan  Jledicine  Co.  v.   Wood,  C'o.,  31  Fed.  Eep.  776;  138  U.  S.  537. 

108  U   S   218  ■^^'^  see  In  re  Hcaton,  27  Ch.  D.  570. 
■     ■        ■  (c)  L.  E.  2Ch.  316. 

{b)  ORourke  v.  Central  City  Soap  Co.,  (^/j  gge  per  Giffard,  L.  J.,  in  Lee\. 

26  Fed.  Rep.  576  ;  I'arlett  v.   Giiggen-  Haley,  L.  R.  5  Ch.  loo. 
heimer,   67   Md.  542;    Lawrence   Manu-  u\  51  How.  Pr.  457  •  69  N.  Y.  271. 

facturing  Co.  v.  Tennessee  Manufacturing  (j)  Alexander  v.  Mo'rse,  14  R.  I.  153. 
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a  monopoly  in  particular  articles,  just  as  if  they  had  a  patent  for 
tlie  goods  which  they  manufacture  "  (r/).  A  special  form  of  mis- 
representation consists  in  the  use  by  persons  in  their  trade  marks 
of  words  inducing  the  belief  that  they  have  a  patent  for  the 
articles  to  which  those  trade  marks  are  affixed ;  and  the  tendency 
which  the  use  of  such  words  has  to  procure  for  the  persons  using 
them  an  unfair  monopoly,  or  to  prolong  a  monopoly  granted  only 
for  a  limited  time,  causes  it  to  be  regarded  with  special  disfavour. 
The  importance  of  the  point  is  forcibly  pointed  out  by  Wood,V.-0., 
in  Morgan  v.  McAdam  {b).  He  says  :  "  All  those  who  are  induced 
to  buy  these  crucibles  thus  described  as  '  Patent  Plumbago  Cru- 
cibles,' are  to  a  certain  extent  deceived,  because  they  are  led  to 
believe  that  the  article  is  protected  by  a  patent,  and  thus  may 
be  induced  to  purchase  it  from  the  plaintiffs,  under  the  belief  that 
there  is  a  patent,  and  that  the  plaintiffs,  or  at  least  some  limited 
number  of  persons,  are  the  only  persons  authorized  to  sell  it ;  and 
further,  they  are  led  to  believe  that  if  they  should  be  minded  to 
set  up  any  manufactory  of  the  same  kind  for  themselves,  they 
would  be  unable  to  do  so  in  consequence  of  the  plaintiffs  being  the 
possessors,  either  by  way  of  licence  or  ownershij),  of  a  patent 
preventing  the  world  at  large  from  imitating  the  article  which  is 
sold  by  them  under  this  paiticular  designation  "(c). 
Plaintiff  Where,  therefore,  the  plaintiff  has  used  in  his  trade  mark  the 

word  "  patent,"  or  words  to  that  effect,  although,  in  point  of  fact, 
he  has  never  had  a  patent  for  the  goods  to  which  the  mark  is 
applied,  the  Court  will  refuse  to  extend  to  him  the  protection 
which  he  has  forfeited.  Previously  to  Sir  John  Rolfs  Act  [d], 
liberty  was  given  to  the  plaintiff  to  bring  an  action  at  law  [c)  ; 
but  since  then  the  action  has  been  simply  dismissed,  with  or  without 
costs  (/).     And  the  course  would  be  the  same  if  the  words  were 

[n)  Singer  Manufacturing  Co.  v.  Wilson,  (where  the  Court  refused  to  alter  a  mark 

2  Ch.  D.  434,  456.  by  striking  out  the  word   "  patent")  ; 

[b)  36  L.  J.  Ch.  2'2S.  Meahj  ^-  Co.  v.  Tritwiue,  L(L,  15  P  R.  1. 

c)  And  see  j»«- the  same  learned  judge,  In  Stewart  v.  Smithson,  1  HUt.  119:  R. 

in  Flarel  v.  Harrison,  10  Hare,  467.  ^ox,   175,  the  Court  of  C.   P.  of  New 

/  ,v  f.r  c  «,.  -VT-  J.        r.-  York    Tefused    to    recognise   this   as   a 

{d)  25  &  26  Vict.  0.  2/.  ^^f^j^^g  .    ^^^^  ^^g  ^^^^  ..  p^^^^^  „   j^^g 

{e)  Flavel  v.  Harrison,  10  Hare,  467.  been  refused  registration  in  America  in 

(/)   Morgan  v.  McAdam,  36  L.  J.  Ch.  connection  with  an  article  made  under 

228;  Lamploughv.  Balmei-,'W.  N.  1867,  an  expired  patent :  In  re  IiicharcLon,'3'U. 

p.  293  ;  Leather  Cloth  Co.v.Lorsont,  L.  R.  S.  Pat.  Gaz.  120  ;  and  in  In  re  Consoli- 

9  Eq.  352  ;  Nixey  v.  Roffey,  W.  N.  1870,  dated  Fruit  Jar  Co.,  14  ib.  269,  the  name 

p.  227.     And  see  Ford  v.  Foster,  L.  R.  of  a  patentee  was  refused  registratiou. 

7  Ch.  611;  In  re  Adams,  9  P.  R.  174  But  see  Ex  parte  Consolidated  Fruit  Jar 
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first  inserted  in  the  trade  mark  after  the  expiration  of  a  patent 
Avhieh  had  existed  {a).  In  Sylrs  v.  S//IiCS  {b),  a  patent  had  been 
taken  out  by  the  plaintiff's  father.  That  patent  was  held  to  be 
invalid,  on  account  of  a  defect  in  the  specification,  but  the  use  of 
the  word  "  patent "  was  not  held  to  disqualify  the  plaintiff  from 
recovering  at  law.  The  question  does  not  seem,  however,  to  have 
been  fairly  raised  in  that  early  case,  and  it  has  been  held  in 
America  that  marks  containing  a  reference  to  a  patent  declared  to 
be  invalid  could  not  be  protected  by  injunction  (c). 

There  has  been  some  apparent  difference  of  opinion  in  regard  Retention  of 
to  the  case  in  which  the  word  "  patent "  has  been  inserted  in  the  expiration  of 
trade  mark  while  the  article  was  still  patented,  and  has  been  patent, 
retained  there  after  the  patent  has  run  out.  In  such  a  case  (d), 
Wood,  V.-C,  held  that  the  plaintiffs  were  entitled  to  recover,  the 
blocks  for  the  labels  having  been  made  during  the  existence  of  the 
patent,  when  the  representation  was  perfectly  true.  Lord  Kings- 
down,  in  discussing  this  judgment  {e),  said  that  he  agreed  with  it 
if  the  word  "  patent "  were  only  used  as  part  of  the  designation  of 
an  article,  but  that  he  could  not  do  so  if  the  trade  mark  represented 
the  article  as  protected  by  an  existing  patent.  In  a  subsequent 
case  (/),  the  Vice-Chancellor  explained  his  meaning  as  being  in 
harmony  with  that  of  Lord  Kiugsdown.  "  If  originally  you  have 
a  patent,  and  the  article  is  in  the  market  as  a  patent  article,  and 
you  stamp  all  your  goods  which  are  sent  out  with  these  words 
'  patent  pins,'  or  '  patent  wire,'  or  whatever  the  particular  article 
might  be,  at  tlie  end  or  the  expiration  of  the  patent  it  is  not  neces- 
sary, as  I  thought,  to  call  in  the  whole  of  the  previous  stamps,  and 
remodel  the  whole  of  your  stamps,  and  have  a  new  form  of  packing 
your  article  in  order  that  you  may  inform  the  world  that  the 
patent,  which  did  exist,  has  expired.  Of  course  it  would  be  better, 
and  those  who  are  inclined  to  act  with  scrupulous  honesty  would 
take  care  to  put  the  date  of  their  patent,  which  would  obviate  all 
difficulty  (r/),  upon  the  articles  which  they  designate  as  patented." 

Co.,  16  if).  G79 ;  Flcisc/imaii>i  y.  I'lci'^cJi-  (e)  Leather     Cloth     Co.     v.     American 

mnnn,  7  App.  Div.  N.  Y.  '280.  leather  Cloth  Co.,  11  H.  L.  C.  523. 

(a)  Edekten  v.  Vick,  11  Hare,  78.  (/)  Morgan  v.  McAdam,  36  L.  J.  Ch. 

(A)   3  B.  &  Cr.  541.  228. 

(c)   Consolidated  Fruit  Jar  Co.  v.  Bor-  (jj)  See   Consolidated  Fruit  Jar   Co.  v. 

/i^/^rer,  6  Am.  L.  T.  N.  S.  511.  Borjlinger,    6   Am.    L.   T.    N.    S.    511; 

[a)  Fdihten    v.    Vick,    11    Hare,    78.  Wiimn  v.  Singer  Mantifacturuig  Co.,   16 

And  see  Leather  Cloth  Co.  v.  Rimchfcld  U.    S.    Pat.    Gaz.    1091  ;    Fairbanks  v. 

(1),  1  N.  R.  551.  Jacobus,  14  Bl.  C.  C.  337. 
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"Word  so  used 
as  not  to 
deceive. 


In  a  later  case  (a),  it  was  clearly  established  by  the  Comi  of  Appeal 
that  the  principle  enunciated  by  Lord  Kingsdown  is  the  rule  of 
the  Court,  and  that  the  use  of  the  word  "  patent,"  so  as  to  indicate 
an  existing  patent,  is  equally  fatal,  whether  there  has  never  been 
a  patent  for  the  article  in  question,  or  the  patent  which  did  exist 
has  expired  {b). 

As  has  been  seen,  Lord  Hatherley,  when  V.-C.  (e),  and  Lord 
Kingsdown  (r;'),  were  of  opinion  that  when  the  word  "patent"  formed 
part  of  the  name  of  an  article,  and  did  not  operate  so  as  to  induce 
a  belief  in  the  existence  of  a  patent,  the  trade  mark  in  which  the 
word  appeared  might  be  protected.  A  distinct  decision  to  this 
effect  was  pronounced  by  James,  Y.-C,  in  Marshall  v.  Moss  (c), 
where  "patent  thread"  was  compared  by  the  learned  judge  to 
"  patent  leather  boots  "  (/) .  And  where  the  plaintiffs  had  described 
themselves  as  "  patentees  "  of  an  article  of  which  they  had  secured 
the  exclusive  manufacture  by  registration,  though  not  by  letters 
patent,  it  was  held  that  they  were  not  disentitled  {(/).  In  Laufertij 
V.  Wheeler  (h),  it  was  held  that  the  plaintiff  was  not  disentitled  by 
reason  of  having  described  his  goods  as  "  Patent,  Sept.,"  after 
being  officially  informed  that  his  application  for  a  patent  had  been 
allowed,  but  before  the  actual  issue  of  letters  patent.  >Similarly,  it 
seems  that  a  statement  that  a  trade  mark  is  registered  before  it  in 
fact  is  so,  does  not  disentitle  the  proprietor  to  sue,  after  registration 
has  been  effected  (i),  though  it  exposes  the  proprietor  to  a  penalty  (A-), 
and  may  affect  the  costs  of  the  action  (/).  Nor  is  the  proprietor 
of  a  registered  trade  mark  disentitled  by  the  fact  that  he  places 
the  word  "registered"  on  his  trade  mark  when  in  use,  though  spaces 
left  blank  in  the  mark  as  registered  are  filled  in  when  it  is  in  use  {m). 


{a)  Cheavin  v.  Walker,  5  Ch.  D.  850. 
And  see  Fairbanks  v.  Jacobus,  14  Bl. 
C.  C.  337  ;  ^"ew  York  Consolidated  Card 
Co.  V.  Union  Flaying  Card  Co.,  46  N.  T. 
Sup.  Ct.  611. 

[b)  The  penalties  inflicted  under  §  105 
of  the  Patents  Act,  1883,  for  the  im- 
proper use  of  the  word  "patent,"  are 
not,  however,  incurred  by  the  continued 
use  of  the  word  upon  goods  for  which  a 
patent  has  previously  been  possessed. 

(r)  Morgan  v.  McAdatn,  36  L.  J.  Ch. 
228. 

{d)  Leather  Cloth  Co.'s  Case,  1  H.  L.  C. 

(e)  L.  R.  8  Eq.  651. 

(/)  See  the  observations  on  this  case 


in  leather  Cloth  Co.  v.  Lorsont,  L.  R.  9 
Eq.  345.  And  see,  too,  Ransome  v. 
Graham,  51  L.  J.  Ch.  897. 

(.9)   Care  v.  Mi/ers,  Dig.  304. 

{h)  63  How.  Pr.  488  ;  11  Daly,  194. 

(j)  See  per  Brett,  L.  J.,  in  Fead  v. 
Fichardsou,  45  L.  T.  N.  S.  54. 

{k)  See  Patents  Act,  1883,  §  105  ; 
F.  V.  Morris,  Great  Marlborough  St. 
Police  Court,  Dec.  16th,  1886  :  Wright, 
Crossletj  (5-  Co.  v.  Dobbin,  15  P.  R. '21; 
McSymons''  Stores,  Ld.  v.  Shuttleu'orth, 
ib.  748. 

(/)  Harris  v.  Ogg,  5  N.  S.  W.  Rep. 
114. 

[m)  M.  Melachrino  ^-  Co.  v.  F.  Mela- 
chrino  ^  Co.,  Chitty,  J.,  May  29th,  1888. 
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A  patentee  is  not  bound  to  decide  a  doubt  as  to  the  validity  of  When  validity 
his  patent  adversely  to  himself,  and  consequently  the  plaintiff,  in  doubtful. 
an  action  for  infringement  of  a  trade  mark  for  boot-tips,  was  held 
not  to  be  disentitled  to  relief  by  the  fact  that  the  word  "  patentee  " 
appeared  in  his  trade  mark,  he  being  the  owner  of  an  existing 
patent,  notwithstanding  that  it  had  been  shown  that  questions 
might  be  raised  as  to  the  validity  of  the  patent,  and  the  plaintiff 
had  himself  admitted  that  he  had  some  doubt  as  to  the  validity  (a) . 

The  fact  that  the  misrepresentation  is  so  gross  as  hardly  to  be  Grossness  of 
capable  of  deceiving  will  not  exonerate  the  person  making  it  from  tationno™" 
the  consequences.     Thus,  the  use  on  untanned  leather  cloth  of  the  excuse, 
words  "tanned  patented"  was  a  ground  for  refusing  assistance  (/.'). 

"Where  a  plaintiff  described  himself  on  his  labels  as  "  manu-  "Manufac- 
facturer  and  patentee,"  it  was  held  that  this  was  equivalent  to  patente°." 
describing  the  article  as  "  patent,"  and  the  bill  was  dismissed, 
without  costs  {c) .  And  in  Consolidated  Fruit  Jar  Co.  v.  Dorflinger  {d) , 
it  was  held  that  certain  trade  marks  consisting  of  the  words  "Mason's 
Patent,  November  30th,  1858,"  "  Mason's  Improved,"  and  "  The 
Mason  Jar  of  1858,"  were  bad,  the  patent  of  1858  being  invalid 
by  judicial  decision. 

When  a  plaintiff  used  on  his  stopper  labels  with  the  words  Lampiough  v. 
"  Eoyal  Letters  Patent,"  the  explanation  that  he  had  for  twenty- 
five  years  paid  the  stamp  duty  on  "  patent  medicines,"  and  that  he 
was  only  continuing  to  use  the  labels  he  had  had  on  hand  when  he 
discovered  his  medicines  did  not  belong  to  that  class,  was  not 
accepted  as  satisfactory,  and  his  motion  for  an  injunction  to  restrain 
an  imitator  was  refused  {e). 

If,  however,  the  plaintiff's  trade  is  a  perfectly  honest  trade,  and  Collateral 
the  trade  mark  is  a  perfectly  honest  trade  mark,  the  fact  that  the 
plaintiff  has  committed  a  purely  collateral  misrepresentation,  by 
describing  himself,  though  not  in  the  trade  mark  itself,  as  "patentee," 
wiU  not  disentitle  him  to  his  remedy  (/).  And  where  a  registered 
label  for  soda  water  contained  the  words  "  manufactured  by  Royal 
Letters  Patent,"  which  were  explained  by  the  plaintiff  to  mean 
"manufactured  by  means  of  patented  machinery,"  the  Privy  Council 


{a)  BlaJcey    v.     Latham,     85     L.     T.  And  see  Patents  Act,  1883,  $  105. 
(Journal)  47.  (f/)  6  Am.  L.  T.  N.  S.  511. 

{b)  Leather  Cloth  Co.' a  Case,  4   Dc  G  (e)  Lamplowjh  v.  Baliner,  W.  N.  18(i7, 

J.  &  S.  137 ;   11  H.  L.  C.  5'23.  p.  293. 

(c)  Nixey\.  Roffey,^.  N.  1870,  p.  227.  (/)  Ford  v.  Foster,  L.  R.  7  Ch.  611. 
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being  of  opinion  tbat  tlie  plaintiff's  trade  was  an  honest  trade,  held 
that  he  was  not  disentitled  to  relief  "  by  reason  of  some  words  not 
designed  to  mislead,  and  at  most  equivocal"  (a). 

10,    Words  ^^  Registered  ^^  or  "  Trade  Mark  "  impropcrJij  used  by 

Plaintif. 

On  the  same  principles  on  which  the  decej)tive  use  of  the  word 
"  patent "  has  been  held  to  disentitle  a  plaintiff  to  relief,  so  a 
misrepresentation  as  to  a  trade  mark  being  registered  which  is  not 
so,  or  a  misrepresentation  as  to  what  it  is  that  is  the  trade  mark, 
may  similarly  disentitle  to  relief. 
Patents  Act,  By  §  iQo  of  the  Patents  Act,  1883  {h),  it  is  provided  that  "  any 
person  who  represents  that  any  article  sold  by  him  is  a  patented 
article,  when  no  patent  has  been  granted  for  the  same,  or  describes 
any  design  or  trade  mark  applied  to  any  article  sold  by  him  as 
registered,  which  is  not  so,  shall  be  liable  for  every  offence  on 
summary  conviction  to  a  fine  not  exceeding  £5."  And  it  is  also 
provided  that  "  a  person  shall  be  deemed,  for  the  purposes  of  this 
enactment,  to  represent  that  an  article  is  patented,  or  a  design  or  a 
trade  mark  is  registered,  if  he  sells  the  article  with  the  word 
'  patent,'  '  patented,'  '  registered,'  or  any  word  or  words  expressing 
or  implying  that  a  patent  or  registration  has  been  obtained  for  the 
article,  stamped,  engraved,  or  impressed  on,  or  otherwise  applied 
to  the  article."  It  has  been  held  under  this  section  that  a  person 
is  subject  to  a  penalty  who  represents  an  article  to  be  patented, 

'(«)  Cochrane  v.  McXmIi,  (1896)  A.  C.  and  that  question  is  for  the  jury  ( Jrc/^^rr 

225.     And  see  National  Starch  Manufac-  v.  Maivk.thnr-st,  5  Bl.  C.  C.  494  ;   iJeuerall 

luring   Co.  v.  Munn's  Fatcnt  Maizena  (f  v.  Banler,  45  U.  S.  Pat.  Gaz.  591)  ;  who 

Starch  Co.,  (1894)  A.  C.  275.  are  justified  in  con\'icting  if   they   are 

[b)  This  replaces  §  7  of  5  &  6  Will.  IV.  reasonably  satisfied   upon   the  evidence 

c.  83.     See  Mi/crs  v.  Baker,  3  H.  &  N.  as  to  the  material  facts,  and  proof  be- 

802.     In  America  a  penalty  is  similarly  yond  a  reasonable  doubt  is  not  required 

assi<j:ned  for  the  use  of  the  word  "  Pa-  {Hawloelz  v.  Kass,  25  Fed.  Rep.  765)  ;   a 

tented  "  on  an  unpatented  article  :  U.  S.  corporation   is   responsible   for   the   act 

Rev.  St.   §  4901.     See  JFilMm  v.   Singtr  of    its    superintendent    in    wrongfully 

Manuj'actKfing   Co.,  16  U.  S.  Pat.  Gaz.  describing    an    unpatented    article    as 

1091;   Stimpson   v.   Pond,  2  Curtis,  502.  "patented,"   and    will   be   liable    to    a 

And   an    article   which,    together   with  penalty    if    he    knew    or   should    have 

patented    elements,    contains    new    and  known  that  the  article  was  not  patented, 

valuable    unpatented    elt-ments,    ought  but  not  if  he  ^o««7?r/c  believed  it  was. vo  : 

not,  as  a  rule,  to  be  termed  "patented"  :  Tompkin.i   v.  Butterjichl,   25   Fed.   Rep. 

Lererall  v.   Banker,  45  U.  S.  Pat.  Gaz.  556        In  U.  S.  v.  Morris,   2  Bond,  23, 

591.     But  the  penalty  is  only  incurred  Leavitt,  J.,  held  that  the   statute   did 

if  there  is  an  attempt  to  defraud  {Tomp-  not  apply  unless  the  goods  were  patent- 

klns  V.  Butterfield,  25  Fed.  Rep.  556),  able;  laut  in  OJiphant  v.  Salem  Flouring 
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after  he  has  applied  for  a  patent  and  obtained  provisional  protec- 
tion, but  before  the  actual  grant  [a]  ;  and,  similarly,  where  a 
person  represents  a  trade  mark  to  be  registered,  after  he  has  applied 
for  registration,  and  the  application  has  been  advertised  in  the 
"Trade  Marks  Journal,"  but  before  the  actual  registration  (/>). 
So,  too,  where  a  trade  mark  has  been  registered  but  has  been 
expunged  before  the  date  of  the  representation  (c) ;  and  where 
goods  of  foreign  manufacture  were  sold  in  the  United  Kingdom 
imder  a  label  containing  the  word  "  registered,"  the  use  of  that 
word  was  held  to  amount  to  a  representation  that  the  label  was 
registered  as  a  trade  mark  in  the  United  Kingdom  notwithstanding 
that  the  name  of  the  foreign  place  where,  in  point  of  fact,  the  goods 
were  manufactured  appeared  in  small  type  on  a  different  part  of 
the  label  (r/). 

The  question  whether  the  use  by  a  trader  upon  his  goods  of  the  Use  of  word 
word  "trade  mark,"  without  the  word  "registered,"  in  connection  mark" 
with  a  word  or  device  which  has  not  been  registered,  amounts  to  a  without  regis- 

T  1       •       1         1  •  1  tration. 

representation  that  the  word  or  device  has  been  registered,  so  as  to 
expose  the  trader  to  the  penalties  of  sect.  105,  or  to  disentitle  him 
to  relief  in  an  action  brought  by  him  to  restrain  passing  off,  is  a 
question  which  must  depend  upon  the  facts  of  the  particular  case. 
The  use  of  the  word  "  trade  mark  "  does  not  necessarily  imply 
registration,  for  a  trade  mark  can  exist  perfectly  well  without 
registration,  though  it  cannot  in  most  cases  be  protected  without  it, 
and  in  Seji-Seii  Co.  v,  Britten  {e),  Stirling,  J.,  considered  that  the 
word  was  not  there  used  so  as  to  convey  any  misrepresentation, 
and  granted  relief.  On  the  other  hand,  in  Lewis's  v.  Goodhodij  (_/'), 
it  seems  to  have  been  thought  that  the  word  was  there  used  so  as 
to  convey  a  misrepresentation.  But  the  case  was  substantially 
decided  on  other  grounds. 

The  word  "  trade  mark  "  may  be  misused  in  another  way  :   by  Y®^  of  ■"'ord 
being  placed  in  such  a  position  as  to  indicate  tliat  a  particular  part  mark"  in 
of  a  registered  mark  is  alone  claimed,  and  not  the  mark  as  a  whole,  """'ong  place, 
so  as  to  lead  persons  to  suppose  that  the  remainder  of  the  mark  is 

Mills,    5    Sawy.    128,    Deady,   J.,   held  Dobbin  ^  Co.,  lb 'P.  'R.  -11. 

that  it  applied  whether  the  goods  were  {d)    Wright,  CrossUy  ^-  Co.  v.  William 

patentable  or  not.  Bobbin  4"   Co.,  15  P.   R.  21;  McSi/mons^ 

[a)  li.  V.    Wallis,    3   P.   E.    1  ;   li.  v.  iStores,  Ld.  v.  tihuttleworth,  ib.  748.    And 

Cranipion,  ib.  367.  see  Pneumatic  Rubber  Stamp  Co.  v.  Lmd- 

ili)  li.  V.  Morris,  Great  Marlborough  ner,  ib    526. 

St.  Police  Court,  Dec.  16th,  1886.  (e)  (1899)  1  Ch.  692. 

(c)   Wright,  Cronsley  #  Co.  v.  William  (/)  67  L.  T.  N.  S.  194. 
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Merchandise 
Marks  Act, 
1887. 


open  to  tlio  puUic.  In  such  a  case  the  person  so  using  the  word 
may  be  disentitled  to  bring  an  action,  and  his  mark  may  be 
expunged  (r/).  But  here,  again,  it  is  a  question  of  fact  in  each 
case  whether  the  word  is  used  to  mislead  (/>).  On  the  same  prin- 
ciple, the  wrongful  use  of  the  word  "  registered  "  has  been  held  to 
be  a  ground  for  depriving  a  successful  defendant  of  his  costs  (r). 

By  the  Merchandise  Marks  Act,  1887,  §  3  (1),  a  statement  "  as 
to  any  goods  being  the  subject  of  an  existing  patent,  privilege,  or 
copyright,"  is,  if  untrue,  a  "  false  trade  description  "  punishable 
under  the  Act.  Under  §  18,  however,  the  provisions  of  the  Act 
with  respect  to  false  trade  descriptions  are  not  to  apply  to  the  use 
of  a  trade  description  which  "  is  lawfully  and  generally  applied  to 
goods  of  a  particular  class,  or  manufactured  by  a  particular  method, 
to  indicate  the  particular  class  or  method  of  manufacture  of  such 
goods."  This  will  protect  such  combinations  as  "patent  thread," 
in  Marshall  v.  Ross  [d),  or  "  patent  leather"  boots. 


No  intention 
to  sell. 


Inoperative  Defences. 

Among  the  defences  which  have  occasionally  been  set  up  in 
actions  for  infringement  of  trade  mark,  but  without  success,  are 
the  following : 

Ignorance  of  the  plaintiff's  rights.  This  will  not  suffice  to 
prevent  the  issue  of  the  injunction  [e)  ;  although  it  may  have 
the  effect  of  relieving  the  defendant  from  the  necessity  of  ac- 
counting (/). 

Absence  of  intention  to  sell  the  goods  bearing  the  spurious  mark 
is  no  defence  {g). 


{a)  In  re  ApolUnans  Co.,  (1891)  2  Ch. 
186,  233—235.  And  see  In  re  jnils, 
(1893)  2  Ch.  262. 

(5)  Hammond  v.  Malcolm,  Brnnker  ^• 
Co.,  9  P.  E.  301.  And  see  Benedict  us 
V.  Sullivan,  Powell  #  Co.,  12  P.  R.  25. 

(c)  In  re  Bradley,  9  P.  R.  205  ;  In  re 
Paine  (2),  10  ib.  71.  And  see  the  obser- 
vations of  the  L.  JJ.  in  the  same  case, 
(1893)  2  Ch.  567.  See  also  Winser  ^-  Co. 
Ld.  V.  Armstrong  #  Co.,  16  P.  R.  167. 
Cf .  Peadv.  Richardson,  45  L.  T.  N.  S.  54 ; 
and  Soils  dnar  Co.  v.  Pozo,  16  Col.  388  ; 
25  Am.  St.  Rep.  279,  where  the  improper 
use  of  the  word  ' '  copyrighted ' '  was 
held  no  bar  to  relief. 


{d)  L.  E.  8  Eq.  651. 

{e)  Burgess  v.  Hills,  26  Beav.  244  ; 
Geary  v.  Norton,  1  De  G-.  &  S.  9  ;  Cartier 
V.  Carlilc,  31  Beav.  292;  Edelsten  v. 
Edelsten,  1  De  G.  J.  &  S.  185  ;  2Ioet  v. 
Couston,  33  Beav.  578  ;  Orr-Eiving  S,-  Co. 
V.  Grant,  Smith  #  Co.,  2  Hyde,  185; 
Weed  V.  Peterson,  12  Abb.  Pr.  iST.  S.  178  ; 
Upmann  v.  Forester,  24  Ch.  D.  231  ; 
Curtiss  V.  Messier,  13  A.  L.  T.  127  ;  and 
other  cases. 

(/)  Edelsten  v.  Edelsten,  1  De  G.  J.  & 
S.  185;  Moet  v.  Couston,  33  Beav.  578; 
Rose  V.  Loftus,  47  L.  J.  Ch.  576. 

(17)  Upmann  v.  Forester,  24  Ch.  D. 
231.  See  Upmann  v.  Currey,  29  Sol.  J. 
735. 
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Absence  of  proof  of  actual  deception  or  fraudulent  intention  is 
no  defence,  if  in  the  opinion  of  the  Court  or  jury  there  is  such 
imitation  as  to  be  calculated  to  deceive  (a). 

It  is  no  defence  to  prove  that  all  the  persons  who  bought  from 
the  defendant  goods  bearing  the  plaintiff's  mark  were  well  aware 
that  they  were  not  of  the  plaintiff's  manufacture  (b). 

Nor  to  say  that  the  marks  used  indicate  quality  or  pattern,  if 
they  also  indicate  a  particular  manufacturer  or  merchant  (c) . 

Nor  to  show  that  the  words,  of  the  use  of  which  the  plaintiff 
complains,  are  ambiguous  and  capable  of  being  understood  by 
different  persons  in  different  ways  {d). 

Nor  to  say  that  the  plaintiff's  entire  mark  has  not  been  copied  {e). 

Nor  to  say  that  the  name,  to  the  use  of  which  by  the  defendant 
the  plaintiff  objects,  is  the  defendant's  own,  if  he  has  used  it  so  as 
to  deceive  (/). 

Nor  to  say  that  the  words,  to  the  use  of  which  by  the  defendant 
the  plaintiff  objects,  form  an  accurate  description  of  the  goods 
which  the  defendant  is  selling,  if  the  use  is  calculated  to 
deceive  {g). 

Nor  to  produce  a  colom-able  authority  to  use  the  name  of  a 


No  actual 
deception  or 
fraud. 


Immediate 
purchasers 
not  deceived. 


Indication  of 
quality  as 
well  as  manu- 
facturer. 

AVords  am- 
biguous. 

Only  part  of 
mark  taken. 

Name  used  is 
defendant's 


Name  inaccu- 
rate in  second- 
ary meaning 
only. 


Colourable 
authority. 


(a)  Edehten  v.  Edelsten,  1  De  G-.  J.  & 
S.  185  ;  Cope  v.  Evans,  L.  R.  18  Eq.  138  ; 
Bodega  Co.,  Ld.  v.  Owe^is,  6  P.  R.  236  ; 
Orr-Ewing  ^  Co.  v.  Grant,  Smith  ^-  Co., 
2  Hyde,  185  ;  Coats  v.  Holbrook,  2  Sandf. 
Ch.  586  ;  R.  Cox,  20  ;  Taylor  v.  Car- 
penter, 11  Paige,  292;  2  Sandf.  Ch. 
G03  ;  R.  Cox,  45  ;  Coffeen  v.  Brunton, 
4  McLean,  516;  5  ib.  256;  R.  Cox,  82, 
132  ;  Davis  v.  Kendall,  2  R.  I.  566  ;  R. 
Cox,  112;  McLean  v.  Fleming,  96  IT.  S. 
245  ;  Shaver  v.  Shaver,  54  Iowa,  208  ; 
WiUiamf:  v.  Brooks,  50  Conn.  278.  And 
see  Ch.  IV.  on  Infringement. 

[h)  Sykes  v.  Sykcs^Z  B.  &  Cr.  541 ; 
Edehten  v.  Edelsten,  1  De  G.  J.  &  S.  185  ; 
Base  V.  Loftus,  47  L.  J.  Ch.  576  ;  Singer 
Manufacturing  Co.  v.  Loog  (3),  8  App. 
Cas.  15  ;  Balfour  (^-  Co.  v.  Kilburn  4"  Co., 
1  Hyde,  270  ;  Anglo- Swiss  Condensed 
Milk  Co.  V.  Metcalf,  31  Ch.  D.  454.  And 
cases  at  p.  132,  supra. 

(c)  See  cases  at  p.  63,  supra. 

(d)  Singer  Manifacturing  Co.  v.  Loog 
(3),  8  App.  Cas.  15,  per  Lord  Selborne, 
C.  ;  M.  Melachrino  S;  Co.  v.  R.  Melachrino 
%  Co.,  Chitty,  J.,  May  29th,  1888. 

(e)  Eord  v.  Foster,  L.  li.  7  Ch.  Oil ; 
Wotherspoon  v.  Currie,  L.  R.  5  H.  L. 
508 ;  Shaver  v.    Shaver,    54    Iowa,  208. 


And  see  cases  at  pp.  137-8,  supra.  Cf. 
Bugby  Portland  Cement  Co.  v.  Rugby  ^• 
Newbold  Portland  Cement  Co.,  8  P.  R.  241 ; 
Barber  y.  Manico,  10  P.  R.  93. 

(/)  Churton  v.  Douglas,  Johns.  174  ; 
Burgess  v.  Burgess,  3  De  G.  M.  &  G.  896  ; 
Pullar  V.  Pullar,  Fry,  J.,  April  9th, 
1883;  Nicholls  v.  lumpton,  3  Times  L. 
R.  674;  M.  Melachrino  #  Co.  v.  R. 
Melachrino  #  Co.,  Chitty,  J.,  May  29th, 
1888  ;  Warner  v.  Warner,  5  Times  L.  R. 
359  ;  Army  (S;  Navy  Co-operative  Soc,  Lad. 
V.  Army  %  Navy  (S;  Civil  Service  Co- 
operative Soc.  of  India,  Ld.,  8  P.  R.  426, 
472  ;  Otard,  Dupuy  ^-  Co.  v.  Otard  de 
Monte  Bello  Cognac  Co.,  9  Times  L.  R. 
295  ;  10  ib.  67  ;  Brinsmead  v.  Brinsmead, 
12  ib.  631  ;  13  ib.  3  ;  Shaver  v.  Shaver, 
54  Iowa,  208  ;  India-Itubber  Comb  Co.  v. 
Rubber  Comb  ^-  Jewelry  Co.,  45  N.  Y. 
Super.  Ct.  258  ;  Rogers  Manufacturing 
Co.  V.  Rogers  ^-  Spurr  Manufacturing  Co., 
11  Fed.  Rep.  495  ;  Russia  Cement  Co.  v. 
Le  Page,  147  Mass.  206  ;  Gage  v.  Canada 
Publishing  Co.,  11  Can.  Sup.  Ct.  306. 
And  see  Bayer  v.  Baird,  15  P.  R.  651  (a 
case  of  initials).  See  also  cases  at  p.  125. 

{g)  Rcddaway  v.  Banham,  (1896)  A.  C. 
199  ;  Rockingham  Rail.  Co.  v.  Allen,  12 
Times  L.  R.  345. 
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Goods  plain- 
titt's  own  of 
different 
quality. 


Equality  in 
quality. 

Addition  of 
defendant's 
name. 


person  having  tlie  same  name  as  that  used  by  the  plaintiff  in  his 
business  (a). 

Nor  to  say  that  the  goods  which  the  defendant  is  selling  under 
the  mark  in  question  are  goods  manufactured  by  the  plaintiff,  if 
they  are  of  a  different  quality  from  that  of  -which  the  defendant 
represents  them  to  be  {h). 

Nor  to  say  that  the  spurious  goods  are  equal  in  quality  to  the 
genuine  ones,  for  the  plaintiff's  right  is  equally  invaded  (c). 

The  defendant  will  not  escape  by  showing  that  he  has  used  his 
own  name  in  conjunction  with  the  mark  or  word  which  is  alleged 
to  be  used  in  infringement  of  the  plaintiff's  rights  [d). 


(«)  FeiTi/  V.  Trwfitt,  6  Beav.  66 ;  Croft 
V.  llaij,  7  Beav.  81  ;  Moet  v.  Cliihonw, 
Dig.  533  ;  Dmce  v.  Mason  (1),  Dig.  534  ; 
41  L.  T.  N.  S.  573  ;  Mdachrmo  ^  Co.  v. 
Mclar/inno  Egiiptian  C'ujovette  Co.,  4  P.  E. 
215;  Birminf/ham  Vinegar  Brorcri/  Co., 
Ld.  V.  Liverpool  I'iiiigar  Co.,  Ld.,  W.  N. 
18.S8,  p.  i:i9;  Pundlex.  Evndle  6,-  Co., 
63  L.   T.   N.  S.  94  :  £dgc  v.  Harrison, 

8  P.  R.  74 ;  Williams  v.  Johnson,  2 
Bos.  1  ;  Fhalon  v.  Wright,  o  Phila.  464  ; 
Berks  V.  Hall  ^-  Co.,  W.  N.  1881,  p.  Ill  ; 
Sanger  v.  Kellogn,  7  Ftd.  Rep.  721  ;  9 
ib.  601  ;  Meriden  Britannia  Co.  v.  Barker, 
39  Conn.  450  ;  12  Amer.  Rep.  401 ;  Wolfe 
V.  Bai  nctt,  24  La.  Ann.  97 ;  13  Amer.  Rep. 
Ill;  Williams  v.  Brooks,  50  Codu.  278  ; 
William  Bogers  JJaniifactaring  Co.  v. 
Bogcrs  S;  tipurr  Manufacturing  Co.,  11 
Eed.  Rep.  495.  But  see  Beard  v.  Turner, 
13  L.  T.  N.  S.  746  ;  Halhtt  v.  Cunipston, 
110  Mass.  29  ;  Ager  v.  Rashton,  7  Daly, 

9  ;  I)encc\.  Brand,  W.  N.  1881,  p.  3L 

[b)  HennessH  v.  Kennett,  Dig.  556 ; 
Eenn-ssyw.  White,  6  W.  W.  &  A'B.  Eq. 
216  ;  Htmn'ssg  v.  Hogan,  ib.  Tib  ;  Gillott 
V.  Kettle,  3  Duer.  624. 

{c)  Blofeld  V.  Pai,ne.  4  B.  &  Ad.  410; 
Edehten  v.  Edclsten,  1  De  G.  J.  i;  S.  185 
[per  Lord  West  bury,  C,  "It  is  not 
necessary,  for  the  injunction,  to  prove 
....  that  the  credit  of  tlje  plaintiff  is 
injured  by  the  sale  of  an  inferior  ai  tide. 
The  injury  done  to  the  plaintiff  in  his 
trade  by  loss  of  custom  is  sufficient  to 
support  his  title  to  relief");  Singer 
Manufacturing  Co.  v.  Locg  (3),  8  App. 
Cas.  15,  per  Lord  Blackburn  ;  Coats  v. 
Holbrook,  2  Sandf .  Ch.  586  :  R.  Cox,  20  ; 
Taylor  V.  Carpenter,  11  Paige,  292;  2 
Sandf.  fh.  603  ;  R.  Cox,  45  ;  Partridge 
V.  Menck,  2  Barb.  Ch.  101  ;  1  How. 
App.  Cas.  558 ;  R.  Cox,  72  ;  Cook  v. 
Sturkxieather,  13  Abb.  Pr.  N.  S.  392  : 
Shaver  v.  Shaver,  54  Iowa,  208  ;   Coffeen 


V.  Brunton,  5  McLean,  256  ;  R.  Cox, 
132  ;  Cleveland  Siohe  Co.  v.  Wallace,  b'l 
Fed.  Rep.  431  ;  Carlsbad  v.  Thackeray, 
57  ib.  18;  Keller  v.  Goodrich  Co.,  117 
lud.  556  ;   10  Am.  St.  Rep.  88. 

[d)  Wotherspoon  v.  Currif,  L.  R.  5  H. 
L.  508  ;  Singt-r  Manufacturing  Co.  v. 
Wilson,  3  App.  Cas.  376;  Siege) t  v. 
Findlatcr,  7  Ch.  D.  801  ;  Braham  v. 
Bustard,  1  H.  &  M.  447  ;  Ford  v.  Foster, 
L.  R  7  Ch.  611  ;  Kinahan  v.  Bolton,  15 
Ir.  Ch.  75  ;  Eno  v.  Stephens,  Dig.  609  ; 
Hose  V.  Loflus,  47  L.  J.  Ch.  576 ;  Field 
V.  Zetcis,  Dig.  280  ;  Bernhardt  v.  Spa/d- 
ing, 49  L.  J.  Ch.  57  ;  Berliner  Brauerei 
Gese'hchaft  Tivoli  v.  Knight,  Stocks  ^-  Co., 
W.  N.  1883,  p.  70;  Eno  v.  J)unn,  10  P. 
R.  261  ;  Grezier  v.  Autran,  13  P.  R.  1  ; 
Birmingham  Vinegar  Bmcery  Co.  Lim.  v. 
FiM-ell,  (1897)  A.  C.  710;  Daniel  v. 
Whitehouse  (2),  16  P.  R.  71;  Gt.  Korth 
of  Scotland  Bail.  Co.  v.  Mann,  Ct. 
Sess.  Cas.  4th  Ser.  XIX.  1035  ;  lea  v. 
Wolf,  15  Abb.  Pr.  N.  S.  1  ;  Frese  v. 
Bachof{2),  14  Bl.  C.  C.  432;  Boardman 
V.  Meriden  Britatinia  Co.,  35  Conn.  402  ; 
Siegert  v.  Fhlers,  Dig.  432  ;  Bails  v. 
Kennedy,  13  Grant  Up.  Can.  Ch.  523; 
B<iherts  V.  Sheldon,  8  Biss.  398  ;  Jlier  v. 
Abrahams,  82  N.  Y.  519  ;  liegeman  (f-  Co. 
V.  C Byrne,  9  Daly,  264  ;  Carroll  v. 
Ertheiler,  1  Eed.  Rep.  688  ;  Fleischmann 
v.-  Schuckmann,  62  How.  Pr.  92;  Battle 
4-  Co.  V.  Finlay,  45  Eed.  Rep.  796;  50 
lb.  106  ;  Hohner  v.  Gratz,  52  ib. 
871  ;  N.  K.  Fairbank  Co.  v.  Central 
Lard  Co.,  64  ib.  133;  N.  K.  Fair- 
b"nk  Co.  V.  R.  W.  Bell  Manufacturing 
Co.,  77  ib.  869.  And  see  Pillsbury  v. 
Ftllsbury- Washburn  Flour  2fills  Co.,  64 
ib.  841,  where  a  statement  that  the 
defendant's  goods  were  not  the  same  as 
the  plaintiff's  was  held  not  a  good 
defence.  But  compare  Cheaiin  v.  Walker, 
5  Ch.  D.  850  ;  Barrett  v.  Gonim,  74  L.  T, 
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Nor  by  showing  that  he  has  always  placed  his  own  address  on 
the  goods  (a). 

Nor  by  showing  that  he  has  used  the  word  "  Improved  "  in  con- 
nection with  his  goods  (h). 

Nor  by  showing  that  the  same  mark  has  been  used  by  other 
persons  on  goods  of  another  class  (r),  or  by  less  than  three  firms 
besides  the  plaintiff  on  goods  oj;  the  same  class  {d),  or  by  different 
firms  abroad,  if  not  in  England  (e). 

Nor  by  showing  that  another  trader  used  the  mark  before  the 
plaintiff,  if  that  other  trader's  right  to  the  mark  has  been  ad- 
judged to  be  gone  by  reason  of  misrepresentations  contained  in 
it(/).  ,  _ 

Nor  by  showing  that  the  plaintiff's  trade  mark  has  been  infringed 
by  others  without  his  knowledge  or  acquiescence  {g). 

It  is  no  defence  to  say  that  the  plaintiff  uses  more  than  one 
trade  mark  on  the  same  goods  {//),  nor  that  his  goods  have  been 
known  by  a  variety  of  names  (/). 

Nor  that  the  plaintiff  in  practice  uses  devices,  &c.,  on  his  trade 
marks  which  are  not  registered  as  part  of  them — e.g.,  filling  in 
blank  spaces  with  coats-of-arms  (A-). 

Gcorgie  v.  Smith,  52  ib.  830. 

{d)  Bent  v.  Turjnn,  2  J.  &  H.  139  ; 
Bunnachie  v.  Young  (f-  Sons,  Ct.  Sess. 
Cas.,  4th  Ser.  X.  874  ;  and  cases  at  p. 
108. 

{(')  Beiliner  Braucrci  Gesellschaft  Tivoli 
V.  Knight,  Stocks  ^-  Co.,  W.  N.  1883,  p. 
70;  Jackson  v.  Napper,  35  Ch.  D.  lt)2  ; 
NcicnuDi  V.  Pinto,  4  P.  E..  508  {per  Keke- 
wich,  J.).  So  in  Canada  ;  Smith  v.  Fair, 
14  Ont.  Eep.  729. 
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(Journal)  388  ;  Barrett  v.  White,  Xorth, 
J.,  May  r2th,  1883  ;  Magee  Furnace  Co. 
\.  Lc  Barron,  127  Mass.  115;  Thornton 
V.  Crowleg,  47  N.  Y.  Super.  Ct.  527  ; 
Somerville  v.  Schembri,  12  App.  Cas. 
453  ;  McCall  v.  Theal,  28  Grant  Up. 
Can.  Ch.  48  ;  Pratfs  Appeal,  117  Peun. 
St.  4iJl  ;  Moxie  Xerve  Food  Co.  v.  Baum- 
hach,  32  Fed.  Rep.  205  ;  Leonard  (f-  Ellis 
V.  Whitens  Golden  L'ibricator  Co.,  48  U. 
S.  Pat.  Gaz.  1401;  Brgant  S^-  May  v. 
Heyde,  7  N.  S.  W.  Rep.  (E.)  72. 

[a]  Gray  v.  Taper  Sleeve  Fullcy  Works, 
16  Fed.  Rep.  436. 

(i)  liussia  Cement  Co.  v.  Le  Fage,  147 
Mass.  206  ;  Alexander  v.  Morse,  14  R.  I. 
153;  Humphreys'  Specific,  ^-c.  Co.  v. 
Wenz,  14  Fed.  Rep.  250  ;  Gage  v. 
Canada  Publishing  Co.,  11  Can.  Sup.  Ct. 
306  ;  Californian  Fig  Syrup  Co.  v.  Im- 
protfid  Fig  Syrup  Co.,  51  Fed.  Rep.  296  ; 
54  '(/;.  175  ;  Hohncr  v.  Gratz,  52  ib.  871  ; 
Carlsbad  \.  Kutnow,  68  ib.  794;  71  ih. 
167. 

(c)  Ball  T.  Barrows,  4  De  G.  J.  &  S. 
150  ;  Ainsworth  v.  Walmsley,  L.  R.  1  Eq. 
518;  Somerville  v.  Schembri,  12  App.  Cas. 
453  ;  Col  man  v.  Crump,  70  N.  Y.  573  ; 
FEegeman  <^  Co.  v.  0'  Byrne,  9  Daly,  264  ; 
Celluloid  Manufacturing  Co.  v.  Cellonite 
Manufacturing   Co.,   32   Fed.   Rep.   94  ; 


(/)  Parlett  v.  Guggenheimer,  67  Md. 
542. 

[g)  Ford  V.  Foster,  L.  R.  7  Ch.  611  ; 
Taylor  v.  Carpenter,  3  Story,  458  ;  R. 
Cox,  14  ;  Ftlley  v.  Fassett,  44  Mo.  173  ; 
R.  Cox,  530. 

(/j)  Braham  v.  Bustard,  1  H.  &  M. 
447  ;  Singer  Manufaduring  Co.  v.  Wilson, 
3  App.  Cas.  376  ;  Wheeler  v.  Johnston, 
3  L.  R.  Ir.  284. 

(«)  Orr-Ewing  i|-  Co.  v.  Johnston  ^l-  Co., 
13  Ch.  D.  434. 

(/.;)  Newman  v.  Pinto,  57  L.  T.  N.  S. 
31  {per  Kckewich,  J.)  ;  Melachrino  v. 
Melachrino  Egyptian  Cigarette  Co.,  4  P.  R. 
215  ;  M.  Mi'lachrino  S;  Co.  v.  M.  Melach- 
rino ^  Co.,  Chitty,  J.,  May  29th,  1^88; 
Hammond  v.  Malcolm,  Brunker  ij-  Co.,  9 
P.  R.  301. 
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Infringement 
in  district  of 
a  licensee. 

Pufiino:. 


Slight  delay. 


Infancy. 


Defendant's 
mark  regis- 
tered. 

Interference 
■with  de- 
fendant's 
business. 


Nor  that  the  infringement  has  been  committed  in  a  district  in 
which  the  plaintiff  has  appointed  a  licensee  {a). 

Mere  exaggerated  statements  of  the  merits  of  medical  or  other 
compounds  on  the  part  of  the  plaintiff,  which  do  not  amount  to 
fraud,  will  not  exonerate  the  defendant  from  the  consequences  of 
his  own  fraud  {b) .  Nor  will  other  statements  by  the  plaintiff, 
which,  though  not  absolutely  correct,  cannot  mislead  in  any 
important  respect  (r) — e.g.,  an  allegation  that  the  plaintiff's  mark 
was  registered  before  registration  had  actually  been  effected  (d)  ; 
or  the  putting  the  word  "  registered  "  on  the  mark  as  used,  though 
spaces  left  blank  in  the  mark  as  registered  are  filled  in  {e). 

The  defendant  will  not  escape  by  alleging  laches  on  the  part  of 
the  plaintiff  in  prosecuting  his  action,  if  no  greater  delay  has 
taken  place  than  was  requisite  to  enable  necessary  evidence  to  be 
obtained  (_/'). 

Infancy  is  no  defence,  for  "  if  an  infant  practises  a  fraud,  he  is 
liable  for  the  consequences "  (^),  and  he  will  be  in  the  same 
position  as  an  adult  with  respect  to  the  payment  of  costs  (//).  And 
so  with  a  married  woman  having  separate  estate  (/). 

Registration  of  the  defendant's  mark  at  Stationers'  Hall,  or  in 
the  trade  marks  register  (r/),  is  no  defence  (/-•). 

Nor  is  it  any  defence  to  say  that  an  injunction,  if  granted, 
would  interfere  with  the  defendant's  business,  or  with  that  of  other 
manufacturers,  since  they  will  be  able  to  trade  as  they  please,  with 
the  sole  exception  of  using  the  plaintiff's  trade  mark  (/). 


Discovery  and  Inspection. 

Discovery.  The  plaintiff  in  a  trade  mark  case  sometimes  thinks  it  advisable, 

for  the  purposes  of  his  action,  to  obtain  from  the  defendant,  a 


(a)  Moxie  Nerve  Food  Co.  v.  Baumbach, 
32  Fed.  Rep.  205. 

{b)  HoUoway  v.  HoUoicaii,  13  Beav. 
209;  Meizhr  v.  Wood,  8  Ch.  D.  606; 
Rowland  v.  Michell,  (1897)  1  Ch.  71; 
Comstock  V.  JFhite,  18  How.  Pr.  421. 
See  cases  at  p.  210. 

(c)  Siegert  v.  Findlater,  7  Ch.  D.  801. 
See  cases  at  p.  212. 

[d]  Bead  v.  Richardson,  45  L.  T.  N.  S. 
54  ;  Upper  Assam  Tea  Co.  y.  Herbert  ^-  Co., 
7  P.  R.  183  ;  Goodwin  v.  Venning,  24  Sol. 
J.  690. 

{e)  M.  Melachrino  ^-  Co.  v.  R.  Melach- 
rino  ^  Co.,  Chitty,  J.,  May  29th  1888. 


(/)  Zee  Y.  Haleij,  L.  R.  5  Ch.  155  ; 
Cave  V.  Myers,  Dig.  304.  See  McLean  v. 
Fleming,  96  L'.  S.  245. 

(g)  I'er  Plumer,  V.-C,  in  Cory  v. 
Gertcken,  2  Madd.  49. 

(70  Chxibb  V.  Griffiths,  35  Beav.  127  ; 
TT'oolfv.  Woolf,  43  Sol.  J.  127. 

[i)  NichoUs  V.  Eimpton,  3  Times  L.  R. 
674. 

(/•)  Reinhardt  v.  Spalding,  49  L.  J.  Ch. 
57.     And  see  cases  at  p.  142. 

(l)  Ransome  v.  Graham,  51  L.  J.  Ch. 
897.  See  Cojje  v.  Erans,  L.  R.  18  Eq. 
138;  Bass  v.  Bawber,  19  L.  T.  N.  S. 
626. 
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disclosure  of  certain  particulars  of  Ms  business — as,  for  instance,  of 
the  names  of  customers  to  whom  the  goods  alleged  to  be  marked 
with  the  plaintiff's  trade  mark  have  been  sold,  or  on  whose  account 
such  goods  have  been  conveyed. 

The  principles  on  which  this  advantage  is  given  or  withheld  are  Principles  on 
thus  stated  by  Lord  Hatherley,  C.  {a)  :  "  The  Court  does  not,  "^  ^^  given, 
when  discovery  is  a  matter  of  indifference  to  the  defendant,  weigh 
in  golden  scales  the  question  of  materiality  or  immateriality ;  but 
where  the  nature  of  the  discovery  required  is  such  that  the  giving 
of  it  may  be  prejudicial  to  the  defendant,  the  Court  takes  into 
consideration  the  special  circumstances  of  the  case,  and  whilst,  on 
the  one  hand,  it  takes  care  that  the  plaintiff  obtains  all  the  dis- 
covery which  can  be  of  use  to  him,  on  the  other  it  is  bound  to 
protect  the  defendant  against  undue  inquisition  into  his  affairs. 
The  question  of  materiality  must  be  tested  by  reference  to  the  case 
made  by  the  plaintiff's  pleadings,  and  to  what  will  be  in  issue  at 
the  hearing." 

"  The  more  strict  the  Court  is  in  compelling  a  full  answer,  the  Not  given 
more  necessary  it  is  that  the  Court  should  be  vigilant  in  seeing  ^p^lgiye. 
that  the  process  of  the  Court  is  not  made  use  of  in  an  oppressive 
manner"  {b).  Where,  therefore,  the  L.J  J.  were  of  opinion  that 
the  discovery  asked  was  such  as  the  plaintiff,  even  if  he  failed 
at  the  hearing,  might  yet  afterwards  use  in  a  manner  prejudicial 
to  the  defendant,  and  were  not  satisfied  that  there  was  any  real 
prospect  of  its  being  of  material  service  to  the  plaintiff  at  the 
hearing,  they  reversed  the  order  of  the  Yice- Chancellor  of  Lan- 
caster, by  whom  such  discovery  had  been  granted  (r) . 

So  in  Bcnhow  v.  Loic  [d]  the  defendants,  who  were  also  plaintiffs  Benhow  v. 
by  counterclaim,  exhibited  interrogatories  requiring  the  plaintiffs 
to  state  {inter  alia)  what  quantities  of  soap  had  been  sold  by  them 
bearing  the  name  in  dispute,  between  the  dissolution  of  the 
original  partnership  and  the  date  of  the  action,  distinguishing 
between  the  quantities  sold  in  each  year,  and  between  the 
quantities  sold  in  England  and  in  the  United  States  and  in 
the   continent   of    Europe;    and   Bacon,   V.-C,    and    the    Court 

(fl)  Moore  v.  Craven,  L.  R.  7  Ch.  94.  legitimate  purposes  will  be  answered  by 

[b)  I'er  Selwyn,  L.  J.,  in  Lockctt  v.  a  restricted  discovery,  it  will  so  restrict 
Lockett,  L.  R.  4  Ch.  341.  And  see  if  :  per  'ilvi\\,Y.-G.,  u\  Orr  v.  IHapcr, 
Figgott  v.  Anglo-American  'Telegraph  Co.,  4  Ch.  D.  !)2,  commenting  on  this  case. 
19  L.  T.  N.  S.  46.  The  present  Rules  of  Court  favour  such 

(c)  Carver  v.  Finto  Leite,  L.  R.  7  Ch.  restrictions. 

90.     "If  the  Court  sees  that  all  fair  and  [d]   16  Ch.  D.  <X]. 

S.  Q 


necessary. 
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of  Appeal  held  that  tlie  plaintiffs  were  justified  in  refusing  to 
answer,  as  the  question  was  framed,  not  for  the  ordinary  purposes 
of  discovery,  but  in  order  to  get  at  the  details  of  a  part  of  the 
plaintiffs'  evidence. 

In  re  Wills.  In  In  re  Wilh  {«) ,  which  was  an  application  to  remove  a  trade 

mark  from  the  register,  Kekewich,  J.,  ordered  the  respondents 
to  give  discovery  of  documents  after  the  evidence  was  all  but 
completed,  but  restricted  the  order  to  documents  relating  to 
certain  specified  questions  framed  with  a  view  to  show  that  the 
respondents'  mark  was  common  to  the  trade  and  not  distinctive ; 
but  the  Court  of  Appeal  regarded  even  this  restricted  form  of 
order  as  oppressive,  and  discharged  it  upon  the  terms  of  the 
respondents  undertaking  to  deliver  a  statement  of  the  labels  on 
which  they  intended  to  rely,  and  to  produce  all  relevant  documents 
in  Court. 

Given  when  On  the   other  hand,  "  the  Court,  while  it  takes  care  that  no 

oppressive  use  is  made  of  its  forms  of  procedure,  must  take  care 
that  parties  are  not  allowed  to  refuse  discovery  which  they  ought 
to  make"  {b).  Where,  therefore,  a  defendant  who,  having  been 
the  agent  in  London  of  the  plaintiff,  an  American  sewing-machine 
maker,  continued,  after  dismissal,  to  advertise  himself  as  the  plain- 
tiff's agent,  and  to  sell  as  "  the  Howe  Sewing  Machine  "  machines 
not  made  by  the  plaintiff,  and  refused  to  give  discovery  of  all  the 
machines  sold  by  him,  with  the  prices,  profits,  names  of  purchasers, 
and  other  particulars,  on  the  ground  that  he  would  thereby  disclose 
the  names  of  his  customers  and  the  secrets  of  his  trade,  Romilly, 
M.  R.,  held  that  the  discovery  might  be  extremely  material  to 
the  plaintiff,  and  ordered  it  to  be  given  (r).  Again,  where  the 
plaintiff  obtained  an  injunction  against  the  defendants,  and  the 
defendants  offered  to  submit  to  an  injunction  and  pay  costs,  and 
then  moved  to  stay  proceedings,  the  answer  to  the  plaintiff's 
interrogatories  not  having  yet  been  given.  Wood,  V.-C,  said  that 
the  plaintiff  had  a  right  to  ascertain  the  facts  in  his  own  way,  by 
the  answer  of  the  defendants  to  his  interrogatories,  and  that  until 
the  defendants  had  put  in  their  answer,  it  was  impossible  for  the 

la)  (1892)  3  Ch.  201.  '^-  Crickton,  Ct.  Sess.  Cas.  1st  Ser.  XV. 

1270  ;    Ufiion  Paper  Collar  Co.  v.  Metro- 

[b)  Fer  Giffard,  L.  J.,  in  Thom^Kon  v.       poUtan    Collar    Co.,    Ld.,    3    Daly,    171  ; 
Dimn,  L.  R.  5  Ch.  576.     AuAaceRenard       jiy^gg  ^   Sullivan,  21  How.  Pr.  60. 
V.  Levinstein,  10  L.  T.  N.  S.  94  ;  Jtasscll  (<,)  jfgwe  v.  McKernan,  30  Beav.  547. 
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Court  to  say  •whether  or  not  he  had  done  rightly  in  rejecting  the 
terms  offered  by  the  defendants.  The  motion  was  refused,  with 
costs  (a) . 

In  Leather  Cloth  Co.  v.  Hirscltfeld  (b),  a  decree  having  been  made  Leather  Cloth 
directing  the  defendant  to  account  for  all  goods  sold  by  him  with  f^.i[l  ' 
a  particular  stamp,  it  was  decided  by  the  same  learned  judge  that 
the  defendant  was  compellable  to  disclose  the  names  of  all  persons 
to  whom  he  had  sold  any  such  goods,  and  that  if  he  could  not  say 
to  which  of  his  customers  the  stamped  goods  were  sold,  he  was 
then  (but  not  otherwise)  compellable  to  disclose  the  names  of  all 
customers  to  whom  he  had  sold  goods  which  he  would  not  swear 
positively  were  unstamped. 

In  Fennessy  v.  Clarlc  (c),  an  action  for  an  injunction  to  restrain  Fennessyx. 
an  infringement  of  trade  mark,  and  for  damages  or  an  account, 
after  an  order  had  been  made  for  the  trial  of  issues  of  fact  before  a 
judge  and  jury,  and  before  the  plaintiff  had  elected  between 
damages  and  an  account,  the  plaintiff  took  out  a  summons  for  a 
fuller  statement  by  the  defendant  of  the  number  of  his  sales  and 
for  inspection  of  his  books ;  but  the  application  was  refused  as 
being  premature. 

In  Orry.JDiaper  {(l)  discovery  was  granted,  though  no  other  relief  Orr  v.  Diaper. 
was  sought  in  the  action,  but  it  is  questionable  whether  this  decision 
can  now  be  relied  on. 

By  §  2  (2)  (b)  of  the  Merchandise  Marks  Act,  1887,  a  person  Discovery 
who  sells  or  exposes  for  sale  goods  having  a  forged  trade  mark  or  chandise^'^' 
false  trade  description  applied  thereto  is  guilty  of  an  offence  against  Marks  Act, 
the  Act,  unless  he  proves,  among  other  things,  "  that,  on  demand 
made  by  or  on  behalf  of  the  prosecutor,  he  gave  all  the  information 
in  his  power  with  respect  to  the  persons  from  whom  he  obtained  " 
the  goods  ;  and  §  12  authorises  the  issue  of  a  search-warrant  (e). 

In  Ilcnnessy  v.  Rohmann  {/),  Malins,  Y.-C,  granted  inspection  of  Inspection_ 
cases  and  bottles  used  by  the  defendants.     In  Smith  v.  Harris  {g),  tiTro^Acta.^ 
the  plaintiff  in  a  trade-mark  case  alleged  by  his  statement  of  claim 
that  he  had  for  many  years  used  the  word  "  Glenlivet "  on  his 

(a)  Stephe7iSY.  Brett,  10  L.  T.  N.  S.           {e)  By    sect.    6    of    tlie   Mcrcliandiso 

231.  Marks  Act,   1862,  full  iuformation  had 

{b)   1  H.  &  M.  295.     And  see  Towell       to  be  given  within  forty-eig-ht  hours. 

V.  Birmingham  Vinegar  Brewery  Co.,  14           (/")  36    L.    T.   N.   S.   51.     This  was 

P.  R.  1.  under  Order  LII.  r.  3,  of  the  Rules  of 

[c]  37  Ch.  D.  184.  Court  then  in  force,  now  Order  L.,  r.  3. 

\d)  4  Ch.  D.  92.  {g)  48  L.  T.  N.  S.  869. 

q2 
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invoices,   letters,   billheads,    and  whiskey  casks,  and,  on  the  de- 
fendant's application,  he  was  ordered  to  produce  for  inspection  the 
invoices,  letters  and  billheads  in  his  possession  so  marked,  but  not 
the  casks. 
Particulars.  In  the  last-mentioned  case  the  defendant  alleged  by  his  state- 

ment of  defence  that  the  plaintiff  had  for  many  years  been  well 
aware  of  the  word  "  Glenlivet"  being  widely  used  in  the  trade  in 
connection  with  other  makes  of  whiskey ;  and  the  Court  of  Appeal 
ordered  (a)  the  defendant  within  an  appointed  time  to  deliver 
particulars  of  the  names  of  the  persons  alleged  to  have  used  the  word 
with  the  plaintiff's  knowledge,  and  the  times  when  and  the  places 
where  they  had  done  so,  and  ordered  that,  if  the  defendant  should 
not  do  so,  the  paragraph  in  the  defence  should  be  struck  out. 
Again,  in  Hmnphries  v.  Taylor  Drug  Co.  (1)  (/>)  the  plaintiff  in  a 
trade-mark  action  having  alleged  by  his  statement  of  claim  that 
persons  had  been  deceived,  he  was  ordered  to  deliver  particulars 
of  the  names  and  addresses  of  the  persons  alleged  to  have  been 
deceived.  In  the  same  way,  where  a  defendant  has  alleged  that 
the  mark  has  been  used  by  traders  other  than  the  plaintiffs, 
particulars  of  such  user  have  frequently  been  dii'ected. 


Acconnt. 


Incident  to 
injunction. 


Account. 

A  most  important  part  of  the  remedy  given  in  Equity  for  the 
infringement  of  the  rights  of  the  owner  of  a  trade  mark  is  the 
account  of  the  profits,  by  which  such  profits  as  have  been  dis- 
honestly acquired  by  a  defendant  by  means  of  the  reputation  of 
another  are  restored  to  the  plaintiff,  whose  they  ought  to  have 
been  at  first.  The  principle  is  the  same  as  where  a  man  is  made  to 
account  for  the  profits  which  he  has  improperly  received,  arising 
from  the  fraudulent  manufacture  of  a  secret  medicine  (r-),  or  the 
publication  of  a  newspaper  (f/). 

"  The  liability  to  account  for  the  profits  is  incident  to  the 
injunction  "  (c),  and  "  on  authority  and  principle  it  is  clear  that  if 
a  man  manufactures  goods  and  knowingly  marks  them  with  the 
trade  mark  of  another  person,  he  is  accountable  for  the  profits  so 


(a)  Feb.  6th,  1884. 
\b)  39  Ch.  D.  693. 

(c)  Green  v.  Folgham,  1  S.  &  S.  398. 

[d)  Gihlett  v.  Read,  9  Mod.  459. 


(e)  Per  Romilly,  M.  E,.,  in  Cartier  v. 
Carlile,  31  Beav.  292.  And  see  Lever  v. 
Goodwin,  36  Ch.  D.  1  ;  and  Saxlehner 
V.  Apollmaris  Co.,  (1897)  1  Ch.  893. 
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made  "  {a),  and  that,  whether  he  manufactures  on  his  own  account, 
or  only  puts  up  goods  for  others  {h) . 

So  long  as  the  defendant  is  aware  that  he  is  using  a  trade  mark,  Wherever 
which  is  not  his,  the  fact  that  he  does  not  know  to  whom  the  trade  ^.nother's 

'  ^        _  ^  mark  is 

mark  belongs  which  is  on  the  goods  he  is  selling  does  not  in  the  placed  on  the 
slightest  degree  affect  the  right  of  the  owner  to  an  injunction  and  defendant. 
an  account  of  profits.  And  since  the  defendant  cannot  himself 
have  placed  on  the  goods  another's  trade  mark,  without  being 
aware  that  he  was  infringing  some  one's  trade-mark  rights,  though 
he  may  not  have  known  exactly  whose  it  was,  he  will  be  account- 
able in  all  cases  in  which  he  has  himself  placed  the  mark  on  the 
goods  {(■) . 

But  where  the  defendant  has  bought  marked  goods  and  resold  Not  always 
them  in  ignorance  that   the   trade   mark    on    them   was   forged,  he'i^yt^t 
although  the  plaintiff  will  be  entitled  to  his  injunction,  he  will  not  goods  ready 
necessarily  be  entitled  to  an  account,  except  in  respect  of  any  user 
by  the  defendant  after  he  became  aware  of  the  prior  ownership  (d). 
On   this   principle,   in   mii'ii   v.  Sktck  (e),    a   defendant  who   had 
bought  and  resold  goods  bearing  a   mark  which   infringed   the 
plaintiff's  trade  mark,  but  without  knowledge  of  the  infringement, 
and  who,  on  hearing  of  the  infringement,  had  at  once  desisted 
from  any  further  sales  and  offered  to  submit  to  a  perpetual  injunc- 
tion ^ith  costs,  was  relieved  from  accounting. 

In  many  cases  the  main  object  of  the  action  is  to  obtain  the  Account 
injunction,  the  account  being  of  very  secondary  importance  (_/')  ;  useless™^^ 
and  occasionally  the  injury  suffered  by  the  plaintiff,  and  the 
profits  received  by  the  defendant,  have  been  so  small  that  the 
account  has  not  formed  part  of  the  relief  awarded,  so  that  the  old 
rule  that  the  injunction  was  subordinate  to  the  account  {{/)  no 
longer  holds  good. 

As  a  plaintiff  may  be  disentitled  to  his  injunction  by  reason  of  No  account 


where  laches. 


(a)  Fer  Romilly,  M.   R.,  in  Moet  v.  [d)  Edehten\.  Edelsten,  1  De  G.  J.  & 

CmMoH,  33   Beav.   578.     See  Carver  v.  s.  185 ;  Moet  v.  Couston,  33  Beav.  578. 

Botcher,    Dig.    581.     The  account   only  M  9J.  S  1    T    2Q0 

extends   to    goods  actually    sold   under  ^*'              '     '         ' 

the  spurious  mark,  not  to  goods  mauu-  (/)  PierccY.  Franks,  1.3  L.  J.  Oh.  122  ; 

factured  but  not  sold.     See  Stonebraker  ^"rgess  v.  Ilately,  26  Beav.  249  ;  Leather 

V    Stonebraker   33  Md    ''5'^  Cloth  Co.  v.  American  Leather  Cloth  Co., 

'(b)  8auijer\.    Kellogg'' 1   Fed.    Rep.  ^    ^^  G.  J.    &    S.    137;    McAndrcw  v. 

7'''1  •  9  \b   601  Bassctt,  ib.  380  ;  Barnett  v.  Lettchars,  13 

'(c)   Cariier  v.    Carlile,    31   Beav.  292  ;  L.  T.  N.  S.  495  ;  Shipwright  v.  Clements, 

Moet  r.  Coustoii,  33  Beav.  .578.     And  see  1^  W.  R.  599,  &c. 

S.  C.  10  L.  T.  N.  S.  395.  .  (^r)  Delondre  v.  Shaw,  2  Sim.  237. 
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Offer  of 
submission. 


Sub -divided 
account. 


Extent  of 
account. 


liis  owu  laches,  so  he  may  be  disentitled  by  the  same  reason  to  the 
account  of  profits.  If  he  permits  the  defendant  to  continue  his 
infringement  for  a  prolonged  period,  he  will  not  then  be  allowed 
to  treat  him  as  his  salesman,  and  claim  an  account  (a) .  But  if 
the  plaintiff  has  not  been  aware  of  the  fact  of  the  defendant's 
user,  the  length  of  that  user  will  not  deprive  him  of  his  right  to  an 
account  (i). 

Where  a  defendant  offered,  among  other  things,  to  account  for 
profits,  but  the  plaintiff,  declining  the  offer  of  submission,  insisted 
upon  his  own  terms,  including  an  account,  the  Court  granted  the 
account,  but  only  upon  the  plaintiff's  request,  and  at  his  peril  in 
respect  of  costs,  in  case  it  should  turn  out  that  the  account 
furnished  by  the  defendant  of  his  own  accord  was  accm'ate  (c). 

In  Bent  V.  Tiirpin  (d),  w^here  a  defendant  had  infringed  a  trade 
mark,  which  had  become  by  bequest  the  property  of  two  different 
persons,  and  those  persons  brought  distinct  actions  against  the 
defendant,  the  prayer  in  each  case  including  an  account  and  pay- 
ment of  such  share  of  the  profits  as  should  be  shown  to  be  attribut- 
able to  the  individual  plaintiff's  share,  it  was  held  that  such  an 
account  and  2:)ayment  could  be  granted. 

As  to  the  extent  of  the  account,  the  general  rule  is,  (though  it 
seems  possible  that  there  may  be  exceptions  to  it,)  that  where 
goods  are  sent  into  the  market  under  a  spurious  mark  or  name  or 
get-up  which  is  calculated  to  deceive,  the  account  must  extend  to 
the  whole  of  the  goods  so  sent  into  the  market,  and  will  not  be 
limited  to  such  part  of  the  goods  as  can  be  proved  to  have  caused 
deception,  nor  yet  so  as  to  exclude  such  part  of  the  goods  as  can 
be  proved  to  have  been  sold  without  deception,  seeing  that  the 
goods  carry  with  them  the  means  of  deception,  and  ultimate  or 
intermediate  purchasers  may  well  be  deceived,  even  though  the 
immediate  purchaser,  who  is  usually  a  wdiolesale  or  retail  trader, 
may  not  be.  The  manuiactm'ers  of  the  spuiious  goods  cannot 
retain  the  profits  which  they  have  made  by  putting  into  the  hands 
of  the  retailers  the  means  of  deceiving  the  public,  whether  they 
have  made  such  use  of  those  means  as  to  produce  deception  or 


{(()  Heard  v.  Turner,  13  L.  T.  N.  S. 
746;  Earrison  v.  Taylor,  11  Jur.  N.  S. 
408  ;  McLean  v.  Fleming,  96  U.  S.  245  ; 
Amoskeaq  Manufacturing  Co.  v.  Garner 
(2),  54  How.  Pr.  298  ;  Kolt  v.  Menendez, 
128  U.  S.    182 ;    Low  v.  Fells,  35  Fed. 


Eep.  361. 

[b)  Saivger   v.    Eelhgg,   7   Fed.   Rep. 
721  ;  9  ib.  601. 

(c)  Nunn  v.  B^ Albuquerque,  34  Beav. 
595. 

id)  2  J.  &  H.  139. 
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not  {a).  The  account  will  not  be  given  for  a  period  of  more  tlian 
six  years  before  the  commencement  of  the  action,  and  it  will  not 
include  eveiy  species  of  profit  made  by  the  defendant  during  that 
period,  but  only  so  much  as  is  properly  attributable  to  the  use  of 
the  plaintiff's  trade  mark  {h).  The  account  must  extend,  at  all 
events  in  case  of  fraud,  to  sales  prior  to  the  plaintiff's  registration, 
as  well  as  to  sales  since  then  {c).  If  the  defendant  was  at  first 
ignorant  that  he  was  using  a  trade  mark,  the  account  may  be  made 
to  commence  from  the  date  when  he  became  aware  of  that  fact  [d) ; 
and  where  the  plaintiff  had  himself  been  guilty  of  misrepresenta- 
tion, and  the  defendant's  business  was  carried  on  upon  so  much 
larger  a  scale  than  the  plaintiff's  as  to  render  it  impossible  to 
suppose  that  the  use  of  the  plaintiff's  mark  had  alone  brought 
the  defendant  his  customers,  the  account  was  only  given  from  the 
date  of  filing  the  bill,  and  not  earlier  {e). 

An    account   of    profits   is   usually   directed   at   the   plaintiff's  Account 

directed  at 
risk  (/).     Where  an  account  had  been   directed  of  the  sale  and  plaintiff's 

profits  of  a  book  j)ublished  in  infringement  of  the  plaintiff's  rights  "'^^" 
notwithstanding  an  affidavit  by  the  defendant  that  about  half  of 
11,000  copies  printed  had  been  sold,  and  the  account  showed  that 
9,000  copies  had  been  sold,  but  that  instead  of  a  profit  there  had 
been  a  small  loss,  it  was  held  that  the  affidavit  had  been  shown 
to  be  untrustworthy,  and  that  the  plaintiff  was  justified  in  re- 
quiring the  account  to  be  taken,  and  was  entitled  to  the  costs 
thereby  occasioned  {g). 

The  acceptance  of  an  account  of  profits  by  the  plaintiff  operates  Election 
as  a  condonation  of  the  infringement;  so  that  a  plaintiff  must 


between 
account  and 
damaofes. 


{a)  Edehten  v.  Edelstcn,  1  De  G.  J.  & 
S.  185  ;  Lever  v.  Goodwin,  36  Ch.  D.  1  ; 
Saxlelmer  t.  Apollinaris  Co.,  Ld.,  (1897) 
1  Ch.  893.  According  to  the  American 
decisions,  the  defendant  must  account 
for  the  whole  of  the  profits  made  by  the 
sales  under  the  wrongful  mark  [Bcnkcrt 
V.  Feder,  34  Fed.  Rep.  534),  even  though 
he  may  have  sustained  a  loss  on  his 
business  as  a  whole  :  Aflantic  Milling 
Co.  V.  Roivland,  27  Fed.  Rep.  24.  In 
computing  profits  no  deduction  can  be 
made  for  expenses  not  exclusively  at- 
tributable to  the  wrongful  venture  : 
Sociite  Anonyme  v.  IFcsfcrn  JJistillinr/ 
Co.,  46  Fed.  Rep.  921.  And  when  the 
plain tiif  elects  to  take  an  account  of  the 
profits  made  by  the  defendant,  the  profits 
which  he  would  himself  have  made  are 


immaterial:  Atlantic  Milling  Co.  \. Roiv- 
land, 27  Fed.  Rep.  24. 

{h)  CariierY.  Carlile,  31  Beav.  292. 

{c)   Smith  v.  Fair,  14  Ont.  Rep.  729. 

{d)  Moet  V.  Comton,  33  Beav.  578  ; 
Edehten  v.  Edehten,  1  De  G.  J.  &  S. 
185.  But  in  America  the  state  of  know- 
ledge of  the  infringer  appears  to  be  im- 
material, and  a  defendant  may  bo  made 
to  account  for  an  inadvertent  infringe- 
ment :  Oaken  v.  Tonsinierre,  49  Fed.  Rep. 
447. 

(r)  Ford\.  Foster,  L.  R.  7  Ch.  Gil. 

(/)  As  an  inquiry  as  to  damages  may 
be.  See  Tunge  v.  Ward,  21  L.  T.  N.  S. 
480. 

(g)  Dicks  v.  Jackson,  Chitty,  J.,  March 
31st,  1884. 
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elect  between  the  account  and  an  inquiry  as  to  damages,  but  cannot 
insist  on  both  {a),  thougli  he  may  at  the  outset  claim  both,  reserving 
his  election  till  a  later  stage  {h). 


Damages. 

Damages.  It  is  in  the  option  of  a  successful  plaintiff  in  a  trade  mark  action 

to  elect  between  an  account  of  profits  and  an  inquiry  as  to  damages, 
although,  as  before  stated,  he  cannot  have  both  (r).  Damages 
being  the  appropriate  remedy  at  Common  Law,  while  the  account 
of  profits  was  peculiar  to  Equity,  the  result,  and  probably  the 
cause  of  the  great  majority  of  trade  mark  cases  being  brought  into 
Equity,  has  been  that  an  account  has  been  frequently  awarded, 
and  not  damages.  This  has  been  the  case  notwithstanding  that 
the  Courts  of  Equity  have  had  the  power  of  giving  relief  in  the 
shape  of  damages  {d),  since  in  most  cases  the  account  forms  the 
most  convenient  remedy. 

When  given.  Some  of  the  remarks  made  in  reference  to  the  account  apply  in 
respect  of  damages :  thus,  the  defendant  is  liable  in  damages  for 
the  user  of  what  he  has  reason  to  know,  or  sujipose  to  be,  a  forged 
trade  mark,  though  he  may  be  ignorant  of  the  owner  ;  but  not 
necessarily  for  user  of  a  mark  which  he  did  not  at  all  know  to  be 
forged  (^'j ;  while,  on  the  other  hand,  the  plaintiff  may  be  held  to 
be  disentitled  to  damages  by  reason  of  his  o-uti  delay  (,/') .  Damages 
may  be  awarded  in  respect  of  infringements  prior  to  the  plaintiff's 
registration,  since  registration  is  only  a  condition  precedent  to 
suing  (i/). 

Special  J" or  damages  to  be  recovered  it  is  not  necessary  that  special 

not  be  proved,  damage   should  be   proved ;    it   is    sufficient   to    show    that   the 


{a)  Xeihon  v.  Betts,  L.  R.  5  H.  L.  1. 

{b)  This  is  the  usual  course  in  Eng- 
land ;  and  see  Lcidersdorf  v.  Flint  (2), 
50  Wise.  401. 

{c)  Keilson  v.  Betts,  L.  R.  5  H.  L.  1. 
See  Saxlehner  v.  ApolUnaris  Co.,  (1897) 
1  Ch.  893  ;  and  Leidersdorf  v.  Flint  (2), 
50  Wise.  401. 

(rf)  Thus,  inquiries  as  to  damages 
"were  given  in  Cheavin  v.  Walker,  5  Ch. 
D.  850,  861  ;  and  Graveley\.  Winchester, 
Seton,  5th  ed.  591. 

{e)  Edelsten  v.  Edelstcn,  1  De  G.  J.  & 


S.  185  ;  Cartier  v.  Carlile,  31  Beav.  292  ; 
Mod  V.  Couston,  33  ib.  578 ;  10  L.  T. 
N.  S.  395.  Thus,  in  Weed  v.  Feterson, 
12  Abb.  Pr.  N.  S.  178,  it  was  held  that, 
though  an  injunction  must  be  granted 
with  costs,  yet,  as  the  defendants  had 
acted  perfectly  bond  Jide,  no  damages 
could  be  given. 

(/)  Amoskcag  Manufacturing  Co.  v. 
Garner  (2),  54  How.  Pr.  298;  Bolt  v. 
Mencndcz,  128  U.  S.  182. 

(g)  Barlow  4-  Jones,  Ld.  v.  Johnson  ^■ 
Co.,  7  P.  R.  395,  411. 
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plaintiff's  riglit  has  been  invaded,  in  which  case  some  damages, 
even  if  only  nominal,  will  be  given  (a).  And  it  has  been 
held  in  Scotland  {h)  and  in  New  Zealand  (c)  that  more  than 
nominal  damages  may  be  awarded  for  a  fraudulent  imitation,  even 
without  proof  of  special  damage. 

The  measure  of  damages  which  can  be  recovered  when  special  Measure  of 
damage  is  proved  is  not  yet  clearly  settled  by  authority ;  but  in  ^™'^^^^- 
Leather  Cloth  Co.  y.  Hi rschfeld  {d),  it  was  held  by  Wood,  V.-C, 
that  it  would  not  be  assumed  in  the  absence  of  evidence  that  the 
amount  of  goods  sold  by  the  defendant  under  the  fraudulent  trade 
mark  would  have  been  sold  by  the  plaintiff  but  for  the  defendant's 
unlawful  use  of  the  plaintiff's  trade  mark  ;  for  the  Court 
could  not  assume  that  the  persons  who  bought  what  the  plaintiff 
averred  were  inferior  articles,  at  an  inferior  price,  would  neces- 
sarily, if  they  had  not  done  so,  have  bought  the  superior  articles  at 
the  higher  prices.  Again,  in  Magnolia  Metal  Co.  v.  Atlas  Metal 
Co.  (e),  notwithstanding  that  the  defendants  had  sold  a  large 
quantity  of  the  spurious  goods,  Collins,  J.,  refused  to  award  any 
damages  in  the  absence  of  evidence  that  the  plaintiffs  had  been 
thereby  deprived  of  the  sale  of  any  goods,  or  that  the  reputation 
of  their  goods  had  suffered,  and  this  view  wvas  affirmed  by  the 
Court  of  Appeal.  In  America  it  has  been  said  that  "  every  con- 
sideration of  reason,  justice,  and  sound  policy  demands  that  one 
who  fraudulently  uses  the  trade  mark  of  another  should  not  be 
allowed  to  shield  himself  from  liability  for  the  profit  he  has  made 
by  the  use  of  the  trade  mark  on  the  plea  that  it  is  impossible  to 
determine  how  much  of  the  profit  is  due  to  the  trade  mark  and 
how  much  to  the  intrinsic  value  of  the  commodity.  The  fact  that 
it  is  impossible  to  apportion  the  profit  renders  it  just  that  he  should 
lose  the  whole  "  (_/')  ;  and  the  usual  practice  in  America  appears 
to  be  to  assess  damages  at  the  amount  of  the  profits  which  the 
plaintiffs  would  have  made  if  they  had  sold  the  same  quantity 
of  the  genuine  goods  as  the  defendants  had  sold  of  the  spurious 

(a)  Blofieldy.  Paijiw,  4  B.  k  Ad.  410.  {d)  L.  R.  1  Eq.  299.  See  Davenport 
And  see  Syhcs  v.  iSijkcn,  3  B.  &  C'r.  541  ;  v.  ihjlands,  ib.  302;  Alexander  ij-  Co.  v. 
Morison  v.  Salmon,  2  Scott,  N.  R.  449  ;       Hcnnj  <?•  Co.,  12  P.  R.  360. 

2  Man.  &  G.  38.3;  and  cases  at  p.  1G2,  (r)   14  P.  R.  389.     Cf.  Pinto  v.  Trott, 

n.  {!>).  8  P.   R.   173,   179  ;  aud   Thomson   ^-  Co. 

[b)  Thomson  f^  Co.  v.  Bally,  Ct.  Sess.  v.  Daily,  Ct.  Scss.  Cas.  4th  Ser.  XXIV. 
Gas.  4th  Ser.  XXIV.  1173.  1173. 

(e)  Littlcjohn  ^  Son  v.  MtiUiyan,  3  N.  (/)  deeper  Crockett,  J.,  in  Grahamx. 

Z.  L.  R.  (Sup.  Ct.)  446.  Plate,  40  Cal.  593  ;  6  Amcr.  Rep.  639. 
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ones(r^),  or,  at  all  events,  at  the  amount  of  the  actual  profits 
reaped  by  the  defendants  from  the  infringement  (b) .  The  observa- 
tion, however,  seems  just,  that  the  measure  of  damages  is  really 
the  injury  done  to  the  plaintiffs,  and  not  the  profits  made  by  the 
defendants  (who  in  Leather  Cloth  Co.  v.  Hirschfeld  (c)  were  selling 
at  lower  prices  than  the  plaintiffs)  {d)  ;  and  in  an  Indian  case  {c), 
where  it  was  shown  that  the  price  of  the  plaintiff's  goods  had 
been  necessarily  lowered  in  consequence  of  the  defendants'  fraudu- 
lent competition,  it  was  held  that  the  amount  of  the  reduction  in 
price  gave  the  measm-e  of  damages.  So  it  was  said  in  Atlantic 
Mining  Co.  v.  Robinson  (/)  that  the  extent  to  which  the  defendants' 
infringement  had  interfered  with  the  plaintiff's  sales  was  the 
measure  of  damages.  All  the  above  elements  were  present  in 
Alexander  8^'  Co.  v.  Henri/  i^'  Co.  (g),  in  which  the  plaintiffs 
recovered  over  8,000/.  by  way  of  damages  in  respect  of  their 
thread  having  been  practically  driven  out  of  the  Mexican  market 
by  repeated  fraudulent  imitations  of  their  trade  marks,  the 
damages  being  made  up  of  (1)  profits  which  the  plaintiffs  would 
have  made  if  they  had  sold  thread  of  their  own  equal  in  ciuantity 
to  the  tlu'ead  sold  under  certain  sj)m'ious  tickets,  they  having 
pre^aously  had  a  substantial  monopoly  of  the  market ;  (2)  damage 
incurred  by  enforced  reduction  of  the  plaintiffs'  prices ;  (3)  damage 
occasioned  by  the  competition  of  the  defendants  under  other  tickets, 
which  had  only  been  rendered  possible  by  the  injury  to  the  plain- 
tiffs' reputation  caused  by  the  sale  -of  inferior  thread  under  the 
fraudulent  tickets. 

Where  a  defendant  offered  submission  in  terms  which  were 
rejected  by  the  plaintiff,  the  latter  was  allowed  an  inquiry  as  to 
damages  at  his  own  risk  {h) . 


{a)  Eostetter  v.  Vowinhle,  1  Dill.  329  ; 
Faber  v.  Hovey,  Dig.  481. 

{h)  Graham  v.  Plate,  40  Cal.  593  ;  Feltz 
V.  Eichclc,  62  Mo.  171. 

(c)  L.  R.  1  Eq.  299. 

{d)  Vulcan  Match  Co.  v.  Jehscn  ^-  Co., 
1  Kyshe,  650.  See  Addington  v.  Culli- 
nane,  28  Mo.  App.  238. 


(r)  ITanocliji  Petit  Manufacturing  Co. 
V.  ilahalaxmi  Spinning  ^-  Weaving  Co., 
Ld.,  Ind.  L.  R.  10  Bomb.  617. 

{f)  20  Fed.  Eep.  217. 

{g)   12  P.  E.  360. 

(A)  Tongex.  Ward,  21  L.  T.  N.  S.  480. 
See  Dicks  v.  Jackson,  Chitty,  J.,  March 
31st,  1884  ;  Thomson  cj-  Co.  v.  Daily,  Ct. 
Sess.  Cas.  4tli  Ser.  XXIV.  1173. 
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Costs. 

(i.)  In  Actions, 

The  same  general  principles  on  which,  costs  are  given  in  other  General  rule 
cases  prevail  in  those  in  which  a  question  of  trade  mark  is  at  issue.  foiio^°event 
Thus,  the  primary  rule  is  that  costs  follow  the  event :  that  is  to 
say,  that  where  a  plaintiff  succeeds,  he  will  get  his  costs  {a)  ;  where 
he  is  unsuccessful,  he  will  have  to  pay  costs  (^).  The  fact  that 
merely  nominal  damages  have  been  awarded  will  not  deprive  a 
successful  plaintiff  of  his  right  to  his  costs,  since  a  question  of  his 
right  has  been  involved  {c).  And  where  a  plaintiff  had  registered 
a  label  containing  common  words,  without  a  disclaimer,  it  was 
held  that  this  was  not  such  a  wrongful  act  as  to  disentitle  him  to 
costs  as  against  the  defendants,  who  had  used  an  identically  similar 

label  (fO- 

Costs,  however,  being  in  the  discretion  of  the  Court,  the  Court  Eelief  some- 
will,  under  some  circumstances,  grant  the  injunction,  but  without  ^^^out^costs 
costs,  as  where  the  plaintiff  has  persisted  in  litigation  which  had 
become  unnecessary  (e),  or  where  the  successful  plaintiff  has  been 
guilty  of  delay  (_/') .  So,  again,  where  forwarding  agents,  who  had 
been  made  the  medium  for  importing  spuriously-marked  cigars, 
had  not  participated  in  the  fraud,  had  offered  to  give  what  infor- 
mation they  could,  and  had  submitted  to  act  as  the  Court  should 
direct  [g). 

Under  some  circumstances  the  plaintiff  may  obtain  his  injunc-  Relief 
tion  and  yet  have  to  pay  the  costs  of  some  defendants,  as  where  f[aintifl  to 
a  dock  company  was  innocently  in  possession  of  spuriously-marked  pay  costs, 
goods  {Ji) .     And  again,  where  wine  bearing  a  spmious  brand  was 

(a)   Chappell  v.  Davidson,  2   K.  &  J.       Bondier  v.  Depatie,  3  Dorion,  233. 


123  ;  Farina  v.  Silverlock,  1  K.  &  J.  509 
6  De  G.  M.  &  G.  214  ;  4  K.  &  J.  650 
Collins    Co.  V.    Walker,   7   W.    R.    222 


[d)  Per  Kekewich,  J.,  in  Keivman  v. 
rinto,  4  P.  R.  508. 

[e)  Milling  ton   v.  Fox,  3    My.    &   Cr. 


Edelsten  v.  Edehteit,   1  De  G.  J.   &  S.  33S ;    Moet   v.    Couston,    33   Beav.  578  ; 

185  ;  McAndrew  v.  Bassett,  4  ib.  380.  Eiuhon  v.  Bennett,  12  Jui-.  N.  S.  519. 

ip)    Woollam  V.  Eatcliff,  1  H.  &  M.  259  ;  (/)  Millington  v.   Fox,   3  My.  &  Cr. 

Williams  Y.  Osborne,  13  L.  T.  N.  S.  498;  338;  Beard  v.   Tzirner,  13  L.  T.  N.  S. 

Morgati  v.  McAdam,  36  L.  J.  Ch.  228  ;  746  ;  Ferks  v.  Ball  <f-  Co.,  "W.  N.  1881, 

Bass  v.  Baivber,   19   L.  T.  N.   S.  626;  p.  Ill;  Amoskea//  Manufacturing  Co.  v. 

Lueke  v.   Webster,  Jessel,  M.  R.,  April  Garner  (2),  54  How.  Pr.  298. 

4th,  1879  ;  Watt  v.  (fllanlon,  4  P.  R.  1.  [g)   Upmann  v.  Flkan,  L.  R.  7  Cb.  130. 

(c)  Morison  v.  Salmon,  2  Scott,  N.  R.  See  Moet  v.  Fiekering,  8  Ch.  D.  372. 

449  ;  2  Man.  &  G.  385.    But  in  a  similar  (A)   Vpniann  v.   Flkan,  L.  R.    7   Ch. 

case  the  Canadian  Court  gave  no  costs:  130. 
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in  tlie  possession  of  wharfingers,  it  was  held  by  the  Court  of 
Appeal  that  they  were  entitled  to  their  costs  of  being  made  defen- 
dants to  an  action  for  infringement,  notwithstanding  that  they 
had  submitted  to  act  as  the  Court  should  direct  only  upon  having 
their  charges  and  costs  paid  or  provided  for  (n) . 

On  the  other  hand,  while  the  relief  claimed  by  the  plaintiff  is 
refused,  the  defendant  may  still  be  left  to  pay  his  own  costs,  as 
where  the  plaintiff  has  lost  his  remedy  by  lapse  of  time(^-'),  or 
improper  use  of  the  word  "  patentee"  (f),  or  other  similar 
reasons (f/),  the  defendant's  fraudulent  intention  being  evident; 
or,  more  commonly,  where  the  defendant's  conduct,  though  not  so 
clearly  fraudulent  as  to  entitle  the  plaintiff  to  an  injunction,  has 
yet  been  so  suspicious  and  uncandid  as  to  call  for  some  punish- 
ment (e).  Thus,  where  the  Yice-Chancellor  considered  that  the 
defendant  had  acted  fraudulently,  but  thought  himself  bound  by  a 
decision  of  the  Court  of  Appeal  on  the  motion  to  dismiss  the  bill, 
he  did  so  without  costs  (/),  Where  the  defendant  had  filled  with 
his  own  lime-juice  bottles  brought  to  him  for  the  purpose,  though 
they  were  stamped  with  the  plaintiff's  name,  and  the  plaintiff 
brought  an  action,  making  charges  which  amounted  to  fraud,  but 
which  the  Court  did  not  consider  to  be  justified,  though  the  defen- 
dant had  done  that  which  lie  was  not  entitled  to  do,  and  the 
defendant  gave  an  undertaking  not  to  repeat  the  offence,  no  order 
was  made,    and   each   party  was   left  to   pay  his  own  costs  (g). 


{a)  Moet  V.  FicJ.-cruiff,  8  Ch.  D.  372. 
{b)  Modgers  v.  Sodqers,  31  L.  T.  N.  S. 
285  ;  Siplei/  v.  Bander/,  14  P.  R.  591. 

(c)  Xixeij\.Eoffey,\Y.^.  1870,  p.  227. 
And  -where  a  plaintiff  company  was  held 
to  be  disentitled  to  an  injunction  by 
reason  of  the  wrongful  use  of  the  word 
"  patent,"  and  the  defendant,  as  having 
been  the  company's  manager,  was  in 
some  sense  responsible  for  this,  he  was 
deprived  of  the  costs  which  would  other- 
wise have  been  given  him  :  Leather  Cloth 
Co.  V.  Lorsonf,  L.  R.  9  Eq.  345. 

(d)  E.g.,  Fitridge  v.  Wells,  13  How. 
Pr.  385  ;  R.  Cox,  180. 

(e)  Edgington  v.  Edgington,  11  L.  T. 
N.  S.  299  ;  Bass  v.  Dauber,  19  ib.  626  ; 
Ahisworth  v.  Walmsley,  L.  R.  1  Eq. 
518;  Wylam  v.  Clarke,  W.  N.  1876, 
p.  68;  JiobineauY.  Ckarboiinel,  ib.  p.  160; 
Borthivick  v.  Evening  Fost,  Zd.,  37  Ch. 
D.  449 ;  Thorneloe  t.  Sill,  (1894)  1  Ch. 
669.    And  see  Neu-man  v.  Finto,  4  P.  R. 


508,  fmHi  Lever  v.  Bedingfield,  16  P.  R.  3, 
where  defendants  who  succeeded  in  the 
Appeal  Court  were  left  to  pay  their  own 
costs  of  the  action  though  allowed  the 
costs  of  the  appeal.  See  Humphries  v. 
Taylor  Drug  Co.  (2),  59  L.  T.  K.  S. 
820  ;  also  Tallcott  v.  Moore,  13  N.  T. 
Sup.  Ct.  106  ;  Eeqravcs  v.  Whiteman,  5 
V.  L.  R.  Eq.  304  ;  Hop  Bitters  Manx, 
facturing  Co.  v.  Litke,  10  V.  L.  R.  (E.) 
"234. 

(  /)  Wotherspoon  v.  Ciirrie.  See  L.  R. 
5  H.  L.  510. 

[q)  Rose  V.  Loft  us,  47  L.  J.  Ch.  576. 
And  see  Ferks  v.  Hall  cV  Co.,  W.  N. 
1S81,  p.  111.  So  in  N.  S.  W.,  where 
the  successful  party  had  untruly  marked 
his  goods  as  if  the  mark  were  registered : 
Harris  v.  Ogg,  5  N.  S.  W.  Rep.  (E.) 
114.  As  to  costs  where  fraud  is  charged 
but  not  made  out,  see  Baker  v.  Bawson, 
45  Ch.  D.  519,  536  ;  and  Harqreare  v. 
Freeman,  (1891)  3  Ch.  39. 
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The  costs  of  interlocutory  proceedings  are  usually  made  costs  in 
the  cause  («). 

In  some  cases  a  portion  only  of  the  relief  asked  for  has  heen  Apportion- 
granted,  and  the  costs  have  either  been  apportioned  in  a  manner 
corresj)onding  to  the  amount  of  success  achieved,  or  each  party  has 
been  left  to  pay  his  own  costs.  Thus,  where  a  plaintiff  company 
succeeded  on  the  question  of  imitation  of  labels  and  wrappers,  but 
failed  as  to  trade  mark,  the  plaintiffs  were  given  their  costs  up  to 
the  motion  for  injunction,  each  party  having  to  bear  his  own  after 
that  {b).  In  Da//  v.  Kcale  (c)  no  costs  were  given  on  either  side, 
the  plaintiffs  having  asked  for  an  injunction  in  respect  of  several 
trade  marks,  in  only  two  of  which  they  had  an  exclusive  right, 
and  having  delayed  to  take  proceedings  for  more  than  two  years, 
while  the  defendants  were  in  the  wrong  as  to  the  two  marks.  In 
Metzler  v.  Wood{d),  the  plaintiffs,  who  succeeded  on  the  main 
question  of  imitation  of  the  title  of  their  publication,  were  deprived 
of  half  their  costs,  on  the  ground  of  their  having  made  claims  as 
to  copyright  which  failed.  Where  a  plaintiff  succeeded  in  estab- 
lishing a  limited  right  in  a  word,  and  also  that  the  defendant  had 
acted  fraudulently,  but  failed  to  show  a  general  right  in  the 
word,  and  that  certain  labels  used  by  the  defendant  were  deceptive, 
the  defendant  was  ordered  by  the  Irish  Court  to  pay  the  general 
costs  of  the  siut,  but  the  plaintiff  was  ordered  to  pay  and  set  off 
against  his  own  costs  the  costs  of  all  the  affidavits  of  the  defen- 
dant's witnesses  (except  that  of  the  defendant  himself),  since  they 
had  been  addressed  to  the  part  of  the  case  on  which  the  plaintiff 
failed  (e) .  On  the  other  hand,  where  an  action  was  brought  for 
infringement  of  trade  mark  and  for  passing  off,  and  fraud  was 
proved  on  the  part  of  the  defendant,  but  infringement  of  trade 
mark  was  not  proved,  the  defendant  was  ordered  to  pay  the  whole 
of  the  costs  (/)  ;  but  in  another  similar  case  the  plaintiff  was 
allowed  his  costs  of  the  action  except  so  far  as  they  had  been  in- 
creased by  the  claim  in  respect  of  the  trade  mark  {g).     In  a  Bombay 


{a)  ¥orexa.vci-pie,see IsaacionY.Thomp-  (e)  Bacon,  V.-C,  May  24th,  1881. 

son,  41  L.  J.  Ch.  101  ;  Brook  v.  Evans,  (^  8  Ch    D    606 

2  L.  T.  N.  S.  740  ;    Wallis  v.  WalUs,  4  )  i  -rrri,  li     '       t  i     ,        -,   t     -n     t 

-p.      .,Q                      '  W    Wheeler  v.  Johnston,  3  L.  R.  Ir. 

jjr.  ■los.  .,g^ 

(i)   Compagnie   La  ferine   v.  Ilendrickx, 

Dig-.512.  AndiRee  Jackson^- Cn.\.  Kapper,  if)  Rowland  v.  Michell,  13  P.  R.  457  ; 

3o  Ch.   D.    162;  and  Baker  v.  Sawson,  Budf/f.on  v.  Kynoch,  Ld.,  15  ib.  465. 

45  ih.  519,  53G.  {g)  Lever  v.  Bedingfield,  15  V.  R.  453. 
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case  (a),  in  wliicli  six  marks  were  in  question,  and  the  defendants 
succeeded  as  to  all  but  one,  whicli  they  had  offered  to  give  up 
within  six  daj^s  after  the  commencement  of  the  suit,  it  was  held 
that  the  defendants  must  only  pay  their  own  costs  with  regard  to 
that  mark,  and  one-sixth  of  the  plaintiffs'  costs  up  to  and  including 
the  day  on  which  the  offer  was  made,  and  that  all  the  remaining 
costs  of  both  parties  must  be  paid  by  the  plaintiffs.  Where  a 
defendant  had  untruly  alleged  that  he  was  the  first  to  use  a  word 
in  dispute,  and  that  the  plaintiff  had  copied  from  him,  no  costs 
were  given,  though  the  action  was  dismissed  [b). 

If  a  plaintiff  makes  a  charge  which  he  is  unable  to  substantiate, 
he  may  obtain  an  injunction  with  costs,  and  yet  have  to  pay  all 
costs  occasioned  by  the  making  of  that  charge  (c).  In  the  same 
way,  if  a  plaintiff  insists  upon  having  an  account  taken,  after  the 
defendant  has  given  full  information,  the  plaintiff  will  have  to  pay 
the  costs  of  that  account  if  it  turn  out  to  have  been  unnecessary  {d). 
So  if  he  unsuccessfully  persists  in  his  claim  for  damages  after 
the  defendant  has  submitted  to  an  injunction,  he  must  pay  the 
costs  of  such  claim  (e) . 

When  a  defendant  in  a  trade  mark  action  submits  to  a  perpetual 
injunction  Avith  costs,  the  mere  fact  of  his  having  submitted  con- 
stitutes no  special  ground,  under  E.  8.  C,  1883,  Order  LXV. 
r.  9,  for  directing  the  costs  to  be  taxed  on  the  higher  scale,  but  in 
such  a  case  the  Court  will  refuse  to  punish  him  for  submitting  at 
once,  and  will  leave  the  costs  to  be  taxed  on  the  lower  scale  (/). 
But  there  may  be  cases  in  which  costs  will  be  given  on  the 
higher  scale — e.(j.,  where  the  action  has  been  fought  out  at  great 
length  {g). 

A  motion  to  commit  for  breach  of  an  injunction  is  not  un- 
frequently  made  without  any  expectation  of  obtaining  an  order  for 


This  case  was,  however,  reversed  on  the 
facts,  and  judgment  "was  entered  for 
the  defendants  -without  costs.  16  P. 
E.  3. 

{a)   Wallace    £,•    Co.    v.    Kviff    ^-    Co., 
Bombay  High  Ct.,  April  30th,  1879. 

(i)  Humphries  v.  Taylor  Drug  Co.  (2), 
59  L.  T.  X.  S.  820. 

(c)  Fierce  v.  Franks,  15  L.  J.  Ch.  122 
Standish  v.  Whituell,  U  W.  E,.  512 
Wylam  v.  Clarke,  W.  N.  1876,  p.  68 
Saxlehner  v.  Apollinaris  Co.,  (1897)  1  Ch 


893 ;  Fneumatic  Ruhher  Stamp  Co.  v. 
Lindner,  15  P.  R.  525. 

{d)  Xumi  v.  J)'' Albuquerque,  34  Beav. 
595. 

(f)  Magnolia  ILetal  Co.  v.  Atlas  Metal 
Co.,  14  P.  R.  389  ;  Hipkins  v.  Flant,  15 
ib.  294. 

(/)  Hudson  V.  Osqerby,  50  L.  T.  N.  S. 
323.  But  see  Grezier  v.  Zumer,  89  L.  T. 
(Journal)  117. 

(y)  Great  Tower  Street  Tea  Go.  v.  Smith, 
6  P.  R.  165.  But  see  Fn  re  Apollinaris 
Co.,  (1891)  2  Ch.  186,  236. 
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actual  committal,  but  the  defendant  can  only  be  ordered  to  pay 
the  costs  of  such  a  motion  if  tbe  facts  would  have  warranted  a 
committal  {a).  But  where  an  order  for  committal  was  rescinded 
by  the  Court  of  Appeal,  no  costs  were  given  the  defendant,  on 
account  of  the  equivocal  conduct  of  some  of  his  agents  (a) .  Where 
a  motion  to  commit  was  dismissed  on  the  ground  of  delay,  as  well 
as  that  the  actual  terms  of  the  injunction  had  not  been  disobeyed, 
though  its  spirit  had  been,  Wood,  V.-C,  while  refusing  the 
motion,  enlarged  the  injunction  and  made  the  defendant  pay  the 
costs  (b).  In  a  case  in  which  the  Supreme  Court  of  New  York 
had  fined  a  defendant  for  contempt,  the  Court  of  Appeals,  while 
considering  itself  bound  by  the  decision  of  the  Supreme  Court  as 
to  the  fact  of  the  breach,  yet  thought  the  decision  so  doubtful  that 
it  gave  no  costs  of  the  appeal  (c). 

The  costs  of  appeals  are  usually  governed  by  the  same  principle  Costs  of 
as  those  in  the  Courts  of  First  Instance,  and  follow  the  event. 
Thus,  in  McLean  v.  Fleming  (d),  in  which  the  U.  S.  Circuit  Court 
considered  the  plaintiff  to  be  entitled  to  an  injunction  and  an 
account,  but  the  Supreme  Court  reversed  the  decision  with  respect 
to  the  account,  on  the  ground,  of  the  plaintiif 's  own  laches,  it  was 
held  that  the  plaintiff  must  have  his  costs  in  the  Court  below,  but 
the  defendant  (appellant)  his  costs  of  the  appeal.  The  costs  of  an 
unnecessary  appeal  must  be  paid  by  the  appellant.  Thus,  where  a 
respondent  appeared  at  the  hearing  of  an  appeal,  after  having 
received  notice  from  the  appellant  that  no  alteration  would  be 
asked  in  the  order  in  the  Coui't  below  with  respect  to  his  costs, 
which  the  appellant  had  been  ordered  to  pay,  that  respondent  was 
left  to  pay  the  costs  of  such  appearance  (e).  And  where,  in  an 
action  for  imitation  of  the  name  of  the  plaintiffs'  journal,  the 
plaintiffs  brought  on  an  appeal  from  the  decision  of  the  judge 
directing  the  motion  for  an  injunction  to  stand  to  the  hearing, 
after  the  defendants  had  changed  the  name  of  their  publication, 
the  plaintiffs  were  ordered  to  pay  the  costs  of  the  appeal,  notwith- 
standing that  the  defendants  had  refused  to  submit  to  an  injunc- 
tion, or  to  give  an  undertaking  as  to  their  original  title  (/).  In 
Netcman  v.  Pinto  {(j)  the  plaintiif,  who  had  succeeded  in  the  Couit 

(a)  E.g.,  Bence  v.  Brand,  W.  N.  1881,  {d)  96  U.  S.  24o. 

p.  31.  (e)    Upmaim  v.  Bl/can,  L.  R.  7  Ch.  130. 

n\    n     *■  Tir       "n-       onr.  (/)  i^fffe  v.  ^wi^A,  W.  N.  1882,  p.  145. 

(4)   Camer  v.  May,  Di-.  200.  j^^^  4  p_  ^  ^^S.     Cf .  Lever  v.  Bcding- 

[c)  Bcvlin  V.  Bevlin,  69  N.  Y.  212.  field,  16  P.  R.  3. 
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of  First  Instance,  was  held  by  the  Court  of  Appeal  to  he  disentitled 
to  relief  on  the  ground  of  misrepresentations  contained  in  his  trade 
mark ;  hut  the  defendants,  who  had  used  the  same  trade  mark, 
containing  the  same  misrepresentations,  were  not  allowed  the  general 
costs  of  the  action,  but  only  the  costs  of  the  appeal. 

One  of  the  main  objects  which  the  Court  has  in  view  in  the 
exercise  of  its  jurisdiction  is  "  to  repress  unnecessary  litigation, 
and  to  keep  litigation  within  those  bounds  which  are  essential  to 
enable  the  parties  to  vindicate  and  establish  their  rights  "(r/). 
Although,  therefore,  a  plaintiff  whose  rights  have  been  attacked 
is  not  bound  to  rely  on  the  assurance  of  his  assailant  that  the  act 
will  not  be  repeated,  but  is  entitled  to  the  protection  of  an  injvmc- 
tion  (b),  yet  if  he,  immediately  after  the  suit  is  commenced,  is 
offered  and  may  obtain  all  he  seeks,  and  still  thinks  proper  to  go 
on  with  the  suit,  the  Court  may  give  him  his  decree,  but  will  not 
give  him  the  costs  of  the  suit  so  unnecessarily  prosecuted  {c) .  The 
defendant  is,  however,  the  aggressor,  since  the  litigation  has  been 
first  occasioned  by  his  unwarrantable  interference  with  the  plain- 
tiff's rights  in  respect  of  his  trade  mark,  and  this  is  equally  the 
case  whether  the  aggression  was  made  with  knowledge  or  in  igno- 
rance of  those  rights  of  the  plaintiff.  The  defendant  must  there- 
fore offer  all  the  plaintiff  has  a  right  to  obtain,  and  the  offer 
must  include  all  the  costs  which  have  been  occasioned  by  his 
improper  conduct  {d).  Thus,  where  in  a  patent  case  an  injunction 
was  granted,  the  defendants  having  previously  promised  to  com- 
mit no  fui'ther  infringement  and  to  pay  the  costs  of  preparing  the 
bill,  Knight  Bruce,  Y.-C,  gave  the  plaintiffs  their  costs  at  the 
hearing,  since  the  defendants  ought  to  have  offered,  on  the  injunc- 


(a)  Tcr  Lord  Cottenham,  C,  in  Mill- 
ington  v.  Fox,  3  My.  &  Cr.  338.  See 
the  order  made  in  Fintu  v.  Badman, 
8  P.  E,.  181,  192. 

(i)  Gear}/  v.  Norton,  1  De  G.  &  S.  9  ; 
Fouth  V.  Webster,  lOBeav.  561  ;  ToiigcY. 
Ward,  21  L.  T.  N.  S.  480;  Coats  v. 
Holbroolc,  2  Sandf.  Ch.  586  ;  R.  Cox, 
20  ;  Radway  v.  Coleman,  15  Grant,  Up. 
Can.  Ch.  50  ;  Guardian  Fire  and  Life 
Assurance  Co.  v.  Guardian  and  General 
Insurance  Co.,  Ld.,  50  L.  J.  Ch.  252. 

(c)  iVr  Wigram,  V.-C,  in  Colhurn  v. 
Simms,  2  Hare,  560,  commenting  on 
Millington  v.  Fox.  And  see  JfcAndrew 
V.  Bassetf,  4  De  G.  J.  &  S.  380 ;  Hudson 


V.  Bennett,  12  Jur.  N.  S.  619;  Vpinann 
Y.  Elkan,  L.  R.  12  Eq.  140  ;  7  Ch.  130 ; 
Williams  v.  Osborne,  13  L.  T.  N.  8.  498  ; 
Slazenger  v.  Figott,  12  P.  H.  4  39. 

[d)  Fradella  v.  Wellcr,  2  R.  &  M.  247 ; 
Kelly  V.  Hooper,  1  Y.  &  C.  Ch.  197  ; 
Geary  v.  Norton,  1  De  G.  &  S.  9 ; 
Burgess  v.  Hills,  26  Beav.  244  ;  Burr/ess 
V.  Hatch/,  ib.  249  ;  Wallis  v.  Wallis, 
4  Dr.  458 ;  Collins'  Co.  v.  Wallcer,  7 
W.  R.  222 ;  3Ioet  v.  Couston,  33  Beav. 
578 ;  Nunn  v.  H Albuquerque,  34  ib. 
695;  Hipkins  v.  Flanf,  16  P.  R.  294 ; 
Coats  V.  Holbrook,  2  Sandf.  686  ;  R.  Cox, 
20  ;  Weed  v.  Feterson,  12  Abb.  Pr.  N.  S. 
178  ;  Hutchinson  v.  Bliimber//,  51  Fed. 
Rep.  829. 


THE  CIVIL  EEMEDY.       II. 

tion  being  obtained,  to  pay  all  costs  up  to  that  time  {a).  The  same 
result  followed  where  a  defendant,  who  had  offered  to  pay  the 
taxed  costs  as  between  party  and  party,  but  refused  to  pay  them 
as  between  solicitor  and  client,  put  in  his  answer,  and  then,  the 
plaintiff  offering  to  accept  the  costs  as  between  party  and  party, 
declined  to  pay  the  costs  of  the  answer  (i).  But  if  an  innocent 
infringer  withdraws  all  marked  articles  from  sale,  and  offers  an 
undertaking  immediately  upon  being  served  with  the  writ,  and 
the  plaintiff  afterwards  moves  for  an  injimction,  the  motion  may 
be  refused  with  all  costs,  less  the  costs  of  the  writ,  which  will  have 
been  incurred  before  the  defendant's  offer  {c) .  On  the  other  hand, 
where  the  infringement  is  not  innocent  the  plaintiff  is  not  bound 
to  be  satisfied  ^ith  an  undertaking  {d)  ;  but  where  the  defendant 
consents  to  an  order  in  the  terms  of  the  writ  to  be  obtained  in 
chambers,  the  plaintiff  will  not  be  entitled  to  any  additional  costs 
incurred  by  his  bringing  the  matter  into  Court  {e) . 

It  has  been  thought  that  a  person  whose  trade  mark  has  been  Notice  to 
infringed  should  give  notice  to  the  infringer  of  his  intention  to  ^  °  ' 
take  proceediogs,  so  as  to  give  him  an  opportunity  of  explaining 
his  conduct  or  submitting  (_/')  ;  and  if  he  does  so,  and  a  fair  offer  is 
made,  he  should  not  hasten  to  incur  needless  expense  (r/),  or  he 
may  be  punished  in  respect  of  costs.  Lord  Romilly,  M.  R.,  was, 
however,  of  opinion  (//)  that,  the  defendant  having  been  the 
aggressor,  the  plaintiff  would  be  justified  in  filing  his  bill  without 
making  any  application  to  the  defendant;  and  in  Uj^mcnm  v. 
Elkan  (/)  he  indicated  his  adherence  to  the  same  view,  saying 
that  he  did  not  mean  to  lay  down  that  the  person  whose  trade 
mark  had  been  imitated  might  not  file  a  bill  without  making  any 
inquiry  at  all.    In  the  later  case  of  Upmann  v.  Forester  {k),  Chitty,  J., 

{a)   Geary  v.  Norton,  1  De  G.  &  S.  9.  M.  R.,  cited  in  Upmann  v.  Forester,  24 

See  Lochgelhj  Co.,  Ld.  v.   Lumphinnans  Ch.  D.  231  ;  and  In  re  Kuhn  ij-  Co.,  53 

Iron  Co.,  Ct.  Sess.  Cas.  4th  Ser.  VI.  482.  L.  J.  Ch.  238. 

{h)  Kelljj  V.  Hooper,  I  Y.&G.Gh.  197.  (^h)  In   Btirffess   v.   Hafehj,   26   Beav. 

(c)   Caruncho  v.  Highmoor,  27  Sol.  J.  249.    In  Field  v.  Lewis,  Dig.  280,  Wood, 

199.  V.-C,  granted  an  injunction  with  costs, 

yd)  Smith  v.  Carron  Co.,  13  P.  R.  108  ;  though  no  notice  had  been  given  before 

Slazenger  v.  Figott,  12  ib.  439.  bill   filed.     And  see  Coats  v.   Ilolbrook, 

{e)  Slaze>igerv.  Figott,  12  F.n.iZd.  2   Sandf.   Ch.    586;    R.    Cox,   20;    and 

{Jf)  CJiappell  Y.  Favidson,  2  K.&  J.  123;  Sawyer  v.  Kellogg,  7   Fed.    Rep.    721; 

Wallis  V.  Wallis,  4  Dr.  458;    Twentsche  9  j^_  601. 

StoomBkekery  Goory.  Ellinger  i- Co.,2(J  ,-.  r     tj    12  Ea     140  •   L    R    7  Ch. 

W.  R.  70.  no 

{g)  Williams  V.Osborne,  13L.T.  N.  S.  "  ■    .,  „,     ^   „„, 

498.     And  see  the  opinion   of  Jessel,  ('')  -^  *^^-  ^-  ^^^^■ 

s.  R 
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decided  in  accordance  witli  this  opinion,  giving  costs  to  a  plaintiff 
who  had  moved  for  an  injunction  without  giving  any  previous 
notice,  though  the  defendant  had  acted  perfectly  innocently,  aud 
would  have  submitted  if  notice  had  been  given  him.  And  he 
stated  that  this  was  also  the  opinion  of  Jessel,  M.  E,.  (a).  The 
reason  assigned  by  Chitty,  J.,  for  this  decision  appears  to  be  that, 
if  the  plaintiff  were  to  give  notice  to  the  defendant,  and  the 
defendant  were  to  submit,  the  plaintiff  would  lose  his  costs ;  but  it 
might  be  thought  that  the  plaintiff  would  be  sufficiently  secured  in 
this  respect  by  the  rule  above  stated,  that  an  offer  of  submission 
must,  to  be  effectual,  include  an  offer  of  all  costs  occasioned  to  the 
plaintiff,  and  that  no  injustice  would  be  done  to  the  plaintiff,  but 
a  very  possible  injustice  to  an  innocent  defendant  might  be 
minimised,  by  requiring  notice  to  be  given.  And  in  Up/i/anu  v. 
Cur  re//  {b),  a  case  very  similar  to  Upmann  v.  Forester  (c),  the 
innocent  defendant  offered  in  Com-t  to  empty  and  deliver  up  or 
destroy  the  boxes  in  which  the  cigars  had  been  sold  to  him,  and 
which  were  labelled  (but  without  his  knowledge)  in  imitation  of 
the  plaintiff's  boxes,  and  Smith,  J.,  refused  an  injunction,  and 
gave  no  costs  on  either  side.  So  in  American  Tobacco  Co.  v. 
Guest  ((/),  where  an  action  was  brought  without  any  previous 
notice  against  a  retail  dealer  who  had  innocently  sold  a  small 
quantity  of  infringing  goods,  and  the  defendant  submitted  to  an 
injunction,  Stirling,  J.,  made  no  order  as  to  costs,  and  expressed 
his  opinion  that  proceedings  ought  in  the  first  instance  to  be  taken 
against  those  who  placed  the  spurious  goods  upon  the  market. 
In  an  Irish  case  {e)  where  the  infringement  was  not  innocent,  but 
the  defendants  asked  for  particulars  of  the  acts  complained  of,  and 
offered  to  insert  any  reasonable  notices  in  the  newspapers  to  show 
that  they  had  no  connection  with  the  plaintiffs'  firm  and  to  pay 
the  costs,  and  the  plaintiffs  took  no  notice  of  the  offer,  it  was  held 
by  the  Master  of  the  Eolls  that  the  plaintiffs,  by  declining  to  con- 
sider the  defendants'  suggestions,  had  lost  their  right  to  relief,  the 
defendants  having  in  the  meantime  inserted  advertisements  in  the 


{a)  See  per  Jessel,  M.  E.,  in  In  rr  {b)  29  Sol.  J.  735. 

Kuhn   ^-   Co.,  53   L.  J.  Ch.    238  ;    and  (^^  24  Ch  D.  231 

?<fr'"A7-    ?""""'   "'^   \  ^"  i^T"^?  W  (1892)  1  Ch.  630. 

388.     Also  Tennessy  t.  Bay,   50  L.  T.  ^  '   ^         ' 

N.  S.  161.     So  Siegert  \.  Lawrence,  11  W    Valentine  \.  Valentine,  ZlLi.K.lv. 

V.  L.  R.  47,  in  Victoria.  ^88. 
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newspaper  disclaiming  all  connection  with  the  plaintiffs,  and  the 
action  was  dismissed  without  costs. 

A  iiilea,  of  infancy  will  not   excuse  an   infant  infringer   from  Infancy  does 
paying  the  costs  which  his  conduct  has  occasioned  {a) .      And  so  f^^^^  j>Qg^g_ 
with  a  married  woman  having  sejiarate  estate  {b). 

A  person  who  has  induced  another  person  to  manufacture  for  Costs  occa- 
him  goods  marked  with  the  trade  mark  of  a  third  person  is  liable  third  partly  ly 
to  repay  to  the  person  he  has  made  the  instrument  of  his  fraud  the  defendant's 
costs    of   legal  proceedings  brought  about  by  the  infringement, 
including  any  sum  which  that  person  may  have  reasonably  paid  to 
compromise  the  matter  (c) . 

(ii.)  In  Registration  Cases. 

When  an  application  for  the  registration  of  a  trade  mark  is  Costs  in  regis- 
opposed  and  brought  before  the  Court,  the  costs  are  usually  ordered 
to  be  paid  by  the  unsuccessful  party,  as  having  been  occasioned  by 
his  wrongful  claim  or  opposition.  Thus,  where  a  claim  was  made 
to  register  and  use  a  trade  mark,  which  would  have  been  an 
infringement  of  an  existing  mark,  the  persons  who  wrongly 
claimed  the  mark  were  ordered  to  pay  the  costs  of  cross-adjourned 
summonses,  as  well  as  of  an  action  for  an  injunction  which  had 
been  rendered  necessary  by  the  claim  {d).  And  in  In  re  Hosing  (e), 
the  Cutlers'  Co.  of  Sheffield,  who  had  opposed  an  application  in 
what  they  believed  to  be  the  interest  of  the  public  (and  whose 
opposition  succeeded  in  the  Court  of  Appeal),  were  ordered  by 
V.-C.  Bacon  to  pay  the  costs  of  their  opposition,  which  failed 
before  him. 

If,  on  the  other  hand,  each  party  ie  partially  successful,  no  costs  No  costs, 
will  be  given  on  either  side  (./').  And  where  application  was 
made  for  the  registration  of  a  label  containing  descriptive  words, 
and  the  applicants  disclaimed  some  of  the  descriptive  words,  but 
not  all,  and  conducted  their  case  on  the  footing  that  registration 
would  give  them'  an  exclusive  right  to  such  words,  the  Court  of 
Appeal  held  that  though  the  registration  must  be  granted,  and 

in)   Cory  v.    Gertcken,    2    Madd.    49;  24th,  1879.    See  Jochon  ,S- Co.v.  Xapper, 

Chubb  V.  Grijpths,  35  Beav.  127  ;    TFoo/f  35  Ch.  D.  162  ;  Jn  re  Grossmith,  G  P.  R. 

V.   IVoolf,  43  Sol.  J.  127.  ISO;  In  re  liurgoym,  ib.  'I'll. 

{b)  Nicholh  v.  Eimpton,  3  Times  L.  R.  (e)  54  L.  J.  Oh.  975. 

674.  (/)  In  re  Jcilcy,  Son  <f-  Jonen,  51  L.  J. 

(c)  Dixon  V.  Faiccus,  3  EU.  &  Ell.  537.  Ch.  039  ;  In  re  liosing,  54  L.  J.  Ch.  975  ; 

{d)  Lavisw.  Tylor,  Jessel,  M.  R.,  April  Mouson  ^  Co.  v.  Boehm,  26  Ch.  D.  398. 

r2 
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successful 
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comptroller. 
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opposes. 


would  not  have  tlie  effect  of  giving  any  such,  right,  the  litigation 
liad  nevertheless  been  caused  by  the  applicants,  and  no  costs  could 
be  given  them  (a).  And  in  /;/  re  Dunn  {b),  in  which  the  Court  of 
Appeal  reversed  the  refusal  of  the  Court  below  to  allow  registra- 
tion, they  only  gave  costs  of  the  appeal,  and  none  of  the  hearing 
below. 

AVliere  an  applicant  took  advantage  of  the  precise  wording  of 
the  Act  of  1875  to  obtain  registration  as  a  part  of  his  trade  mark 
of  words  to  the  exclusive  use  of  which  he  was  not  entitled,  and  the 
application  was  unsuccessfully  opposed,  Jessel,  M.  R.,  held  that, 
notwithstanding  the  success  of  the  applicant,  he  must  still  pay  the 
costs  of  the  application,  as  he  was  taking  advantage  of  the  Act  to 
do  that  which  the  Act  did  not  intend  him  to  do  (c) . 

"Where  the  comptroller  (formerly  the  registrar)  is  served  with 
notice  of  an  application  to  the  Court,  he  is  entitled  to  appear  on 
the  hearing  of  the  application,  and  to  receive  his  costs  of  so  doing, 
since  it  is  proper  that  he  should  know  what  order  is  made  (c/). 

Where  the  comptroller  opposes  an  application,  and  his  opposition 
fails,  he  will  not  usually  be  required  to  pay  the  costs  of  the  suc- 
cessful applicant  {r)  ;  and  the  rule  has  in  fact  been  established  that 
the  comptroller  will  generally  receive  his  costs,  whether  successful 
or  unsuccessful  (/),  but  where  the  case  is  a  test  case,  each  party 
may  be  left  to  pay  his  own  costs  (/).  Formerly,  it  seems  that  costs 
might  be  given  against  him  if  he  opposed  in  a  case  in  which  the 
Court  pronounced  the  applicant's  mark,  not  only  to  be  distinct  from 
the  mark  which  the  comptroller  supposed  it  to  resemble,  but  to  be 
so  distinct  that  the  comptroller  was  acting  wrongly  in  objecting  (g). 
And  in  one  case  {//)  in  which  the  comptroller's  objection  succeeded 
no  costs  were  given  him,  because  he  had  not  merely  submitted  the 
claim  to  the  Court,  but  had  actively  disputed  it  and  filed  evidence. 
But  no  reliance  can  now  be  placed  on  these  decisions.  If  the 
comptroller  refuses  to  register  on  the  ground  of  similarity  to  an 
earlier  mark,  and  upon  an  appeal  by  the  applicant  to  the  Court, 
the  proprietor  of  the  earlier  mark  appears  and  opposes  the  applica- 


(«)  In  re  Hudson,  32  Ch.  D.  311.    And 
see  In  re  Swift  Specific  Co.,  6  P.  R.  352. 
(i)  41  Ch.  D.  444. 

(c)  In  re  Maigncn,  28  W.  R.  759. 

(d)  This  has  been  repeatedly  so  laid 
down:  e.g.,  In  re  Orr-Ewing  (2),  28  W. 
E.  412. 

(e)  In  re  Rotherham,  14  Ch.  I).  585. 


(/)  In  re  Van  Duzer,  34  Ch.  D.  623  ; 
In  re  Leaf,  Sons  ^  Co.,  34  Ch.  D.  632  ; 
In  re  Farbcnfabriken  Vormals  Fried.  Bayer 
^-  Co.,  (1894)  1  Ch.  645. 

{g)  In  re  latent  Flumhago  Crucible  Co., 
Jessel,  M.  R.,  August  Is't,  1879. 

{h)  In  re  Jones  Bros.,  Hall,  V.-C,  July 
10th,  1880. 
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tion,  it  seems  that  costs  may  be  given  against  him  if  his  opposition 
is  unsuccessful  {a). 

Since,  by  the  terms  of  the  old  Rule  16  (&),  an  opposed  applica-  Extent  of 
tion  did  not  stand  for  the  determination  of  the  Coui't  imtil  the 
comptroller  informed  the  applicant  that  the  opponent  had  given 
security,  no  costs  incurred  before  that  point  in  the  proceedings, 
but  only  those  incurred  after  it,  could  formerly  be  given  by  the 
Court  or  be  included  in  an  order  to  pay  costs  (f) ;  and  it  has  been 
held  that  the  Court  cannot  even  now  give  a  successful  opponent 
the  costs  of  the  proceedings  in  the  Registry  Office,  under  either 
§  69  or  §  90  of  the  Patents  Act,  1883  {d).  In  In  re  ApoIIinaris 
Co.  (c),  the  Court  of  Appeal  refused  to  give  costs  on  the  higher 
scale,  though  the  case  was  one  of  unusual  complexity  and  difficulty. 

If  a  person  registers  as  his  property  a  trade  mark  to  which  he  is  Costs  of 
not  entitled,  he  will,  as  a  rule,  have  to  pay  the  costs  of  the  necessary  to  remove? 
application  to  remove  it  from  the  register  (/),  though  there  may 
be  exceptional  cases  in  which  this  rule  will  not  be  followed :  as  if 
the  mark  was  originally  his  property,  but  has  become  common 
through  the  common  piracy  of  the  trade,  and  they  have  delayed 
to  apply  for  removal  for  some  time  after  his  registration,  and  have 
then  done  so  without  notice  to  him,  he  being  a  foreigner  (g)  ;  or 
if  the  mark  is  removed  from  the  register  on  the  application  of 
a  person  who  has  copied  it,  and  who  has  only  applied  for 
rectification  under  stress  of  an  action  for  infringement  (//). 
Again,  where  a  mark  was  removed  from  the  register  by  the 
Court  of  Appeal  on  a  ground  which  had  not  been  raised  in 
the  Court  below,  and  the  applicant  had  acted  in  a  fraudu- 
lent manner,  no  costs  were  given  in  either  Court  (/) .     So,  also,  a 

(«)  In  re  Simpso7i,  L.  J.  N.  of  C.  1890,  made  in  the  absence  both  of  the  regis- 

p.  143.  tered  proprietor  and  of  the  mortgagees 

ib)  Since    repeated    in    §    G9   of    the  for  removal  of  the  mark  and  payment  of 

Patents  Act,  1883,  as  amended.  costs  by  the  mortgagees,  the  registered 

(c)  In  re  Brandrelh,  9  Ch.  D.  618.  proprietor  was  afterwards  added  at  the 

((/)  In  re  Australian   Wine  Importers,  instance  of  the  mortgagees  as  one  of  the 

Ld.,  41  Ch.  D.  278.  parties  to  pay  costs:    In  re  Davis,   14 

(e)  (1891)  2  Ch.  186,  236.  P.  R.  903. 

(/)  In  re  Hyde  #  Co.,  7  Ch.  D.  721 ;  {g)  In  re  Etihi  ^-  Co.,  53  L.  J.  Ch.  238 

In  re  Taliner  (3),  24  ib.  504  ;  In  re  Kuhn  \h)  In  re  Perry  Darin  tf-  Son,  5  P.  R 

^  Co.,  53  L.  .T.  Ch.  238  ;  Burlaiid  i^-  Co.  333  ;   Humphries  v.  Taylor  Drtiq  Co.  (2) 

V.  Broxburn  Oil  Co.,  Id.   (2),  42  Ch.  D.  59  L.  T.  N.  S.  820.     fiee  In  re  Gianaclis 

274;  In  re  Viqnier,  &  P.  R.  490;  In  re  6  P.  R.  467  ;  and  liichards  v.  Butcher  (2) 

Edije,  8  ib.  207.     Where  the  registered  8  ib.  37,  49. 

proprietor  had  given  up  business,  and  (i)   Thompson  v.  Montgomery,  41    Ch 

the  benefit  of  his  trade  mark  was  claimed  D.  35.     And  see /«  re  Bradley,  9  P.  R 

by  his  mortgagees,  and  an   order  was  205. 
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successful  applicant  has  been  deprived  of  costs  on  tlie  ground  of 
delay  {a),  and  on  the  ground  of  the  unsatisfactory  state  of  the 
evidence  (/>).  Where  an  application  to  remove  a  trade  mark  from 
the  register  was  refused  in  the  Court  of  First  Instance  (though 
subsequently  granted  on  appeal)  on  the  ground  that  the  party 
applying  was  not  aggrieved  at  the  time  of  the  hearing,  though  he 
had  been  so  at  the  time  when  the  application  was  made,  and  until 
very  shortly  before  the  hearing,  when  a  concession  was  made  by 
the  registered  proprietor,  Kekewich,  J.,  while  declining  to  remove 
the  mark  from  the  register,  gave  the  applicant  the  costs  up  to  the 
hearing  (r)  •  As  a  rule,  a  person  who  fails  in  an  application  to 
rectify  will  have  to  pay  the  costs  of  the  application  (d).  It  seems 
doubtful  whether  a  respondent  to  an  application  to  rectify,  who  is 
served  mth  a  notice  of  discontinuance,  can  treat  such  notice  as 
entitling  him  to  get  his  costs  taxed,  and  therefore  the  notice  should 
be  accompanied  by  a  statement  that  he  shall  have  his  costs  {e) . 

Wliere  a  fu-m  of  shipowners  had  been  restrained,  as  carriers, 
from  parting  with  cases  of  mineral  waters  containing  bottles 
alleged  to  bear  infringements  of  the  plaintiffs'  labels,  and  an 
American  resident  claimed  to  be  the  owner  of  the  goods,  and 
applied  for  leave  to  re-ship  them  to  Hambm-g,  it  was  held  that  he 
must  give  security  for  the  costs  of  his  application  (  /').  And  where 
an  application  for  the  registration  of  a  trade  mark  was  made  by  a 
foreign  resident  and  opposed,  it  was  held  that  he  must  give  security 
for  costs,  and  that,  unless  he  did  so  within  seven  days,  his  applica- 
tion must  be  refused  without  further  order  (g).  A  foreign  company 
will  not  be  required  to  give  security  for  the  costs  of  proceedings  in 
England  with  reference  to  the  registration  of  trade  marks,  or  of 
an  appeal,  if  it  has  substantial  assets  in  England  available  to 
answer  the  costs  (//). 

"When  an  application  for  registration  is  abandoned  after  notice  of  op- 
position, the  comptroller  has  power  to  award  costs  to  the  opponent  (?'). 


{a)  In  re  Talbot,  11  P.  R.  77  ;  63  L.  J. 
Ch.  264. 

(b)  In  re  Europeatt  Blair  Camera  Co., 
13  P.  R.  603.  And  see  In  re  Thompson, 
ib.  35. 

(c)  In  re  ApolUnarh  Co.,  (1891)  2  Ch. 
1S6,  199.     See  63  L.  T.  N.  S.  162,  168. 

{d)  In  re  Atkins  Filter  and  Engineering 
Co.,  Ld.,  3  P.  R.  164. 

(e)  In  re  Dyson,  65  L.  T.  N.  S.  488. 

(/)  Apollinaris  Co.  v.  TFilson,  31  Ch.I). 
632. 


iff)  In  re  Eurter,  W.  N.  1887,  p.  71. 
But  a  registered  proprietor  residing 
abroad  who  desires  to  oppose  a  motion 
for  rectification  will  not  as  a  general  rule 
be  required  to  give  security  for  costs : 
In  re  La  Suciete  Anonymc  des  Verreries  de 
VEloile  (1),  10  P.  R.  290  ;  cf.  In  re  La 
Gompagnie  Generate  d''  Eaux  Miner  ales,  ^c., 
(1891)  3  Ch.  451. 

(Aj  In  re  Apollinaris  Co. ,(1891)  1  Ch.  1. 

(j)  Patents  Act,  1883,  as  amended  by 
the  Act  of  1888,  §  69  (5). 
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CHAPTER  VIII. 

CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 

In  addition  to  the  cases  in  which  there  has  been  an  infringement  Cases  not 

p,i  1  1  111  •i.p  1  1  strictly  trade 

or  trade  mark  properly  so  called,  a  variety  oi  cases  nave   been  mark  cases, 
decided  in  which  the  Court  has  restrained  the  practice  of  fraud  by 
one  person  at  the  expense  of  another,  the  means  adopted  to  perpe- 
trate the  fraud  resembling  to  some  extent  the  infringement  of  a 
trade  mark,  but  yet  being  distinguishable  therefrom. 

A  trade  mark  is  a  technical  mp,tter,  and  for  there  to  be  an  Cases  of  true 
infringement  of  trade  mark  there  must  be  a  valid  trade  mark  in  ^'^  ^  ™^^  * 
existence — that  is  to  say,  there  must  not  only  be  such  a  device  in 
existence  as  is  capable  of  forming  a  trade  mark,  but  it  must  be 
actually  attached  to  vendible  articles  in  the  market  (a),  or  must 
(at  least,  if  first  used  since  the  Trade  Marks  Act  of  1875)  be 
properly  registered  under  the  Patents  Act,  1883  (b). 

Where,  however,  there  has  been  a  representation  that  an  article  Cases  not  of 
made  by  A.  is  made  by  B.,  by  means  of  which  one  person  has  ^ark"^*^ 
secured  custom  intended  for  another,  so  that  both  the  purchaser 
and  the  genuine  trader  have  been  defrauded,  there  the  Court  will 
interfere  and  protect  the  right  of  both  parties  to  trade  freely  with- 
out fraudulent  deceptions,  although  the  fraud  has  taken  another 
form  than  that  of  imitating  a  trade  mark. 

The  general  principle  is,  as  stated  by  Turner,  L.  J.,  in  Burr/ess 
V.  Bnrgois  (e),  that  "no  man  can  have  any  right  to  represent  his 
goods  as  the  goods  of  another  person."  "  The  most  obvious  way," 
said  Lord  Ilalsbury,  C.  (r/),  "in  which  a  man  would  be  infringing 
the  rule  laid  down  by  Turner,  L.  J.,  is  if  he  were  to  say  in  terms, 

{a)  McAndrew  v.  Bassett,  4  De  G.  J.  &  Batt  cj-  Co.,  (1898)  2  Ch.  432. 
S.  380;  Maxwell  v.  Hogg,  L.  R.  2  Ch.  /not.    r<    -ht    c  r^    or./- 

307.     See  also  In  re  Leonard  ^-  Ellis,  26  ^'>  ^  ^^  ^-  ^-  ^  ^-  ^^^- 

Ch.  D.  288.  {d)  Blrminqham    Vinegar   Brewery  Co. 

ih)  See  the  Patents  Act,   1883,  \  77,  v.  I'owell,  (1897)  A.   C.  710.     And  see 

as  amended  by  the  Act  of  1888.     Also  Jteddaway  v.  Jianham,  (l.S9())  A.  C.  199, 

Edivards  v.  Ucnuis,  30  (Jh.  D.  4i'31 ;  In  re  20-1. 
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Trade  name. 


No  exclnsive 
right  in  name 
apart  from 
business. 


'  these  are  the  goods  manufactured  by '  a  rival  tradesman  ;  and  it 
seems  to  be  assumed  that  unless  he  says  something  equivalent  to 
that,  no  action  will  lie.  It  appears  to  me  that  that  is  an  entire 
delusion.  By  the  course  of  trade,  by  the  existence  and  technology 
of  trade,  and  by  the  mode  in  which  things  are  sold,  a  man  may 
utter  that  same  proposition,  but  in  different  words  and  without 
using  the  name  of  the  rival  tradesman  at  all.  A  familiar  example, 
of  course,  is  when,  without  using  any  name,  by  the  identity  of  the 
form  of  the  bottle,  or  the  form  of  the  label,  or  the  nature  of  the 
thing  sold  in  the  package,  he  is  making  the  statement,  not  in  the 
express  words,  but  in  one  of  those  different  forms  in  which  the 
statement  can  be  made  by  something  that  he  knows  will  be  so 
understood  by  the  public  "  {a). 

An  important  class  of  cases  of  this  description  consists  of  cases 
in  which  there  has  been  a  wrongful  assumption  by  one  person  or 
firm  of  the  trade  or  firm  name  under  which  a  reputation  has  been 
gained  by  another  person  or  firm,  and  which  has,  therefore,  become 
a  very  important  part  of  the  goodwill  of  the  business  of  such  person 
or  firm  {b),  although  when  used  as  a  name,  and  not  as  a  mark  on 
vendible  goods,  it  is  not  used  as  a  trade  mark.  The  imitation 
of  such  a  name  falsely  represents  not  merely  a  certain  class 
of  goods,  but  tlie  entire  business,  to  be  that  of  one  not  the  true 
proprietor. 

"  In  this  country,"  says  Lord  Chelmsford  (<?),  "  we  do  not 
recognize  the  absolute  right  of  a  person  to  a  particular  name,  to 
the  extent  of  entitling  him  to  prevent  the  assumption  of  that  name 
by  a  stranger.  The  right  to  the  exclusive  use  of  a  name  in  con- 
nection with  a  trade  or  business  is  familiar  to  our  law ;  and  any 
person  using  that  name,  after  a  relative  right  of  this  description 
has  been  acquired  by  another,  is  considered  to  have  been  guilty  of 
a  fraud,  or  at  least  of  an  invasion  of  another's  right,  and  renders 
himself  liable  to  an  action,  or  he  may  be  restrained  from  the  use  • 
of  the  name  by  injunction."  But  a  man  who  has  never  carried 
on  business   under   a  particular  name   cannot,  even  though  he 


(a)  And  see  Coais  v.  Merrick  Thread 
Co.,  149  U.  S.  502  ;  Merriam  v.  Eolloway 
Fuhli&hbig  Co.,  43  Fed.  Rep.  450;  Putnam 
Kail  Co.  V.  Bennett,  ib.  800 ;  and  other 
cases.  See  also  Saxlehncr  v.  ApolUnaris 
Co.,  (1897)  1  Ch.  893,  where  this  prin- 
ciple was  applied  to  a  case  in  which  the 


reputation  acquired  for  the  plaintiff's 
"roods  was  due  to  the  exertions  of  the 
defendant. 

[b)  Per  Wood,  V.-C,   in   Churton   v. 
Douglas,  Johns.  174. 

(c)  Bu  Boulay  v.    Bu   Boulai/,   L.  R. 
2  P.  C  441 
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has  some  kind  of  right  to  use  that  name,  interfere  vnth.  its 
being  used  bj  another.  Thus,  where  the  plaintiff  was  the  mort- 
gagee of  the  goodwill  of  a  business,  including  the  right  to  use 
the  name  under  which  the  business  was  carried  on,  but  had  never 
exercised  his  right  so  to  do  (a). 

There  is  another  kind  of  trade  name  besides  the  trade  name  Name  by 
which  is  synonymous  with  firm  name — viz.,  the  trade  name  which  identified, 
is  applied,  not  to  the  firm  by  whom  the  goods  are  manufactured 
and  sold,  but  to  the  goods  themselves ;  and  it  was  with  immediate 
reference  to  a  trade  name  of  this  description  {b),  though  the 
principles  laid  down  by  him  are  equally  applicable  to  both  classes 
of  trade  names,  that  Lord  Blackburn  (c),  after  referring  to  frauds 
committed  by  the  infringement  of  trade  marks,  went  on  to  say  : 
"  There  is  another  way  in  which  goods  not  the  plaintiff's  may  be 
sold  as  and  for  the  plaintiff's.  A  name  may  be  so  appropriated 
by  user  as  to  come  to  mean  the  goods  of  the  plaintiff,  though  it  is 
not,  and  never  was,  impressed  on  the  goods  or  on  the  packages  in 
which  they  are  contained,  so  as  to  be  a  trade  mark,  properly  so 
called,  or  within  the  recent  statutes.  "Where  it  is  established  that 
such  a  trade  name  bears  that  meaning,  I  think  the  use  of  that 
name,  or  one  so  nearly  resembling  it  as  to  be  likely  to  deceive,  as 
applicable  to  goods  not  the  plaintiff's,  may  be  the  means  of  passing 
off  those  goods  as  and  for  the  plaintiff's,  just  as  much  as  the  use 
of  a  trade  mark ;  and  I  think  the  law  (so  far  as  not  altered  by 
legislation)  is  the  same.  And  I  think  it  settled  by  a  series  of 
cases  that  both  trade  marks  and  trade  names  are  in  a  certain  sense 
property,  and  that  the  right  to  use  them  passes  with  the  goodwill 
of  the  business  to  the  successors  of  the  firm  which  originally  estab- 
lished them,  even  though  the  name  of  that  firm  be  changed  so  that 
they  are  no  longer  strictly  correct." 

It  cannot  be  said  to  be  generally  admitted  that  a  right  of  Property  in 
property  can  be  acquired  in  a  trade  name.  The  present  Yice-  q^^estioned! 
Chancellor  of  Ireland  said  (rf),  "it  has  been  repeatedly  held  that 

(a)  Beazley  v.  ,Soare.i,  22  Ch.  D.  CGO.  13  Times  L.  R.  92  ;  ib.  161 ;  i:dffe  #  Sons, 

(b)  "  Singer  "  sewing  machines.  Ld.  v.  Gallon,  15  P.  R.  689 ;  A'^cva  Stearine 

(c)  In  Singer  Manufacturing  (Jo.  v.  Co.  v.  Howling,  9  V.  L.  R.  (E.)  98  ; 
Loog  (3),  8  App.  Gas.  lo.  And  see  Red-  Xocra  v.  Williams'  Manufacturing  Co., 
daway  v.  Banham,  (189G)  A.  C.  199;  158  Mass.  110  ;  Cadyy.  Schultz,  l^  B..1. 
Grezier  v.  Autran,  13  P.  R.  1  ;  Rocking.  193  ;  61  Am.  St.  Rep.  763. 

ham  Rail.  Co.  v.  Allen,  12  Times  L.  R.  [d)  Bodega  Co.,  Ld.  v.  Owens,  6  P.  R. 

345 ;    Powell    v.     Birmingham     Vinegar  236.     And    see   Reddaway    v.    Banham, 

Brewery  Co.,  (1896)  2  Ch.  54;  (1897)  A.  (1896)  A.   C.    199,   209,   210,  per  Lord 

C.710;  Coventry  Machinists'  Co.  V.  Helsby,  Herschell. 
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Unregistered 
trade  name 
protected. 


lieddaway  v. 
JJa/iAam. 


there  is  no  property  in  the  name  of  a  firm,  or  of  an  individual,  or 
of  a  place  of  business  ;  and  that  the  only  right  of  an  individual  or 
firm  to  the  sole  use  of  a  trade  name,  as  distinguished  from  a  trade 
mark,  is  this,  that  when  a  name  has  become  identified,  by  adoption 
and  user,  with  a  particular  trade  or  manufacture  or  business,  the 
person  who  has  so  used  or  adopted  it  can  obtain  the  aid  of  this 
Court  to  restrain  the  use  of  it  by  others  in  such  a  way  as  to  lead 
customers  or  the  public  to  think  that  the  trade  or  business  of  the 
person  so  using  it  is  his  trade  or  business."  And  he  went  on  to 
say  that  in  a  registered  trade  mark  there  is  a  larger  right.  The 
distinction,  however,  does  not  appear  to  be  of  much  practical 
importance,  as  it  is  now  admitted  on  all  hands  that  if  a  trade  name 
is  so  imitated  as  to  render  deception  probable,  relief  will  be  granted, 
and  the  test  of  infringement  of  a  trade  mark,  in  which  the  right  of 
property  is  undoubted,  is  the  production  of  such  a  probability  of 
deception  {((). 

The  non-registration  of  trade  names  of  the  kind  primarily 
referred  to  by  Lord  Blackburn  is  no  bar  to  an  action  for  the 
wrongful  imitation  of  them  {b)  ;  and  where  a  trade  mark  consist- 
ing of  the  words  "  Stone  Ale  "  alone  had  been  expunged  from  the 
register  as  not  being  registrable,  an  injunction  to  restrain  the  use 
of  those  words  was  nevertheless  granted  (c) ,  and  the  same  thing 
happened  with  respect  to  the  words  "  Yorkshire  Eelish  "  (rf). 

The  recent  case  of  Beddaica//  v.  Banham  (c),  has  established  (_/') 
that  a  name  which  in  its  primary  sense  is  a  correct  description  of 


(a)  Fer  Lord  Westbury,  in  Hall  v. 
Barrous,  4  De  G.  J.  &  S.  150.  And  see 
Curiiss  V.  Messier,  13  A.  L.  T.  127; 
Crau-ford  v.  Bernard,  1 1  P.  R.  580  ;  Cad>/ 
V.  Sc/>ul/z,  19  R.  I.  193  ;  61  Am.  St. 
Eep.  763. 

(*)  In  re  Sanitas  Co.,  Ld.,  4  P.  E.  533  ; 
Beddairat/v.  Beniham  Jlemp  Spinning  Co., 
(1892)  2Q.  B.  639;  Eno  v.  Dunn,  10  P. 
E.  261  ;  Huntlctj  S;  I'alwer  v.  Beading 
B'lsadt  Co.,  xh.  '117:  Beddaway  \.  Ban- 
ham,  (1896)  A.  C.  199  ;  Bocldngham  Bail. 
Co.  V.  Alien,  12  Times  L.  E.  345  ;  Daniel 
V.  WhitehoKse,  (1898)  1  Ch.  685  ;  Beivlay 
^  Co.  V.  Hughes,  15  P.  R.  290. 

(c)  Thompsoyi  v.  Montgomery,  41  Ch.  D. 
35;  (1891)  A.  C.  217;  Thompson  v.  Bent's 
Brewery  Co.,  8  P.  E.  479  ;  Lt  re  Thomp- 
son, 13  ib.  35.  And  see  Magnolia  Metal 
Co.  V.  Atlas  Metal  Co.,  14  ib.  389  ;  and 
In  re  Magnolia  Metal  Co.,  (1897)  2  Ch. 
371 ;   Godillot  V.  American   Grocery  Co., 


71  Fed.  Eep.  873  ;  and  Sparks  v.  Harper, 
3  Queens.  L.  J.  158,  201.  See  also 
Bayer  v.  Baird,  15  P.  E.  615,  -where  a 
disclaimer  of  the  exclusive  right  to  cer- 
tain initials  as  part  of  a  trade  mark  was 
held  in  Scotland  to  be  no  bar  to  an  action 
to  restrain  a  rival  trader  from  using  those 
initials  in  such  a  way  as  to  pass  oft'  his 
goods  as  the  goods  of  the  plaintitf .  But 
see  Rosenthal  v.  Beynohh,  (1892)  2  Ch. 
30]  ;  and  compare  Bachham  d(-  Co.  v. 
Hturgess  ^-  Co.,  15  P.  E.  (.09. 

(d)  In  In  re  Bowell,  (1893)  2  Ch.  388  ; 
Boicell  V.  Birmingham  Vinee/ar  Brewery 
Co.,  (1896)  2  Ch.  54  ;    (1897)  A.  C.  710. 

{e)   (1896)  A.  C.  199. 

(/)  This  is  quite  in  accordance  with 
the  cases  relating  to  geographical  words, 
e.g.,  "Glenfield  Starch"  {Wotherspoon 
V.  Currie,  L.  R.  5  H.  L.  508);  "Stone 
Ale"  {Thompson  v.  Montgomery,  (1891) 
A.  C.  217). 
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the  goods  to  which  it  is  applied,  may  acquire  in  the  trade  a 
technical  signification  identifying  it  with  the  goods  of  a  particular 
manufactm-er,  so  as  to  be  entitled  to  protection  upon  the  principles 
above  stated.  In  that  case  the  plaintiff  had  for  many  years 
manufactured  a  belting  from  yarn  consisting  mainly  of  camel's 
hair  and  sold  it  under  the  name  of  "  camel  hair  belting." 
The  defendant,  who  was  formerly  in  the  employment  of  the 
plaintiff,  afterwards  manufactured  a  similar  belting  on  his  own 
account,  and  sold  it  under  the  same  name,  and  the  correspondence 
showed  that  he  did  this  mala  fide.  The  jury  found  that  the  phrase 
"  camel  hair  belting "  meant  camel  hair  belting  made  by  the 
plaintiff  as  distinguished  from  belting  made  by  other  manu- 
facturers, and  did  not  mean  belting  of  a  jiartieular  kind  without 
reference  to  the  maker,  and  that  the  defendant  so  described  his 
belting  as  to  be  likely  to  mislead  purchasers  into  buying  his 
belting  for  the  plaintiff's.  Upon  these  findings,  Collins,  J., 
granted  an  injunction.  This  judgment  was  reversed  by  the  Court 
of  Appeal  on  the  ground  that  a  manufacturer  could  not  be 
restrained  from  calling  his  goods  by  a  name  which  correctly 
described  them,  but  when  the  case  came  before  the  House  of  Lords 
the  original  judgment  was  restored.  Lord  Halsbury,  C,  after  refer- 
ring to  the  principle  of  law  laid  down  by  Turner,  L.  J.,  in  Burgess 
V.  Burgess  {a),  said  :  "  How  far  the  use  of  particular  words,  signs, 
or  pictures,  does  or  does  not  come  up  to  the  proposition  which  I 
have  enunciated  in  each  particular  case  must  always  be  a  question 
of  evidence,  and  the  more  simple  the  phraseology,  the  more  like  it 
is  to  be  a  mere  description  of  the  article  sold,  the  greater  becomes 
the  difficulty  of  proof  (h) ;  but  if  the  proof  establishes  the  fact  the 
legal  consequences  appear  to  follow."  Lord  Herschell  dealing 
with  the  same  point  said :  "  The  name  of  a  person  or  words 
forming  part  of  the  common  stock  of  language,  may  become  so  far 
associated  with  the  goods  of  a  particular  maker  that  it  is  capable 
of  proof  that  the  use  of  them  by  themselves  without  explanation  or 
qualification  by  another  manufacturer,  would  deceive  a  purchaser 
into  the  belief  that  he  was  getting  the  goods  of  A.,  when  he  was 
really  getting  the  goods  of  B.  In  a  case  of  this  description  the 
mere  proof  by  the  plaintiff  that  the  defendant  was  using  a  name, 

(a)  3  De  G.  M.  &  G.  896.     See  a)itc,       nr    t>    -d     cci       a:        i  x,     xi,     tt 
\'~  '       15   P.  K.   581,   afiirraea  by  the  House 

'{b)  See  Cellular  Clotlnng  Co.  v.  Eilci/,       of  Lords,  Times,  April  28th,  1899. 
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word,  or  device  wliich  lie  had  adopted  to  distinguisli  his  goods 
■wouhl  not  entitle  liim  to  any  relief  («)•  He  could  only  obtain  it 
by  proving  further  that  the  defendant  was  using  it  under  such 
cii"cumstances  or  in  such  manner  as  to  put  off  his  goods  as  the 
goods  of  the  plaintiff.  If  he  could  succeed  in  proving  this,  I 
think  he  would,  on  well  established  principles,  be  entitled  to  an 
injunction.  In  my  opinion,  the  doctrine  on  which  the  judgment 
of  the  Court  of  Appeal  was  based,  that  where  a  manufacturer  has 
used  as  his  trade  mark  a  descriptive  word,  he  is  never  entitled  to 
relief  against  a  person  who  so  uses  it  as  to  induce  in  purchasers  the 
belief  that  they  are  getting  the  goods  of  the  manufacturer  who 
has  theretofore  employed  it  as  his  trade  mark,  is  not  supported  by 
authority,  and  cannot  be  defended  on  principle."  Lord  Herschell 
then  dealt  with  the  view  taken  by  the  Court  of  Appeal,  that  the 
defendants  could  not  be  liable  to  an  action  because  in  using  the 
words  "  camel  hair  "  in  connection  with  their  belting  they  were 
simply  telling  the  truth.  As  to  that  he  said  :  "  I  think  the  fallacy 
lies  in  overlooking  the  fact  that  a  word  may  acquire  in  a  trade  a 
secondary  signification  differing  from  its  primary  one,  and  that  if 
it  is  used  to  persons  in  the  trade  who  will  understand  it,  and  be 
known  and  intended  to  understand  it  in  its  secondary  sense,  it  will 
none  the  less  be  a  falsehood  that  in  its  primary  sense  it  may  be 
true."  But  it  seems  that  where  a  name  primarily  descriptive  is 
accepted  by  the  majority  of  the  trade  as  a  trade  name  for  the  goods 
of  a  particular  manufacturer,  but  is  known  to  a  respectable  minority 
solely  in  its  primary  sense,  it  may  be  considered  no  presumption 
will  be  raised  against  a  trader  from  the  mere  use  of  the  name  as 
descriptive  of  the  goods  which  he  offers  for  sale  (h). 
Fraud  not  It   was    formerly   sometimes    supposed,   and  was   held   by  Sir 

brpro\4d.  ^  ^-  Jessel,  M.  R.,  and  the  Court  of  Appeal,  in  Singer  Mamifac- 
furing  Co.  v.  Wiho)i  [<■),  that  for  an  action  to  restrain  the  use  of  a 
trade  name  to  be  successful  fraud  must  be  proved,  on  the  ground 
that,  when  a  trade  mark  was  once  affixed  to  the  goods,  it  j)assed 
with  the  goods  from  hand  to  hand,  thus  silently  repeating  to  each 
successive  purchaser  the  original  misrepresentation  of  the  original 

{a)  See  Parsons  v.  Gillespie,  (1898)  A.       ^^,//  j^^    jj_  jgg^ 

C.   239;    Cellular   Clotlnnq   Co.  v.  Riley,  ,,,    ,,  ,,  ,       ^,  .7-        ri  -ni        1  c 

•■-  T.    -o    1:01        £c         1  -u     ii,    TT  i  {li)    Cellular    Clotlnnq    Co.   v.   Kxley,   15 

lo  r.  K.  581  ;  amrmcd  by  the  House  or  -d-d     =01        ax         luivxr* 

T      1     rr-  A      -T  ooiv,    lonn     Trr  1-   R-  '^Sl  ;  aflirined  by  the  House  or 

Lords,  limes,  April  2bth,  1899;   If  inser  t      i     rr-  a      n  noA.    lonn 

<./7Tj        \i   ^  In      i\?-D-D  Lords,  Times,  April  28th,  1899. 

^-  Co.,  Ld.  V.  Armstrong  cf-  Co.,  16  P.  R.  '  '      ^  ' 

167  ;  A.  W.  Gamage,  Ld.  v.  E.  E.  Ran-  {')  2  Ch.  D.  434. 
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infringer,  while  tlie  improper  use  of  a  name  not  affixed  to  the 
goods  was  not  the  necessary  consequence  of  being  in  possession  of 
marked  goods,  but  was  the  individual  act  of  each  person  who  used 
it  in  respect  of  the  goods ;  so  that  there  might  be  held  to  be  an 
infringement  of  a  trade  mark  when,  in  analogous  cu-cumstances, 
there  would  be  no  infringement  of  a  trade  name.  And  when  the 
case  of  Singer  MannfadnriiKj  Co.  v.  Wilson  was  remitted  by  the 
House  of  Lords  to  the  Court  of  First  Instance  {a),  on  the  ground 
of  insufficiency  of  evidence,  some  of  the  law  peers  seem  to  have 
thought  that  different  princiiDles  of  law  might  possibly  be  applic- 
able to  trade  marks  and  trade  names.  But  Lord  Cairns,  C.  (i), 
said:  "  It  may  well  be  that  if  an  imitated  trade  mark  is  attached  to 
the  article  manufactured,  there  will  from  that  circumstance  be  the 
certainty  that  it  will  pass  into  every  hand  into  which  the  article 
passes,  and  be  thus  a  continuing  and  ever  j)resent  representation 
with  regard  to  it ;  but  a  representation  made  by  advertisements 
that  the  articles  sold  at  a  particular  shop  are  articles  manufactured 
by  A.  B.  (if  that  is  the  legitimate  effect  of  the  advertisements, 
which  is  a  separate  question)  must,  in  my  opinion,  be  as  injurious 
in  principle,  and  may  possibly  be  quite  as  injurious  in  operation, 
as  the  same  representation  made  upon  the  articles  themselves." 
And  in  Singer  Manufacturing  Co.  v.  Loog  (c),  Lord  Blackburn  took 
the  view  that  the  law  of  trade  marks  and  trade  names  when  not 
affected  by  legislation  was  the  same. 

Whether  there  is  or  is  not  property  in  a  trade  name,  as  Lord  False  re- 
Blackburn  suggested  [d),  it  is  a  fraud  on  the  part  of  one  person  sufficient. 
to  attract  to  himself  the  custom  intended  for  another  by  a  false 
representation,  direct  or  indirect,  that  the  business  carried  on  by 
himself  is  identical  with  that  of  the  other  person  by  whose  ability 
and  exertions  the  name  has  acquired  the  reputation  it  possesses  {e). 
The  question  is  not  whether  the  defendant's  business  is  represented 
as  being  similar  to  the  plaintiff's,  but  whether  it  is  represented  as 
being  that  very  identical  business  (/),     If  such  a  false  representa- 

[a)  3  App.  Gas.  376.  Needle  Co.  v.  Marlborough  Awl  c^-  Needle 

ib)  lb.  389.     And  me  Bodega  Co.,  Ld.  Co.,  168  Mass.  154  ;   Cadt/Y.  Schultz,   19 

V.   Owens,   6  P.  R.   236;   7  ib.  31  ;  and  R.  I.  193;   61  Am.  St.  Rep.  763. 

Jleddaivay  V .  Bentham  Spinning  Co.,  (1892)  {d)  And  see  per  the  Court  of  Session 

2    Q,.    B.    639  ;     Powell    v.    Birmingham  in  Singer  Mannfacliirinq  Co.  v.  Kimball  ^ 

Vinegar  Brewery   Co.,  (1896)  2  Ch.  54;  Morton,  Ct.  of  Sess.   Cas.   3rd  Ser.  XI. 

(1897)  A.  C.  710.  267;  a.\iio  Boulnois  y .  Beake,  13  Ch.D.  513. 

(c)  8  App.  Cas.  15.     See  Bowman  v.  (e)  Lee  v.  Haley,  L.  R.  5  Ch.  155. 

Floyd,  ib  M.&m.  1&  ;  New  England  Awl  i-  (/)  Cruttwell  v.   Lye,    17  Ves.   335; 
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tion  lias  been  made,  whatever  may  have  been  the  motive  of  the 
persons  making  it,  when  proceedings  are  taken  in  consequence  of 
it,  "  all  the  Court  requires  is  to  be  satisfied  that  the  names  are  so 
similar  as  to  be  calculated  to  produce  confusion  between  the  two — 
so  calculated  to  do  it  that,  when  it  is  drawn  to  the  attention  of 
those  adopting  the  name  complained  of  that  that  would  be  the 
result,  it  is  not  honest  for  them  to  persevere  in  their  intention, 
though  originally  the  intention  might  not  have  been  otherwise 
than  honest"  (a). 
Act  originally  "The  question  is  this,"  said  Cotton,  L.  J.,  in  the  Court  of 
marbecome  Appeal  (i), — "whether  the  defendant  has  represented  that  the 
fraudulent.  goods  manufactured  by  him  were  manufactured  by  the  plaintiffs, 
or  whether  he  has  done  anything  calculated  so  to  represent.  I 
quite  agree  that  it  is  unnecessary  that  a  fraudulent  intention  in 
issuing  the  circulars  complained  of  should  be  established.  If  the 
natural  consequence  of  those  things,  even  in  circumstances  not 
known  to  him,  is  that  they  will  represent  the  goods  to  be  those  of 
another  person,  it  is  wrongful,  and,  as  this  Court  says,  a  fraud  in 
him,  to  continue  the  user  after  those  circumstances  are  brought  to 
his  knowledge.  We  must  consider  whether  he  has  represented,  or 
done  that  which  is  reasonably  calculated  to  give  that  misrepresen- 
tation." In  the  same  spiiit,  Wood,  V.-C,  had  laid  down  long 
previously  (e)  that  if  the  plaintiffs  had  represented  to  the  defen- 
dants that  the  com-se  which  the  latter  had  been  taking  was 
calculated  to  deceive  the  public,  and,  "  after  such  representation, 
the  defendants  persisted  in  continuing  the  use  of  the  name  in  the 
same  manner,  then,  on  the  plaintiffs'  bringing  the  case  before  the 
Com-t,  the  Court  would  be,  justified  in  saying  that  that  which  was 
not  fraudulent  at  fii'st  became  so  by  the  defendants'  persisting  in 

Churton  v.  Douglas,   Johns.    174  ;    Civil  Manchester  Brewery    Co.,    (1898)    1    Ch. 

Service   Supply  Association    v.   I)i.a)i,    13  539;  Bayer  y.  Baird,  15  P.  R.  615. 
Ch    D    512;   /W.  V   i/»-.cA  #  6V    80  j^  Manufaeturiny    Co.    v. 

L.  T.  (Journal)  283;  .W.^^o^e^Jg^/Z^C-o.  j.^^>   ^^    ^g  ^^  ^         J^ 
V.  Tandem   Smeltiny   Co.,   lo  P.  R.    /Ol.  •'  ^  " 

See   Manchester    Brewery    Co.    v.    North  (c)  In  Williains   \.  Osborne,  13  L.  T. 

Cheshire  ^-  Manchester  Brewery  Co.,  (1898)  N.  S.  498.    And  see  Mc Andrew  v.  Basset t, 

1    Ch.    539,    where   an   injunction   waa  4  De  G.  J.  &  S.  380;  Bodega  Co.,  Ld.  v. 

granted  restraining  the  defendant  com-  Owens,  6  P.  R.  236;  Hxntky  ^-  Palmer 

pany  from  using  a  name  which  suggested  v.  Readiny  Biscuit   Co.,   10   P.  R.   277; 

that   the   plaintiti    company   had   been  In  re  Paine  (2),  (1893)  2  Ch.  567  ;  Pinet 

amalgamated  with  them.  t.  Maison   Pinet  (2),  (1898)  1   Ch.   179; 

(«)  Per  James,  L.  J.,  in  Hendriks  v.  Bayer  v.   Baird,   15   P.  R.  615  ;    Magee 

Montagu,  17  Ch.  D.  638.    And  see  Man-  Furnace  Co.  v.  Le  Barron,  127  Mass.  115  ; 

Chester  Brewery  Co.  v.  North  Cheshire  S;  and  Holt  v.  Menendez,  128  U.  S.  182. 
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the  same  course,  and  that  therefore  the  plaintiffs  would  be  entitled 
to  the  relief  thej  claimed." 

The  circumstances  must,  however,  be  such  as  to  satisfy  the  But  decep- 
Court  that  deception  is  probable,  and  where  that  is  not  adequately  pr(^able. 
made  out,  relief  will  be  refused.  Thus,  in  Good  fellow  v.  Prhice  (a), 
a  London  wine  merchant  agreed  with  a  firm  of  French  wine 
growers  to  import  from  them  a  particular  growth  of  champagne 
under  a  label  bearing  the  assumed  name  "  Le  Court  et  C®,  Reims," 
and  sold  considerable  quantities  of  wine  in  England  under  the 
label,  and  another  London  wine  merchant  began  to  import  cham- 
pagne from  a  different  French  grower  and  to  sell  it  in  England 
under  a  label  also  bearing  the  assumed  name  of  "  Le  Court  et  C'*^  "; 
and  it  was  held  by  the  Court  of  Appeal  that,  whether  the  use  of 
the  name  by  the  defendant  might  or  might  not  represent  that  his 
wine  was  manufactured  by  the  same  French  grower  who  manu- 
factured the  plaintiff's  wine,  there  was  nothing  to  show  that  it 
represented  that  the  wine  was  imported  by  the  same  importer. 
And  in  Bodega  Co.,  Ld.  v.  Owens  {b),  the  V.-C.  of  Ireland  held 
on  motion  that,  there  being  in  Ireland  only  one  establishment  of 
the  plaintiff  company  known  as  a  Bodega,  which  was  in  Dublin, 
there  was  no  such  probability  of  deception,  if  the  defendant  were 
allowed  to  open  a  "  Bodega  "  in  Belfast,  as  to  call  for  an  injunc- 
tion to  prevent  the  latter  from  so  doing.  But  at  the  hearing  of 
the  action,  on  further  evidence,  an  injunction  was  granted. 

Lapse  of  time  may  be  material  in  considering  whether  deception  This  may  be 
is  probable.  Thus,  where  the  Marquis  of  Londonderry  and  his  fapse*of  time 
predecessors  in  title,  owners  of  the  Londonderry  collieries  in  the 
county  of  Durham,  had  for  many  years  been  in  the  habit  of  selling 
their  coal  in  London,  wholesale  but  not  retail,  and  the  defendant, 
a  coal  merchant,  had,  with  the  knowledge  of  the  Marquis  and  his 
predecessors  in  title,  been  in  the  habit,  since  1861,  of  selling  retail 
a  particular  quality  of  coal,  not  obtained  from  the  Londonderry 
collieries,  under  the  name  of  "Londonderry  Wallsend,"  or  "London- 
derry W.  E.,"  and  the  Marquis  had  begun  in  February,  1885,  to  sell 
retail  in  London  coal  got  from  a  particular  seam  under  the  name  of 
"  Londonderry  Wallsend,"  an  injunction  to  restrain  the  defendant 
from  selling  his  coal  by  the  names  which  he  had  been  accustomed 

(«)  35  Ch.  D.  9.     And  see  California      L.  R.  439.     Cf.  Richards  v.  Butcher  (1), 
Fiy  Syrup  Co.  v.  Taylor  Drug  Stores,  14       7  P.  R.  288. 
P.  R.  564;  Attenborough  v.  Jay,  14  Times  {b)  6  P.  R.  23G  ;  7  ih.  31. 
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to  use  was  refused,  on  the  ground  that,  having  regard  to  the  lapse 
of  time,  there  was  no  misrepresentation,  notwithstanding  that  the 
plaintiff's  title  formed  part  of  the  names,  and  that  he  was  the 
owner  of  the  Londonderry  collieries  (a). 
Eyidencc  of  j£  j^^  j^^^  action  to  restrain  the  use  of  a  trade  name  the  defen- 

iTiteiition  to 

deceive,  when  daut's  goods,  on  the  face  of  them,  and  having  regard  to  the 
huper  uous.  suri'ounding  circumstances,  are  calculated  to  deceive,  "  no  evidence 
is  required  to  prove  the  intention  to  deceive,  nor  ought  time  and 
money  to  be  expended  on  any  such  defence.  The  sound  rule  is 
that  a  man  must  be  taken  to  have  intended  the  reasonable  and 
natural  consequences  of  his  acts,  and  no  more  is  wanted.  If, 
on  the  other  hand,  a  mere  comparison  of  the  goods,  having  regard 
to  the  suri'ounding  circumstances,  is  not  sufficient,  then  it  is  allow- 
able to  prove  from  other  sources  that  what  is  or  may  be  apparent 
innocence  was  really  intended  to  deceive  "  {b). 

When  the  name  which  is  alleged  to  have  been  imitated  is  that  of  a 
company,  and  is  composed  of  such  words  as  are  in  ordinary  use  in 
the  language,  very  clear  evidence  indeed  of  probability  of  deception 
will  be  required  for  an  action  for  infringement  to  be  successful. 
Thus,  where  a  bill  was  filed  by  the  London  and  Provincial  Law 
Assurance  Society  against  the  London  and  Provincial  Joint  Stock 
Life  Assurance  Company  (c),  the  injunction  was  refused,  an  action 
at  law  being  directed ;  and  in  suits  by  the  Colonial  Life  Assurance 
Company  against  the  Home  and  Colonial  Assurance  Company, 
Limited  {d),  and  by  the  London  Assurance  Company  against  The 
London  and  Westminster  Assm-ance  Corporation,  Limited  (<?),  the 
injunction  was  simply  refused.  In  Lee  v.  Haley  {/)  the  plaintiffs 
were  coal  merchants,  trading  under  the  name  of  The  Guinea  Coal 


Name  of 
company. 


(a)  Marquis  of  Londonderry  v.  Russell, 
3  Times  L.  R.  360.  And  see  Ford  v. 
Foster,  L.  R.  7  Ch.  611,  628,  per  Mellish, 
L.  J. 

(b)  Saxlehner  v.  ApoUinaris  Co.,  (1897) 
1  Ch.  893,  per  Kekewich,  J.  And  see 
Ton  Mumm  v.  Franh,  56  Fed.  Rep.  830  ; 
Martell  ^  Co.  v.  Faarl  Wine  ^-  Sjnrit  Co., 
12  Cape  Good  Hope,  326. 

(c)  London  ^-  Frovincial  Law  Assurance 
Society  v.  London  ^-  Frovincial  Joint  Stock 
Life  Assurance  Co.,  17  L.  J.  Ch.  37.  In 
Furser  v.  Brain,  17  L.J.  Ch.  141.  it  was 
held  that  the  circulars  of  "  The  London 
Patent  Manure  Co. "  were  clearly  fraudu- 
lent imitations  of  those  of  "The  London 
Manure  Co.,"  but  the  case  was  sent  to  a 
jury  for  the  purpose  of  deciding  whether 


the  plaintiffs'  user  of  their  title  had  been 
sufficiently  long.  And  in  Lawson  v.  Bank 
of  London,  18  C.  B.  84,  a  case  at  Common 
Law,  the  plaintiff  was  defeated  on  the 
ground  of  a  want  of  averment  in  the 
declaration  that  he  was  a  banker  or  had 
ever  carried  on  that  business  ;  but 
Willes,  J.,  remarked  that  "  he  was  not 
prepared  to  say  that  the  defendant  would 
not  be  liable  if  the  cause  of  complaint 
were  properly  alleged." 

{d)  Colonial  Life  As.surance  Co.  v.  JTome 
^  Colonial  Assurance  Co.,  33  Beav.  548. 

{c)  London  Assurance  Co.  v.  London  ^• 
Westminster  Assurance  Corporation,  32  L. 
J.  Ch.  664. 

(/)  L.  R.  5  Ch.  155. 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MAEK. 


25^ 


Company,  and  having  their  business  premises  at  No.  22,  Pall  Mall. 
The  defendant  had  been  in  their  service  as  manager,  and  on  leaving 
them  set  up  in  business  at  Beaufort  Buildings,  Strand,  under  the 
name  of  the  Pall  Mall  Guinea  Coal  Company.  From  Beaufort 
Buildings  he  removed  to  No.  48,  Pall  Mall.  In  that  case  fraud 
was  held  to  be  proved,  and  the  injunction  was  granted ;  but  the 
Court  being  of  opinion  that  the  only  reasonable  chance  of  success- 
ful deceit  depended  upon  the  residence  of  the  defendant  in  Pall 
Mall,  the  injunction  against  the  user  by  the  defendant  of  his  trade 
name  as  above  was  restricted  to  Pall  Mall.     In  a  case  {a)  where 


{a)  Urookli/n  White  Lead  Co.  v.  Masury, 
25  Barb.  416 ;  E,.  Cox,  210.  And  see 
Chiirton  v.  Douglas,  Johns.  174.  In 
Hcndriks  y.  Montagu,  17  Ch.  D.  638,  an 
injunction  was  granted  at  tlie  instance 
of  "  The  Universal  Life  Assurance 
Society  "  to  restrain  the  use  of  the  name 
"  The  Universe  Life  Assurance  Associa- 
tion, Ld.,"  on  the  ground  of  sunilarity  ; 
in  Simpson  v.  Anglo-Indian  Tea  Co.,  Ld., 
Bacon,  V.-C,  May  4th,  1883,'the  defen- 
dant company  was  not  allowed  to  trade 
under  the  name  which  it  had  taken,  which 
was  the  same  as  that  under  which  the 
plaintiff  was  trading  ;  in  Guardian  Fire  S^- 
Life  Assurance  Co.  v.  Guardian  S:  General 
Insurance  Co.,  Ld.,  50  L.  J.Ch.  252,  it  was 
held  that  the  defendant  company's  name 
was  likely  to  deceive,  but  that  the  name 
of  ' '  The  Guardian  Horse,  Vehicle  and 
General  Insui-ance  Co."  mig-ht  fairly  be 
taken  ;  in  Capital  Si  Counties  Bank,  Ld. 
v.  Capital  dj-  County  Deposit  Bank,  Chitty, 
J.,  Feb.  9th,  1884,  an  injunction  was 
granted  to  restrain  the  use  of  the  latter 
name  ;  in  Accident  Insurance  Co.,  Ld.  v. 
Accident,  Disease  S;  General  Insurance 
Corporation,  Ld.,  W.  N.  1884,  p.  191, 
Pearson,  J.,  granted  an  injunction,  and 
on  appeal  an  order  was  taken  by  con- 
sent, the  defendants  agreeing  to  place 
some  other  word  than  "Accident"  at 
the  head  of  their  title;  in  Thompson  v. 
Improved  French  Due-Cleaning  ^  Dyeing 
Co.,  Ld.,  30  Sol.  J.  753,  the  plaintiff 
■was  can-yiDg  on  business  at  Brixton  as 
"  The  French  Dyeing  &  Cleaning  Co.," 
and  the  defendants  were  carrying  on 
business  in  Great  Portland  Street  under 
the  name  above,  and  using  the  address 
"Brixton"  on  their  trade  papers,  and 
an  injunction  was  granted.  So,  also,  in 
Hanitas  Co.,  Ld.  v.  Condy,  4  P.  E..  195, 
533,  in  which  the  plaintiffs  were  "The 
Sanitas  Co.,  Ld.,"  and  the  defendant 
began  to  trade  as  ' '  The  Condisanitas 
Co."     Injunctions  were  also  granted  in 

s. 


Biendle  v.  Rendle  ^-  Co.,  Ld.,  63  L.  T.  N.  S. 
94  ;  Army  ^-  Navy  Co-operative  Society, 
Ld.  V.  Army  ^-  Nary  Civil  Service  Co- 
operative Society  of  Lndia,  Ld.,  8  P.  R. 
426,  472  ;  Premier  Cycle  Co.,  Ld.  v. 
Premier  Tube  Co.,  Ld.,  12  Times  L.  R. 
481  ;  Brinsmead  v.  Brinsmead,  ib.  631  ; 
13  ib.  3;  Dunlop  Pneumatic  Tyre  Co.,  Ld. 
V.  Dunlop- Truffault  Cycle  S;  Tube  Manu- 
facturing Co.,  40  Sol.  J.  544  ;  Same  v. 
Dunlop  Lubricant  Co.,  16  P.  R.  12  ; 
Fastman  Photographic  Materials  Co.  v. 
Griffiths'  Cycle  Co.,  15  P.  R.  105,  where 
the  Kodak  Cycle  Co.  were  restrained 
from  using  "Kodak,"  which  had  be- 
come identified  -wdth  the  plaintiff  com- 
pany ;  National  Folding  Box  ^'  Paper  Co. 
V.  National  Folding  Bo.v  Co.,  43  W.  R. 
156,  where  the  fact  that  the  word 
' '  National ' '  was  intended  to  refer  to 
different  nations  in  the  two  cases  was 
held  immaterial,  inasmuch  as  both  com- 
panies sold  their  goods  in  this  country  ; 
Manchester  Brewery  Co.  v.  North  Cheshire 
Sf  Manchester  Brewery  Co.,  (1898)  1  Ch. 
539,  where  the  defendant  company  suc- 
ceeded to  the  business  of  the  North 
Cheshire  Brewery  Company,  and  the 
ground  of  the  decision  was  that  the 
name  of  the  defendant  company  would 
induce  the  belief  that  it  had  been  formed 
by  an  amalgamation  of  the  plaintiff 
company  with  the  North  Cheshire  Com- 
pany, and  that  the  plaintiff'  company 
had  ceased  to  have  any  separate  exist- 
ence; in  Holmes,  Booth  i$-  Haydens  v. 
Holmes,  Booth  &:  Attwood  Ma)iufacturing 
Co.,  37  Conn.  278,  the  defendants  were 
restrained  from  using  the  names  of 
Hohnes  and  Booth.  In  Newby  v.  Oregon 
Central  Bailway  Co.,  1  Deady,  609,  it 
was  held  that  the  original  Oregon  Cen- 
tral Railway  Co.  would  be  entitled  to 
restrain  the  assimiptiou  of  its  name  by 
a  new  company,  though  a  single  bond- 
holder in  the  former  company  was  not 
entitled  to  sue  until  the  company  had 
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tlio  plaintiff  company  sold  white  lead  in  kegs  marked  "  Brooklyn 
White  Lead  Company,"  or  "  Co.,"  and  the  defendant,  who  had 
formerly  marked  his  "  Brooklyn  White   Lead,  pure,  100  lbs.," 


refused  to  do  so.  And  see  Brahain  v. 
Ikachim,  7  Ch.  D.  848  (" Radstock  Col- 
liery Pro'pi'ietors") ;  Campbell  \.  IloUins, 
Dig-.  548  ("  Minton  &  Co.") ;  Balchellors 
V.  llatchclhr  Manufacturing  Co.,  12  Amer. 
Rep.  414,  n.  ;  Gray  v.  Taper  Slrcve 
FuUcij  irurks,  16  Fed.  Rep.  43G,  where 
the  defendants  were  restrained  from 
trading  under  the  name  they  had  as- 
suuied,  which  had  been  previously  used 
by  the  plaintiffs,  though  they  were 
entitled  to  make  and  sell  "  taper  sleeve 
pulleys"  ;  McGoxvan  Broa.^  Tu/iip  ct  Ma- 
chine Co.y.McGoivan,2Cm(i. 313 ;  Celluloid 
Manufacturing  Co.  v.  Cellonite  Manu- 
facturing Co.,  32  Fed.  Rep.  94;  Chas. 
S.  Higgins  Co.  v.  Higgins  Soap  Co., 
144  N.  Y.  462;  43  Am.  St.  Rep. 
769,  where  the  names  were  as  above  ; 
Myers  v.  Kalamazoo  Buggy  Co.,  54  Mich. 
21.5  (''The  Ivahimazoo  Waggon  Co.," 
and  "The  Kalamazoo  Buggy  Co."); 
Tuerk  Hydraulic  Tower  Co.  v.  Tuerl,-,  99 
N.  Y.  Sup.  Ct.  65  ("Tuerk  Water 
Motor  Co."  (the  popular  name  of  the 
plaintiff  company),  and  "  Tuerk  Water 
Meter  Co.")  ;  International  Trust  Co.  v. 
International  loan  ^-  Trust  Co.,  153  Mass. 
271,  where  the  names  were  as  above. 
See  Plant  Seed  Co.  v.  Michel  Plant  Seed 
Co.,  23  Mo.  App.  519. 

In  the  following  cases  injunctions 
were  refused  :• — London  S;  County  Bank- 
ing Co.  v.  Hampshire  S;  No7-th  Wilts 
Bank,  Dig.  618,  in  which  the  defen- 
dant company  was  proposing  to  take 
the  name  of  ' '  The  Capital  &  Counties 
Bank"  ;  Ilcrchant  Banking  Co.  of  London 
V.  Merchants'  Joint  Stock  Bank,  Id., 
9  Ch.  D.  560  ;  Army  ^-  Navy  Co- 
operative Society,  Id.  v.  Junior  Army  (f 
Nary  Stores,  Id.,  Dig.  640  ;  Australian 
Mortgage,  Zand  ^-  Finance  Co.  v.  Austra- 
lian ^-  New  Zealand  Mortgage  Co.,  W.  N. 
1880,  p.  6 ;  Midland  Electric  Light  S; 
Power  Co.  v.  Brush  Midland  Electric  Light 
S;  Power  Co.,  26  Sol.  J.  465;  Provident 
Association  of  London,  Ld.  v.  London  (?■ 
Provincial  Provident  Association,  Ld.,  30 
Sol.  J.  753  ;  Bumsted  v.  General  Rever- 
sionary Co.,  Ld.,  4  Times  L.  R.  621, 
where  the  plaintiff  sued  on  behalf  of 
"The  General  Reversionary  &  Invest- 
ment Co.,"  who  carried  on  an  extensive 
business  in  London,  with  country  agents, 
and  the  defendants  were  setting  up  a 
small  business  at  Liverpool ;  Goodyear 
Ruhhcr  Co.  v.  Goodyear  India-ruhbcr  Glove 


Manufacturing  Co.,  128  U.  S.  598.  And 
see  Condy  v.  jMitchell,  37  L.  T.  N.  S.  268, 
766  ("  Condy's  Fluid  Co.")  ;  Massam  v. 
Thorlefs  Cattle  Food  Co.,  14  Ch.  D.  748 
("  Thorley's  Cattle  Food  Co.") ;  Tussaud 
V.  Tussaud,  44  Ch.  D.  678  ;  Saunders  v. 
Sun  Life  Assurance  Co.  of  Canada,  (1894) 
1  Ch.  537,  where  the  Sun  Life  Assur- 
ance Society  failed  to  restrain  the  defen- 
dants from  using  their  full  name,  but 
succeeded  in  restraining  them  from  using 
any  abbreviated  form  of  it ;  California 
Fig  Syrup  Co.  v.  Taylor''s  Drug  Co.,  14 
P.  R.  564,  where  the  defendants  assumed 
the  name  of  "American  Syrup  of  Figs 
Co."  ;  Ottoman  Cahvcy  Co.  v.  Bane,  95 
111.  203,  in  which  the  plaintiff  company 
was  held  not  entitled  to  restrain  the 
defendants  from  trading  under  the  same 
name  in  Illinois,  notwithstanding  that 
the  defendants  were  incorporated  in 
Michigan  and  the  plaintiffs  in  Illinois, 
the  defendants  having  been  the  first  to 
trade  under  the  name  in  Illinois  ;  Lehiqh 
Valley  Coal  Co.  v.  Hamblen,  23  Fed.  Rep. 
225,  in  which  a  Pennsylvania  company, 
doing  business  in  Illinois  and  other 
States,  was  held  not  entitled  to  restrain 
the  formation  of  another  company  in 
Illinois  under  the  same  name ;  but  it 
was  intimated  that  the  question  would 
remain  open  whether  relief  would  be 
granted  if  the  new  company  should  be 
formed  and  should  improperly  take  away 
business  from  the  plaintiffs.  So,  in 
JJrummond  Tobacco  Co.  v.  Handle,  114 
111.  412,  the  plaintiff  company  failed  to 
restrain  the  incorporation  of  another 
company  as  "  The  Drummond-Randle 
Tobacco  Co."  ;  in  McNair  v.  Cleave,  10 
Phila.  155,  the  plaintiffs,  trading  as  the 
"Galaxy  Publishing  Co.,"  were  held 
not  to  be  entitled  to  the  exclusive  use 
of  the  name,  because  it  represented, 
contrary  to  the  fact,  that  they  were 
incorporated  as  a  company.  And  see 
Koehler  \.  Sanders,  122  N.  Y.  65,  where 
an  unsuccessful  attempt  was  made  to 
monopolise  the  words  "  International 
Banking  Co."  ;  Nebraska  Loan  is-  Trust 
Co.  V.  Nine,  27  Nebr.  507  ;  20  Am.  St. 
Rep.  686,  where  it  was  held  that  the 
name  of  a  state  could  not  be  monopolised 
as  against  rival  traders  of  the  same  state ; 
In  re  United  States  Mortgage  Co.,  90  N.  Y. 
Sup.  Ct.  572,  where  the  plaintiffs  were 
allowed  to  chapge  their  name  to  "  United 
States  Mortgage  &  Trust  Co. , ' '  notwith- 
standing the  oijposition  of  the  United 
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changed  the  name  to  "Brooklyn  Wliite  Lead  and  Zinc  Company," 
it  was  held  that,  though  he  was  entitled  to  continue  to  mark  his 
goods  "  Brooklyn  White  Lead  and  Zinc,"  he  had  no  right  to  add 
"  Company  "  or  "  Co." 

In  Australian  Mortgage,  Land  ^*  Finance  Co.  v.  Australian  ^'  Descriptive 
New  Zealand  Mortgage  Co.  {a),  the  Court  of  Appeal  pointed  out  the  company, 
difficulty  of  monopolising  the  exclusive  use  of  a  name  which  cor- 
rectly described  the  nature  of  a  company's  business,  or  the  locality 
of  its  operations.  And  in  India  ^  C/tina  Tea  Co.  v.  Tecde  (b),  it 
was  held  that  a  firm  of  tea  merchants  were  entitled  to  assume  the 
name  of  "  The  India  &  China  Packet  Tea  Co."  notwithstanding 
that  the  name  of  the  plaintiff  company  was  as  above,  the  name 
assumed  by  the  defendants  being  simply  descriptive,  and  there 
being  no  evidence  of  deception. 

By  §  20  of  the  Companies  Act,  1862  (c),  it  is  enacted  that  "no  The  Com- 
company  shall  be  registered  under  a  name  identical  with  that  by  i862.  ' 
which  a  subsisting  company  is  already  registered,  or  so  nearly 
resembling  the  same  as  to  be  calculated  to  deceive,  except  in  a 
case  where  such  subsisting  company  is  in  the  course  of  being  dis- 
solved, and  testifies  its  consent  in  such  manner  as  the  registrar 
requires ;  and  if  any  company,  through  inadvertence  or  otherwise, 
is,  without  such  consent  as  aforesaid,  registered  by  a  name  identical 
with  that  by  which  a  subsisting  company  is  registered,  or  so 
nearly  resembling  the  same  as  to  be  calculated  to  deceive,  such 
first-mentioned  company  may,  with  the .  sanction  of  the  registrar, 
change  its  name  "  {d).  This  section  does  not  authorise  a  company 
to  use  or  register  a  name  so  nearly  resembling  one  previously  used 
by  another  company  as  to  be  calculated  to  deceive,  even  though 
the  name  of  the  earlier  company  has  not  itself  been  registered  {e)  ; 

States   Ti-ust  Co.  of  New  York ;    i:m-  (r)  25  &  26  Vict.  o.  89. 

phyers'  Liability  Assurance  Corporation  v.  \d)  See    Manchester    Brewery    Co.    v. 

Employers'    Liability    Lnsurance    Co.,    68  North  Cheshire  S;  Manchester  Brewery  Co., 

N.  T.  Sup.  Ct.  552  ;  Hyycia   Water  lee  (1898)  1  Ch.  539.    As  to  the  registration 

Co.    V.  New    York   Hygeia   lee    Co.,   140  of  names  of  companies  under  the  U.  S. 

N.   y.  '94:,   where  the  names  were  as  Trade  Marks  Acts,  see  In  re  Rowe  ^• 

above.  Post,    9    U.   S.   Pat.   Gaz.   496  ;   In   re 

,  ,  -vTT    -Kx    ,„r,«  -       „         ,  India  Rubber  Comb  Co.,  8  ib.  905;  India 

(«)  W.  N.  1880,  p    6.  ^o    &\m   per       ^^^j^^,.   ^^„^j    ^,^_  ^    ^^^^^^^    -j^^.    j,,^.-^ 

the  Supreme  Court  of  the  U.S.  m  (?6/o(;-  ^,^j^^^,.    ^^^^^^    ^^      ^     y;.,^jj^,.    ^-owj    ^. 

year  Rubber  Co.  v.  Goodyear  Indxa-rubber  j^^^.^n^,,^  Co.,  45  N.  T.   Super.  Ct.  258; 

Glove  Mannfacturxng  Co.,  128  U.  S    598.  j^^  ^.^  ^^'^^jj^^.  chlhiny  Co.,  10  U.  S.  Pat. 

And  see  Roehler  y.  Sanders,  !y5  N.  Y.  ^.^^    m  ;  and  Appendix  I.,  infra. 

Sup.    Ct.    48  ("International  Banking-  ^^^  jfendriks  v.  Montagu,   17  Ch.  D. 

Co-    )•  638.     Bee  Tussaud\.  Tussaud,  UCh.I). 

{b)  W.  N.  1871,  p.  241.  678. 
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Name  of 
individual. 


Assumed 
name. 


Man's  own 
name.     Use 
not  restrained 
unless  fraudu- 
lent. 


and,  on  the  other  hand,  since  the  section  only  affects  the  registra- 
tion of  the  name  of  a  company,  the  rights  of  a  company  to  a  name 
which  has  been  registered  cannot  be  attacked  n}uler  the  section, 
whatever  may  be  the  rights  outside  the  section  of  another  company 
which  has  previously  used  the  name  {a). 

If  the  trade  name  which  has  been  imitated  is  that  of  an  individual, 
and  this  has  been  assumed  by  another  person  of  different  name, 
little  is  required  to  prove  the  fraud.  In  fact,  the  assumption  of 
another's  name  is  almost  sufficient  proof  if  taken  alone  (1?^).  But 
in  Olin  V.  Bate  (r),  the  plaintiff  Olin  failed  to  succeed  in  restraining 
the  defendant  Bate  from  carrying  on  the  same  profession  (the 
medical)  in  the  same  town  as  himself  under  the  name  of  Olin,  the 
defendant  having  so  done  before  the  plaintiff  came  to  the  town  in 
question.  And  where  "  Liebig's  Extract  of  Meat "  had  come  to 
be  the  proper  designation  of  an  article  first  invented  by  Baron 
Von  Liebig,  Field,  J.,  affirmed  by  the  Court  of  Appeal  and  the 
House  of  Lords,  declined  to  restrain  a  manufacturer  of  the  article 
from  styling  his  preparation  "  Baron  Liebig's  Extract  of  Meat," 
and  placing  on  the  pots  a  photograph  of  the  Baron  (r/). 

Sometimes  the  plaintiff's  name  is  itself  an  assumed  or  fanciful 
one  :  thus  the  use  of  the  name  "  Christy's  Minstrels  "  has  been 
restrained  {e)  ;  and  that  of  the  name  "  The  Oldfield  Lane 
Doctor  "  (/')  ;  and  in  Isaacson  v.  Thompson  [cj)  the  plaintiff  kept  a 
millinery  establishment,  as  "  Madame  Elise,"  which  name  being 
imitated  by  the  defendant,  an  injunction  would  have  been  awarded, 
had  not  the  plaintiff's  own  delay  disentitled  her  to  relief. 

In  some  cases  the  use  of  a  man's  own  name  may  be  such  as  to 
deceive,  and  where  this  is  so  the  person  aggrieved  is  entitled  to 


(rt)  Merchant  Baiiliing  Co.  of  London  v. 
Merchants'  Joint  Stock  Bank,  Ld.,  9  Ch. 
D.  560.  In  the  U.  S.  similar  statutory 
restrictions  have  been  imposed  upon  the 
right  to  register  the  names  of  corpora- 
tions, and  in  such  cases  a  certificate  of 
incorporation  duly  issued  is  held  to  be 
conclusive  as  to  private  persons  of  the 
right  of  the  corporation  to  the  corporate 
existence  by  the  designated  corporate 
name ;  Boston  Rubber  iShcc  Co.  v.  Boston 
Miibber  Co.,  149  Mass.  43G  ;  Converse  v. 
Hood,  ib.  471  ;  American  Order  of  Scottish 
Clans  V.  Merritt,  151  Mass.  558. 

(i)  Per  Turner,  L.  J.,  in  Burgess  v. 
Burgess,  3  De  G.  M.  &  G.  896.  See 
Barber  v.  Manico,  10  P.  R.  93  ;  Finet  v. 
Maison  Finet,  (189S)  1  Ch.  179;  Bmninger 


V.  Wattles,  28  How.  Pr.  206  ;  R.  Cox, 
318  ;  Friestley  v.  Adams,  66  N.  Y.  Sup. 
Ct.  380  ;  8haw  v.  Filling,  175  Pa.  78. 

(c)  98  111.  55  ;  S8  Amer.  Rep.  78. 

{d)  Liebic/'' s  Extract  of  Meat  Co.  v. 
Anderson,  W.  N.  1882,  p.  147  ;  ib.  1883, 
p.  185;  H.  L.,  July  16th,  1885.  Cf. 
Richmond  Nervine  Co.  v.  Richmond,  159 
U.  S.  293 ;  Kathreincr' s  Mah  Kaff'ee 
Fabriken,  S;c.  v.  Fastor  Kneip  Medicine 
Co.,  82  Fed.  Rep.  321. 

(f)  Christy  v.  Murphy,  12  How.  Pr. 
77;  R.  Cox,  164;  Montague  v.  Moore, 
Seton,  5th  ed.  539. 

(/)  Milner  v.  Rccd,  Dig.  328. 

[g)  41  L.  J.  Ch.  101.  And  see  F)avi$ 
V.  Rogers,  89  L.  T.  (Journal)  292. 
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obtain  an  injunction  against  such  use  of  the  name  {a)  ;  "but  he 
must  prove  clearly  the  fraudulent  intent,  and  "it  is  a  question  of 
evidence  in  each  case  whether  there  is  false  representation  or 
not "  (b).  It  is  not  sufficient  in  such  cases  to  show  that  the  use  of 
the  name,  though  honest,  may  cause  confusion.  Thus,  in  Tiiiion 
4'  Sons,  Ld.  V.  Tnvton  (c)  the  plaintiffs  carried  on  an  old-established 
business  in  Sheffield  as  Thomas  Turton  &  Sons,  Ld.,  and  the 
defendant  John  Turton,  who  had  for  some  years  carried  on  a 
similar  business  in  the  same  town  as  John  Turton  &  Co.,  took  his 
two  sons  into  partnership,  and  changed  his  trade  name  to  John 
Turton  &  Sons ;  and  although  some  confusion  was  proved,  the 
Coiu^t  of  Appeal  held  that,  the  name  adopted  being  a  true  state- 


{tt)  Churton  v.  Douglas,  Johns.  174  ; 
Unrgcss  v.  Burgess,  3  De  Gr.  M.  &  G. 
896;  ftcUwooclv.  Fullwood,  W.  N.  1873, 
pp.  93,  185  ;  Fulhroocl  v.  Fiilhcood  (2), 
y  Cli.  D.  176  ;  HoUouay  v.  HoUoiray,  13 
Beav.  209;  PiiUar  v.  Ptdlar,  Fry,  J., 
April  9th,  1883;  Mdachrhio  ^-  Co.  v. 
Melaohrino  Egyptian  Cigarette  Co.,  4  P. 
E,.  215  ;  M.  Melachrino  S,-  Co.  v.  R.  Mela- 
ehrim  S,  Co.,  Chitty,  J.,  May  29th,  1888  ; 
JMcholls  V.  Eimpton,  3  Times  L.  E..  674  ; 
mrmingham  Vinegar  Brewery  Co.,  Ld.  v. 
Liverpool  Vinegar  Co.,  Ld.,  4  Times  L.  E. 
613;  Atkinson  v.  Atkinson,  85  L.  T. 
(.Tournal)  229 ;  Warner  v.  Warner,  5 
Times  L.  E.  359  ;  Tnssaud  v.  Tiissaud, 
44  Ch.  ]>.  678  ;  Rendle  v.  Rendle  ^  Co., 
63  L.  T.  N.  S.  94  ;  Edge  v.  Harrison. 

8  P.  E.  74  ;  Otard,  Bupuy  ^  Co.  v.  Otard 
de  Montchello  Cognac  Co.,  9  Times  L.  E. 
295  ;  10  ii.  67  ;  Brinsmead  v.  Brinsmead, 
12  Times  L.  E.  631  ;  13  ib.  3  ;  Pinet  v. 
mdson  Pinet  (1),  14  P.  E.  933;  Bunlop 
Pneumatic  Tyre  Co.  v.  Liinlop-Trnffaiilt 
Cycle.  ^-  Tube  Manufacturing  Co.,  40  Sol. 
J.  544;  Bayer  v.  Baird,  15  P.  E.  615, 
627  ;  ITolines  v.  Holmes,  37  Conn.  278  ; 

9  Amer.  Eep.  324  ;  GUUs  v.  Hall,  E. 
Cox,  596;  Ueiiin  v.  Derlin,  69  N.  Y. 
212  ;  Shaver  v.  Shaver,  54  Iowa,  208  ; 
India  Rubber  Comb  Co.  v.  Rubber  Comb  ^• 
Jewellery  Co.,  45  N.  Y.  Super.  Ct.  258 ; 
Landreth  ^-  Sons  v.  Landreth,  22  Fed. 
Eep.  41  ;  Gage  x.  Canada  Publishing  Co., 
11  Can.  Sup.  Ct.  306;  William  Rogers 
Manufacturing  Co.  v.  Rogers  ^  Spurr 
Manufacturing  Co.,  11  Fed.  Eep.  495; 
Frazer  v.  Frazer  Lubricator  Co.,  121  111. 
147.  See  Christie  v.  Christie,  L.  E.  8  Ch. 
499  ;  McGoivan  Bros.  Pump  ^-  Machine  Co. 
V.  McGouan,  2  Cine.  313  ;  Pilhhury  v. 
PilMmry- Washburn  Flour  Mills  Co.,  6t 
Fed.  Eep.  <S11 ;  William  Rogers  Manufac- 


turing Co.v.  R.  W.  Rogers  Co.,  70  ib.  1017; 
Hofv.  Tarrant  ^-  Co.,  71  ib.  163  ;  Walter 
Baker  ^-  Co.  v.  Baker,  77  ib.  181  ;  Garrett 
V.  T.  H.  Garrett  ^  Co.,  78  ib.  4  72  ;  Walter 
Baker  ^-  Co.  v.  Sanders,  80  ib.  889  ;  Boeder 
V.  Boeder,  59  N.  Y.  Sup.  Ct.  170 ;  Be  Long 
V.  Be  Long  Hook  c\-  Eye  Co.,  96  ib.  406  ; 
El  Modello  Ciqar  Manufacturing  Co.  v. 
Gato,  -lb  Fla.  886  ;  23  Am.  St.  Eep.  72  ; 
Chas.  S.  Hiqgins  Co.  v.  Higgins  Soap 
Co.,  144  JST.  Y.  462 ;  43  Am.  St.  Eep. 
769. 

[b)  Per  Turner,  L.  J.,  in  Burgess  v. 
Burgess,  3  De  G.  M.  &  G.  896.  And  see 
Turton  ^-  Sons,  Ld.  v.  Turton,  42  Ch.  D. 
128;  Reddaivayv.  Banham,  (1896)  A.  C. 
199,  211  ;  Birminqham  Vinegar  Brewery 
Co.  V.  Powell,  (1897)  A.  C.  710;  Rogers  v. 
Rogers,  53  Conn.  121  ;  and  other  cases. 

(r)  42  Ch.  D.  128.  And  see  Saunders 
V.  Sun  Life  Assurance  Co.  of  Canada, 
(1894)  1  Ch.  537  ;  Crauford  v.  Bernard, 
11  P.  E.  580  ;  Valentine  v.  Valentine,  32 
L.  E.  Ir.  488  ;  Jamieson  ^  Co.  v.  Jamieson, 
15  P.  E.  169  ;  Attenborough  v.  Jay,  14 
Times  L.  E.  365 ;  ib.  439 ;  Rogers  v. 
Rogers,  53  Conn.  121  ;  loioa  Seed  Co.  v. 
l)orr,  70  Iowa,  481 ;  WiUiam  Rogers  Manu- 
facturing Co.  V.  Simpson,  54  Conn.  527  ; 
Broivn  Chemical  Co.  v.  Meyer,  1 39  U.  S.  540 ; 
Rogers  v.  William  Rogers  Manufacturing 
Co.,  70  Fed.  Eep.  1019;  American  Cereal 
Co.  V.  Eli  Pettijohn  Cereal  Co.,  12  ib.  903; 
76  ib.  372  ;  iJe  Long  v.  Be  Long  Hook  ^• 
Eye  Co.,  96  N.  Y.  Sup.  Ct.  406  ;  Buryea 
V.  National  Starch  Manufacturing  Co.,  79 
Fed.  Eep.  051  ;  Fish  Bros.  IVagon  Co.  v. 
La  Belle  Wagon  Works,  82  Wise.  546 ; 
33  Am.  St.  Eep.  72  ;  Chas.  S.  Higgins  Co. 
V.  Higgins  Soap  Co.,  144  N.  Y.  462  ;  Scott 
Stamp  iSf  Coin  Co.  v.  Scott  Co.,  68  N.  Y. 
Super.  Ct.  380 ;  Stuart  v.  F.  C.  Stewart 
Co.,  85  Fed.  Eep.  778. 
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ment  of  the  composition  of  tlie  firm,  and  there  "being  no  proof  or 
even  allegation  of  frand,  no  injunction  could  be  granted.  Lord 
Esher,  M.  li.,  said :  "  If  all  that  a  man  does  is  to  carry  on  the 
same  business  (as  another  trader),  and  to  state  how  he  is  carrying 
it  on,  that  statement  being  the  simple  truth,  and  he  does  nothing 
more  with  regard  to  the  respective  names  {n),]ie  is  doing  no  wrong, 
lie  is  doing  w^hat  he  has  an  absolute  right  by  the  law  of  England 
to  do ;  and  you  cannot  restrain  a  man  from  doing  that  which  ho 
has  an  absolute  right  hy  the  law  of  England  to  do."  And 
Cotton,  L.  J.,  added  :  "  The  Court  cannot  stop  a  man  from  carry- 
ing on  his  own  business  in  his  own  name,  although  it  may  be  the 
name  of  a  better  known  manufacturer,  when  he  does  nothing  at  all 
in  any  way  to  try  and  represent  that  he  is  that  better  kno^\Ti  and 
successful  manufacturer."  But  where  a  person  has  allowed  another 
to  use  his  name,  and  acquire  a  reputation  under  it,  he  wdll  not 
afterwards  be  allowed  himself  to  use  his  name  so  as  to  deceive,  nor 
to  empower  others  to  use  it  so  as  to  produce  that  result,  nor  will 
such  others  be  permitted  so  to  use  it.  Thus,  where  one  Holbrook, 
an  employe  of  the  Birmingham  Vinegar  Brewery  Co.,  Ld.,  had 
allowed  the  company  to  use  his  name  for  twelve  years  as  part  of 
the  title  of  their  goods — /'.;/.,  "  Holbrooh's  Worcestershire  Sauce," 
"Holbrook's  London  Eelish,"  "  Holbrook's  Pure  Pickles"— he 
was  not  allowed,  on  leaving  their  service  and  entering  that  of  the 
Liverpool  Yinegar  Co.,  Ld.,  to  give  the  latter  a  right  to  use  his 
name  as  part  of  the  same  titles,  nor  were  they  allowed  so  to  use 

it(/^). 
Lendin^name  "  There  is  no  instance,"  said  Kay,  J.,  in  Rendle  v. Rendle  8^'  Co.  (c), 
^o^  IT  per-  ,i  .^  which  it  has  been  held  that  a  man  can  lend  his  name  to  a  third 
person,  and  can  induce  that  third  person  to  start  business  in 
opposition  to  someone  else  who  is  using  that  name,  and  has  an 
established  business  under  that  name.  Take  a  well-known  name — 
that  of  '  Christie '  for  instance — can  a  man  whose  name  is  Christie, 
who  has  never  carried  on  business  as  an  auctioneer  on  a  large  scale, 

{a)  See   Lerris's  v.  Lewis,  45  Ch.  D.  Am.    St.   Rep.  485  ;    Richmond  Nervine 

281,  284  ;  and/(?»»>son  ^  Co.  v.  Jamieson,  Qo.  v.  Richmond,  159  U.  S.  293  ;    Chatta- 

15  P.  R.  169.   Compare,  however,  i?efi?f/a-  ,,^0^^  Medicine  Co.  v.  Thedford,  73  U.  S. 

waijx.  Banham,  (1896)  A.  C.  199.  Pat,  Gaz.   2163.     Cf.  Fish  Bros.  Wnfjott 

{b)Birmtnghamrtncgar Brewery Co.,Ld.  Co.  v.  La  Belle  Waqmi  Worls,  82  Wise. 

V.  Liverpool    rincgar  Co.,   Ld..  4  Times  546  ;    33  Am.  St.  Rep.   72  ;    Buri/ca  v. 

L.  R.  613.    And  see  Chas.  S.  Higgins  Co.  National   Starch   Manufacturing    Co.,   79 

v.  Higgim  Soap  Co.,  144  N.  T.  462  ;   Le  Ped.  Rep.  651. 
Page  v.  Russia  Cement  Co.,  51  Fed.  Rep. 

941 ;  Sijmonds  v.  Jones,  82  Maine,  302 ;  17  (<^)  ^3  L.  T.  N.  S.  94. 


son. 
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saj  to  another  man,  not  having  the  name  of  Christie, '  I  will  lend  you 
my  name,  and  then  you  can  say  the  business  is  Christie's,  and  the 
justification  for  your  doing  so  is  that  I  have  sold  you  my  name '  ? 
As  the  law  of  England  stands,  that  will  not  be  allowed.  And 
what  is  the  difference  between  that — namely,  lending  your  name 
to  an  individual — and  lending  your  name  to  a  joint  stock  com- 
pany ?     The  fraud  is  transparent "  (r/). 

Evidence  of  fraudulent  intention  was  supplied  in  one  case  (b)  by  Evidence  of 
a  removal  by  the  defendant  into  the  neighboiu"hood  in  which  the 
plaintiff  was  carrying  on  his  business,  and  the  addition  of  "  and 
Co.  "  to  the  name  "  H.  Fullwood,"  the  plaintiff's  trade  name 
being  "  E.  J.  Fullwood  &  Co."  ;  and  in  another  case  {c),  in  which 
the  same  person  was  plaintiff,  by  a  representation  that  the  business 
of  M.  Fullwood  and  E.  Fullwood,  trading  as  "E.  Fullwood  &  Co.," 
had  been  established  in  1785,  and  was  carried  on  at  Hoxton,  those 
facts  being  true  of  the  business  of  E.  J.  Fullwood  &  Co.,  but  not 
of  that  carried  on  by  the  defendants.  In  a  third  case  (d),  the 
defendant,  who  had  sold  his  business  and  the  goodwill,  including  the 
name,  "  John  Douglas  &  Co.,"  recommenced  business,  and  employ- 
ing the  three  managing  men  of  his  former  business,  styled  his  new 


(fl)  And  see  Ttissaxd  x.  Tussaitd,  44 
Ch.  D.  678  ;  MeJachrino  v.  Mdaehrino 
Egyptian  Cigarette  Co.,  4  P.  E,.  215  ; 
Otard,  Bupm/  ^-  Co.  v.  Otard  de  Montehello 
Cognac  Co.,  9  Times  L.  E,.  295  ;  10  ib. 
67;  Bunlop  Pneumatic  Tyre  Co.  v.  Bunlop- 
Truffault  Cycle  %  Tube  Manufacturing  Co., 
40  Sol.  J.  544  ;  Brinsmead  v.  Brinsmead, 
12  Times  L.  E,.  631 ;  13  ih.  3  ;  Dunlop 
Pneumatic  Tyre  Co.,  Ld.  v.  Bunlop  Lubri- 
cant Co.,  16  P.  E.  12;  Rogcr.t  Manufac- 
turing Co.  V.  Rogers,  66  Fed.  Eep.  56  ;  70 
ib.  1017 ;  American  Cereal  Co.  v.  Eli  Petti- 
john  Cereal  Co.,  72  ib.  903;  76  ib.  372; 
Garrett  v.  T.  H.  Garrett  ^-  Co.,  78  ib.  472; 
Be  Long  v.  Be  Long  Hook  ^-  Ei/e  Co.,  96 
N.  T.  Sup.  Ct.  406  ;  Chas.  S.  Biggins  Co. 
V.  Biggins  Soap  Co.,  144  N.  T.  462.  Cf. 
Attenborough  v.  Jay,  14  Times  L.  E. 
365  ;  ib.  439  ;  Scott  Stamp  t?-  Coin  Co.  v. 
Scott  Co.,  58  N.  T.  Super.  Ct.  380. 

{b)  Fullwood  Y.  Fullwood,  W.  N.  1873, 
pp.  93,  185.  So  where  the  plaintiff 
carried  on  business  as  "Newman  &  Co." 
and  the  defendant  boujjht  a  similar 
business  carried  on  as  ''  H.  Newman," 
and  changed  the  name  to  "  Newman 
&  Co."  :  Bolt  V.  Smith,  4  Times  L.  E. 
329.  And  where  the  plaintiff  dealt  in 
"Warner's  Safe  Cures,"  and  the  defen- 


dant, who  was  also  named  Warner, 
bought  the  goodwill  of  "  Ashton's  Gout 
and  Eheumatic  Cure,"  and  changed  the 
name  to  ' '  Warner's  Goixt  and  Eheumatic 
Cure":  Warner  v.  Ti'arner,-  5  Times 
L.  E.  359.  And  see  Valentine  v.  Valen- 
tine, 31  L.  E.  Ir.  488,  where  the  defen- 
dants set  up  a  rival  business  in  premises 
recently  vacated  by  the  plaintiffs.  See, 
also,  Smith  v.  McBride,  Ct.  Sess.  Cas. 
4th  Ser.  XVI.  36. 

{c)  Fullwood  V.  Fullwood  {2),  9  Ch.  D. 
176.  And  see  Glen  S;  Ball  Manufacturing 
Co.  V.  Ball,  61  N.  T.  226.  Where 
Eobert  Minton  Taylor,  formerly  a 
member  of  the  firm  of  llinton,  HoUins 
&  Co.,  set  up  for  himself  as  Eobert 
Minton  Taylor  &  Co.,  and,  on  being 
threatened  with  legal  proceedings, 
undertook  to  trade  only  as  Eobert 
Minton  Taylor,  it  was  held  that  a 
purchaser  of  E.  M.  Taylor's  business 
could  not  carry  it  on  under  the  style  of 
"The  Minton  Brick  &  TUe  Co.": 
Campbells.  Bollins,  Dig.  548. 

(d)  Churfon  v.  Bouglas,  Johns.  174. 
But  see  the  American  cases  of  Bowe  v. 
Searing,  10  Abb.  Pr.  264  ;  E.  Cox,  244  ; 
Peeves  v.  Benwlc,  12  Abb.  Pr.  N.  S.  92  ; 
and  Booth  v.  Jarrctt,  52  How.  Pr.  169. 
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business  "  John  Douglas  &  Co.,"  and  sent  round  circulars  informing 
the  public  that  his  business  was  so  well  knowTi  that  it  was  unneces- 
sary to  say  anything  about  it ;  thus,  in  fact,  "  representing  himself 
to  be  the  owner  of  that  which  he  had  sold."  So,  too,  it  was  held 
to  be  fraud  for  a  person  who  had  recently  come  into  the  neighbour- 
hood of  the  "  Carriage  Bazaar  "  in  Baker  Street,  and  set  up  a 
"Carriage  Repository,"  to  change  that  name  to  the  "Xew  Carriage 
Bazaar,"  mth  some  incorrect  additions  {a).  But  where  the  plain- 
tiff had  been  for  eight  years  in  the  habit  of  engaging  Dr.  Richter 
to  conduct  concerts  in  London,  wliich  the  plaintiff  advertised  and 
made  popular  by  the  name  of  "  Richter  Concerts,"  and  in  1887 
Dr.  Richter  declined  to  continue  to  act  with  the  plaintiff,  and 
agreed  to  conduct  concerts  in  London  for  the  defendant,  who 
began  to  advertise  them  as  "  Richter  Concerts,"  it  was  held  that 
the  name  "  Richter  Concerts "  meant  concerts  conducted  by  Dr. 
Richter,  and  was  properly  applied  to  the  proposed  concerts,  and 
that  no  injunction  could  be  granted  (b). 

Where  the  plaintiff  had  changed  his  name  to  Frank  Leslie,  and 
his  son  had,  by  his  orders,  assumed  the  same  name,  and  the 
plaintiff  had  afterwards  brought  out  "Frank  Leslie's  Illustrated 
News,"  and  other  publications  of  the  titles  of  which  his  new  name 
formed  part,  it  was  held  that  there  was  no  ground  for  restraining 
the  publication  by  the  son  of  "  Frank  Leslie  Junior's  Sporting  and 
Dramatic  Times"  (r).  On  the  other  hand,  where  Dr.  Trust  had 
changed  his  name  to  Gouraud,  but  his  sons  had  not  changed  their 
name,  the  latter  were  restrained  from  selling  a  preparation  with  a 
statement  that  it  was  prepared  by  Dr.  Gfouraud's  sons,  there  being 
a  representation  which,  though  not  strictly  false,  was  yet  calculated 
to  mislead  (''/). 

Again,  a  fraudulent  intention  may  be  shown  to  exist  by  the 
production  of  deceptive  circulars  so  framed  by  the  defendant  as  to 
represent  his  business  to  be  identical  with  or  a  continuation  of  that 
carried  on  by  the  plaintiff ;  and  such  a  fraud  will  be  restrained  (e) . 


(a)  Boitlnois  v.  Tcalcc,  13  Ch.  D.  513. 
And  see  Care  v.  Myrs,  Dig-.  30-t  ; 
Athhision  v.  Atkinson^  85  L.  T.  (Journal) 
229  ;  Davis  v.  Rogers,  89  ib.  292  ;  and 
Glen  ^-  Hall  Manufacturing  Co.  v.  Hall, 
61  N.  T.  226. 

(i)  Franke\.Chappell,bl'L.T.l!i.^.  141. 

{c)  England  v.  Xew  York  Fublishitig 
Co.,  8  Daly,  375. 

{d)  Gouraud  Y.  Trust,  10  N.  Y.   Sup. 


Ct.  627. 

[e)   Churton  v.    Doiiqlas,    Johns.    174 
Elevens  v.  Faine,   18  L.  T.  N.  S.  600 
Purser  v.    Brain,    17    L.    J.    Ch.    141 
Christie  v.  Christie,  L.   R.   8  Ch.   499 
Btirrows  \.  Foster,  1  N.  R.  156  ;   Graveley 
V.  Winchester,  Seton.  oth  ed.  591  ;   Selby 
T.  Anchor  Tube  C'o.,W.  N.  1877.  p.  191  ; 
Eendk  v.  Rendle  ^-  Co.,  63  L.  T.  N.  S. 
94  ;  Tuerk  Hydraulic  Power  Co.  v.  Tuerk, 
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Tims,  in  Mogford  v.  Coioicnaij  [a),  tlie  defendant  issued  a  circular 
of  whicli  the  effect  was  to  rej^resent  that  he  was  carrying  on  the 
husiness  which  he  had  previously  carried  on  in  partnership  with 
the  plaintiff,  although  under  the  partnership  articles  the  entire 
goodwill  vested  in  the  plaintiff  on  dissolution. 

So,  too,  one  person  will  not  be  allowed  to  defraud  another  by  Opening 
opening  letters  addressed  to  him,  and  executing  orders  intended  for 
him  (h).  Where,  however,  various  acts  of  misrepresentation  by 
the  defendant  were  alleged,  pointing  to  an  intention  to  simulate 
the  plaintiff,  but  only  one  case  was  made  out,  in  which  the  defen- 
dant had  opened  a  letter  addressed  to  the  plaintiff,  answered  it  in 
his  own  name,  and  endeavoured  to  obtain  the  custom  offered  by 
that  letter  to  the  plaintiff,  it  was  held  that,  though  this  raised 
grave  suspicion  of  the  defendant's  motives,  yet  it  was  not  sufficient 
ground  for  an  injunction.  The  defendant,  however,  was  refused 
his  costs  (f) . 

Xor  will  fraud  be  permitted  to  be  perpetrated  under  cover  of  a  Fraudulent 
partnership  got  up  for  the  purpose  of  fraud  {d).  Thus,  in  Clayton 
V.  Dcnj  {e) ,  an  ironmonger's  assistant  named  Day,  and  a  general 
shopkeeper  named  Martin,  were  not  allowed  to  carry  on  the  busi- 
ness of  blacking  manufacturers  under  the  name  of  "Day  and 
Martin,"  though  they  were  left  free  to  trade  as  "Martiu  and  Day." 
Similarlj',  in  MelacJn-ino  v.  Mclachrino  Egyptian  Cigarette  Co.  (_/'), 
the  plaintiff's  cigarettes  being  well  known  as  "  Melachrino 
Cigarettes,"  a  person  named  Poulides  took  a  brother  of  the  plain- 
tiff into  his  service,  under  an  agreement  by  which  Poulides  was  to 
have  the  right  to  use  his  name,  and  Poulides  then  opened  a  busi- 


partnership. 


99  N.  Y.  Sup.  Ct.  65  :  Simmons  Medicine 
Co.  V.  Simmons,  81  Fed.  Eep.  163. 

(a)  45  L.  T.  N.  S.  303. 

(i)  ScJidle  V.  Brakell.  11  W.  E.  796  ; 
Seton,  5th  ed.  584  ;  Witt  v.  Corcoran, 
ib.  590  ;  England  y.  Curlinq.  8  Beav.  129  ; 
Vernon  v.  HaUam,  34  CIi.'D.  748. 

(f)  F.dqington  v.  Edgington,  11  L.  T. 
N.  S.  299. 

{d)  Croft  V.  Bay,  7  Beav.  84  ;  Moet  v. 
Chjhouw,  Dig.  533  ;  Schweitzer  \.  yLtlnns, 
37  L.  J.  Ch.  847  ;  Dence  v.  Mason,  Dig. 
534  :  41  L.  T.  N.  S.  573 ;  Dence  v.  Brand, 
"W.  N.  1881,  p.  31  ;  Edge  v.  Harrison, 
8  P.  R.  74  ;  Lunlop  Pneumatic  Tyre  Co., 
Ld.  V.  Dunlop  Lnhricant  Co.,  16  P.  R.  12  ; 
Smith  V.  McBride,  Ct.  Sess.  Cas.  4tli  Scr. 
XVI.  36  ;  Eohnes  v.  Holmes,  37  Conn. 
278  ;  9  Amer.  R.  24. 


(f)  26  Sol.  J.  43  ;  76  L.  T.  (Journal) 
79.  But  in  America  a  fictitious  partner- 
ship has  been  permitted  to  give  to  one 
of  two  partners,  who  had  become  the 
successor  to  the  partiiershijj  business, 
a  right  to  use  the  same  trade  name 
which  had  been  formerly  used  by  the 
partnership,  and  which  consisted  of  the 
united  names  of  the  two  former  partners  ; 
although,  apart  from  the  fictitious  part- 
nership, he  would  have  been  j^revented 
from  so  doing  by  the  Massachusetts  Gen. 
Stat.  c.  56,  which  requires  the  consent 
of  a  former  partner,  or  of  his  personal 
representative,  to  the  continued  use  of 
his  name  in  the  business,  and  such  (ton- 
sent  was  refused :  Hallctt  v.  Cumslon, 
110  Mass.  29. 

(/)  4  P.  R.  215. 
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ness  close  to  the  plaintifPs  under  the  name  of  "The  Melaehrino 
Egyptian  Cigarette  Co.,"  and  used  the  name  "Melaehrino"  in 
various  ways  calculated  to  deceive,  and  an  injunction  was  granted. 
Again,  in  Jf.  Melaehrino  ^-  Co.  v.  R.  MelaeJ/rinoSf  Co.  (r/),Poulides, 
the  defendant  in  the  previous  action,  went  to  Egypt  as  soon  as  an 
interlocutory  injunction  had  been  granted  in  that  action,  and 
induced  a  person  named  Melaehrino,  who  was  not  connected  with 
the  plaintiffs,  but  was  a  tobacconist  in  a  small  way  of  business  in 
Alexandria,  to  enter  into  partnership  with  him  and  come  to 
England  to  establish  a  business  under  the  name  of  "  E.  Melaehrino 
&  Co.,"  the  plaintiffs  being  "  M.  Melaehrino  &  Co.,"  and  they 
used  various  fraudulent  devices.  An  injunction  was  again  granted. 
Again,  in  IJdgc  v.  Harrison  (b),  where  the  plaintiff  had  taken  out 
a  patent  for  an  invention  for  wrapping  up  soluble  blue,  and  the 
defendants,  E.  &  S.  Harrison  and  Mrs.  Edge,  the  mother-in-law 
of  the  latter,  conspired  together  to  take  out  a  patent  in  the  name 
of  Mrs.  Edge  for  a  similar  invention,  and  used  other  devices  to 
enable  them  to  pass  off  their  blue  as  the  plaintiff's,  damages  were 
awarded  and  an  injunction  granted,  and  an  order  was  made  for 
revocation  of  the  defendants'  patent  {e) . 

On  the  sale  of  the  goodwill  of  a  business,  the  vendor,  in  the 
absence  of  a  special  stipulation  on  the  point,  retains  the  right  of 
recommencing  business,  even  in  his  own  name,  however  similar 
that  may  be  to  the  trade  name  of  the  business  the  goodwill  of 
which  has  been  sold  ;  provided  that  he  scrupulously  abstains  from 
doing  anything  to  induce  the  public  to  believe  that  his  new  busi- 
ness is  in  fact  the  old  one  which  he  has  sold.  If,  however,  he  does 
anything  calculated  to  induce  the  belief  that  his  new  business  is 
not  merely  similar  to,  but  is  identical  with,  the  old  one,  the 
purchaser  of  the  old  business  is  entitled  to  restrain  him  by  injunc- 
tion {rl). 

On  the  dissolution  of  a  partnership,  if  the  whole  concern  and 
the  goodwill  are  sold,  the  trade  name  is  sold  with  them  {e) .  But 
if  the  partners  merely  divide  the  partnership  assets,  and  there  are 


{a)  Chitty,  J.,  May  29th,  188S. 
(/;)  8  P.  R.  74. 

(c)  And  see  Zc  Tage  Co.  v.  HKssia 
Cement  Co.,  51  Fed.  Rep.  941. 

[d)  Cruttwcll  V.  Lye,  17  Ves.  33-5; 
Chnrton  v.  Bouglas,  Johns.  174  ;  Johnson 
V.    ITeUcJnj,    34   Beav.    63;    Hudson   v. 


Osborne,  39  L.  J.  Ch.  79.  Tudor  v. 
Tudor,  W.  N.  1873,  p.  72,  depended  on 
an  express  stipulation  in  the  deed  under 
which  the  plaintiff  retired  from  the 
business. 

[e)  Banks  v.  Gibson,  34  Beav.  56C. 
See  Hoffman  v.  Duncan,  Seton,  5th  ed. 
589  ;    Witt  v.  Corcoran,  ib.  590. 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK.  267 

no  express  stipulations  in  the  articles  as  to  the  disposal  of  the  trade 
name,  then  each  is  at  liherty  to  use  the  whole  name  just  as  the 
partnership  did  before  (a) ;  at  all  events,  if  no  injury  will  be 
thereby  caused  to  a  partner  whose  name  the  firm  have  used  (b). 
Where  there  are  express  stipulations  in  a  deed,  the  parties  are  of 
course  bound.  Thus,  in  Drn/  v.  Finch  (c)  a  member  of  the  dis- 
solved firm  of  "  Benjamin  Finch  &  Co.,"  who  had  agreed  to  carry 
on  business  after  the  dissolution  in  his  own  name  only,  was 
restrained  from  continuing  to  use  the  words  "  and  Co."  after  the 
name  "  Benjamin  Finch."  But  where,  on  a  dissolution  of  partner- 
ship, it  was  agreed  that  neither  partner  was  to  use  the  firm  name, 
but  that  each  was  to  be  at  liberty  to  manufacture  the  same  articles 
as  had  been  manufactured  by  the  firm,  and  one  of  the  partners  set 
up  in  business  on  his  own  account  and  put  up  over  his  shop  the 
name  "  Hodgson,  late  of  Matthews  &  Hodgson,"  the  words  "  late 
of  "  being  in  small  type,  it  was  held  that  no  breach  of  the  agree- 
ment had  been  committed  {cl)  ;  and  where  a  business  carried  on  as 
"  Madame  Elise  "  was  purchased  under  an  agreement  which  recited 
(inaccurately)  that  the  business  had  been  carried  on  as  "  Madame 
Elise  &  Co.,"  and  gave  the  purchaser  the  right  to  use  that  name,  it 
was  held  that  the  purchaser  was  not  entitled  to  trade  as  "  Madame 
Elise  "  simply  [e). 

If,  again,  on  the  dissolution  of  partnership,  one  partner  takes  Rights  of 
over  the  whole  concern  by  arrangement,  he  must  compensate  the 
other  partner  for  his  interest  in  the  trade  name  (/),  and  the  retiring 
partner  is  at  liberty  to  set  up  a  similar  business  in  his  own  name, 
even  on  adjoining  premises  {g). 

In    Scott  V.  Scott  (Ji),   R.  &   W.    Scott  carried  on  business  in  Scottv.  Scott. 
partnership  in  Xithsdale,  and  in  Grlasshouse  Street,  Regent  Street, 
as   "  R.    &   W.    Scott."     The    partnership   being   dissolved,   the 
agreement  for  the  dissolution  contained  no  stipulation  by  either 

{a)  lb.     See  Clark  v.  Leach,  32  Beav.  {c)  25  Sol.  J.  354.     And  see  Tudor  v. 

14;  DeHce  V.  J/rtsow,  Dig.  534  ;   Condy  y.  Tudor,  W.  N.    1873,  p.   72;    Vernon  v. 

Mitchell,  37  L.  T.  N.  S.  268,  766  ;  Levy  EaUam,  34  Ch.  D.  l'^^;  Brewer  Y.Lamar, 

V.    Walker,    10    Ch.    D.  436  ;    Rogers  v.  69  Ga.  656. 

Tamtor,  97  Mass.  291;  Caswell \.  Hazard,  [d)    Matthews   v.    ILodgson,    2    Times 

121  N.  Y.  484.  L.  R.  899. 

{b)  Scott  V.  Rowland,  20  "W.  R.  508  ;  (e)    Chatteris    v.    Isaacson,    57    L.    T. 

Levxj  V.  Walker,  10  Ch.  D.  436  ;  Fenton  N.  S.   177. 

V.   Levij,    29    Sol.    J.    735;    Chappell  v.  (/)  BanksY.  Gibson,  34  Beav.  566. 

Griffith,   53  L.  T.  X.  S.  459;    Gray  v.  (y)  Bond  v.  Milbourn,  20  W.  R.  197  ; 

Smith,  43  Ch.  D.  208;  Caswell y.  Hazard,  Moyford  v.   Coiirtenay,   45   L.  T.  N.   S. 

121  N.  Y.  484.    See  Chatteris  Y.  Isaacson,  303. 

57  L.  T.  N.  S.  177.  (/i)  IG  L.  T.  N.  S.  143. 
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l^arty  not  to  continue  the  business,  but  neither  of  the  parties  was  to 
use  the  name  of  the  firm,  except  so  far  as  might  be  necessary  for 
Aviudino-  up  the  partnership  affairs.  "W".  Scott  retiring  from  the 
business,  and  setting  up  for  himself  in  the  neighbourhood  of 
Nithsdale,  R.  Scott  retained  the  London  premises  of  the  hite  firm, 
and  made  them  over  with  his  business  to  the  defendants  Scott  & 
Nixon.  The  inscription  used  by  the  late  firm  over  their  house  at 
Glasshouse  Street  having  been  "  R.  &  W.  Scott  of  Nithsdale,"  the 
defendants  replaced  this  by  "  Scott  and  Nixon,  late  E.  &  W.  Scott 
of  Nithsdale."  Upon  this  W.  Scott  filed  a  bill  against  them,  and 
on  motion  for  injunction,  the  injunction  was  granted  to  restrain 
the  defendants  from  permitting  that  inscription  to  remain,  and 
from  representing  their  business  to  be  in  continuance  of  that 
carried  on  by  the  late  partnership  of  R.  &  W.  Scott  (a) . 

The  injury  caused  by  the  defendants  to  the  plaintiffs  is  even 
greater  than  in  an  ordinary  case  of  misappropriation  of  a  trade 
name,  when  the  rejiresentations  made  by  the  defendants  go  to 
show  that  the  plaintiffs  have  retired  from  business,  and  tliat  the 
defendants  have  succeeded  to  the  business  formerly  carried  on  by 
them.  Thus,  where  the  defendants  had  acquired  a  lease  of  works 
at  which  the  plaintiffs  had  formerly  manufactured  bricks,  but  not 
of  the  mines  from  which  the  brick-clay  used  by  the  plaintiffs  had 
been  obtained,  and  then  issued  cards  and  circulars  styling  them- 
selves "  E.  J.  &  J.  Pearson  (late  Harpers  &  Moore),"  and  otherwise 
representing  themselves  to  have  succeeded  to  the  business  of  the 
plaintiffs,  who  were,  as  a  matter  of  fact,  carrying  on  their  business 
on  other  works,  the  defendants  were  restrained  by  injunction  from 
these  misrepresentations  [b)  ;  and  Wood,  Y.-C,  expressed  an 
opinion  that,  on  application  by  the  owner  of  the  mines  of  fire-clay 
used  by  the  plaintiffs,  but  not  by  the  defendants,  the  issue  of  an 
injunction  would  have  been  almost  a  matter  of  course. 

A  person  who  has  been  a  member  or  employe  of  a  firm  of 
reputation,  and  who  sets  up  in  business  on  his  own  account,  is 


[a)  See  Sell)]/  v.  Anchor  Tube  Co., 
W.N.  1877,  p.  191. 

(b)  Harper  v.  Fcarson,  3  L.  T.  N.  S. 
547  ;  also  Scott  v.  Scott,  16  L.  T.  N.  S. 
143;  ^tevois  v.  Faine,  18  L.  T.  N.  S. 
600  ;  Jiceres  v.  Deniclce,  12  Abb.  Pr.  N.  S. 
92  ;  Gonrnitd  v.  Trust,  10  N.  Y.  Sup.  Ct. 
627.  And  as  to  a  representation  of  one 
business  being  a  continuation  of  another, 


see  Clmrton  v.  Bovrjlas,  Johns.  174  ; 
JiurroirsY.  Foster,  1  N.  R.  106;  Witt 
V.  Corcoran,  Seton,  5th  ed.  590;  Grarclctj 
V.  Winchester,  ih.  591  ;  Montctguc  v. 
Moore,  ib.  539  ;  Selbi/  v.  Anchor  lube  Co., 
W.  N.  1877,  p.  191;  England  \.  Curling, 
8  Beav.  129  ;  Vernon  v.  Ilallam.  34 
Ch.  D.  748  ;  Ilox'xe  v.  Chanie,  143  Mass. 
592. 
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entitled,  unless  he  has  contracted  not  to  do  so  {a),  to  derive  what 
benefit  he  may  from  a  fair  statement  of  the  fact  of  his  former 
employment  {b),  which  is  usually  expressed  by  the  addition  after 
his  own  name  of  the  name  of  his  former  firm  or  employer,  mth 
the  words  "  late  of,"  or  "  late  with."  But  such  statement  must 
be  made  in  an  unambiguous  way,  and  not  in  such  a  manner  as  to 
induce  the  belief  that  the  tradesman  in  question  is  selling  the 
goods  of  his  former  fijm  or  employer.  For  the  purposes  of  the 
plaintiff's  right  to  relief  it  is  a  matter  of  indifference  whether  or 
not  the  defendant  has  acted  with  a  fraudulent  intention  ;  if  what 
he  has  done  is,  though  unintentionally,  calculated  to  deceive  "  the 
unwary,  the  heedless,  the  incautious  portion  of  the  public"  (c), 
the  plaintiff  is  entitled  to  protection  just  as  much  as  if  there  were 
intentional  fraud. 

In  Glenny  v.  Smith  {d)  the  defendant,  who  had  been  in  the  Giennyy. 
plaintiff's  service,  opened  a  shop  in  Oxford  Street,  where  he  placed  '"^  *' 
his  OTvm  name  over  the  door,  but  on  the  brass  plates  and  on  the 
awning  the  words,  "  from  Thresher  &  Glenny,"  "from  "  being  in 
much  smaller  letters  than  the  plaintiff's  name.  It  fm-ther  ap- 
peared that  the  defendant's  own  name  over  the  door  was  quite 
hidden  when  the  awning  was  let  down.  Kindersley,  V.-C, 
granted  an  injunction  {e). 

In  HooliJtam  v.  Pottage  {/),  the  parties  had  been  tailors  in  Hoohhamx. 
partnership  at  Oxford,  the  defendant  having  been  formerly  the  ^'^'^"9^- 
plaintiff's  manager,  and  afterwards  taken  into  partnership  by  him. 
On  the  dissolution  of  the  partnership  it  was  arranged  that  the 
plaintiff  was  to  continue  the  business,  the  defendant  receiving 
from  the  plaintiff  such  an  amount  as  should  be  found  to  be  due  to 
him.  The  plaintiff,  in  continuing  the  business,  styled  himself 
*'  Hookham  &  Co.,"  and  the  defendant  setting  up  close  to  him 

{a)     Wohnershausen    v.    0'' Connor,    36  /S;)n^/(,  2  Dr.  <fe  Sm.  476.    Andi see  Curtiss 

L.  T.  N.  S.  921.  V.  Messier,  13  A.  L.  T.  127. 

(i)  See  per  Wood,  V.-C,  in  Leather  i(i\  o  Dr.  &  ym.  476. 

Cloth  Co.  V.  American  Leather  Cloth  Co.,  /  \  c-         i.  t>  t.  o 

I  H.  i:  M.  271  ;  also  Clark  v.  Leach,  32  ^^  ^l  ^^?'    t«°'  „f '""^^f    ^-    ^'/'"^'^^•^^ , f 

T.  1  ,      /^     7  irr        or-  o  1    T  Do  G".  JVI.  &  G.  896 ;  JJcncc  v.  Mason  (1), 

Jieav.  14  ;  Goodman  v.    naii,  .j6  Sol.  J.  tv-       co^      n  h  ti  o  -d 

t,.,n      r'  i>    1         ini   T\r         CO  Dif?.  534;   Cotton  v.    Ihomas,  2  iirews. 

830:  Jbmerson  v.  liadqcr,  101  Mass.  82;  ^a?     -d     r^         c^n-r      u         u  ir  ,7  ■ 

,,         ,,        ■,,  ,,  .     /-ii   t-         <-i       ji-v  Q  308;  Jti.  Oox,   507;  Bosicill  v.   Mathie, 

~VT     in-o       T'        7/A    ;  TT         ■<      Aa       *^fc-  Scss.  Las.  4tn  Ser.  Xi.  10(2;    li  olje 

XI.    10(2;    Ian   Wyck  v.  Horowitz,  4Q       ^^     ..    „    i.)v;nf   T,   R    iv.  \  s^n-  nJ,;. 


XT   V   t;        r<i.    00-7      iir  ir          ai       n\  "*"•  -Alsop,  12  \  ict.  L.  R.  (E.)  421  ;  Garde 

iN.    X.   iSup.   Ct.    237          Wolfe   v.   Alsop   (1),  ir   ,    ;     ,,      ^',    \t      T        -D       onn          T'l   i 

,  -17-    T     13     /-c  \  Ji           T              •   }  V.  Mitchell,  17  V.  E.  R.  209  ;  Klotz  v. 

)   V.  E.  K.   (E.)  41;  and  cases   intra.  „    ,,    ^.j  ,%   -.    -r,        o.-,,,            ' 

.          .,  ,,      ^     i     J       ,,,  I    f,      iir   XT  Hecht,     6  red.  Rep.  822. 

ut  see  heloij  v.  Anchor  lube  Co.,  W.  Is.  '                       ^ 

ill,  p.  191.  (/)  L.  R.  8  Ch.  91.     And  see  ScUnj 

[c)   V.-C. '  Kindersley,    in   Glenny   v.  ^-  Anchor  Tube  Co.,  W.  N.  1877,  p.  191. 
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put  over  his  sliop,  "  S.  Pottage,  from  Hookliam  &  Pottage."  There 
was  some  evidence  of  deception,  and  Malins,  V.-C,  granted  an 
injunction,  which  decision  was  upheld  by  the  Court  of  Appeal. 

In  Foot  V.  Lcn  {a),  an  older  case,  the  Master  of  the  Polls  in 
Ireland  was  of  opinion  that  there  was  no  attempt  to  deceive  on 
the  part  of  the  defendant,  who  had  used  show -boards  and  labels  on 
which  his  own  name  was  followed  by  "  late  of  Lundy,  Foot  &  Co.," 
the  latter  name  being  of  equal  size  with  the  defendant's,  and  he 
accordingly  refused  the  injunction,  with  leave  to  bring  an  action 
at  law.  In  WilUams  v.  OtihoDW  [h),  Wood,  Y.-C,  was  of  a  similar 
opinion,  and  dismissed  the  bill,  and,  on  account  of  the  extreme 
haste  with  which  it  had  been  filed,  with  costs.  In  a  more  recent 
case  {('),  the  defendants,  who  had  been  forewomen  in  the  plaintiff's 
shop  in  Paris,  used  on  their  window  blinds  in  Bond  Street,  the 
words  "  Ex  l*^''*^^  de  la,"  in  small  letters,  followed  by  "  Maison 
Boissier  de  Paris,"  in  large  letters,  to  signify  their  former  em- 
ployment ;  and  although  Y.-C.  Malins  declined  to  restrain  the  use 
of  those  words,  notwithstanding  that  they  were  not  generally 
understood  in  London  as  equivalent  to  "  from,"  he  left  the 
defendants  to  pay  their  own  costs. 

Deception  of  the  same  kind  will  be  restrained  when  what  is 
imitated  is  not  a  name  of  an  individual  or  firm,  but  a  designation 
of  the  place  at  which  the  business  of  an  individual  or  firm  is  carried 
on,  and  by  which  it  is  known  and  recognised.  Thus,  "  Osborne 
House  "(fO,  "The  Carriage  Bazaar  "(r),  "The  Bodega"  (,/), 
"The  New  York  Dental  Eooms"(r7).  But  in  such  cases  the 
plaintiff  must  prove  that  there  is  something  distinctive  in  the 
appellation  which  he  has  given  to  his  establishment,  since  no  relief 
can  be  given  him  if  that  appellation  is  merely  descriptive,  as 
"The  Antiquarian  Book  Store"  (A),  "The  Mammoth  Ward- 
robe "  (/),  "  The  Tower  Palace  "  (/,■),  "  Misfits  Parlours  "  (/)  ;  and 


(«)  13  Ir.  Eq.  490.  And  see  Maithetcs 
V.  Hodgson,  2  Times  L.  R.  899. 

{b)  13  L.  T.  N.  S.  498. 

[c]  Robhicau  V.  Cliarbonncl,  W.  N. 
1876,  p.  160. 

{d)  Htcdson  \.  Osborne,  39  L.  <T.  Ch. 
79. 

{e)  Boidnois  v.  Tcalce,  13  Ch.  D.  513. 

(/)  Bodega  Co.,  Ld.  v.  Oivois,  7  P.  R. 
31. 

[g)  Sanders  v.  Utt,  16  Mo.  App.  322 
(the  rooms  were  in  St.  Louis,  Mo.).    See 


Sanders  r.  Jeicoh,  20  Mo.  App.  96  ;  Cadg 
V.  Schultz,  19  E,.  I.  193  ;  61  Am.  St. 
Rep.  763. 

[h)  ChoynsU  v.  Cohen,  39  Cal.  .501  : 
R.  Cox,  593.  See,  however,  Weinstock, 
Lubin  ^-  Co.  V.  Marks,  109  Cal.  52!), 
when  the  name  "Mechanics'  Store" 
was  protected. 

(0  a  rag  v.  Koch,  2  Mich.  N.  P.  119. 

(/•)  Armstrong  v.  Kleinheius,  1  Ky.  L. 
Rep.  112;  82%.  303. 

{I)  Cohn  V.  Kahn,  26  Alb.  L.  J.  342. 
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he  must  also  prove  that  the  result  of  the  defendant's  acts  is  to 
represent  that  his  business  is  identical  with  that  carried  on  by  the 
plaintiff  («),  as  in  Cave  v.  Myers  (b),  where  the  defendant,  whose 
shop  was  in  a  corner  house  close  to  the  establishment  of  the 
plaintiffs,  Messrs.  Cave,  adopted  for  his  shop  the  name  of 
"  Cavendish  House,"  and  had  it  so  painted  up  that  "  Cave " 
appeared  on  the  side  of  the  street  in  which  was  the  plaintiff's 
shop,  and  the  remainder  round  the  corner,  and  Gen  in  v.  Chadseij  {c), 
where  the  plaintiff  was  the  proprietor  of  "  The  Captain's  Live-and- 
Let-Live  Oyster  and  Dining  Saloon,"  and  the  defendant  set  up 
"  Gr.  W.  Chadsey  &  Co.'s  Great  Eastern  Live-aud-Let-Live 
Dining  Saloon."  On  the  other  hand,  it  was  held  {d)  that  "  Great 
I  X  L  Auction  Company"  was  not  likely  to  be  mistaken  for 
"I  X  L  General  Merchandise  Auction  Store,"  and  where  the 
defendant  had  put  up  a  sign  with  the  words  "Depot  of  the 
Cherry  Pectoral  Company,"  and  inside  his  premises  a  notice, 
"  Ayer's  Cherry  Pectoral,  One  Dollar ;  Eushton's  Cherry  Pectoral, 
Fifty  Cents.  Which  will  you  have  ? "  it  was  held  that  the 
defendant  had  done  no  more  than  trade  in  fair  competition  with 
the  plaintiff,  as  he  was  entitled  to  do  [c)  ;  but  when  fraud  is 
proved  or  admitted,  it  will  be  restrained  (/) . 

In  Wallier  v.  Alley  {g)  it  was  decided  that  the  name  and  sign  of  Signboard. 
"  The  Golden  Lion "  was  so  connected  with  the  plaintiff's  dry 
goods  business  that  it  could  not  be  taken  by  another  trader ;  and 
the  Chancellor  of  Upper  Canada  said  that  "  where  it  is  clear  to  the 
Court  that  the  defendant  himself  intended  an  advantage  by  the 
use  of  a  particular  sign  or  mark  in  use  by  another,  and  believes 
he  has  obtained  it,  or,  in  other  words,  that  the  defendant  himself 
thought  the  use  of  it  was  calculated  to  advertise  him  at  the  exjDense 
of  the  plaintiff,  and  this  was  his  object  in  using  it,  and  where 
such  has  been  the  effect  of  the  user,  I  think  the  Court  should  say 
to  him,  '  llemove  that  sign ;  its  use  by  you  may,  as  you  intend, 
damage  the  plaintiff.     It  cannot  be  necessary  or  valuable  to  you 

{n)  siee  Lyric  Theatre,  Ld. -7.  Cordingley,  Springs");   and  Glen  S,-  I?a/^  J/aM^z/fr^- 

90L.T.  (Journal)  122  ("Lyric  Theatre'"  turhig  Go.  v.  Hall,   Gl   N.  Y.   22G  ;    19 

and  "  Lyric  Opera  House").  Amer.  Rep.  278  ("No.  10,  South  Water 

(/;)  Dig.  304.  Street,  Rochester,  New  York"). 

(c)    Cited    in    Dixon    Crucible    Co.    v.  (d)    Zichtciisicin    v.    Mcllis,    8    Oreg. 

Guggenheim,    R.    Cox,    567.      And   see  464. 

Holy  V.  Grosvenor  Library  Co.,  28  W.  R.  (e)  Aycr  v.  Rushton,  7  Daly,  9. 

386  ("  Grosvenor  Library  ")  ;     Wheeler  (/)  Cohn  v.  Kakn,  26  Alb.  L.  J.  342. 

V.  Johnston,  3  L.  R.  L:.  284  ("Cromac  Q)  13  Grant,  Up.  Can.  Ch.  366. 


272 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 
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]\Iust  be 
distinctiv 


Name  goes 
w  itli  buildinr 


for  any  other  pm-pose.  You  have  yoiu  choice  of  many  signs 
■which,  as  a  mere  attraction,  or  to  give  your  store  a  marked  desig- 
nation, must  answer  a  fair  business  purpose  equally  well.'  " 

Apart  from  a  business  of  some  kind,  no  exclusive  right  can  be 
acquired  in  the  name  of  a  liouse,  any  more  than  in  the  name  of  a 
person,  and  no  right  of  action  arises  from  the  annoyance  occasioned 
by  a  i^erson  re-naming  his  residence  after  the  neighbouring 
residence  of  another  householder  {a).  And  where  an  abbreviated 
telegraj^hic  address  ("  Street,  London  ")  had  been  used  for  many 
years  by  a  business  firm,  and  another  firm  of  a  different  character 
afterwards  adopted  the  same  telegraphic  address,  it  was  held  that 
the  confusion  which  ensued  was  danniuni  ahsque  hijitriu,  and  tliat 
no  injunction  could  be  granted  {h) . 

The  same  principle  which  governs  the  names  of  business  estab- 
lishments has  been  extended  to  hotels,  and  a  proprietor  of  one 
abeady  established  has  been  held  entitled  to  protection  against  the 
setting  up  of  hotels  in  the  same  neighbourhood  under  a  similar 
title.  Thus,  "  The  Irving  House  "  (r),  "  The  What  Cheer 
House"  {d),  "  The  ^IcCardel  House"  {i),  "  The  Palace  Hotel'"  (/), 
and  "The  Columbia  Hotel"  (^),  have  been  protected.  In  the 
last  case  the  objection  that  the  name  was  geographical  was  raised 
but  was  overruled. 

On  the  other  hand,  the  Scotch  Court  of  Session  has  held  that  the 
proprietor  of  "  The  Station  Hotel  "  was  not  entitled  to  interfere 
with  the  use  of  the  name  "  The  Royal  Station  Hotel  "  for  another 
hotel  in  the.  same  neighbourhood,  the  plaintiff's  name  not  being 
distinctive,  and  the  defendant's  name  being  sufficiently  dis- 
tinguished by  the  insertion  of  the  word  "  Royal "  {h). 

But  it  seems  that  where  a  name  has  been  attached  to  a  building 
it  passes  with  it,  and  cannot  be  retained  or  dealt  with  by  the  former 
owner  apart  from  the  building.  Thus,  in  Booth  v.  Jarreit  (/),  the 
founder  of  "  Booth's  Theatre,"  who  had  gained  a  reputation  for  it 
by  his  skill  in  acting,  and  had  named  it  after  himself,  attempted, 


{a)  Bay  v.  Brownrbjg,  10  Ch.  D.  294. 

(/>)  Street  v.  Union  Bank  of  Spain  ^• 
England,  30  Ch.  D.  156. 

(c)  Howard  v.  Henriques,  3  Sand.  S.  C. 
725  ;  R.  Cox,  129. 

(rf)  Woodward  v.  Lazar,  21  Cal.  448; 
R.  Cox,  300  ;  Gamble  v.  Stephenson,  10 
Mo.  App.  581. 

(e)  McCardel  v.  Peck,  28  How.  Pr, 
120;  R.  Cox,  312. 


(/)  Great  Xorth  of  Scotland  Bail.  Co.  v. 
Ilann,  Ct.  Sess.  Cas.  4th  Ser.  XIX.  1U35. 

{q)  Whitfeld  v.  Loveless,  61  U.  S. 
Pat.  Gaz.  442. 

(/?)  Cliarleson  v.  Campbell,  Ct.  of  Sess. 
Cas.  4th  Ser.  IV.  149.  See  Great  Korth 
of  Scotland  Bail.  Co.  v.  Mann,  ib.  XIX. 
1035  ;  Crawford's  Trustees  v.  Lennox  Co., 
ib.  XXIII.  747. 

(0  52  How.  Pr.  169. 
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without  success,  to  prevent  the  continued  use  of  the  name  by  a 
person  into  whose  possession  the  theatre  had  subsequently  come, 
the  name  having  passed  to  the  defendant  with  the  building  and 
goodwill.     Again,  in  Mason  v.    Queen  {a),  the    proprietor  of  the 
"  Waverley  Hotel,"  Glasgow,  sold  his  premises  to  a  railway  com- 
pany, who  compensated  him  for   the  removal.      He  afterwards 
assigned  the  goodwill  of  his  business  and  trade  name  to  the  plain- 
tiff, who  was  carrying  on  another  hotel  in  a  different  part  of 
Glasgow,    the   name    of    which  was    thereupon  changed    to   the 
"  Waverley."     The  railway  company  did  not  require  the  actual 
site  of  the  old  hotel  for  their  purposes,  and  subsequently  let  it  to 
the  defendant,  who  re-opened  the  hotel  under  the  name  of  the  "  Old 
Waverley  Hotel,"  and  it  was  held  that  the   plaintiff  was  not 
entitled  to  restrain  the  defendant  from  so  doing.     In   Woods  v. 
Sands  (b),  it  was  held  that  the  founder  of  "Woods'  Hotel,"  who 
had  sold  and  afterwards  repurchased  his  interest  in  it,  had  re- 
covered by  the  re-assignment  his  exclusive  right  in  the  name,  and 
the  use  of  it  by  another  person  was  prohibited.     So,  in  Armstrong 
V.  Kleinltuus  {c),  the  tenant  of  a  business  house  which  he  had  called 
"  The  Tower  Palace,"  was  held  to  have  no  right  in  the  name 
capable  of  being  transferred  to   a  different  building  elsewhere. 
And  in  Pepper  v.  Lahrot  {d)  it  was  held  that  the  name  "  Oscar 
Pepper's  Old    Crow    Distillery "    had    become    attached   to    the 
distillery,  and  that  Oscar  Pepper's  son  and  successor  in  business, 
on  whose  bankruptcy  the  distillery  was  sold,  was  not  entitled  to 
interfere   with   the   use   by  the   purchaser   of   the   name  "  Oscar 
Pepper "  as  part  of   the   name  of   the   distillery.      But  in   one 
Canadian  case  [e)  the   purchasers  of  "  The  Western  or  Mason's 
Hotel "  were  protected  in  their  exclusive  right  to  the  name,  as 
against  the  vendor,  who  had  re-occupied  his  former  premises  after 
the  purchaser  had  been  driven  out  by  a  fire. 

In  the  same  way,  the  proprietor  of  the  "  Prescott  House  "  Hotel  Name  of  hotel 
was  held  entitled  to  restrain  the  use  of   the   name  by  a  coach  ances!^^^'^" 
proprietor  upon  his  coaches,  an  agreement  between  the  latter  and 
a  former  owner  of  the  hotel  being  treated  as  having  been  in  the 

[a)  23  Scot.  L.  R.  641 ;  and  see  Corffw  did  not,  by  selling  the  goodwill,  give 

V.  Millar,  Ct.  Sess.  Cas.  4th  Ser.  XXII.  the  right  to  his  name  as  the  designation 

833.  of  the  hotel. 

(i)    Dig.     467.      Cf.     Vondcrbank     v.  (f)   1  Ky.  L.  Rep.  112  ;  82  Ky.  303. 

Schmidt,  44  La.  Ann.  264  ;  32  Am.  St.  [d)  8  Fed.  Rep.  29. 

Rep.  338,  where  it  was  held  that  the  [c)  Moasop  v.  Mason,   18  Grant,  Up. 

proprietor  of  a  hotel  of  his  own  name  Can.  Ch.  153. 
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Similai"  cases. 
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■Where  articles 
are  produced 
under  a  cer- 
tain, name. 


Author. 


Humourist. 


nature  of  a  revocable  licence,  which  had  been  revoked  upon  the 
sale  of  the  hotel  to  the  plaintiff  {a).  And  not  only  the  proprietors 
of  such  establishments  have  been  protected  in  respect  of  the  names 
by  which  they  have  been  known,  but  other  persons,  who  have 
contracted  with  such  proprietors  for  the  exclusive  conveyance  of 
visitors  to  and  from  their  hotels,  have  been  held  entitled  to  restrain 
the  use  by  others  not  so  authorized  upon  their  vehicles  and  servants' 
clothing  of  the  name  of  the  establishment  with  which  they  were 
connected  {b). 

So,  again,  the  name  of  a  line  of  steamships  {c),  of  collieries  (d), 
and  of  particular  waggons  (e) ,  has  been  protected. 

Closely  connected  with  the  cases  which  concern  the  rights  of  an 
individual  or  firm  in  the  trade  name  under  which  his  or  their 
business  is  carried  on,  are  the  cases  in  which  it  has  been  sought  by 
one  person  to  restrain  the  unauthorized  use  of  his  name  by  another, 
though  he  does  not  himself  use  that  name  over  a  shop,  or,  in  fact, 
as  a  trade  name  usually  so  called. 

Where  a  person  produces  certain  articles,  and  a  representation  is 
made  by  another  that  articles  not  the  production  of  that  person  are 
in  fact  produced  by  him,  there  is  an  injury  to  the  right  of  property 
in  the  name,  which  has  in  fact,  though  not  used  as  a  trade  mark, 
yet  come  to  be  the  producer's  means  of  selling  the  articles  pro- 
duced. 

Thus,  an  author  is  entitled  to  ]5i'otection  for  the  name  which 
sells  his  works  for  him.  In  Lord  Bijron  v.  Johnston  (_/'),  the  defen- 
dant, who  had  advertised  for  sale  poems  which  he  represented  to 
be  by  the  plaintiff,  but  as  to  which  he  declined  to  swear  to  his 
belief  in  their  genuineness,  was  restrained  by  injunction.  And  in 
Besant  v.  Moffaft  8^^  Paige  [g),  a  well-known  writer  was  protected 
against  the  use  of  his  name  in  connection  with  a  book  for  which 
he  was  not  responsible. 

In  Clemens  v.  Such  (h),  a  humorous  writer,  whose  works  were 
published  under  the  noni  de  plume  of  "  Mark  Twain,"  was  held  to 
be  entitled  to  restrain  the  unauthorized  use  of  that  designation  by 


(a)  Beiz  v.  Lamb,  29  N.  Y.  Super.  Ct. 
537. 

[h)  Stone  v.  Carlan,  13  Mo.  L.  R.  360; 
R.  Cox,  115  ;  Marsh  v.  Billings,  7  Cush. 
322;  R.  Cox,  118.  And  compare  Z^>;o« 
V.  Morgan,  2  Keen,  213. 

{c)  Winsor  v.  Clyde,  9  PhUa.  513 
("  Keystone  Line  "). 


{(I)  Braham  v.  Beachim,  7  Ch.  D. 
("  Radstock  Collieries  "). 

[(■)  Sharer  v.  Shaver,  54  Iowa, 
("  yhaver  Waggons  "). 

(/)  2  Mer.  29. 

Ig)  84  L.  T.  (Journal)  152. 

[h)  Dig.  429. 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK.  275 

another  person.  And  in  Clemens  v.  Belford  {a),  it  was  held  that 
the  name  might  not  be  connected  with  matter  not  written  by  the 
plaintiff,  though  it  might  be  attached  to  a  reprint  of  matter  written 
by  him  and  not  copyrighted. 

So,  again,  a  legal  writer  is  entitled  to  prevent  the  issue  as  his  of  Legal  writer, 
works  or  editions  not  of  his  production.  In  Arclihold  v.  Siceet  {b) 
the  plaintiff  was  the  author  of  a  book  on  a  legal  subject,  of  which 
he  had  sold  the  copyriglit  to  the  defendant.  The  plaintiff  refusing 
to  re-edit  the  book,  the  defendant  had  it  edited  by  another,  and 
the  plaintiff  thereupon  came  forward  to  complain  of  the  inaccuracies 
which  he  alleged  to  be  contained  in  the  new  edition.  Lord 
Tenterden,  C.  J.,  after  remarking  on  the  close  analogy  between 
that  case  and  those  in  which  an  inferior  article  was  sold  in  the 
name  of  a  well-known  manufacturer,  the  injury  being  in  the  latter 
case  to  the  sale  of  the  goods,  in  the  former  to  the  character  of  the 
author,  laid  down  to  the  jury  that  if  the  new  edition,  in  the  form 
in  which  it  was  put  forth,  would  be  understood  by  purchasers  who 
paid  reasonable  attention  to  its  contents  to  be  by  the  plaintiff, 
their  verdict  must  be  in  his  favour. 

So,  again,  a  painter  will  be  protected  from  having  exhibited  Painter. 
as  his  a  picture  which  he  has  not  painted  (<?),  and  a  medical  man  Medical  man. 
who  compounds  medicines  from  having  spurious  medicines  sold  as 
his((/). 

In  all  such  cases  the  plaintiff  must  of  course  show  that  deception  Deception 
is  probable,  or  he  cannot  succeed  in  obtaining  the  relief  he  seeks,  ^obable. 
Thus,  where  an  artist  painted  a  picture,  and  another  person 
exhibited  a  diorama  imitated  from  it,  it  was  held  that  there  could 
be  no  deception  or  injury,  though  if  the  plaintiff's  picture  had 
been  a  diorama  the  case  would  have  been  different  [e).  So  where 
a  person  who  wrote  songs  under  the  name  of  Claribel  sought  to 
restrain  the  publication  of  a  song  described  as  "written  by  Claribel," 
no  mention  being  made  of  the  composer's  name,  though  the  music 
given  was  not  that  of  Claribel,  it  was  decided  that  the  words 
"  written  by  "  did  not  imply  that  the  music  was  also  composed  by 
Claribel,  and  the  injunction  was  refused  (./'). 


(«)  11  Biss.  459.  (<■)  Martin  v.  Wright,  G  Sim.  297. 

[h)  1    M.    &   Rob.    162.      Cf.  Lee  v.  (/)  Barnard  v.  J'illow,   W.  N.  1868, 

Gihbinf/s,  67  L.  T.  N.  S.  263.  p.  94.     And  sec  Scelei/v.  Fi.shn;  11  Sim. 

(c)  Martin  v.  Wright,  6  Sim.  297.  681  ;  3,nd  Archbold  v.  Siveet,  1  M.  &Rob. 

{d)  Clark  V.  Freeman,  11  Beav.  112.  162. 

t2 


2  re  CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MAEK. 

Clark  V.  The  decision  in  Clark  v.  Freeman  {a)  has  been  much  discussed 

with  respect  to  the  right  a  man  has  in  his  name.  In  that  case  the 
plaintiff,  Sir  James  Clark,  was  an  eminent  physician,  who  filed  a 
bill  to  restrain  the  advertisement  and  sale  by  the  defendant  of 
certain  pills  termed  by  him  "  Sir  J.  Clarke's  Consumption  Pills," 
the  advertisements  being  so  framed  as  to  be  calculated  to  induce 
the  public  to  buy  the  pills  as  being  of  the  plaintiff's  invention. 
Lord  Langdale,  M.  R.,  refused  to  grant  the  injunction,  on  the 
ground  that  there  was  no  injury  to  property ;  but  apparently  not 
without  some  doubt,  since  he  gave  leave  for  the  case  to  be  men- 
tioned again  to  him  if  cases  in  support  of  the  bill  could  be  pro- 
duced. He  did  not,  however,  think  the  cases  mentioned  to  him  {h) 
sufficient  to  warrant  him  in  granting  the  injunction,  but  at  the 
same  time  he  remarked  that  if  "  Sir  James  Clark  had  been  in  the 
habit  of  manufacturing  and  selling  pills,  it  would  have  been  very 
like  the  other  cases  in  which  the  Court  had  interfered  for  the 
protection  of  pro];)erty."  The  principle  on  which  Lord  Langdale's 
decision  was  based  was  that  the  Court  would  not  interfere  where 
the  name  pirated  by  the  defendant  had  not  become  known  to  the 
public  in  connection  with  a  manufactured  article,  but  was  merely 
a  name  under  which  an  individual  had  acquired  a  certain  reputa- 
tion (c).  It  is  evident,  however,  that  the  sale  of  quack  medicines 
under  the  name  of  an  eminent  physician  would  tend  to  destroy  his 
reputation  and  the  confidence  of  his  patients  in  him,  and  thereby 
to  cause  him  a  far  more  severe  pecuniary  loss  than  would  be 
incurred  by  the  sale  of  a  few  boxes  of  pills  or  copies  of  a  book 
being  lost  to  him.  Later  judges  have,  therefore,  been  of  opinion 
that  the  case  in  question  "  might  have  been  decided  in  favour 
of  the  plaintiff,  on  the  ground  that  he  had  a  property  in  his  own 
name"  {d). 

(«)  11  Beav.  112.  Hams  v.  Hodge^-  Co.,  84  L.  T.  (Journal) 

[b)  Lord  Byron  \.  Johnston,'!  Mer.  29;  134,  a  very  similar  case,  Kay,  J.,  said 

SuvARouthy.  Webster,  10  Beav.  561.  that  the  decision  in    Clark  v.   Freeman 

{c)  See  Belondre  v.  Shaw,  2  Sim.  237.  "  was  rather  a  surprising  one,  and  one 

(d)  Per  Cairns,  L.   J.,   in  Maxivell  v.  which  he  had  always  thought  was  not 

Ilocjfj,  Ij.  "R.  2  Ch.   307.     In  Sprinrjhead  sufficiently  considered  "  ;  but  he  did  not 

Spinning  Co.  v.  Eileg,  L.  R.  6  Eq.  561,  feel  himself  at  liberty  to  disregard  it  on 

Malins,  v.- C,  went  even  farther.     And  an    interlocutory    application,    in     the 

in  In  re  Riviere,  26  Ch.  D.  48,  53,  Lord  absence  of  authority  to  the    contraiy. 

Selborne,C.,  observed  "that  case  has  sel-  The    expressions    of    opinion    of  Lord 

dom  been  cited  but  to  be  disapproved;  Cairns,  Lord  Selborne  and  Malins,  V.-C, 

could  not  a  professional  man  be  injured  had  apparently  not  been  brought  to  his 

in  his  profession  byhaving  his  name  asso-  notice.     Lord  Westbury,   C,   however, 

ciated  with  a  quack  medicine?"    In  JHl-  spoke  of  the  decision  at  aU  events  with- 
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Whatever  rights  a  man  may,  irrespective  of  contract,  have  in  his  Contracts  ia 
own  name,  so  as  to  be  able  to  prevent  the  unauthorised  use  of  it  by  names  ° 
another,  it  is  always  open  to  him  to  modify  those  rights  by  con- 
tract, whether  by  way  of  permitting  others  to  use  his  name  in  a 
certain  manner  {a) ,  or  by  way  of  restraining  his  own  use  of  it  to  a 
certain  extent  (b) .  Thus,  where  a  publisher  had  sold  to  the  defen- 
dants the  copyright  of  an  annual,  entitled  "  Beeton's  Christmas 
Annual,"  he  himself  entering  into  their  service,  it  was  held  that 
the  defendants  were  entitled  to  continue  the  annual  publication 
under  that  same  name,  even  after  the  plaintiff  had  ceased  to 
remain  in  their  employ,  and  had  become  unwilling  for  his  name  to 
be  used  by  them  in  connection  with  a  work  not  of  his  production  (c). 
But  it  seems  that,  although  a  contract  by  which  a  man  binds  him- 
self to  limit  in  some  way  his  use  of  his  own  name  can  be  enforced, 
a  contract  so  binding  him  cannot  be  made  by  the  representative  of 
his  estate  in  bankruptcy,  and  if  such  a  contract  has  been  entered 
into,  the  bankrupt  will  be  entitled  to  disregard  it  (d). 

The  name  of  the  editor  of  a  publication,  appearing  upon  the  Name  of 
title  page,  forms  no  part  of  the  title.     Romilly,  M.  R.,  refused,  ®'^''°^- 
therefore,  to  restrain  the  proprietors  of  a  paper,  who  had  agreed 
with  their  editor  not  to  alter  the   title  of   their  paper  without 
mutual  consent,  from  omitting  the  publication  on  the  title  page  of 
the  editor's  name  as  such  {e). 

It  is  clear  that  a  man  has  a  right  to  prevent  the  unauthorised  Where  name 
use  of  his  name  by  another  person,  apart  from  any  special  mauu-  ^^q^^^  ^^^^ 
facture,  where  such  use  of  it  might  involve  him  in  legal  or  other 
difficulties.  Thus,  in  Roufh  v.  Webster  (_/')  a  bill  was  filed  to 
restrain  the  provisional  directors  of  a  joint-stock  company,  called 
"  The  Economic  Conveyance  Company,"  from  using  the  plaintiff's 
name  in  their  prospectuses  as  a  trustee  of  their  company  without 

out  disapprobation:  Leather  Cloth  Co.^s  178;  Coe  v.  Brad/ei/,  911.  S. Fat.  Gaz.  541. 

case,   4  De  G.  J.    &  S.    137.     Clark   v.  (b)  Ainsworth  v.  Bentlcy,    14    W.   R. 

Freeman  has  been   again  observed  upon  630;  TFardy.  Beeton,  L.  E..  19  Eq.  207  ; 

by  Kekewich,  J.,  in  Lee  v.   Gibbinqs,  67  Feltz  v.    Eichele,    62   Mo.    171  ;    Coe  v. 

L.  T.  N.  S.  263,  in  which  he  said,  "  I  Bradley,  9  U.  S.  Pat.  Gaz.  541. 

do  not  think  that  after  the  observations  {c)    Ward  v.  Beeton,  L.  R.  19  Eq.  207. 

of    Malins,    V.-C,    Lord    Cairns,    and  See  Gaye  v.   Canada  Fublishwy  Co.,    11 

Lord    Selbome,    I    oug-ht    to    hold   or  Can.  Sup.  Ct.  306. 

regard  it  as  otherwise  than  erroneously  {d)  Helmbold  v.  Helmbold  Mannfactnr- 

decided."  inq   Co.,    53   How.   Pr.    453.     And  see 

(rt)    Ward  v.  Beeton,  L.  R.  19  Eq.  207.  Walker  v.  Mottram,  19  Ch.  D.  355. 

See  Condy  v.   Mitchell,    37   L.   T.  N.   S.  [e)   Crookes  v.   Fetter,    6    Jur.    N.    S. 

268,  766;  Ilalletty.  Cumston,  110  Mass.  1131. 

29  ;   Weed  v.  Feterson,  12  Abb.  Pr.  N.  S.  (/)  10  Beav.  501. 


injure. 
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his  autliority.  Tlie  defendants  setting  up  by  way  of  defence  that 
what  had  been  done  had  been  done  inadvertently,  and  stating 
their  intention  of  discontinuing  their  misrepresentations,  the 
jMaster  of  the  Rolls  granted  the  injunction,  holding  that  the 
defendants  were  not  entitled  "  to  use  the  name  of  any  person  they 
pleased,  representing  him  as  responsible  in  their  speculations,  and 
to  involve  him  in  all  sorts  of  liabilities,  and  then  to  be  allowed  to 
escape  the  consequences  by  saying  they  had  done  it  by  inadvert- 
ence," and  also  that  the  plaintiff  was  in  nowise  bound  to  surrender 
his  right  to  the  injunction,  trusting  to  the  assurances  of  the  defen- 
dants as  to  their  intentions  for  the  future.  This  decision  has  been 
generally  approved  as  an  "  authority  for  preventing  the  improper 
use  of  a  man's  name  against  his  will ;  not  for  the  restraint  of  a 
libel,  for  no  libel  was  involved  "  (a). 
Trade  libel.  Where,  however,  a  man's  name  has  been  used  against  his  will 

in  such  a  manner  as  to  be  libellous,  or  where  statements  have  been 
made  disparaging  the  goods  sold  under  his  name  or  trade  mark,  or 
threatening  persons  dealing  in  his  goods,  a  more  difficult  question 
is  raised,  and  one  Avhich  has  not  always  been  answered  in  the  same 
way.  With  respect  to  libels.  Lord  Cottenham,  C,  said  (/>),  that 
the  Libel  Act  "  appointed  a  jury  as  the  proper  tribunal  for  trial 
of  injuries  to  the  person  by  libel  or  defamation ;  and  that  the 
liberty  of  the  press  consisted  in  the  unrestricted  right  of  publishing, 
subject  to  the  responsibilities  attached  to  the  publication  of  libels, 
public  or  private."  The  principle  that  the  publication  of  a  libel 
was  a  crime,  and  that  the  Court  of  Chancery  had  no  jurisdiction  to 
prevent  the  commission  of  crimes,  except  in  such  cases  as  those 
relating  to  the  protection  of  infants,  was  laid  down  by  Lord  Eldon 
in  1818  {c),  and  after  that  time  the  Equity  judges  frequently  stated 
that  it  was  not  within  the  proper  scope  of  their  authority  to 
restrain  the  publication  of  libels  (rf) .     There  were,  indeed,  cases 

(«)  Per  Lord  Cairns,  C,  in  Pmdcntial  This  case  was  a    Scotch  one,  and  the 

Assurance  Co.  v.   Knott,  L.  R.    10  Ch.  Lord    Chancellor    was     speaking'    with 

142.     In  Webster  v.    Webster,  3  Swanst.  reference  to  the  Scotch  Libel  Act,  but 

490,    n.,    the    injunction   was    refused  his  remarks    are  equally  applicable  to 

because  there  was  no  injury  to  be  appre-  cases    arisinsr   in   England,    and   under 

bended.      In   Txdor   v.    Tudor,    W.   N.  Order  XXXVI.  rule  2,  of  the  Rules  of 

1873,  p.  72,  there  was  an  express  con-  1883,  a  defendant  in  a  libel  case  can  still 

tract.     See  Bullock  v.  Chapman,  2  De  G.  insist  upon  a  jury. 

&  Sm.  211  ;  Dixon  v.  Holden,   L.  R.  7  (c)   Gee -v.  Pritchard,  2  Swanst.  413. 

Eq.  488  ;  Reid  v.   Sibbald,   18  Journ.  of  (d)  Martin  v.    Wright,    6    Sim.    297; 

Juris.  392;   and  cases  iw/r«.  Seeley  v.  Fisher,   11  Sim.  581;   Clark  \. 

(b)  Fleming  y.  Newton,  I'M..  Jj.  C.  37  G.  Freeman,    11    Beav.    112;     Emperor    of 
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in  wliich  it  was  tliouglit  that  where  an  injury  was  occasioned  or 
threatened  to  a  right  of  property  by  a  libellous  statement,  the 
Court  had  jurisdiction  to  interfere  to  protect  that  right  of  pro- 
perty {a),  but,  practically  speaking,  cases  which  involved  the 
consideration  of  libellous  statements  were  left  to  the  Courts  of 
Common  Law  {h). 

The  Judicature  Act,  1873,  however,  introduced  a  new  element  Effect  of  the 
into  the  discussion  by  enacting  (§  25,  sub-s.  8)  that  "  an  injunction  Act,  1873. 
may  be  granted  by  an  interlocutory  order  of  the  Court  in  all  cases 
in  which  it  shall  appear  to  the  Court  to  be  just  or  convenient  that 
such  order  should  be  made  "  ;  and  in  Thorki/s  Cattle  Food  Co.  v. 
MasscDii  (c),  Yice- Chan  cell  or  Malins  suggested  that  this  enactment 
had  conferred  upon  the  Court  more  extensive  powers  than  those 
which  it  previously  possessed,  and  that  an  injunction  might  have 
been  granted  by  virtue  of  those  powers  to  restrain  an  injurious 
and  unjust  statement.  Numerous  cases  have  since  been  decided 
with  respect  to  the  effect  of  the  section,  in  some  of  which  expres- 
sions were  employed  which  were  calculated  to  lead  to  the  belief 
that  the  power  to  grant  injunctions  wiiere  it  was  thought  to  be 
"  just  or  convenient  "  conferred  a  power  to  grant  injunctions  in 
cases  in  which  no  legal  remedy  previously  existed  {d).  It  is  now, 
however,  settled — and  this  is  not  opposed  to  the  observations 
before  referred  to — that  the  right  view  is  that  the  section  has 
enlarged  the  powers  of  the  Com-t,  not  by  enabling  the  Court  to 
grant  relief  in  cases  where  none  was  obtainable  before  in  any  of  the 
Superior  Courts,  but  by  way  of  giving  each  branch  of .  the  High 
Court  power  to  grant  relief  in  cases  which  could  previously  be 
brought  only  in  the  same  or  a  different  form  before  some  other 


Austria  v.  Sriij,   2  Giff.  628  ;  3  De  G.  Zund,  L.  R.  18  Eq.  330.     And  see  also 

F.  &  J.  217    (in  particular  per  Turner,  Emperor  of  Austria  v.  Bay,  3  De  G.  F. 

L.  J.) ;  Mullcern  v.  Ward,  L.  R.  13  Eq.  &  J.  217  ;  Maxwell  v.  Ho(/g,  L.  R.  2  Ch. 

619  ;  Browne  v.  Freeman,  W.   N.  1873,  307  ;    Jamies  v.    James,    L.    R.    13  Eq. 

p.    178  ;    rrndential    Assurance     Co.    v.  421. 

Knott,    L.    R.    10    Ch.    142  ;    Fisher   v.  (;,)  Por  the  principles   by  which   the 

Apollinaris  Co.,  ib.  297.     The  same  view  Courts  of   Common  Law  were  guided, 

has  been  taken  in  India  :   Hhephn-d  v.  gge  Wren  v.  Wcild,  L.  R.  4   Q.  B.   730  ; 

Trustees  of  the  Fort  of  Bombay, InCi.. 11.11.  Western   Counties  Manure  Co.   v.   Lawes' 

1  Bomb.  132  ;  and  in  America:  Mauger  Chemical  Manure  Co.,  L.  R.  9  Ex.  218  ; 

V.  Lick,  55  How.  Pr.  132.  _  MelUn  v.   White,  (1894)  A.  C.  154. 

(a)  This  was  especially  the  view    of  M  T  Ch    D    58'' 

Malins,   V.-C.      See  JJi.roii   v.    Iloldcn,  ^'  '      '      "'  n  /-.i.    t» 

L.  R.  7Eq.  488  ;  Upringhead  Spinning  Co.  («0  See  Beddotv  v.  Bcddow,  9   Oh.  D. 

V.Riley,  L.   R.    6   Eq.   561;    Rollins  v.  '*^5)  ;   Quartz  FEill  Consolidated  Gold  Mining 

Sinks,  L.   R.   13  Eq.  355  ;  A.rmann  v.  ^o.  v.  Beall,  20  Ch.  D.  501. 
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Conditions 
necessary  for 
injunction. 


braneli  of  the  Court  (a)  ;  so  that,  as  Cotton,  L.  J.,  said  in  the  ease 
of  North  London  Railway  Co,  v.  Great  Northeini  Railway  Co.  [b], 
"  whore  there  is  a  legal  right  wliicli  was,  independently  of  the  Act, 
capable  of  being  enforced  either  at  law  or  in  equity,  there,  what- 
ever may  have  been  the  previous  practice,  the  High  Court  may 
interfere  by  injunction  in  protection  of  that  right." 

The  injunction  may  be  granted  to  restrain  the  continued  pub- 
lication of  a  libel  which  has  been  found  to  be  so  by  the  verdict  of 
a  jury  (r),  or  it  may  be  granted  to  restrain  the  publication  of 
statements  which  have  not  been  submitted  to  a  jixry{d).  But 
where  the  Com-t  is  asked  to  grant  an  injunction,  especially  on  an 
interlocutory  application,  without  the  assistance  of  a  jury,  the 
jurisdiction  which  it  possesses  so  to  do  is  one  which  must  be 
exercised  very  carefully  (c),  and  it  ought  not  to  be  exercised  unless 
the  statements  of  which  complaint  is  made  are  proved  to  be 
untrue  (_/'),  unless  they  are  injurious  to  the  plaintiff  (g),  with 
reference  to  his  trade  or  property  (/?),  and  are  so  clearly  libellous 
that  a  contrary  verdict  of  a  jury  would  be  set  aside  as  unreason- 
able (/),  unless  it  is  proved  that  the  defendant  intends  to  continue 


(a)  Daij  V.  Brownriqg,  10  Ch.  D.  294  ; 
Ward  V.  Drat,  L.  J.  N.  of  C.  1878, 
p.  67;  Gaskin  v.  Balls,  13  Ch.  D.  324; 
Dicl-s  V.  Brooks,  15  Ch.  D.  22  (per 
Bacon,  V.-C.) ;  MclHu  v.  White,  (1895) 
A.  C.  154,  163. 

(b)  11  Q.  B.  D.  30. 

(c)  Snxby  v.  Easterbrook,  3  C.  P.  D. 
339 ;  mnrichs  v.  Bennies,  W.  N.  1878, 
p.  11. 

{d)  As  in  Thomas  v.  WiUiams,  14  Ch. 
D.  864  ;  Collard  v.  Marshall,  (1892)  1  Ch. 
571;  Bink  V.  Federation  of  Trades  ^-  Labour 
Union,  67  L.  T.  N.  S.  258.  And  see  Jar- 
radale  Timber  Co.  v.  Temperlcy,  11  Times 
L.  R.  119  ;  ib.  305.  Cf.  Lee  v.  Gibbings, 
67  L.  T.  N.  S.  263,  and  Royal  Baking 
Touder  Co.  v.  Wright,  Crossley  ^-  Co.,  15 
P.  R.  677,  and  on  appeal  16  P.'R.  217. 

(e)  Quartz  Hill  Consolidated  Gold  Mining 
Co.  V.  Beall,  20  Ch.  D.  501  ;  Armstrong 
V.  Armit,  2  Times  L.  R.  887  ;  Coulson  ^ 
Sons  V.  Coulson  ^-  Co.,  3  ib.  846  ;  Liver- 
pool Household  Stores  Association  v.  Smith, 
37  Ch.  D.  170.  See  Marls  v.  Conservative 
Kcwspaper  Co.,  IaI.,  3  Times  L.  R.  244  ; 
Collard  v.  Marshall,  (1892)  1  Ch.  571; 
Lipton,  Ld.  v.  Duncans,  Times,  Nov.  26th, 
1898. 

(/)  Kalscf/  V.  Brotherhood,  15  Ch.  D. 
514  ;  19  ib.  386;  Burnett  v.  Tate,  45  L.  T. 


N.  S.  743  ;  Anderson  v.  Liebig''s  E.vtraet  of 
Meat  Co.,  Ld.,  ib.  151 ;  Quartz  Hill,  ^-c.  Co. 
V. Beall,  20  Ch. D.  501 ;  Benbow  v. Low{\), 
23  Sol.  J.  819  ;  Roper's,  ^r.  Co.  v.  Cope- 
man's,  dj-c,  Association,  Ld.,  28  ib.  218  ; 
Armstrong  v.  Armit,  2  Times  L.  R.  887  ; 
Coulson  tj-  Sons  v.  Coulson  %  Co.,  3  ib. 
846  ;  Liverpool  Household  Stores  Associa- 
tion V.  Smith,  37  Ch.  D.  170;  Poulett 
V.  Chatto  ^-'Windns,  32  Sol.  J.  24; 
Nahmaschinen  Fabrik  Vorinals  Frister  ^' 
Liossmann  Aktiengescllschaft  v.  Singer 
Manufacturing  Co.,  10  P.  R.  310;  Ln- 
candescent  Gas  Light  Co.  v.  Xnv  Incan- 
descent Gas  Lighting  Co.,  Id  L.  T.  N.  S.  47, 
which  shows  that  it  is  a  good  defence 
that  the  statements  are  substantially 
true.  And  see  Clover  v.  Roy  den,  L.  R. 
17  Eq.  190. 

{q)  Dicks  V.  Brooks,  15  Ch.  D.  22. 
And  see  Brook  v.  Evans,  2  L.  T.  N.  S. 
740  ;  Bullock  v.  Chapman,  2  De  G.  &  Sm. 
211. 

(h)  See  per  Liudley,  L.  J.,  in  Coulson 
&;  Sons  V.  Coulson  >$•  Co.,  3  Times  L.  R. 
846,  with  which  compare  the  statement 
by  North,  J.,  in  Pollard  v.  Photographic 
Co.,  40  Ch.  D.  345. 

(i)  Coulson  <^-  Sons  v.  Coulson  (?•  Co.,  3 
Times  L.  R.  846  ;  Liverpool  Household 
Stores  Association  v.  Smith,  37  Ch.  D.  170. 
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to  make  them  (a),  and  that  the  injmy  will  be  irreparable,  i.e., 
incapable  of  compensation  by  damages  (b),  and  unless  (in  cases  of 
privilege)  express  malice  is  also  established  (c).  Thus,  in  Ilakey 
V.  Brotherhood  (d)  the  defendant  had  threatened  intending  pur- 
chasers from  the  plaintiff,  alleging  that  the  plaintiff  was 
manufacturing  in  infringement  of  his,  the  defendant's,  patent 
rights ;  and  Jessel,  M.  E.,  and  the  Court  of  Appeal  held  that  an 
injunction  could  not  be  granted  unless  the  defendant  persisted  in 
making  the  statements  after  they  had  been  proved  to  be  false.  In 
Co/h'i/  V.  Hart  (e),  it  was  held  by  North,  J.,  that  there  was  no 
jurisdiction  to  restrain  the  defendant  from  issuing  a  circular  to  the 
plaintiff's  customers,  alleging  that  the  plaintiff  was  infringing  his 
trade  marks,  and  threatening  proceedings,  but  at  the  trial  of  the 
action  he  appears  to  have  been  disposed  to  hold  that  such  an  action 
might  properly  lie  if  malice  were  proved  (/).  And  in  Anderson  v. 
Liehiffs  Extract  of  Meat  Co.,  Ld.  [g),  Chitty,  J.,  refused  to  restrain 
the  company  (who  were  taking  proceedings  to  stop  the  plaintiff 
from  selling  his  goods  as  "  Baron  Liebig's  Extract  of  Meat  "  and 
using  on  the  pots  a  photograph  of  the  Baron)  from  circulating 
letters  among  the  plaintiff's  customers,  stating  that  he  was  using 
the  name  and  photograph  without  authority,  on  the  ground  that 
the  company  was  not  shown  to  be  acting  otherwise  than  hona  fide, 
or  to  be  stating  that  which  was  untrue  (Jt). 

In  Lee  v.  Gihhings  {/'),  it  was  held  by  Ivekewich,  J.,  that  an 
author  of  a  book  who  had  sold  the  copyright  to  a  publisher,  could 
not  restrain  him  from  publishing  the  book  in  a  mutilated  form 
except  on  the  ground  of  injury  to  reputation,  the  remedy  for  which 
was  an  action  for  libel,  and  that  the  Court  ought  not,  except  in 

(a)  Qxarfz  Hill,   ^-c.   Co.  v.   Beall,    20  settled  by  §  32  of  the  Patents  Act,  1883, 

Ch.  D.  501.  under  which  numerous  cases  have  been 

{!))  Armstrong  v.  Armit,  2  Times  L.  R.  decided,    but    the    general  question    of 

887.  injunctions  to  restrain  trade  libels  re- 

(r)   Quartz  Hill,   ^-c.    Co.   v.   Beall,   20  mains.     See  Incandescetit  Gas  light  Co. 

Ch.  D.  .^Ol  ;  Burnett  v.    Tate,  4')  L.  T.  v.  New  Ineandescent  Gas  Lighting  Co.,  76 

N.  S.  473  ;  Armstrong  y.  Armit,  2  Times  L.  T.  N.  S.  47. 
L.  R.  887  ;   Coulson  tV  Sons  v.  Coiihon  i^-  (e)  6  P.  R    17 

Co.,  3  ii!i.  846  ;  Lirermol  Household  Stores  i  j-\    r^  n  -rr     ,  ,r.s    ^  t^  -r^ 

Association  v.  SmUh,    37   Ch.  D.    170  ;  (•^)   ^""'^  ^-  ^^''^  (2).  7  P.  R.  101. 

Incandescent  Gas  Light  Co.  v.  New  Inean-  io)  •!•''  Ti.  T.  N.  S.  757. 

descent  Gas  Lighting  Co.,  76  L.  T.  N.  S.  {/()  And  aee  Ndhmaschinen  Fabrik  Vor- 

47.  mals  Frlster  <!{•  Rossmann  Aktiengesellschaft 

id)  15  Ch.  D.  514  ;   19  ib.  386.      See  v.   Si.nger  Manufacturing   Co.,    10  P.  R. 

the  New  York  case  of  Wolfe  v.  Burke,  310.     Cf,  Coats  v.  Chadwick,  (1894)  1  Ch. 

56   N.   Y.    115.      The   precise  question  347. 
raised  in  Hahey  v.  Brotherhood  is  now  {i)  67  L.  T.  N.  S.  263. 
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the  case  of  a  trade  libel,  to  grant  an  interlocutory  injunction  to 
restrain  a  libel.  In  Jfc/Ziii  v.  WJiite  (a),  it  was  held  by  the  House 
of  Lords,  that  in  order  to  maintain  an  action  for  a  false  statement 
disparaging  the. goods  of  a  rival  trader,  proof  of  special  damage  {b) 
■was  necessary,  and  that  for  this  purpose  it  was  immaterial  whether 
the  remedy  sought  was  injunction  or  damages;  and  it  was  doubted 
by  Lord  Herschell  whether  such  an  action  could  be  maintained 
where  the  only  disparagement  consisted  in  vaunting  the  superiority 
of  the  defendant's  goods  either  generally  or  in  some  particular 
respect  ((').  "In  order  to  constitute  disparagement,"  said  Lord 
Watson,  "  which  is,  in  the  sense  of  law,  injurious,  it  must  be  shown 
that  the  defendant's  representations  were  made  of  and  concerning 
the  plaintiff's  goods  ;  that  they  were  in  disparagement  of  his  goods 
and  untrue  ;  and  that  they  have  occasioned  special  damage  to  the 
plaintiff" ;  though,  where  the  statement  complained  of  is  not  merely 
a  disparagement  of  the  plaintiff's  goods  but  is  capable  of  being 
read  as  a  disparagement  of  the  plaintiff  in  the  way  of  his  trade,  it 
may  be  a  trade  libel  {d),  in  which  case  proof  of  special  damage  is 
unnecessary  {c).  In  accordance  "s\ith  the  view  above  expressed  by 
Lord  Herschell,  the  Court  of  Appeal  in  a  recent  case  in  which  the 
sole  cause  of  action  disclosed  by  the  statement  of  claim  was  that 
the  defendants,  who  were  rivals  in  trade  of  the  plaintiffs,  had 
falsely  and  maliciously  published  a  statement  that  their  goods 
were  superior  to  the  plaintiffs',  ordered  the  statement  of  claim  to  be 
struck  out  as  disclosing  no  reasonable  cause  of  action  and  dismissed 
the  action  on  the  ground  that  the  statement  complained  of,  coming 
from  rival  traders,  did  not  constitute  a  cause  of  action,  whether 
special  damage  were  alleged  or  not  (/). 
Tvlien  ^  On  the  other  hand,  where  the  necessary  facts  are  present,  an 

injunction  will  be  granted,  as  in  Thorlei/s  Cattle  Food  Co.  v. 
Masaam  (2)  {g),  where  it  was  established  that  the  plaintiffs  and 
defendants  were  both  in  possession  of  and  entitled  to  use  the  same 

[a)  (1895)  A.  C.  154.  New    York  v.    Linotype    Co.,    79   L.    T. 

[b)  As    to    the    meaning    of    special  N.  S.  8. 
damage,    see  Ratchffe   v.   Evans,   (1892)  (g)   ^om/'A  Hetfon  ColUen/  Co.  v.  Kur/h 
2    Q.  B.   524.     And   see  Umpire    Type-  Eastern  Neics  Association,  (1894)  1  Q.  B. 
setting  Jfachine  Co.  of  Kiw  York  v.  Lino-  \2,^, 
type  Co     79  L.  T.  N.  S.  8  ^^  Enhhuck  ^-  Sons  v.  WUkinson,  Hey- 

ic)  And  see  Conn  v.   Feonle,   149   ill.  j  o  m     i    /ionn\  ^  r\    -d    i^r 

.c,\      A^     k         Ci.     -D         ont      n      11  wood  &  Clark,  (1899)  1  Q.  B.  86. 

486;  41  Am.  St.   Rep.   304;    Covell  v.  ^  ^  \         i      ^ 

Ghadwick,  153  Mass.   263  ;  25  Am.  St.  i^)  14  Ch.  D.  763.     And  see  Eill  v. 

jj^p   g25  Hart-Davies,  21  Ch.  D.  798 ;  Hermann 

(rfj  Empire  Typesetting  Machine  Co.  of      J-oog,  Ld.  v.  Bean,  26  Ch.  D.  306  ;  Eay- 


?ranted. 
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secret  recipe  in  their  respective  businesses,  and  Malins,  V.-C,  and 
the  Court  of  Appeal  granted  an  injunction  to  restrain  the  de- 
fendants from  publicly  advertising  that  they  alone  were  acquainted 
with  the  secret. 

Where  the  plaintiff  in  an  action  for  slander  of  title  to  a  trade  Survival  of 
mark  and  his  property  therein  dies,  the  cause  of  action  survives  to  action*^ 
his  legal  personal  representative  (a). 

The  same  principle  on  which  misrepresentations  by  an  original  Misrepreson- 
manufacturer  with  respect  to  the  goods  and  business  of  a  subse-  gubs^q^uent 
quent  manufacturer  are  restrained,  applies  with  even  greater  force  manufacturer, 
to  similar  misrepresentations  by  the  latter,  and  while  it  is  open  to 
any  one  to  manufacture  an   unpatented  article  with  the  process  of 
manufacture   of   which  he    has  become  acquainted,    and   also    to 
describe  it  by  the  name  applied  to  it  by  the  original  inventor  so 
soon  as  that  name  shall  have  become  puhlici  juris — that  is  to  say, 
descriptive  of  a  specific  article,  but  not  of  a  specific  maker — yet  at 
the  same  time  such  subsequent  manufacturer  is  not  entitled  to 
carry  on  an  unfair  competition  in  trade  with  the  original  maker  or 
his  successors  in  business,  by  means  of  assertions  or  representations 
that  his  own  article  is  the  only  genuine  one,  or  that  the  article  of 
the  original  maker  or  his  successors  is  spurious  {h). 

And  where  such  an  assertion  or  representation  is  embodied  in  "Original." 
the  title  of  the  later  manufacturer's  article  by  its  being  styled  the 
"  original  " — an  appellation  which  would  naturally  suggest  the 
idea  of  the  article  in  question  being  the  make  of  the  original 
manufacturer — such  fraudulent  representation  will  usually  bo 
restrained  (c).  But  in  the  entire  absence  of  evidence  as  to  decep- 
tion, Wood,  V.-C,  refused  to  grant  an  injunction  in  a  similar 
ease  (f/),  and  from  the  result  of  later  litigation  between  the  same 
parties  {e),  it  is  clear  that  the  presumption  against  a  person  who 
styles  an  article  of  his  own  manufacture,  but  not  of  his  invention, 

ward  #    Co.    V.    Smjivard    %    Sons,    U  (g)   Cocks  v.   Chandler,  L.    R.    11   Eq 

Ch.  D.  198;  Funch  v.  Boyd,   16  L.  R.       446-    X(?.'f«*y  v.    irinte,   41  L.  J.  Ch. 

"'"''■,  *J^tV      I     ^  ,^-  o    ^     -n    T^         354.     ^o  in  'M.  Mdachrino  V.  E.  Mela- 

^  (a)  Hatchard  v.  Mege,    18    Q.   B.  D.       chrino  Sf  Co.,  Chitty,  J.,  May  29th,  1888, 

''}•  where  the  defendants  had  i^laced  on  their 

{b)  James  v.  James,  L.  R.  13  Eq.  421  ;  labels  the  words  "  R.  Melachrino  &  Co. 

Thomas   v.    Williams,    14    Ch.    D.    864;  Original  Egyptian  cigarettes. "    And  see 

Ltehig's    Extract    of   Meat    Co.,    Ld.    v.  ^Ta-vy  v.  Darleu,  47  L.  J.  Ch.  567. 

vi«rfm-o«  (2),  55  L.  T.  N.  S.  206 ;  IfmrA  ,,,-^                     t                ,  ,    ^.r     t, 

Y.  iZw6rA Veto.,  SOL.  T.  (Journal)  283;  ^^{d)  Browne  v.  Freeman,  12  W.  R. 
Briton  Life  Association,  Ld.  v.  Roberts, 

2  Times  L.  R.  319.  (*)  Browne  v.  Freeman,  W.  N.   1873, 
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"  tlie  original,"  may  be  rebutted.  In  Bence  v.  Mcoiox  (1)  {(t),  the 
defendant  was  restrained  from  styling  himself  the  original  maker 
of  the  "essence  of  beef,"  Malins,  V.-C,  holding  that  even  if  he 
had  been  the  first  to  actually  compound  the  article,  which  was  not 
satisfactorily  proved,  he  was  not  entitled  to  make  such  statements 
as  those  complained  of,  since  he  was-  in  the  employ  of  the  plaintiff's 
predecessor  in  business  at  the  time  when  he  said  he  made  it  for 
the  first  time.  In  Fulhcood  v.  FuUicood  (2)  {li),  the  defendants 
attempted  to  represent  their  business  to  be  the  original  one,  by 
assuming  for  it  the  date  of  establishment  of  the  business  which 
was  really  the  first. 

A  dealer  may  not  represent,  contrary  to  the  fact,  that  he  is 
agent  for  a  manufacturer  (c)  ;  neither  may  a  manufacturer  repre- 
sent, contrary  to  the  fact,  that  a  dealer  is  acting  as  agent  for 
him(rf).  A  trader  who  manufactures  according  to  a  particular 
process  cannot  obtain  an  injunction  to  restrain  another  trader  from 
stating  untruly  that  he  manufactm-es  according  to  that  process, 
so  long  as  the  latter  does  not  represent  that  his  goods  are  the  goods 
of  the  plaintiff.  In  civil  proceedings  traders  can  only  sue  in  pro- 
tection of  their  own  interests  and  not  to  prevent  the  public  from 
being  cheated  (('). 

In  other  cases  the  attempt  to  deceive  has  been  made  in  different 
forms  :  thus,  in  an  early  case  (./'),  the  defendant  attempted  to 
attract  to  himself  the  custom  intended  for  the  plaintiffs  by  an 
ingenious  variation  of  their  labels,  his  own  labels  being  facsimiles 
of  those  of  the  plaintiffs,  with  only  the  difference  that,  whereas 
theirs  contained  the  sentence  "  Manufactured  by  Day  and  Martin," 
his  bore  the  words  *'  Equal  to  Day  and  Martin's,"  the  "  Equal  to  " 
being  in  very  small  type.  So,  in  an  American  case  {g),  a  dentist 
formerly  employed  by  the  Colton  Dental  Association,  on  setting 
up  in  business  for   himself,  described  himself   in   his  notice  as 


p.  178.  This  -was,  however,  before  the 
cases  under  the  Judicature  Act,  1873, 
•which  see,  supra. 

(a)  Big.  534  ;  41  L.  T.  N.  S.  573. 

{b)  9  Ch.  D.  17G.  And  see  Green  v. 
JiooJce,  W.  N.  1872,  p.  49  ;  TFfieeler  v. 
Johnston,  3  L.  R.  Ir.  284  ;  Whitnei/  v. 
Hickling,  5  Grant,  Up.  Can.  Ch.  605  ; 
Mossop  V.  Mamv,  18  ib.  453  ;  Bluekxeell 
V.  Wriffht,  73  N.  Car.  310 ;  JFoods  v. 
Sands,  Dig.  467. 

(c)  Hoti-e  v.  McEernan,  30  Beav.  547. 

\d)  Coleman  v.  Flavel,  12  Sawy.  220. 


(e)  Native  Guano  Co.,  Ld.  v.  Seivagc 
Manure  Co.,  8  P.  R.  125.  And  see  Free- 
man V.  Sharp  Brothers  S;  Co.,  Ld.,  16 
P.  R.  205. 

(/)  Bay  V.  Binning,  C.  P.  Cooper,  489  ; 
1  Leg.  Oibs.  205.  See  Wolfe  v.  Abop  (1) 
&  (2),  10  V.  L.  R.  (E.)  41 ;  12  ib.  421. 

{g)  Colton  V.  Thomas,  2  Brews.  308  ; 
R.  Cox,  507.  And  see  Klotz  v.  Jlecht, 
73  Fed.  Rep.  822  ;  Garde  v.  Mitchell,  17 
V.  L.  R.  209.  And  see  cases  collected 
at  p.  135. 
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*'  formerly  operator  at  the  Colton  Dental  Eooms,"  "  formerly 
operator  at  the "  being  printed  very  small.  And  in  another 
American  case  {a)  a  former  partner  in  a  firm  of  dentists  trading 
as  "  Morgan  and  Schuyler,"  continued  to  carry  on  business  at  the 
old  premises  as  "  B.  F.  Schuyler,  successor  to  Morgan  and  Schuyler," 
the  words  preceding  the  old  firm  name  being  in  such  small  letters 
as  to  be  almost  invisible.  In  Mallan  v.  Davis  (h),  a  dentist  who 
had  practised  for  several  years  in  Praed  St.  with  the  words  "  Old- 
established  dentist  "  over  the  door,  left  that  address  ;  and  the 
defendant,  who  practised  as  a  dentist  at  another  house  in  Praed  St., 
put  up  a  notice  stating  that  the  old-established  dentist  could  be 
consulted  there ;  and  it  was  held  that  he  had  acted  in  a  way  calcu- 
lated to  deceive,  but  no  injunction  was  granted,  there  having  been 
a  delay  of  three  months,  and  the  defendant  giving  an  undertaking  to 
combine  his  own  name  in  a  conspicuous  way  with  the  description. 

Again,  in  Franks  v.  Weaver  (c),  the  plaintiff  sold  a  medicine  Franks  y. 
which  he  had  invented,  and  which  he  termed  "  Franks'  Specific 
Solution  of  Copaiba,"  in  bottles  enclosed  in  wrappers,  on  which 
were  printed  directions  for  use,  and  testimonials.  The  defendant, 
an  agent  of  the  plaintiff,  sold  a  preparation  of  his  own,  labelled 
"  Chemical  Solution  of  Copaiba."  The  label  went  on  to  state 
that  the  plaintiff  had  invented  the  "  Specific  Solution,"  and  then 
gave  the  testimonials  printed  by  the  plaintiff  as  commendatory  of 
the  plaintiff's  medicine,  and  also  the  same  directions  for  use  as 
those  given  by  the  plaintiff.  In  Sedon  v.  Senate  (d),  a  person  who 
had  sold  a  medicine  to  another,  set  up  a  new  medicine  under  a 
similar  description,  and  in  his  advertisement  adopted  verses  which 
had  been  attached  to  the  original  medicine.  In  all  these  cases, 
except  Mallan  v.  Davis  [e),  injunctions  were  granted. 

With  respect  to  directions  for  the  use  of  the  article,  it  seems  Directions 
that,  as  Malins,  Y.-C,  said  in  Massam  v.  Thorlei/s   Cattle  Food  ^'''' ''^^• 
Co.  (1)  (/'),  if  the  article  produced  by  one  person  is  the  same  as 
that  produced  by  another,  and  the  former  is  quite  at  liberty  to 
produce  the  same  article,  then  the  directions  used  by  the  latter  are 
the  correct  directions  for  the  use  of  the  former's  article,  and  he  can 

{a)  Morgan  v.  Schuyler,  79  N.  Y.  490.  spoon  v.  Gray,  Ct.  Sess.  C;is.  3rd  Ser.  II. 

[b)  3  Times  L.  R.  221.  38,  where  the  interdict  was  refused. 

{c)  10  Beav.  297.     And  see  Siegcrt  v.  {(■)  3  Times  L.  R.  221. 

Findlatcr,lC\i.D.^O\;  Siegertv.  Ehlers,  (/)  6  Ch.  D.  574,  581.     And  see  per 

Dig.  432  ;    JDunhar  v.   Glenn,   42  Wise.  Cotton,  L.  J.,  in  In  re  Leonard  ^  Ellis, 

118.  53  L.  J.  Ch.  611  ;  and  Gessler  v.  Grieb, 

(rf)  2  V.  &  B.  220.    And  see  Wother-  80  Wise.  21 ;  27  Am.  St.  Eep.  20. 


286 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 


Name  of 
pateutee. 


IVIode  of 
packing. 


Imitation 
of  line  of 
omnibuses. 


only  repeat  them.  In  fact,  if  ho  could  not  give  the  appropriate 
directions  for  using  the  article  which  he  is  entitled  to  make,  his 
liberty  to  manufacture  would  be  unduly  interfered  with.  The 
decision  in  the  above  case  was,  however,  reversed  by  the  Court  of 
Appeal  (a)  on  the  general  question  of  representation,  the  imitation 
of  the  directions  being  referred  to  as  an  indication  of  fraudulent 
intention,  and  any  trader  who  uses  the  same  directions  as  another 
ought  to  take  great  care  to  prevent  the  possibility  of  deception. 

To  describe  articles  formerly  patented  by  the  name  of  the  former 
patentee  is  not  necessarily  fraudulent,  since  the  name  may  be  used 
as  indicative  of  a  principle  of  construction  (h)  ;  but  in  an  American 
case  {c)  an  iii junction  was  granted  to  restrain  the  defendant  from 
marking  goods  of  his  own  make  as  being  made  under  the  plaintiff's 
subsisting  patent,  notwithstanding  an  allegation  by  the  defendant 
that  the  patent  was  invalid. 

The  imitation  of  a  peculiar  manner  of  making  up  and  packing 
goods  may,  in  combination  with  other  circumstances,  be  held  to 
prove  a  fraudulent  intention  ;  and  it  seems  that,  even  in  the 
absence  of  other  circumstances  of  fraud,  if  the  imitation  is  very 
significant,  and  the  evidence  very  conclusive,  an  injunction  will  be 
awarded  {d). 

The  manner  in  which  the  Court  interferes  by  way  of  injunction 
to  prevent  unfair  competition  in  trade  is  well  illustrated  by  a  case 
which  has  always  attracted  a  good  deal  of  attention — that  of  the 
omnibus  companies  {e).  In  that  case  the  plaintiffs  were  the 
proprietors  of  a  line  of  omnibuses  painted  in  a  particular  manner, 
with  the  words  "  Conveyance  Company  "  and  "  London  Convey- 


(ffl)  14  Ch.  D.  748.  And  see  Simmons 
Medicine  Co.  v.  Simmons,  ?>\  Fed.  Rep.  163. 

{b)  Wheeler  ^'  Wilson  Manufacturing  Co. 
V.  Shakespear,  39  L.  J.  Ch.  36  ;  Singer 
Manufacturing  Co.  v.  Loog  (3),  8  App. 
Cas.  15  ;  and  other  cases  in  Ch.  4. 

(c)  Washburn  S;  Moen  Manufacturing 
Co.  V.  Eaish,  9  Biss.  141. 

{d)  See  Edelsten  v.  Tick,  1 1  Hare,  78  ; 
Woollam  V.  Ratcliff,  1  H.  &  M.  259; 
Anqlo-Swiss  Condensed  Milk  Co.  v.  Swiss 
Condensed  Milk  Co.,  W.  N.  1871,  p.  163  ; 
Lever  v.  Goodtvin,  36  Ch.  D.  1  ;  Edge  v. 
Johnson,  9  P.  R.  134  ;  McLean  v.  Flcminq, 
96  U.  S.  245  ;  Frese  v.  Bachof  (1),  13  Bl. 
C.  C.  234  ;  S.  C.  (2),  14  ih.  432;  Cleve- 
land Stone  Co.  V.  Wallace,  52  Fed.  Rep. 
431 ;  Neiv  England  Awl  if  Needle  <^o.  v. 
Marlborongh  Aul  ^-  Needle  Co.,  168  Mass. 
154.    See  also  Orr  v.  Diaper,  L.  R.  4  Ch. 


D.  92 ;  and  Huck^s  Stove  d,-  Mange  Co.  v. 
Kiechle,  76  Fed.  Rep.  758.  And  see 
cases  collected  at  p.  139. 

(c)  Knott  V.  Morgan,  2  Keen,  213. 
See  also  London  General  Omnibus  Co.  v. 
Eelton,  12  Times  L.  R.  213;  London 
Road  Car  f'o.  v.  Era  Omnibus  Association, 
Times,  June  23rd,  1898,  where  the  defen- 
dants -were  restrained  on  motion  by  the 
Court  of  Appeal  from  running  omnibuses 
■nith  a  flag-  affixed  thereto  and  otherwise 
got  up  like  the  plaintiffs'  omnibuses 
without  more  clearly  distinguishing  their 
omnibuses  from  the  plaintiffs',  and  at 
the  trial  the  injunction  was  made  per- 
petual by  Cozens-Hardy,  J.,  Times, 
April  28th,  1899  ;  Stone  v.  Carlan,  13  Mo. 
L.  R.  360;  R.  Cox,  115;  Marsh  v. 
Hillings,  7  Cush.  322  ;  R.  Cox,  118  ;  Lei;: 
V.  Lamb,  29  N.  Y.  Sup.  Ct.  537. 
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ance  Company "  upon  them.  The  defendant  ran  omnibuses 
similarly  painted,  and  dressed  his  servants  in  livery  imitated  from 
that  of  the  plaintiffs'  employes.  On  his  being  required  to  alter 
this,  he  made  some  mere  colourable  alterations,  but  really  left  the 
matter  as  it  stood  at  first.  Lord  Langdale,  M.  E.,  on  the  case 
coming  before  him  on  motion  to  dissolve  an  interlocutory  injunc- 
tion, said  that  he  had  not  the  least  doubt  that  the  defendant 
intended  to  represent  his  omnibuses  to  the  public  as  those  of  the 
plaintiffs.  He  said  "  it  was  not  to  be  said  that  the  plaintiffs  had 
any  exclusive  right  to  the  words  '  Conveyance  Company '  or  '  Lon- 
don Conveyance  Company,'  or  any  other  words ;  but  they  had  a 
right  to  call  upon  that  Court  to  restrain  the  defendant  from  fraudu- 
lently using  precisely  the  same  words  and  devices  which  they  had 
taken  for  the  purpose  of  distinguishing  their  property,  and  thereby 
depriving  them  of  the  fair  profits  of  their  business  by  attracting 
custom  on  the  false  representation  that  carriages,  really  the  defen- 
dant's, belonged  to  and  were  under  the  management  of  the  plain- 
tiffs." This  case  was  not  at  all  a  case  of  trade  mark,  though 
reference  has  been  made  to  it  as  such ;  the  Master  of  the  Eolls 
expressly  denied  any  exclusive  right  in  the  words  painted  on  the 
vehicles,  and  personally  altered  the  terms  of  the  injunction  so  as  to 
avoid  creating  such  a  right.  In  the  language  of  Wood,  V.-C.  (a), 
"  the  defendant  might  have  had  those  words  painted  on  a  yellow 
omnibus  without  objection,  and  so  of  the  other  resemblances;  the 
wrong  lay  in  their  accumulation,  not  in  any  one  of  them  alone." 
The  value  of  the  case  really  consists  in  the  example  it  affords  of 
the  way  in  which  the  aggregation  of  a  number  of  circumstances, 
individually  comparatively  harmless,  may  produce  a  result  injurious 
to  an  individual  and  obnoxious  to  the  law ;  and  also  of  the  manner 
in  which  the  law  will  interfere  to  protect  the  interests  of  honest 
trade. 

"Where  A.  had  surreptitiously  obtained  possession  of  some  etchings  Etchings. 
by  B.,  and  had  advertised  them  for  exhibition,  and  a  catalogue  of 
them,  Lord  Cottenham,  C,  held  that  there  was  a  title  to  relief  alike  on 
the  ground  of  injury  to  property  and  on  that  of  breach  of  trust  {b). 

As  to  the  cases  which  have  been  decided  in  respect  of  trade  Trade  secrets, 
secrets,  the  general  rule  may  be  stated  as  being  that  any  person 

(a)    Woollam  t.   Ratcliff,    1    H.   &  M.       G.  25.     See  Tollard  v.  Thotmjraphk  Co., 
259.  40  Ch.  D.  345.     And  see  L<rmb  v.  J'lvans, 

{b)  Prince  Albert  v.  Sfram/e,  1  Mac.  &       (1893)  1  Ch.  218,  229,  per  Botven,  L.  J. 
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who  has,  without  the  use  of  unfair  means,  become  acquainted  with 
the  mode  of  compounding  a  secret  unpatented  preparation,  may 
make  and  sell  the  compound,  provided  he  does  not  lead  the  public 
to  suppose  that  his  preparation  is  the  manufacture  of  the  original 
discoverer  or  of  his  successors  in  business ;  and  he  may  even  call 
the  compound  made  by  himself  by  the  same  name  as  that  given 
by  the  original  discoverer  to  his,  so  long  as  he  does  not  sell  his  own 
goods  as  and  for  those  of  another  (r/) .  On  the  other  hand,  where  the 
knowledge  of  the  secret  process  has  been  acquired  by  means  of  a 
breach  of  trust,  neither  the  person  who  has  committed  the  breach 
of  trust,  nor  any  one  to  whom  he  has  imparted  his  discovery, 
will  be  allowed  to  make  use  of  the  information  so  surreptitiously 
acquired  (b). 

Again,  "  there  is  no  doubt  whatever  that  where  a  j^arty  who  has 
a  secret  in  a  trade  emplo3's  persons  under  contract  express  or  implied, 
or  under  duty  express  or  implied,  those  persons  cannot  gain  the 
knowledge  of  that  secret  and  then  set  it  up  against  their  em- 
ployer "  {(■)  ;  and,  stating  it  generally,  where  one  person  has 
entered  into  a  contract,  express  or  implied  ((/),  with  another  person, 
to  keep  that  other  person's  secret,  and  not  to  divulge  it,  nor  to  use 
it  for  his  own  advantage,  he  will  be  restrained  by  an  injunction 
from  so  divulging  or  using  the  secret  in  question  [c)  ;  and  so  will 


(a)  James  v.  James,  L.  E.  13  Eq.  421  ; 
Ziebiff^s  Extract  of  Meat  Co.  v.  Hanhury, 
17  L.  T.  N.  S.  298;  Condy  v.  Mitchell, 
37  ih.  268,  766;  Carter  v.  Goetze,  2  Keen, 
581  ;  Singleton  v.  Bolton,  3  Doug.  293  ; 
Williams  v.  Williams,  3  Mer.  157  ;  Can- 
ham  V.  Jones,  2  V.  &  B.  218.  And  see 
the  comments  on  that  case  in  ilorison  v. 
Moat,  9  Hare,  241.  But,  of  course, 
•when  the  name  has  become  a  trade 
mark,  no  one  but  the  proprietor  can  use 
it.  The  question  is  whether  the  name 
is  descriptive  of  the  article  or  distinctive 
of  the  manufactory.  See  Massnm  v. 
Thorley's  Cattle  Food  Co.  (2),  14  Ch.  D. 
748. 

{b)  Williams  Y.  Williams,  3  Mer.  157; 
Youatt  V.  Winyard,  1  Jac.  &  W.  394  ; 
Tipping  v.  Clarke,  2  Hare,  383  ;  Morison 
V.  Moat,  9  ib.  241  ;  21  L.  J.  Ch.  248; 
Estcourt  T.  Estcourt  Hop  Essence  Co., 
L.  E,.  10  Ch.  276  ;  I'ortal  v.  Mine,  4 
Times  L.  R.  330. 

(c)  Per  Lord  Cranworth,  L.  J.,  in 
Morison  v.  Moat,  21  L.  J.  Ch.  248.  And 
see  Merryu-eather  v.  Moore,  (1892)  2  Ch. 
518  ;  Lamb  v.  Evans,  (1892)  3  Ch.  462; 


(1893)  1  Ch.  218  ;  Zittley.  Gallus,  4  App. 
Div.  N.  Y.  569  ;  Simmons  Medicine  Co. 
V.  Simmons,  81  Fed.  Rep.  163. 

{d)  See  Tipping  v.  Clarke,  2  Hare,  383  ; 
Weston  V.  Hemmons,  2  V.  L.  R.  Eq. 
121. 

{e)  Sedon  v.  Senate,  2  V.  &  B.  220; 
Bryson  v.  Whitehead,  1  S.  &  S.  74; 
Green  v.  Folgham,  ib.  398 ;  Tipping  y. 
Clarke,  2  Hare,  383  ;  Morison  v.  Moat, 
9  ib.  241  ;  21  L.  J.  Ch.  248;  ITagg  v. 
Darley,  47  ib.  567  ;  Portal  v.  Hine,  4 
Times  L.  R.  330  ;  Merrytveather  v. 
Moore,  (1892)  2  Ch.  518;  Whitney  v. 
Hickling,  5  Grant  Up.  Can.  Ch.  605; 
Weston  V.  Hemmons,  2  Vict.  L.  R.  Eq. 
121  ;  Feabody  v.  Norfolk,  98  Mass.  452 ; 
Salomon  v.  Hertz,  40  N.  J.  Eq.  400, 
where,  however,  it  was  held  that  the 
defendant  ought  not  to  be  restrained 
from  divulging  where  or  from  whom 
the  plaintiff  bought  his  materials,  or  to 
whom  he  sold  his  goods,  or  the  prices  at 
which  he  bought  and  sold.  In  Newbery 
v.  James,  2  Mer.  446,  Lord  Eldon  de- 
clined to  issue  an  injunction,  on  the 
ground  that  the  Court  could  have  no 
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a  person  wlio  is  acting  in  collusion  with  liim  (a)  ;  and  a  contract 
by  which,  on  the  sale  of  a  trade  secret,  the  vendor  has  bound  him- 
self not  to  use  that  secret,  is  not  invalid  as  being  in  restraint  of 
trade  [b).  Where  the  defendant,  who  had  become  acquainted 
with  a  trade  secret,  stood  by  and  allowed  the  plaintiff  to  purchase 
it,  without  disclosing  that  he  was  acquainted  with  it,  it  was  held 
that  he  was  estopped  from  setting  up  his  previous  knowledge 
against  the  plaintiff,  and  an  injunction  was  granted  to  restrain 
him  from  using  it  (r). 

Where  the  defendant  is  availing  himself  of  a  breach  of  faith  or  Name  of 
of  contract  by  means  of  the  use  of  a  certain  designation  for  his  factiire. 
goods,  in  such  a  case  the  defendant  will  be  restrained  from  the  use 
of  such  designation,  although  the  plaintiff  may  have  no  exclusive 
right  in  the  same,  apart  from  such  special  circumstances  (d). 

No  one  will  be  allowed  to  use  the  name  of  a  well-known  article,  Cannot  be 
with  the  secret  recipe  of  which  he  is  unacquainted,  upon  goods  of  i^J^orl^ce  of 
his   own   make,    so   as   to   represent    the   spurious    goods   to   be  true  recipe, 
genuine  (e)  ;  nor  is  it  a  good  defence  to  say  that  the  purchasers 
of   the   article  did  not  know   the  name    of   the    original   manu- 
facturer, for  *'  one  man  may  quite  well  pass  off  his  goods  as  the 
goods  of  another  if  he  passes  them  off  to  people  who  will  accept 
them  as  the  manufacture  of  another,  although  they  do  not  know 
that  other  by  name  at  all "  (,/)  ;  but  it  seems  that  if  a  person  has 
an  equal  right  to  the  use  of  the  name  with  the  person  who  is 
acquainted  with  the  secret  in  accordance  with  which  the  goods  are 
manufactured,  the  latter,  at  all  events,  cannot  restrain  him  from 
the   use   of   the   mark,  whatever   remedy  may  be   open    to   the 


means  of  judging  as  to  its  infringe- 
ment :  Little  v.  Gallus,  4  App.  Div. 
N.  Y.  569. 

(a)  Portal  v.  Hine,  4  Times  L.  R.  330 ; 
Peabody  v.  Norfolk,  98  Mass.  452  ;  Salo- 
mon V.  Hertz,  40  N.  J.  Eq.  400. 

(i)  Brtfson  v.  Whitehead,  1  S.  &  S.  74  ; 
Hagg  v.  Darley,  47  Ij.  J.  Ch.  oG7  ;  Jarris 
V.  Peck,  10  Paige,  118.  Audi  aee  Leather 
Cloth  Co.  V.  Lorsont,  L.  R.  9  Eq.  352  ; 
Alhopp  V.  Wheatcroft,  L.  R.  15  Eq.  59  ; 
Brewer  V.  Lamar,  69  Ga.  656.  In  Vickery 
V.  Welch,  19  Pick.  523,  the  Sup.  Ct.  of 
Mass.  held  that  a  person  who  had  agreed 
to  sell  a  secret  process  ought  to  have 
covenanted  to  communicate  the  secret  to 
the  purchaser  and  to  no  one  else. 

(r)  ChampUn   v.    Stoddart,    37    N.   Y. 


Sup.  Ct.  300. 

{d)  Morison  v.  Moat,  9  Hare,  241. 
And  see  Green  v.  Folgham,  1  S.  &  S.  398  ; 
James  v.  James,  L.  R.  13  Eq.  421  ;  EU- 
coiirt  V.  Estcourt  Hop  Essence  Co.,  L.  R. 
10  Ch.  276;  Weston  v.  Hemmons,  2  V. 
L.  R.  Eq.  121.  In  Canham  v.  Jones,  2 
V.  &  B.  218,  and  Green  v.  Rooke,  W.  N. 
1872,  p.  49  ;  L.  J.  N.  of  C.  1872,  p.  54, 
no  fraud  was  proved. 

{e)  Cotton  V.  Gillard,  44  L.  J.  Ch.  90  ; 
Ansellv.  Gauhert,  Dig.  163;  Birmingham 
Vinegar  Brewery  Co.  v.  Powell,  (1897) 
A.  C.  710;  Daniel  v.  Whitvhouse,  (1898) 
1  Ch.  685. 

(/)  Birmingham  Vinegar  Brewery  Co. 
V.  Poucll,  (1897)  A.  C.  710,  715,  per 
Lord  Herschell. 
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Secret  passes 
•with  oAVTier's 
personal 
estate. 


Green  v. 
Folgham. 


public  {(i) .  If  tlie  person  of  wliom  complaint  is  made  is  acquainted 
with  tlie  secret  process,  and  has  been  accustomed  to  use  it,  the 
objection  to  his  use  of  the  name  does  not  arise  {h),  and  such  a 
person  will  not  be  restrained  from  using  it  at  the  suit  of  a  person 
who  has  no  right  to  use  the  recipe  in  the  district  in  which  the 
defendant  trades  [e) . 

After  the  death  of  an  inventor  of  a  secret  process,  his  son,  who 
had  learnt  the  secret  in  his  employ,  continued  to  make  the  article, 
but  did  not  take  out  administration  to  the  father,  and  it  was  held 
that  without  becoming  his  father's  personal  representative,  he 
could  acquire  no  right  to  prevent  the  use  of  the  secret  by 
another  [d). 

The  manner  in  which  the  Court  deals  with  a  secret  process  is 
well  exemplified  by  the  case  of  Green  v.  Folgham  (e).  There  the 
grandfather  of  the  plaintiffs  and  defendant  possessed  the  secret  of 
a  recipe  for  an  ointment  called  "  Dr.  Johnson's  Ointment  for  the 
Eyes."  This  secret  he  settled  on  his  daughter  at  her  marriage, 
and  directed  that  at  the  death  of  the  survivor  of  her  and  her 
husband  it  should  be  sold  for  the  benefit  of  the  children.  The 
daughter  communicated  the  secret  to  her  eldest  son  and  destroyed 
the  recipe.  On  a  bill  being  filed  against  the  eldest  son  by  the 
younger  children.  Leach,  V.-C,  decreed  an  account  of  the  profits 
made  by  the  defendant  since  his  mother's  death  by  the  sale  of 
the  ointment,  a  reasonable  allowance  being  made  him  for  his  time 
and  trouble  in  preparing  and  vending  the  same.  And  the  Yice- 
Chancellor  went  on  to  remark  that  if  the  secret  could  be  made  a 
subject  of  sale,  the  plaintiffs  would  be  next  entitled  to  ask  from  the 
Court  that  a  sale  should  be  directed  accordingly.  But  inasmuch 
as  the  Court  had  no  possible  means  either  to  communicate  the 
secret  to  a  purchaser  with  certainty,  or  to  protect  him  in  the 
enjoyment  of  it,  a  sale  was,  he  said,  impracticable  (./').  But,  he 
continued,  although  the  Court  could  not  direct  a  sale,  it  had  the 
power  of  taking  a  course  which,  in  point  of  advantage,  would  be 
equivalent  to  the  plaintiffs.     It  could  inquire  what  would  be  the 


(a)  Weston  v.  Eetcham  (1),  39  N.  Y. 
Super.  Ct.  54;  S.  0.  (2),  51  How.  Pr. 
455. 

(b)  Witthaus  v.  Braun,  44  Md.  303. 
And  see  Helmhold  v.  Ilclmbold  Maim- 
facttcring  Co.,  53  How.  Pr.  453  ;  Chad- 
wick  V.  Covell,  151  Mas^s.  190. 

(c)  Manhattan  Medicine   Co.  v.    Wood, 


108  U.  S.  218. 

{d)  Hovcnden  v.  Lloyd,  18  W.  R.  1132. 
And  see  Hinglcton  v.  Bolton,  3  Doug.  293  ; 
Chadwichy.  Covell,  151  Mass.  190;  and 
Stewart  v.  Einstein  v.  Sawhill,  64  U.  S. 
Pat.  Gaz.  1333. 

{c)  1  S.  &  S.  398. 

(/)  See  Newbery  v.  James,  1  Mer.  446. 
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value  of  the  secret  to  sell,  provided  it  could  be  made  the  subject  of 
sale  ;  and  the  annual  profits  which  had  actually  been  made  by  the 
sale  of  the  ointment  from  the  death  of  the  mother  would  be  a  fair 
criterion  by  which  that  value  might  be  estimated ;  and  the  Yice- 
Chancellor  accordingly  decreed  the  value  to  be  ascertained  at  law, 
as  at  the  date  of  the  decree. 

In  connection  with  this  subject  it  should  be  mentioned  that  Fraudulent 
when,  as  is  frequently  the  case,  the  article  manufactured  by  the 
secret   process  is  a    quack    medicine,    or   an    article   intended   to 
deceive  the  public,  the  Court  will  not  struggle  to  protect  the  secret 
or  to  punish  those  who  invade  it  (a) . 

The  rights  which  are  possessed  by  the  owner  of  a  magazine,  Literary 

n         Tj  IT      J-  p  •     -1        production. 

newspaper,  or  other  literary  publication,  are  ot  a  very  similar 
character  to  those  which  a  person  has  in  the  goodwill  of  a  business 
carried  on  by  him.  Just  as  a  name  affixed  to  a  shop  conveys  to 
customers  the  idea  of  a  certain  degree  of  excellence,  with  which 
the  articles  sold  by  the  person  using  that  name  are  associated  in 
their  minds ;  so  the  title  prefixed  to  a  periodical,  or  its  general 
appearance,  conveys  to  those  who  take  it  up  the  impression  that 
the  contents  of  that  publication  will  be  found  to  be  up  to  the 
standard  to  which  former  editions  of  the  simulated  publication 
have  attained.  Like  goods  bearing  a  trade  mark,  literary  publica- 
tions carry  with  them  wherever  they  go  the  guarantee  for  their 
quality,  and  the  representations  conveyed  by  their  titles  are  made 
to  all  into  whose  hands  they  may  come,  not  merely  to  the  original 
purchaser.  With  the  doctrine  of  trade  marks  that  of  the  titles  of 
literary  works  has  also  progressed,  so  that  in  this  also  it  has  been 
said  that  "  a  publisher  or  author  has  either  in  the  title  of  his  work, 
or  in  the  application  of  his  name  to  the  work,  or  in  the  particular 
marks  which  designate  it,  a  species  of  property  similar  to  that 
which  a  trader  has  in  his  trade  mark,  and  may,  like  a  trader,  claim 
the  protection  of  a  Court  of  Equity  against  such  a  use  or  imitation 
of  the  name,  mark,  or  designations  as  is  likely,  in  the  opinion  of 
the  Court,  to  be  a  cause  of  damage  to  him  in  respect  of  that  pro- 
perty"(^>). 

The  earliest  of  the  cases  with  respect  to  the  titles  of  publications  llor/rj  v.  Kirhi/. 

(«)    Williams  v.  Williams,  3  Mer.  157  ;  v.  Abbott  (2),  79  N.  Y.  Sup.  Ct.  243. 

Estcourt    V.    Estcourt    Hop   Essence    Co.,  {b)  Tcr    Miller,    J.,    in    liobcrtso)!    v. 

L.'R.  10  Ch.  216;  Eohlcr  jVanufacturiiigi  Berry,    50    Md.    591.      See,    however, 

Co.  V.  Beshore,  59  Fed.  Rep.  573  ;  Sieyert  Walter  v.  Emmott,  54  L.  J.  Ch.  1059. 
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was  Hogg  v.  Kirb// (a),  before  Lord  Eldon,  C,  in  1803.  The 
plaintiff  was  the  proprietor  of  a  monthly  magazine,  called  "  The 
Wonderful  Magazine,"  which  was  in  fact  edited  by  the  plaintiff, 
though  the  defendant's  name  was  used  as  that  of  the  publisher. 
At  the  completion  of  the  fifth  number,  the  defendant  refused  to 
allow  the  longer  use  of  his  name,  and  the  arrangement  was 
accordingly  discontinued,  and  the  accounts  between  the  parties 
finally  settled.  The  plaintiff  then  put  out  a  notice  stating  that  he 
would  publish  the  sixth  number,  which  he  did ;  but  on  the 
following  day  a  new  magazine  was  published  by  the  defendant, 
under  the  same  title  as  the  old  one,  but  with  the  addition  of 
"  New  Series  Improved,  printed  for  Kirby  &  Scott,"  and  it  was 
announced  that  it  was  intended  to  issue  this  monthly.  The  plain- 
tiff then  instituted  a  suit  to  check  the  piracy,  and  was  able  to  point 
to  several  circumstances,  in  addition  to  the  title,  which  indicated 
an  intention  of  inducing  the  belief  that  the  work  was  in  fact  a 
continuation  of  the  plaintiff's.  Lord  Eldon,  in  his  judgment, 
after  alluding  to  the  circumstance  that  the  plaintiff's  counsel  had 
argued  the  case  on  the  several  grounds  of  copyright,  fraud,  and 
contract,  said  that  he  should  state  the  question  to  be,  "not  whether 
the  defendant's  work  was  the  same  as  the  plaintiff's,  but,  in  a 
question  between  those  parties,  whether  the  defendant  had  not 
represented  it  to  be  the  same," — in  fact,  resting  the  case  upon 
fraud  on  the  part  of  the  defendant.  His  Lordship  held  that  the 
defendant's  intention  did  appear  to  be  to  represent  his  work  as  a 
continuation  of  the  plaintiff's,  "  taking  the  credit  which  had  been 
acquired  by  that  to  his  own  "  (&),  and  the  injunction  was  accord- 
ingly granted,  but  in  such  terms  as  to  extend  only  to  the  pretence 
of  the  defendant's  work  being  a  continuation  of  the  plaintiff's  (c). 
Spottiswoodc  In  SpottisuvodcY.  Clai'/ie  (d),  where  the  plaintiff  published  "  The 

Pictorial  Almanack,"  and  the  defendant  "  Old  Moore's  Pictorial 
Almanack,"  there  being  certain  similarities  between  the  wrappers 

(«)  8  Ves.  215.     And  see  the   early  view "  sought  to  restrain  their  publishers 

Scotch  cases  of  In  re  Edinburgh  Corre-  and  a  former  assistant  editor  from  issuing 

spondcnt  Newspaper,  Ct.  Sess.  Gas.,   1st  the    "Nineteenth    Century,"    alleging 

Ser.  I.  407,  n.  ;  and  Constable  ^'-  Co.  v.  among  other  things  that  the  defendants 

Brewster,  ib.  III.  215.  were  representing  the  latter  to  he  the 

,,>   c<       r  Tf     7     V       m^T  plaintiffs' Review ;  the  Vice -Chancellor, 

(b)  aee  Lone/man  \.  If  uw/iester,  16  \es.  i  r,  n   ^.i    i.   i.u       ^  r  -i  j 

npA    ■        T  •  u  T      1  x'lj  1   •     A  1  ■  however,   held  that  the  cliarges  tailed, 

269,  m  which  Lord  Lldon  explained  his  i        n       ^    ±  j.  ■    ■       ^■ 

1     .  .       ■     , ,  ,  '■  and    reiused   to    grant   an    in i unction, 

decision  m  the  present  case.  •     i  ^„  °   j,         -,,r    v    ,o-n 

'■  And  see  Clowes  v.  Hong,  W.  N.   18/0, 

(e)  In  SfrahiR  v.  King,  Dig.  539,  the       p.  268;  ih.  1871,  p.  40." 

proprietors  of  the  "Contemporary  Re-  {d)  2  Ph.  154. 
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of  the  two  works,  Lord  Cottenliam,  denying  that  trade  marks  had 
anything  to  do  with  the  case,  said  that  it  was  difficult  to  believe 
that  no  fraud  was  intended,  hut  that  if  such  were  the  case,  the 
attempt  was  very  clumsy.  And  he  felt  so  much  douht  as  to  the 
legal  right  that,  on  the  balance  of  convenience,  he  dissolved  the 
injunction  which  had  been  granted  by  the  Yiee- Chancellor  of 
England,  giving  the  plaintiff  leave  to  bring  an  action,  and  order- 
ing the  defendant  to  keep  an  account. 

In  both  of  the  above  cases  fraud  was  the  ratio  decidoxU,  the  Title  of 
actions  of  the  defendants  being  examined  with  a  view  to  the  dis- 
covery of  their  motives  and  intentions.  But  at  the  present  date 
the  rule  is  that  even  though  one  person  may  have  adopted  in 
ignorance  and  bond  fide  a  name  coincident  or  nearly  coincident 
with  that  employed  by  another  person,  yet  he  is  bound  to  dis- 
continue the  use  of  that  name  so  assumed  as  soon  as  he  is  made 
acquainted  with  the  fact  of  its  earlier  employment,  and  the  previous 
employer  of  the  name  is  entitled  to  obtain  an  injunction  against 
him,  unless  by  his  own  laches  or  other  default  he  has  lost  the 
rights  which  he  otherwise  would  have  had.  The  principle  enun- 
ciated by  Wood,  V.-C,  in  McAndrcw  v.  Bassett  (a),  would  be 
equally  applicable  to  the  case  of  a  title  of  a  periodical :  that  is  to 
say,  that  although  A.  may  have  innocently  used  the  title  employed 
by  B.,  yet  if  he  continues  to  trade  upon  B.'s  reputation  after  being 
made  aware  of  his  error,  he  does  so  fraudulently. 

The  modern  doctrine  was  thus  stated  by  the  L.  JJ.  in  the  "  Sporting  Fraudulent 
Life  "  case  (b)  :  "  It  appears  to  us  that  there  is  nothing  analogous  n'feTnorbe 
to  copyright  in  the  name  of  a  newspaper,  but  that  the  proprietor  proved, 
has  a  right  to  prevent  any  other  person  from  adopting  the  same 
name   for   any  other   similar   publication."     And   in    Clonciit  v. 
Maddick  (c),  in  which  case  the  plaintiffs  were  the  publishers   of 
"  Bell's  Life,"  and  the  defendants  the  originators  of  a  "  Penny 
Bell's  Life,"  it  was  said  by  Stuart,  Y.-C,  that  "  This  is  an  applica- 
tion in  support  of  the  right  to  property.     It  has  been  argued  on 
behalf  of  the  defendants  that,  unless  a  fraudulent  intention  is  made 
out,  the  plaintiffs  are  not  entitled  to  an  injunction.     That  is  a 
view  of  the  law  to  which  I  cannot  accede.     Lord  Cottenham,  in 

(a)  33  L.  J.  Ch.  561.     And  see  Wtl-       8  App.  Caa.  15  [perJjovd,  Blackburn). 
Hams  V.  Oshorne,   13  L.  T.  N.  S.  498;  {b)  Kelly  v.  llutton,  L.  R.  3  Ch.  708. 

and  Si»r/cr  Manufacturing  Co.  v.  Looy  (3),  (c)   1  Giff.  98. 


294 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 


the  case  of  MiUington  v.  Fox  (a) ,  has  declared  that  where  a  trade 
mark  has  been  innocently  and  even  unconsciously  made  use  of  to 
the  injury  of  another,  the  owner  of  the  trade  mark  is  entitled  to 
the  protection  of  this  Court." — "  The  defendants'  whole  case 
appears  to  rest  on  the  fact  that  they  intended  to  commit  no  fraud  ; 
that  they  had  no  fraudulent  intention  in  adopting  the  words  'Bell's 
Life,'  and  thought  that  by  prefixing  the  word  '  Penny '  to  the  title 
they  had  sufficiently  warned  the  public  that  they  were  not  pur- 
chasing the  plaintiffs'  paper.  But  the  absence  of  fraudulent 
intention  is  no  defence  against  an  application  to  the  Court  for  an 
injunction  by  the  person  whose  property  has  been  injured,"  and 
where  deception  is  probable,  an  injunction  will  be  granted  (/>).    In 


(rt)  3  My.  &  Cr.  338. 

[b)  Thus,  injunctions  were  granted  in 
the  following  cases: — Edmonds  v.  Ben- 
hoiv,  Dig.  33  ("The  Real  John  Bull" 
imitated  by  ' '  The  Old  Real  John  Bull " ) ; 
In  re  The  Edinhnrrjli  Correspondent  JSfews- 
2}aper,  Ct.  of  Sess.  Gas.  1st  Ser.  I.  (new 
ed.)  407,  n.  ("The  Edinburgh  Corre- 
spondent," name  copied) ;  Constable  %  Co. 
V.  Brewster,  Ct.  of  Sess.  Cas.  1st  Ser. 
III.  215  (new  ed.  152)  ("The  Edin- 
burgh Philosophical  Journal  "  by  "  The 
New  Series  of  the  Edinburgh  Philoso- 
phical Journal")  ;  I'rowett  v.  Mortimer, 
2  Jut.  N.  S.  414  ("The  John  Bull  and 
Britannia"  by  "  The  True  Britannia  ") ; 
Inc/ram  v.  St  if,  5  Jiir.  N.  S.  947  ("The 
London  Journal"  by  "The  London 
Daily  Journal");  Chance  v.  Sheppard, 
Dig.  317  ("The  Bedfordshire  Express 
and  General  Advertiser  for  the  Counties 
of  Cambridge,  Hertfordshire,  Hunting- 
donshire, and  Middlesex  "  by  "  The 
Bedfordshire  Express  and  General  Ad- 
vertiser for  the  County");  Corns  v. 
GriJIiths,  W.  N.  1873,  p.  93  ("The  Irou 
Trade  Circular — Ryland's  "  by  "  The 
Iron  Trade  Circular — edited  by  Samuel 
Griffiths");  Metzler  y.  Wood,  8  Ch.  D. 
Ci06  ("  Hemy's  Royal  Modern  Tutor  for 
the  Pianoforte"  by  "Hemy's  New  and 
Revised  Edition  of  Jousse's  Royal  Stan- 
dard Pianoforte  Tutor");  Ilutchings  \. 
Sheard,  W.  N.  ISSl,  p.  20  ("The  Violin 
School,  by  J.  D.  Loder  "  by  "J.  D. 
Loder's  Celebrated  Violin  School,  edited, 
revised,  and  enlarged  by  T.  Westrop") ; 
Frimrose  Press  Ageneif  v.  Knowles,  L.  J. 
N.  of  C.  1886,  p.  43  ("Church  and 
State"  in.  each  case)  ;  Renter'' s  Telegram 
Cv.  V.  International  Guide  Syndicate,  94 
L.  T.  (Journal)  437,  460  (unaxithorised 


use  of  "  Official"  as  applied  to  a  guide 
to  an  exhibition)  ;  Reed  v.  CMeara,  21 
L.  R.  Ir.  216  ("The  Grocer  and  Oil 
Trade  Review"  imitated  by  "The 
Grocer  and  Wine  Merchant  and  Irish 
Brewer  and  Distiller."  An  injunction 
was  granted  to  restrain  the  word 
"Grocer,"  into  which  the  plaintiffs' 
title  was  commonly  abbreviated,  from 
being  used  as  the  first  and  principal 
part  of  the  defendants'  title) ;  Matsell  v. 
Flanagan,  2  Abb.  Pr.  N.  S.  459  ;  R.  Cox, 
367  ("  The  National  Police  Gazette  "  by 
"  The  United  States  Police  Gazette  ") ; 
Totter  V.  IlcPherson,  28  N.  T.  Sup.  Ct. 
559("Payson,  Dunton,  and  Scribner's 
National  System  of  Penmanship"  by 
' '  Independent  National  System  of  Pen- 
manship"); Gage  v.  Canada  Puhlishinq 
Co.,  11  Can.  Sup.  Ct.  306  ("Beatty's 
Headline  Copy  Book ' '  imitated  by 
"Beatty's  New  and  Improved  Headline 
Copy  Book");  Carey  v.  Goss,  11  Ont. 
Rep.  619  ("The  Commercial  Traveller 
and  Mercantile  Journal,"  commonly  ab- 
breviated to  "The  Commercial  Travel- 
ler," and  "The  TraveUer,"  by  "The 
Traveller").  And  see  Keene  v.  Harris, 
17  Ves.  338  ;  Walter  v.  Bead,  25  Sol.  J. 
742,  757  (imitations  of  "  The  Times  ")  ; 
and  Ameriean  Grocer  Publishing  Associa- 
tion V.  Grocer  Publishing  Co.,  32  N.  Y. 
Sup.  Ct.  398  (imitations  of  "  The  Ame- 
rican Grocer");  Munro  v.  Beadle,  62 
N.  Y.  Sup.  Ct.  312  (reversing  46  U.  S. 
Pat.  Gaz.  448),  where  an  injunction  was 
granted  at  the  instance  of  a  jDublisher  of 
detective  stories  under  the  name  of  ' '  The 
Old  Sleuth  Library  ' '  to  restrain  the  use 
of  the  word  "  Sleuth ' '  for  similar  stories 
(cf.  Munro  v.  Tonsey,  129  N.  Y.  38 ;  and 
Munro  v.  Smith,  62  N.  Y.  Sup.  Ct.  419) ; 
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Walter  v,  Einmott  (a),  however,  the  Court  of  Appeal  did  not  take 
the  same  view  as  to  the  jurisdiction  in  such  cases  being  founded  on 
property,  and  Cotton,  L.  J.,  said  that  "the  principle  upon  which 
the  Court  has  to  decide  these  cases  is  this :  It  is  not  a  question  of 
property ;  it  is  the  question  whether  what  has  been  done  by  the 
defendant  is  in  reason  calculated  to  induce  people  to  take  his  goods 
as  those  of  the  plaintiff,  or,  in  other  words,  to  pass  off  his  goods, 
whatever  they  may  be,  as  the  goods  of  the  plaintiff."  And 
Bo  wen,  L.  J.,  said,  "  The  principle  which  is  involved  seems  to  me 
to  be  the  right  of  the  Coiu-t,  and  the  duty  of  the  Com-t,  to  prevent 
damage  being  done  to  the  business  of  a  person  who  is  lawfully 
carrying  on  his  business,  by  acts,  conduct,  or  representations,  con- 
sisting either  of  acts  or  language,  which  are  calculated  to  deceive 
the  public,  and  persons  who  otherwise  would  deal  with  the  plain- 
tiff." However,  even  in  this  case  it  was  not  suggested  that  a 
fraudulent  intention  was  necessary  to  enable  relief  to  be  given  ; 
and  if  that  is  so,  the  question  whether  property  is  or  is  not  involved 
seems  of  little  practical  importance.  Even  if  the  theory  that  there 
is  property  in  the  name  of  a  newspaper  is  admitted,  that  right  is 
not  invaded  without  a  probability  of  deception  being  produced. 

While,  however,  the  fact  that  the  defendant  has  adopted  a  title  But  decep- 
calculated  to  deceive  is  sufficient  to  entitle  the  plaintiff  to  his  p^^^^i^  ^ 
remedy,  without  it  being  necessarj-  for  him  to  go  into  the  defend- 
ant's motives,  he  must  prove  the  probability  of  deception,  and  if  he 
cannot  do  this  he  will  fail,  even  though  there  may  be  circmnstances 
pointing  to  a  fraudulent  intention.  Thus,  where  the  proprietors 
of  the  "  Era,"  one  of  the  principal  writers  in  which  paper  used  the 
pseudonym  of  "  Touchstone,"  sought  to  restrain  the  publication  of 
"  Touchstone,  or  the  New  Era,"  and  alleged  certain  further 
resemblances  between  the  two  papers,  the  Court  of  Appeal  re- 
scinded the  injunction  which  had  been  granted,  on  the  ground 
that  no  deception  could  occur  {b) .     And  where  the  plaintiff  sought 

Social  ]icijister  Association  y.  Howard,  60  "Punch   and  Judy");   Dicls  v.   Yates, 

Fed.  Rep.   270   (imitations   of   "Social  18   Ch.    D.  76   ("Splendid   Misery,    or 

Register"  for  a  list  of  residents);  In-  East  End   and   West  End,    by  C.    H. 

vestor  Fuhlishing  Co.  of  Massachusetts  v.  Hazelwood,"  and  "Splendid  Misery,  by 

Dobinson,    72    Fed.    Eep.    603    ("The  the  author  of  Lady   Audley's   Secret, 

United    States    Investor"    and    "The  Vixen,    &c.") ;    Dale  v.   Smith,  W.  N. 

Lavestor  ").  1882,  p.  145  ("The  Plumber  and  Decora- 

(a)  .54  L.  J.  Ch.  1059.  tor  and  Journal  of   Gas   and   Sanitary 

[b)  Lcdfjn- Y.  liaij.  Dig.  550.  And  no  Engineering"  and  "The  Decorator, 
injunctions  were  granted  in  Bradburtj  v.  Plumber,  and  Gasfitter's  Journal  ")  ; 
Bceton,  39  L.  J.  Ch.  57  ("Punch"  and  lialc  v.  General  Nexvspaper  Co.,  1  Times 
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to  restrain  the  defendant  from  using  the  name  "  Post  Office 
Directory,"  and  it  was  shown  that  the  name  had  been  used  by- 
others  than  the  plaintiff,  and  that  the  defendant  had  had  the 
assistance  of  post  office  servants,  it  was  held  that  no  injunction 
could  be  granted  (a) .  So,  where  both  plaintiff  and  defendant  sold 
under  the  name  of  "  Castle  Album "  albums  illustrated  with 
pictures  of  castles,  it  was  held  that  the  name  was  descriptive  of  the 
thing,  and  that,  even  if  the  name  were  capable  of  appropriation  at 
all,  no  injunction  would  be  granted  to  protect  it,  unless  it  were 
proved  that  it  was  recognised  as  denoting  exclusively  the  plaintiff's 
albums  (^).  Even  if  the  title  is  not  descriptive,  and  has  been 
taken  without  alteration  by  the  defendant,  no  injunction  will  be 
granted  unless  the  plaintiff's  paper  has  been  long  enough  on  sale 
to  have  acquired  some  reputation  under  the  name  (c).  And  the 
plaintiff  must  come  with  clean  hands  (rf). 
Titles  of  Although  the  title  of  a  periodical  publication  as  a  newspaper, 

protectecT  magazine,  or  almanack  most  closely  resembles  a  trade  mark,  on 
generally.  account  of  its  repeated  and  continued  use  from  time  to  time  upon 
articles  of  a  certain  class,  the  protection  afforded  by  the  Court  is 
extended  to  the  title  of  any  kind  of  literary  production.  Thus, 
the  publishers  of  "  The  Birthday  Scripture  Text  Book  "  succeeded 
in  obtaining  an  injunction  against  persons  who  had  brought  out 

L.  E..  177  (same  as  above,  and  "The  Stephens  v.  De  Conto,  30  N.  Y.  Super. 

Plumbing    and    Decorating,    Sanitary,  Ct.  343;  R.  Cox,  442  ("La  Cronica " 

WaterjandGasEnginecrinyClironicle");  and   "El  Cronista  ")  ;   Usyood  v.  Allen, 

Courn  Y.  Sultoii,   46  L.  T.  N.  S.   897  1  Holmes,  185  ("  Our  Young  Folks,  an 

("  The  Newcastle  Daily  Chronicle"  and  Illustrated    Magazine    for     Boys     and 

"The  Sporting  Chronicle  and  Prophetic  Girls,"  and  "  Our  Young  Folks'  Illus- 

Bell");    TFallcr  y.  Emiiwtt,  b-ilj.  J.  Gh.  trated  Paper ")  ;    Tal/cot    v.    Moore,    13 

1059  ("The  Mail"  and  "The  Morning  N.  Y.  Sup.  Ct.  100  ("The  Little  Red 

Mail."     Here  the  style  and  price  of  the  Book"  and  "The  Red  and  White  Book"); 

two  papers  "were  very  different)  ;  Jafra)/  Duniwcnj   Publiahing   Co.  v.  North -IJ'cst 

V.  Emmott,  Bacon,  V.-C,  Julv  3rd,"lS85  Printing  Co.,  11   Oi-eg.  322  ("  The  New 

("The  Birmingham  Daily  Mail"   and  North  -  West  "    and  "The   North-West 

"The  Morning  Mail");    Borthirick  v.  News");   Stakes  v.  Allen.  63  N.  Y.  Sun. 

The  Evening  Post,    Ld.,  37  Ch.  D.  449  Ct.  526   ("The  Good  Things  of  Life."" 

("  The    Morning    Post  "     and     "  The  consisting  of  illustrations  from  a  serial 

Evening  Post ")  ;  Pretty.  Bowles,  L.J.  called  "Life,"  and  "  The  Spice  of  Life," 

N.  of  C.  1890,  p.  43  ;  affirmed  by  C.  A.  consisting    of    illustrations     from     the 

April  30th,  1890  ("  The  Princess'  Novel-  "  Fliegende  Blaetter,"  the  refusal  being 

ettes"  and  "The  Princess")  ;  Houlston  based  upon  the  different  meaning  of  the 

V.  Morleg,  90  L.  T.  (Journal)  40  ("  En-  same  word  in  the  two  publications), 

quire  Within   upon   Everything"    and  („)  Kelly  y.  Bijles,  13  Ch.  D.  682. 

" Enquire  Within ')  ;  Snoirdeny.  Xuah,  ,,,    ,,  ,             c  z     •     ?     oo  r^u    -n    /r^^ 

Hopk.   347  ;  R.  Cox,  1  ("The  National  ^^'^  Sehovey.  Sehmneke,  33  Ch.  D.  546. 

Advocate"and"TheNewYorkNational  {<')  Licensed  Victuallers'  JSewspaper  Co. 

Advocate") ;  Bell  v.  Locke,  8  Paige,  75  ;  v.  Bingham,  38  Ch.  D.  139. 

R.  Cox,   11   ("The  Democratic  Repub-  {d)  Talbot  y.  Judges,   3   Times  L.  R. 

licanNewEra"  and  "The  New  Era");  398. 
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"  The  Children's  Birthday  Text  Book,"  Lord  Eomilly,  M.  E., 
remarking  that  the  defendants  were  not  entitled  to  publish  a  work 
"  with  such  a  title,  or  in  such  form  as  to  binding  or  general 
appearance,  as  to  be  a  colourable  imitation  of  that  of  the  plain- 
tiffs" (a).  And  so,  where  the  title  of  a  song  was  imitated  in  such 
a  manner  as  to  be  calculated  to  induce  the  public  to  buy  the 
spurious  publication  in  mistake  for  the  genuine,  the  continuance  of 
the  fraud  was  restrained  {b). 

The  right  which  exists  in  the  title  of  a  publication  is  a  right  of  Incidents 
property  (c),  a  chattel  interest  (d),  capable  of  assignment  ((')  or  publication, 
bequest  (/),  passing,  in  the  event  of  its  proprietor's  bankruptcy,  to 
his  trustee,  but  incapable  of  seizure  by  a  sheriff  (r/),  and  which,  in 
the  event  of  a  dissolution  of  partnership  between  joint  proprietors, 
must  be  sold  for  the  purpose  of  the  proceeds  of  the  sale  being 
included  in  the  assets  of  the  partnership  {/i). 

Although  the  term  copyright  has  been  sometimes  applied  to  the  No  copyright 
right  in  the  title  of  a  publication  (/),  there  "  cannot  in  general  be 
any  copyright  in  the  title  or  name  of  a  book"  (/.•),  but  copyright 
and  trade  mark  are  things  "totally  distinct"  (/),  and  registration 


(a)  Mack  v.  Fetter,  L.  R.  14  Eq.  431. 
See  JFeMon  v.  Dicks,  10  Ch.  D.  247. 
Also  Sstes  V.  Williams,  22  Bl.  C.  364  ; 
Estes  V.  Belford,  Clarke  >f-  Co.,  30  TJ.  S. 
Pat.  Gaz.  99  ;  Estcs  v.  Leslie  (1),  23  Bl. 
C.  C.  476  ;  ib.  (2),  29  Fed.  Rep.  91  ; 
Estcs  V.  Worthimjton  (3),  24  Bl.  C.  C. 
371  ;  in  aU  of  -wliich  cases  the  plaintiff. s 
■were  the  American  grantees  from  the 
original  English  publishers  of  an  ex- 
clusive right  in  the  publication. 

[b)  Chappell  V.  Sheard,  2  K.  &  J.  117  ; 
Chappell  V.  Davidson,  ib.  123.  But  in 
Isaacs  V.  Dali/,  39  N.  T.  Super.  Ct.  511, 
it  was  held  that  no  injunction  could  be 
granted  to  restrain  the  use  of  the  word 
"  Charity"  as  the  name  of  a  play,  the 
word  being  one  of  general  application, 
and  the  use  by  the  defendant  bond  fide. 

(c)  Clement  v.  Maddick,  1  Giff.  98 ; 
Kclln  V.  Hntton,  L.  R.  3  Ch.  708.  But 
this  was  disputed  in  Walter  v.  Emmott, 
54  L.  J.  Ch.  1059. 

[d)  P«-Wood,  L.J.  xnEelhjv.IIutton, 
L.  R.  3  Ch.  708. 

{e)  Longman  v.  Tripp,  2  Bos.  &  P. 
N.  R.  67  ;  Ex  parte  Eoss,  2  De  G.  >fc  J. 
230  ;  Eellij  v.  Ilutton,  L.  R.  3  Ch.  708  ; 
Clowes  V.  Horjn,  ^X .  N.  1870,  p.  268  ; 
ib.  1871,  p.  40;  Ward  v.  JSeeton,  L.  R. 
19   Eq.   207  ;   SHOwdcn  v.   Noah,  Hopk. 


347;  R.  Cox,  1. 

(/)  Keenev.  Harris,  l7Ves.  338.  In 
McCormick  v.  McCubbin,  Ct.  Sess.  Cas.  1, 
Ser.  I.  541  (new  ed.  496)  it  was  held  by 
the  Coui-t  of  Session  that  the  executors 
of  the  proprietor  of  a  half- share  in  a 
newspaper  were  entitled  to  proceed  to  a 
sale  of  his  share. 

{g)  E.V  parte  Eoss,  2  De  G.  &  J.  230. 

(/()  Bradbury  v.  Dickens,  '21  Beav.  53; 
Dat/ton  V.  Wilkes,  17  How.  Pr.  510;  R. 
Cox,  224. 

(i)  E.g.,  per  Lord  Romilly,  M.  R.,  in 
Mack  V.  Fetter,  L.  R.  14  Eq.  431  ;  per 
Malins,  V.-C,  in  jreldon  v.  Dicks,  10 
Ch.  D.  247  ;  per  Bacon,  V.-C,  in  Dicks 
V.  Yates,  18  Ch.  D.  76. 

(k)  Fer  James,  L.  J.,  in  Dicks  v.  Yates, 
18  Ch.  D.  76.  And  see  Eellij  v.  Hntton, 
L.  R.  3  Ch.  708  ;  Correspondent  News- 
paper Co.  V.  Saunders,  11  Jur.  N.  S.  540  ; 
Frimrose  Fress  Agency  v.  Ktiowlcs,  L.  J. 
N.  of  C.  1886,  p.  43;  Schove  v.  Schmincke, 
33  Ch.  D.  546;  Licensed  Victuallers''  News- 
paper Co.  V.  Bingham,  38  Ch.  D.  139 ; 
Osgood  \.  Allen,  1  Holmes,  185. 

'(/)  Fer  Jessel,  M.  R.,  in  Dicks  v.  Yates, 
18  Ch.  D.  76.  In  Gage  v.  Canada  Fub- 
lis/iing  Co.,  11  Can.  Sup.  Ct.  i^OO,  it  was 
said  that  the  name  of  a  newspaper  was 
not  a  trade  mark. 
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Must  bo 
actual  user. 


under  the  Copyriglit  Acts  gives  no  further  right  to  protection  than 
exists  independently  of  such  registration  (a) . 

Just  as  a  trade  mark  must,  in  order  to  be  entitled  to  protection, 
be  affixed  to  a  vendible  article  in  the  market  {h),  so  a  title  of  a 
publication  must  be  actually  used.  The  mere  intention,  previous 
to  publication,  of  using  a  particular  name  as  the  title  of  a  literary 
work,  even  if  followed  by  the  registration  of  the  proposed  title  as 
copytight,  the  advertisement  of  the  f  ortlicoming  work,  or  the  actual 
preparation  of  its  contents,  confers  no  right  to  protection,  for,  "  in 
the  case  of  advertisement,  followed  by  publication,  the  party  pub- 
lishing has  given  something  to  the  world,  and  there  is  some 
consideration  for  the  world's  giving  him  a  right ;  but  in  the  case 
of  mere  advertisement,  he  has  neither  given,  nor  come  under  any 
obligation  to  give,  anything  to  the  world,  so  that  there  is  a  total 
want  of  consideration  for  the  right  which  he  claims"  (r).  So,  in 
one  case((/),  the  defendants  had  registered  their  newspaper  at 
Stationers'  Hall  on  December  24th,  1885,  but  did  not  publish  the 
first  number  till  January  16th,  1886 ;  while  in  the  meantime  the 
plaintiffs  had  registered  on  January  1st,  1886,  and  begun  to  sell 
on  January  2nd,  1886,  a  newspaper  under  the  same  name,  and  it 
was  held  that  an  injunction  must  be  granted  for  the  protection  of 
the  plaintiffs,  who  had  been  the  first  to  actually  use  the  title.  The 
user  must,  however,  be  substantial  {c).  Where,  on  the  other  hand, 
a  book  has  been  once  published  under  a  particular  title,  it  seems 
that  the  right  in  the  title  remains,  notwithstanding  that  the 
book  has  been  long  out  of  print,  and  has,  in  fact,  been  treated 
as  obsolete  (/). 


(fl)  Maxtcell  v.  Hogg,  L.  R.  2  Ch.  307  ; 
Barloiv  ^-  Jones,  Ld.  v.  Johnson  ^-  Co., 
7  P.  K.  395,  399.  In  the  American  case 
of  JolUe  V.  Jaqucs,  1  EL  C.  C.  618,,  it 
was,  however,  held  that  the  right  to  the 
title  of  a  work,  the  copyright  of  which 
turned  out  to  be  invalid,  must  fail  with 
the  copyright.  See  Osgood  v.  Alien,  1 
Holmes,  1S5  ;  Isaacs  v.  I)ahj,  39  N.  T. 
Super.  Ct.  511  ;  Scoville  v.  Toland,  6 
West.  L.  J.  8-1  ;  Hirsch  v.  Jonas,  3  Ch. 
D.  584  ;  Munro  v.  BeaeUe,  62  N.  Y.  Sup. 
Ct.  312:  Munroy.  Tonscy,  129  N.  Y.  38. 


[b)  Or  registered,  since  the  Trade 
Marks  Act  of  1875. 

{c)  Fer  Turner,  L.  J.,  ia  Uaxwcll  v. 
Hogg,  L.  R.  2  Ch.  307.  And  see  Corre- 
spondent Newspaper  Co.  v.  Saunders,  11 
Jur.  N.  S.  540. 

[d)  Prinirose  Fress  Agency  v.  Knoivlcs, 
L.  J.  N.  of  C.  1886,  p.  43. 

{e)  Licensed  Victuallers'  Xcivspaper  Co. 
V.  Bingham,  38  Ch.  D.  139. 

(/)  TVeMon  \.  Licks,  10  Ch.  D.  247. 
Compare  Estes  v.  Worthing  ton  (3),  24 
Bl.  C.  C.  371. 
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So  early  as  the  time  of  Lord  Ilardwicke  (a)  it  was  fully  recog-  Value  of 
nised  that  the  goodwill  of  a  trade  might  be  of  considerable  value,  ^"°  ^^  ' 
and  by  the  beginning  of  the  present  century  it  was  said  at  the 
bar  {b)  to  be  a  matter  of  common  experience  that  contracts  for 
the  sale  of  a  goodwill  were  enforced  by  actions  at  law  at  every 
sittings. 

The  connection  between  goodwill  and  trade  marks  is  very  inti-  Connection 
mate.     Thus,  where  in  a  suit  for  specific  performance  of  a  contract  o-oodwill  and 
for  sale  of  a  business  (e),  one  of  the  subjects  of  the  contract  was  trademarks. 
"  goodwill,  &c.,"  Eomilly,  M.  R.,  said  that  those  words  united 
such  things  as  were  necessarily  connected  with  and  belonged  to 
the  goodwill,  many  of  which  were  easily  pointed  out;  for  instance, 
the  use  of  trade  marks.     Such  things  would  be  included  in  the 
words  "et  csetera,"  and  would  be  included  in  the  conveyance.    The 
sale  of  a  business  carries  with  it  the  goodwill  and  trade  marks  {(I), 
and  the  sale  of  a  business  and  goodwill  carries  with  it  the  right  to 
the  trade  name  (<:'),  and  the  words  "assets  and  effects  of  every 
kind  and  nature,"  in  a  bill  of  sale  of  a  business,  cover  the  trade 


{a)  Giblett  v.  Sead,  9  Hod.  459. 
(i)  £unn  V.  Guy,  4  East,  190. 

(c)  Cooper  v.  ifood,  26  Beav.  293. 

[d)  Shipu'riffht  v.  Clements,  19  "W.  R. 
599 ;  Singer  Manufacturing  Co.  v.  Loog 
(3),  8  App.  Gas.  15,  33  {per  Lord  Black- 
burn) ;  Currie  v.  Currie,  15  P.  R.  339  ; 
Merry  v.  Hoopes,  111  N.  Y.  415;  Gage 
V.  Canada  FubHshing  Co.,  11  Can.  Sup. 
Ct.  306.  And  see  JIall  v.  Barrows,  4  De 
G.  J.  &  S.  150  ;  Broun  Chemical  Co.  v. 
Meyer,  139  U.  S.  540  ;  Wihnerv.  Thomas, 
74  Md.  485.  But  see  Yotinff  v.  Jones 
Bros.  ^-  Co.,  3  Hughes,  274.  In  Churton 
V.  Douglas,  Johns.  174,  V. -C.Wood  went 
so  far  as  to  say  that  the  question  of  trade 
mark  was  in  fact  the  same  as  tlie  ques- 
tion of  firm  name,  which,  it  was  obvious, 


was  an  important  part  of  the  goodwill 
See,  too,  England  v.  Cnrlinq,  8  Beav 
129  ;  In  re  Roger  (2),  12  P.  R.  149 
Dickson  v.  McMasicr  ^-  Co.,  18  Ir.  Jur 
202  ;  Congress  ^  Empire  Spring  Co.  v. 
High  Rock  Congress  Spring  Co.,  57  Barb 
526  ;  R.  Cox,  599;  Dixon  Crucible  Co.  v 
Guggenheim,  2  Brews.  321  ;  R.  Cox,  559; 
Sohicrv.  Johnson,  111  Mass.  238  ;  Witt- 
haus  V.  Braun,  44  Md.  303  ;  E.v  parte 
Young,  Dig.  537  ;  Eulton  v.  Sellers,  4 
Brews.  42  ;  Hazard  v.  Casivell,  47  N.  T. 
Super.  Ct.  537 ;  BatcJielor  v.  Thomson, 
86  Ped.  Rep.  630. 

(e)  Per  James,  L.  J.,  in  Zevy  v.  Walker, 
10  Ch.  D.  436.  See  Thompson  v.  3fae- 
kinnon,  2  Steph.  Dig.  726  ;  Attenborough 
V.  Jay,  14  Times  L.  R.  439. 
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marks  used  in  tlie  business  (r/).  Again,  a  trade  mark  cannot  exist 
in  gross  and  apart  from  the  goodwill  of  the  business  with  which 
it  has  been  connected  {/>). 

This  close  connection  was  fully  recognised  in  the  Trade  Marks 
Registration  Act,  1875  (r),  by  the  second  section  of  which  it  was 
provided  that  a  registered  trade  mark  should  be  assigned  and 
transmitted  only  in  connection  with  the  goodwill  of  the  business 
concerned  in  such  particular  goods  or  classes  of  goods,  and  should 
be  determinable  with  such  goodwill.  By  the  third  section  the 
right  of  the  registered  proprietor  to  the  exclusive  use  of  the  trade 
mark  was  made  subject  to  the  provisions  in  respect  of  its  connec- 
tion with  the  goodwill.  These  provisions  are  now  repeated  in 
§§  70  and  76  of  the  Patents  Act,  1883  {d). 

"  Goodwill,  I  apprehend,"  said  Wood,  V.-C,  in  the  important 
case  of  Churtoii  v.  Douglas  (c),  "  must  mean  every  advantage, 
every  positive  advantage,  if  I  may  so  express  it,  as  contrasted  with 
the  negative  advantage  of  the  late  partner  not  carrying  on  the 
business  himself,  that  has  been  acquired  by  the  old  firm  in  carrying 
on  its  business,  whether  connected  with  the  premises  in  which  the 
business  was  previously  carried  on,  or  with  the  name  of  the  late 
firm,  or  with  any  other  matter  carrying  with  it  the  benefit  of  the 
business." — "  Yery  frequently  the  goodwill  of  a  business  or  pro- 
fession, without  any  interest  in  land  connected  with  it,  is  made  the 
subject  of  sale,  though  there  is  nothing  tangible  in  it "  {/).  And 
it  carries  with  it  the  benefit  of  such  matters  as  a  covenant  by  a 
servant  not  to  carry  on  a  similar  business  within  prescribed 
limits  (g). 

Previously  to  the  case  of  Chitrton  v.  Douglas  {//),  the  language 
of  various  eminent  judges  as  to  what  constituted  "  goodwill  "  had 
rather  tended  to  connect  the  goodwill  with  the  premises  on  which 


{(()  Morgan  v.  Rogers,  19  Fed.  Rep. 
596.  And  see  RuKsia  Cement  Co.  v.  Le 
Tage,  147  Mass.  206;  Hoxie  v.  Chancy, 
143  Mass.  592  ;  Mack'uuion  v.  T/ionipson, 
5  Can.  Leg.  News,  396. 

(i)  Cotton  V.  GUlard,  44  L.  J.  Ch.  90  ; 
In  re  WcUco)iic,  32  Ch.  D.  213  ;  f^mith  v. 
Fair,  14  Ont.  Rep.  729  :  Dixon  Crucible 
Co.  v.  Guggenheim,  2  Brews.  321  ;  R. 
Cox,  559  ;  Derringer  v.  Plate,  29  Cal. 
292  ;  R.  Cox,  324  ;  Wittham  v.  Braun, 
44  Md.  303  ;  Taylor  v.  Bemis,  4  Biss. 
406;  Kidd  v.  Johnson,  100  U.  S.  617; 
Weston  V.  Eetcham  (1),  39  N.  Y.  Super. 


Ct.  54;  S.  C.  (2),  51  How.  Pr.  455; 
Morgans.  Rogers,  19  Fed.  Rep.  596. 

{c)  38  &  39  Vict.  c.  91. 

{d)  46  &  47  Vict.  c.  57. 

{c)  Johns.  174.  And  see  jjcr  Hagans, 
J.,  in  McGouan  Bros.  Ramp  ^-  Machine 
Co.  V.  McGoican,  2  Cine.  313. 

(/)  Per  Pollock,  C.  B.,  in  Potter  v.  The 
Commissioners  of  Inland  Revenue,  10  Ex. 
147. 

{g)  Jacohj  v.  TFhitmore,  49  L.  T.  N.  S. 
335  ;   Shou-ell  v.  Winkup,  60  ib.  389. 

(A)  Johns.  174. 
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the  business  was  carried  on,  than  with  the  business  carried  on 
there,  probably  because  that  language,  though  in  general  terms, 
was  directed  to  the  circumstances  of  the  case  then  in  course  of 
decision  {a).  Thus,  Lord  Eldon,  C,  in  CruUiceU  v.  Lye  {b),  des- 
cribes goodwill  as  "  nothing  more  than  the  probability  that  the  old 
customers  will  resort  to  the  old  place  "  {c).  Leach,  M.  E.,  describes 
it  {(l)  as  "an  advantage  attaching  to  the  possession  of  the  house  " 
in  which  the  business  had  been  carried  on ;  and  Lord  Langdale, 
M.  R.  {('),  as  "the  chance  or  probability  that  custom  will  be  had 
at  a  certain  place  of  business  in  consequence  of  the  way  in  which 
that  business  has  been  previously  carried  on"(r/).  In  Tung  v. 
Midland  Raihraij  Co.  (/),  Giffard,  V.-C,  gave  effect  to  this  view 
by  holding  that  the  assignees  in  liquidation  of  a  mortgagor,  whose 
business  premises  were  taken  by  a  railway  company,  were  entitled 
to  no  part  of  the  purchase-money,  as  having  been  paid  in  respect 
of  the  goodwill  of  the  business,  as  against  the  mortgagee  of  the 
premises,  whose  debt  exceeded  the  purchase-money ;  but  that  the 
goodwill  was  incident  to  the  mortgaged  premises  and  passed  with 
them. 

The  judgment  in  CJiurtoii  v.  Douglas,  which  has  been  ac-  Not  so  now. 
cepted  by  the  House  of  Lords  in  the  recent  case  of  Trego  v. 
Hunt  {(j),  has  now  established  that  the  dictum  of  Lord  Eldon  in 
Cruftwell  v.  Lge  {//)  must  be  read  as  meaning  that  goodwill  is  the 
probability  that  the  old  customers  will  buy  the  old  goods  from  the 
old  firm  or  their  successors  in  business,  whether  the  means  of 
identification  be  the  place  of  business  or  otherwise  (/).  "  It  is  the 
whole  advantage,  whatever  it  may  be,  of  the  reputation  and  con- 
nection of  the  firm"  (A-).  The  customers  of  a  large  wholesale 
house  cannot  be  supposed  to  pay  much  attention  to  the  exact  site 
of  the  establishment ;  and  "  there  may  even  be  a  species  of  good- 
will which  may  be  the  subject  of  bargain  and  sale,  although  not 

(a)  See  Churtony.  Douglas,  Johns.  174.       adopted  in  Vonderhanlc  v.  Schmidt,  44  La. 

ih)  17Ves  335  Ann.  264;  32  Am.  St.  Rep.  336. 

)  i  T     ..■'        \-     K    -D-        *-<-   •    +1  (/)   17  W.    R.   113.      See   liutUr  v. 

{c)  In  this  case  Sir  A.  Pigp  t  in  the       j^^^J^j    g^  ^^   ^    ^^      ^^^     ^^^^^j^^^^  ^_ 

courseof  his  argument  said  that  "good-  ^^^^^^  ,,.    26  N.  Y.  Sup.  Ct.  418. 
will      was  "  the  advantage  belonging  to  (n\(\9,'^)C\  A.    C    7    1"^ 

a  house  long  accustomed  to  carry  on  a  /,(  \p,^t       Aos'     ' 

.     1      X     1    )j    o       4.  -or  W   17  Ves.  33o. 

particular  trade.       bee,  too,  »fr  l^luraer,  )\    a     i      ™    ,  «  t-  i  ^..  ?.,,.-,,.   n„.,.„^., 

Kt    r^     ■     rr  A      ;         .>  tit    11  (0  And.  covaxuxve  LaoouchereY .  JjawKon, 

Y..C.,m  Uarnsoyi  V.  Gardner,  1  UaM.  -.,  V^   ,  „  , .      „!•  ,  .    ^„„„,,  ^    M,.trn,,nl,fnn 


L.  R.  13  Eq.  322  ;    Gioper  v.  Metropolitan 
Hoard  of  Works,  2r>  Ch.  D.  472. 
{(J)  In  Chismm  v.  Beives,  5  Russ.  29.  (■/..)  j>gr  Lord  Macnaghten  in  Treffo  v. 


198 

(' 

{e)  In  Enyland  v.  Downs,  6  Beav.  269,       Hunt,  (1896)  A.  C.  7,  24 
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dependent  on  the  business  being  carried  on  in  any  particular 
place :  for  instance,  in  the  case  of  what  are  called  quack  medi- 
cines "  {a). 

While,  however,  there  may  be  a  species  of  goodwill  not  inti- 
mately connected  with  a  particular  spot,  in  many  trades  there  can 
hardly  be  any  goodwill  apart  from  the  premises  on  which  business 
has  been  carried  on.  Thus,  "  it  is  quite  plain  that  the  goodwill  of 
a  public-house  passes  with  the  public-house.  In  such  a  case  the 
goodwill  is  the  mere  habit  of  the  customers  resorting  to  the  house. 
It  is  not  what  is  called  a  personal  goodwill  "  (h).  Such  a  goodwill 
carries  with  it  the  public-house  licences,  since  without  them  the 
business  cannot  be  carried  on  (c).  And  wherever  there  is  a  con- 
nection between  the  goodwill  and  a  particular  locality  it  will  be  of 
great  consequence  ;  and  a  house  of  little  value  in  itself,  at  a  rack- 
rent,  may  have  a  peculiar  value  attached  to  it  from  the  fact  of  a 
long-established  business  having  been  carried  on  there  (d). 

Looked  at  from  another  point  of  view,  the  goodwill  may  be  said 
to  be  the  money  value  of  what  has  just  been  described  as  the 
goodwill  (e).  ' 

While  the  value  of  most  businesses  is  determined  partly  by  the 
personal  qualifications  of  the  proprietor,  partly  by  those  of  his 
subordinates,  partly  (sometimes  principally)  by  local  situation, 
partly,  it  may  be,  by  yet  other  considerations,  there  is  one  class  of 
business  in  which  the  personal  character  and  ability  of  the  head  of 
the  establishment  are  of  paramount  and  almost  exclusive  import- 
ance. That  class  comprehends  the  medical  and  legal,  or  "  learned  " 
professions. 

Adverting  to  this  distinction.  Sir  J.  Cross,  in  J^xpaj-te  TJiomas  {/), 
divided  goodwill  into  personal  and  local,  adding  that  there  might 


(ff)  Brett,  J.,  in  LUxi-clUjn  v.  Ruther- 
ford, L.  R.  10  C.  P.  456.  The  goodwill 
of  a  newspaper  is  another  example.  See 
Boon  v.  i¥o«.s,  70  N.  Y.  465,  and  the  ob- 
servations of  Lindley,  M.  R.,  in  his 
work  on  Partnership.  See,  too,  rotter 
V.  The  Commissioners  of  Inland  Revenue, 
10  Ex.  147 ;  Ginesi  v.  Cooper,  14  Ch.  D. 
596;  Trego  v.  Hunt,  (1896)  A.  C.  7,  17, 
24  ;  Donald  v.  SodqarV s  Trustees,  Ct. 
Sess.  Gas.  4th  Ser.  XXI.  246  ;  Etncer  v. 
Dannenhoffer,  82  N.  Y.  499  ;  and  Barker 
V.  Conneeticut  Mutual  Life  Insurance  Co., 
15  Fed.  Rep.  312. 

[b)  Per  Jessel,  M.  R.,  in  Ex  parte 
Funnett,  16  Ch.  D.  226  ;  Philp's  Executor 


V.  Philp^s  Executor,  Ct.  Sess.  Gas.  4th 
Ser.  XXI.  482.  See  Mitchell  v.  Read  (2), 
2G  N.  Y.  Sup.  Ct.  418;  and  Mason  v. 
Queen,  23  Scot.  L.  Rep.  641. 

{c)  Butter  v.  Daniel,  30  W.  R.  724, 
801. 

ifC)  Parsons  v.  Ilayivard,  31  L.  J.  Ch. 
666;  Llewellyn  v.  Rutherford,  L.  R.  10 
G.  P.  456.  See  Cooper  v.  Metropolitan 
Board  of  Works,  25  Ch.  D.  472,  per 
Cotton,  L.  J. 

{e)  Austen  v.  Boijs,  2  De  G.  &  J.  626  ; 
Lleieelhjn  v.  Rutherford  (Brett,  J.),  L.  R. 
IOC.  P.  456. 

(/)  2  Mont.  D.  &  De  G.  294.  And 
see  Ex  parte  Punnett,  16  Ch.  D.  226. 
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be  a  goodwill  partly  personal  and  partly  local  {a).  But  the 
employment  of  the  word  "  local "  as  descriptive  of  one  of  the  two 
principal  heads  under  which  goodwill  falls  seems  open  to  objec- 
tion, on  the  ground  that  it  tends  to  produce  the  misconception  ^ 
exposed  and  removed  by  Vice-Chancellor  Wood  in  Churton  v. 
DoiifjJaa  (b),  and  to  unduly  narrow  the  meaning  to  be  assigned  to 
"  goodwill,"  which,  as  has  been  seen,  comprehends,  not  merely  the 
advantage  of  local  situation,  but  every  positive  advantage  con- 
nected with  an  established  trade. 

The  two  classes  of  goodwill  may  more  satisfactorily  be  distin-  Division  into 
guished,  from  the  classes  of  pursuit  to  which  they  respectively  profession  and 
relate,  as  the  goodwill  of  a  profession  on  the  one  hand,  and  that  of  of  t^ade. 
a  trade  on  the  other.     It  is,  indeed,  true  that  the  goodwill  of  a 
trade,  the  more  usual  kind,  possesses  so  many  characteristics  which 
that  of  a  profession  has  not,  that  the  latter  has  been  thought  to  be 
hardly  entitled  to  the  name  of  goodwill  at  all  (c),  and  in  Arundell 
V.  Bell  ((/),  Jessel,  M.  E.,  went  so  far  as  to  say  that  "  there  is 
nothing  analogous  to  the  goodwill  in  an  ordinary  trade,  which  you 
can  sell,  in  the  case  of  a  partnership  of  living  solicitors  "  ;  but,  on 
the  other  hand,  there  are  points   of  resemblance   in  which  both 
classes  are  governed  by  the  same  general  rule,  and  there  is  a  con- 
venience in  following  an  established  phraseology. 

In  Binni  v.  Ghi/  {e),  the  Lord  Chancellor  (Lord  Eldon)  w^as  im-  Contract  by 
pressed  by  the  difference  between  the  goodwill  of  a  profession  and  transfer  good- 
that  of  a  trade,  and  caused  the  opinion  of  the  Court  of  King's  Bench  ""'i^l  enforced, 
to  be  taken  as  to  whether  a  contract  by  a  practising  attorney  (among 
other  things)  to  relinquish  his  business  and  recommend  his  clients 
to  two  other  attorneys,  for  valuable  consideration,  and  not  to  practise 
within  certain  limits,  and  to  permit  them  to  use  his  name  for  a 
certain  time,  was  good  at  law,  so  that  the  vendor  could  recover  in 
an  action.     The  answer  was  that  the  contract  was  good  in  law. 

This  decision  did  not  long  remain  uncriticised.     In  Bozon  v.  Decision 
Fnvlow  (/),  Grant,  M.  E.,  refused  to  grant  specific  performance  of    °^ 

[n)  This  division  corresponds  to  that  4th  Ser.  V.  416,  per  Lord  Curriehill. 
of  trade  marks  into  personal  and  local,  {d)  52  L.  J.  Ch.   537.     And  see  per 

made  by  Romilly,  M.  E..,  in  J/rt^^  V.  i/cer-  Denman,   J.,  in  James  Y.James  (2),  60 

rows,  32  L.  J.  Ch.  548,  which,  however,  L.  T.  N.  S.  569. 

was  not  indorsed  by  Westbury,  C.     See  (e)  4   East,    190,    in    1803.      See  the 

4  De  Gr.  J.  &  S.  150.  medical  cases  of  liairlinsun  v.  Clarke,  14 

{h)  .Johns.  174.  M.  &  W.  187;  Smith  v.  Smith,  4  Wend. 

\n)  See  Amten  v.  Boys,  2  De  G.  &  J.  408  ;  Ihitlcr  v.  Burleson,  16  Vt.  176. 
626 ;  and  Bain  v.  Munro,  Ct.  Sess.  Cas.  (/)   1  Mer.  459. 
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un  agreement  for  tlie  sale  of  an  attorney's  business,  the  terms  of 
the  agreement  not  being  sufficiently  specified  to  enable  the  Court 
to  give  the  purcliasor  the  proper  return  for  his  money,  and  he  took 
the  opportunity  of  questioning  the  propriety  of  a  sale  of  an 
attorney's  business,  which  depended  so  much  on  the  incumbent's 
own  eliaracter.  And  in  Farr  v.  Pvarce  {a).  Leach,  Y.-C,  strongly 
supported  the  personal  character  of  a  profession  as  contrasted  with 
a  commercial  business. 

Where,  however,  a  solicitor  had  actually  sold  his  practice  for 
valuable  consideration,  and  undertaken  not  to  practise  as  a  solicitor 
in  Great  Britain  for  twenty  years.  Lord  Langdale,  M.  E,.,  granted 
an  injunction  to  restrain  him  from  so  practising,  and  from 
endeavouring  to  induce  any  persons  who  were  the  clients  of  the 
former  and  then  present  firm  to  cease  to  employ  that  firm  (/>). 
But  an  assignment  of  the  goodwill  of  a  solicitor's  practice  does  not 
carry  with  it  the  right  to  his  clients'  papers  {c). 

In  a  case  {d)  which  was  "  not  quite  a  case  of  dissolution  of 
partnership,  but  something  between  a  dissolution  of  the  partner- 
ship and  a  purchase  of  an  attorney's  business  and  firm  name," 
Knight-Bruce,  V.-C,  having  refused  sjiecific  performance  of  the 
alleged  contract,  on  the  ground  of  non-acceptance  by  the  plaintiff, 
said  that,  "notwithstanding  the  case  of  Biuin  v.  Guyie),  from 
which  he  did  not  mean  to  express  dissent,  decided  as  it  was  by 
judges  of  high  authority,  he  was  not  prepared  to  say  that  it  was  fit 
that  a  Court  of  Equity  should  enforce  an  agreement  between  two 
solicitors  that  one  on  retiring  from  the  business  should  permit  the 
other  to  carry  on  the  business  in  his  name.  Whether  such  an 
agreement  were  or  were  not  within  the  strict  policy  of  the  law,  it 
might  be  doubtful  whether  the  Court  of  Chancery  ought  to  assist  it." 

But  where,  on  a  dissolution  by  two  solicitors  of  a  bond  fide  part- 
nership between  them,  it  was  agreed  that  one  should  carry  on  the 
business  under  the  old  firm  name,  paying  the  other  certain 
annuities,  it  was  held  by  Wood,  V.-C,  that  the  agreement  con- 
tained nothing  illegal  or  contrary  to  the  public  policy  (./'). 

Again,  on  a  dissolution  of  a  professional  partnership,  a  retiring 
partner  is  not  entitled  to  compensation  in  respect  of  his  share  in 


[a)  3  Madd.  74. 

\b)   Whittaher  v.  JIouc,  3  Beav.  383. 
(c)  Per  Denman,  J.,  in  James  v.  James, 
60  L.  T.  N.  S.  569. 


(il)  Thornburij  v.  BeviU,  1  Y.  &  C.  Ch. 
554. 

(^>)  4  East,  190. 

(/)  Aubin  V.  IIoU,  2  K.  &  J.  6G. 
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the  goodwill  (r/),  and  a  surviving  partner  may  continue  the  busi- 
ness [b). 

In  Spicor  v.  James  (c),  a  country  attorney  having  died  intestate,  Goodwill 
his  administrator  carried  on  the  business  until  the  intestate's  son  goijcitor. 
came  of  age,  when  he  handed  over  the  business  to  the  son.  The 
son  becoming  insolvent,  a  bill  for  an  account  of  profits,  and  in- 
sisting that  a  sum  was  due  to  the  intestate's  estate  in  respect  of 
the  goodwill,  was  filed  against  the  administrator  by  a  creditor  of 
the  son,  but  was  dismissed  by  Leach,  M.  E.,  on  the  ground  that 
the  goodwill  of  an  attorney's  business  was  not  a  subject  of 
administration.  So,  in  Anindcll  v.  BcU{d),  the  Court  of  Appeal 
decided  that  the  estate  of  a  solicitor,  who  had  retired  from  a  part- 
nership and  shortly  afterwards  died,  was  not  entitled  to  any 
allowance  in  respect  of  his  interest  in  the  goodwill  of  the  business ; 
and  Jessel,  M.  E.,  said  that  "  as  a  general  rule  there  is  nothing  in 
the  nature  of  a  partnership  asset  to  be  sold  which  can  fairly  be 
termed  goodwill  in  an  ordinary  partnership  between  solicitors." 

Where,  however,  the  \vadow  of  a  surgeon  dentist,  being  one  of  Estate  of  pro- 
his  executors,  sold  the  goodwill  of  his  business  with  an  introduc-  interested  in. 
tion  to  patients,  Knight-Bruce,  Y.-C,  held  that  either  the  whole,  ^J^^l^]^  °^ 
or,  at  all  events,  some  part  of  the  price  paid,  belonged  to  the  ° 
testator's  estate  {c).     But  in  the  similar  Scotch  case  of  Bain  v. 
Munro  (/),  it  was  held  by  the  Lord  Ordinary  and  Court  of  Session 
that  the  price  which  was  paid  was  in  fact  the  price  of  the  widow's 
recommendation,  and  that  she  was  entitled  to  retain  it  for  her  own 
benefit. 

The  goodwill  of  a  professional  business  may,  in  short,  be  sold,  Goodwill  of 
and  a  breach  of  a  contract  to  sell  may  be  a  ground  for  damages,  business. 
but  the  authorities  are  against  the  enforcement  of  the  specific  per-  Recapitula- 
formance  of  such  a  contract,  though  when  the  sale  is  complete,  the 
terms  of  the  sale  will  be  carried  into  execution.     Such  a  goodwill, 
in  the  case  of  a  partnership,  survives  to  the  surviving  partner,  and 
is  not  a  subject  of  compensation  to  an  outgoing  partner.     Special 
stipulations,  will,  however,  be  enforced.     Such  a  goodwill  will  not 
be  considered  in  the  administration  of  the  proprietor's  estate  unless 

(a)  Austen  v.  Boys,  2  De  G.  &  J.  626  ;  (c)  Collyer  on  Partnership,    2nd  ed. 

JFirrr  V.  Jfearce,  3  Madd.  74.  p.  104^    T     T   Th    "\- 

ib)  lb.     And  see  Milncr  v.  Eced,  Dig.  f)  l^^^^^^   ^    g].^J^-^   3   De   G.  &  S. 

328  ;   Chappell  v.  Griffilh,  53  L.  T.  N.  S.  706. 

459.  (/)  Ct.  Sess.  Gas.  4tli  Ser.  V.  416. 
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Goodwill  of 
a  trade. 


"Universally 
valuable. 


actually  sold ;  but  if  that  lias  been  done,  the  price  paid,  or  some 
part  of  it  may  be  attributed  to  the  estate. 

"  The  goodwill  of  a  trade,"  said  Tindal,  C.  J.  (^),"is  a  subject 
of  value  and  price.  It  may  be  sold  {b),  bequeathed  (e),  or  become 
assets  in  the  hands  of  the  personal  representatives  of  a  trader  "  (r/). 
A  sale  may  be  conditional  (c) ,  and  may  be  effected  by  a  mort- 
gagee (./").  Though  incapable,  by  reason  of  its  incorporeal  nature, 
of  seizure  by  a  sheriff  {g),  goodwill  is  "  goods  and  chattels  within 
the  Bankruptcy  Acts  (/?),  and  may  be  dealt  with  by  the  trustee  in 
bankruptcy  just  as  the  bankrupt's  other  property"  (/).  It  is  also 
"  property  "  within  the  Stamp  Acts  (,/). 

The  valuable  character  of  goodwill  is  not  confined  to  a  few 
trades,  but  is  recognised  throughout  the  commercial  world.  Thus, 
among  the  cases  on  this  subject  which  have  come  before  the 
Courts,  instances  are  to  be  found  in  which  the  traders  were  public- 
house  keepers  (/.•),  brewers  (/),  bankers  {»)),  tailors  {n),  mercers  (o), 
dyers  (p),  milliners  {q),  upholsterers  {>•),  pencil-makers  («),  tobacco- 
brokers  {t),  snuff -makers  {u),  paper-makers  (r),  provision  mer- 
chants («•),  cheesemongers  (a-),  glass-blowers  (y),  glass-stainers  (~) , 


(a)  In  Hitchcock  v.  Coker,  6  Ad.  &  E. 
438,  454. 

{b)  SeeDarbei/v.  TFhiiaker,  4  Dr.  139  ; 
Churton  v.  Douglas,  Jolins.  174  ;  Cooper 
V.  Hood,  26  Beav.  293;  Hudson  v. 
Osborne,  39  L.  J.  Ch.  79  ;  Shipwright 
V.  Clements,  19  W.  R.  599 ;  Hotvc  v. 
Searing,  10  Abb.  Pr.  264  ;  E.  Cox,  244. 

(c)  ^ee  Keene  v.  Harris,  17  Ves.  338; 
Bobertson  v.  Quiddington,  28  Beav.  529. 

(rf)  See  Worral  v.  Hand,  Peake,  105  ; 
Dakin  v.  Cope,  2  Russ.  170 ;  Chissum 
V.  Bewes,  5  Russ.  29 ;  McCormick  v. 
McCubbin,  Ct.  Sess.  Gas.  1st  Ser.  I.  541  ; 
Donald  v.  HodgarV s  Trustees,  Ct.  Sess. 
Cas.  4tli  Ser.  XXI.  246. 

(e)  Boon  v.  Moss,  70  N.  T.  465. 

(/)  Ex  parte  Funnett,  In  re  Eitchin, 
16  Ch.  D.  226. 

{g)  Ex  parte  Toss,  2  De  G.  &  J.  230  ; 
Helmorc  v.  Smith,  35  Ch.  D.  436. 

(A)  Longman  v.  Tripp,  2  Bos.  &  P.  N. 
E.  67  ;  Ex  parte  Foss,  2  De  G.  &  J.  230. 

(i)  See  Hudson  v.  Osborne,  39  L.  J.  Ch. 
79  ;  Hammond  v.  Malcol)ii  Briiuker  ^'  Co., 
9  P.  R.  301  ;  In  re  Bola)iachi''s  Empire 
Chocolate  Co.,  89  L.  T.  (Journal)  273; 
Hegeman  ^-  Co.  v.  Hegeman,  8  Daly,  1  ; 
Iowa  Seed  Co.  v.  Dorr,  70  Iowa,  481. 

(_/■)  Fotter  V.  The  Commissioners  of  In- 
land   Mevenue,    10   Ex.    147.      And  see 


Morgan  v.  Ferhamus,  36  Ohio  St.  517. 

{k)  Coslake  v.  Till,  1  Russ.  376  ;  Sprait 
V.  Jeferg,  10  B.  &  C.  249  ;  Ex  parte 
Thomas,  2  Mont.  D.  &  De  G.  294 
Tweed  v.  Mills,  L.  R.  1  C.  P.  39  ;  Zlewel' 
lyn  V.  Rutherford,  L.  R.  10  C.  P.  456 
Ex  parte  Funnett,  In  re  Kitchin,  16  Ch. 
D.  226  ;  Fhilp\s  Executor  v.  Fhilp^s 
Executor,  Ct.  Sess.  Cas.  4th  Ser.  XXI. 
482. 

{1}  Cooper  V.  Watson,  3  Doug.  413; 
Wade  V.  Jenkins,  2  Giff.  509  ;  Hall  v. 
Hall,  20  Beav.  139. 

[m)  Smith  v.  Everett,  27  Beav.  446. 

(h)  Kewling  v.  Dobell,  38  L.  J.  Ch.  Ill; 
Farsons  v.  Hayward,  31  L.  J.  Ch.  666. 

(o)  Morris  v.  Moss,  25  L.  J.  Ch.  194. 

[p)  Bryson  v.  Whitehead,  1  S.  &  S.  74. 

[q]  Shackle  v.  Baker,  14  Ves.  468. 

(?•)  Chissum  V.  Dewes,  5  Russ.  29. 

[s]  Banks  v.  Gibson,  34  Beav.  566. 

[t)  Davies  v.  Hodgson,  25  Beav.  177. 

(u)  Hammond  v.  Douglas,  5  Ves.  539. 

(r)  Futter  v.  The  Commissioners  of  In- 
land Revenue,  10  Ex.  147. 

{w)  Scott  V.  Mackintosh,  1  V.  &  B.  503. 

\x)  Hudson  V.  Osborne,  39  L.  J.  Ch.  79. 

{y)  Feat  her  stonhaugh  v.  Femcick,  17 
Ves.  298. 

(;)  Scott  V.  Rowland,  20  W.  E.  508. 
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manufacturing  cliemists  {o),  commission  agents  (b),  iron-masters  (c), 
carriers  (d).  The  goodwill  of  a  newspaper  or  magazine,  consisting 
of  the  right  to  use  the  title  under  which  reputation  has  been 
acquired  by  a  publication,  is  another  instance  of  valuable  good- 
will (e) . 

"  The  name  of  a  firm,"  says  Wood,  Y.-C,  in  Churton  v.  Firm  name 
Douglas  {/),  "is  a  very  important  part  of  the  goodwill  of  the  Goodwill, 
business  earned  on  by  the  firm.  A  person  says,  '  I  have  always 
bought  good  articles  at  such  a  house  of  business  ;  I  know  it  by  that 
name,  and  I  send  to  the  house  of  business  identified  by  that  name 
for  that  purpose.'  There  are  cases  every  day  in  this  Court  with 
reference  to  the  use  of  the  name  of  a  particular  firm,  connected 
generally,  no  doubt,  with  the  question  of  trade  mark.  But  the 
question  of  trade  mark  is  in  fact  the  same  question.  The  firm 
stamps  its  name  on  the  articles.  It  stamps  the  name  of  the  firm 
which  is  carrying  on  the  business  on  each  article,  as  a  proof  that 
they  emanate  from  the  firm ;  and  it  becomes  the  known  firm  to 
which  applications  are  made,  just  as  much  as  when  a  man  enters  a 
shop  in  a  particular  locality.  And  when  you  are  parting  with  the 
goodwill  of  a  business,  you  mean  to  part  with  all  that  good  dis- 
position which  customers  entertain  towards  the  house  of  business 
identified  by  the  particular  name  or  firm,  and  which  may  induce 
them  to  continue  giving  their  custom  to  it.  You  cannot  put  it 
anything  short  of  that.  That  the  name  is  an  important  part  of 
the  goodwill  of  a  business  is  obvious,  when  we  consider  that  there 
are  at  this  moment  large  banking  firms,  and  brewing  firms,  and 
others,  in  this  metropolis,  which  do  not  contain  a  single  member  of 
the  individual  name  exposed  in  the  firm  "(//). 

Groodwill  is  a  subject  of  sale  (//),  and  may  fetch  a  considerable  Sale  of 

goodwill. 

{a)  Turner  v.  Major,  3  Giff.  442.  [g)  And  see  Lewis  v.  Langdon,  7  Sim. 

{h)  Macdonald^.  Richardson,  \Gr\&.?,\.  421;    Banks   v.    Gibson,   34    Beav.   566; 

{c)   Cooper  v.  Rood,  26  Beav.  293  ;  Hall  Bond  v.  Milboiirn,  20  W.  R.  197  ;   Scott 

V.  Barroivs,  4  De  G.  J.  &  S.  150.  v.  Rowland,  20  ih.  508;  CondijY.  Mitchell, 

(d)  CruUwell  v.  Lye,  17  Ves.  335.  37  L.  T.  N.  S.  268,  766  ;  Levy  v.  IValker, 

[e)  Gihlett  v.  Read,  9  Mod.  459  ;  Keene  10  Ch.  D.  436  ;  Beazley  v.  Soares,  22  ih. 
V.  Harris,  17  Ves.  338;  Longman  v.  660;  Gray  y.  Smith,  43  ib.  208;  Rogers 
Tripp,  2  Bos.  &  P.  N.  R.  67  ;  Ex  parte  v.  Taintor,  97  Mass.  291;  Sohier  v.  John- 
Foss,  2  De  G.  &  J.  230;    Marshall  v.  son.   111   Mass.  238;   Peterson  v.  Ham. 


Watson,  25  Beav.  501  ;  Bradbury 
T)ickens,  27  ib.  53 ;  McCormick  v.  Mc 
Cubbin,  Ct.  Sess.  Gas.  1st  Ser.  I.  541 
SnowdeuY.  Noah,  Hopk.  347;  R.  Cox,  1 
Dayton  v.  Wilkes,  17  How.  Pr.  510;  R 


phrey,  4  Abb.  Pr.  394;  R.  Cox,  212; 
and  Howe  v.  Searing,  10  Abb.  Pr.  204  ; 
R.  Cox,  244.  See  Carrie  v.  Carrie,  15 
P.  R.  339,  where  the  goodwill  was  sold 
minus  the  right  to  use  the  firm  name. 
Cox,  224.  {h)  See,  among  other  cases,  Bunn  v. 

(/)  Johns.  174.  Guy,  4  East,  190  ;  Smale  v.  Graves,  3  Do 
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price.  There  was  formerly  a  doubt  whether  a  contract  for  the  sale 
of  a  goodwill  would  be  specifically  enforced  in  Equity  (a) ,  but 
this  question  was  set  at  rest  by  Kiudersley,  V.-C,  in  Ddrhei/  v. 
WJiitakcr  {/A.  "  It  is  said  there  can  be  no  specific  performance  of 
a  contract  to  purchase  a  goodwill.  No  doubt  you  cannot  liave  a 
specific  performance  of  a  contract  to  purchase  a  goodwill  alone, 
unconnected  with  business  premises,  by  reason  of  the  uncertainty 
of  the  subject-matter.  But  when  a  goodwill  is  entirely  or  mainly 
annexed  to  the  premises,  and  the  contract  is  for  the  sale  of  the 
premises  and  goodwill,  there  is  not  the  slightest  ground  for  doubt 
that  such  a  contract  is  a  fit  matter  for  a  decree  in  a  suit  for  specific 
performance."  It  seems,  however,  that  there  may  be  cases  in 
which  a  contract  for  sale  of  a  goodwill  would  be  specifically 
enforced,  the  business  and  goodwill  being  included  together, 
though  there  was  no  such  dependence  on  the  business  premises  (c). 
Such  would  be  the  case  with  the  goodwill  of  a  quack  medicine  or  a 
newspaper,  which  is  practically  iudej)endent  of  locality  {d).  The 
connection  between  the  business  and  the  goodwill  is  such  that  the 
sale  of  the  business  (('),  or  of  a  share  in  the  business  (./'),  as  a  going 
concern,  carries  with  it  the  goodwill,  or  the  corresjionding  share  in 
the  goodwill,  even  without  its  being  specifically  mentioned,  and  so 
does  the  sale  of  a  hotel  or  public-house  {(/).  And  if  the  goodwill  is 
sold,  the  trade  name  goes  with  it  (h). 

G.  &  S.  706 ;  Cooper  v.  Hood,  26  Beav.  lield,  under  the  circumstcances,  to  pass 

293  ;    Bradbury  v.   Bickens,   27   ih.   53  ;  with  the  stock,  and  not  with  the  pre- 

ChiirtotiY.  Douglas,  3 oh-tis.ll 4:;  Ex  parte  mises.     And  see  JToodward  y.  Lazar,  21 

Punnett,  In  re  Kitchin,  16  Ch.  D.  226  ;  Cal.  448  ;  E.  Cox,  300.     Li  LleircUijn  v. 

Buckingham    v.    Waters,    14    Cal.    246;  iJw^Z'^/orf/,  L.  R.  10  C.  P.  456,  the  price 

Williams  v.  Wilson,  4   Sandf .   Ch.  379  ;  of  the  goodwill  was  held  to  belong  to 

Barker  v.  Connecticut  Mutual  Life  Insur-  the  previous  lessee,  under  the  contract 

ance  Co.,  15  Fed.  Rep.  312.  between  him  and  the  lessor. 

(a)  Baxter  v.  Connolhj,  1  Jac.  &  W.  id)  See  Brijson  v.  Whitehead,  1  S.  &  S. 
580.  And  see  Coslake  v.  Till,  1  Russ.  74 ;  Llewellyn  v.  Rutherford,  L.  R.  10 
376;  BozonY.Farlow,  iMer.  459;  Cassidy  C.  P.  450  {per  Brett,  J.)  ;  Snowden  v. 
V.  Ifetcalf,  1  Mo.  App.  593.  j:^oah,  Hopk.  347  ;  R.  Cox,  1. 

(b)  4  Dr.  139.  As  to  the  relation  (e)  Sliipwrigltt  v.  Clements,  19  W.  R. 
between  the  lease  of  a  trader's  premises  599.  And  see  Rolt  v.  Buhner,  W.  N. 
and  the  goodwill  of  his  business,  see  1S78,  p.  119;  Reynolds  v.  Bullock,  47 
Dougherty  v.   Fan  Nostrand,  Hoff.  68.  L.  J.  Ch.  773 ;  Boon  v.  Moss,  70  N.  Y.  465. 

(c)  Thus,   Romilly,    M.   R.,  says,    in  (/)    Churton  v.  Douglas,  Johns.   174  ; 
Robertson  v.  Quiddington,  28  Beav.  529:  Currie\.  Currie,  15  P.  R.  339. 
"Goodwill  is  never  a   tangible  thing  (y)  Ex  parte  Punnett,  In  re  Kitchin,  16 
unless  it  is  connected  with  the  business  Ch.  D.  226. 

itself,  from  which  it  cannot  be  separated.  (A)  Banks  v.  Gibson,   34    Beav.    506; 

I  never  knew  a  case  in  which  it  has  been  Churton  v.  Douglas,  Johns.  174  ;  Levy  v. 

80   treated."     In  England  v.  Downs,  6  Walker,  10  Ch.  D.  436  ;   Grayy.  Smith, 

Beav.  269,  and  Morris  v.  J/o.5,s,  25  L.  J.  43   Ch.  D.  208  ;  Brown  Chemical  Co.  v. 

Ch.  194,  the  goodwill  of  a  business  was  Meyer,  139  U.  S.  540. 
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As  to  the  rights  of  the  vendor  after  the  sale  of  his  business  and  Eights  of 

goodwill,  "  it  has  been  settled  that  there  is  no  implied  covenant  of  loodvdU. 

any  kind"  (a),  and  in  the  absence  of  any  express  restrictive  cove-  After  sale 

nant,  the  vendor  is  at  liberty  to  set  up  a  business  of  precisely  the  ^^^  f  ®*  ."P 

'  ^      _  .  .  ^^'^  business, 

same  description  as  that  of  which  he  had  sold  the  goodwill,  and 

that  next  door  to  the  place  where  his  former  business  was  carried 

on,  and  to  state  his  connection  with  that  former  business  (b) ;  but 

he  is  not  entitled  to  represent  that  he  is  carrying  on  the  same 

identical  business,  either  by  direct  representations,  or  by  assuming 

the  trade  name  under  which  the  business  he  has  sold  acquired  its 

reputation,  or  the  trade  mark  by  which  its  goods  have  become 

known  in  the  market  (c)  ;  nor  can  he  after  the  sale  give  a  right  to 

others  to  use  the  trade  marks  {d).     If  the  trade  name  consisted 

simply  of  the  vendor's  own  name,  tlie  restraint  upon  his  continuing 

to  use  that  name  will  have  to  depend  upon  the  evidence  of  that 

user  beiug  fraudulent  (c),  but  in  the  absence  of  such  evidence,  the 

bond  flic  use  by  a  man  of  his  own  name  will  not  be  prohibited  (/). 

But  where  the  trade  name  in  question  consisted  of  the  name  of 

the    defendant,   John    Douglas,   with    the    addition    "  &   Co.," 

it  w^as  held  that  the  use  of  that  was  an  important  ingredient  in 

the   case,    as  proving    fraudulent    intention  {g).     And   so   where 

the  name  of  the  firm  had  been  "  Benjamin  Finch  &  Co.,"  and 

on  dissolution  B.  Finch  agreed  to  carry  on  business  only  under 

his  own  name,  he   was   restrained  from  trading  as   "  Benjamin 

Finch  &  Co."  (A). 


(«)  Hudson  V.  Osborne,  39  L.  J.  Ch.  79. 
And  see  Harrison  v.  Gardner,  2  Madd. 
198  ;   Churton  v.  Douglas,  Johns.  174. 

(i)  Clark  V.  Leach,  32  Beav.  14  ;  Hook- 
ham  V.  Pottage,  L.  R.  8  Ch.  91  ;  Ship- 
wrights. Clements,  19  W.  R.  599;  Casbidg 
V.  Metcalfe,  1  Mo.  App.  593. 
■  (c)  Shackle  v.  Baker,  14  Ves.  468; 
Cruttwell  V.  Lye,  17  Ves.  335  ;  Kennedg 
V.  Lee,  3  Mer.  441,  452  ;  Sedon  v.  Senate, 
2  V.  &  B.  220  ;  Harrison  v.  Gardner,  2 
Madd.  198  ;  Churton  v.  Boughs,  Johns. 
174;  Hudson  v.  Osborne,  39  L.  J.  Ch. 
79  ;  Labouchere  v.  Dawson,  L.  R.  13  Eq. 
322 ;  Ginesi  v.  Cooper,  14  Ch.  D.  59G  ; 
Lcggott  v.  Barrett,  15  ib.  306  ;  Walker  v. 
Mottram,  19  ib.  355  ;  Smith  v.  McBride, 
Cfc.  Sess.  Gas.  4th  Ser.  XVI.  36  ;  Daw- 
son V.  Beeson,  22  Ch.  D.  504  ;  Mossop  v. 
Mason,  18  Grant  Up.  Can.  Ch.  453  ;  Feltz 
V.  Eichele,  62  Mo.  171  ;  Bergamini  v. 
Bastion,  35  La.  Ann.  60  ;  Myers  v.  Kala- 
mazoo Buggy  Co.,  54  Mich.  215  ;  Hoxie  v. 


Chancy,  143  Mass.  592  ;  Frazer  v.  Frazer 
Lubricator  Co.,  121  111.  147  ;  Forter  v. 
Mumford  (f^  Gorman,  65  Ga.  1 1 ;  Batchelor 
V.  Thomson,  86  Fed.  Rep.  630. 

(rf)  Sohl  V.  Geisendorf,  1  Wils.  (Ind.) 
60. 

{e)  Churton  v.  Douglas,  Johns.  174  ; 
Holloway  v.  HoUoicay,  13  Beav.  209. 

(/■)  Burgess  V.  Burgess,  3  IJe  G.  M.  & 
G.  896;  Bondw.  Milbourn,  20  \V.  R.  197  ; 
'Burton  v.  Turton,  42  Ch.  D.  128. 

[g)  Churtony. Douglas,  Johnfi. 174.  And 
see  Fullwood  v.  FuUwood  (1),  W.  N.  1873, 
p.  185  ;  Devlin  v.  Devlin,  09  N.  Y.  212  ; 
Zimmerman  v.  Erhard,  83  N.  Y.  74 ; 
Hcgcman  %  Co.  v.  Hegeman,  8  Daly,  1. 
In  Bond  v.  Milbourn,  20  W.  R.  197 
(veiy  shortly  reported),  it  seems  that  the 
plaintiff  would  have  been  entitled  to  an 
injunction  at  all  events  against  the  use 
of  the  words  "  &  Co."  by  the  defendant, 
if  that  had  been  the  relief  prayed. 

(A)  Day  v.  Firtch,  25  Sol.  J.  354. 
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Leggott  v. 
Barrett. 


Walker  v. 
Mottram. 


The  riglits  of  the  vendor  of  a  business  and  goodwill  with  respect 
to  soliciting-  his  former  customers  and  dealing  with  them  has  been 
the  subject  of  much  difference  of  judicial  opinion.  In  Lahouchere 
V.  Daivson  {a)  Lord  Eomill}',  M.  E.,  laid  down  a  stringent  rule, 
saying  that  when  the  vendor  of  a  goodwill  has  established  a  new 
firm  for  the  purpose  of  carrying  on  a  business  similar  to  that 
which  has  been  sold,  "  the  new  firm  is  entitled  to  pviblish  any 
advertisement  he  pleases  in  the  papers,  stating  that  he  is  carrying 
on  such  business.  He  is  entitled  to  publish  any  circulars  to  all 
the  world  to  say  that  he  is  carrying  on  such  a  business ;  but  he  is 
not  entitled,  either  by  private  letter,  or  by  a  visit,  or  by  his 
traveller  or  agent,  to  go  to  any  person  who  was  a  customer  of  the 
old  firm,  and  solicit  him  not  to  continue  his  business  with  the  old 
firm,  but  to  transfer  it  to  him,  the  new  firm  (/>) .  And  Jessel,  M.  E., 
was  of  opinion  that  this  doctrine  should  be  extended  so  as  to 
entitle  the  purchaser  of  the  goodwill  of  a  business  to  restrain  the 
vendor  from  having  any  dealings  with  his  former  customers, 
irrespective  of  whether  he  had  solicited  their  custom  or  not  {c). 

On  the  other  hand,  in  Lcfjfjott  v.  Barrett  {d),  the  Court  of  Appeal 
held  that,  assuming  the  vendor  could  be  restrained  from  soliciting 
his  old  customers  in  accordance  with  the  order  of  the  Court  below, 
which  was  not  appealed  from  on  this  point,  he  could  not  be 
restrained  from  dealing  with  his  old  customers,  even  though  he 
had  solicited  them  prior  to  the  date  of  the  injunction. 

The  question  next  arose  with  reference  to  the  case  in  which  the 
goodwill  had  not  been  voluntarily  alienated  by  the  person  entitled 
to  it,  and  the  distinction  between  this  case  and  the  case  of  a 
voluntary  sale  was  clearly  pointed  out  in  Walker  v.  Mottram  {e),  in 
which  Jessel,  M.  E.,  and  the  Court  of  Appeal  held  that  a  trader, 
the  goodwill  of  whose  business  had  been  sold  by  his  trustees  in 
liquidation,  could  not  be  prevented  from  actually  soliciting  his 
former  customers.  "  An  assignment  of  a  business  and  its  good- 
will, without  more,  appears  to  us,"  said  Lush  and  Lindley,  L.  JJ., 
"  to  pass  now  just  as  much  as  and  no  more  than  in  the  days  of 


(«)  L.  R.  13  Eq.  322.  See  Selbi/  v. 
AncJior  Tube  Co.,  W.  N.  1877,  p.  191. 
Also  A»gier  v.  TVMcr,  14  Allen,  211; 
Divight  V.  Hamilton,  113  Mass.  17o  ; 
Munsey  v.  Butterfield,  133  Mass.  492. 

(i)  As  to  the  surrender  of  a  business 
by  A.  "for  the  benefit "  of  B.,  see  Clark 


V.  Leach,  32  Beav.  14  ;  and  also  Harrison 
V.  Gardner,  2  Madd.  198  ;  and  Churton 
V.  I)ouglas,  Johns.  174. 

(r)  Ginesi  v.  Cooper  ^-  Co.,  14  Ch.  D. 
596. 

(rf)  15  Ch.  D.  306. 

\e)  19  Ch.  D.  355. 
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Lord  Eldon  (a) .  As  against  the  assignor  it  confers  on  the 
assignee  the  exclusive  right  to  carry  on  the  business  assigned, 
and,  as  incidental  to  this,  it  also  confers  on  him  the  exclusive 
right  to  represent  himself  as  carrying  on  that  business,  and  conse- 
quently the  right,  not  only  to  sue  the  assignor  for  damages  if  he 
has  infringed  these  rights,  but  also  to  restrain  him  from  infringing 
them  if  he  manifests  an  intention  to  infringe  them.  Moreover,  to 
this  extent  a  bankrupt  who  does  not  concur  in  his  trustee's  assign- 
ment is  in  no  better  jiosition  than  a  bankrupt  who  does.  Every 
bankrupt,  whether  he  concurs  or  not,  is  bound  by  every  lawful 
disposition  of  his  property  by  the  trustee,  and  whatever  rights  such 
a  disposition  confers  on  a  purchaser  must  be  respected  by  the 
bankrupt,  whether  he  joins  in  the  conveyance  or  not.  But,  in  our 
opinion,  the  right  of  a  purchaser  of  the  goodwill  of  a  business  from 
the  trustee  in  bankruptcy  does  not  extend  to  restrain  the  bankrupt 
(even  if  he  joins  in  the  conveyance)  from  bond  fide  commencing  a 
fresh  business,  and  from  seeking  assistance  in  it  from  his  old  friends 
and  customers.  It  would,  in  our  opinion,  be  contrary  to  the  policy 
of  the  bankruptcy  laws  to  extend  Lahouchere  v.  Dawson  [h)  to  such 
a  case.  It  is  not  necessary  to  overrule  that  decision  ;  we  leave  it 
where  it  is,  that  is  to  say,  it  will  still  be  applicable  to  voluntary 
sales.  But  we  do  not  think  it  ought  to  be  extended  to  alienations 
which  are  compulsory  "  [c).  On  this  principle  it  was  held  by  the 
Court  of  Appeal  in  DmvHon  v.  Becson  (d)  that  an  expelled  partner 
was  entitled  to  solicit  the  customers  of  his  old  firm. 

In  Pearson  v.  Peetrson  (p),  it  was  definitely  laid  down  by  Bag-  Fearsonv. 
gallay  and  Cotton,  L.  JJ.,  Lindley,  L.  J.,  dissenting,  that  Lahouchere    ^"^^°"- 
V.  Dmrson  (b)  was  wrongly  decided,  and  that  a  vendor  of  a  business 
and  goodwill  cannot,  in  the  absence  of  an  express  restrictive  cove- 
nant, be  restrained  from  soliciting  the  old  customers  of  the  business. 

This  much-debated  question  has  at  length  been  set  at  rest  by  Treffo  v.  Runt. 
the  decision  of  the  House  of  Lords  in  Trego  v.  Hunt  (_/'),  in  which 
the  view  expressed  by  Lord  Eomilly  in  Leiboiie/iere  v.  Dawson  (g) 

(«)  Cf.  Treffo  V.  Hzmt,  (1896)  A.  C.  7,  {d)  22  Ch.  D.  504. 

in  which  Lord  Herschell  criticises  the  (^)  27Ch.D.145.  SecVcrmmy.mdlam, 

language  of  Lord  Eldon  in  Cruttwell  v.  34  ch.  D.  748.    And  compare  Berf/amini 

Lye,  17  Ves.  335,  346.    And  see  p.  301.  y   Bastian,  35  La.  Ann.  60  ;  Bassctt  v. 

{b)  L.  R.  13  Eq.  322.  Fercival,  87  Mass.  345  ;  Moxic  v.  Chancy, 

{c)  See  Hvlmhold  v.   Helmbold  Manu-  ^43  Mass.  592. 
faeturing  Co.,  53  How.  Pr.  453 ;  Ileyeman  ■  ,.,    /,qnp\  apt 

^  Co.  V.  Hc'i/cman,  8  Daly,  1  ;  loiva  Seed  ^-^ '  ^^^•'^'  ^- ^-  '' 

Co.  V.  Dorr,  70  Iowa,  481.  ii/)  L.  R.  13  Eq.  322. 
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was  unanimously  approved,  and  the  view  of  tlie  majority  of  tlie 
Court  in  Pearson  v,  Pearson  {a)  was  overruled.  The  decision  of 
the  House  of  Lords  finally  establishes  that  the  vendor  of  the  good- 
will of  a  business  is  not  entitled  to  canvass  the  customers  of  the 
old  firm,  although  it  was  treated  as  settled  law  that  the  sale  of  the 
goodAvill  did  not,  in  the  absence  of  special  covenants,  prevent  the 
vendor  from  setting  up  a  rival  business  in  the  same  neighbourhood. 
The  distinction  between  the  two  cases  is  thus  pointed  out  by  Lord 
Herschell :  "  If  a  person  who  has  previously  been  a  partner  in  a 
firm  sets  up  in  business  on  his  own  account  and  appeals  generally 
for  custom,  he  only  does  that  which  any  member  of  the  public 
may  do,  and  which  those  carrying  on  the  same  trade  are  already 
doing.  It  is  true  that  those  who  were  former  customers  of  the 
firm  to  which  he  belonged  may  of  their  own  accord  transfer  their 
custom  to  him  ;  but  this  incidental  advantage  is  unavoidable,  and 
does  not  result  from  any  act  of  his.  He  only  conducts  his  business 
in  precisely  the  same  way  as  he  would  have  done  if  he  had  never 
been  a  member  of  the  firm  to  which  he  previously  belonged.  But 
when  he  specifically  and  directly  appeals  to  those  who  were  cus- 
tomers of  the  previous  firm,  he  seeks  to  take  advantage  of  the  con- 
nection previously  formed  by  his  old  firm,  and  of  the  knowledge 
of  that  connection  which  he  had  previously  acquired,  to  take  that 
which  constitutes  the  goodwill  away  from  the  persons  to  whom  it 
has  been  sold  and  to  restore  it  to  himself."  The  principle  of  Trego 
V.  Hunt  equally  applies  where,  on  the  creation  of  a  partnership,  it 
has  been  agreed  that  the  goodwill  shall  belong  exclusively  to  one 
of  the  partners  {h) ;  and  the  same  principle  has  since  been  extended 
to  a  case  where  a  partnership  was  dissolved  by  consent  upon  the 
terras  that  the  continuing  partner  should,  on  payment  of  a  money 
consideration  to  the  retiring  partner,  retain  the  assets,  no  express 
mention  being  made  of  the  goodwill  (c).  The  decision  of  the 
House  of  Lords  is  only  directed  to  voluntary  transactions,  and 
cannot  be  said  to  impeach  the  authority  of  Walker  v.  Moftrani  (d). 
Although  there  is  no  implied  covenant  on  the  sale  of  a  goodwill, 
without  more,  that  the  vendor  will  not  set  up  a  similar  business  in 
the  same  neighbourhood,  yet  where  a  vendor  had  received  in  pay- 
ment for  his  share  of  a  goodwill  a  sum  calculated  by  arbitrators 


(a)  27  Ch.  D.  145. 

(6)  Ferliord  Herschell,  (1896)  A.  C.  21. 


(c)  Jcnninqs  v.  Jennings,  (1898)   1  Ch. 
378. 

{d)  19  Ch.  D.  355. 
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upon  the  understanding  (to  which  he  had  assented)  that  he  would 
not  carry  on  business  in  the  same  street,  it  was  held  to  be  contrary 
to  Equity  that  he  should  carry  on  business  in  that  street,  and  he 
was  accordingly  enjoined  (a). 

In  the  sale  of  a  business  and  goodwill,  it  is  customary  to  insert  Express 
an  express  restrictive  covenant,  which  will  be  binding  on  the  covenant^ 
vendor,  restraining  him  from  setting  up  the  same  trade  within  a  usual, 
certain  limit  of  time  or  space,  or  using  his  name  or  allowing  it  to 
be  used  for  that  purpose  {b)  ;  and  this  has  become  so  usual  that 
where  {c),  in  a  contract  for  sale,  one  of  the  items  was  "goodwill, 
&c.,"  Romilly,  M.  E.,  held  that  in  the  "  &c."  would  be  included, 
amongst  other  things,  a  covenant  by  the  vendor  not  to  carry  on  a 
similar  business  in  Great  Britain,  for  a  reasonable  time,  to  be 
limited  in  the  conveyance,  having  regard  to  the  nature  of  such 
undertakings.  Such  a  covenant  may  even  have  the  effect  of  com- 
pelling the  vendor  to  quit  his  trade  altogether  for  the  period 
specified,  as  was  held  by  Lord  Mansfield,  C.  J.,  and  the  Court  of 
King's  Bench,  in  Cooper  v.  Watson  [d)  ;  and  it  has  been  held  that 
a  breach  of  a  covenant  "not  to  carry  on  or  be  concerned  or  interested 
in  "  a  certain  business,  was  committed  by  the  inventor  entering 
into  the  service  of  a  nephew,  who  carried  on  the  same  trade,  under 
the  same  name,  within  the  prescribed  limits  [c) .  Again,  a  covenant 
not  to  carry  on  a  certain  business  directly  or  indirectly  within  the 
counties  of  C,  A.,  and  M.,  was  broken  by  soliciting  orders  on  three 
occasions  within  C,  though  the  offices  of  the  new  business  were 
outside  the  limits  (/').   A  vendor  of  a  business  who  had  covenanted 

(a)  Harrison  Y.  Gardner,  2  Madd.  198.  S'liids,   Dig.  467;  Morgan  r.  FerJianius, 

See  Cassidtj  w.Metcalf,  1  Mo.  App.  593.  36  Ohio  St.  517  ;    WU'Uams  v.  Wihon,  4 

{h)   Cooper  v.    Watson,  3   Doug.  413  ;  Sandf.  Ch.  379  ;   GUlis  v.  Eall,  2  Brews. 

Bnjson   v.    Whitehead,    1    S.    &   S.    74  ;  342  ;  R.  Cox,  580  ;  and  similarly  upon 

irUliams  v.    Williams,   2   Swanst.  253  ;  the  sale  of  a  trade  mark  together  with 

Whittaker  v.  Howe,  3  Beav.  383  ;   Turner  the  right  to  manufacture  according  to  a 

V.  ^t-'aws,  2  De  Gr.  M.  &  Gr.  740  ;  Newling  secret  recipe:  FUkins  v.   Blaclcmun,    13 

V.  Bohell,  38  L.  J.  Ch.   Ill  ;    Wolmers-  Bl.  C.  C.  440. 

haiisen  v.  O'Connor,  3G  L.  T.  N.  S.  921  ;  (c)   Cooper  v.  Hood,  26  Beav.  293.    See 

Hatvlinson  v.  Clarke,  14  M.  &  W.  187  ;  Jacob!/  v.  Whitmore,  49  L.  T.  N.  S.  335. 

Eolfe  v.  Itolfe,  15  Sim.  88  ;  Shipwright  v.  [d)  3  Doug.  413. 

C7e//JC«^s,  19  W.  R.  599;   Lee  v.  Ehrhart,  [e)  Newling  v.   Lohell,    38    L.  J.    Ch. 

19  L.  T.  N.  S.  637  ;  Hagg  v.  Barley,  47  111.     See  Itolfe  v.   liolfe,    15  Sim.    88  ; 

L.  J.  Ch.  567  ;  Baris  v.  Hmaggasgale,  W.  and  compare  Lee  v.   Ehrhart,   19  L.  T. 

N.  1890,  pp.  158,  169  ;    Vickeryv.  Welch,  N.  S.  637,  where  there  was  held  to  be 

19  Pick.  523  ;    Smith  v.  Smith,  4  Wend.  no  breach. 

468  ;  Sander  v.  Hoffman,  64  N.  Y.  248  ;  (/)  Turner  v.  Evans,  2  De  G.  M.  &  G. 

Feltz  V.  Eichele,   62   Mo.   171  ;  Jlutkr  v.  740.     And  see  Smith  v.  Smith,  4  Wend. 

Burleson,    16   Vt.    176;    Baumgarten    v.  468;    Butler  v.   Burleson,    16   Vt.    176; 

Broadaway,    77   N.    Cur.   8  ;     Woods    v.  Sander  v.  Hoffman,  64  N.  Y.  248. 
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not  to  cany  on  such  a  business,  will  not  be  allowed  to  do  so  under 
the  pretext  of  acting  as  a  commission  merchant  (a) ,  and  the  fact 
that  former  customers  have  requested  the  vendor  to  supply  them 
does  not  prevent  liis  so  doing  from  being  a  breach  of  his  cove- 
nant (h).  But  where  the  defendant  was  shown  to  have  so  acted  in 
a  few  instances  only,  and  with  the  plaintiff's  knowledge  and  con- 
sent, and  in  fact  at  his  request,  it  was  held  that  there  was  no 
breach  (c). 

In  an  American  case  (f/)  it  was  held  that  a  person  who  had 
retired  from  a  firm  by  sale  of  his  interest,  and  had  agreed  not  to 
trade  in  C.  under  the  old  firm  name,  but  had  nevertheless  traded 
there  under  the  same  name,  and  had  solicited  former  customers  of 
the  firm,  must  pay  damages  calculated,  not  upon  the  total  amount 
of  improper  solicitation  of  such  customers,  but  upon  the  amoimt  of 
business  which  could  be  proved  to  have  been  lost  tlrrough  such 
solicitation. 

"  "Where  a  man  sells  the  goodwill  of  a  trade,  and  covenants  to 
make  it  as  profitable  as  he  can,  the  actual  profit  made  is  not  that 
which  the  vendee  is  bound  to  take;  but  he  will  have  an  action  of 
covenant,  if  he  can  establish  his  title  to  more,  through  the  defaidt 
of  the  vendor  "  {e).  But  no  such  covenant  will  be  implied  where 
it  is  not  expressed ;  thus  the  sale  of  the  goodwill  of  a  school 
involves  no  personal  effort  on  the  part  of  the  vendor  to  influence 
the  attendance  of  pupils  (,/').  Where  a  servant  has  covenanted  not 
to  carry  on  a  business  similar  to  his  master's  within  certain  limits, 
the  benefit  of  the  covenant  passes  to  a  purchaser  of  the  goodwill  of 
the  business  (g) . 

The  purchaser  of  a  business  and  goodwill  is  entitled  to  all  the 
advantages  of  the  reputation  and  connection  of  the  business  as 
previously  conducted,  except  such  benefit  as  the  vendor,  on  setting 
up  a  bond  fide  new  business,  as  he  is  at  liberty  to  do  if  there  is  no 
covenant  to  the  contrary,  may  derive  from  the  fact  of  his  being 
known  to  have  belonged  to  the  former  business  ;  and  the  purchaser 
is  entitled  to  restrain  the  vendor  by  injunction  from  interfering 


(a)  Richardson  v.  Peacock,  26  N.  J.  Eq. 
40. 

{b)  Sander  v.  Hoffman,  64  N.  Y.  248. 

(c)  Rauiinson  v.  Clarke,  14  M.  &  W. 
187. 

[d)  Burckhardt  v.  Burckhardt,  36  Ohio 
St.  261. 


(f)  Per  Lord  Eldon,  C,  in  Scott  v. 
Mackintosh,  1  V.  k  B.  503. 

(/)  McCord  V.  Williams,  96  Penn.  St. 
78. 

(//)  Jacohj  V.  Whitmorc,  49  L.  T.  N.  S. 
335  ;  Shoivell  v.  JFinkup,  60  L.  T.  N.  S. 
389. 
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with,  what  he  has  sold.  With  respect  to  the  right  of  the  purchaser 
to  continue  to  trade  under  the  old  trade  name,  it  has  been  thought 
that,  at  all  events  if  it  consisted  in  whole  or  in  part  of  the  name  of 
the  vendor,  injury  («),  or  at  least  inconvenience  (J),  might  result  to 
the  latter  from  its  continued  use  by  the  purchaser,  and  in  Scott  v. 
Rowlnnd  (c)  Wickens,  Y.-C,  granted  an  injunction  to  restrain  the 
purchaser  of  the  business  of  "  John  Scott  &  Co."  from  trading 
under  that  name.  So  in  Thynne  v.  Shove  {d),  where  the  business 
had  been  carried  on  in  the  name  of  "  A.  Thynne."  In  Banks  v. 
Gibson  {('),  however,  Romilly,  M.  R,,  said  that  the  firm  name  was 
an  asset  of  the  business,  and  would  pass  as  a  trade  mark  uj)on  a 
sale  of  the  business  and  goodwill ;  and  it  seems  that  the  question 
of  the  purchaser's  right  to  use  the  name,  where  it  can  be  done 
without  injury  to  the  vendor,  must  now  be  taken  to  be  settled  in 
the  affirmative  by  the  decision  of  the  Court  of  Appeal  in  Levy  v.  Zev)/  v. 
TTalker  (/),  in  which  Jessel,  M.  R.,  and  James  and  Bram- 
well,  L.JJ.,  denied  that  any  liability  could  be  occasioned  to  the 
vendor  by  the  use  of  his  name,  and  held  that  the  plaintiff  (Mrs. 
Levy),  who,  while  Miss  Charbonnel,  had  traded  in  partnership 
with  the  defendant  as  "Charbonnel  &  Walker,"  was  not  entitled  to 
restrain  the  defendant,  who  had  bought  the  goodwill  of  the  busi- 
ness as  a  going  concern,  from  continuing  to  use  the  old  name. 
James,  L.  J.,  said  :  "  It  should  never  be  forgotten  in  these  cases 

{»)  Per  "Wickens,  V.-C,  in   Scott  v.  see    Bowman    v.   Floyd,    85    Mass.   76  ; 

7?0!i-/rt«(i?,  20  W.  E,.  508,  andHaU,  V.-C,  Rogers  v.  Taintor,  97   ib.  291;   Morse  v. 

in  Levy  v.  TFalker,  10  Ch.  D.  436.     See  Sail,  109    ib.  409  ;    Ilallett  v.  Cumston, 

Chatteris  v.  Isaacson,  57  L.  T.  N.  S.  177  ;  110  ib.  29  ;  Sohler  v.  Johnson,  111  ib.  238. 

Thynne  t.  Shore,  45  Ch.  D.  577.  By  the  New  York  statute  the  purchaser 

[b]  Per  Wood,  V.-C,  in    Churton    v.  of  a  business  and  goodwill  is  not  entitled 
DoiKjlas,  Johns.  174.  to  trade  under  the  old  name,  but  only  to 

(c)  20  W.  E,.  508.     And  see  Lewis  v.  describe  himself  as  successor  to  the  old 
Lanqdon,  7  Sim.  421  ;    Turner  v.  Major,  firm.     See  Hegeman  S;  Co.  v.  Hegeman, 
3  Giff.  442;  Bence  v.  Mason,  41  L.  T.  8  Daly,  1. 
N.  S.  573;   PicJcson  v.  McMaster  S;  Co.,  (d)  45  Ch.  D.  577. 
18  Ir.  Jur.   202,  212  ;   Howe  v.  Searing,  [e)  34  Beav.  566. 

10  Abb.  Pr.  264  ;  R.  Cox,  244  ;  Peter-  (/)  10  Ch.  D.  436.     And  see  Webster 

son  V.  Midnjihrcy,  4  Abb.  Pr.  394  ;   R.  v.   Webster,  3  Swanst.  490,  n. ;    Clark  v. 

Cox,    212;    McGowan   Bros.    Pump   and  Leach,  32  Beav.  14;   Bond -v.  Milbourn, 

Machine   Co.  v.  McGoivan,  2  Cine.  313;  20    W.  R.    197;    Condi/   v.  Mitchell,  37 

Beeves  v.  Denicke,  12  Abb.  Pr.  N.  S.  92.  L.  T.  N.  S.  268,  766  ;  ^Goulson  ^-  Sons  v. 

In  Tudor  V.  Tudor,  W.  N.  1873,  p.  72,  Coulson  ^-  Co.,  3  Times  L.  R.  846  ;   Tas- 

and  Probasco  v.  Bouyon,  1  Mo.  App.  241,  saud  v.  Tussaud,  44  Ch.  D.  678  ;  Atten- 

there   was   an    express    contract.      For  borough   v.  Jay,   14    Times   L.  R.  439  ; 

decisions   on    the    Massachusetts    Gen.  <S>wi(!/t  v.  J/e/iri^fe,  Ct.  Sess.  Cas.  4th  Sor. 

Stat.  c.  56,  requiring  the  concurrence  of  XVI.  36;  Phelan  v.  Colhnder,  13  N.  Y. 

an  ex-partncr  or  his  personal  represen-  Sup.  Ct.  244  ;  Booth  v.  Jarrett,  52  How. 

tatives  in  the  continued  use  of  his  name  Pr.J169 ;  Woodsy.  Sands,  Dig.  467 ;  Mossop 

by  the  continuing- or  surviving  partners,  v.  Mason,  18  Grant,  Up.  Can.  Ch.  453. 
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that  the  sole  right  to  restrain  anybody  from  using  any  name  that 
he  likes  in  the  course  of  any  business  he  chooses  to  carry  on  is  a 
right  in  the  nature  of  a  trade  mark  :  that  is  to  say,  a  man  has  a 
right  to  say,  '  You  must  not  use  a  name,  whether  fictitious  or 
real — you  must  not  use  a  description,  whether  true  or  not — which 
is  intended  to  represent,  or  calculated  to  represent,  to  the  world 
that  your  business  is  my  business,  and  so,  by  a  fraudulent  mis- 
statement, deprive  me  of  the  profits  of  the  business  which  would 
otherwise  come  to  me.'  That  is  the  principle,  and  the  sole 
principle,  on  which  this  Court  interferes.  The  Court  interferes 
solely  for  the  purpose  of  protecting  the  owner  of  a  trade  or  business 
from  a  fraudulent  invasion  of  that  business  by  somebody  else.  It 
does  not  interfere  to  prevent  the  world  outside  from  being  misled 
into  anything.  If  there  is  any  misleading,  that  may  be  for  the 
Criminal  Courts  of  the  country  to  take  notice  of,  or  for  the 
Attorney-Greneral  to  interfere  with  ;  but  an  individual  plaintiff 
can  only  proceed  on  the  ground  that,  having  established  a  business 
reputation  under  a  particular  name,  he  has  a  right  to  restrain  any 
one  else  from  injuring  his  business  by  using  that  name.  .  .  .  But 
there  is  another  point  upon  which  I  myself  cannot  entertain  any 
doubt :  which  is  this — that  the  assignment  of  the  goodwill  and 
business  of  Charbonnel  &  Walker  did  convey  the  right  to  use  the 
name  of  Charbonnel  &  Walker,  and  the  exclusive  right  to  use  that 
name,  as  between  the  vendor  and  the  purchaser  of  that  business. 
Whether  it  would  prevent  another  person  from  afterwards  using 
the  name  of  Charbonnel,  I  do  not  say  ;  but  the  trade  name,  made 
up  of  parts  of  two  real  names,  as  the  jU^aster  of  the  EoUs  saj's,  the 
trade  name  of  Charbonnel  &  Walker  (whether  it  was  entirely  a 
fictitious  name  can  make  no  difference)  was  the  name  of  the 
business,  and  that  business  was  sold.  That  was  a  name  with 
which  every  article  sold  might  have  been  impressed,  just  as  in  the 
case  of  2IiUiii(jton  v.  Fox  {a),  where  the  name  was  continued  as  pait 
of  the  designation  of  the  article  sold.  I  think  it  right  to  say  that 
the  sale  of  the  goodwill  and  business  conveyed  the  right  to  the  use 
of  the  partnership  name  as  a  description  of  the  articles  sold  in  that 
trade,  and  that  that  right  is  an  exclusive  right  as  against  the 
person  who  sold  it,  and  an  exclusive  right  as  against  all  the  world, 
so  that  no  other  person  could  represent  himself  as  canying  on  the 

(a)  3  My.  &  Cr.  338. 
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same  business"  {a).  The  result  of  the  authorities  seems  to  be  that 
the  old  firm  name  may  be  used  in  any  way  which  does  not  expose 
the  vendor  to  liability  {b).  But  where  a  partner  retires  without 
assigning  the  goodwill  to  the  continuing  partner,  the  latter  cannot 
continue  to  use  the  name  of  the  retiring  partner  (c),  and  the  sale 
of  the  goodwill  and  business  of  a  company  in  the  course  of  winding 
up  has  been  held  by  Kay,  J.,  not  to  include  the  right  to  use  the 
name  of  the  company  (r/). 

The  purchaser  of  the  goodwill  is,  a  fortiori,  entitled  to  represent  Rights  of 
himself  as  continuing  the  old  business:  thus,  where  the  business  ^^^^ 
of  John  Douglas  &  Co.  was  sold,  it  was  held  that  the  purchasers 
alone  had  the  right  to  describe  themselves  as  "  late  John  Douglas 
&  Co.,"  and  the  vendor  was  restrained  from  calling  his  new  firm 
"  John  Douglas  &  Co.,"  that  being  an  interference  with  that 
right  {e).  But  a  purchaser  has  no  right  to  use  the  name  of  the 
business  he  has  bought  in  such  a  way  as  to  create  confusion  in  the 
minds  of  the  public  (_/")  ;  and  it  is  a  fraud  for  a  person  to  purchase 
the  goodwill  of  a  small  business  in  order  to  gain  a  right  to  use  a 
name  generally  identified  with  a  different  and  important  busi- 
ness (g).  In  Warner  v.  Warner  {/i)  it  was  held  that  not  only  had 
the  purchaser  of  the  goodwill  of  a  business  in  proprietary  medicines 
the  right  to  continue  to  use  the  old  name,  but  that  the  change  of 
the  name  to  the  purchaser's  own  name,  so  as  to  assimilate  it  to  the 
name  of  an  old  rival  business,  should  be  restrained  by  injunction. 
And  where  a  business  has  been  carried  on  under  a  name  somewhat 
resembling  that  under  which  a  similar  old-established  business  is 
carried  on,  the  purchaser  of  the  newer  business  must  not  change 
the  name  of  his  business  so  as  to  assimilate  it  to  that  of  the  older 
business  (/).  The  mortgagee  of  the  goodwill  of  a  business, 
including  the  right  to  use  the  name  under  which  the  business  is 
carried  on,  has  no  such  right  in  that  name  as  to  be  able  to  restrain 

(a)  And  see   Thorneloe  v.  JUll,  (1894)  McGoican,  2  Ciuc.  313;    rhclan  v.  Cul- 

1  Ch.  569.  lender,  13  N.  Y.  Sup.  Ct.  2-14.     But  see 

{b)   Thynne  v.  Shove,  45  Ch.  D.  577.  Hoive  v.  Searing,  10  Abb.  Pr.  264  ;  R. 

[c)  Grmj  V.  Smith,  43  Ch.  D.  208.  Cox,  244  ;  Reeves  v.  Benicke,  12  Abb. 
And  see  Vondcrhank  v.  Schmidt,  44  La.  Pr.  N.  S.  92  ;  Young  v.  Jones  Bros.  (J-  Co., 
Ann.  264  ;    32  Am.  St.  Pep.  336.     Cf.  3  Hughes,  274. 

Caswell  \.  Hazard,  121  N.  Y.  484.  (/)   Chinnv.  Thomas,  5  V.  L.  R.  Eq. 

[d)  In  re  Bolanac/iVs  Umpire  Chocolate,       188. 

89  L.  T.  (Journal)  273.  {g)  Perks  v.  IlaU  ^-  Co.,  W.  N.  1881, 

{e)    Churton   v.    Douglas,    Johns.    174.  p.  111. 
And  SCO  Lewis  v.  Langdon,  7  Sim.  421  ;  (/»)  5  Times  L.  R.  359. 

McGowan  Bros.  Bum}}  and  Machine  Co.  v.  (i)  Holt  v.  Smith,  4  Times  L.  R.  329. 
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the  use  of  it  by  another  person,  if  he  has  himself  never  traded 
under  it  (a). 

Where,  on  a  piu'chase  of  a  business  and  goodwill,  it  was  agreed 
that  the  purchaser  should  pay  the  vendor  at  the  end  of  each  of  the 
first  ten  years  a  certain  proportion  of  the  profits,  but  there  was  no 
special  agreement  by  the  purchaser  to  keep  up  the  business,  it  was 
held  by  Erie,  C.  J.,  and  the  Court  of  Common  Pleas,  that  the 
purchaser  had  entered  into  an  implied  contract  to  keep  up  the 
business,  at  all  events  for  the  ten  years  over  which  the  instalments 
were  to  extend  (b).  It  seems  that  while  such  an  implied  contract 
would  give  a  right  to  damages  if  broken,  it  could  not  be  specifi- 
cally enforced  in  Equity  (c),  though  carrying  on  a  similar  business 
under  a  different  style  could  be  restrained  (r/). 

In  some  cases  questions  have  been  raised  with  respect  to  the 
ownership  of  the  goodwill  of  a  business  carried  on  on  mortgaged 
premises.  This  has  most  frequently  been  when  the  mortgaged 
premises  have  been  taken  under  compulsory  powers,  so  that  it  has 
been  necessary  to  decide  to  whom,  or  in  what  proportions,  the  pur- 
chase-money was  payable.  The  principle  which  governs  such  cases 
was  thus  laid  down  by  Cotton,  L.  J.  {e).  "  Goodwill  is  a  word  of 
which  few  people  understand  the  meaning.  It  is  obvious  that  to 
certain  kinds  of  goodwill  a  mortgagee  will  be  entitled.  The  good- 
will which  attaches  to  a  house  increases  the  value  of  that  house, 
and  therefore  the  mortgagee  is  entitled  to  that.  By  that  I  mean, 
for  instance,  there  is  a  well-known  public-house,  and  from  its 
position  being  well  known,  people  go  it ;  or  a  well-known  shop, 
from  its  being  situated  in  a  good  thoroughfare,  people  go  to  it. 
The  goodwill  is  attaching  to  the  house,  and  adds  to  the  value  of 
the  house.  But  there  may  be  other  goodwills  attaching  to  the 
personal  reputation  which  a  man  has  made  for  himself.  That,  of 
course,  does  not  go  to  the  mortgagee,  but  is  a  thing  personal  to  the 
man  whose  skill  and  whose  name  have  acquired  that  goodwill. 
It  does  not  follow  at  all  that  because  it  is  called  '  goodwill '  the 
mortgagee  will  be  entitled  to  it.     So  far  as  it  is  incident  to  the 


(«)  Brazlc^j  V.  Soarcs,  22  Oh.  D.  6G0. 

(b)  Mrlntyrc  v.  Belcher,  14  C.  B.  N.  S. 
654.  Compare  Harrison  v.  Gardner,  2 
Madd.  198. 

(c)  Lewis  V.  Langdon,  7  Sim.  421. 

(d)  Evans  v.  Hughes,  18  Jur.  691.  And 
see  Turner  v.  Major,  3  Gifif.  442. 


[c)  Cooper  v.  Metropolitan  Board  of 
Works,  5.3  L.  J.  Ch.  109  (this  passage  is 
given  rather  less  fully  at  25  Ch.  D.  479), 
and  see  Chissum  v.  Betces,  5  Euss.  29  ; 
lung  V.  Midland  Railway  Co.,  17  W.  R. 
113  ;  Pile  T.  Tile,  3  Ch.  D.  36  ;  JSxjjarte 
Funnett,  In  re  Kitchin,  16  ib.  226. 
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house,  and  is  connected  with,  the  house,  and  increases  the  value 
of  the  house,  it  goes  as  part  of  the  value  of  the  house  to  the  mort- 
gagee." 

In  a  case  of  partnership,  the  goodwill  of  a  business,  newspaper.  Goodwill  is 
&c.,  including  the  firm  name,  is  partnership  assets,  and,  on  a  sale  assets. 
of  the  partnership  business,  must  he  sold  with  it,  for  the  benefit  of 
the  partners  or  their  creditors  (a) ,  and  a  receiver  may  be  appointed 
until  the  sale  {b) . 

On  a  dissolution  of  partnership  the  business  and  goodwill  may  Disposal  on 
be  disposed  of  in  three  different  ways :  by  sale,  for  the  benefit  of 
the  partners  or  their  creditors ;  by  the  whole  concern,  including 
the  trade  name,  being  taken  by  one  partner  at  a  valuation  ;  or  by 
a  simple  division  of  the  tangible  assets  of  the  partnership,  in  which 
case  each  is  at  liberty  to  use  the  trade  name  just  as  the  partnership 
did  previously  (c),  or  at  all  events  to  state  his  connection  with  the 
old  firm(f/).  But  where  a  partnership  was  entered  into  for  a 
certain  term,  an  injunction  was  granted  to  restrain  one  of  the 
partners  from  carrying  on  business  with  others  under  the  old  part- 
nership name,  the  partnership  term  not  having  expired  (e) . 

On  a  dissolution  of  a  partnership  governed  by  articles,  the  re-  Compensa- 
tiring  partner  will  not  be  entitled  to  compensation  for  his  share  in  ^,  articles, 
the  goodwill  except  in  accordance  with  the  articles  (/).  Thus,  in  a 
case  where  provision  was  not  made  for  such  compensation,  it  was 
held  that  the  premises  on  which  the  business  had  been  carried  on 
for  many  years,  and  which  the  continuing  partner  was  entitled  on 
dissolution  to  take  at  a  valuation,  were  to  be  valued  without 
regard  to  the  fact  of  previous  occupation,  as,  if  that  were  taken 
into  account,  it  would  have  the  effect  of  making  the  partner  in 
question  pay  for  the  goodwill  {g) . 

(a)  Bradbury  V.  DicJiens,  27  Beav.  53;  Kalamazoo  Buggy  Co.,  54  Micli.  215; 
Banks  v.  Gibson,  34  Beav.  566  ;  Mall  v.  Smith  v.  Imus,  32  Alb.  L.  J.  455. 
Barrows,  4  DeG.  J.  &  S.  150  ;  3[cC'urmich  {cl)  Clark  y.  Leach,  32  Beav.  14;  Hook- 
V.  McCnbbin,  1  Ct.  Sess.  Gas.  1st  Ser.  I.  ham  v.  Pottage,  L.  E,.  8  Ch.  91  ;  Dickson 
541;  Dayton  v.  Wilkes,  17  How.  Pr.  v.  3Ic3Iaster  ^-  Co.,  18  Ir.  Jur.  202; 
510;  R.  Cox,  224.  Peterson  v.  Humphrey,  4  Abb.  Pr.  394; 

(b)  Marten  v.  Van  Schaick,  4  Paige,  E..  Cox,  212.  ^ee  Matthews  v.  Hodgson, 
479  ;    Williams  v.  Wilson,  4  Sandf.  Ch.  2  Times  L.  E.  899. 

379,  {e)  England  v.  Curling,  8  Beav.  129. 

(c)  Banks  v.  Gibson,  34  Beav.  506;  (/)  Hall  v.  Hall,  2^'Bea.Y.  Wd  ;  Ken- 
Condy  v.  Mitchell,  37  L.  T.  N.  S.  268,  nedy  v.  Lee,  3  Mer.  441,  452  ;  Farr  v. 
766;  Levy  v.  Walker,  10  Ch.  D.  430;  7W;w,  3  Madd.  74 ;  Steuarty.  Gladstone, 
Fenton  v.  Levy,  29  Sol.  J.  735  ;   Cha/jpcU  10  Ch.  D.  026. 

V.  Griffith,  53  L.  T.  N.  S.  459;    Weston  {y)  Burficld  v.  Rouch,  31   Beav.  241. 

v.  A'eie/mw  (1),  39  N.  Y.  Super.  Ct.  54  ;       But    see    Dougherty  v.    Van    Nostrand, 
S.  C.  (2),  61  How.  Pr.  455;  Myers  v.       Hoff.  68. 
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But  for  a  retiring  partner  to  "be  entitled  to  compensation  for  liis 
share  in  the  goodwill,  it  is  not  necessary  for  the  word  *'  goodwill  " 
to  be  mentioned  in  the  article  governing  the  distribution  of  the 
partnership  property.  In  Hall  v.  Hall  (a),  indeed,  it  was  held  that 
a  provision  in  the  articles  for  the  valuation,  on  the  determination 
of  the  partnership,  of  the  "property,  credits,  and  effects,"  and 
"  the  stock  in  trade  and  effects,"  did  not  include  the  goodwill ;  and 
so,  in  Dirkwn  v.  McMastcr  <^  Co.  (/>),  with  respect  to  the  term 
"  stock  in  trade,  goods,  chattels,  and  effects."  But  those  cases 
must  be  taken  to  be  overruled  by  the  cases  in  which  the  terms 
"  stock  belonging  to  the  partnership  "  (r),  "  property  and  ef- 
fects" (^/),  and  "  effects  and  things"  (*"),  have  been  hold  to  include 
goodwill. 

Where,  however,  the  partnership  articles  of  a  firm  of  commis- 
sion merchants  provided  that  a  retiring  j^f^rtner  should  receive 
tlie  share  in  the  partnership  property  to  which  he  was  entitled 
upon  the  basis  of  annual  accounts  taken,  under  another  article,  of 
the  partnership  "  estate  and  effects,"  provision  being  made  thereby 
for  a  fair  valuation  and  appraisement  of  all  the  particulars  included 
in  such  accounts,  which  might  be  in  their  nature  susceptible  of 
valuation,  but  no  mention  being  made  of  the  goodwill  of  the  busi- 
ness, it  was  held  by  the  Court  of  Appeal  that,  the  share  of  partners 
in  the  goodwill  of  a  commission  business  not  being  ordinarily 
estimated  in  calculating  their  annual  shares  of  profits,  and  that  not 
having  been  the  practice  in  the  case  before  them,  the  goodwill 
could  not  be  taken  into  account  and  valued  as  being  included  in 
the  partnership  "  estate  and  effects"  (,/'). 

On  the  other  hand,  where  the  articles  of  partnership  provided 
that  the  goodwill  should  belong  to  the  partners  in  the  proportion 
of  their  shares  in  the  business,  but  should  not  be  taken  into  account 
in  the  accounts  of  the  partnership,  and  that  on  the  determination 
of  the  partnership  a  general  account  and  valuation  of  the  property 
and  effects  of  the  partnership  should  be  taken,  the  partnership 


(«)  20  Beav.  139. 

ih)  18  Ir.  Jur.  202. 

(c)  Hall  V.  Barroivs,  4  Do  G.  J.  &  S. 
150. 

{d)  Reymlds  v.  BhUocIc,  47  L.  J.  Ch. 
773.  And  see  JFilnier  v.  Thomas,  74 
Md.  485  ("  all  the  estate  and  property 
■wherever  situated  "). 

(e)  Barrow  v.  Barrow,  27  L.  T.  N.  S. 


431;  F.oHv.  Buhner,  W.N.  1878,  p.  119; 
and  see  Shipwright  y.  Clements,  19  W.  R. 
599.  Where  the  interest  of  a  deceased 
partner  is  purchased  by  the  survivinj^ 
partner  at  a  valuation,  under  the  Ohio 
statute,  the  value  of  the  goodwill  must 
he  included.  Eammelsberg  v.  Mitchell,  29 
Ohio  St.  22. 

(/)  Slcuartv.Gladdone,  10  Ch.D.  G2G. 
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being  dissolved  by  tbe  death  of  one  of  the  partners,  it  was  held  by 
Stuart,  V.-C,  that  the  goodwill  must  be  included  in  the  valuation 
of  the  partnership  property  {a). 

In  Featherdonhaurjh  v.    Femcich  {h),  it  was  decided  that  on  a  One  partner 

,.,..  (.  ,  I  •  ,  '  T    T     0        ^  L-  ^  cannot  mono - 

dissolution  ot  a  partnersmj),  not  provided  lor  by  articles,  one  ^oUse  good- 
partner  could  not  secure  to  himself  the  whole  benefit  of  the  good-  will,  when  no 
will  by  claiming  to  take  the  share  of  the  other  at  a  valuation,  or 
requiring  him  to  remove  his  proportion  from  the  premises,  or 
clandestinely  obtaining  a  renewal  to  himself  of  the  lease  of  the 
premises  occupied  by  the  partnership ;  but  where  the  goodwill 
goes  with  the  premises,  it  has  been  held  in  America  that  the 
partners  who  quit  the  premises  have  no  claim  in  respect  of  good- 
will against  a  partner  who  remains  on  the  premises  (c) ;  and  where, 
under  a  power  contained  in  the  articles,  a  majority  of  the  partners 
in  a  firm  expelled  another  partner,  it  was  decided  that  in  the  valu- 
ation of  the  amount  to  which  he  was  entitled,  the  value  of  the 
goodwill  could  not  be  taken  into  account  (r/). 

If,  after  a  dissolution  of  partnership  by  the  death  of  a  partner,  Estate  of  dead 
"the  surviving  partners  think  proper  to  make  that  which  is  in  f^ partnership 
Equity  the  joint  property  of  the  deceased  and  them  the  foundation  profits  until 
and  plant  of  increased  profit,  if  they  do  not  think  proper  to  settle 
with  the  executors  and  put  an  end  to  the  concern,  they  must  be 
understood  to  proceed  upon   the   principle  which   regulated   the 
property  before  the  death  of  their  partner "  (e)  ;  that  is  to  say, 
capital  belonging  to  the  estate  of  the  deceased  partner  having  been 
risked,  such  a  proportion  of  the  total  profits  as  are  attributable  to 
that  capital  will  belong  to  that  estate. 

But  in  the  computation  of  what  profits  are  attributable  to  that  Subject  to 

.     ,  ,,  „.  ,  ii;i-i  •!         circumstances. 

capital  a  variety  oi  circumstances  have  to  be  taken  into  consider- 
ation :  thus,  "  the  nature  of  the  trade,  the  manner  of  carrying  it 
on,  the  capital  employed,  the  state  of  the  account  between  the 
partnership  and  the  deceased  partner  at  the  time  of  his  death,  the 


(a)   Wade;w.  Jenkins,  2  Giff.  509.  {e)  Per  Lord  Eldon,  C,  in  Craushay 

{b)  17  Ves.  298  ;  and  so  in  Mitchell  v.  v.  Collins,  15  Ves.  227.  And  see  Feather- 
Read  (1),  61  N.  Y.  128.  As  to  a  trade  stonhaughY.Femvick,  17  Ves.  298;  Heath- 
mark,  see  Weston  v.  Ketcham  (1),  39  cote  v.  Ilulme,  1  Jac.  &  W.  122  ;  Brown 
N.  Y.  Super.  Ct.  54.  v.  De  Tastet,  Jac.  284  ;    Cook  v.  Colling- 

(c)  Musselman  and  Clarkson^s  Appeal,  ridc/c.  Jac.  607  ;  Macdo7iald\.  Richardson, 

62  Penn.  St.  81.  1  Giff.  81  ;  and  I'arsons  v.  lluyward,  31 

id)  iitbuart  V.  Gladstone,  10  Ch.  D.  626.  L.  J.  Ch.  666. 
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conduct  of  parties  after  his  death,  all  of  which  may  materially 
affect  the  rights  of  the  parties  "  (a). 
Similarly  with  In  the  same  manner,  on  the  death  of  a  partner,  the  goodwill 
^°°  ^^  ■  ought,  if  there  is  no  provision  regulating  its  destination  in  such  an 
event,  to  he  sold  for  the  henefit  of  the  partnership,  and  if  that  is 
not  done,  the  continuing  partners  will  have  to  account  to  the  estate 
of  the  deceased  partner  for  his  share  in  the  goodwill. 
Goodwill  does  There  is,  indeed,  a  distinct  decision  (b)  hy  Lord  Lough- 
horough,  C,  that  upon  a  dissolution  of  a  partnership  without 
articles  the  goodwill  survives  to  the  surviving  partner.  This 
position  was,  however,  douhted  by  Lord  Eldon,  C,  in  Craivshay  v. 
Cnlluis  (c)  ;  and  it  is  now  thoroughly  established  that  the  goodwill 
is  partnership  assets.  "  The  goodwill  of  a  trade,  although  in- 
separable from  the  business,  is  an  appreciable  part  of  the  assets  of 
a  concern,  both  in  fact  and  in  the  estimation  of  a  Court  of  Equity. 
Accordingly,  in  reported  cases.  Lord  Eldon  held  that  a  share  of  it 
properly  and  as  of  right  belonged  to  the  estate  of  the  deceased 
partner.  It  does  not  survive  to  the  remaining  partners,  unless  by 
express  agreement ;  but  it  may  by  agreement,  as  it  may  be  agreed 
that  any  particular  portion  of  the  partnership  assets  shall  so  survive. 
Goodwill  manifestly  forms  a  portion  of  the  subject-matter  which 
produces  profits,  which  constitutes  partnership  property,  and  which 
is  to  be  divided  between  the  surviving  partners  and  the  estate  of 
the  deceased  partner,  according  to  the  terms  of  the  contract,  and 
when  that  is  silent,  according  to  their  shares  in  the  concern  "  (rf). 
The  share  of  the  deceased  partner  in  the  concern  is  not,  however, 
the  sole  guide  to  the  interest  of  his  estate  in  the  goodwill.  The 
various  circumstances  alluded  to  by  Wigram,  V.-C,  in  Willett  v. 
Blandford  {e)  must  be  considered.  Thus,  where  at  the  time  of 
the  death  of  one  of  two  partners  the  partnership  was  insolvent, 

[a)  Per  Wipram,  V.-C,  in  Willett  v.  (c)   15  Ves.  227. 

Blandford,  1  Hare,  253.     And  see  iS'Jwyj-  [d)  Per 'RormRj, 'M.'R,.,  in.  Weddcrburn 

son  V.  Chapman,  4  De  G.  M.  &  G.  154,  v.    Wcdderhurn,  22  Beav.  84.     And  see 

where   these  remarks  were  highly  ap-  Macdonald    v.    Richardson,    1    Giff.    81  ; 

proved   by   Turner,  L.  J.,  and   it  was  Bradbury  v.  Dickens,  27  Beay.  53  ;   Smith 

held  that  under  the  circumstances  of  the  y.  Everett,  27  Beav.  446 ;  HuIIy.  Barrows, 

case,  nothing  was  due  to  the  estate  of  4   De   G.  J.   &   S.    150 ;    3IcCormick  v. 

the  deceased  partner.  McCubbin,  Ct.  Sess.  Gas.  1st  Ser.  I.  541  ; 

{b)  Hammond  v.  Bouglas,  5  Ves.  539.  Dougherty   y.    Van   Xostrand,  HofE.   68  ; 
And  see  Lewis  v.  Langdon,  7  Sim.  421  ;  J)ayton  v.  Wilkes,  17  How.  Pr.  510  ;  R. 
Robertson  v.  Quiddingion,  28  Beav.  529  ;  Cox,  224  ;  cf.  Steivart  y.  Einstein  ^-  Saw- 
Young  v.  Jones  Brothers  6;  Co.,  3  Hughes,  hill,  64  U.  S.  Pat.  Gaz.  1333. 
274.  (e)  1  Hare,  253. 
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and  the  deceased  partner  indebted  to  the  partuersliip,  and  the 
surviving  partner  subsequently  carried  on  the  business  with  such 
energ-j  and  success  that  he  was  able  at  a  later  period  to  sell  the 
goodwill  for  £1,700,  it  was  held  by  Jessel,  M.  E.,  that  the  sur- 
viving partner  was  only  liable  to  account  to  the  estate  of  his 
deceased  partner  for  the  value  of  a  moiety  of  the  goodwill  at  the 
time  of  the  latter's  death  (a) . 

With  respect  to  the  trade  name.  Shad  well,  Y.-C,  in  Lewis  v.  Finn  name. 
Langdon  ih),  expressed  an  opinion  that  it  survived,  but  the  decision 
in  that  case  only  amounted  to  this  :  that  one  of  three  executors  of 
a  deceased  partner  in  the  firm  of  "  Brookman  &  Langdon  "  had  no 
right  to  set  up  in  business  as  "  Brookman  &  Langdon,"  and  that 
the  surviving  partner,  who  was  carrying  on  business  as  "  James 
Lewis  &  Co.,  successors  to  Brookman  &  Langdon,"  had  sufficient 
interest  in  the  name  of  the  old  firm  to  restrain  an  unauthorised  use 
of  it  (c) ;  and  it  seems  that  one  member  of  a  firm  cannot,  on  the 
death  of  his  partner,  monopolise  all  the  benefit  to  be  derived  from 
the  use  of  the  firm  name  {d),  although,  if  he  purchases  the  interest 
of  his  deceased  partner  from  the  latter's  executors,  he  will  be 
entitled  to  the  exclusive  use  of  the  old  firm  name  (c). 

When,  on  a  dissolution  of  partnership,  the   goodwill  of  the  Firm  con- 
business  becomes   the  property  of  some  of  the  former  partners,  *^)^^^^^ 
%vith  it  they  acquire  the  right  of  representing  their  remodelled  partners, 
business  as  being  the  continuation  of  the  old  one  ;  and  they  are  at 
liberty  to  express  this  by  styling  themselves  "  B.  &  C,  late  A.  and 
B.,"  or  "  B.  &  C,  successors  to  A.  &  B.,"  or  by  using  any  similar 
words  (/').     If  they  continue  to  use  the  style  of  the  old  business, 
"  A.  &  B.,"  as  before,  then,  as  regards  the  partner  by  whose  retire- 
ment or  death  the  dissolution  has  been  brought  about,  it  does  not 
appear  that  he  or  his  estate  will  be  exposed  to  loss  or  inconvenience, 

(ff)  Broughton  t.  Broughton,  44  L.  J.  And   see    Fenti  v.   Bolles,    7    Abb.   Pr. 

Cb.    526.      And    compare    ISimpson    v.  202. 
Chapman,  4  De  G.  M.  &  G.  154.  [e)  Phelan  v.  Collender,  13  N.  Y.  Sup. 

(4)  7  Sim.  421.     See  Milner  v.  Reed,  Ct.  244. 
Dig.  328.  (/)    Churton  v.  TJovglas,  Jobns.   174; 

(c)  In  this  respect  Uine  v.  Lart,  10  Leicis  v.  Laiigdon,  7  Sim.  421  ;  Hookham 
Jur.  106,  and  Lent  v.  Turpin,  2  J.  &  v.  I'uttage,  L.  R.  8  Ch.  91  ;  I'eternon  v. 
H.  139,  seem  to  be  in  point,  as  in  those  Humphrey,  4  Abb.  Pr.  394  ;  R.  Cox, 
cases  the  plaintiff  had  a  certain  right,  212;  McOou-an  Brother''  Pump  %  Machine 
but  not  an  exclusive  right,  in  the  trade  Co.  v.  McGoivan,  2  Cine.  313;  I'hclan  v. 
marks.  See  Scott  v.  Scott,  16  L.  T.  N.  S.  CoUmder,  13  N.  Y.  Sup.  Ct.  244  ;  Yoioig 
143.  V.  Jones  Brothers  ^-  Co.,  3  Hughes,  274. 

[d)  A  decided  opinion  to  this  effect  is  But  see  Iteeves  v.  Denicke,  12  Abb.  Pr. 
expressed   in   Lindley  on  Partnership.  N.  S.  92. 
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or  that  he  or  his  representatives  have  any  ground  for  complaint  {a) ; 
and,  as  regards  the  public,  it  seems  that  the  use  of  the  old  name 
does  not,  as  a  rule,  constitute  any  false  representation,  the  only 
statement  being  that  the  new  firm  is  carrying  on  the  business  of 
the  old  one  [b) .  Such  continued  user,  however,  will  not  be  per- 
mitted when  it  can  be  only  for  an  improper  and  fraudulent 
purpose,  and  in  order  to  deceive  the  public  {c)  ;  nor  where  the 
partnership  has  been  only  contrived  with  a  view  to  giving  the 
piu'chaser  of  a  professional  business  the  means  of  appropriating  to 
himself  the  personal  reputation  of  the  vendor  (d). 

When  a  partner  has  retired   from  a  business,  his   share   and 

interest  therein  being  taken  over  by  the  continuing  partners,  or 

when,  on  the  death  of  a  partner,  the  partnership  business  has  been 

sold,  the  retiring  or  surviving  partner,  as  the  case  may  be,  has  full 

liberty  to  set  up  a  precisely  similar  business  to  that  which  the 

partnership  carried  on,  but  he  must  not  represent  it  to  be  tlie  same 

business  (c).     To   use   the   language   of   Fry,   J.,  in   Mogford  v. 

Courtcnay  {/)  "the  rights  of  a  late  partner  who  has  no  interest  in 

the  goodwill  of  the  old  business,  to  carry  on  trade  are  somewhat 

refined.     They  amount  shortly  to  this — that  he  may  carry  on  a 

similar  trade  or  similar  business ;  he  cannot  carry  on  the  identical 

business.     He  is  at  hberty  to  do  everything  which  flows  from  the 

right  to  carry  on  a  similar  business ;  he  is  prohibited  or  liable  to 

be  restrained  from  doing  anything  which  conduces  to  his  carrying 

on  the  identical  business ;  but  what  acts  come  within  either  of 

those  classes  is  a  question  of  very  considerable  nicety."     To  this 

extent  the  rights  of  an  expelled  partner  are  the  same  as  if  he  had 

retu'ed  voluntarily  (g).     In  the  valuation,  therefore,  of  the  sliare  of 

a   retiring   or  dead   partner,    which   is  to  be  taken  over  by   the 


(a)  SeeZevj/v.  Walker,  lOCh.D.  436, 
and  cases  at  p.  315,  supra. 

(b)  Banls  v.  Gibson,  34  Beav.  566  ; 
Aubin  V.  Holt,  2  K.  &  J.  66.  And  see 
Leather  Cloth  Co.  v.  American  Leather 
Cloth  Co.,  1  H.  &  M.  271  ;  4  De  G.  J.  & 
S.  137;  11  H.  L.  C.  523;  Fhelan  v. 
CoUender,  13  N.  Y.  Sup.  Ct.  244  ;  Pro- 
banco  V.  Bouyon,  1  Mo.  App.  241  ;  Oakes 
V.  Tonsmierre,  4  Woods,  547. 

(c)  BenceY.  Mason, Big.  534;  41  L.  T. 
N.  S.  573. 

(d)  Thornbury  v.  Bevill,  1  Y.  &  C.  Ch. 
554.  And  see  Oakes  v.  Tonsmierre,  4 
Woods,  547. 


{e)  Kennedy  v.  Lee,  3  Mer.  441,  452  ; 
Harrison  v.  Gardner,  2  IVIadd.  198  ; 
Churton  v.  Douglas,  Johns.  174  ;  Hall  v. 
Barrows,  4  De  G.  J.  &  S.  150  ;  Clark  v. 
Leach,  32  Beav.  14  ;  Bond  v.  Milbourn, 
20  W.  R.  197;  Hookham  v.  Pottage, 
L.  R.  8  Ch.  91  ;  Sclby  v.  Anchor  Tube 
Co.,  W.  N.  1877,  p.  191  ;  Wolmers- 
hausen  v.  O'Connor,  36  L.  T.  N.  S.  921  ; 
Leggott  v.  Barrett,  15  Ch.  D.  306; 
Rammelslerg  v.  Mitchell,  29  Ohio  St.  22  ; 
Cottrell  V.  Babcock  Printing  Press  Manu- 
facturing Co.,  35  Alb.  L.  J.  129. 

(/)  45L.  T.  N.  S.  303. 

{g)  Dawson  v.  Beeson,  22  Ch.  D.  504. 
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surviving  partner,  this  fact  should  be  taken  into  consideration,  as  it 
may  materially  affect  and  even  destroy  the  value  of  the  share  (a)  ; 
and  when  the  business  is  to  be  sold,  that  fact  should  be  stated  in 
the  particulars  of  sale,  in  order  that  the  purchaser  may  be  able  to 
buy  with  a  full  knowledge  of  the  facts  (b).  In  Smith  v.  Everett  (c), 
the  survivor  of  two  partners  in  a  banking  business  sold  the  busi- 
ness, and  it  was  held  that  the  estate  of  the  deceased  partner  was 
entitled  to  a  share  of  so  much  of  the  purchase-money  as  was 
attributable  to  the  goodvrill.  Romilly,  M.  E.,  directed  that  this 
value  should  be  ascertained,  regard  being  had  to  the  facts  that : 
1st,  the  partnership  premises  belonged  to  the  survivor  ;  2ndly,  the 
survivor  had  the  right  to  carry  on  the  business  of  a  banker  on  the 
same  premises  after  the  sale  of  the  goodwill ;  3rdly,  the  sole  right 
of  issuing  bank  notes  survived  to  him. 

Unless  he  has  specially  contracted  not  to  do  so  (c/),  a  retii'ing  or  Eetiring  or 
surviving  partner  may  advertise  generally  the  facts  that  he  was  l^^I^^"^^ 
connected  with  the  former  business,  and  that  he  is  establishing  a  state  former 
new  business  (e),  and  he  may  style  himself  "  formerly  "  or  "  late  " 
of  the  firm,  and,  if  he  occupies  the  premises  formerly  occupied 
by  the  firm,  may  state  that  they  were  so  occupied ;  but  he  may 
not  describe  himself  as  "successor  to"  the  old  firm. 

A  retmng  partner  may  advertise  the  discontinuance  of  his  parti-  And  the 
cipation  in  a  periodical  issued  by  the  partnership,  but  he  is  not  at  termination 
liberty  to  advertise  its  discontinuance  generally,  any  more  than  he  nection. 
might  represent  the  partnership  to  have  ceased  to  carry  on  busi- 
ness, upon   his  own   retirement  (,/').     And  where   an  ex-partner 
knowingly  allowed  his  former  firm  to  continue  to  use  his  name, 
it  was  held  that  he  was  estopped  from  denying  his  partnership  as 
against  a  person  who  had  acted  in  the  belief  that  he  was  still  a 
partner  {g). 

{a)  MeUersh  v.   Keen,   28  Beav.  453;  Winchester,  Seton,  5tli  ed.  591 ;  Burrows 

Jjavies  v.  Hodgson,  25  Beav.  177;  Ram-  v.  Foster,   1  N.  R.  156;   Selhy  y.  Anchor 

mehberg  v.  Mitchell,  29  Ohio  St.  22.  Tube  Co.,  W.  N.   1877,  p.    191  ;  Lcgyott 

{b)   Cooky.  Collhigridge,  Ja.c.  607;  Sail  v.  Barrett,    15    Ch.  D.   306;     Walker  v. 

V.  Barroivs   4  De  G.  J.  &  S.  150.     And  Motiram,  19  ib.  355  ;  Dawson  v.  Bceson, 

see  the  form   settled  '\>j  the  L.JJ.  in  22  ib.  504  ;  Morgan  v.  Schuyler,  79  N.  Y. 

Johnson   V.   Hclleley,   2   De  G.   J.  &   S.  490. 

44(3_  (/)  Bradbury  v.  Dickens,  27  Beav.  53. 

M  9"  B          -146  -"-^  England  v.  Curling,  8  JBeav.  129,  an 

^  '                  ■         ■  injunction   was   granted   to   restrain    a 

{d)  WolmershaKscnv.  O'Connor,  36  L.T.  partner  from  publishing  notices  of  the 

^-  S-  921.  dissolution  of  the  partnership  during  the 

(c)  Bradbury  v.  Dickens,  27  Beav.  53  ;  term  for  which  it  was  to  subsist. 

Clark  V.  Leach,  32  Beav.  14  ;  Labouchere  (g)  Richards  v.  Hunt,  65  Ga.  342.     So 

v.  Dawson,  L.  R.  13  Eq.  322;  Graveley  v.  in  Backus  v.  Taylor,  84  Ind.  503. 
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nouncements 
may  be  made. 


Business 
carried  on 
in  separate 
districts. 


Eight  of 

election 

protected. 


Valuation  of 
goodwill. 


Wliilo,  however,  a  retiring  partner  is  not  at  liberty  to  depreciate 
the  property,  his  share  in  which  has  passed  to  others  (r/),  a  partner 
who  has  bought  the  share  of  his  partner  may,  even  before  the 
piu'chase  is  in  all  respects  completed,  publish  statements  which  are 
necessary  to  induce  others  to  join  him,  and  to  enable  him  to  carry 
on  the  business,  though,  in  the  opinion  of  the  selling  partner,  that 
may  have  a  prejudicial  effect  on  what  is  still,  in  a  sense,  the 
partnership  property  {b). 

Where  two  partners,  having  been  in  the  habit  of  carrying  on 
the  partnership  business,  each  in  a  separate  district,  agreed  to 
dissolve  partnership,  the  premises,  stock,  and  goodwill  to  be  sold, 
or  until  sale  to  vest  in  a  receiver,  Stuart,  Y.-C,  restrained  one 
partner  from  carrying  on  the  business  on  his  own  account  in  one 
district,  and  directed  him  to  account  for  the  profits  (e). 

Again,  where  it  was  provided  by  the  partnership  articles  that, 
on  tlie  death  of  one  of  the  partners,  his  personal  representative 
should  have  the  right  to  elect,  within  three  months,  to  take  the 
deceased  partner's  share  in  the  business,  Wood,  V.-C,  restrained 
the  surviving  partner  from  carrying  on  the  business  under  any 
other  firm  or  style  than  that  used  in  the  lifetime  of  the  deceased 
partner,  for  three  months,  or  until  election  by  his  representa- 
tive {d).  But  it  seems  that  though  the  Court  can  restrain  the 
surviving  partner  from  carrying  on  the  business  in  any  other 
name,  it  has  no  means  of  compelling  him  to  carry  it  on  in  the 
original  name  {c) . 

The  value  of  a  goodwill,  or  share  of  a  goodwill,  is  usually 
estimated  at  so  many  years'  purchase  upon  the  amount  of  the 
profits  (/) ;  thus,  in  Mellersh  v.  Keen  {g),  it  was  fixed  at  one  year's 
purchase  of  the  net  annual  profits,  calculated  on  an  average  of 
three  years  (//) . 


63. 


(a)    Bradbury    v.    Dickens,    27    Beav. 
J. 

{b)  Marshall^.  Watson,  25  Beav.  501. 
[c)   Turner  v.  3[ajor,  3  Gitf.  442. 
{d)  Evans  v.  Hughes,  18  Jur.  691. 
\e)  Lewis  v.  Langdon,  7  Sim.  421. 
(/)  Austen  v.  Boys,  2  De  G.  &  J.  626. 


{g)  2S  Beay.  453  ;  and  see  Donald  v. 
Hodgcirfs  Trustees,  Ct.  Sess.  Gas.  4th 
Ser.  XXI.  246. 

{h)  As  to  other  circumstances  to  be 
considered,  see  Smith  v.  Everett,  27 
Beav.  446  ;  Johnson  v.  Helleley,  34  Beav. 
63  ;  2  De  G.  J.  &  S.  446. 
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THE  PATENTS,  DESIGNS,   AND   TEADE   MAEKS 

ACTS,  1883—1888,  AND  THE  EULES  AND 

INSTEUCTIONS  THEEEUNDEE. 


THE  PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACT,  1883  (a). 
46  &  47  Vict.  c.  57. 

An  Act  to  amend  and  consolidate  the  Lair  relating  to  Patents  for 
Inventions,  Registration  of  Designs,  and  of  Trade  3Iarhs. 

['25th  August,  1883.] 

Be  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and  with,  the 
advice  and  consent  of  the  Lords  spiritual  and  temporal,  and  Commons, 
in  this  present  Parliament  assembled,  and  by  the  authority  of  the 
same  as  follows : 

{a)  The  parts  of  this  Act  which  have  been  expunged  by  the  later  Acts  are  printed 
in  italics,  and  the  provisions  which  have  been  introduced  are  printed  in  brackets-. 


PAET  I.  Part  I. 

Preliminary.  Preliminary. 

1 .  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade  Marks  Short  title. 
Act,  1883. 

2.  This  Act  is  divided  into  parts,  as  follows  : —  Division  of 

Part  I. — Preliminary.  Act  into  parts. 

Part  II. — Patents. 
Part  III. — Designs. 
Part  IV. — Trade  Marks. 

Part  V. — GrENERAL. 

3.  This  Act,  except  where  it  is  otherwise  expressed,  shall  commence  Commence- 
from   and   immediately   after  the   thirty-first  day  of  December,   one  ment  of  Act. 
thousand  eight  hundred  and  eighty-three  [a). 

(a)  The  Act  of    1888,    except   where  otherwise  provided,   commenced  on   the 
let  January,  1889  (J  28). 

PAET  II.     (Sects.  4—40.) 
Patents. 
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PAET  III.     (Sects.  47—61.) 

Designs  («). 

(«)  For  §  51,  requiring  articles  bearing  a  registered  design  to  be  marked  so  as  to 
denote  the  fact  of  registration,  see  Appendix  G.,  p.  608. 


PAET  IV. 

Trade  Marks. 
Registration  of  Trade  Ma)'ks. 

Application  62. — (1.)  The  comptroller  (ff)  may,  on  application  by  or  on  behalf  of 

for  registra-      any  person  (5)  claiming  to  be  the  proprietor  (c)  of  a  trade  mark  (f/), 
*^°°-  register  the  trade  mark  (e). 

(2.)  The  application  (/)  must  be  made  in  the  form  set  forth  in  the 
first  schedule  to  this  Act,  or  in  such  other  form  ((/)  as  may  be  from 
time  to  time  prescribed  (A),  and  must  be  left  at,  or  sent  by  post  to  t/ie 
Patent  Office  in  the  prescribed  manner  [such  place  and  in  such  manner 
as  may  be  prescribed]  («'). 

(3.)  The  application  must  be  accompanied  by  the  prescribed  number 
of  representations  (^)  of  the  trade  mark,  and  must  state  the  particular 
goods  or  classes  of  goods  (/)  in  connection  with  which  the  applicant 
desires  the  trade  mark  to  be  registered. 

(4.)  The  comptroller  may,  if  he  thinks  fit  (>»),  refuse  to  register  a 
trade  mark  {ii) ;  but  any  such  refusal  shall  be  subject  to  appeal  to  the 
Board  of  Trade  (o),  who  shall,  if  required,  hear  the  applicant  and  the 
comptroller,  and  may  make  an  order  determining  whether,  and  subject 
to  what  conditions  (/j),  if  any,  registration  is  to  be  permitted. 

(5.)  The  Board  of  Trade  may,  however,  if  it  appears  expedient, 
refer  the  appeal  to  the  Court ;  and  in  that  event  the  Court  shall  have 
jurisdiction  to  hear  and  determine  the  appeal,  and  may  make  such 
order  as  aforesaid  (§'). 

[(6.)  Where  an  applicant  for  the  registration  of  a  trade  mark  other- 
wise than  under  an  International  Convention  is  out  of  the  United 
Kingdom  at  the  time  of  making  the  application,  he  shall  give  the 
comptroller  an  address  for  service  in  the  United  Kingdom,  and  if  he 
fails  to  do  so  the  application  shall  not  be  proceeded  with  until  the 
address  has  been  given  (r)]. 

The  amendments  in  this  section  were  made  by  §  8  of  the  Act  of  1888. 

[a)  The  Comptroller  General  of  Patents,  Designs,  and  Trade  Marks:   §  117. 

{h)  "  Person  "  includes  a  body  corjoorate  :  ^117,  Rule  41.  There  is  no  limitation 
to  British  subjects,  and  the  practice  hitherto  has  been  to  grant  registration  to  aliens. 
See,  however,  In  re  Riviere  ^-  Co.,  26  Ch.  D.  48.  By  ^  103,  a  certain  priority  is  given 
to  foreign  applicants  who  have  apphed  for  registx'ation  in  their  own  countries. 

{c)  By  "claiming  to  be  the  proprietor"  nothing  more  is  meant  than  "  claiming 
to  be  the  first  to  adopt,"  whether  there  has  been  any  user  or  not.  The  doubt 
expressed  in  In  re  Anderson.  54  L.  J.  Ch.  1084  ;  Edwards  v.  Dennis,  30  Ch.  D.  454  ; 
and  In  re  Lyndon,  32  Ch.  D.  109,  is  now  removed :  In  re  Hudson,  32  Ch.  D.  311. 
And  see  In  re  Hicks,  22  V.  L.  R.  636,  a  decision  upon  a  similar  provision  in  the 
Trade  Marks  Act  of  Victoria.  But  "  a  person  who  puts  another's  trade  mark  on 
the  register  cannot  be  a  person  entitled  within  the  Act  "  :  per  Fry,  L.  J.,  In  re 
ApoUinaris  Co.,  (1891)  2  Ch.  Ih6,  226  ;  and  an  importer  cannot  register  as  his  own 
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a  trade  mark  of  the  foreign  producer,  at  all  events,  unless  lie  lias  the  control  of  the 
entire  output :  lb.  Again,  a  person  cannot  register  a  trade  mark  without  any 
intention  of  using  it  in  his  business  :  In  re  ApoUinaris  Co.,  (1891)  2  Ch.  186,  234, 
235  ;  In  re  Haft,  (1898)  2  Oh.  -132.  For  registration  to  be  good  a  title  must  be  shown 
which  is  good  according  to  the  law  of  England,  so  that  a  mark  which  has  been 
assigned  in  gross  abroad  ought  not  to  be  registered  :  Pinto  v.  Badman,  8  P.  R.  181 — 
192,  193  ;  nor  a  mark  which,  though  registered  abroad,  does  not  contain  any  of  the 
essential  particulars  required  by  this  Act :  In  re  Carter  Medicine  Co.,  (1892)  3  Ch. 
472.  Since  by  ^  77  a  trade  mark  within  that  section  cannot  be  protected  until  either 
it  has  been  registered  or  registration  has  been  refused,  it  hardly  seems  that  there 
can  be  any  effective  proprietorship  until  registration  has  been  graflted,  or,  in  the 
case  of  an  old  mark — i.e.,  a  mark  used  before  August  13th,  1875 — refused. 

{d)  As  to  what  is  a  trade  mark,  see  §  M,  infra,  and  Ch.  II. 

{e)  As  to  the  mode  of  registration,  see  Rules  32 — 35  ;  infra,  pp.  401 — 413,  where 
the  Rules  now  in  force,  viz.,  the  Rules  of  1890  as  amended  by  the  Rules  of  1897 
and  1898,  are  set  out.  By  Rule  33,  if  an  applicant  dies  before  registration,  the  trade 
mark  may  be  registered  for  the  successor  to  the  goodwill  of  his  business. 

(/)  For  the  mode  of  making  application,  see  Rules  7 — 16.  By  §  81  (3),  applica- 
tions for  registration  of  HaUamshire  cutlery  marks  must  be  made  to  the  Cutlers' 
Company. 

{g)  Form  F.  in  the  Second  Schedule  to  the  Rules  is  substituted  for  Form  F.  in 
the  Schedule  to  the  Act.     See  Rules,  4,  5. 

{h)  "  Prescribed,"  i.e.,  by  the  Rules.     See  §  117. 

(i)  See  Rule  16. 

(A)  Four  in  classes  23 — 35  ;  three  in  other  classes.     See  Rule  13,  and  Form  G. 

(/)  The  application  may  be  for  any  goods  in  a  class.  See  Form  F.  But  it  should 
be  only  for  the  particular  goods  for  which  the  applicant  has  used  or  is  about  to  use 
the  mark:  J^dwards  v.  Dennis,  30  Ch.  D.  454:  Hargreave  v.  Freeman,  (1891)  3  Ch. 
39.  Similarly,  an  application  for  the  whole  of  a  class  by  a  person  who  does  not 
deal  or  intend  to  deal  in  goods  in  that  class  is  improper  :  In  re  Bait  ^-  Co.,  (1898) 
2  Ch.  432.  For  the  classification  of  goods,  see  Rule  6  and  the  Third  Schedule 
to  the  Rules  ;  also  Guide  to  Classification,  infra,  p.  424. 

(;«)  The  comptroller's  discretion  to  allow  the  registration  of  a  trade  mark  is 
limited  by  §^  69,  72,  73.  See  per  Cotton,  L.  J.,  in  In  re  Australian  Wme  Importers, 
Ld.,  41  Ch.  D.  278,  a,i\(\  per  Pearson,  J.,  in  In  re  Price's  Patent  Candle  Co.,  27  Ch.  D. 
681.  And,  further,  "  the  question  whether  the  comptroller  shall,  in  the  exercise  of 
the  discretion  which  the  Act  gives  to  him,  register  a  trade  mark,  is  a  very  different 
question  from  any  of  the  questions  upon  a  trade  mark  that  can  be  raised.  He  is 
quite  within  his  duty,  and  he  is  quite  entitled,  if  he  thinks  that — either  becau.se 
there  are  words  in  it,  the  exclusive  use  of  which  would  be  calculated  to  deceive,  or 
otherwise — there  is  a  sufficient  reason,  to  say  '  No  ;  I  do  not  think  it  is  proper  to 
register  this  trade  mark  '  "  :  per  Kay,  J.,  in  In  re  Dunn,  41  Ch.  D.  439.  And  see 
the  same  case  in  the  House  of  Lords,  15  App.  Cas.  252  ;  In  re  Marks  ^-  TeUefsen, 
63  L.  T.  N.  S.  234  ;  In  re  Spec-,  55  L.  T.  N.  S.  880  ;  In  re  Farrow,  7  P.  R.  260  ; 
and  In  re  Turney,  11  P.  R.  37.  It  is  to  be  observed  that  in  Orr-Ewing  v.  Registrar 
of  Trade  3Iarks,  4  App.  Cas.  497,  Lord  Blackburn,  referring  to  §  5  of  the  Act  of 
1875,  by  which  it  was  provided  that  the  Court  "may"  direct  registration  of  a 
trade  mark  to  which  a  claimant  is  entitled,  said  :  "  I  cannot  construe  this  section  as 
meaning  anything  else  than  that,  where  the  Court  of  Chancery  is  satisfied  that  the 
applicant  is  a  person  who  is  for  the  time  being  entitled  to  the  exclusive  use  of  a 
trade  mark  in  accordance  with  law,  and  that  the  trade  mark  is  one  within  the 
definition  in  the  Act,  the  Court  is,  ex  dehitojustitia,  to  rectify  the  register,  just  as  it 
would,  before  the  Act  of  1875,  have  been  bound  ex  dehito  justitice,  on  similar  proof, 
to  prevent  any  one  infringing  the  trade  mirk  .'-hown  to  be  his  property."  And  his 
lordship  went  on  to  say  that,  though  the  burden  of  proof  lay  upon  the  person 
making  the  application,  yet  if  he  did  produce  such  proof  as  would,  in  the  opinion 
of  the  Court,  entitle  him  to  an  injunction,  he  did  not  thiuk  that  the  Court  had  any 
discretion  to  consider  whether  the  registration  would  be  inconvenient.  If  the 
comptroller  has  an  absolute  discretion  to  reject  any  mark  he  thiuks  fit,  the  result 
may  be,  in  the  case  of  an  old  mark,  to  destroy  a  very  valuable  property  without 
redress.  These  statements  must,  however,  be  taken  in  conuectiou  with  the  dicta  in 
the  House  of  Lords  in  Eno  v.  Dunn,  15  App.  Cas.  252,  e.g.,  per  Lord  Ilerschell,  at 
p.  261,  where  he  said  :  "Those  sections  "  {i.e.,  ^  72  and  73)  "  prohibit  the  regis- 
tration of  a  trade  mark  in  certain  specified  cases  ;  but  there  is  no  duty  cast  upoa 
the  comptroller  of  registering  every  other  trade  mark  that  may  bs  applied  for.     On 
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the  contrary,  whilst  he  is  in  certain  cases  prohibited  from  registering,  a  discretion 
whether  to  register  or  not  appears  to  me  to  be  in  all  cases  plainly  conferred.  Of 
course,  this  discretion  must  be  reasonably  and  not  capriciously  exercised."  It  is  to 
be  observed  that  Lord  Blackburn  was  primarily  referring  to  an  old  mark,  and  Lord 
Herschell  to  a  now  one.  In  any  event  the  comptroller  is  forbidden  to  refuse  regis- 
tration without  giving  the  applicant  an  opportunity  of  being  heard :  ^  94.  Whether 
the  comptroller  is  justified  in  registering  oriental  words  as  a  trade  mark,  qiicere : 
In  re  Dewhurst  (f  Sons,  Ld.,  (1896)  2  Ch.  137. 

(w)  Before  refusing  to  register  a  mark,  the  comptroller  is  to  give  the  applicant 
ten  days'  notice  of  a  time  when  he  may  be  heard  personally  or  by  his  agent :  §  94 
and  Rules  17—19. 

(o)  See  Rules  20—26  and  Form  H. 

{p)  As  to  limited  registration,  see  note  {e)  to  §  72,  infra. 

(q)  The  Court  is  the  High  Court  of  Justice  in  England:  §  117.  The  Court  has 
no  jurisdiction  to  deal  with  an  application  which  the  comptroller  has  refused,  except 
upon  an  appeal  to  the  Board  of  Trade  and  a  reference  of  the  matter  by  the  Board 
to  the  Court:  In  re  Normal  Co.,  Id.,  35  Ch.  D.  231.  But  the  Board  should  refer 
the  matter  to  the  Court :  ib.  On  the  matter  coming  before  the  Court  all  objections 
can  be  taken,  whether  originally  raised  by  the  comptroller  or  not :  In  re  Sanitas  Co., 
Ld.,  4  P.  R.  533.  When  the  comptroller  refuses  an  application,  and  the  matter  is 
taken  to  the  Court,  the  usual  rule  is  to  make  the  applicant  pay  the  comptroller's 
costs,  whether  successful  or  unsuccessful :  In  re  Van  Duzer,  34  Ch.  D.  623.  Where 
the  Court  was  moved  to  direct  the  comptroller  to  proceed  with  an  application  to 
register  notwithstanding  the  existence  on  the  register  of  a  mark  belonging  to  a 
foreign  company,  and  notice  was  sent  to  the  company,  but  was  not  ackuowledged, 
the  Court  directed  the  comptroller  to  proceed  in  the  company's  absence  without 
prejudice  to  any  opposition,  the  applicant  undertaking  to  give  due  notice  to  the 
company  of  the  advertisement :  I?i  re  Stringer,  8  P.  R.  445.  See  Rule  44  as  to 
entering  orders  of  the  Court  on  the  register. 

(r)  As  to  the  address  for  service,  see  per  Lindley,  L.  J.,  in  In  re  King  ^'  Co.,  (1892) 
2  Ch.  462,  378  ;  also  In  re  Robertson,  Sanderson  ^-  Co.,  9  P.  R.  213. 


Limit  of  time 
for  proceed- 
ing with 
application. 


63.  Wliere  registration  of  a  trade  mark  has  not  been  or  shall  not  be 
completed  within  twelve  months  from  the  date  of  the  application,  by- 
reason  of  default  on  the  part  of  the  aj)]olicant,  the  application  shall  be 
deemed  to  be  abatidotied  (a)  [the  comptroller  shall  give  notice  of  the 
non-completion  to  the  agent  employed  on  behalf  of  the  applicant,  and 
if  at  the  expiration  of  fourteen  days  from  that  notice  the  registration 
is  not  completed,  shall  give  the  like  notice  to  the  applicant,  and  if  at 
the  expiration  of  the  latter  fourteen  days,  or  such  further  time  as  the 
comptroller  may  in  special  cases  permit,  the  registration  is  not  com- 
pleted, the  application  shall  be  deemed  to  be  abandoned]. 

(fl)  This  provision  was  first  made  by  the  edition  of  March,  1883,  of  the  Rules 
under  the  old  Acts.  The  amendments  in  this  section  were  made  by  §  9  of  the  Act 
of  1888.  By  the  combined  operation  of  this  section  and  §  113  all  applications  not 
completed  within  the  prescribed  time  by  the  applicant's  default  lapse,  whether  they 
were  pending  at  the  date  of  this  Act  or  have  been  made  subsequently :  In  re 
Hayu-ard  1^-  Co.,  54  L.  J.  Ch.  1003.  And  this  is  so,  though  the  default  was  occa- 
sioned by  the  neglect  of  the  applicant's  agent,  and  not  of  the  applicant  himself  : 
Jackson  e^-  Co.  v.  Napper,  33  Ch.  D.  162.  But  a  trade  mark  registered  in  1885,  in 
pursuance  of  an  application  made  in  1879,  was  allowed  to  remain  on  the  register, 
subject  to  certain  disclaimers,  and  to  the  entry  of  a  note  on  the  register  making  the 
five  years  for  the  purposes  of  ^  76  run  from  1885  and  not  from  1879  :  In  re  Ilayward 
^  Co.,  54  L.  J.  Ch.  1003.  An  application  which  has  been  abandoned  may  afterwards 
be  renewed,  at  all  events  where  the  applicants  are  not  personally  in  default :  Jackson 
^  Co.  V.  Napper,  35  Ch.  D.  162  ;  In  re  Bancroft  ^-  Co.,  5  P.  R.  209.  In  In  re  Uuitid 
Vineyards  Proprietors''  Co.,  Stirling,  J.,  Nov.  8th,  1889,  an  application  made  in  1876 
had  lapsed  in  consequence  of  the  applicants  having  failed  to  comply  with  a  request 
from  the  registrar  for  the  payment  of  the  final  fee,  the  letter  containing  such  request 
having  miscarried.  The  applicants  supposed  that  the  mark  had  been  registered, 
and  took  no  further  step.    In  1882  a  somewhat  similar  new  mark  was  registered 
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for  the  same  goods  by  another  firm.  In  1889  the  mistake  was  discovered  by  the 
original  applicants,  and  they  at  once  made  a  fresh  application.  The  matter  was 
referi'ed  to  the  Court,  and  it  was  held  that,  the  mark  having  been  used  long  before 
1875,  the  registration  should  proceed,  notwithstanding  that  the  firm  registered  in 
1882  refused  to  consent,  while  not  appearing  to  actively  oppose.  So,  also,  in  In  re 
Loftus,  (1894)  1  Ch.  193,  a  renewed  application  was  allowed  to  proceed. 

64. — (1.)    For  the  ptirposes  of  this  Act,  a  trade  marh  must  consist  of  Conditions  of 
or  contain  at  least  ojie  of  the  follotcnng  essential  particulars  (a)  :  registration 

(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or  ivoven  in  °     ^^  emar  . 

some  particular  and  distinctive  inan7ier  (b)  ;  or 
(b.)  A    loritten  signature  or  copy   of  a   written  siynature  of  the  in- 
dividual or  firm   applying  for   registration  thereof  as  a  trade 
mark  (c) ;  or 
(c.)  A  distinctive  (d)  device,  mark,   brand  (e),  heading  ( /),   label  (g), 

ticket,  or  fancy  ivord  or  tvords  not  in  common  use{li). 
(2.)    There  may   be  added  to  any  one  or  more  of  these  particulars  any 
letters,   words  or  figures,  or  combinatio7i  of  letters,   tvords  or  figures,  or 
of  any  of  them. 

(3.)  Provided  that  any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures  or  of  letters  and  figures  used  as 
a  trade  mark  before  the  thirteenth  day  of  August,  one  thousand  eight 
hundred  and  seventy-five,  may  be  registered  as  a  trade  mark  under  this 
part  of  this  Act. 

[64. — (1.)  Por  the  purposes  of  this  Act,  a  trade  mark  must  consist 
of  or  contain  at  least  one  of  the  following  essential  particulars : 

(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or  woven 

in  some  particular  and  distinctive  manner ;  or 
(b.)  A  written  signature  or  copy  of  a  written  signature  of  the  in- 
dividual or  iii'm  applying  for  registration  thereof  as  a  trade 
mark  ;  or 
(c.)  A  distiuctive  device,  mark,  brand,  heading,  label,  or  ticket;  or 
(d.)  An  invented  word  or  invented  words  {i) ;  or 
(e.)  A  word  or  words  having  no  reference  to  the  character  or  quality 

61  the  goods,  and  not  being  a  geographical  name  (J). 
(2.)  There  may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters,  words,  or  figures,  or 
combination  of  letters,  words,  or  figures,  or  of  any  of  them  [k)  ;  but 
the  applicant  for  registration  of  any  such  additional  matter  must  state 
in  his  application  the  essential  j)articulars  of  the  trade  mark,  and 
must  disclaim  in  his  application  any  right  to  the  exclusive  use  of  the 
added  matter,  and  a  copy  of  the  statement  and  disclaimer  shall  be 
entered  on  the  register  {I). 
(3.)  Provided  as  follows  : 

(i.)  A  person  (m)  need  not  under  this  section  disclaim  his  own 
name  (m)  or  the  foreign  equivalent  thereof,  or  his  place  of 
business  (o) ;  but  no  entry  of  any  such  name  shall  affect  the 
right  of  any  owner  of  the  same  name  to  use  that  name  or  the 
foreign  equivalent  thereof ; 
(ii.)  Any  special  and  distinctive  word  or  words,  letter,  figure,  or 
combination  of  letters  or  figures,  or  of  letters  and  figures, 
used  as  a  trade  mark  before  the  thirteenth  day  of  August, 
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one    thousand    eight    hundred   and    seventy-five,    may    be 
registered  as  a  trade  mark  under  this  part  of  this  Act  {]))■'] 

The  amendments  in  this  section  v,'cre  made  by  §  10  of  the  Act  of  18S8. 

(a)  This  section  is  enlarged  from  §  10  of  the  Act  of  1875.  The  essential  particular 
is  that  which  causes  a  mark  which,  without  it,  would  not  be  a  registrable  trade 
mark,  to  be  a  registrable  trade  mark  ;  it  is  that  by  virtue  of  which  registration  is 
granted  to  a  mark  ;  and  when  the  validity  of  an  alleged  trade  mark  is  being  con- 
sidered by  the  Court,  "the  first  duty  cast  upon  the  Court  is  to  ascertain  whether 
some  one  or  more  than  one  of  the  essential  pai-ticulars  of  a  trade  mark,  as  defined 
by  the  Act,  is  found  to  exist,  so  that  the  mark  may  be  described  with  one  or  more 
than  one  essential  particular  or  particulars  which  distinguish  it":  pcrH&vl  Cairns,  C, 
in  Orr-Euing  v.  Hct/isfrar  of  Trade  Marks,  4  App.  Cas.  479.  This  being  so,  it  is 
provided  by  §  92  that,  though  non-essential  particulars  of  registered  trade  marks 
may  be  altered  with  the  leave  of  the  Court,  essential  particulars  may  not  be. 
Where,  therefore,  two  trade  marks  had  been  registered,  one  of  which  contained  the 
name  of  the  firm  in  oi'dinary  type,  and  the  other  contained  it  printed  in  the  form  of 
a  signatui'e,  Jessel,  M.  R.,  allowed  a  firm  who  had  acc|uii'ed  the  trade  mark  by 
assignment  to  subNtitute  their  own  name  for  the  name  printed  in  ordinary  type,  but 
refused  to  allow  any  alteration  of  the  signature  in  the  second  mark  :  In  re  JJeuJiurst, 
M.  E.,  June  llth,  1880.  See  also  In  re  Murphy  ^-  Co.,  7  P.  R.  163.  A  trade  mark 
which  does  not  contain  any  essential  particular,  and  is  therefore  not  registrable, 
does  not  become  a  good  trade  mark  by  remaining  five  years  on  the  register :  //;  re 
Fabner  (1),  21  Ch.  D.  47  ;  (3),  24  Ch.  D.  504  ;  In  re  Itnlph,  25  Ch.  D.  194  ;  In  re 
Leonard  i^-  EIHk,  26  Ch.  D.  288  ;  In  re  Lloyd  ><■  Sons,  27  Ch.  D.  646  ;  In  re  Wragg,  29 
Ch.  D.  551  ;  Edwards  v.  Dennis,  30  Ch.  I).  4  54  ;  Wood  v.  Lambert,  32  Ch.  D."247  ; 
In  re  Spencer,  54  L.  T.  N.  S.  659  ;  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186.  So  in 
Victoria:  Lewis  v.  Elapproih,  11  V.  L.  E.  (E.)  214;  Wolfe  v.  Alsop  (2),  12  V. 
L.  E.  (E.)  421  ;  Wolfe  v.  Lang  ^-  Co.,  13  V.  L.  E.  752.  The  definition  section  in 
the  Canada  statute  is  wider,  so  that  cases  on  this  section  must  be  applied  with 
caution  in  Canada  :   Smith  v.  Fair,  14  Ont.  Eep.  729. 

{h)  See  ante,  p.  23.  The  words  "individual  or  firm"  in  clause  (a)  as  in  clause  (b) 
mean  a  real  human  being  and  a  real  firm,  the  names  of  fictitious  persons  falling 
under  clause  (e),  and  if  the  name  falls  under  clause  (a)  it  is  excluded  from 
clause  (e),  and  vice  versa  :  per  Smith,  L.  J.,  Ln  re  Holt.  (1896),  1  Ch.  711,  724,  725. 
The  name  of  a  living  public  character  unconnected  with  the  business  falls  under  this 
clause  and  cannot  be  registered  if  printed  in  ordinary  type:  In  re  Carroll,  16  P.  E.  82. 
The  name  of  an  individual  in  ordinary  type  is  not  made  distinctive  by  having  the 
descriptive  name  of  the  goods  added:  In  re  GianacUs,  6  P.  E.  4  67  ;  In  re  Ilannay, 
7  P.  E.  46  :  In  re  Edge,  8  P.  E.  207.  And  see  Firie  v.  Goodall,  (1892)  1  Ch.  35, 
where  Lindley,  L.  J.,  stated  that  "  Pirie's"  in  the  genitive  was  not  the  name  of 
an  individual  or  firm  for  the  purposes  of  this  clause. 

(c)  See  ante,  p.  31 :  and  In  re  Feivhurst,  M.  E.,  June  llth,  1880.  Eegistration 
of  a  signature,  together  with  a  descriptive  word,  gives  no  exclusive  right  in  the 
descriptive  word:    Watt  v.  CHanlon,  4  P.  E.  1. 

(rf)  See  ante,  p.  32.  The  word  "  distinctive"  applies  to  all  the  varieties  of  marks 
mentioned  in  this  sub-section :  per  Cotton,  L.  J.,  in  Waterman  v.  Ayres,  39  Ch.  D. 
29  :  and  per  Chitty,  J.,  in  Bm-land  S;  Co.  v.  Broicbnrn  Oil  Co.,  Ld.  (2),  42  Ch.  D.  274  ; 
and  see  Firie  v.  Goodall,  (1892)  1  Ch.  35.  The  distinctiveness  which  is  required 
cannot  consist  solely  in  colour:  In  re  Hanson,  37  Ch.  D.  112.  To  entitle  a  mark  to 
registration  it  must  at  the  date  of  registration  distinguish  the  goods  of  the  person 
registering  it  from  all  others  :  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  226,  230  ;  and 
an  importer  cannot  register  as  his  own  the  trade  mark  of  the  foreign  producer,  at 
all  events,  unless  he  has  the  control  of  the  entire  output :  II). 

{e)  To  be  registrable,  a  brand  cannot  consist  of  words  unless  they  are  capable  of 
registration  as  such  :  Firie  v.  Goodall,  (1892)  1  Ch.  35  ;  nor  does  the  addition  of  the 
word  "  brand,"  as  part  of  a  trade  mark,  to  words  which  are  not  capable  of  regis- 
tration validate  the  trade  mark  :  In  re  Faine,  9  P.  R.  130.  Sfmhle,  a  water-mark 
woven  into  the  texture  of  paper  may  be  a  brand:  per  Williams,  J.,  in  Firie  v. 
Goodall,  (1892)  1  Ch.  35. 

(/)  A  word  used  alone  is  not  a  heading :  per  Earl  of  Selborne,  C,  in  In  re 
Leonard  S,-  Ellis,  26  Ch.  D.  288,  295. 

(g)  The  label  itself  must  be  distinctive,  so  that  a  label  with  the  name  of  the  pro- 
prietors in  ordinary  type  and  words  descriptive  of  the  goods  is  not  a  distinctive 
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label:  In  re  Price's  Patent  Candle  Co.,  27  Ch.  D.  G81  ;  In  re  Bradley,  9  P.  R.  205 ; 
In  re  Birmlnghani  Vinegar  Brewery  Co.,  11  P.  H.  19.3;  nor  can  words  which  are 
descriptive  or  common  to  the  trade  be  such  a  label :  Great  Tower  St.  Tea  Co.  v. 
Smith,  6  P.  P.  165.  It  has  been  thought  that  a  distinctive  label  must  contain 
elements  capable  of  themselves  of  constituting  essential  particulars  within  the 
Act,  and  that  a  novel  combination  of  old  elements,  none  of  which  fall  within  this 
description,  will  not  do  :  In  re  Bryant  <S;  May,  Ld.,  8  P.  R.  69  ;  but  in  In  re 
Bradley,  9  P.  R.  205,  Chitty,  J.,  while  holding  that  a  mark  when  looked  at  as  a 
whole  must  contain  at  least  one  of  the  essential  particulars,  thought  that  a  novel 
combination  of  devices  not  in  themselves  distinctive,  because  in  common  use,  would 
be  capable  of  registration:  cf.  In  re  Birmingham  Vinegar  Brewery  Co.,  11  P.  R. 
195.  The  label  is  the  entire  combination:  Pinto  v.  Badman,  8  P.  R.  181,  191, 
per  Lord  Esher,  M.  R.  ;  see  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186  ;  In  re  Smokeless 
Potvder  Co.,  (1892)  1  Ch.  590.  A  label  was  held  to  be  distinctive  in  In  re  Bryant  ^• 
May,  Ld.,  4  Times  L.  R.  675  ;  and  see  Bryant  ^ 2Iayv.  Ileyde,  7  X.  S.  W.  Rep.  (E.) 
72.  The  registration  of  a  distinctive  label  does  not  give  an  exclusive  right  to 
descriptive  words  appearing  on  it:  In  re  Hudson,  32  Ch.  D.  311;  In  re  Atkins 
Filter  ^-  Enc/inccring  Co.,  Id.,  3  P.  R.  164  ;  Symington  &;  Co.  v.  Footman,  Pretty  ^-  Co., 
56  L.  T.  N.  S.  696  ;  Watt  v.  CHanlon,  4  P.  R.  1  ;  Lewis's  v.  Goodbody,  67  L.  T. 
N.  S.  194  ;  Rugby  Portland  Cement  Co.  v.  Rugby  if-  Newbold  Cement  Co.,  8  P.  R.  241 ; 
9  P.  R.  46:  cf.  In  re  Paine  (2),  (1893)  2  Ch.  567  ;  nor  to  words  common  to  the 
trade  registered  in  connection  with  it :  British  Tea  cj-  Trading  Association,  Ld.  v. 
Cooke,  Bacon,  V.-C,  June  8th,  1886.  And  where  applicants  applied  for  registration  of 
a  label  containing  descriptive  words,  and  contended  that  their  registration  would 
give  them  a  right  to  the  descriptive  words,  the  opinion  of  the  Court  of  Appeal 
negativing  the  claim  was  stated  in  the  order  of  the  Coiirt  allowing  the  registration 
to  proceed  :  In  re  Hudson,  32  Ch.  D.  311. 

[h]  See  ante,  p.  38.  Fancy  words  were  not  registrable  under  the  old  Act:  Ex 
parte  Stephens,  3  Ch.  D.  659  ;  and  see  Rose  v.  Evans,  48  L.  J.  Ch.  618.  A  fancy 
word  cannot  be  made  out  of  that  which  is  not  one  by  prefixing  the  word  "  the  "  : 
In  re  Stapley  cf-  Smith,  29  Ch.  D.  877  ;  nor  can  words  which,  used  separately,  are 
not  fancy  words,  become  so  by  being  used  in  combination  :  Pirie  v.  Goodall,  (1892) 
1  Ch.  35.  In  determining  whether  a  word  is  a  fancy  word  the  time  to  be  looked  at 
is  the  date  of  registration,  and  the  word  must  not  be  criticised  by  the  light  of  sub- 
sequent events:  In  re  Bovril  T.  M.,  (1896)  2  Ch.  600,  605,  607,  per  Lindley  and 
Lopes,  L.  JJ.  An  old  mark  is  not  considered  to  be  in  common  use  unless  it  has 
been  used  by  more  than  three  firms,  but  the  leave  of  the  Court  is  necessary  for  the 
second  or  third  registration  of  the  same,  or  substantially  the  same,  old  mark.  See 
note  {c)  to  §  72,  and  note  (/)  to  §  74. 

((■)  See  ante,  p.  41.  The  new  clauses  (d)  and  (e)  were  inserted  on  the  recom- 
mendation of  a  select  committee  ajipointed  to  inquire  into  the  working  of  the  Act  of 
1883  for  the  j^urpose  of  obviating  the  difficulty  which  had  heen  experienced  in 
construing  the  term  "fancy  word."  Nevertheless,  for  some  years  the  Courts 
showed  a  disposition  to  construe  the  new  term  "invented  word"  by  the  light  of 
the  decisions  upon  fancy  words.  It  was  accordingly  held  that  the  term  "  invented 
word"  was  impliedly  subject  to  the  qualification  expressly  imposed  by  the  legisla- 
ture in  clause  (e)  in  the  case  of  known  words,  viz.,  that  it  should  have  no  reference 
to  the  character  or  quality  of  the  goods,  and  great  ingenuity  was  exercised  in  dis- 
covering some  covert  reference  to  character  or  -quality  in  words  which,  to  the 
ordiaary  purchaser,  would  convey  no  meaning.  Thus,  registration  was  refused  by 
Kay,  J.,  to  "  Satinine"  for  starch  [In  re  Meyerstein,  43  Ch.  D.  604),  by  North,  J., 
and  the  C.  A.  to  "  Somatose  "  for  an  extract  of  meat  [In  re  Farbenfabriken,  (1894) 
1  Ch.  645),  and  by  Kekewich,  J.,  and  the  C.  A.  to  "Solio"  for  photographic 
paper:  In  re  Eastman  Photographic  3Iaterials  Co.,  14  P.  R.  487.  This  last  decision, 
however,  has  been  recently  reversed  by  the  House  of  Lords  ((1898)  A.  C.  571), 
whose  decision  finally  establishes,  first,  that  it  is  not  essential  that  an  invented  word 
should  have  no  reference  to  the  character  or  quality  of  the  goods  ;  secondly,  that 
the  decisions  upon  "fancy  words"  are  no  guide  in  construing  the  substituted 
clauses  (d)  and  (e).  But,  as  was  said  by  Lord  Shand,  "there  must  be  invention 
and  not  the  appearance  of  invention  only.  It  is  not  possible  to  define  the  extent  of 
the  invention  required  ;  but  the  words  should  be  clearly  and  substantially  different 
from  any  word  in  ordinary  and  common  use.  The  employment  of  a  word  in  such 
use,  with  a  diiiunutive  or  a  short  and  meaningless  syllable  added  to  it,  or  a  mere 
combination  of  two  known  words,  would  not  bo  an  invented  word  ;  and  a  word 
would  not  be  'invented'  which,  with  some  triiiing  addition  or  very  trifling  varia- 
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tion,  still  leaves  the  word  one  which  is  well-known  or  in  ordinary  use,  and  which 
would  bo  quite  understood  as  intended  to  convey  the  meaning  of  such  a  word." 
Registration  has  also  been  refused  by  Kekewich,  J.,  to  the  word  "  Electrozone  " 
[In  re  Jiriti.sh  Electrozone  Co.,  13  P.  R.  447)  on  the  ground  that  it  was  a  word  known 
in  the  United  States,  and  by  the  same  learned  judge  and  the  C.  A.  to  "  Pirle  " 
[In  re  li'ipleti,  15  P.  R.  154)  on  the  ground  that  it  was  the  equivalent  of  "pearl"  ; 
and  these  cases  appear  to  be  unaffected  by  the  decision  of  the  House  of  Lords. 
Again,  the  word  "  Eboline  "  (In  re  Halt,  (1894)  3  Ch.  166)  has  been  held  incapable 
of  registration  by  Chittv,  J.,  as  being  a  g-eographical  name  owing  to  the  existence 
in  Italy  of  a  town  called  "  Eboli "  :  cf.  In  re  Magnolia  Metal  Co.,  (1897)  2  Ch.  385. 
On  the  other  hand,  the  word  "  JMazawattcc  "  which  was  compounded  of  two  words 
of  different  foreign  languages,  viz.,  Hindustani  and  Cingalese,  was  held  to  have 
been  properh^  registered  for  tea:  In  re  iJeiisJiam,  (1895)  2  Ch.  176.  With  regard  to 
the  admissibility  of  foreign  words  Lord  Herschell  said,  in  In  re  Eastman  Ehoto- 
graphic  Materials  Co.,  (1898)  A.  C.  571,  581,  "I  do  not  think  that  a  foreign  word  is 
an  invented  word  gimply  because  it  has  not  been  current  in  our  language.  At  the 
same  time  I  am  not  prepared  to  go  so  far  as  to  say  that  a  combination  of  words 
from  foreign  languages  so  little  known  in  this  country  that  it  would  suggest  no 
meaning,  except  to  a  few  scholars,  might  not  be  regarded  as  an  invented  word." 

{j)  See  ante,  p.  43.  The  reason  for  inserting  in  clause  (e)  the  condition  that  the 
word  shall  have  no  reference  to  the  character  or  quality  of  the  goods  is  explained 
by  Lord  Herschell  in  In  re  Eastman  I'hotographic  Materials  Co.,  (1898)  A.  C.  571,  to 
be  that  "  the  vocabulary  of  the  English  language  is  common  property  ;  it  belongs 
alike  to  all,  and  none  ought  to  be  permitted  to  prevent  the  other  members  of  the 
community  from  using  for  purposes  of  description  a  word  which  has  reference  to 
the  character  or  quality  of  the  goods,"  and  upon  this  point  there  is  no  difference 
between  the  policy  of  the  Act  of  1883  and  the  Act  of  1888.  Thus,  in  In  re  Dunn, 
41  Ch.  D.  439,  where  an  application  under  the  Act  of  1883  to  register  the  words 
"  Eruit  Salt  "  for  baking  powder  was  opposed  by  Eno,  who  had  used  the  name  for 
a  medicine,  Fry,  L.  J.,  said,  "I  cannot  help  regarding  Mr.  Eno's  attempt  as  an 
instance  of  that  perpetual  struggle  which  it  seems  to  me  is  going  on,  to  enclose 
and  appropriate  as  private  property  certain  little  strips  of  the  great  open  common 
of  the  English  language."  But,  as  was  subsequently  pointed  out  by  Lord  Herschell, 
this  reason  does  not  apply  to  an  invented  word — a  word  which  is  newly  coined. 
Names  of  imaginary  persons,  such  as  the  characters  in  a  romance,  are  included 
under  this  clause,  and  do  not  fall  under  clause  (a)  :  In  re  Salt,  (1896)  1  Ch.  711. 

In  In  re  Magnolia  Metal  Co.,  (1897)  2  Ch.  371,  it  was  held  that  the  word 
"  Magnolia  "  which  had  become  the  name  of  a  composite  metal  had  no  reference  to 
the  character  or  quality  of  the  metal.  The  objection  was  also  taken  that  "Magnolia ' ' 
was  a  geographical  name  by  reason  of  the  existence  of  certain  places  of  that  name 
in  the  United  States.  The  Court  of  Appeal  in  affii'ming  the  decision  of  Kekewich,  J., 
overruling  this  objection,  interpreted  the  term  "  geographical  name  "  as  follows  : — - 
"  It  must,  we  think,  in  the  absence  of  si^ecial  circumstances,  be  interjireted  so  as  to 
be  in  accordance  in  some  degree  with  the  general  and  popular  meaning  of  the  words, 
and  a  word  does  not  become  a  geographical  name  simply  because  some  place  upon 
the  earth's  surface  has  been  called  by  it.  Eor  example,  we  agree  with  Kekewich,  J., 
that  the  word  '  Monkey  '  is  not  proved  to  be  a  geographical  name  by  showing 
merely  that  a  small  and  by  no  means  generally  known  island  has  been  called  by 
that  name.  If,  indeed,  in  i^s  primary  and  obvious  meaning  the  word  has  reference 
to  locality,  as  the  word  '  Melrose  '  in  Van  I)uzcr''s  Case  (34  Ch.  D.  623),  or  the 
word  '  Eboli '  in  .Si)-  Titiis  Salt  ^-  Co.'s  C«sc  ((1894)  3  Ch.  166)  (from  which  Chitty,  J., 
declined  to  distinguish  the  derivative  'Eboline'),  it  may  well  be  a  geographical 
name  within  the  meaning  of  the  sub-section.  Even  where  the  primary  signification 
is  not  geographical,  if  the  name  is  really  a  local  name  (however  little  known  the 
locality  may  be),  and  the  name  is  given  because  of  the  connection  of  the  article 
with  the  locality,  whether  that  be  real  or  imputed  only  by  those  who  give  the 
name,  it  may  well  be  a  geographical  name  within  the  meaning  of  the  sub- section. 
An  instance  of  this  is  to  be  found  in  the  case  of  the  word  '  Apollinaris, '  given  to 
the  water  from  a  spring  known  as  the  Apollinaris  Spring.  So,  if  '  Magnolia  '  had 
been  the  name  of  a  place  where  the  metal  was  manufactured,  we  should  have  been 
by  no  means  inclined  to  say  that  it  would  not  be  a  geographical  name  when  applied 
to  the  article  manufactured  in  the  place  having  the  name."  See  also^^rr  Kekewich, 
J.,  in  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  and  In  re  Clement  <)(•  Cie.,  16  P.  R.  173. 

[Jc)  "  Figures"  mean  numerals.  See  Ex  parte  Stephe^js,  3  Ch.  D.  659.  When  it  is 
•wished  to  register  the  same  essential  (or  "material,"  by  which  nearly  the  same  thing 
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appears  to  he  meant)  particular,  with  a  number  of  varying-  additions,  tlie  proper 
course  is  to  register  the  marks  as  a  series,  under  ^  66,  q.i\  See  also  note  [e)  to  §  72, 
infra.  Inasmuch  as  the  parts  of  a  combination  mark  which  are  not  within  the 
definition  of  "  essential  particulars  "  are  not  entitled  to  registration  or  protection 
when  standing-  alone,  it  seems  that  there  cannot  well  be  infringement  of  a  combi- 
nation mark  unless  the  essential  particular  is  taken.  See  In  re  Hudson,  32  Ch.  D. 
311  ;  In  re  Atkins'  Filter  tt  Enginecrinfj  Co.,  Ld.,  3  P.  R.  164  ;  Burland  ^  Co.  v.  Brox- 
burn Oil  Co.,  Ld.  (2),  42  Ch.  D.  274;  Watt  v.  0' H anion,  4  P.  R.  1.  In  In  re 
Horshurgh,  53  L.  J.  Ch.  237,  where  a  registered  trade  mark  consisted  of  a  dis- 
tinctive device  and  a  descriptive  word,  it  was  held  that  substantially  the  same 
descriptive  word  might  be  registered  by  another  firm  with  a  different  device,  from 
which  it  follows  that  the  use  of  the  second  trade  mark  would  be  no  infringement  of 
the  first. 

There  will  not  be  registered  as  new  marks  or  prominent  parts  of  new  marks — (See 
In.structions,  par.  30,  infra)  : — • 

The  Royal  Arms,  or  arms  so  nearly  resembling  them  as  to  be  calculated  to  deceive. 

Representations  of  the  Queen,  or  of  any  member  of  the  Royal  Family. 

Representations  of  the  Royal  Crown. 

The  National  Arms  or  Flags  of  G-reat  Britain.  {See  Ex  parte  Davids  ^-  Co.,  16 
U.  S.  Pat.  G-az.  94,  as  to  the  American  practice.) 

Prize  or  exhibition  medals  were  also  formerly  excluded,  but  are  now  admitted. 
(As  to  these,  see  Battij  v.  Hill,  1  H.  &  M.  264  ;  Taylor  v.  Gillies,  59  N.  T.  331  ;  In 
re  Bush  (f-  Co.,  10  U.  S.  Pat.  Gaz.  164  ;  In  re  Brook,  26  W.  R.  791 ;  In  re  Farina  (2), 
27  W.  R.  456.  But  they  cannot  be  treated  as  constituting  an  essential  particular  : 
In  re  Bryant  ^-  May,  Ld.,  8  P.  R.  69.) 

(/)  If  the  essential  particular  claimed  is  a  distinctive  label,  it  seems  very  doubtful 
whether  the  applicant  can  be  called  on  to  disclaim  anything  contained  in  it.  "  The 
truth  is  that  the  label  does  not  consist  of  each  particular  part  of  it,  but  consists  in 
the  combination  of  them  all"  :  jye?-  Lord  Esher,  M.  R.,  Pinto  v.  Badman,  (1891) 
2  Ch.  186,  191.  And  see  per  Fry,  L.  J.,  at  p.  188;  also  in  In  re  Apollinaris  Co., 
(1891)  2  Ch.   186,  233  ;  and  ;;c;-  Chitty,  J.,  in  In  re  Smokeless  Powder  Co.,  (1892) 

1  Ch.  590  ;  also  In  re  Clement  cj-  Cic.,  16  P.  R.  173.  A  disclaimer  under  the  Act  has 
been  held  to  be  an  answer  to  an  interlocutory  application  for  an  injunction  by  the 
registered  proprietor  founded  on  his  common  law  right  to  restrain  the  use  of  the 
disclaimed  matter  in  a  manner  calculated  to  deceive:   Rosenthal  v.  Reynolds,  (1892) 

2  Ch.  301  ;  but  this  case  has  been  questioned  in  Scotland,  and  an  injunction  has  been 
granted  under  similar  circumstances  :  Bayer  v.  Baird,  15  P.  R.  615.  And  see  Pack- 
ham  tf-  Co.  V.  Sturgess  6;  Co.,  15  P.  R.  652,  a  passing-off  action  in  which  North,  J., 
himself  recognized  that  the  defendants  were  not  entitled  to  use  a  name,  the  exclusive 
right  to  which  the  plaintiff's  had  disclaimed  as  being  descriptive,  so  as  to  represent 
that  the  defendant's  goods  were  the  plaintiff's' ;  and  the  fact  that  the  application  in 
Rosenthal  v.  Reynolds,  (1892)  2  Ch.  301,  was  interlocutory  must  be  borne  in  mind. 
Cf.  In  re  Loftus,  (1894)  1  Ch.  193. 

(;«)  "Person"  includes  "company,"  and  under  this  section,  as  amended,  added 
words  which,  if  used  alone,  might  require  to  be  disclaimed,  need  not  be  disclaimed 
if  used  as  part  of  the  name  of  the  company  owning  the  trade  mark :  In  re  Smokeless 
Powder  Co.,  (1892)  1  Ch.  590.     And  see  In  re  Clement  %  Cie.,  16  P.  R.  173. 

(m)  It  is  not  necessary  that  the  full  name,  either  in  the  case  of  a  single  trader,  or 
in  the  case  of  a  firm,  should  be  placed  upon  the  trade  mark,  if  it  is  used  fairly  and 
bona  fide  in  such  a  way  that  it  cannot  be  mistaken  for  anything  else  than  the  name 
of  the  manufacturer  of  the  goods  to  which  the  mark  relates ;  nor  is  it  necessary 
that  the  name  should  be  the  private  name  of  the  owner  if  he  trades  under  another 
name ;  and  it  is  also  no  objection  that  the  name  should  be  used  in  the  possessive 
case.  Accordingly  it  was  held  by  Stirling,  J.,  explaining  Pirie  v.  Goodall,  (1892) 
1  Ch.  35,  that  the  firm  of  J.  &  J.  Colman  were  not  bound  to  disclaim  the  word 
"  Colman's"  :  In  re  Colman,  (1894)  2  Ch.  115.  But  a  firm  describing  themselves  as 
successors  to  another  firm  must  disclaim  the  name  of  their  predecessors :  In  re 
Birmingham  Vinegar  Brewery  Co.,  11  P.  R.  195. 

[o]  ' '  The  names  of  foreign  springs,  Avhen  added  to  a  trade  mark  tendered  for 
registration  by  a  limited  company  with  a  registered  office  in  England,  are  not  pro- 
tected against  the  requirement  of  a  disclaimer  by  the  exception  in  favour  of  a 
'place  of  business'  "  :   In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  211,  per  Kekewich,  J. 

[)j)  See  a)iie,  \).  Ai.     The  wording  of  this  subsection  is  wider  than  that  of  the   Old  marks, 
corresponding  provisirm  in  ^  10  of  the  Act  of  1875.      F-g-,   a  single  letter  may  nt)W 
be  registered  as  an  old  mark,  though  it  was  formerly  excluded  from  registration  : 
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In  re  Mitchell  (1),  7  Ch.  D.  36.  An  old  mark  must  be  registered  as  a  whole,  and  in 
the  exact  form  in  whi(!h  it  has  been  actually  used.  Thus,  in  In  re  Royal  Baking 
louder  Co.,  W.  N.  18S(),  p  19,  the  applicants  were  not  allowed  to  register  the  word 
"  Royal,"  or  the  words  "  Royal  Baking  Powder,"  apart  from  the  rest  of  the  label 
with  which  they  had  been  used.  So  in  In  re  Simpson,  Daries  ^-  Sons,  Jessel,  M.  R., 
January  I'ith,  1881,  the  registration  of  a  trade  mark  consisting  of  a  cross  would 
have  been  held  to  be  wrongful,  by  reason  of  the  points  of  the  cross  registered  being 
differently  shaped  from  the  points  of  the  cross  iised,  had  it  not  been  proved  that 
there  had  been  user  in  both  forms.  So  in  Russell  c^-  Sons,  Ld.  v.  Smith,  Jessel,  M.  R., 
June  18lh  1880,  it  was  held  that  registration  was  wrongful  because  the  user  had 
been  of  a  rough  outline  of  a  crown,  and  the  registration  was  of  an  elaborate  crown, 
with  all  the  shading  filled  in.  And  see  cases  at  pp.  45,  46.  On  the  other  hand,  in 
Orr-Euingv.  Registrar  of  Trade  Marls,  4  App.  Cas.  479,  the  House  of  Lords  directed 
registration  of  the  essential  particular,  omitting  the  immaterial  additions.  Now, 
by  §§  64,  74,  the  entire  mark  would  be  registered,  with  a  disclaimer  of  the  addi- 
tions. See  Bakery.  Raivsmi,  45  Ch.  D.  519;  In  re  Meeiis,  (1891)  1  Ch.  41  ;  In  re 
Fuente,  (1891)  2  Ch.  166  ;  ///  re  IhUlips,  (1891)  3  Ch.  139.  A  mark  must  not  be  regis- 
tered as  an  old  mark  if  it  was  only  used  before  1875  as  part  of  a  mark  :  Baker  v. 
Rawson,  45  Ch.  D.  619  ;  In  re  Fuente,  (1891)  2  Ch.  166  ;  Richards  v.  Butcher  (2),  (1891) 
2  Ch.  522  ;  In  re  Kinahan,  10  P.  R.  393  ;  nor  if  used  only  on  packing  cases  to  identify 
the  contents:  In  re  lowell,  (1893)  2  Ch.  388  ;  (1894)  A.  C.  8.  And  see  Richards  v. 
Butcher,  (1891)  2  Ch.  622.  And  if  a  device  has  been  registered  as  an  old  mark,  but 
was  never  used  per  se,  the  registration  is  bad  and  will  be  rectified  upon  the  applica- 
tion of  a  party  aggrieved :  Baker  v.  Rawson,  45  Ch.  D.  519,  528.  See  also  In  re 
Fuente,  (1891)  2  Ch.  166. 

Where  it  is  sought  to  register  as  a  new  trade  mark  a  mark  which,  though  not 
used  before  1875,  has  yet  been  used  for  some  years  with  fraudulent  misstatements 
contained  in  it,  registration  will  be  refused,  even  though  the  misstatements  are 
corrected  in  the  mark  as  tendered  for  registration  :  In  re  Fuente,  (1891)  2  Ch.  166. 

Where  blanks  are  left  in  the  marks  as  registered,  there  is  nothing  to  prevent  the 
proprietor  from  filling  them  up  in  actual  use :  Neicman  v.  Pinto,  4  P.  R.  508,  per 
Kekewich,  J.;  Melachrino  v.  Melachrino  Fgiiptian  Cigarette  Co.,  4  P.  R.  215; 
M.  3Ielachrino  cj-  Co.  v.  R.  Melachrino  cf-  Co.,  Chitty,  J.,  May  29th,  1888. 

The  words  "Registered,"  "Registered  Design,"  "Copyright,"  "Entered  at 
Stationers'  Hall,"  "  To  Counterfeit  this  is  Eorgery,"  will  not  be  registered  under 
the  Acts.  See  Instructions,  par.  29,  infra.  Nor  will  pictorial  representations  of 
goods  to  which  the  marks  are  to  be  applied,  or  names  of  persons  in  the  possessive 
case  in  combination  with  the  names  of  goods.  See  p.  467,  infra.  As  to  ornamental 
or  coloured  groundwork,  see  Instructions,  par.  28. 

Connection  65.  A  trade  mark  must  be  registered  for  particular  goods  or  classes 

of  trade  mark    of  goods  (a). 

with  goods. 

(rt)  This  comes  from  §  2  of  the  Trade  Marks  Registration  Act,  1875.  The  appro- 
priation of  a  trade  mark  to  particular  goods  or  classes  of  goods  was  not  new.  See 
Hallv.  Barrows,  4  De  G.  J.  &  S.  150  ;  Ainsworth  v.  Walmsley,  L.  R.  1  Eq.  518  ; 
Somerville  v.  Schemhri,  12  App.  Cas.  463.  See  Rule  6  and  Schedule  3  to  the  Rules 
with  respect  to  the  classification  of  goods  for  the  purposes  of  the  Act,  also  per 
Pearson,  J.,  in  In  re  lyndon,  32  Ch.  D.  109  ;  and  per  North,  J.,  in  Hart  v.  CoUey, 
44  Ch.  D.  193.  The  Third  Schedule  divides  the  various  descriptitms  of  goods  into 
fifty  classes.  By  the  Rules  under  the  Act  of  1875,  it  was  provided  that  where  a 
trade  mark  was  registered,  a  similar  trade  mark  should  not  be  registered  in  the 
name  of  another  proprietor  for  any  goods  in  the  same  class  without  the  leave  of 
the  Court ;  but  this  requirement  of  the  leave  of  the  Court  is  now  limited  to  cases  in 
which  the  second  application  is  in  respect  of  the  same  goods  or  description  of  goods. 
See  <>  72.  Under  the  old  Act,  registration  for  part  of  a  class  was  granted  to  old 
marks  :  in  Fx  parte  Barrows,  W.  N.  1877,  p.  119  ;  L.  J.  N.  of  C.  1877,  p.  110  ;  In 
re  lysaght.  Dig.  023;  In  re  Rabone,  Dig.  643;  In  re  Ashton  ^-  Sons,  Hall,  V.-C, 
February  26th,  1881  ;  and  to  new  marks  in  In  re  Jeltei/,  Son  <^  lones,  51  L.  J.  Ch. 
639  ;  In  re  Braby  ^-  Co.,  21  Ch.  D.  223  ;  and  In  re  Clark  ^  Co.,  27  Sol.  J.  396, 
though  in  this  case  the  mark  was  common  for  other  goods  in  the  class  ;  and 
refused  to  a  new  mark  in  In  re  Hargreaves,  11  Ch.  D.  669.  And  see  In  re  I)e  Otaduy, 
W.N.  1885,  p.  177;  In  re  Metcalf,  31  Ch.  D.  454.  Registration  ought  to  be 
applied  for  only  in  respect  of  goods  for  which  the  mark  is  used  or  intended  to  be 
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iised  :  Edwards  v.  Dennis,  30  Ch.  D.  454  ;  Hargreave  v.  Freeman,  (1891)  1  Ch.  39  ; 
In  re  Batt  S;  Co.,  (1898)  2  Ch.  432.  In  cases  of  Sheffield  marks  within  §  81  (2),  the 
Cutlers'  Co.  are  to  register  old  marks  for  all  the  metal  goods  in  §  81,  though  they 
may  have  heen  used  for  some  only  of  such  goods  :  per  North,  J.,  in  In  re  Lambert, 
5  P.  K.  542.  If  a  mark  is  used  for  other  goods  than  those  in  respect  of  which  it  is 
registered ,  even  though  in  the  same  class,  such  user  may  be  restrained  if  a  similar 
mark  has  been  used  and  registered  by  another  firm  in  respect  of  those  other  goods  : 
Upper  Assam  Tea  Co.  v.  Herbert  %  Co.,  7  P.  E.  183.  In  America,  registration  of 
the  same  mark  in  the  same  class  may  be  granted  to  different  persons  if  the  goods 
are  different :  Sore/  v.  JFelsh,  16  U.  S.  Pat.  Gaz.  910.  It  has  been  held  under  the 
United  States  Statute  of  1870  (now  replaced  by  that  of  1881)  that  registration  in 
respect  of  too  wide  a  class  of  goods  is  bad  altogether  :  Smith  v.  Reynolds  (2),  10 
Bl.  C.  C.  100;  S.  C.  (3),  13  i5.  458. 

66.  When  a  person  claiming  to  be  the  proprietor  of  several  trade  Registration 
marks  which,  while  resembling  each  other  in  the  material  jjarticulars  of  a  series  of 
thereof,  yet  differ  in  respect  of  (a)  the  statement  of  the  goods  for  °ia'^ks, 
which  they  are  respectively  used  or  proposed  to  be  used,  or  (b)  state- 
ments of  numbers,   or  (c)  statements  of  price,  or  (d)  statements  of 

quality,  or  (e)  statements  of  names  of  places,  seeks  to  register  such 
trade  marks,  they  may  be  registered  as  a  series  in  one  registration. 
A  series  of  trade  marks  shall  be  assignable  and  transmissible  only  as 
a  whole,  but  for  all  other  purposes  each  of  the  trade  marks  composing 
a  series  shall  be  deemed  and  treated  as  registered  separately  (a). 

(«)  This  section  is  entirely  new,  but  a  mode  of  registration  bearing  a  resemblance 
to  that  for  which  provision  is  here  made  was  suggested  by  the  Court  of  Appeal  as 
the  right  one  in  In  re  Barrous,  5  Ch.  D.  353,  and  was  occasionally  adopted.  See 
note  {e)  to  §  72,  infra,  and  cases  there  cited.  In  some  cases,  however,  this  form  of 
registration  was  not  considered  satisfactory  by  the  applicant,  usually  because,  the 
different  combinations  not  being  individually  registered,  the  registered  proprietor 
was  unable  to  get  such  a  certificate  of  registration  as  would  enable  him  to  obtain 
registration  in  foreign  countries.  In  In  re  Fox  (^-  Co.,  Hall,  V.-C,  May  7th,  1881, 
the  V.-C.  allowed  a  person  who  had  registered  a  device  together  with  a  word 
(which,  under  the  Act  of  1875,  could  not  be  an  essential  particular  in  a  new  trade 
mark)  to  obtain  a  se^Darate  registration  of  the  same  device  with  a  different  word,  so 
that  the  same  one  essential  particular  was  separately  registered  twice  over,  with 
additions  which,  for  the  purposes  of  the  Act,  were  immaterial.  After  this  decision, 
separate  registration  was  generally  granted  by  the  registrar  to  marks  which  would 
more  properly  have  been  registered  in  a  series,  or,  as  it  was  more  generally  called, 
by  representation.  The  concluding  words  of  this  section  render  separate  registra- 
tion unnecessary,  but  there  is  nothing  to  prevent  it.  It  should,  however,  be  noted 
that  in  Baker  v.  Rawson,  45  Ch.  D.  519,  530,  North,  J.,  appears  to  have  considered 
that  a  mark  already  registered  should  not  be  allowed  to  be  registered  over  again 
with  a  mere  addition  common  to  the  trade  and  consequently  disclaimed.  See  In  re 
Phillips,  (1891)  3  Ch.  139. 

The  only  rules  specially  relating  to  applications  for  registration  of  a  series  of 
trade  marks  are  Rule  14  (by  which  a  representation  of  each  trade  mark  included 
in  the  series  is  to  be  placed  on  the  apijlication  form  and  on  each  of  the  forms 
containing  the  additional  representations  requii-ed  by  Rule  13),  and  Rule  30,  relating 
to  the  mode  of  advertisement. 

67.  A  trade  mark  may  be  registered  in  any  colour  [or  colours],  and  Trade  marks 
such  registration  shall  (subject  to  the  provisions  of  this  Act)  confer  on  may  be  regis- 
the  registered  owner  the  exclusive  right  to  use  the  same  in  that  or  any  ^^i^J^!'^  ^"^ 
other  colour  [or  colours]  (a). 

The  amendments  in  this  section  were  made  by  §  11  of  the  Act  of  1888. 

(a)  In  the  old  Acts  and  Rules  no  mention  was  made  of  colour,  on  account  of  the 
difficulty  of  properly  advertising  marks  applied  for  in  colour.     See^;'r  Jesscl,  M.  R., 
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in  In  re  Mohinson,  29  W.  R.  31.  A  tivade  mark  registered  in  black  and  white  eon- 
listed  of  the  device  registered,  wliatcver  might  be  the  colour  in  which  it  was  used, 
and  it  was  therefore  regarded  as  entitled  to  protection  in  whatever  colour  it  might 
be  used,  and  against  rival  marks  in  whatever  colour:  NuthiiU  v.  Vining,  C.  A., 
Jan.  2l8t,  1880.  There  it  was  said  that,  in  cases  of  alleged  infringement,  the  true 
test  of  comparison  was  to  compare  the  designs  of  the  two  trade  marks  in  the  same 
size  and  free  from  colour,  and  that  similarities  in  respect  of  colour  would  only  bo 
regarded  in  order  either  to  prove  fraud,  or  to  turn  the  scale  when  the  question  of 
infringement,  leaving  colour  out  of  sight,  was  very  difficult  to  decide.  In  Ucuimn 
V.  liritiah  Tea  and  Tradiiti/  Association,  Ld.,  Bacon,  V.-C,  Ap)ril9th,  1884  ;  C  A.,  June 
19th,  1884,  a  label  had  been  used,  which,  as  registered  under  the  Act  of  1876,  was 
divided  into  three  parallel  sti'ipes  of  equal  width,  of  which  the  outer  ones  were 
shaded  and  the  middle  one  was  left  white,  and  which  had  the  words  "  '  Red,  white, 
and  blue'  label  "  printed  across  it,  and  the  nam.e  of  the  plaintiffs  at  the  foot,  and 
which,  in  actual  use,  was  coloured  with  the  French  tricolour  ;  and  though  it  was 
registered  without  colour,  an  injunction  was  granted  to  restrain  the  use  of  a  label 
similarly  coloured  and  containing  the  same  words.  But  where  a  fresh  application 
was  made  to  register  the  same  label  for  other  goods  under  this  Act,  registration 
was  refused  by  the  comptroller,  and  his  refusal  was  upheld  by  the  Court,  on  the 
ground  that  the  distinctiveness  required  in  a  mark  tendered  for  registration  could 
not  consist  solely  in  colour:  In  re  Hansoji,  37  Ch.  D.  112.  When  the  question  was 
whether  a  trade  mark  sent  in  for  registration  was  too  similar  to  one  already  regis- 
tered for  registration  to  be  permitted,  and  the  trade  mark  already  on  the  register 
was  in  practice  used  in  colour,  the  question  was  taken  into  consideration  whether 
the  subsequent  trade  mark,  if  similarly  coloured,  would  be  likely  to  cause  decep- 
tion :  In  re  Worthington,  14  Ch.  D.  8.  In  In  re  Jeffrey  S,-  Co.,  Stirling,  J.,  May  18th, 
1888,  the  applicants  for  registration  were  allowed  to  bind  themselves  by  a  note  on 
the  register  not  to  use  the  trade  mark  in  black  colour,  nor  in  so  dark  a  hue  as  to 
resemble  black  ;  and  in  In  re  Johnson,  Philpott  ^-  Co.,  North,  J.,  Feb.  21st,  1888,  the 
register  was  rectified  by  consent  by  adding'  a  note  that  the  registered  proprietor  was 
only  to  use  his  mark  in  blue  and  white. 

In  Canada,  the  same  effect  as  that  provided  by  this  section  is  given  to  registra- 
tion in  colour :  iimith  V.  Fair,  14  Ont.  Rep.  729;  and  in  the  United  States  also  a 
trade  mark  cannot  consist  in  colour  alone:  Ex  imrte  Landreth,  31  U.  S.  Pat.  Gaz. 
1441  ;  Flcischmannv.  Starlr)/,  25  Fed.  Rep.  127. 

In  some  exceptional  cases,  under  the  Act  of  1875,  trade  marks  were^found  to  be 
incapable  of  advertisement  or  registration  in  black  and  white,  the  only  peculiarity 
being  the  combination  of  colours,  e.g.,  where  coloured  threads  were  twisted  in  the 
wick  of  a  candle,  or  combined  in  the  selvage  of  a  piece  of  stuff.  In  such  cases  the 
marks  were  registered  by  deposit,  actual  specimens  of  the  marked  article  being  sent 
in  to  the  registrar  and  deposited  by  him  at  the  Patent  Museum.  For  instance, 
there  were  so  deposited  specimens  of  certain  marks  for  worsted  stuffs  in  Class  34, 
numbered  5844  to  5850,  and  consisting  of  selvages  containing  distinctive  coloured 
threads.  See  "  Trade  Marks  Journal,"  Vol.  II.,  No.  51,  p.  88.  The  use  of  colour 
being  very  frequently  of  importance  in  the  cotton  trade,  it  was  decided  that  all 
marks  for  goods  in  the  cotton  classes  (23 — 25)  .should  be  registered  by  deposit.  When 
a  trade  mark  was  thus  registered  by  deposit,  the  actual  thing  deposited,  colour 
included,  constituted  the  trade  mark,  so  that  in  qiiestions  of  infrmgement  the  point 
was  whether  the  device,  plus  colour',  was  imitated  in  the  offending  mark  with 
sufficient  exactness  to  deceive.  And  the  same  rule  was  applied  in  registration 
cases,  colour  being  taken  into  consideration  in  estimating  the  degree  of  resemblance. 
Thus,  in  In  re  Robinson,  29  W.  R.  31,  a  device  of  a  silver  rupee  being  already 
registered,  another  applicant  sought  to  obtain  registration  of  a  device  of  a  gold 
mohur,  and  this  was  granted,  on  the  ground  that  all  that  was  registered  was  a 
silver  coin,  notwithstanding-  that  if  the  second  mark  were  to  be  coloured  .silver, 
deception  would  be  probable.  In  such  cases  it  was  held  that  the  proper  manner  of 
regarding  the  colour  was  a  question  for  the  trade,  and  that  if,  in  the  ojiinion  of  the 
trade,  deception  might  arise,  the  Court  would  act  on  that  opinion :  Mitehdl  v. 
Henrij,  15  Ch.  D.  181.  See  also  In  re  Christiansen,  3  P.  R.  54,  as  to  the  opinion  of 
the  trade.  Besides  the  cases  above  referred  to,  see  In  re  Orr-Eiving^  8  Ch.  D.  798  ; 
4  App.  Cas.  479  ;  In  re  Brook,  26  W.  R.  791 ;  and  In  re  Jones  Bros.  ^-  Co.,  Hall,  V.-C, 
July  10th,  1880. 

The  present  section  appears  to  have  the  effect  of  giving  trade  marks  registered  by 
deposit  at  the  Patent  Office  Library,  or  registered  in  pursuance  of  an  application 
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ancomjvaniccl  by  coloured  representations,  the  same  advantages  as  registration  in 
black  and  wliite,  so  that  for  the  future  the  colour  of  a  trade  mark  registered  in 
colour  will  not,  except  in  very  exceptional  cases,  such  as  that  of  the  coloured 
selvage,  be  a  part  of  the  mark,  but  after  one  trade  mark  is  so  registered,  another 
vrill  not  be  entitled  to  be  used  or  registered,  if  it  would  be  likely  to  be  mistaken  for 
the  first,  on  the  supposition  that  the  iirst  mark  was  used  in  any  different  colour 
from  that  in  which  it  was  registered. 

See  Kules  13  and  27  as  to  the  deposit  of  specimens  of  trade  marks. 

68.  Eveiy  application  for  registration  of  a  trade  mark  under  this  Advertise- 
part  of  this  Act  shall  as  soon  as  may  be  after  its  receipt  be  advertised  mentof_ 
by  the  comptroller  (a),  [unless  the  comptroller  refuse  to  entertain  the  application, 
application]  (b). 

The  amendments  in  this  section  were  made  by  §  12  of  the  Act  of  1888. 

(")  "The  object  of  the  advertisement  is  to  give  to  persons  who  might  be  claimants 
of  the  trade  mai-k  proposed  to  be  registered  the  opportunity  of  coming  forward  and 
objecting"  :  per  Hall,  V.-C,  Ii/  re  Meiklc,  2i  W.  li.  1067.  Consequently,  as  was 
there  held,  when  a  refusal  of  the  comptroller  to  register  a  trade  mark  is  over- 
ruled, the  only  order  that  can  be  made  is  an  order  for  him  to  proceed  with  the 
application,  so  that  the  usual  course  of  advertisement,  &c.,  may  be  followed. 
This  course  was  adopted  by  Hall,  V.-C,  in  I)i  re  Orr-Eicbig,  8  Ch.  D.  794, 
and  subsequent  cases.  For  a  similar  reason  a  mark  which  has  been  wrongfully 
registered  will  be  removed  from  the  register,  even  though  a  new  application  might 
be  successfully  made  to  register  it :  In  re  ApoUinaris  Co.,  (1891)  2  Ch.  186,  231.  It 
is  not,  however,  incumbent  on  persons  to  see  the  advertisement,  so  that  if  a  common 
mark  has  been  registered,  in  consequence  of  the  firms  interested  in  opposing  it 
having  failed  to  see  the  advertisement  of  the  application,  they  are  able  to  obtain  the 
removal  of  the  mark  from  the  register,  with  costs,  on  application  within  a  reason- 
able time  after  the  registration  was  brought  to  their  knowledge  :  In  re  Hi/de  (|-  Co., 
7  Ch.  D.  724.  See  la  re  Fahner  (3),  24  Ch.  D.  504  ;  In  re  Kuhn  #  Co.,  53  L.  J.  Ch. 
238  :  Edwards  v.  Dennw,  30  Ch.  D.  454  ;  In  re  Lloyd  cj  Sons,  27  Ch.  D.  646  ;  In  re 
Wrngg,  29  Ch.  D.  551  ;  Wood  v.  Lambert,  32  Ch.  D.  247 ;  In  re  Spencer,  54  L.  T. 
N.  S.  659  ;  In  re  ApoUinaris  Co.,  (1891)  2  Ch.  186. 

As  to  the  mode  of  advertisement,  see  Rules  27 — 30. 

{b)  This  exception  was  no  doubt  inserted  in  consequence  of  the  case  of  Ex  parte 
Saxlehner,  Q.  B.  D.,  July  7th,  1S87,  in  which  the  comptroller  refused  to  advertise 
applications  by  Saxlehner  for  the  i-egistration  of  certain  trade  marks,  on  the  ground 
that  similar  marks  were  already  registered  in  the  name  of  the  ApoUinaris  Co.,  so 
that  registration  could  not  be  granted  and  advertisement  was  useless  ;  but  on 
application  by  Saxlehner  the  Q.  B.  Div.  granted  a  rule  to  show  cause  why  a 
mandamus  to  advertise  should  not  issue.  The  matter  does  not  appear  to  have  been 
further  contested,  and  the  marks  were  advertised  in  the  "Trade  Marks  Joui-nal" 
for  July  27th,  1887. 

69. — (1.)  Any  person  (a)  may  within  tivo  months  [one  month  or  such  Opposition  to 
further  time,   not  exceeding  three  months,   as  the  comptroller   may  registration, 
allow  (i)]  of  the  first  advertisement  of  the  application,  give  notice  in 
duplicate  at  the  Patent  Office  of  opposition  (c)  to  registration  of  the 
trade  mark,  and  the  comptroller  shall  send  one  copy  of  such  notice  to 
the  applicant. 

(2.)  Within  two  months  [one  month]  after  receipt  of  such  notice 
or  such  further  time  as  the  comptroller  may  allow,  the  appUcant  may 
send  to  the  comptroller  a  counter-statement  {d)  in  duplicate  of  the 
grounds  on  which  he  relies  for  his  application,  and  if  he  does  not  do 
so,  shall  be  deemed  to  have  abandoned  his  apjdication. 

(3.)  If  the  applicant  sends  such  counter-statement,  the  comptroller 
shall  furnish  a  copy  thereof  to  the  i^erson  who  (jave  notice  of  opposition, 
and  shall  require  him  to  give  security  in  such  manner  and  to  such  amount 

z2 


340  APPENDIX  A. 

as  the  comjitroller  may  require  for  such  costs  as  may  he  awarded  in 
respect  of  such  opposition  ;  and  if  such  security  is  not  given  ivithin  four- 
teen days  after  such  requirement  tvas  made  or  such  further  time  as  the 
comjytrollcr  may  alloiv,  the  ojjposition  shall  be  deemed  to  he  withdraivn. 

(4.)  If  the  person  who  gave  notice  of  oj^position  didy  gives  such  security 
as  aforesaid,  the  comptroller  shall  inform  the  applicant  thereof  in  writing, 
and  thereupon  the  case  shall  he  deemed  to  stand  for  the  determination  of 
the  Court  (e). 

[(3.)  If  tlie  applicant  sends  such  counter  statement,  the  comptroller 
shall  furnish  a  copy  thereof  to  the  person  who  gave  notice  of  op- 
position, and  shall,  after  hearing  (/)  the  applicant  and  the  opponent, 
if  so  required,  decide  whether  the  trade  mark  is  to  be  registered  {g)  ; 
but  his  decision  shall  be  subject  to  appeal  to  the  Board  of  Trade,  who 
shall,  if  required,  hear  (/)  the  applicant  and  the  opponent  and  the 
compti'oUer,  and  may  make  an  order  determining  whether,  and  subject 
to  what  conditions  (if  any),  registration  is  to  be  permitted. 

(4.)  The  Board  of  Trade  may,  however,  if  it  appears  expedient, 
refer  the  appeal  to  the  Court,  and  in  that  event  the  Court  shall  have 
jurisdiction  to  hear  and  determine  the  appeal,  and  may  make  such 
order  as  aforesaid  (A). 

(5.)  If  the  applicant  abandons  his  application  after  notice  of  op- 
position in  pursuance  of  this  section,  he  shall  be  liable  to  pay  to  the 
opponent  such  costs  in  respect  of  the  opposition  as  the  comptroller 
may  determine  to  be  reasonable. 

(6.)  Where  the  opponent  is  out  of  the  United  Kingdom  he  shall 
give  the  comjDtroller  an  address  for  service  in  the  United  Kingdom.] 

(a)  This  section  comes  from  the  old  rules.  The  amendments  were  made  by  §  13 
of  the  Act  of  1888. 

There  is  no  limitation  of  the  right  of  opposing  to  persons  who  can  themselves 
claim  registration  :  In  re  Riviere  ^  Co.,  26  Ch.  D.  48  ;  and  "the  statute  allows  any 
person  to  oppose  an  application  for  registration,  whether  he  has  or  has  not  a  personal 
interest  in  the  result"  :  per  Lord  Macnaghten,  in  Eno  v.  Dunn,  15  App.  Cas.  252, 
262  ;  nor  is  there  any  limitation  of  the  right  of  opposing  on  the  ground  of  similarity 
to  proprietors  of  trade  marks  registered  for  the  same  goods,  or  even  for  goods  in  the 
same  class,  as  the  goods  for  which  the  applicant  is  seeking  to  register.  But  an 
opposition  on  this  ground  would,  of  course,  not  succeed  unless  the  two  marks  would 
come  into  collision  in  some  way  when  being  used.  Thus,  in  In  re  Simpson,  Davies 
^'  Sons,  Jessel,  M.  R.,  Jan.  r2th,  1881,  the  application  was  for  registration  in  class  22 
for  railway  waggons,  and  the  successful  opposition  was  by  a  firm  registered  in  class  4 
for  coal,  whose  trade  mark  was  used  by  placing  it  on  the  waggons  in  which  the  coal 
was  conveyed  and  sold.  In  In  re  Australian  Wine  Importers,  Ld.,  41  Ch.  D.  278,  a 
mark  applied  for  in  respect  of  wines  was  not  allowed  to  be  registered  on  account  of 
its  similarity  to  a  mark  already  registered  for  spirits  ;  and  in  the  similar  case  of 
In  re  Turney,  11  P.  R.  37,  beer  and  rum  were  for  this  purpose  held  to  be  the 
same  description  of  goods.  In  In  re  Dunn,  41  Ch.  D.  439  ;  15  App.  Cas.  252,  the 
opposition  failed  in  the  Court  of  Appeal,  because  a  mark  used  for  baking-powder 
was  thought  not  to  be  capable  of  being  mistaken  for  a  mark  used  for  powder  for  an 
efi'erve.scing  drink,  but  in  the  House  <jf  Lords  the  opi30sition  succeeded.  Registra- 
tion has  also  been  refused  on  the  ground  of  fraudulent  misstatements  contained  in 
the  mark  as  previously  used  for  several  years,  though  corrected  in  the  mark  as 
tendered  for  registration  :  In  re  Fuente,  (1891)  2  Ch.  166.  The  oppo.sition  may  be  by 
a  person  with  whom  the  applicant  has  covenanted  not  to  use  the  mark.  See  the 
Victorian  case  of  Ex  parte  Grist  ^-  Boivring,  11  V.  L.  R.  630. 

It  has  been  thought  that  if  what  is  desired  is  not  to  have  the  registration 
altogether  refused,  but  to  have  it  limited  by  the  addition  of  a  note  stating,  e.g., 
that  the  mark  is  only  to  be  used  in  trade  with  a  particular  country,  and  the  a2:)plicant 
is  willing  to  consent  to  such  limitation,  it  is  not  necessary  to  go  through  the  process 
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of  enteriug  a  notice  of  opposition,  but  that  an  order  directing  that  the  mark,  if 
registered,  is  to  be  registered  with  the  addition  of  a  note  to  the  desired  effect,  may 
be  obtained  hj  the  applicant  on  an  ex  parte  apphcation  :  In  re  Keep  Brothers,  26  Ch. 
D.  187.  The  entry  of  such  notes  is,  however,  now  objected  to  by  the  comptroller, 
and  has  not  been  allowed  in  recent  cases. 

{h)  The  j)eriod  allowed  seems  to  be  at  most  three  months  from  the  date  of  the 
advertisement,  not  three  months  after  one  month,  i.e.,  foxrr  months.  See  In  re  Moet, 
7  P.  P.  226,  230. 

(c)  See  pp.  474,  494  for  notice  of  opposition.  The  practice  in  opposition  cases  is 
prescribed  by  Pule  31.  The  notice  of  opposition  may  be  amended  under  Pule  54, 
even  after  the  counter-statement  has  been  put  in  :   In  re  Moet,  7  P.  R.  226. 

[d)  pp.  485,  497,  t»fra. 

(p)  This  being  the  time  at  which  the  case  stood  for  the  determination  of  the 
Court,  it  was  held  that  the  costs  of  the  previous  proceedings  in  the  office  could  not 
be  given  to  a  successful  opponent :  In  re  Brandretli,  9  Ch.  D.  618  ;  In  re  Australian 
Wine  Importers,  Id.,  41  Ch.  D.  278.  Where  a  claim  had  been  wrongfully  set  up 
to  use  a  certain  trade  mark,  the  claimants  were  ordered  to  pay  the  costs  of  cross 
adjourned  summonses,  as  well  as  of  an  action  which  had  been  brought  to  enforce 
the  right,  even  though  they  had  not  actually  used  the  mark  in  question  :  Davis  v. 
Tylur,  3es&el,  M.  P.,  April  24th,  1879.  In  In  re  Hudson,  32  Ch.  D.  3 1 1 ,  no  costs  of  an 
opposed  application  were  given  to  successful  applicants,  on  the  ground  that  they 
had  caused  the  litigation  by  the  manner  in  which  they  had  put  forward  their  case. 
By  the  rules  under  the  Act  of  1883  the  proceedings  subsequent  to  the  case  standing 
for  the  determination  of  the  Court  were  to  take  the  form  of  an  application  by  the 
applicant  to  the  Court  by  summons  for  leave  to  register.  Now  the  proceedings  are 
assimilated  to  those  in  the  case  of  an  unopposed  application  for  registration,  and  the 
rights  of  the  parties  are  decided  by  the  comptroller,  with  an  appeal  to  the  Board  of 
Trade,  who  may  refer  the  case  to  the  Court.  Under  the  old  Acts  and  Rules  the 
opponent  was  required  to  take  out  a  summons  for  directions,  which  almost  always 
resulted  in  the  applicant  being  directed  to  apply  for  leave  to  register.  See  In  re 
Simpson,  Daries  ^-  Sons,  15  Ch.  D.  525  ;  also  In  re  Johnston,  43  L.  T.  N.  S.  672. 
See  Rule  46  as  to  notifying  the  order  of  the  Court  to  the  comptroller. 

(/)  The  position  which  the  comptroller  ought  to  take  \\]y  is  thus  defined  by  the 
Law  Peers  who  formed  the  majority  in  Eno  v.  I)unn,  15  App.  Cas.  252.  Lord 
Watson  said,  ' '  The  statute  nowhere  confers  an  absolute  right  to  register  a 
trade  mark.  The  comptroller,  by  \  62,  may,  if  he  thinks  fit,  refuse  to  register, 
his  refusal  being  subject  to  an  appeal  to  the  Board  of  Trade,  who  may  either 
hear  the  parties,  and  decide  whether  and  subject  to  what  conditions,  if  any, 
registration  is  to  be  permitted,  or  may  refer  the  matter  to  the  Court  for  its  deter- 
mination. \  72  (2)  prohibits  the  registration,  with  respect  to  the  same  goods  or 
description  of  goods,  of  a  trade  mark  so  nearly  resembling  a  trade  mark  already  on 
the  register  with  respect  to  such  goods  or  description  of  goods  as  to  be  calculated  to 
deceive.  That  provision  is  supplemented  by  the  broader  enactments  of  §  73  to  the 
effect  that  '  It  shall  not  be  lawful  to  register,  as  part  of  or  in  combination  with  a 
trade  mark,  any  words  the  exclusive  use  of  which  would,  by  reason  of  their  being 
calculated  to  deceive  or  otherwise,  be  deemed  disentitled  to  protection  in  a  court  of 
justice,  or  any  scandalous  design.'  These  prohibitory  clauses  cast  upon  the  applicant 
the  duty  of  satisfying  the  comptroller,  or  the  Court,  that  the  trade  mark  which  he 
proposes  to  register  does  not  come  within  their  scope.  In  an  inquiry  like  the 
present,  he  does  not  hold  the  same  position  which  he  would  have  occupied  if  he 
had  been  defending  himself  against  an  action  for  infringement.  There  the  onus  of 
showing  that  his  trade  mark  was  calculated  to  mislead  rests,  not  on  him,  but  upon 
the  party  alleging  infringement ;  here  he  is  in  petitorio,  and  must  justify  registra- 
tion of  his  trade  mark  by  showing  affirmatively  that  it  is  not  calculated  to 
deceive.  It  appears  to  me  to  be  a  necessary  consequence  that,  in  dubio,  his  appli- 
cation ought  to  be  disallowed."  Lord  Herschell  said,  "The  case  was  ai-gued  on 
behalf  of  the  respondent  as  if  he  had  an  absolute  right  to  have  any  trade  mark 
registered  which  was  not  proved  to  fall  within  the  terms  of  either  the  72nd  or  73rd 
section  of  the  Act.  I  do  not  so  read  the  statute.  Those  sections  prohibit  the  regis- 
tration of  a  trade  mark  in  certain  sj)ecified  cases  ;  but  there  is  no  duty  ca.st  upon  the 
comptroller  of  registering  every  other  trade  mark  that  may  be  applied  for.  On  the 
contrary,  whilst  he  is  in  certain  cases  prohibited  from  registering,  a  discretion 
whether  to  register  or  not  appears  to  mo  to  be  in  all  cases  plainly  conferred.  Of 
course  this  discretion  must  bo  reasonably  and  not  capriciously  exercised  :  but  it  is, 
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in  my  opinion,  a  reasonable  exercise  of  it  to  refuse  registration  when  it  is  not  clear 
that  deception  might  not  result  from  it."  See,  however,  j»^/-  Lord  Blackburn  in 
Ovr-FAc'uKj  V.  Registrar  of  Trade  Marks,  4  App.  Cas.  479,  as  to  old  mai'ks.  In 
accordance  with  the  principles  above  laid  down  by  Lord  Hcrschell,  registration 
of  a  device  was  refused  by  Kekewich,  J.,  on  the  ground  that  a  similar  device  was 
used  by  the  opponent  as  an  advertisement  though  not  registered  as  a  trade  mark, 
notwithstanding  that  the  case  did  not  fall  within  either  §  72  or  §  73  :  In  re  Sphincter 
Grip  Aniwured  Hose  Co.,  10  P.  R.  84  ;  and  North,  J.,  came  to  a  siitiilar  decision 
in  the  case  of  a  label :  In  re  Roger  (2),  12  P.  E..  149.  The  comptroller  has  also 
power  to  deal  with  oppositions  based  on  the  alleged  fraud  of  the  applicant  for 
registration  :  In  re  3Ioct,  7  P.  R.  226. 

(g)  It  seems  that  if,  for  any  reason,  an  opponent  is  not  heard,  his  course  is  to 
apply  for  a  mandamus:   see  per  Bowen,  L.  J.,  in  In  re  Lambert,  6  P.  R.  344. 

(/()  See  Rules  20 — 2G,  and  compare  ^  62.  It  is  convenient  that  unless  other 
directions  are  given  by  the  Coui't  or  the  Board  of  Trade,  the  appeal  to  the  Court 
should  be  heard  on  the  same  evidence  as  before  the  comptroller  :  In  re  Farrow,  7 
P.  R.  260.  But  there  is  no  binding  limitation.  See  also  In  re  Roger,  IIP.  R. 
637;  and  In  re  Iiingsford  i!i-  So)ts,  lo  P.  R.  197,  as  to  evidence  where  an  appeal  is 
referred  to  the  Court.  On  an  opposed  application  coming  'before  the  Court,  the 
Court  has  full  jurisdiction  to  decide  as  to  the  validity  of  the  mark,  notwithstanding 
that  the  comptroller  has  originally,  uuder  §  62,  passed  it  for  registration :  In  re 
Arbenz,  35  Ch.  D.  248.  And  where  an  application  is  duly  opposed,  all 
questions  as  to  the  validity  of  the  mark  are  open  to  the  consideration  of  the 
Court ;  but  the  Court  Avill  not  readily  overrule  the  comptroller :  In  re  Farrow, 
7  P.  R.  260.  The  Court  has  no  power  to  give  leave  to  amend  the  notice  of  opposi- 
tion, nor,  after  the  appeal  has  been  presented,  has  the  comptroller,  he  heing  functus 
officio:  In  re  Robertson,  Sanderson  L^-  Co.  (2),  (1892)  2  Ch.  245.  Where  an  opponent 
appeals  against  the  comptroller,  upon  an  application  made  by  a  Scotch  or  Irish  firm 
having  no  address  for  service  in  the  United  Kingdom,  and  the  appeal  is  referred  to 
the  Court,  he  may  address  the  notice  of  motion  to  the  comptroller  only,  and  give 
informaluoticeof  the  proceedings  to  the  applicant:  In- re  Robertson,  Sanderson  ^-  Co.{]), 
9  P.  R.  213.  And  see  In  re  King  ,^-  Co.,  (18i*2)  2  Ch.  462.  Where  an  opponent's  appeal 
is  referred  to  the  Court,  but  before  the  hearing  the  parties  agree  to  its  dismissal  without 
costs,  the  registrar  will  not  proceed  with  the  registration  without  an  order  of  the  Court ; 
and  in  order  to  obtain  the  order,  it  is  not  sufficient  for  the  apj^licant  to  produce  the 
written  consent  of  the  parties,  but  the  Court  will  require  the  production  of  a  consent 
brief:  In  re  Crosfeld,  15  P.  R.  754.  It  remains  to  be  decided  what  costs  the  Court 
now  has  power  to  award  ;  but  it  would  appear  that  the  Court  can  give  the  costs  of 
the  appeal,  but  not  of  the  proceedings  before  the  comptroller.     See  note  (e)  supra. 


70.  A  trade  mark,  "when  registered,  shall  be  assigned  and  trans- 


Assignment 

^    .^^^^'         mitted  {a)   only  in  connection  witli  the  goodwill  {b)   of  the  business 
trade  mark.       Concerned  in  the  particular  goods  or  classes  of  goods  for  which  it  has 
been  registered  (c),  and  shall  be  determinable  with  that  goodwill  {d). 


{a)  This  section  comes  from  §  2  of  the  Act  of  1875.  As  to  assignment  and  trans- 
mission, see  Rules  36 — 40  and  61,  and  Form  K.  in  the  Second  Schedule  to  the  Rules. 
See,  too,  Ch.  III.,  supra. 

Assignments  and  transmissions  are  to  be  entered  in  the  register:  see  §§  78,  87, 
infra.  By  §  4  of  the  Act  of  1875,  it  was  enacted  that  every  proprietor  registered  in 
respect  of  a  trade  mark  subsequently  to  the  first  registered  proprietor  should,  as 
resjiected  his  title  to  that  trade  mark,  stand  in  the  same  position  as  if  his  title  were  a 
continuation  of  the  title  of  the  fii-st  registered  proprietor.  This  enactment  is  not 
now  repeated,  the  same  result  being  eft'ected  by  generalising  the  language  of  §  76. 
Compare  the  Americau  case  of  Walton  v.  Crowley,  2  Bl.  C.  C.  440;  R.  Cox,  166. 

(i)  As  to  the  connection  between  trade  marks  and  the  goodwill  of  the  business, 
see  Cooper  v.  Hood,  26  Beav.  293  ;  Cliurton  v.  Douglas,  Johns.  174  ;  Shipwright  v. 
Clements,  19  W.  R.  599  ;  Cotton  v.  Gillard,  44  L.  J.  Ch.  90  ;  I'into  v.  Badman,  8 
P.  R.  181  ;  Hammond  v.  Malcolm,  Brunker  cf-  Co.,  9  P.  R.  301  ;  In  re  Magnolia  Metal 
Co.,  (1897)  2  Ch.  371  ;  and  the  American  cases  of  Sohicr  v.  Johnson,  111  Mass.  238  ; 
Witthaus  V.  Braun,  44  Md.  303  ;  Taylor  v.  Bemis,  4  Biss.  406  ;  Weston  v.  Ketcham 
(1),  39  N.  y.  Super.  Ct.  54,  and  S.  C.  (2),  51  How.  Pr.  455  ;    Morgan  v.   Rogers, 
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19  Fed.  Rep.  596  ;  McVeaffh  v.  Valencia  Cigar  Factory,  32  XJ.  S.  Pat.  Gaz.  1124  ; 
(Jakes  V.  Tonsmierre,  4  Woods,  547;  Smith  v.  Fair,  14  Ont.  Rep.  729.  "The  main 
object  of  the  restriction  upon  assignments  imposed  by  the  Act  would  seem  to  be  to 
prevent  confusion  or  deception  by  suggesting  that  the  articles  to  which  the  mark  is 
applied  continue  to  have  some  connection  or  other  with  the  original  registered 
owner"  :  per  Court  of  Appeal  in  In  re  MacjnoUci  Jlef.al  Co.,  (1897)  2  Ch.  371,  396  ; 
and  it  seems  that  in  considering  the  sufficiency  of  the  connection  of  the  trade  mark 
with  the  goodwill,  regard  must  be  had  to  this  object.  Where  a  trade  mark  has  been 
placed  on  the  register,  but  no  business  exists  in  which  it  is  used,  the  m.ark  cannot 
be  assigned,  since  there  is  no  goodwill  to  be  assigned  with  it :  Fx  parte  Latvrence 
Bros.,  44  L.  T.  N.  S.  98.  See  In  re  Farina  (4),  44  L.  T.  N.  S.  99.  In  In  re 
IFvUcome,  32  Ch.  D.  213,  the  English  agents  of  an  American  firm  had  registered  in 
their  own  names  two  trade  marks  used  by  the  latter,  and  subsequently  assigned 
them  to  them  ;  and  it  was  held  by  Chitty,  J.,  that  the  assignment  being  an 
assignment  to  the  pei'sons  entitled  to  the  goodwill  of  the  business  for  the  purposes 
of  which  the  trade  marks  had  been  registered,  it  was  an  assignment  of  the  trade 
marks  in  connection  with  the  goodwill,  within  this  section,  notwithstanding  that 
the  persons  originally  registered  had  no  interest  in  the  goodwill ;  and  where  a 
member  of  a  firm  erroneously  obtains  registration  in  his  own  name  of  a  mark 
belonging  to  the  firm,  the  proper  course  is  to  assign  to  the  firm,  and  the  comptroller 
ought  to  I'egister  the  assignment :  In  re  Grcenlees,  9  P.  R.  93  ;  of.  cases  on  rectifica- 
tion at  p.  373.     As  to  goodwill,  see  Ch.  IX.,  ante. 

{c)  ' '  An  assignee  has  no  exclusive  right  to  a  trade  mark  unless  the  assignment  is 
of  a  business  co-extensive  with  the  trade  mark  as  registered"  :  per  Fry,  L.  J.,  in 
Edwards  v.  Dennis,  30  Ch.  D.  454.  And  an  assignment  of  a  trade  mark  with  a 
goodwill  consequently  gives  the  assignee  no  right  in  the  trade  mark  in  connection 
with  any  goods  other  than  those  to  which  the  goodwill  extends :  lb. 

{d)  It  would  appear  that,  since  a  trade  mark  is  to  determine  when  the  goodwill 
of  the  business  in  connection  with  which  it  has  been  used  determines,  the  registra- 
tion should  also  be  determined  upon  that  event  happening.  So  long  as  the  regis- 
tration continues,  there  is,  under  §  75,  public  use  of  the  mark,  which  might  be 
thought  to  imply  the  existence  of  a  goodwill.  It  will  be  noticed  that  sub-section  1 
of  ^  90  only  gives  power  to  expunge  an  entry  made  without  sufficient  cause,  so  that 
it  would  appear  that  an  entry  made  at  a  time  when  a  goodwill  was  in  existence  is  not 
Avithin  the  wording  of  the  sub-section.  See,  however.  In  re  Batt  ij-  Co.,  (1898)  2  Ch. 
4  32.  However  this  may  be,  registration  of  a  trade  mark  is,  by  ^  76,  only  evidence 
of  the  proprietor's  right,  subject  to  the  provisions  of  the  Act.  Rule  34  of  the  old 
Trade  Mark  Rules  (re-numbered  33  in  the  edition  of  March  1883)  gave  power  to  the 
Court,  on  the  application  of  any  person  aggrieved,  to  remove  any  trade  mark  from 
the  register  on  the  ground,  after  the  expiration  of  five  years  from  the  date  of  the 
legistry  thereof,  that  the  registered  proprietor  was  not  engaged  in  any  business 
concerned  in  the  goods  within  the  same  class  as  the  goods  with  respect  to  which 
the  trade  mark  was  registered ;  and  under  this  rule  a  trade  mark  was  removed  from 
the  register  in  In  re  Ralph,  2o  Ch.  D.  194. 

A  patentee  is  carrying  on  business,  and  has,  therefore,  an  existing  goodwill,  as 
long  as  he  receives  royalties  from  licensees,  though  he  does  not  himself  manufac- 
titre  :  In  re  Ralph,  25  Ch.  D.  194.  This  rule  is  not  re-enacted,  but  there  is  no  reason 
to  suppose  that  this  omission  is  due  to  an  intention  to  allow  a  trade  mark  to  be  pro- 
tected after  the  goodwill  has  determined,  and  after,  by  this  section,  the  mark  has 
itself  determined. 

71.  Where  each  of  several  persons  claims  to  be  registered  as  pro-  Conflicting 
prietor  of  the  same  trade  mark,  the  comptroller  may  refuse  to  register  claims  to 
any  of  them  until  their  rights  have  been  determined  according  to  law,  registration, 
and  the  comptroller  may  himself  submit  or  require  the  claimants  to 
submit  their  rights  to  the  Court  («). 

(«)  This  section  comes  from  §  5  of  the  Act  of  1875.  Rules  42 — 45  direct  that  the 
mode  of  submission  to  the  Court  shall  be  by  special  case.  This  was  also  provided 
by  the  Rules  under  the  old  Acts,  tmd  Altsopp  v.  h'allcer.  Dig.  545,  was  heard  on 
special  case,  and  in  F.v parte  Grimshaw,  W.  N.  1877,  p.  24,  Hall,  V.-C,  refused  to 
order  otherwise.     It  was,  however,  found  t<j  be  so  difficult  in  jiractice  to  settle  the 
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Restrictions 
on  registra- 
tion. 


"  Calculated 
to  deceive." 


statement  of  facts  that  in  all  cases  of  rival  claim  the  practice  was  adopted  of  apply- 
ing to  the  Court  by  way  of  motion  or  summons,  asking  at  the  same  time  for  the 
leave  of  the  Court  to  have  the  matter  decided  in  that  way,  and  it  is  believed  that 
after  the  first  year  or  two  from  the  passing  of  the  Act  of  1875  there  is  no  instance 
of  a  special  case  to  be  found.  AHsupp  v.  Walker  was  a  case  in  which  the  registra- 
tion of  a  trade  mark  was  objected  to  on  the  ground  of  its  similarity  to  another  trade 
mark,  but  the  cases  which  this  section  and  the  rules  under  it  appear  to  be  really 
intended  to  govern  are  cases  in  which  not  similar,  nor  even  identical,  trade  marks 
are  claimed,  but  in  which  the  same  trade  mark  is  claimed,  e.g.,  where  a  partnership 
has  been  dissolved  and  a  question  has  arisen  between  the  former  co-partners  as  to 
the  way  in  which  the  trade  marks  of  the  partnership  have  been  transmitted. 

72. — (1.)  Except  where  the  Court  lias  decided  («)  that  two  or  more 
persons  are  entitled  to  be  registered  as  proprietors  of  the  same  trade 
mark,  the  comptroller  shall  not  register  (i)  in  respect  of  the  same 
goods  or  description  of  goods  (c)  a  trade  mark  identical  with  one 
already  on  the  register  with  respect  to  such  goods  or  description  of 
goods. 

(2.)  [Except  as  aforesaid]  {d)  the  comptroller  shall  not  register  (h) 
with  respect  to  the  same  goods  or  description  of  goods  (c)  a  trade 
mark  so  nfcirly  resembling  [liaving  such  resemblance  to]  a  trade  mark 
already  on  the  register  with  respect  to  such  goods  or  description  of 
goods  as  to  be  calculated  to  deceive  (e). 

The  amendments  in  this  section  were  made  by  §  14  of  the  Act  of  1888. 

[a)  This  section  comes  from  §  6  of  the  Act  of  1875,  by  which  the  "  special  leave  " 
of  the  Court  was  required  for  such  subsequent  registration.  Of  this  leave  of  the 
Court,  Jessel,  M.  E.,  said  in  In  re  Jelhy,  Son  4-  Jones,  51  L.  J.  Ch.  639,  that  it  "  is 
not  a  capricious  leave.  It  merely  means  that  the  second  man  must  show  his  title." 
The  same  principle  will  still  govern  the  decisions  of  the  Court,  which  will  be 
obtained  on  motion  or  adjourned  summons.  It  is  for  the  Court  to  judge  as  to  the 
similarity,  so  that  registration  may  be  granted  notwithstanding  the  adverse  decision 
of  the  Manchester  Committee  of  Experts  (see  notes  to  cotton  rules,  infra),  or  refused, 
notwithstanding  the  favoiu-able  decision  of  a  foreign  Court:  Lire  Farina  (2),  27 
W.  R.  456.  "The  Court,"  being  the  High  Court  of  Justice,  an  order  of  the 
House  of  Lords  should  be  made  an  order  of  the  High  Court  of  Justice.  See  In  re 
Orr-Ewing  (2),  28  W.  R.  412. 

ill)  The  comptroller's  discretion  to  allow  registration  is  limited  by  this  section : 
In  re  Price's  Patent  Candle  Co.,  27  Ch.  D.  681  ;  In  re  Australian  Wine  Importers,  Ld., 
41  Ch.  D.  278  ;   Eno  v.  Dunn,  15  App.  Cas.  252. 

(f)  The  i^rohibition  of  §  6  of  the  old  Act  was  of  registration  "in  respect  of  the 
same  goods  or  classes  of  goods."  The  alteration  in  the  language  confines  the  pro- 
hibition to  cases  in  which  the  goods  are  substantially  the  same,  so  that  it  no 
longer  applies  to  cases  of  difiierent  goods  which  happen  to  be  grouped  together  in 
the  same  class.  Even  under  the  old  Act  registration  was  sometimes  granted  to 
similar  marks  for  different  goods  included  in  the  same  class,  when  no  clashing 
could  take  place.     See  note  [a)  to  ^  65,  and  note  [a)  to  ^  69. 

(f/)  Before  the  introduction  of  these  words  by  the  Act  of  1888  the  prohibition 
was  absolute ;  but  it  was  held  that  the  Court  had  a  certain  discretion  where  the 
case  was  not  precisely  covered  by  this  section  :  In  re  Australian  Wine  Importers, 
Ld.,  41  Ch.  D.  278. 

(c)  The  meaning  of  the  words  ' '  calculated  to  deceive  ' '  was  considered  in  In  re 
Lgndon,  32  Ch.  D.  109,  in  which  Fry,  L.  J.,  said  that  "  the  words  '  calculated  to 
deceive '  import  at  first  sight  a  design  to  deceive ;  but  I  think  it  plain,  from  the 
rest  of  the  section  and  the  decisions  of  the  Courts,  that  a  mark  is  within  the  section 
'  calculated  to  deceive '  when  that  mark,  fairly  used,  is  so  like  a  mark  on  the 
register,  also  fairly  used,  as  that  the  one  is  likely  to  be  mistaken  for  the  other." 
And  Bowen,  L.  J.,  said  "  a  trade  mark  is  calculated,  by  its  resemblance  to  another 
already  on  the  register,  to  deceive,  if  in  the  course  of  its  legitimate  use  in  the  trade 
it  is  likely  to  do  so."  In  In  re  Farina  (1),  26  "W.  R.  261,  Hall,  V.-C,  appears  to 
have  thought  that  a  mark  ought  only  to  be  refused  registration  as  being  ' '  calculated 
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to  deceive  "  if  it  bore  such  a  resemblance  to  tlie  earlier  mark  tbat  an  inj  unction 
would  be  granted  to  restrain  the  use  of  it ;  but  in  la  re  Marks  c|-  TMefsen,  63  L.  T. 
N.  S.  234,  Pear.son,  J.,  considered  that  the  question  in  such  cases  was,  not  whether 
an  injunction  would  necessarily  be  granted  to  restrain  the  use  of  the  mark  applied 
for,  but  whether  it  so  nearly  resembled  the  earlier  mark  as  to  be  likely  in  future 
to  give  rise  to  litigation  ;  and  in  In  re  Speer,  4  P.  R.  521,  Kay,  J.,  took  the 
same  view,  and  went  on  to  explain  that  the  comptroller  would  be  right  in  refusing 
to  register  a  mark  which  was  so  composed  as  to  be  likely  to  cause  the  goods  to 
which  it  was  applied  to  be  known  hy  the  same  name  in  the  market  as  the  goods  to 
which  the  older  mark  was  applied  And  see  also  per  Kay,  J.,  iu  la  re  Liian,  41 
Ch.  D.  439,  and  per  Stirling,  J.,  in  //*  re  Bmchiera  ^  Co.,  33  Sol.  J.  469.  The 
House  of  Lords  has  now  decided  in  favour  of  this  view  :  Eno  v.  Dunn,  \o  App.  Cas. 
252.  Again,  in  In  re  La  SociHe  Anonyme  des  Verreries  de  L'Utoile,  (1894)  1  Ch.  61  ; 
(1894)  2  Ch.  26,  Stirling,  J.,  thus  laj'S  down  the  duties  of  the  comptroller: — "  If," 
he  said,  ''  it  is  brought  to  his  notice  by  the  evidence  adduced  by  an  opponent  that, 
even  though  the  two  marks  are  not  physically  similar,  there  is  a  reasonable  prob- 
ability of  the  public  being  misled  into  buying  one  thing  when  they  think  they  are 
buying  another,  I  apprehend  that  it  would  be  his  duty  to  refuse  registration  ;  "  and 
on  appeal,  Lindley,  L.  J.,  intimated  that  if  a  device  could  not  be  registered  as  being  ■ 
calculated  to  deceive,  a  description  of  it  in  words  could  not  be  registered,  inasmuch 
as  regard  ought  to  be  had  to  the  appeal  to  the  ear  as  well  as  to  the  appeal  to  the  eye. 
And  see  Heiners,  Von  Laer  S;  Co.  v.  Fchr,  9  Cape  of  Good  Hope,  306.  In  In  re  Ilewhurst 
(f  Sons,  Ld.,  (1896)  2  Ch.  137,  the  same  principle  was  extended  to  a  description  in 
Burmese  characters  ;  and  it  was  held  further,  that  the  consent  of  the  owner  of  a 
mark  already  on  the  register  was  not  conclusive  on  the  question  whether  a  mark 
was  calculated  to  deceive.  And  see  In  re  Ehrmann,  (1897)  2  Ch.  495.  The  pro- 
visions of  this  section  exist  not  merely  for  the  benefit  of  the  owners  of  trade  marks, 
but  for  the  protection  of  the  public,  viz.,  to  prevent  confusion  and  deception,  and  the 
like  principle  will  govern  the  Court  in  considering  whether  it  ought  to  encourage 
concurrent  applications.  Fer  Stirling,  J.,  in  In  re  E/tniiaan,  (1897)  2  Ch.  495, 
where  applications  by  two  persons  who  had  dissolved  partnership  were  refused 
although  each  consented  to  the  other's  application.  Cf.  /;;  re  Konig  ^-  Ehhardt, 
(1896)  2  Ch.  236,  where  the  existence  on  the  register  of  several  marks  containing  a 
particular  device  for  a  variety  of  goods  in  a  particular  class  was  held  no  bar  to 
registration  of  a  mark  containing  a  similar  device  for  other  goods  in  the  same  class 
subject  to  a  note  of  disclaimer  of  the  exclusive  right  to  the  device,  the  previous 
owners  consenting  or  not  objecting.  If  the  essential  and  permanent  particulars  of 
the  two  marks  are  too  similar,  it  is  immaterial  that  there  are  differences  in  the 
non-essential  and  changeable  elements:  In  re  Mtirphy  tj"  Co.,  7  P.  R.  163  ;  In  re 
Currie,  13  P.  R.  681.  It  has  been  held  in  Victoria,  that  when  A.  and  B.  have  for 
years  used  marks  bearing  a  certain  resemblance  to  one  another,  A.  cannot  after- 
wards register  a  mark  still  more  similar  to  B.'s  mark  :  In  re  lioule//  ^-  Fi/ne,  9  V. 
L.  R.  (L.)  307  ;  and  in  Canada,  the  use  of  a  heart-shaped  label  which  the  pro- 
prietor erroneously  believed  to  be  properly  registered  was  held  to  be  a  bar  to  the 
registration  of  a  label  of  a  similar  shape  and  general  appearance :  De  Kinjper  v. 
Tan  BuUcm,  24  Can.  Sup.  Ct.  Rep.  114. 

The  restriction  imposed  on  the  registration  of  similar  trade  marks  does  not  extend  Registration 
to  similar  marks  of  the  same  owner,  but  when  one  person  applies  for  the  registra-  as  a  series, 
tion  of  an  essential  particular,  or  combination  of  essential  particulars,  together  with 
varying  additions,  the  proper  course  is  to  register  the  marks  as  a  series  under  \  66, 
ante.  The  old  Act  contained  no  provision  corresponding  to  those  of  \  66,  but  the 
same  course  was  considered  to  be  the  right  one,  viz.,  either  to  register  the  essential 
particular,  omitting  the  additions,  but  stating  that  there  were  to  be  such,  or  else  to 
register  the  essential  particular  with  one  form  of  addition,  but  stating  that  that 
might  be  varied.  See  In  re  Barrows,  5  Ch.  D.  353  ;  In  re  Brook,  26  W.  R.  791  ;  //* 
re  William  Dixon  Ld.,  Jessel,  M.  R.,  April  4th,  1879  ;  Davis  v.  7'i/lor,  Jessel,  M.  R., 
April  24th,  1879;  In  re  Clippens  Oil  Co.,  Jes.sel,  M.  R.,  March  11th,  1881  ;  In  re 
Sicedman,  L.  J.  N.  of  C.  1883,  p.  83;  though  occasionally  separate  registration 
was  granted  to  marks  which  differed  only  in  non-essential  respects,  as  in  la  re 
Fox  %  Co.,  Hall,  V.-C,  May  7th,  1881  ;  but  see  Baker  v.  Rawsou,  45  Cli.  D.  519,  530. 
See  the  observations  of  Jessel,  M.  R.,  in  In  re  Kuhn  ij"  Co.,  b'i  L.  J.  Ch.  238,  as  to 
registration  with  a  note  of  disclaimer.     Also  infra. 

When  the  second  of  two  trade  marks  which  it  is  thought  may  conflict  is  claimed   Old  marks 
by  a  different  person  from  the  registered  proprietor  of  the  first  one,  it  makes  a  con-   favoured. 
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siderable  difference  whether  the  second  mark  is  an  old  one  or  a  new  one ;  for  it  is 
the  duty  of  a  manufacturer,  when  adopting  a  new  mark,  to  take  especial  care  to 
select  a  distinctive  one,  and  the  Court  wiU  be  far  more  strict  in  deciding^  whether 
this  has  been  done,  than  it  will  be  in  deciding  as  to  similarities  between  old  marks. 
So  that  old  marks  bearing  a  certain  similarity  to  each  other  may  sometimes  be 
allowed  to  be  registered,  though  if  the  mark  last  applied  for  were  a  new  one,  regis- 
tration would  be  refused  to  it:  In  re  Jcllvij,  Son  ij-  Jones,  51  L.  J.  Ch.  639  ;  In  re 
liosinff,  54  L.  J.  Ch.  975  ;  In  re  Lambert,  6  P.  R.  344  ;  and  see  per  Lord  Blackburn 
in  ()rr-Eiri)i(i  v.  Il'r/istrar  of  Trade  Marls,  4  App.  Cas.  499. 
The  "Three  "When  the  Act  of  1875  came  into  opei'ation  it  was  soon  discovered  that  trade  marks 

Mark  Rule."  which  were  for  practical  purposes  indistinguishable  had  in  various  instances  been 
used  by  two  or  more  firms,  generally  in  different  parts  of  the  country,  for  the  same 
or  substantially  the  same  goods,  and  the  injustice  of  giving  an  exclusive  right  to 
the  first  of  these  firms  was  felt  to  be  so  great  that  what  is  known  as  the  "Three 
Mark  Rule"  was  jDromulgated  by  the  Commissioners  of  Patents.  The  first  public 
announcement  of  the  new  rule  was  made  by  Jessel,  M.  R.,  in  In  re  Walkden  Aerated 
Waters  Co.  (54  L.  J.  Ch.  394),  when  he  stated  that  the  Lord  Chancellor  was  of 
opinion  that  the  number  of  times  that  a  device  or  eniblem  might  be  registered  as  a 
trade  mark  for  articles  of  the  same  class  ought,  for  the  sake  of  distinctiveness,  in  no 
case  to  exceed  three.  That  was  a  case  in  which  the  application  was  for  the  regis- 
tration of  a  mark  similar  in  its  main  features  to  two  others  already  on  the  register. 
The  mark  was  a  new  one,  and  the  application  was  only  allowed  iipon  condition  of 
the  consent  of  both  the  previously  registered  proprietors  being  produced.  On 
account  of  the  mark  in  that  case  having  been  a  new  one,  an  idea  arose  that  the  rule 
was  only  applicable  to  new  marks,  but  ia  In  re  Hyde  ^-  Co.  (54  L.  J.  Ch.  395)  the 
Master  of  the  Rolls  took  another  opportunity  of  referring  to  the  rule,  and  stated 
that  the  Lord  Chancellor  had  personally  come  to  the  decision  that  not  more  than 
three  registrations  of  the  same,  or  practically  the  same,  mark  should  be  allowed, 
and  that  this  was  also  his  own  decision  ;  and,  in  fact,  that  of  the  Commissioners  of 
Patents,  having  been  communicated  to  the  Attorney  and  Solicitor-General.  This 
decision  was  intended  to  cover  old  marks,  and  not  merely  new  ones.  A  mark  used 
in  substance  by  more  than  three  firms  could  not  be  registered,  but  must  be  treated 
as  open.  The  rule  therefore  is,  that  where  a  mark  has  been  used  by  more  than  three 
firms  it  is  common  to  the  trade  and  incapable  of  registration ;  that  where  a  mark 
has  been  used  by  two  firms  or  three  firms  before  the  13th  of  Aiigust,  1875  (the  date 
of  the  passing  of  the  Act  of  1875),  it  is  the  old  mark  of  each  firm,  and  each  firm  is 
entitled  to  registration,  almost  as  of  right,  on  proof  of  the  facts  ;  but  that  where  a 
mark  has  been  registered  by  one  firm  or  two  firms,  another  firm  will  not  be  allowed 
to  register  substantially  the  same  mark  for  the  same  goods  as  a  new  mark,  except 
by  the  consent  of  the  previously  registered  proprietors.  See  In  re  Leonnrdt,  Dig. 
610 ;  In  re  Mitchell  (2),  Dig.  611 ;  In  re  Jelley,  Son  ^-  Jones,  51  L.  J.  Ch.  639  ;  In  re 
Brook,  26  W.  R.  791  ;  In  re  Foivell,  Dig.  589  ;  Ex  parte  Sales,  Pollard  S,-  Co.,  Dig. 
620  ;  In  re  Kuhn  cj-  Co.,  53  L.  J.  Ch.  238 ;  Benbow  v.  Low  (4),  44  L.  T.  N.  S.  875  ; 
MoHson  (.5-  Co.  V.  Boelun,  26  Ch.  D.  39.S  ;  and  In  re  Verrjaras,  Hall,  V.-C,  June  3rd, 
1881,  in  which  last  case  the  same  mark  was  allowed  to  be  registered  by  three 
separate  firms  as  a  new  mark,  all  consenting.  In  In  re  IFalkden  iVf.  Co.,  54  L.  J.  Ch. 
394,  the  mark  was  allowed  to  be  registered  as  a  new  mark  with  the  consent  of  two 
other  firms  who  had  registered  .similar  mai'ks  as  their  old  marks.  The  tendency  of 
recent  cases,  however,  appears  to  be  to  attach  less  importance  than  formerly  to  the 
consent  of  previous  owners,  and  to  prohibit  altogether  the  registration  of  a  new 
mark  similar  to  an  old  one  ;  since  the  section,  it  is  said,  is  framed  for  the  protection 
of  the  public  as  well  as  of  the  trade  mark  owners.  In  re  Dewlmrst  iS;  Sons,  Ld.,  (1896) 
2  Ch.  137,  and  In  re  Ehrmann,  (1897)  2  Ch.  495,  where  registration  was  refused  ;  and 
see  In  re  Eonig  &;  Ehhardt,  (1896)  2  Ch.  236.  An  old  mark  may  be  registered  under 
the  Three  Marks  Rule,  notwithstanding  that  another  similar  mark  has  been  on  the 
register  for  upwards  of  five  years:  Jackson  ^  Co.  v.  Napper,  35  Ch.  D.  162  ;  In  re 
Bancroft  ^-  Co.,  6  P.  R.  209.  And  to  entitle  a  mark  to  such  registration  it  is  not 
necessary  to  show  user  on  the  identical  goods  for  which  it  is  sought  to  register ;  it  is 
sufficient  to  show  actual  user  before  August,  1875,  on  substantially  identical  goods — 
e.ff.,  hatchets  and  axes,  gimlets  and  augers,  coopers'  drawing-knives  and  carpenters' 
drawing-knives:  Jackson  ^-  Co.  v.  Napper,  35  Ch.  D.  162.  In  In  re  United  Vineyards 
Proprietors'  Co.,  Stirling,  J. ,  Nov.  8th,  1889,  the  company  applied  in  1876  for  the  regis- 
tration of  a  device  of  a  salamander  with  the  words  "  The  Salamander"  as  their  old 
mark  for  brandy,  used  upwards  of  twenty  years  before  1876  ;  but  the  application 
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lapsed  in  consequence  of  the  applicants  having  never  received  a  letter  from  the 
registrar  requesting  the  final  fee  to  be  forwarded.  The  applicants  supposed  the  mark 
to  have  been  registered.  In  1882  another  firm  obtained  the  registration  of  a  different 
device  of  a  salamander  as  their  new  mark  for  fermented  liquors  and  siDirits.  In 
1889  the  original  applicants  became  aware  of  the  non-registration,  and  at  once 
made  a  fresh  application  for  registration  of  their  original  murk  as  their  old  mark 
for  brandy,  used  since  1850.  The  firm  registered  in  1882  refused  to  consent  to  the 
application,  but  did  not  appear  to  oppose  it ;  and  it  was  held  that  the  registration 
should  proceed,  the  mark  being  an  old  one.  Where  a  new  mark  had  been  regis- 
tered and  much  used,  and  another  similar  mark  which  had  not  been  much  used  was 
proved  to  be  an  old  mark  and  was  allowed  to  be  registered,  the  new  mark  was  not  re- 
moved from  the  register,  but  was  allowed  to  remain  there  side  by  side  with  the  old 
one:  Ilousoit  ^-  Co.  v.  Boehm,  26  Ch.  D.  398.  But  where  the  word  "  Emollio  "  had 
been  used  for  several  years  prior  to  1870,  but  had  been  abandoned  from  that  year  till 
1881,  when  the  user  was  recommenced  in  a  different  form,  and  there  had  been 
considerable  use  of  the  word  "Emolline"  by  another  firm  since  1876,  "Emollio" 
was  not  allowed  to  be  registered :  In  re  Grossmith,  6  P.  R.  180.  In  In  re  Sone  <^ 
Flcinhig  Ilanxfacturing  Co.,  30  Ch.  D.  505,  the  applicants  had  used  the  mark  in 
England  and  America  since  1872,  and  had  registered  it  in  America  in  1881.  On 
their  aj^plying  for  registration  in  1885  registration  was  refused  by  the  comptroller 
on  account  of  a  somewhat  similar  mark  having  been  i-egistered  by  another  firm  in 
1877,  but  that  firm  not  appearing  to  oppose,  though  served  with  notice  of  the 
application,  and  the  mark  being  an  old  one,  registration  was  granted.  So  in  In  ro 
Bancroft  4-  Co.,  5  P.  E.  209  ;  In  re  Kenrick  ^  Jefferson,  7  P.  P.  321.  To  bring  a 
mark  within  the  rule  and  entitle  it  to  registration,  notwithstanding  a  previous 
similar  registration  for  the  same  goods,  foreign  user  is  insufficient,  and  there  must 
have  been  user  within  the  United  Kingdom :  In  re  Milncli,  50  L.  T.  N.  S.  12  ;  with 
which  compare  In  re  Riviere  (|-  Co.,  26  Ch.  D.  48  ;  Leonard  ^-  Ellis  v.  Wells  ij-  Co.,  26 
Ch.  D.  288,  per  Fry,  L.  J.  ;  and  Berliner  Brauerci  Gesclhchaft  Tivoli  v.  Knight, 
Stocls  ^''  Co.,  W.  N.  1883,  p.  70.  And  the  mere  passage  of  marked  goods  through 
England,  without  any  sale  or  exposure  for  sale,  is  not  user  of  the  mark  in  England : 
Jackson  £;  Co.  v.  Napper,  35  Ch.  D.  162;  In  re  Meeiis,  (1891)  1  Ch.  41.  And  see 
Kewmaji  v.  Pinto,  4  P.  P.  508,  per  Kekewich,  J.  The  user  within  the  United 
Kingdom  must  have  been  substantial,  and  not  merely  nominal  and  unknown  to  the 
other  proprietor  :  In  re  Hodson  ^  Co.,  26  Sol.  J.  43.  A  mark  will  be  held  to  have 
been  in  common  use,  and  to  be  consequently  incapable  of  registrdtion  in  any  name, 
if  the  substantial  part  of  it  was  so,  though  the  minor  parts  were  sometimes  varied  ; 
e.g.,  in  In  re  Wragg,  29  Ch.  D.  551,  the  device  of  a  syphon,  hand  and  glass,  was 
held  to  be  common  to  the  mineral  waters  trade,  though  in  the  six  cases  relied  on 
the  three  elements  appeared  together  in  tlu'ee  only,  the  syphon  and  hand  in  one, 
and  the  syphon  and  glass  in  two.  From  the  same  case  it  appears  that  the  cases  of 
user,  which  make  the  mark  common,  need  not  all  have  been  on  the  goods,  as  in 
three  out  of  the  six  cases  the  user  was  only  on  invoices  and  circulars,  and  not  on 
the  bottles. 

In  some  cases  the  similarity  between  marks  has  been  got  over  by  registering  for  Registration 
different  goods,  though  in  the  same  class  (see  note  [a)  to  ^  65,  ante;  also  In  7-e  wiiii  a  note. 
Kenrick  S;  Jefferson,  7  P.  R.  321;  In  re  Kiinig  ct  Ebhardt,  (1896)  2  Ch.  236);  or 
restricting  the  manner  of  user  in  respect  of  colour  [In  re  Johnson,  PhUpott  4-  Co., 
North,  J.,  Feb.  21st,  1888  ;  In  re  Jeffrey  &;  Co.,  Stirling,  J.,  May  18th,  1888)  ;  or 
otherwise  [In  re  Whiteley,  43  L.  T.  N.  S.  627  ;  In  re  Hykes,  43  L.  T.  N.  S.  626  ;  In 
re  Farina  (3),  Dig.  654  ;  see  In  re  I)e  Otaduy,  W.  N.  1885,  p.  177)  ;  or  the  locality 
within  which  the  mark  is  to  be  used  {In  re  Rabone,  Dig.  643  ;  //*  re  Keep  Brothers, 
26  Ch.  D.  187  ;  In  re  Mitchell  &;  Co.,  28  Ch.  D.  666  ;  In  re  Johnson,  PhUpott  ^-  Co., 
North,  J.,  Feb.  21st,  1888  ;  In  re  Steel,  Chitty,  J.,  Jan.  12th,  1893.  Where  regis- 
tration is  granted  with  a  limitation,  the  nature  and  extent  of  the  limitation  should 
appear  on  the  face  of  the  register,  so  as  to  be  ascertainable  by  persons  searching 
the  register :  In  re  Mitchell  i^  (Jo.,  28  Ch.  D.  606.  See  In  re  I)e  Otadny,  W.  N.  1885, 
p.  177.  And  in  the  same  spirit,  tlie  improper  grant  of  an  exclusive  right  in  common 
elements  has  been  avoided  by  the  use  of  disclaimers  {In  re  Leonardt,  Dig.  610 ;  In  re 
Milcheil{2),  Dig.  611  ;  InreHnhhnck,  Jessel,  M.  R.,  June  20th,  1879;  Ex  parte  Sales, 
Pollard  ^-  Co.,  Dig.  620  ;  In  re  Knhn  &;  Co.,  53  L.  J.  Ch.  238  ;  In  re  ILn/lc  cj-  Sons, 
Ld.  {>),  Chitty,  J.,  Nov.  30th,  1883;  In  re  JJavies,  Chitty,  J.,  March  9tli,  1885; 
In  re  Konig  cj-  Ehhardt,  (1896)  2  Ch.  236  ;  and  see  In  re  Deirhnrst  ^  Sons,  Id.,  (1896) 
2  Ch.  137  ;    see  also,  §  74) ;    and  permission  to  use  a  mark  has  been  reserved  to 
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certain  pci'sons.  on  registration  against  all  others  being  granted  :  Ex  parte  Ilemmlnr/ 
i-  Son,  Jesscl,  M.  R.,  April  27th,  1881 .  In  In  re Beivhurst  cj-  Sons,  Ld.,  (1896)  2  Ch". 
137,  the  Court  of  Appeal  held  that  registration  subject  to  a  condition  imposing  a 
geographical  limit  ought  not  to  be  allowed,  and  it  seems  that  the  cases  in  which 
special  notes  have  been  made  on  the  register  can  no  longer  be  regarded  as  pre- 
cedents, at  all  events  in  the  case  of  new  marks. 
Marks  com-  In  considering  whether  there  is  in  fact  such  similarity  between  two  marks  as  to 

pared  as  used,  exclude  the  second  from  registration,  it  is  very  important  to  compare  them  in  the 
actual  mode  of  user — e.g.,  as  branded  on  metal  goods:  In  re  Jellcij,  Son  ^-  Jones,  51 
L.  J.  Ch.  639  ;  In  re  lio.miff,  54  L.  J.  Ch.  975  ;  Nuthall  v.  Vining,  C.  A.  Jan.  21st, 
1880.  And  compare  Davis  v.  licid,  17  Gi-ant,  Up.  Can.  Ch.  69.  And  if  there  are 
blanks  in  the  new  mark,  as  tendered  for  registration  or  registered,  regard  will  be 
had  to  the  manner  in  which  these  are  filled  up  in  practice  {In  re  Christinnscn,  3  P.  R. 
54)  ;  and  the  manner  of  arrangement  of  parts  common  to  the  trade  will  also  be 
taken  into  consideration  :  ih.  And  see  In  re  Farrow,  7  P.  R.  260.  And  it  has  been 
held  that,  if  one  trade  mark  has  been  registered  without  colour,  but  is  in  practice 
used  in  a  particular  colour,  and  another  trade  mark  is  offered  for  registration  which 
is  distinguishable  without  colour,  but  might  by  the  addition  of  colour  be  made  to 
resemble  the  first  mark,  registration  will  be  refused  {In  re  Worthington,  14  Ch.  D.  8)  ; 
and  a  fortiori,  where  it  is  proved  that  the  proposed  new  mark  was  intended  to  be 
used  in  the  same  colour  as  the  opponent's  mark  :  In  re  Tiirney,  11  P.  R.  37.  And 
see  In  re  Biegel,  4  P.  R.  525  ;  and  In  re  La  Societe  Anonyme  des  Verreries  de  VEtoilc, 
(1894)  2  Ch.  26,  in  which  case,  it  being  conceded  that  where  a  device  of  a  star  had 
been  registered  for  glass  a  device  of  a  red  star  could  not  be  registered,  a  mark 
consisting-  of  the  words  "Red  Star  Brand"  was  removed  from  the  register. 
Althougli  a  trade  mark  must  now  be  distinctive,  irrespective  of  colour  {In  re  IJanson, 
37  Ch.  D.  112),  it  may  now  be  registered  in  colour  (§  67),  an  advantage  which  was 
previously  reserved  for  cotton  marks  and  other  marks  of  a  special  character  requiring 
registration  by  deposit.  In  such  a  case  it  was  formerly  held  that  the  colour  was 
part  of  the  mark,  so  that  a  gold  coin  might  be  registered  for  goods  for  which  a 
silver  coin  was  already  registered,  though  if  both  were  in  gold,  or  both  in  silver, 
there  would  be  a  similarity  {In  re  Eobi?iiion,  29  W.  R.  31) ;  but,  haviug  regard  to  the 
provisions  of  §  67,  it  hardly  seems  that  this  decision  could  now  be  repeated.  In 
In  re  Lyndon,  32  Ch.  D.  109,  it  was  held  by  the  Court  of  Appeal  that  a  mark 
tendered  for  registration  must  be  compared  with  a  mark  already  registered,  not  as 
actually  used,  but  as  registered,  and  on  the  footing  that  the  applicant's  mark  will 
be  fairly  used  ;  and  "it  is  established  now  that  when  two  marks  are  being  com- 
pared together  for  the  purpose  of  seeing  to  what  extent  one  resembles  the  other 
with  reference  to  the  question  of  registering  or  not,  the  Court  must  presume  a  fair 
user  of  the  mark  ;  and  at  the  same  time  it  is  established  that  the  Court  must  look, 
in  deciding  such  a  question  as  this,  to  the  mode  in  which  the  mark  would  be 
stamped  or  affixed,  the  character  of  the  goods  upon  which  it  is  affixed,  and 
generally  to  all  the  circumstances  of  the  case  with  respect  to  the  placing  on  of  the 
mark  and  the  user  of  it.  But,  though  the  cii'cumstances  are  to  be  looked  at,  it  is  a 
cardinal  proposition  that  the  Court  must  presume  a  fair  user"  :  per  Chitty,  J.,  in 
In  re  Haines,  liatchelor  S;  (Jo.,  5  P.  R.  669.  In  the  same  way  Cotton,  L.  J.,  .-^aid,  in 
In  re  Lambtrt,  6  P.  R.  344,  351  :  "  In  considering  whether  the  mai'k  is  calculated  to 
deceive,  we  must  consider  what  would  be  the  ordinary  use,  without  fraud,  of  the 
mark,  and  not  go  into  the  question  of  what  might  be  done  by  a  fraudulent  user. 
If  that  were  done — if  there  were  a  fraudulent  user — then  the  Court  would  interfere, 
not  because  the  man  had  not  got  the  trade  mark,  but  because  he  was  using  that 
trade  mark  fraudulently,  so  as  to  pass  off  his  goods  for  those  of  another.  That 
matter  of  fraud  is  not  to  be  considered  in  dealing  with  the  question  whether  the 
mark  is  so  like  another  as  to  be  calculated  to  deceive.  In  dealing  with  that  ques- 
tion you  must  assume  that  it  is  fair  and  right."  And  see  In  re  Farrow,  7  P.  R. 
260  ;  and  In  re  Kutuow,  10  P.  R.  401.  It  has  been  held  in  Victoria  {Fx  paite 
Kennedy,  9  Vict.  L.  R.  (L.)  335),  and  the  same  would  appear  to  hold  good  in  this 
country,  that  the  marks  ought  to  be  compared  taken  apart,  and  not  as  seen  side  by 
side,  and  that  the  question  is  whether  it  is  or  is  not  probable  that  an  incautious 
person  would  be  deceived. 
Cotton  marks.  In  the  case  of  cotton  marks  which  were  brought  before  the  Manchester  Committee 
of  Experts,  due  weight  should  be  given  to  their  opinion  as  to  the  distinctiveness  of 
the  marks  {Orr-Fwing  v.  licgistrar  of  Trade  Marks,  4  App.  Cas.  479),  but  they  seem 
to  have  given  somewhat  too  wide  an  interpretation  to  the  expression  ' '  substantial 
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similarity  "  in  their  instructions.  See  In  re  BrooJ:,  26  W.  R.  791.  The  cotton 
rules  being  now  repealed,  a  B.  list  mark  may  be  registered  without  an  application 
to  the  Court,  if  the  comptroller  considers  that  a  mistake  has  been  made. 

For  instances  of  cases  in  which  registration  has  been  refused  on  the  ground  of  Cases  of 
similarity,  reference  may  be  made  to  Alhopp  v.  Walker,  Dig.  .545,  in  which  the  refusal, 
first  mark  was  a  man's  hand  held  upwards,  and  the  second  was  a  female  hand 
pointed  horizontally  ;  In  re  Jelletj,  Son,  ^-  Jones,  51  L.  J.  Ch.  639,  in  which  the  first 
mark  was  a  pointer  at  a  point,  with  tlie  word  "Staunch,"  and  the  second  was  a 
pointer  feeding  out  of  a  porridge  pot ;  In  re  Rosing,  54  L.  J.  Ch.  975,  in  which  the 
first  mark  was  a  plain  horn  with  a  looped  cord,  and  the  second  was  a  sprig  of  two 
roses  with  a  twisted  horn  ;  Barrows  v.  Feisall  Coal  and  Iron  Co.,  Dig.  530,  in  which 
the  marks  were  a  crown  with  "  B.  B.  H."  in  Roman  letters,  aud  a  crown  with 
"  B.  B.  S."  in  italics  ;  In  re  TForthhiffton  ^-  Co.,  14  Ch.  D.  8,  a  plain  triangle,  and 
a  triangle  containing  a  church  with  an  inscription ;  In  re  Barker  ^-  Son,  53  L.  T.  N.  S. 
23,  where  each  label  consisted  of  a  sporting  scene  ;  In  re  Marks  <f-  Ttllefsen,  63 
L.  T.  N.  S.  234,  in  which  the  general  arrangement  of  the  two  marks  was  very 
similar  ;  In  re  Specr,  4  P.  R.  521,  a  dog,  tower  and  harp,  in  each  case;  In  re  Sanitas 
Co.,  Lcl.,  4  P.  R.  533,  where  the  application  was  for  the  word  "  Sanitas,"  which  was 
included  in  two  previous  marks;  In  re  Grossmiih,  6  P.  R.  180,  where  "Emollio" 
was  thought  too  similar  to  "  EmoUine  "  ;  In  re  Australian  Wine  Importers,  Ld.,  41 
Ch.  D.  278,  where  each  mark  contained  prominently  a  device  of  a  golden  fleece ;  In 
re  Baschiera  cj  Co.,  33  Sol.  J.  469,  a  lion  and  a  winged  lion  ;  In  re  Murphy  ^-  Co., 
7  P.  R.  163,  a  lion  rampant  with  a  crown  and  a  lion  rampant  with  a  sheaf  ;  In  re 
Dunn,  41  Ch.  D.  439  ;  15  App.  Cas.  252,  "Fruit  Salt"  for  producing  a  beverage 
and  "Fruit  Salt"  baking  powder;  In  re  Farrow,  7  P.  R.  260,  a  bull's  head  and  a 
bison ;  In  re  Goodall,  42  Ch.  D.  566,  a  similar  arrangement  of  common  words ;  and 
see  In  re  Farina  (2),  27  W.  R.  456  ;  In  re  Ilargreaves,  11  Ch.  D.  669  ;  In  re  Meyer- 
stein  ^  Co.,  43  Ch.  D.  604  ;  In  re  Turney,  IIP.  R.  37  ;  In  re  Bewhurst  and  Sons,  Id., 
(1896)  2  Ch.  137,  and  other  cases;  also  Fx  parte  Kennedy,  9  V.  L.  R.  (L.)  335,  in 
Victoria. 

For  instances  of  cases  in  which  registration  has  not  been  refused  on  the  ground  of  Cases  of 
similarity,  see  In  re  Farina  (1),  26  W.  R.  261,  where  a  label  had  been  registered  non-refusal. 
with  a  small  seal  in  one  corner,  and  application  was  made  for  the  registration  of 
the  same  seal  alone  ;  In  re  Lyndon,  32  Ch.  D.  109.  a  man's  head  surmounting  the 
word  "way,"  and  a  helmeted  female  head  surmounting  the  word  "  Athena  "  ;  In 
re  Haines,  Batchelor  ^-  Co.,  o  P.  R.  669,  a  shaded  device  of  a  pointer  at  a  point, 
facing  to  the  left,  and  surmounting  the  word  "  Staunch,"  and  an  outline  device  of 
a  pig,  facing  to  the  left,  and  surmounting  the  initials  "  H.  B.  &  Co  "  ;  In  re  Burgoyne, 
6  P.  R.  227,  "Emu"  and  "  Oomoo  "  ;  In  re  Simpson,  L.  J.  N.  of  C.  1890,  p.  143; 
In  re  Loftas,  (1894)  1  Ch.  193.  See  also  Orr-Ewing  v.  Registrar  of  Trade  Marks, 
4  App.  Cas.  479,  and  the  other  cotton  cases  mentioned  iu  the  notes  to  the  cotton 
rules.  Except  in  the  cases  of  cotton  marks  the  opposition  has  usually  been  success- 
ful, and  registration  has  either  been  refused  altogether  or  only  granted  subject  to 
limitations. 

Under  the  similar  section  in  the  United  States  Act,  registration  was  refused  American 
where  the  first  mark  was  the  figure  of  a  star  and  the  second  was  the  word  "  star  "  cases. 
[In  re  The  American  Lubricating  Oil  Co.,  9  U.  S.  Pat.  Gaz.  687)  ;  where  the  first 
mark  was  the  name  ' '  Haxall, ' '  and  the  principal  part  of  the  second  consisted  of  the 
.same  name  and  a  maltose  cross  [In  re  Coggin,  Kidder  &;  Co.,  11  U.  S.  Pat.  Gaz. 
1 109) ;  where  the  marks  were  the  word  "  Swan  "  and  the  words  "  Black  Swan  "  [Ex 
parte  Cairc,  15  U.  S.  Pat.  Gaz.  248);  so  where  a  trade  mark  was  tendered  which 
consisted  of  three  parts,  each  of  which  was  already  registered,  one  by  the  ajjplicant 
and  the  others  by  other  firms  [In.  re  Bush  ^-  Co.,  10  U.  S.  Pat.  Gaz.  164).  and  where 
the  new  mark  consisted  of  "  A.  S.  California  Family  *  Soap,"  and  "  California" 
and  "  *  "  were  already  on  the  register  [Ex  parte  Smith  (1),  16  U.  S.  Pat.  Gaz.  679)  ; 
and  see  Ex  parte  Weisert  Bros.,  16  U.  S.  Pat.  Gaz.  680.  In  /«  re  Cornwall  (1),  12  U. 
S.  Pat.  Gaz.  138,  registration  was  granted  to  a  star  and  crescent,  a  star  being  on 
the  register;  and  see  In  re  Imbs,  10  U.  S.  Pat.  Gaz.  463.  And  see  cases  collected 
at  p.  645,  notes  [d]  and  [e). 

The  comptroller  is  entitled  to  his  co.sts  of  opposing  an  application  on  the  ground 
of  similarity  to  a  registered  mark  ;  at  all  events,  unless  the  marks  arc  very  clearly 
distinct.     See  In  re  Patent  Plumbago  Crucible  Co.,  Jessel,  M.  R.,  Aug.  1st,  1879. 

See  Rule  46  as  to  notifying  the  order  of  the  Court  to  the  comptroller. 

Where    the    Registrar  had   refused    to  register   on    the    ground   of   similarity 
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to  a  registered  mark,  and  the  marks  did  not  appear  to  be  similar,  but  the  owner 
of  the  registered  mark  had  not  been  served  with  the  notice  of  motion  of  the  person 
applying  for  the  registration  of  the  second  mark,  C'hitty,  J.,  directed  the  registered 
owner  to  be  served,  and  on  that  being  done,  and  no  objection  being  made,  ordered 
the  registration  to  proceed:  In  re  Milue  S;  Co.,  Chitty,  J.,  July  bth,  1883.  And 
where  the  comptroller  objects  to  register  a  mark  on  the  ground  of  similarity  to  a 
registered  mark,  the  usual  practice  now  is  to  require  notice  of  the  application  to  be 
given  to  the  proprietor  of  the  registered  mark  :  In  re  Sone  ^-  Fleming  MaHufaclurbig 
Co.,  30  Ch.  D.  505  ;  In  re  Bancroft  S;  Co.,  5  P.  R.  209 ;  In  re  Baschiera  %  Co.,  33  Sol. 
J.  469. 


reijistration. 


Further  re-  73.  It  shall  not  be  lawful  to  register  as  part  of  or  in  combination 

striction  on  -^-ith  a  trade  mark  any  words  the  exclusive  use  of  which,  would,  by 
reason  of  their  being  calculated  to  deceive  or  otherwise,  be  deemed 
disentitled  to  protection  in  a  Court  of  Justice  («),  or  any  scandalous 
design. 

{a)  This  section  is  taken  from  ^  6  of  the  Act  of  1875,  and  was  amended  by  $  15 
of  the  Act  of  1888.  The  wording  of  the  original  enactment  was  "  would  not  be 
deemed  entitled,"  and  the  present  wording,  "  would  be  deemed  disentitled,"  seems 
less  open  to  misinterpretation.  That  the  original  enactment  only  refen-ed  to  decep- 
tiveness  inherent  in  the  mark  itself,  and  not  to  liability  to  be  mistaken  for  another 
mark,  was  held  by  Jessel,  M.  E.,  in  Li  re  Horsburgh ,  53  L.  J.  Ch.  237.  Kay,  J., 
however  [In  re  Grossmith,  6  P.  R.  ISO  ;  In  re  Dunn,  41  Ch.  D.  439),  and  Stir- 
ling, J.  {In  re  Swift  Specif  c  Co.,  6  P.  R.  352),  appear  to  have  thought  that  words 
were  within  this  section  which  bore  a  resemblance  to  words  included  in  an  earlier 
mark.  And  Cotton,  L.  J.,  took  this  view  in  In  re  Dunn,  41  Ch.  D.  439.  But  in 
that  case  Lindley,  L.  J.,  expressly  concurred  in  the  view  taken  by  Jessel,  M.  P., 
and  Fry,  L.  J.,  did  not  dissent  from  it.  And  in  In  re  Australian  Wine  Importers, 
Ld.,  41  Ch.  D.  278,  the  observations  of  Cotton,  L.  J.,  incline  rather  in  the  same 
direction. 

However,  after  the  decision  of  the  House  of  Lords  in  Eno  v.  Dunn,  15  App.  Cas. 
252,  which  was  considered  on  the  footing  that  the  section  applied  to  words  tendered 
for  registration  which  were  calcvilated  to  deceive  by  reason  of  similarity  to  words 
previously  in  use  by  a  difl'erent  trader,  the  wider  construction  will,  no  doubt,  be 
given  to  the  enactment.  See  In  re  Hill,  10  P.  P.  113  ;  In  re  Theidis  S;  Blakeij,  ib. 
369.  This  much  seems  to  be  clear,  that  the  comptroller  is  necessarily  bound  to 
refuse  marks  which  otfend  against  either  ^  72  or  73,  whether  he  himself  discovers 
the  objection,  or  whether  his  attention  is  called  to  it  in  the  course  of  an  opposi- 
tion, that  the  comptroller  has  a  discretion  either  to  register  or  not  in  cases  which 
do  not  otfend  against  these  sections,  though  he  should  not  reject  an  application 
without  some  adequate  legal  or  moral  reason,  and  that  he  can  exercise  this  dis- 
cretion either  of  his  own  motion  under  §  62,  or  on  an  ojjposition  under  §  69,  which 
contains  no  limitation  of  the  grounds  upon  which  a  mark  may  be  opposed.  The 
question  as  to  what  is  the  exact  meaning  of  §  73  is  somewhat  academical,  when  it  is 
remembered  that  the  comptroller  has  a  judicial  discretion  to  register  or  not,  and  that 
even  if  an  objectionable  mark  escapes  his  vigilance,  it  may  be  removed  from  the 
register  under  ^  90  as  having  been  registered  without  sufficient  cause. 

There  is  no  doubt  that  §  73  applies  to  cases  in  which  a  trade  mark  contains  a  false 
statement  of  origin  [In  re  Ilorsbunjh,  53  L.  J.  Ch.  237)  ;  or  in  which  the  trade  mark 
untruly  states  that  the  proprietors  are  the  "  sole  makers"  {Iti  re  Hayward  ^-  Sons, 
54  L.  J.  Ch.  1003) ;  or  in  which  it  untruly  states  the  name  and  address  of  the  maker 
{In  re  Hill,  10  P.  P.  113)  ;  or  in  which  the  mark  is  habitually  used  as  part  of  a 
deceptive  whole  :  IFood  v.  lambert,  32  Ch.  D.  247.  If  a  trade  mark  tendered  for 
registration  contains  the  words  "  trade  mark"  so  placed  as  to  be  likely  to  mislead 
the  public  into  the  belief  that  a  particular  part  of  the  trade  mark,  and  not  the 
whole  of  it,  is  claimed  and  registered,  registration  ought  to  be  refused  under  this 
section  :  In  re  ApoUbiaris  Co.,  (1891)  2  Ch.  186,  233,  235  ;  In  re  Wills,  (1893)  2  Ch. 
262.  See  Hammond  y.  Malcolm,  Brunker  ^-  Co.,  9  P.  R.  301  ;  In  re  Colman,  (1891)  2 
Ch.  402  ;  In  re  Phillips,  (1891)  3  Ch.  139.  The  onus  of  proving  that  a  mark  is  not 
calculated  to  deceive  under  this  section  is  on  the  applicant  for  registration  {Eno  v. 
Dunn,  15  App.  Cas.  252  ;  In  re  Theivlis  (^-  Blair}/,  10  P.  R.  369)  ;  but  a  mark  is  not 
calculated  to  deceive  merely  because  it  includes  the  capability  of  being  used  by  the 
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party  registering'  it  for  purposes  of  deception:  per  North,  J.,  in  In  re  Kutnow, 
10  P.  R.  401.  Thus,  in  In  re  Smokeless  Foivder  Co.,  (1892)  I  Oh.  590,  it  was  held 
that  the  words  "  Smokeless  Powder"  used  as  part  of  the  name  of  the  company 
were  not  calculated  to  deceive  the  public  into  the  notion  that  the  company  had  a 
monopoly  in  smokeless  powder.  But  registration  was  refused  to  a  mark  which,  as 
previously  used,  contained  fraudulent  misstatements,  though  they  were  corrected  in 
the  mark  as  tendered  for  registration  :  In  re  Fuente,  (1891)  2  Ch.  166. 

Where  it  is  sought  to  register  as  a  trade  mark  a  word  or  words  which  are  or  may  Words  which 
be  appropriate  to  the  article  to  which  the  trade  mark  is  to  be  applied,  the  applicant  are  descriptive 
is  in  the  dilemma  that  the  alleged  trade  mark  is  either  descriptive  or  deceptive  ;  if  or  deceptive. 
the  word  or  words  are  properly  ajoplicable  to  the  article  and  may  be  truly  used  with 
respect  to  it,  they  are  descriptive  and  are  not  within  §  64  ;  if  they  may  be  read  as 
stating  something  with  respect  to  the  article  which  is  untrue,  they  are  deceptive 
within  the  present  section  ;  so  that  quacunque  via  the  application  must  fad..  Thus, 
in  In  re  Saunion  ^-  Co.,  Dig.  625,  where  the  mark  was  "  Anglo-Portugo  Oysters," 
either  the  oysters  were  of  Anglo-Portuguese  origin,  in  which  case  any  one  had  a  right 
to  say  that  they  were  so,  or  they  were  not  of  such  origin,  in  which  case  no  one  had  a 
right  to  say  so  ;  and  this  was  adopted  by  Lopes,  L.  J.,  in  In  re  Van  Buzcr,  34  Ch.  D. 
QTi.  And  see  In  re  Hannrty,  7  P.  ii.  46 ;  In  re  Edge,  8  P.  R.  207.  There  are  numerous 
similar  cases  under  the  U.  S.  Acts.  Thus,  In  re  American  Sardine  Co.,  3  17.  S.  Pat. 
Gaz.  495  ("  American  Sardines")  ;  In  re  Dole  Bros.,  12  ib.  939  (*'Egg  Macaroni")  ; 
In  re  Warburg  6;  Co.,  13  ib.  44  ("  Cachemire  Milano")  ;  E.v  parte  Marsehing,  15  ib. 
294  ("  French  "  paints) ;  Ex  parte  Knapp,  16  ib.  318  ("  London"  Animal  Foods)  ; 
Ginter  v.  Kmney  Tobacco  Co.,  12  Fed.  Kep.  782  ("Straight-cut"  Cigarettes); 
Ex,  parte  Grove,  67  U.  S.  Pat.  Gaz.  1447  ("  Bromo- Quinine  ").  And  see  California 
Fig  Sgrup  Co.  v.  Futnani,  69  Fed.  Rep.  740;  Same  v.  Stearns,  73  ib.  812  ("Fig 
Syrup").  Compare  In  re  Green,  8  U.  S.  Pat.  Gaz.  729  ("German  Sirup"),  where 
registration  was  allowed. 

In  the  American  case  of  Ex  parte  Cigar  Makers'  Association,  16  ib.  958,  it  was  held 
that  a  mark  could  not  be  registered  which  was  intended  to  be  used  by  any  member 
of  an  association  on  goods  of  any  quality,  nor  one  which  was  intended  to  be  used 
for  the  furtherance  of  a  scheme  in  restraint  of  trade.  And  in  Schneider  v.  Williams, 
41  N.  J.  Eq.  391,  the  Court  refused  to  protect  such  a  mark  at  the  instance  of  a 
member  of  such  an  association.  See  also  Ciqar  Makers^  Protective  Union  v.  Conhaim, 
40  Minn.  243;  12  Am.  St.  Rep.  726;  ilcVeg  v.  Fraidel,  144  Penn.  St.  235; 
27  Am.  St.  Rep.  625;  Wecner  v.  Bragton,  152  Mass.  101;  State  v.  Bishop,  128 
Mo.  373;  49  Am.  St.  Rep.  569.  But  see  Strasser  v.  Moonelis,  108  N.  Y.  611  ; 
Feople  V.  Fisher,  57  N.  Y.  Sup.  Ct.  552  ;  Allen  v.  Macarthy,  37  Minn.  347  ;  Bloete 
V.  Simon,  19  Abb.  N.  C.  88;  Cohn  v.  People,  149  111.  486;  41  Am.  St.  Rep.  304; 
Gravel  Boofers'  Exchange  v.  Turnbull,  64  U.  S.  Pat.  Gaz.  441.  And  in  Ex  parte 
Bloch  ^  Co.,  40  ib.  443,  registration  was  refused  in  America  to  a  mark  which  con- 
tained the  words  "  Knights  of  Labour,"  the  applicants  having  no  connection  with 
tlie  society  of  that  name. 

As  to  what  will  be  deemed  to  disentitle  to  protection  in  a  court  of  justice,  see 
further  Ch.  7,  ante. 

74. — (1 .)  Nothing  in  this  Act  shall  be  construed  to  prevent  the  comp-  Savin"-  for 
troller  entering  on  the  register,  in  the  prescribed  manner,  and  subject  power  to  pro- 
to  the  i^rescribed  conditions,  as  an  addition  to  any  trade  mark  (o) —        ^'^^^  ^'^}'  (J"tiy 
(a.)  In  the  case  of  an  application  for  registration  of  a  trade  mark  °?  register 
used  before  the  thirteenth  day  of  August  one  tliousand  eight  marks  as 
hundred  and  seventy-five —  additions  to 

Any  distinctive  (6)  device,  mark,  brand,  heading,  label,  ticket,  trademarks, 
letter,  word,  or  figure,  or  combination  of  letters,  words,  or 
figures,  though  the  same  is  common  to  the  trade  (c)  in  the 
goods  with  respect  to  which  the  application  is  made  ; 
(b.)  In  the  case  of  an  application  for  registration  of  a  trade  mark 
not   used   before   the  thirteenth  day  of  August  one  thousand 
eight  hundred  and  seventy-five — 

Any  distinctive  (b)  word  or  combination  of  words,  though  the 
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same  is  common  to  the  trade  (c)  in  tlie  goods  witli  respect 
to  wliicli  the  application  is  made ; 

(2.)  The  ajrplicant  for  entry  of  atiT/  such  common  ^;a?V2'cM/ar  or 
particulars  mtist,  however,  disclaim  {d)  in  his  applicatio?!  any  riyht  to  the 
exclusive  use  of  the  same,  ajicl  a  copy  of  the  disclaimer  shall  be  entered  on 
the  register. 

[(2.)  The  applicant  for  registration  of  any  such  addition  must,  how- 
ever, state  in  his  application  the  essential  particulars  of  the  trade 
mark,  and  must  disclaim  in  his  application  any  right  to  the  exclusive 
use  of  the  added  matter,  and  a  copy  of  the  statement  and  disclaimer 
shall  be  entered  on  the  register. 

Provided  that  a  person  need  not,  under  this  section,  disclaim  his 
own  name  or  the  foreign  equivalent  thereof,  or  his  place  of  busi- 
ness (<?) ;  but  no  entry  of  any  such  name  shall  affect  the  right  of  any 
owner  of  the  same  name  to  use  that  name  or  the  foreign  equivalent 
thereof.] 

(3.)  Any  device,  mark,  brand,  heading,  label,  ticket,  letter,  word, 
figure,  or  combination  of  letters,  words  or  figures,  which  was,  or  were, 
before  the  thirteenth  day  of  August  one  thousand  eight  hundi*ed  and 
seventy-five,  publicly  used  by  more  than  three  persons  on  the  same  or 
a  similar  description  of  goods  shall,  for  the  purposes  of  this  section, 
be  deemed  common  to  the  trade  in  such  goods  {f). 

The  amendments  in  this  section  were  made  by  §  16  of  the  Act  of  1888. 

(cf)  This  section  was  new  in  1883,  and  is  not  very  clearly  expressed,  but  what  is 
intended  appears  to  be  that  when  a  trade  mark  sent  in  for  registration  contains, 
together  with  an  essential  particular,  a  feature  which  is  in  common  use  in  the  trade, 
that  common  feature  miist  be  disclaimed,  so  that  the  rest  of  the  trade  may  not  be 
deprived  of  their  right  to  use  it.  The  additions  to  which  this  section  relates  are 
apparently  not  quite  the  same  as  the  additions  to  an  essential  particular  referred  to 
in  §  C4:  (2),  but  such  as  would  be  capable  of  dislingiiishing  the  goods,  were  it  not 
that  in  point  of  fact  they  have  been  used  by  several  dilferent  firms.  Thus,  if  a 
device  of  an  animal  were  registered  in  combination  with  the  words  "  First  cpxality," 
for  iron,  the  case  would  be  within  ^  64  ;  but  if  the  same  device  were  to  be  regis- 
tered in  combination  with  a  crown,  the  case  would  be  within  the  present  section, 
the  crown  being  jn-imd  facie  distinctive,  but  in  point  of  fact  common  to  the  trade. 
Long  user  does  not  entitle  members  of  a  trade  to  register  a  particular  device  as  part 
of  their  trade  marks  when  the  user  was  fraudulent  in  its  inception  and  is  still  cal- 
culated to  deceive  [In  re  Hcaton,  '11  Ch.  D.  570)  ;  and  if  words  forming  j  art  of  a 
trade  mark  are  calculated  to  deceive,  the  person  claiming  the  mark  cannot  assist  his 
application  for  registration  by  disclaiming  the  objectionable  words  :  Eno  v.  Jiiniii, 
15  App.  Cas.  252.  It  seems  that  where  a  distinctive  label  is  registered  as  a  whole, 
words  which  are  included  in  the  label  are  a  part  of  the  label,  and  not  additions  to 
it,  and  need  not  conseqTiently  be  disclaimed  under  this  section  :  In  re  ApoUhiarii 
Co.,  (1891)  2  Ch.  186,  233  ;  lixin  v.  Badman,  8  P.  K.  181,  188,  191  ;  In  re  Smokeless 
Foivder  Co.,  (1892)  1  Ch.  590  ;  In  re  Clement  S,-  Cxe.,  16  P.  P.  173. 

(/;)  The  word  "  distinctive  "  is  applicable  to  all  the  matters  here  mentioned  :  per 
Chitty,  J.,  in  Burland  &;  Co.  v.  Broxburn  Oil  Co.,  Ld.  (2),  42  Ch.  D.  274.  And  see 
per  Cotton,  L.  J.,  in  Waterman  v.  Ayres,  39  Ch.  D.  29.  There  is  at  first  sight  a 
contradiction  in  terms  here,  as  a  mark  common  to  the  trade  cannot,  of  course,  be 
distinctive  ;  but  what  is  intended  appears  to  be  that  any  mark  which  is  prima  facie 
distinctive,  but  wliich  is  really  common  to  the  trade,  must  be  disclaimed  when 
registered  as  part  of  a  combination.  The  epithet  "distinctive"  would  thus  be 
here  applied  to  every  mark  which  is  not  inherently  incapable  of  appropriation  by 
an  individual.  This  view  was  approved  by  Chitty,  J.,  in  Barland  %  Co.  v.  Broxburn 
Oil  Co.,  Id.  (2),  42  Ch.  D.  274.  From  the  dicta  in  the  Court  of  Appeal  in  In  re 
Hudson,  32  Ch.  D.  311,  and  In  re  Atkins  Filter  6;  Engineering  Co.,  Id.,  3  P.  R, 
164,  it  would  appear  that  their  attention  had  not  been  directed  to  this  word. 
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(c)  The  words  "common  to  the  trade"  have  been  construed  to  mean  "  open  to  Common 
the  trade  "  :  Humphries  v.  Taylor  Lrug  Co.  (2),  59  L.  T.  N.  S.  820 ;  and  Biirland  ^-  marks. 
Co.  Y.  Bro.rburn  Oil  Co.  Ld.  (2),  42  Ch.  D.  274  ;  In  re  ApoUinaris  Co.,  (1891)  2  Ch. 
186,  209,  210;  and  this  seems  to  be  what  is  meant.  In  Thompson  v.  Montgomery, 
41  Ch.  D.  35,  Lindley,  L.  J.,  said  that  '•  nothing  can  be  common  to  the  trade 
which  is  u.sed  only  by  one  person  in  the  trade"  :  but  in  §  64,  where  it  was  intended 
to  exclude  from  registration  fancy  words  "in  common  use,"  that  expression  was 
employed,  and  the  difference  of  language  seems  to  show  that  the  phrase  here 
means  that  which  is  of  common  right,  whether  in  common  use  or  not.  When  it  is 
alleged  adversely  to  an  applicant  for  registration,  that  the  whole  or  a  part  of  his 
trade  mark  is  common  to  the  trade,  the  onus  is  ui^on  the  person  alleging  that  this 
is  so  to  prove  it,  not  upon  the  applicant  for  registration  to  prove  the  contrary : 
In  re  Leonard  cj-  Ellis,  26  Ch.  D.  288;  In  re  Edrjuigton,  6  P.  R.  513;  and  see 
Pinto  V.  Bndman,  8  P.  R.  189.  And  the  entries  in  the  registry  office  books  of 
applicatious  for  registration  do  not  prove  that  a  mark  is  in  common  use.  as  they 
only  prove  that  the  applications  entered  have  been  made,  not  that  they  have  all 
been  properly  made,  or  upon  true  allegations,  or  that  the  marks  applied  for  have  in 
fact  been  used:  Orr-Euing  ^-  Co.  v.  Johxdon  ^-  Co.,  13  Ch.  D.  434.  A  mark  is  not 
made  common  to  a  particular  trade  by  the  fact  that  persons  engaged  in  different 
trades  have  used  it  on  goods  of  a  different  character  {Somerville  v.  Schemhri,  12 
App.  Cas.  4.53),  nor  by  fraudulent  user  by  infringers  [Barloir  i^-  Jones,  Ld.  v.  Johnson 
d\-  Co.,  7  P.  R.  414,  419),  nor  by  the  fact  that  goods  marked  with  it  have  passed 
through  England  from  one  foreign  country  to  another,  without  any  offering  for 
sale  in  England  :  Acicman  v.  Finto,  4  P.  R.  608  {per  Kekewich,  J.).  And  see  Jack- 
son lS-  Co.  v.  Xappcr,  35  Ch.  D.  162  ;  In  re  3Iecus,  (1891)  1  Ch.  41.  In  a  number  of 
cases  since  the  Registration  Acts  marks  have  been  found  to  be  common  to  different 
trades  :  thus,  a  number  of  words  and  devices  to  the  iron  trade :  In  re  Barrows, 
0  Ch.  D.  353;  In  re  Davies,  Chitty,  J.,  March  9th,  1885;  the  words  "Bank  of 
England,"  to  the  sealing-wax  trade:  In  re  Hi/de  S,-  Co.,  7  Ch.  D.  724;  the  word 
"  Selected,"  and  other  words  and  devices,  to  the  steel-pen  trade  :  In  re  Leonardt, 
Dig.  610  ;  In  re  Mitchell  (2),  Dig.  611  ;  In  re  Kuhn  ^-  Co.,  53  L.  J.  Ch.  238  ;  the 
letters  "  S.  P."  to  the  snuff  trade :  E.x  parte  Sales,  Pollard  S;  Co.,  Dig.  620  ;  the  Eton 
arms  to  the  hat  trade  :  Lucke  v.  Webster,  Jessel,  M.  R.,  April  4th,  1879  ;  the  words 
"  Braided  Fixed  Stars,"  to  the  match  trade :  In  re  Palmer  (3),  24  Ch.  D.  504  ;  the 
words  "  La  Minerva,  Habana,"  "La  Pureza,"  and  "  Gold  Leaf,"  to  the  cigar  and 
tobacco  trade:  In  re  Llotjd  (f-  Sons,  11  Ch.  D.  646  ;  Xeicman  v.  Pinto,  4  P.  R.  508  ; 
PartloY.  Todd,  12  Ont.  Rep.  171  ;  a  device  of  a  syphon,  hand,  and  glass  to  the 
mineral-water  trade  :  In  re  Wragg,  29  Ch.  D.  551  ;  the  words  "Extra,"  "Extra  C," 
"Coker,"  to  the  canvas  trade:  In  re  Engicard  i^-  Sons,  54  L.  J.  Ch.  1003;  the 
words  "  Mandarin  Tea  "  to  the  tea  trade  :  British  Tea  #  Trading  Association,  Ld.  v. 
Cooke,  Bacon,  V.-C,  June  8th,  1886  ;  the  words  "  Old  Innishowen"  to  the  whiskey 
trade:  Watt  v.  CUanlon,  4  P.  R.  1  ;  the  words  "Parchment"  and  "Bank"  to 
the  paper  trade :  In  re  Goodall,  42  Ch.  D.  566;  Pirie  v.  Goodall,  (1892)  1  Ch.  35; 
various  animals,  devices,  and  colours  to  the  cotton  trade:  Orr-Ewing  ^  Co.  v. 
Johnston  S;  Co.,  7  App.  Cas.  219  ;  Wallace  ^-  Co.  v.  King  ^-  Co.,  Bombay  High  Ct., 
April  30th,  1879;  In  re  Hogle  S;  Sons,  Ld.  (2),  Chitty,  J.,  Nov.  30th,  1883.  And 
see  Orr- Living  4-  Co.  v.  Eegistrar  of  Trade  Marks,  4  App.  Cas.  479  ;  and  In  re  Brook, 
26  W.  R.  791. 

(rf)  The  practice  of  entei-ing  disclaimers  in  the  legister  appears  to  have  originated  Disclaimers 
with  the  cases  of  In  re  Leonardt,  Dig.   610,  and  In  re  Mitchell  (2),  Dig.  611.     In  under  the  Act 
those  cases  the  consent  of  the  owner  of  the  mark  was  required,  but  in  In  re  Kuhn  ^  of  1875. 
Co.,  53  L.  J.  Ch.  238,  an  order  for  a  disclaimer  was  made  notwithstanding  that  the 
owner  did  not  formally  consent,  and  in  other  cases  the  registration  was  subjected  to 
limitations  entered  on  the  register.     See  cases  cited  in  note  (e)  to  \  72,  supra.     The 
practice  has  been  carried  so  far,  that  in  In  re  Royle  ^-  Sons,  Ld.  (2),  Chitty,  J., 
Nov.   30th,   1883,  a  trade  mark,  consisting  of  a  pheasant  sitting  on  a  gate,  was 
registered  with  a  disclaimer  of  the  bird,  leaving  only  the  gate.     See  the  order  of 
the  House  of  Lords  in  Orr-Ewing  v.  Brgistrar  of  Trade  Marks,  4  App.  Cas.  479  ; 
and  see  also  the  statement  by  Jessel,  M.  R.,  in  In  re  Kuhn  ^-  Co.,  53  L.  J.  Ch.  238  ; 
and  Baker  v.  liauson,  45  Ch.  D.  519,  530. 

In /«  re  Hudson,  32  Ch.  D.  311,  the  Court  of  Appeal  appears  to  have  thought 
that  a  disclaimer  could  not  be  compulsorily  enforced  under  the  Act  of  1875  ;  but 
there  does  not  seem  to  have  been  much  argument  on  the  point,  and  the  case  was 
decided  on  the  ground  that  the  words  of  which  it  was  sought  to  compel  a  disclaimer 
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were  doscriptivo,  and  could  not  in  any  event  be  claimed  as  a  result  of  the  registra- 
tion of  the  label.  The  words  not  being  primd  facie  distinctive,  the  question  as  to 
disclaimer  could  not  really  arise.  The  same  was  the  case  in  In  re  Atkins  Filter  c^' 
FAigiiieering  Co.,  Ld.,  3  P.  R.  164.  In  In  re  Ilmjicard  %  Sons,  54  L.  J.  Ch.  1003, 
Kay,  J.,  held  that  the  Court  had  power  under  the  Act  of  1875  to  order  a  compul- 
sory disclaimer,  and  he  accordingly  ordered  a  disclaimer  to  be  entered  of  the  words 
"  Extra  G,"  which  were  common  to  the  trade.  And  see  Baker  v.  liawson,  45  Ch.  D. 
519,  530. 
Disclaimers  The  provision  in  the  present  Acts  being  that  the  common  particular  must  be  dis- 

under  the  claimed  in  the  application,  the  question  has  been  raised  whether  such  a  disclaimer 

Acts  of  1883      can  be  made  at  a  later  date,  and  North,  J.,  in  In  re  Goodall,  4'2  Ch.  D.  566,  decided 
— 1888.  that  this  could  not  be  done,  and  that  an  application  from  which  a  necessary  dis- 

claimer had  been  omitted  was  simply  null  and  void.  So  also  Chitty,  J.,  in  In  re 
Meeus,  (1891)  1  Ch.  41,  and  Kekewich,  J.,  in  In  re  Apollinaris  Co.,  (1891)  2  Ch. 
180,  212.  In  In  re  Swift  Specific  Co.,  6  P.  R.  352,  Stirling,  J.,  refrained  from 
deciding  whether  an  application  defective  in  this  respect  was  invalid,  but  directed  a 
disclaimer  to  be  entered  on  the  register ;  and  see  per  North,  J.,  in  Baker  v.  liaiVHon, 
45  Ch.  D.  519,  530.  Subsequent  disclaimers  have  also  been  directed  under  these 
Acts  by  Kay,  J.  :  In  re  Eaiiicard  ^-  Co.,  54  L.  J.  Ch.  1003  ("  Extra,"  "Coker")  ; 
by  Kekewich,  J. :  Eumphrics  v.  Taylor  Lrug  Co.  (2),  59  L.  T.  N.  S.  820  ("  Herba- 
liu  ")  ;  and  by  Chitty,  J. :  Burland  ^-  Co.  v.  Broxburn  Oil  Co.,  Ld.  (2),  42  Ch.  D.  274 
("  Washerine ") ;  In  re  Edge,  8  P.  R.  207  ("Filtered  Blue ").  It  has  also  been  held 
by  Kekewich,  J.,  that  the  fact  that  a  common  word  has  been  registered  as  part  of  a 
trade  mark,  without  a  disclaimer,  does  not  necessarily  disentitle  the  owner  of  the 
mark  to  his  costs  in  an  action  against  a  person  who  has  adopted  the  same  trade 
mark:  Newman  v.  Pinto,  4  P.  R.  508.  Where  a  distinctive  device  has  been  regis- 
tered, together  with  words  which  are  in  fact  common  to  the  trade,  but  without  any 
disclaimer,  no  right  is  acquired  in  the  common  word,  even  after  the  lapse  of  five  years 
from  registration :  British  Tea  and  Trading  Association,  Ld.  v.  Cooke,  Bacon,  V.-C, 
June  8th,  1886  ("Mandarin  Tea").  Inasmuch  as  the  section  only  provides  for 
disclaimer  of  matters  common  to  the  trade,  a  trader  will  not  be  allowed  to  register, 
as  an  addition  to  a  device,  words  which  are  not  neces.sarily  of  common  right,  and 
which  have,  in  fact,  been  used  by  one  fii-m  only  besides  himself,  with  a  disclaimer  of 
any  exclusive  right  to  such  words,  for  the  purpose  of  avoiding  a  conflict  with  the 
longer  user  of  the  other  firm.  If  he  has  a  concurrent  right  with  the  other  firm,  he 
must  register  without  a  disclaimer;  if  he  has  not,  he  cannot  register  the  words  at 
aU:  In  re  Mecus,  (1891)  1  Ch.  41. 

{e)  See  notes  («-)  and  (o)  to  §  64  (3)  (i)  ;  and  In  re  Apollinaris  Co.,  (1891)  2  Ch. 
186,  211. 

(/')  The  intention  of  this  sub-section  is  to  introduce  here  the  "Three  Mark 
Rule,"  as  to  which  see  note  {e)  to  §  72,  supra.  That  rule  is  that  registration  of  the 
same  or  substantially  the  same  mark  maybe  granted  to  not  moi-e  than  three  persons, 
who  can  prove  real  user  before  August  13th,  1875,  but  that  proof  of  user  by  more 
than  three  persons  before  that  date  debars  all  persons  from  registering.  For  there 
to  have  been  "public  user"  by  more  than  three  persons,  it  would  seem  that  the 
user  by  each  must  have  been  substantial  (///  re  Eodson  ^-  Co.,  26  Sol.  J.  43),  and 
such  as  came  or  ought  to  have  come  to  the  knowledge  of  each  of  the  others.  But 
the  marks  used  nteed  not  have  been  absolutely  identical,  nor  in  all  cases  on  the 
actual  goods  :  In  re  Wragg,  29  Ch.  D.  551.  It  will  be  noticed  that  this  sub-section 
only  relates  to  old  marks.  In  the  case  of  new  marks  a  second  registration  of  the 
same  device  would  not  be  granted  under  y  72,  except  by  the  consent  of  the  pre- 
viously registered  proprietor,  and  a  disclaimer  might  even  then  be  required  as  a 
condition  of  his  consent.  User  is  not  proved  by  the  books  of  applications  for  regis- 
tration, as  the  allegations  therein  contained  are  not  proved :  Orr-Eiving  ^-  Co.  v. 
Johnston  S;  Co.,  13  Ch.  D.  434. 


Effect  of  Registration. 

Registration  75.  Registration  of  a  trade  mark  shall  he  deemed  to   be   equivalent   to 

equivalent  to    piiUic  use  of  the  trade  mark  {a). 

'"  "°"  [Application  for  registration  of  a  trade  mark  shall  be  deemed  to  be 

equivalent  to  public  use  of  the  trade  mark,  and  the  date  of  the  appli- 


public  use. 


PATENTS,  ETC.  ACTS,  1883 — 1888.  355 

cation  shall  for  the  purposes  of  this  Act  be  deemed  to  be,  and  as  from 
the  first  day  of  January  one  thousand  eight  hundred  and  seventy-six 
to  have  been,  the  date  of  the  registration  (i).] 

(a)  The  original  §  75,  for -which  tlie  present  section  was  substituted  by  §  17  of 
the  Act  of  1888,  came  from  §  2  of  the  Act  of  1875,  the  provision  in  which  Act  was 
made  expressly  subject  to  the  existence  of  a  connection  with  goodwill.  This  is 
not  expressly  stated  in  the  present  section,  but  miist,  in  the  view  of  the  Court  of 
Appeal,  be  implied,  for  the  words  registration  of  a  trade  mark  shall  be  equivalent 
to  public  use  of  the  trade  mark  "  did  not  and  could  not  mean  that  continued 
registration  was  equivalent  to  continued  use"  :  j»«-Lindley,  M.  R.,  In  rellatt,  (1898) 
2  Ch.  432.  Registration  does  not  entitle  to  an  injunction  in  respect  of  goods  for 
which  the  mark  has  not  been  used,  though  it  has  been  registered  for  them,  at  all 
events  unless  the  mark  has  been  exactly  copied  :  Edwards  v.  Dennis,  30  Ch.  D.  454  ; 
Harc/rcnve  v.  Fireman,  (1891)  3  Ch.  39.  And  see  ApoUlnaris  Co.  v.  Snook,  7  P.  R. 
474  ;  8  P.  R.  166.  In  the  United  States  also  registration  is  equivalent  to  public 
use.  See  In  re  Dutc/ier  Temple  Co.,  U.  S.  Pat.  Comm.  Decis.,  1871,  248.  Apait 
from  the  legislation  on  the  subject,  public  use  of  a  trade  mai'k  gives  a  property  in 
it.  See  per  Lord  Blackburn,  in  Orr-Ewing  v.  Registrar  of  Trade  Marks,  4  App.  Cas. 
496.  It  has  been  decided  that  to  constitute  public  use  it  is  not  sufficient  for  the 
marked  goods  to  be  advertised  ;  they  must  be  actually  in  the  market.  But  so  long 
as  that  is  the  case,  length  of  user  is  not  necessary.  See  Mc Andrew  v.  Bassett,  4 
De  G-.  J.  &  S.  380  ;  Maxwell  v.  ^017^,  L.  R.  2  Ch.  307  ;  Wheeler  v.  Johnston,  3 
L.  R.  Ir.  284  ;  In  re  Simpson,  Bavies  ^-  S071S,  Jes.sel,  M.  R.,  Jan.  12th,  1881.  And 
see  the  remarks  of  Chitty,  J.,  on  this  section  in  Barlow  ^'  Jones,  Ld.  v.  Johnson  ^-  Co., 
7  P.  R.  395,  404. 

[h)  The  last  part  of  this  clause,  as  now  altered,  comes  from  Rule  32  of  the  Rules 
of  1883,  and  originally  from  the  old  rules.  The  principle  that  registration  dated 
from  the  receipt  of  the  application  prevailed  throughout.  Now  a  slight  alteration 
is  made  by  substituting  the  date  of  the  application  for  the  date  of  the  receipt  of  it. 

76.  The  registration  of  a  person  as  proprietor  of    a   trade   mark  Pigtt  of  first 
shall  he  primd  facie  evidence  («)  of  his  right  to  the  exclusive  use  (i)  Proprietor  to 
of  the  trade  mark,  and  shall,  after  the   expiration  of  five  years  from  of  trademark 
the  date  of  the  registration,  be  conclusive  evidence  (a)  of  his  right  to 
the  exclusive  use  of  the  trade  mark,  subject  to  the  provisions  of  this 
Act  (c). 

(ffl)  This  section  comes  from  ^  3  of  the  Act  of  1875.  Until  the  end  of  five  years  EfEect  of 
from  registration  the  only  effect  of  it  is,  as  was  said  in  the  Court  of  Appeal  in  registration. 
JV/ifhall  V.  Vining,  C.  A.,  Jan.  21st,  1880,  to  qualify  the  registered  proprietor  for 
suing  infringers — in  other  words,  registration  is  "  simply  a  condition  precedent  to 
suing,"  per  Chitty,  J.,  in  Motison  S;  Co.  v.  Boehm,  26  Ch.  D.  398  ;  and  in  Barluw  ^• 
Jones,  Ld.  v.  Johnson  S;  Co.,  7  P.  R.  395,  405;  In  re  Hudson,  32  Ch.  D.  325;  and 
see  Sen-Sen  Co.  v.  Britten,  (1899)  1  Ch.  692  ;  and  it  seems  that  when  an  action  is 
brought  to  restrain  an  alleged  infringement  of  a  trade  mark  which  has  been  regis- 
tered for  less  than  five  years,  the  defendant  may  rebut  the  primd  facie  evidence  of 
the  plaintiff's  right  afforded  by  his  registration,  without  moving  to  rectify  the 
register  by  expunging  the  mark.  See  In  re  Palmer  (1),  21  Ch.  D.  47;  Lerer  v. 
Gooda-in.  4  P.  R.  492  ;  Wearer  v.  Sanitary  Engineering  and  Ventilation  Co.,  L.  J.  N. 
of  C,  1887,  p.  144  ;  Wearer  v.  Stiff  ^-  Sons,  ih.  After  the  expiration  of  five  years 
from  registration,  the  title  of  the  registered  proprietor  is,  for  the  purposes  of  an 
action  for  infringement,  an  absolute  right,  and  cannot  be  disputed  except  upon  an 
application  under  §  90  to  rectify  the  register:  Edwards  v.  Bennis,  30  Ch.  D.  454; 
Apoltinaris  Co.,  Ld.  V.  Hcrrfeldt,  4  P.  R.  478.  Compare  Evans  v.  Smith,  3  Times  L.  R. 
390,  and  Bodega  Co.,  Ld.  v.  Owens,  6  P.  R.  236,  where  this  principle  does  not  appear 
to  have  had  full  effect  given  to  it.  This  applies  also  to  cases  of  colourable  imitation, 
as  well  as  to  cases  of  direct  copying :  Rodgers  ^-  Sons,  Ld.  v.  Rottgen,  5  Times  L.  R.  ()7<S. 
The  lapse  of  five  years  from  registration  is,  however,  no  bar  to  proceedings  brought 
for  the  purpose  of  rectifying  the  register.  It  seems  that  the  description  of 
goods  given  on  registration  is  not  conclusive:  Uargreave  v.  Freeman,  (1891)3  Ch. 
Ii9.     lu  Ajjollinaris  Co.  v.  Snook,  7  P.  R.  474,  the  validity  of  a  registered  trade  mark 
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was  not  allowed  to  be  questioned  in  an  action  for  infringement,  there  being  no 
motion  to  rectify,  but  the  fact  that  the  mark  had  been  registered  for  less  than  five 
years,  so  that  the  registration  was  only  prima  facie  and  not  conclusive  evidence  of 
the  right  of  the  registered  proprietor,  does  not  seem  to  have  been  pointed  out.  The 
action  was  dismissed  on  appeal  (see  8  P.  R.  166),  in  consequence  of  the  mark  having 
been  removed  from  the  register  in  other  proceedings,  so  that  the  decision  of  the 
Court  of  Appeal  on  the  point  here  raised  was  not  taken.  The  question  came  before 
the  Court  of  Apj^eal  in  I'into  v.  Jiddmun,  8  P.  R.  181,  where  a  mark  recently  regis- 
tered was  alleged  to  have  been  infringed,  and  although  there  was  no  valid  applica- 
tion to  rectify,  and  the  mark  was,  in  fact,  left  on  the  register,  yet  the  action  was 
dismissed  on  the  ground  of  want  of  title  in  the  plaintiffs.  Lord  Esher,  M.  R.,  said 
(p.  189)  :  "  The  76th  section  of  the  Act  says  that  the  registration  is  primd  facie 
evidence  of  the  plaiutift's  i-ight  to  the  exclusive  use  of  the  label,  but  it  is  only  primd 
facie  evidence.  It  follows  that  it  can  bo  met.  That  is  not  denied"  ;  and  Fry,  L.  J., 
said  (p.  193)  :  "  It  is  undoubted  that  under  the  Statute  of  1883,  when  a  trade  mark 
has  been  registered,  it  gives  a  primd  facie  title  to  the  registered  owner  to  sue  for  an 
infringement  of  it ;  but  that  right  is  prima  facie  only,  and  may  be  repelled  by 
evidence  of  the  defendant,  or  may  be  repelled  by  evidence  which  the  plaintiff  him- 
self puts  in."  The  view  originally  entertained  as  to  the  effect  of  this  section,  and 
the  corresponding  section  of  the  Act  of  1875  upon  applications  to  rectify,  appears 
to  have  been  that  during  the  first  five  years  from  registration  the  mark  remained 
liable  to  removal  from  the  register,  e.i/.,  on  application  by  the  true  proprietor  of  it, 
when  it  had  been  wrongfully  registered  in  the  name  of  another  person,  as  in  £x 
parte  Laurence  Bros.,  44  L.  T.  N.  S.  98  ;  In  re  Australian  Wine  Co.,  Lcl.,  61  L.  T. 
N.  S.  427  ;  but  that  after  the  expiration  of  five  years  from  registration  the  title  of 
the  registered  proprietor  was  secure  against  individual  rival  claimants,  but  as  ' '  the 
Act  only  says  that  after  five  years  the  person  who  has  registered  a  trade  mark  shall 
be  entitled  to  the  trade  mark,  but  does  not  say  that  the  mark  as  registered  shall  be 
deemed  to  be  a  trade  mark  "— see^^er  Jessel,  M.  R.,  in  In  re  Palmer  (1),  21  Ch.  D. 
47  ;  and  compare  the  Victorian  cases  of  Leuis  v.  Klapproth,  11  V.  L.  R.  (E.)  214  ; 
Wolfe  V.  Ahop  (2),  12  V.  L.  R.  (E.)  421  ;  Wolfe  v.  Lang  ^-  Co.,  13  V.  L.  R.  752— 
the  trade  mark  remained  liable  to  removal  for  inherent  defects  in  it — e.g.,  that  it 
contained  no  one  of  the  essential  particulars  specified  by  §  64.  Thus  in  In  re  Palmer 
(1),  21  Ch.  D.  47;  and  (3)  24  ib.  504,  the  words  "Braided  fixed  stars,"  registered 
for  matches,  were  expunged,  on  the  ground  that  at  the  date  of  the  registration  and 
ever  since  they  had  been  merely  descriptive  of  matches  prepared  in  a  particular  way. 
So  where  the  word  "  Valvoline  "  had  been  registered,  though  it  had  been  used  as 
a  descriptive  term  :  In  re  Leonard  ^-  Ellis,  26  Ch.  D.  288.  And  see  In  re  Ealph, 
25  Ch.  D.  194  ;  In  re  Lloyd  ^-  Sonx,  27  Ch.  D.  646;  In  re  Wragg,  29  Ch.  D.  551  ; 
Wood  X.  Lambert,  32  Ch.  t).  247;  In  re  Spencer,  54  L.  T.  N.  S.  659.  Since  the 
case  of  Edwards  v.  Pennis,  30  Ch.  D.  454,  however,  it  has  been  generally  recognized 
that  §  90  (§  5  of  the  Act  of  1875)  overrides  the  jirovisions  of  this  section  (^  3  of  the 
Act  of  1875),  and  that  even  after  the  lapse  of  five  years  the  registration  of  a  mark 
which  is  for  any  reason  wrongful  may  be  rectified.  In  that  case  Cotton,  L.  J.,  said 
that  "  the  third  section  (of  the  Act  of  1875)  is  intended  to  afford  assistance  to  a 
person  who  is  bringing  an  action  against  another  person  for  passing  oft'  his  goods  as 
the  goods  of  the  person  who  brings  the  action.  In  such  a  case,  if  the  plaintiff 
shows  that  he  has  been  on  the  register  for  five  j-ears,  that  dispenses  with  the  neces- 
sity of  his  adducing  evidence  of  exclusive  use  of  his  trade  mark.  But  the  third 
section  is  no  bar  to  an  application  under  the  fifth  section  for  rectification  of  the 
register,  and  in  the  case  of  such  an  application  the  Court  is  bound  to  consider 
whether  the  trade  mark  is  properly  on  the  register ;  for,  although  it  may  have 
been  on  for  five  j-ears,  if  it  ought  not  to  have  been  on  at  aU,  then  it  can  be  taken 
off."  And  in  this  the  other  Lords  Justices  concurred.  That  there  is  no  distinction 
for  this  purpose  between  the  Acts  of  1875  and  1883  was  held  by  North,  J.,  in  Paler 
V.  Pair.son,  45  Ch.  D.  519,  531.  Where  words  common  to  the  trade — e.g.,  "  Man- 
darin Tea  " — have  been  registered  in  combination  with  a  distinctive  device,  or  in 
connection  with  a  distinctive  label,  for  upwards  of  five  years,  no  exclusive  right  ia 
thereby  acquired  in  the  words  :  British  Tea  and  Trading  Association,  Ld.  v.  Cooke, 
Bacon,  V.-C,  June  8th,  1886  ;  In  re  Wills,  (1893)  2  Ch.  262  ;  and  the  same  principle 
as  to  the  lapse  of  five  years  has  been  ajiplied  in  Scotland :  Coivie  v.  Herbert,  14  P.  R. 
436  ;  and  a  corresponding  provision  in  the  Victorian  Act  has  received  a  similar 
construction  :  MitchelU^-  Co.x.  Joshua  Bros.,  17  V.  L.  R.  736.  In  Lamphmgh  x.Pecdzler, 
C.  A.,  Nov.  12th,  1880,  it  was  held  that  the  registered  words  "Pyretic  Saline" 


PATENTS,  ETC.  ACTS,  1883 — 1888.  357 

were  purely  descriptive.  See  Jiebihardt  v.  Spalding,  49  L.  J.  Ch.  57;  and  Wheeler 
V.  Johrtston,  3  L.  R.  Ir.  284.  In  In  re  Sayward  %  Co.,  54  L.  J.  Ch.  1003,  a  note 
wa.s  entered  on  the  register  that  in  the  case  of  a  mark  registered  in  1885  the  five 
years  were  to  run  from  that  date,  and  not  from  the  date  of  the  ajjplication,  which 
was  in  1879. 

In  the  United  States,  registration  only  aflPords  j!?>"i;w«  fiwie  evidence  of  ownership 
(Act  of  1881,  §  7),  and  amounts  to  nothing  more  than  a  mere  record  of  a  claim  : 
Yale  Cigar  Manufacturing  Co.  v.  Yale,  30  U.  S.  Pat.  Gaz.  1183;  and  it  has  been 
there  held  that  registration  of  descriptive  words  confers  no  right  in  them  :  Van 
Beil  v.  Frescott,  82  N.  Y.  630 ;  and  that  the  use  of  a  registered  mark  may  be 
restrained:  Glen  Cove  Manufacturing  Co.  v.  Ludeman,  23  Bl.  C.  C.  46;  Schumacher 
4-  Ettlingcr  v.  Schwenke  (2),  36  U.  S.  Pat.  Gaz.  4.57.  In  Canada  it  has  been 
repeatedly  held  that  registration  can  be  invalidated  by  proof  that  the  registered 
proprietor  was  not  the  first  to  use  the  mark :   McCall  v.  Theal,  28  Grant  Up.  Can.  • 

Ch.  48  ;  Partlo  v.  Todd,  12  Ont.  Rep.  171  ;  lVat><on  v.  Wcstlake,  12  Out.  Rep.  449. 
But  it  has  also  been  held  that,  for  this  to  be  so,  the  user  by  others  must  have  been 
before  the  registered  proprietor  iised  the  mark,  not  merely  before  he  registered  it : 
Smith  V.  Fair,  14  Oat.  Rep.  729.  Under  the  Canadian  Statute  it  has  been  held 
that  registration  gives  no  right  of  action  for  anything  done  before  reg-istration : 
Morse  V.  Ma'tin,  Quebec  Super.  Ct.,  Feb.  28th,  1882  ;  but  neither  the  Quebec  Court 
of  Queen's  Bench  (3  Dorion,  353)  nor  the  Canada  Supreme  Court  (Cassel's  Dig.  509) 
decided  the  point.  In  New  South  Wales  the  right  to  registration  depends,  not  on 
priority  of  application,  but  on  priority  of  user  :  Harris  v.  Ogg,  5  N.  S.  W.  Rep. 
(E.)  114  ;  and  although  registration  has  been  held  to  be  from  the  outset  conclusive 
proof  of  the  right  of  the  registered  proprietor  :  Walker  v.  Cargill,  5  N.  S.  W.  Rep. 
(E.)  243,  the  use  of  a  reo-istered  mark  has  been  restramed  bv  injunction  :  Harris  v. 
Ogg,  5  N.  S.  W.  Rep.  (E.)  114  ;  Bryant  ^-  May  v.  Heyde,  7  N.  S.  W.  Rep.  (E.)  72. 

{b)  The  right  to  the  exclusive  use  of  a  trade  mark,  first  asserted  in  Gout  v. 
Aleploglu,  5  Leg.  Obs.  495,  and  Millington  v.  Fox,  3  My.  &  Cr.  338,  and  after  much 
discussion  affirmed  by  the  Chancery  judges  (see  Ch.  6,  ante),  is  now  given  by  statute 
upon  registration. 

(s)  See  §  70  as  to  the  connection  with  goodwill. 

77.  A  person  shall  not  be  entitled  to  institute  any  proceeding  to  Restrictions 
prevent  or  to  recover  damages  for  the  infringement  of  a  trade  mark  ?^  a,ctions  for 
unless,  in  the  case  of  a  trade  mark  capable  of  being  registered  under  ^°  nngement, 
this  Act,  it  has  been  registered  in  pursuance  of  this  Act,  or  of  an  to  action  in 
enactment  repealed  by  this  Act,  or,  in  the  case  of  any  other  trade  certain  cases, 
mark  in   use  before  the   thirteenth   of  August   one   thousand   eight 
hundred  and  seventy-five,  registration  thereof  under  this  jiart  of  this 
Act,  or  of  an  enactment  repealed  by  this  Act,  has  been  refused  («). 
The  comptroller  may,  on  request,  and  on  payment  of  the  prescribed 
fee,  grant  a  certificate  that  such  registration  has  been  refused  (b). 

{a)  This  part  of  this  section  comes  from  §  1  of  the  Act  of  1876.  By  §  1  of  the  Necessity  for 
Act  of  1875,  failure  to  obtain  registration  was  fatal  to  the  owner  of  a  trade  mark,  applying  for 
whether  old  or  new.  The  efiiect  of  the  alteration  introduced  by  the  Act  of  1876  was  registration, 
clearly  explained  by  Lord  Blackburn  in  the  House  of  Lords  in  Orr-Ewing  v.  Bcgis- 
trar  (f  Trade  Marks,  4  App.  Cas.  498,  in  which  he  said:  "This  alters  the  Act  of 
1875  in  two  respects:  it  renders  registration  a  condition  precedent  to  a  proceeding 
to  recover  damages,  as  well  as  to  a  proceeding  to  prevent  infringement ;  and  it  pro- 
\'ides  that  if  the  proprietor  of  a  trade  mark  in  use  before  the  passing  of  the  principal 
Act  has  been  refused  registration,  he  may,  notwithstanding  such  refusal,  institute 
proceedings,  either  for  prevention  of.  or  damages  for,  the  infringement  of  siich 
trade  mark,  and  need  not  wait  till  he  has  got  the  register  rectified."  And  again  he 
said  :  "  It  seems  to  me  that  the  efi^ect  of  the  Act  of  1876  is,  that  if  one  who  says  he 
is  the  proprietor  of  a  trade  mark  wishes  to  institute  proceedings  against  some  one 
who,  as  he  says,  is  infringing  it,  he  must  first  try  to  have  his  trade  mark  registered. 
If  the  registration  is  refused  for  any  reason,  he  may  apply  (under  \  5  of  the  Act  of 
1875)  to  have  the  register  rectified,  and  then  the  Court  will  have  to  determine  as 
the  principal  question  whether  the  reason  of  the  refusal  was  sufficient.     But  he 
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may  also  seek  for  more  speedy  redress.  He  may  obtain  a  certificate  of  the  refusal, 
and  then  institute  proceedings  to  j^revent  the  infringement,  and  then  the  Court  will 
have  to  determine  whether  he  was  the  proprietor  of  the  trade  mark."  See,  also, 
Malins,  V.-C,  in  In  re  Jiarroii-%  5  Ch.  D.  353,  3o9,  and  Twodsche  Stoom  Blcckery 
Goor  V.  FMiufier  S;  Co.,  26  "W.  K,.  70.  The  present  section  differs  from  §  1  of  the 
Act  of  1876,  in  that  by  that  section  the  alternative  of  registering  or  procuring  a 
certificate  of  refusal  was  given  to  an  owner  of  any  old  mark,  whether  the  old  mark 
was  or  was  not  capable  of  being  registered,  so  that  an  owner  of  such  a  mark  might 
safely  be  content  with  a  certificate  of  refusal,  however  obviously  wrong  the  refusal 
miirlit  be.  In  the  present  section  it  will  be  seen  that  this  alternative  is  no  longer 
given  to  owners  of  old  marks  capable  of  being  registered.  Such  marks  must  now 
be  registered  or  left  improtected.  New  marks  which  are  incapable  of  being  regis- 
tered under  §  64  need  not  apparently  be  either  registered  or  refused  registration. 
The  effect  of  the  present  section  is,  as  Fry,  L.J.,  said,  in  In  re  Hudson,  32  Ch.  D. 
32o,  of  §  1  of  the  earlier  Act,  to  "  put  a  fetter  upon  the  right  of  suing"  of  the 
proprietor  of  a  trade  mark  ;  and  see  Mouson  S;  Co.  v.  BoeJim,  26  Ch.  D.  388  ;  Barlow 
4-  Jmics,  Ld.  V.  Johnson  ^-  Co.,  7  P.  E.  395,  405  ;  and  Stn-Sen  Co.  v.  Britten, 
(189!))  1  Ch.  692;  and  if  the  owner  of  a  trade  mark  for  which  registration  or 
refusal  to  register  is  required  is  unable,  when  suing  an  infringer,  to  produce  a 
certificate  of  registration  or  of  refusal  to  register,  his  remedy  is  barred  :  Guodfdlow 
V.  Prince,  35  Ch.  D.  9  ;  even  though  he  has  made  application  for  registration,  and 
has  only  failed  to  obtain  it  because  of  delay  in  the  office  {Ilazzopiih  v.  Kaufmann, 
23  Sol.  J.  819)  ;  and  where  a  trade  mark  is  registered  in  the  name  of  a  foreign  pro- 
ducer, an  importer,  even  with  an  exclusive  contract  for  the  United  Kingdom, 
cannot  sue  in  his  own  name :  Richards  v.  Butcher  (1),  7  P.  R.  288.  In  Hart  ^-  Colley, 
44  Ch.  D.  193,  North,  J.,  decided  that  a  trade  mark  which  had  been  registered  for 
some  only  of  the  goods  in  a  class  could  not  be  protected  in  respect  of  other  goods 
in  the  same  class  for  which  it  had  not  been  registered,  and  this  decision  appears  to 
be  in  accordance  with  the  spirit  of  the  Act.  It  has  been  held  that  where  a  mark 
has  been  properly  registered  under  the  Act,  persons  to  whom  it  has  been  assigned 
with  the  goodwill  are  not  precluded  under  this  section  from  suing  on  it  before 
transfer  of  the  registration  into  their  names  :  Ihlee  v.  Henshatc,  31  Ch.  D.  323  ;  and 
see  Rcrclicrc  v.  Gateley,  89  L.  T.  (Journal),  314  ;  and  the  same  has  been  decided  in 
Canada:  Carey  v.  Goss,  11  Ont.  Rep.  619. 

It  appears  that  there  is  nothing  in  this  section  to  preclude,  in  the  absence  of 
registration,  the  granting  of  an  injunction  where  the  get-up  of  goods  has  been 
imitated  :  Lever  v.  Goodwin,  36  Ch.  D.  1  (with  which  compare  the  Canadian  case  of 
Smith  V.  Fair,  14  Ont.  Rep.  729)  :  nor  where  special  words  have  been  imitated, 
apart  from  trade  mark:  Sanitas  Co.,  Ld.  v.  Candy,  4  P.  R.  530  ;  Barlow  i^-  Jones, 
Ld.  V.  Johnson  ^-  Co.,  7  P.  R.  395,  411,  per  Cotton,  L.  J.  ;  nor  where  a  distinctive 
name  or  mark  has  been  imitated,  under  which  the  plaintiff's  goods  have  become 
known  in  the  market:  In  re  Sanitas  Co.,  Ld.,  4  P.  R.  533;  Rodgers  ($•  Sons,  Ld.  v. 
Rottyen,  5  Times  L.  R.  678  :  Jay  v.  Ladhr,  40  Ch.  D.  649  ;  nor  where  the  registered 
trade  mark  is  usually  placed  with  other  matters  on  a  label  or  wrapper  :  Great  Tower 
St.  Tea  Co.  v.  Lanyford  4'  Co.,  5  P.  R.  66  ;  Ancough  v.  Johnson  %  Co.,  3  Times  L.  R. 
735  :  nor  where  spaces  left  blank  in  the  trade  mark  as  registered  are  in  practice 
filled  in  :  Xcwman  v.  Pinto,  4  P.  R.  508,  per  Kekewich,  J.  ;  Melachrino  i^-  Co.  v. 
Melachrino  Egyptian  Ciyarette  Co.,  4  P.  R.  215  ;  M.  Melachrino  ^-  Co.y.R.  Melachrino 
^  Co.,  Chitty,  J..  May  29th,  1888. 

Under  the  Canadian  statute  it  has  been  held  that  registration  only  qualifies  for 
suing  in  respect  of  acts  done  after  registration,  and  not  in  respect  of  earlier  acts  : 
Morse  v.  Martin,  Quebec  Super.  Ct.,  Feb.  2Sth,  1882.  But  the  point  was  not 
decided  either  by  the  Quebec  Ct.  of  Q.  B.  (3  Dorion,  353)  or  by  the  Supreme  Court 
of  Canada  (Cassel's  Dig.  509)  ;  and  in  Smith  v.  Fair,  14  Ont.  Rep.  729,  it  was  held 
that  the  account  granted  in  cases  of  infringement  should  not  be  limited  to  the 
period  of  registration,  at  all  events  where  fraud  was  proved.  In  the  last- mentioned 
case  it  was  also  held  that  a  plaintiff  who  has  failed  in  an  action  for  infringement  by 
reason  of  non-registration  is  not  debarred  by  that  fact  from  bringing  a  fresh  action 
after  he  has  effected  registration.  In  California  an  exclusive  right  to  the  use  of  a 
name  or  trade  mark  cannot  now  be  acquired  without  registration  as  provided  by  the 
State  Code:    Whittier  v.  Bietz,  66  Cal.  78. 

By  ^  1  of  the  Act  of  1875,  as  amended  by  §  1  of  the  Act  of  1876,  the  disability 
for  suing  without  registration  was  to  begin  from  July  1st,  1877.  The  time  thus 
allowed  for  registration  was  extended,  in  the  case  of  marks  used  in  respect  of  any 
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proods  in  Classes  23  to  35  ("textiles,"  by  H  of  t^^e  Act  of  1877,  and  Orders  in 
Council  of  Dec.  12th,  1877,  and  June  29th,  1878,  to  Dec.  Slst,  1878) ;  and  in  the  case 
of  marks  used  in  respect  of  cotton  piece  goods,  by  further  Orders  in  Council  of 
Nov.  27th,  1878,  and  May  17th,  1879,  to  July  3'lst,  1879.  Since  the  date  last 
mentioned,  a  certificate  of  repfistration  or  of  refusal  to  register  has  been  a  sine  qud 
lion  in  all  cases  within  the  Acts. 

{b)  See  §  96,  Rule  60,  and  Forms  L.  &  T'.  See,  also,  per  Chitty,  J.,  in  In  re 
Normal  Co.,  Ld.,  35  Ch.  D.  231. 

[77a.  In  an  action  for  infringement  of  a  registered  trade  mark  (a)  Certificate  as 
the  Court  or  a  judge  may  certify  that  the  right  to  the  exclusive  use  of  *°  exclusive 
the  trade  mark  came  in  question;  and  if  the  Court  or  a  judge  so  ^j^ereon 
certifies,  then  in  any  subsequent  action  for  infringement  the  plaintiff 
in  that  action,  on  obtaining  a  final  order  or  judgment  in  his  favour, 
shall  have  his  full  costs,  charges,  and  expenses  as  between  solicitor 
and  client,  unless  the  Court  or  judge  trying  the  subsequent  action 
certifies  that  he  ought  not  to  have  the  same.] 

This  new  section  was  introduced  by  ^  18  of  the  Act  of  1888. 

(ff)  This  new  provision  for  the  benefit  of  trade  mark  owners  does  not  seem  likely 
to  be  of  much  use  to  them,  inasmuch  as  it  only  provides  for  a  certificate  being 
given  where  the  right  to  a  trade  mark  has  come  in  question  in  an  action  for 
infringement ;  whereas  the  right  to  a  trade  mark  is  almost  invariably  contested  on 
a  motion  to  rectify,  and  the  result  of  the  action  follows  the  result  of  the  motion. 
Kay,  J.,  has  held  that  this  provision  does  not  apply  to  such  a  case  :  B.  Eilr/ington,  Ld. 
V.  John  Edgington  S;  Co.,  6  P.  R.  513,  and  this  appears  to  be  so.  In  Barlow  tj-  Jones, 
Ld.  V.  Johnson  S^  Co.,  7  P.  R.  395,  411,  a  certificate  was  given;  also  in  ApolUnaris 
Co.  V.  Snook,  7  P.  R.  474  ;  and  in  Pinto  v.  Badman,  8  P.  R.  181,  186.  It  seems 
that  a  certificate  granted  under  this  section  is  unappealable.  See  Pinto  v.  Badman, 
8  P.  R.  181,  188 ;  Raslam  Co.  v.  Hall,  20  Q.  B.  D.  491. 

Register  of  Trade  Marks. 

78.  There   shall  be   kept  at  the  Patent  Office  a   book  called  the  Register  of 
Register  of  Trade  Marks  (a),  wherein  shall  be  entered  the  names  and  ^^^^^  marks, 
addresses  of   pi'oprietors   of  registered  trade  marks,  notifications  of 
assignments   and   of  transmissions  of   trade  marks,  and   such   other 
matters  as  may  be  from  time  to  time  prescribed. 

[a)  The  register  of  trade  marks  was  previously  kept  under  the  authority  of  §  1  of 
the  Act  of  1875.  As  to  entries  in  the  register,  see  §§  87,  91,  and  92,  and  Rules  32 — 
34,  and  46 — 48,  infra. 

79. — (1.)  At  a  time  not  being  less  than  two  months  nor  more  than  Removal  of 
three  months  before  the  expiration  of  fourteen  years  («)  from  the  date  trade  mark 
of  the  registration  of  a  trade  mark,  the  comptroller  shall  send  notice  '  g^rs  unless 
to  the  registered  proprietor  that  the  trade  mark  will  be  removed  from  fee  paid, 
the  register  unless  the  proprietor  pays  to  the  comptroller  before  the 
expiration  of  such  fourteen  years  (naming  the  date  at  which  the  same 
will  expire)  the  prescribed  fee  [h)  ;  and  if  such  fee  be  not  previously 
paid,  he  shall  at  the  expiration  of  one  month  from  the  date  of  the 
giving  of  the  first  notice  send  a  second  notice  to  the  same  efi'ect. 

(2.)  If  such  fee  be  not  paid  before  the  expiration  of  such  fourteen 
years  the  comptroller  may  after  the  end  of  three  months  from  the 
expiration  of  such  fourteen  years  remove  the  mark  from  the  register  (c), 
and  so  from  time  to  time  at  the  expiration  of  every  period  of  fourteen 
years. 
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(3.)  If  before  the  expiration  of  the  said  three  months  the  registered 

'  proprietor  pays  the  said  fee  together  with  the  additional  prescribed 

fee  (f/),  tlio  comptroller  may,  without  removing  such  trade  mark  from 

the  register,  accept  the  said  fee  as  if  it  had  been  paid  before  the 

expiration  of  the  said  fourteen  years. 

(4.)  Where   after  the  said  three  months  a  trade  mark  has  been 

/  {     removed  from  the  register  for  non-jiayment  of  the  prescribed  fee, 

!  '     the  comptroller  may,  if  satisfied  that  it  is  just  so  to  do,  restore  such 

trade  mark  to  the  register  on  payment  of  the  prescribed  additional 

fee(e). 

(5.)  Where  a  trade  mark  has  been  removed  from  the  register  for 
non-payment  of  the  fee  or  otherwise,  such  trade  mark  shall  neverthe- 
less, for  the  purpose  of  any  application  {/)  for  registration  during  t/ie 
Jive  years  [one  year]  next  after  the  date  of  such  removal,  be  deemed  to 
be  a  trade  mark  which  is  already  registered  [unless  it  is  shown  to  the 
satisfaction  of  the  comptroller  that  the  non-jiayment  of  the  fee  arises 
from  the  death  or  bankruptcy  of  the  registered  proprietor,  or  from  his 
having  ceased  to  carry  on  business,  and  that  no  person  claiming 
imder  that  proprietor  or  under  his  bankruptcy  is  using  the  trade 
mark]. 

{a)  This  section  comes  from  the  old  rules.  The  amendments  were  made  by  §  19 
of  the  Act  of  1888. 

{h)  I.e.,  £\.     See  First  Schedule.     Also  Form  X. 

(c)  The  removal  and  its  cause  are  to  be  recorded,  under  Rule  47. 

(</)  I.e.,  10«.     See  First  Schedule.     Also  Form  Y. 

{e)  I.e.,  £1.     See  First  Schedule.     Also  Foi-m  Z. 

(/)  The  effect  of  this  is  that  (under  §  72)  the  comptroller  cannot,  for  one  year 
after  a  mark  has  been  removed  from  the  register,  place  another  similar  mark  on  the 
register  for  similar  goods,  except  under  the  circumstances  stated  in  the  words  added 
to  the  sub-section. 

Fees. 

Fees  for  re-  80.  There  shall  be  paid  in  respect  of  applications  and  registration 

gistration,  &c.  and  other  matters  under  this  part  of  this  Act,  such  fees  as  may  be 
from  time  to  time,  with  the  sanction  of  the  Treasur}-,  prescribed  by 
the  Board  of  Trade  («)  ;  and  such  fees  shall  be  levied  and  paid  to  the 
account  of  Her  Majesty's  Exchequer  in  such  manner  as  the  Treasury 
may  from  time  to  time  direct. 

(a)  Under  §  7  of  the  Act  of  1875,  these  fees  were  fixed  by  the  Lord  Chancellor, 
with  the  assent  of  the  Treasury.  For  the  list  of  fees  now  fixed  by  the  Board  of 
Trade,  see  the  First  Schedule  to  the  Rules.  Also  Rule  3.  As  to  mode  of  payment, 
see  Notice  as  to  Fees,  infra,  p.  415. 


Registration 
by  Cutlers' 
Company  of 
Sheffield 
marks. 


Sheffield  Marks. 

81.  With  respect  to  the  Master,  wardens,  searchers,  assistants,  and 
commonalty  of  the  Company  of  Cutlers  in  Hallamshire,  in  the  county 
of  York  (in  this  Act  called  the  Cutlers'  Company),  and  the  marks  or 
devices  (in  this  Act  called  Sheffield  marks)  assigned  or  registered  by 
the  Master,  wardens,  searchers,  and  assistants  of  that  Comjianj'  («),  the 
following  provisions  shall  have  effect : 

(1.)  The  Cutlers'  Company  shall  establish  and  keep  at  Sheffield  a 
new  register  of  trade  marks  (in  this  Act  called  the  Sheffield 
register) : 
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{2.)  The  Cutlers^  Company  shall  enter  (b)  in  the  Sheffield  register,  in 
respect  of  cutlery ,  edge  tools,  or  raw  steel,  and  the  goods  mentioned 
in  the  next  sub-section,  all  the  trade  marks  entered  before  the  com- 
mencement of  this  Act  in  respect  of  cutlery,  edge  tools,  or  raw  steel 
and  such  goods  in  the  register  established  under  the  Trade  Marks 
Registration  Act,  1875,  belonging  to  persons  carrying  on  business 
in  Hallamshire,  or  icithin  six  miles  thereof,  and  shall  also  enter  in 
such  register,  in  respect  of  the  same  goods,  all  the  trade  marks 
tvhich  shall  have  been  assigned  by  the  Cutlers^  Company  and 
actually  used  before  the  commencement  of  this  Act,  but  lohich 
have  not  been  entered  in  the  register  established  under  the  Trade 
Marks  Registration  Act,  1875  (c). 
[(2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield  register,  in 
res^^ect  of  metal  goods  as  defined  in  this  section,  all  the  trade 
marks  entered  before  the  first  day  of  January  one  thousand 
eight  hundred  and  eighty-nine,  in  respect  of  metal  goods, 
either  in  the  register  established  under  the  Trade  Marks  ■ 
Registration  Act,  1875,  or  in  the  register  of  trade  marks  under 
this  Act,  belonging  to  persons  carrj'ing  on  business  in  Hallam- 
shire or  within  six  miles  thereof.  The  Cutlers'  Company  shall 
also,  on  request  made  in  the  prescribed  manner,  enter  in  the 
Sheffield  register,  in  respect  of  metal  goods,  all  the  trade  marks 
which  shall  have  been  assigned  by  the  Cutlers'  Company  and 
actually  used  before  the  first  day  of  January  one  thousand 
eight  hundred  and  eighty-four,  but  which  have  not  been 
entered  in  either  of  the  said  registers  (c?).] 

(3.)  An  application  for  registration  of  a  trade  mark  used  on  cutlery, 
edge  tools,  or  on  raw  steel,  or  on  goods  made  of  steel,  or  of  steel 
and  iron  combined,  whether  with  or  loithout  a  cutting  edge,  [on 
metal  goods]  shall,  if  made  after  the  commencement  of  this 
Act  by  a  person  carrying  on  business  in  Hallamshire,  or 
within  six  miles  thereof,  be  made  to  the  Cutlers'  Company  (e). 

(4.)  Every  application  so  made  {f)  to  the  Cutlers'  Comj)any  shall 
be  notified  to  the  comptroller  in  the  prescribed  manner  [g),  and 
unless  the  comptroller  within  the  prescribed  time  (A)  gives 
notice  to  the  Cutlers'  Company  that  he  objects  to  the  accept- 
ance of  the  application,  it  shall  be  proceeded  with  by  the 
Cutlers'  Company'  in  the  prescribed  manner  («) : 

(5.)  If  the  comptroller  gives  notice  of  objection  as  aforesaid,  the 
application  shall  not  be  proceeded  with  by  the  Cutlers'  Com- 
pany, but  any  jierson  aggrieved  may  appeal  to  the  Court : 

(6.)  Upon  the  registration  of  a  trade  mark  in  the  Sheffield  register 
the  Cutlers'  Company  shall  give  notice  thereof  to  the  comp- 
troller, who  shall  thereupon  enter  the  mark  in  the  register  of 
trade  marks  ;  and  such  registration  shall  bear  date  as  of  the 
day  of  application  to  the  Cutlers'  Company,  and  have  the  same 
effect  as  if  the  application  had  been  made  to  the  comptroller  on 
that  day  : 

(7.)  The  j)rovisio7is  of  this  Act,  and  of  any  general  rides  made  under 
this  Act,  with  respect  to  application  for  registration  in  the  register 
of  trade  marks,  the  effect  of  such  registration,  and  the  assignment 
and  transmission  of  rights  in  a  registered  trade  mark,  shall  apply 


362  APPENDIX  A. 

in   the   case   of  applications    and    registration   in    the   Sheffield 
register  (j) ;  and   notice    of  every    entry   made    in    the  Sheffield 
register  must  he  given  to  the  comptroller  by  the  Cutlers'  Company, 
save  ayid  except  that  tlie  provisions  of  this  siih-section  shall  not 
prejudice  or  affect  any  life  estate  and  interest  of  a  ividoiv  of  the 
holder  of  any  Sheffield  mark  which  may  be  in  force  in  respect  of 
such  mark  at  the  time  when  it  shall  be  jilaced  upon  the  Sheffield 
register  (/i)  : 
[(7.)  The  provisions  of  this  Act,  and  of  any  general  rules  made  under 
this  Act,  with  respect  to  the  registration  of  trade  marks,  and  all 
matters  relating  thereto,  shall,  subject  to  the  provisions  of  this 
section,  apj)ly  to  the  registration  of  trade  marks  on  metal  goods 
by  the  Cutlers'  Company,  and  to  all  matters  relating  thereto  ; 
and   this   Act   and   any    such    general   rules    shall,    so  far  as 
applicable,   be  construed  accordingly,  with  the  substitution  of 
the  Cutlers'  Company,  the  office  of  the  Cutlers'  Company,  and 
the  ShefReld  Eegister,  for  the  comptroller,  the  Patent  Office, 
and  the  Eegister  of  Trade  Marks  respectively  ;  and  notice  of 
every  entry,  cancellation,  or  correction  made  in  the  Sheffield 
Eegister   shall   be  given   to   the   comptroller   by  the   Cutlers' 
Company  :  provided  that  this  section  shall  not  affect  any  life 
estate   and  interest  of  a  widow  of  the  holder  of  any  Sheffield 
mark  which  may  be  in  force  in  respect  of  such  mark  at  the  time 
when  it  shall  be  placed  upon  the  Sheffield  Eegister  (^).] 
(8.)  Where  the  comptroller  receives  from  any  person  not  carrying 
on   business   in   Hallamshire   or   within  six  miles  thereof   an 
application  for  registration  of  a  trade  mark  used  on  cutlery, 
edge  tools,   or  on  raio  steel,  or  oti  goods  made  of  steel,  or  of  steel 
and   iron  combined,    ichether  with   or  tvithout   cutting  edge,   [on 
metal  goods]  he  shall  in  the  prescribed  manner  {m)  notify  the 
application   and   proceedings   thereon    to    the    Cutlers'    Com- 
pany (n)  : 
(9.)  At  the  expiration  of  five  years  from  the  commencement  of  this 
Act  the  Cutlers'  Company   shall  close  the  Cutlers'  register  of 
corporate  trade  marks,  and  thereupon  all  marks  entered  therein 
shall,  unless  entered  in  the  Sheffield  register,  be  deemed  to 
have  been  abandoned  : 
(10.)  A  person  may  (notwithstanding  anything  in  any  Act  relating 
to  the  Ciitlers'  Company)  be  registered  in  the  Sheffield  register 
as  proprietor  of  two  or  more  trade  marks  : 
(11.)  A  body  of  persons,  corporate  or  not  corporate,  may  (notwith- 
standing anything  in  any  Act  relating  to  the  Cutlers'  Comjiany) 
be  registered  in  the  Sheffield  register  as  proj)rietor  of  a  trade 
mark  or  trade  marks  (o)  : 
(12.)  Any  person  aggrieved  by  a  decision  of  the  Cutlers'  Company 
in  respect  of  anything  done  or  omitted  under  this  Act  raaj,  in 
the  prescribed  manner,  appeal  (/))  to  the  comptroller,  who  shall 
have  power  to  confirm,  reverse,  or  modify  the  decision,  but  the 
decision  of  the  comptroller  shall  be  subject  to  a  further  appeal 
to  the  Court : 
(13.)  So  much  of  the  Cutlers'  Company's  Acts  as  applies  to  the  sum- 
mary punishment  of  persons  counterfeiting  Sheffield  corporate 
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marks,  that  is  to  say,  the  fifth  section  of  the  Cutlers'  Company's 
Act  of  1814,  and  the  provisions  in  relation  to  the  recovery  and 
application  of  the  penalty  imposed  by  such  last-mentioned 
section  contained  in  the  Cutlers'  Company's  Act  of  1791,  shall 
apply  to  any  mark  entered  in  the  Sheffield  register  {q). 
[(14.)  For  the  purposes  of  this  section,  the  expression  "  metal  goods  " 
means  all  metals  whether  wrought,  unwrought,  or  partly 
wrought,  and  all  goods  composed  wholly  or  partly  of  any  metal. 
(15.)  For  the  pui'pose  of  legal  proceedings  in  relation  to  trade  marks 
entered  in  the  Sheffield  register  a  certificate  under  the  hand  of 
the  Master  of  the  Cutlers'  Company  shall  have  the  same  effect 
as  the  certificate  of  the  comptroller.] 

The  amendments  in  this  section  were  made  by  §  20  of  the  Act  of  1888. 

(«)  As  to  the  Cutlers'  Company,  the  old  Sheffield  corporate  marks,  and  the  system 
which  prevailed  with  respect  to  Sheffield  marks  under  the  Trade  Marks  Registration 
Act,  1875,  see  Appendix  C,  infra.  The  si^ecified  goods  now  form  a  much  wider 
class  than  formerly.  The  present  section  provides  for  the  closing  of  the  old  Cutlers' 
register,  and  the  immediate  establishment  of  a  new  one,  which  will  be  an  exact 
duplicate  of  the  general  register,  so  far  as  it  relates  to  marks  used  for  the  specified 
goods  within  the  specified  limits. 

{b)  Under  this  sub-section  the  Cutlers'  Company  are  performing  a  mere  minis- 
terial act  in  registering  marks  which  come  within  this  sub-section,  whether  the 
marks  are  registered  on  the  Company's  own  motion  or  on  the  application  of  a  party 
claiming  to  be  the  proprietor  of  the  marks,  and  there  is  no  appeal  from  their  action 
under  sub-s.  (12),  nor  any  locus  .standi  for  an  opposition  to  an  application  to  them 
to  register  a  mark  under  this  sub-section,  and  they  are  directed  to  register  marks 
within  the  sub-section  for  all  the  goods  mentioned  in  the  sub-section,  though  they 
may  have  been  used  for  some  only  of  those  goods.  And  they  are  authorised  to 
register,  under  this  sub-section,  marks  which  have  been  assigned  by  the  proprietor 
on  the  Sheffield  register  to  another,  but  which  have  not  been  surrendered  by  him  to 
the  Company  and  re-assigned  by  them  to  the  assignee  :  In  re  Lambert,  5  P.  R.  542  ; 
6  ib.  344. 

(c)  By  §  9  (6)  of  the  Act  of  1875,  Sheffield  corporate  marks  were  allowed  to  be 
registered  in  the  trade  marks  register  in  the  same  manner  and  upon  the  same  terms 
and  conditions  in  and  upon  which  they  might  have  been  registered  if  they  were  not 
corporate  marks.  Under  this  provision  it  was  held  that  where  a  corporate  mark 
had  been  assigned  by  its  pi'oprietor,  but  had  not  been  surrendered  to  the  Company 
and  re-assigned  by  them  to  the  assignee,  he  must  perfect  his  title  with  the  Company 
before  he  could  obtain  registration  under  the  Act :  In  re  Rabone,  Dig.  643.  There 
was,  however,  no  requirement  for  corporate  marks  to  be  registered. 

(rf)  See  form  of  application  at  end  of  Second  Schedule  to  Rules,  infra,  p.  484. 

[e)  This  sub-section  relates  to  new  marks  not  within  sub-s.  (2),  and  it  appears 
that  applications  to  register  such  marks  may  bo  opposed  by  other  persons  in  the 
trade  [In  re  Lambert,  o  P.  R.  542,  per  North,  J.)  ;  and  that  if  the  Cutlers'  Company 
refuse  to  hear  such  opposition  the  opponent's  proper  remedy  is  by  mandamus  :  ib. 
6  P.  R.  344,  per  Bowen,  L.  J.  Applications  under  this  sub-section  are  to  be  made 
in  duplicate,  accompanied  by  the  prescribed  fees  and  representations  :  Rule  56. 

(/')  This  and  the  two  next  sub-sections  relate  to  new  marks:  In  re  Lambert, 
5  P.  R.  542. 

{(j)  By  sending  to  the  comptroller  one  copy  of  the  application  and  two  representa- 
tions of  the  mark  for  each  class,  within  seven  days  after  receipt  of  the  application  : 
Rule  57. 

(h)  One  month  from  the  receipt  by  the  comptroller  of  the  notice  from  the 
Company  :  Rule  58  (1). 

[i)  The  Company  is  to  require  the  applicant  to  send  the  comptroller  a  wood  block 
or  electrotype,  and  the  comptroller  is  to  advertise  the  application  as  in  other  cases  : 
Rule  58  (2). 

[j)  It  appears  that  this  first  part  of  this  sub-section  relates  to  new  marks  only  : 
In  re  Lambert,  5  P.  R.  542. 
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(/i-)  Tliis  latter  part  of  this  sub-sectiuu  relates  to  all  Sheffield  marks,  new  or  old  : 
In  rr  Lambert,  i>  V.  11.  542.  See  Rule  59,  by  whieh  the  proceedings  at  Sheffield  are 
assimilated  to  those  in  London. 

(/)  It  has  been  held  that  the  company  ought  not  to  allow  the  register  to  be 
amended  upon  a  change  of  name  of  the  proprietor  of  a  Sheffield  mark  without  an 
order  of  the  Court:   In  re  Burgon  tj-  inikiiison,  40  Sol.  J.  336. 

()«)  By  sending  a  copy  of  the  official  paper,  with  a  note  distinguishing  the 
application:  Rule  58  (3). 

(«)  In  In  re  Itoslng,  54  L.  J.  Ch.  975,  the  Company  opposed  the  registration  of  a 
trade  mark  on  the  ground  of  similarity  to  a  corporate  mark,  but,  the  objection 
failing  in  the  Coui't  of  First  Instance,  were  ordered  to  pay  the  costs  of  the  motion. 
On  ap])eal,  however,  the  objection  taken  by  the  Company  was  supported. 

[o)  Compare  Rule  41. 

( p)  This  sub-section  applies  to  all  cases  in  which  the  Cutlers'  Company  have 
arrived  at  a  decision,  but  not  to  cases  in  which  the  Company  have  performed  a 
mere  ministerial  act — e.g.,  by  registering  an  old  mark  under  sub-section  (2),  in 
which  case  there  is  no  appeal :  In  re  Lambert,  5  P.  R.  642.  For  Form  of  Notice  of 
Appeal,  see  Form  W. 

{q)  These  j^rovisions  are,  shortly,  that  a  counterfeiter  may  be  fined  not  exceeding 
20/.  by  a  justice  or  justices  of  the  peace,  subject  to  an  appeal  to  Quarter  Sessions. 
See  Appendix  H.,  infra. 


PAET  V. 

Geneeal. 
Patent  Office  and  Proceedings  thereat. 

Patent  Office.  82. — (1.)  The  Treasury  may  jorovide  for  the  purposes  of  this  Act  an 
office  with  all  requisite  buildings  and  conveniences,  which  shall  be 
called,  and  is  in  this  Act  referred  to  as,  the  Patent  Office : 

(2.)  Until  a  new  Patent  Office  is  provided,  the  offices  of  the  Com- 
missioners of  Patents  of  inventions  and  for  the  registration  of  designs 
and  trade  marks  existing  at  the  commencement  of  this  Act  («)  shall  be 
the  Patent  Office  within  the  meaning  of  this  Act. 

(3.)  The  Patent  Office  shall  be  under  the  immediate  control  of  an 
officer  called  the  comptroller-general  of  patents,  designs,  and  trade 
marks  {b),  who  shall  act  under  the  superintendence  and  direction  of 
the  Board  of  Trade. 

(4.)  Any  act  or  thing  directed  to  be  done  by  or  to  the  comptroller 
may,  in  his  absence,  be  done  by  or  to  any  officer  for  the  time  being 
in  that  behalf  authorised  by  the  Board  of  Trade. 

{a)  This  is  in  Southampton  Buildings,  Chancery  Lane,  W.C. 
[b)  Under  the  Trade  Marks  Registration  Acts  the  registrar  was  at  the  head  of 
the  Registrj-  Office. 

Officers  and  83. — (1.)  The  Board  of  Trade  («)  may  at  any  time  after  the  passing 

clerks.  of  this  Act,  and  from  time  to  time,   subject  to  the  approval  of  the 

Treasury,  appoint  the  comptroller-general  of  patents,  designs,  and 
trade  marks,  and  so  many  examiners  and  other  officers  and  clerks,  with 
such  designations  and  duties  as  the  Board  of  Trade  think  fit,  and  may 
from  time  to  time  remove  any  of  those  officers  and  clerks. 

(2.)  The  salaries  of  those  officers  and  clerks  shall  be  ajipointed  by 
the  Board  of  Trade,  with  the  concm-rence  of  the  Treasury,  and  the 
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same  and  the  other  expenses  of  the  execution  of  this  Act  shall  be  paid 
out  of  money  provided  by  Parliament. 

(a)  The  authority  given  by  this  sectiou  to  the  Board  of  Trade  was  formerly  pos- 
sessed by  the  Lord  Chaucellor,  under  §  7  of  the  Act  of  IS75. 

84.  There  shall  be  a  seal  for  the  Patent  Office,  and  impressions  Seal  of  Patent 
thereof  shall  be  judicially  noticed  and  admitted  in  evidence.  Office. 

85.  There  shall  not  be  entered  in  any  register  kept  under  this  Act,  Trust  not  to 
or  be  receivable  by  the  comptroller,  any  notice  of  any  trust  expressed,  ^^  entered  in 
implied  or  constructive  {a).  registers. 

(rt)  This  section,  so  far  as  it  relates  to  trade  marks,  comes  from  the  old  Rules. 
Under  this  section  an  order  to  rectify  the  register  by  adding  to  the  registration  of 
a  trade  mark  a  note  stating  that  the  user  was  restricted  by  an  agreement  of  which 
the  date  only  was  given,  was  varied  so  that  the  terms  of  the  agreement  should 
appear  on  the  face  of  the  register  {Tii  re  Mitchell  cj-  Co.,  28  Oh.  D.  666)  ;  and  in 
another  case  a  similar  agreement  was  allowed  to  be  stated  in  the  register  so  far  as 
it  restricted  the  goods  on  which  a  registered  trade  mark  was  to  be  used,  but  not  so 
far  as  it  regulated  the  manner  of  user  or  the  way  in  which  orders  were  to  be  exe- 
cuted :  1)1  re  Be  Otadiii/,  W.  N.  1886,  p.  177.  And  the  entry  of  such  notes  is  not 
now  regarded  favourably. 

86.  The  comptroller  may  refuse  to  grant  a  patent  for  an  invention,  Refusal  to 
or  to  register  a  design  or  trade  mark,  of  which  the  use  would,  in  his  ^rant  patent, 
opinion,  be  contrary  to  law  or  morality  (a). 

{a)  This  is  a  new  section,  and,  so  far  as  it  relates  to  trade  marks,  does  not  seem  to 
cai-ry  much  farther  the  provisions  of  §  6  of  the  Act  of  1875,  now  re-enacted  in  §  73, 
supra,  prohibiting  the  registration  of  a  scandalous  design  as  a  trade  mark. 

87.  AVhere  a  person  becomes  entitled  by  assignment,  transmission.  Entry  of 
or  other  operation  of  law  to  a  patent,  or  to  the  copyright  in  a  regis-  assignments 
tered  design,  or  to  a  registered  trade  mark,  the  comptroller  shall  on  ^.    ^^^^^- 
request,  and  on  proof  of  title  to  his  satisfaction,  cause  the  name  of  reo^isters. 
such  person  to  be  entered  as  proprietor  of  the  patent,  copyright  in  the 

design,  or  trade  mark,  in  the  register  of  patents,  designs,  or  trade 
marks,  as  the  case  may  be  (a).  The  person  for  the  time  being  entered 
in  the  register  of  patents,  designs,  or  trade  marks,  as  proprietor  of  a 
patent,  copyright  in  a  design,  or  trade  mark,  as  the  case  may  be, 
shall,  subject  to  [the  provisions  of  this  Act  and  to]  any  rights  appear- 
ing from  such  register  to  be  vested  in  any  other  person,  have  power 
absolutely  to  assign  (5),  grant  licences  (c)  as  to,  or  otherwise  deal 
with,  the  same,  and  to  give  effectual  receipts  for  any  consideration 
for  such  assignment,  licence,  or  dealing.  Provided  that  any  equities 
in  respect  of  such  patent,  design,  or  trade  mark  may  be  enforced 
in  like  manner  as  in  respect  of  any  other  personal  property  {d). 

The  amendment  in  this  section  was  made  by  §  21  of  the  Act  of  1888. 

(a)  As  to  the  mode  of  obtaining  registration  as  a  subsequent  proprietor,  see  Rules 
36 — 40  and  Form  K.  Though  ^  4  of  the  Act  of  187-')  is  not  re-enacted,  it  seems 
that  a  subsequent  proprietor  will  still,  as  regards  his  title  to  the  trade  mark,  be  in 
the  same  position  as  if  his  title  were  a  continuation  of  the  title  of  the  first  regis- 
tered proprietor.  In  In  re  Bryant  S;  May,  Ld.,  4  Times  L.  R.  675,  a  question  was 
raised  as  to  a  title  by  assignment,  and  it  was  held  that  an  agreement  to  assign  the 
goodwill  and  trade  marks  was  sufficient.  Where  a  registered  proprietor  chang-cs  his 
name,  the  comptroller  has  power  under  tliis  section  to  make  the  requisite  alterati(m 
in  the  register,  and  it  seems  that  if  he  refuses,  the  Court  may  interfere  under  J  90 : 
III  re  New  Ormonde  Cycle  Co.,  (1896)  2  Ch.  520. 


&c.  in  certain 
cases. 
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(i)  A  trade  mark  can  be  assi^ed  only  in  connection  with  the  goodwill  of  the 
business.  See  J  10,  supra.  Also  In  re  Wcllcumc,  32  Cli.  D.  213;  and  Ch.  III. 
("  Transfer  "). 

((■)  The  power  of  granting  licences  must  not  be  exercised  so  as  to  deceive  the 
pxiblic,  e.g.,  so  as  to  authorise  the  use  of  the  mark  on  inferior  goods.  Nor  docs  a 
licence  to  use  a  trade  mark  give  any  right  to  the  exclusive  use  of  a  part  only  of  the 
mark,  which  part  would  not  of  itself  be  capable  of  registration :  Letcis's  v.  Goodbodi/, 
67  L.  T.  N.  S.  194.  See  Ch.  VII.  The  power  of  granting  licences  at  all  seems,  in 
the  case  of  trade  marks,  rather  to  conflict  with  §  70  ;  the  intention  of  which  appears 
to  be  that  only  the  person  entitled  to  the  goodwill  shall  have  the  right  of  using  the 
trade  mark. 

((/)  This  proviso  prevents  the  power  of  licensing  from  being  used  so  as  to  defeat 
an  agreement  between  former  partners  giving  a  restricted  right  to  each  to  use  the 
fii'm  marks,  such  power  being  inconsistent  with  the  purpose  of  the  agreement : 
Hanson  v.  Game,  Harrison  ^-  Lamer,  Ld.,  9  P.  R.  186. 

Inspection  of         88.  Every  register  kept  under  this  Act  shall  at  all  convenient  times 
and  extracts     be  open  to  the  inspection  of  the  public,  subject  to  [the  proA-isions  of 
from  registers,  ^j^j^,  ^^^^  ^^-^  ^.^^j  g^j^.j^  regulations  as  may  be  prescribed  (o) ;  and  certified 
copies,  sealed  with  the  seal  of  the  Patent  OfRce,  of  any  entry  in  any 
such  register  shall  be  given  to  any  person  requiring  the  same  on  pay- 
ment of  the  prescribed  fee  (5). 

The  amendment  in  this  section  was  made  by  §  22  of  the  Act  of  1888. 
{a)  This  section  is  taken  from  the  old  Rules.     See  Rule  52  for  the  present  regula- 
tions.    The  fee  for  inspection  is  Is.  for  every  quarter  of  an  hour, 
[b)  See  First  Schedule. 

Sealed  copies         89.  Printed  or  written  copies  or  extracts,  purporting  to  be  cei-tified 
to  be  received  by  the  comptroller  and  sealed  with  the  seal  of  the  Patent  Office,  of  or 
m  evidence.      from  patents,  specifications,  disclaimers  and  other  documents  in  the 
Patent  Office,  and  of  or  from  registers  and  other  books  kept  there, 
shall  be  admitted  in  evidence  in  all  courts  in  Her  Majesty's  dominions, 
and  in  all  proceedings,   without  further  j)roof  or  jDroduction  of  the 
originals. 
Rectification         90. — (1.)  The  Court  may  on  the  application. (a)  of  any  person  ag- 
of  registers  by  grieved  {b)  by  the  omission  without  sufficient  cause  of  the  name  of  any 
Court.  person  [or  of  any  other  jDarticulars]  (c)  from  any  register  kept  under 

this  Act,  or  by  any  entry  made  without  sufficient  cause  in  any  such 
register  (r/),  make  such  order  for  making  (e),  expunging  (_/'),  or  vary- 
ing (</)  the  entry,  as  the  Court  thinks  fit ;  or  the  Court  may  refuse  the 
application  ;  and  in  either  case  may  make  such  order  with  resj)ect  to 
the  costs  of  the  proceedings  as  the  Court  thinks  fit  (A). 

(2.)  The  Court  may,  in  any  proceeding  under  this  section,  decide 
any  cj^uestion  that  it  may  be  necessary  or  expedient  to  decide  for  the 
rectification  of  a  register,  and  ma}-  direct  an  issue  to  be  tried  for  the 
decision  of  any  question  of  fact,  and  may  award  damages  to  the  party 
aggrieved. 

(3.)  Any  order  of  the  Court  rectifying  a  register  shall  direct  that 
due  notice  of  the  rectification  be  given  to  the  comptroller  (?'). 

This  section  comes  from  §  5  of  the  Act  of  1875,  but  is  in  rather  different  terms. 

The  amendment  was  made  by  §  23  of  the  Act  of  1888. 

Mode  of  pro-         {a)  The  register  cannot  be  rectified  on  counterclaim,  and  it  seems  questionable 

cedure  for  whether  it  can  be  rectified  in  an  action  :  Puito  v.  Badmnn,  8  P.  R.  181,  187,  190. 

rectification.      See,  however,  Pinto  v.  Trott,  8  P.  R.  173.     The  Act  is  silent  as  to  the  procedure  to 

be  followed  upon  an  application  to  expunge  a  mark  registered  in  the  name  of  a 

person  domiciled  out  of  the  jurisdiction,  and  it  seems  that  if  sufficient  notice  of  the 


PATENTS,  ETC.  ACTS,  1883 — 1888.  367 

nature  of  the  application  is  given  to  the  registered  proprietor,  the  form  of  the  notice  is 
immaterial,  but  the  usual  course  is  to  address  the  notice  of  motion  to  the  comptroller 
only,  and  to  send  a  copy  of  such  notice  to  the  registered  proprietor  with  a  letter 
informing  him  of  the  nature  of  the  proceedings  :  In  re  King  ^-  Co.,  (1892)  2  Ch.  462  ; 
In  re  La  Compagnie  Gcnerale  d'' Eaux  Miniralca  et  de  Bains  de  Mer,  (1891)  3  Ch.  451  ; 
In  re  Rogal  Bakinr/  Powder  Co.,  14  P.  R.  425.  It  further  appears  that  an  applica- 
tion under  this  section  is  not  subject  to  all  the  technical  rules  which  apply  to 
notices  of  motion,  and  therefore  the  alteration  of  the  notice  is  a  matter  of  detail, 
so  that  the  striking  out  the  name  of  the  registered  proprietor  as  respondent,  or  ' 
changing  the  date  of  the  hearing,  does  not  make  it  a  new  notice  of  motion  requiring 
to  be  re-marked  with  the  name  of  the  judge  in  rotation.  As  a  general  rule  the 
foi'eign  proprietor  who  desires  to  appear  on  a  motion  for  rectification  will  not  be 
required  to  give  security  for  costs  :  In  re  La  Societc  Anonyme  des  Verreries  de  V Etoile  (1), 
1 0  P.  R.  290  ;  but  see  In  re  La  Compagnie  Gvnerale  d^ Eaux  Minirales  et  de  Bains  de  Mer, 
(1891)  3  Ch.  451. 

(/))  The  first  question  on  an  application  to  rectify  the  register  under  this  section  ' '  Person 
is  whether  the  applicant  is  or  is  not  a  "  person  aggrieved."  This  question  usually  aggrieved." 
has  to  be  considered  with  reference  to  cases  in  which  it  is  alleged  that  a  mark 
which  is  on  the  register  ought  not  to  bo  there  ;  and  it  has  been  said  that  in  such 
cases  "  any  person  interested  in  the  same  trade  as  the  registered  proj^rietor  "  is  a 
person  aggrieved  {Eosr  v.  Erans,  48  L.  J.  Ch.  618)  ;  and  that  "  the  course  of  decision 
before  the  Act  of  1883  was  passed  was  that  any  person  interested  in  the  same  ti-ade 
might,  without  showing  any  special  damage,  be  treated  as  a  '  person  aggrieved '  by 
any  improper  or  inaccurate  registration"  :  In  re  Kay  ward  i^-  Sons,  54  L.  J.  Ch.  1003. 
This  princijjle  was  also  acted  on  in  In  re  Edge,  8  P.  R.  207.  That  there  must  be 
some  legal  damage  was  laid  down  by  Lord  Selborne,  C,  in  In  re  Riviere,  26  Ch.  D. 
48,  where  hepoiutedout  that  what  was  necessary  to  constitute  a  "person  aggrieved" 
was  that  the  thing  complained  of  should  be  one  of  the  grievances  mentioned  in  the 
section,  and  that  it  should  tend  to  his  injury,  to  inflict  upon  him  some  damage,  in  a 
legal  sense.  Similarly,  on  the  further  hearing  of  the  same  case  (53  L.  T.  N.  S.  239), 
it  was  said  by  Fry,  L.  J.,  that  '•  '  any  person  aggrieved  '  means  '  every  person  who 
will  in  reasonable  probability  suffer  any  injury  or  loss ' — using  those  words  in  a  legal 
and  not  in  a  sentimental  sense — from  the  other  persons  claiming  to  use  it"  :  and 
per  Lindley,  L.  J.  (S.  C),  that  the  person  must  be  aggrieved  "in  the  sense  of 
sustaining  legal  damag'e,  either  immediate  or  prospective."  The  question  was 
much  considered  in  the  case  of  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  in  which  the 
Vichy  Co.  sought  to  expunge  certain  marks  registered  by  the  Apollinaris  Co., 
and  Fry,  L.  J.,  in  delivering  the  judgment  of  the  Court  of  Appeal  said  (p.  224), 
"  Are  the  Vichy  Co.  persons  aggrieved?  Now  we  approach  this  question  on  the 
assumption,  which  is  necessary,  of  course,  to  answer  this  question,  that  the  trade 
mark  was  wrongly  on  the  register,  and  further,  with  these  two  observations  in  the  first 
place,  that  the  question  is  merely  one  of  locus  standi,  and  in  the  second,  that  the 
words  '  person  aggrieved '  apjiear  to  us  to  have  been  introduced  into  the  statute  to 
prevent  the  action  of  common  informers  or  of  persons  interfering  from  merely 
sentimental  motives,  but  that  they  must  not  be  so  read  as  to  make  evidence  of  great 
and  serious  damage  a  condition  pi-ecedent  to  the  right  to  apply.  Further,  we  are 
of  opinion  that  whenever  one  trader,  by  means  of  his  wrongly-registered  trade 
mark,  narrows  the  area  of  business  open  to  his  rivals,  and  thereby  either  im- 
mediately excludes,  or  with  reasonable  probability  will  iu  the  future  exclude,  a 
rival  from  a  portion  of  that  trade  into  which  he  desires  to  enter,  that  rival  is  '  an 
aggrieved  person.'  Again,  if  the  effect  produced,  or  likely  to  be  produced,  by  the 
wroTigful  trade  mark  is  not  the  exclusion,  but  the  hampering,  of  a  rival  trader,  that 
rival  trader,  again,  is  in  our  opinion  a  person  aggrieved.  A  man  in  the  same  trade 
as  the  one  who  has  wrongfully  registered  a  trade  mark,  and  who  desires  to  deal  in 
the  article  in  question,  is  prima  facie  '  an  aggrieved  person.'  This  may  be  rebutted 
by  showing  that,  by  reason  of  some  circumstances  entirely  independent  of  the  trade 
mark,  the  person  complaining  never  could  carry  on  any  trade  in  the  article  ;  but 
the  burden  of  tendering  such  proof  is  on  the  man  who  claims  the  mark,  and  here 
that  burden  has  not  been  discharged."  That  case  was  discussed  in  In  re  Powell, 
(1893)  2  Ch.  388,  in  which  Bowen,  L.  J.,  says  "persons  who  are  aggrieved  are 
persons  who  are  in  some  way  or  other  substantially  interested  in  having  the  mark 
removed  from  the  register,  or  persons  who  would  be  substantially  damaged  if  the 
mark  remained.  It  is  very  diflicult  to  frame  a  nearer  definition  than  that.  In  the 
Apollinaris  Case,  (1891)  2  Ch.  186,  it  was  pointed  out,  not  as  a  complete  orexhaustivo 
definition,  that  people  would  be  aggrieved  if  they  were  in  the  same  trade  and  dealt 
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in  the  same  art  icle.  To  my  mind,  it  is  equally  true  that  jiersons  would  be  aggrieved 
if  they  are  in  the  same  trade,  and  might  reasonably  be  expected  to  deal  in  the  same 
article,  though  not  prepared  to  prove  at  the  moment  that  they  had  formed  a  clear 
detennination  to  do  so."  I)i  re  totvcll  was  afiirnied  by  the  House  of  Lords  ((1894) 
A.  C.  8),  and  Lord  Herschell  there  said:  "Wherever  it  can  be  shown  that  the 
applicant  is  in  the  same  trade  as  the  person  who  has  registered  the  trade  mark,  and 
wherever  the  trade  mark,  if  remaining  on  the  register,  would  or  might  limit  the 
legal  rights  of  the  applicant  so  that,  by  reason  of  the  existence  of  the  entry  upon 
the  register,  he  could  not  lawfully  do  that  w^hich,  but  for  the  appearance  of  the 
mark  upon  the  register,  he  could  lawfully  do,  it  ajjpears  to  me  that  he  has  a  locus 
xtaudi  to  be  heard  as  a  person  aggrieved."  And  see  In  re  'TaJhut,  11  P.  R.  77. 
But  an  applicant,  in  order  to  show  that  he  is  a  "person  aggrieved,"  must  show 
that  in  some  possible  -way  he  may  be  damaged  or  injured  if  the  trade  mark  is 
allowed  to  stand,  the  word  "  jiossible  "  being  used  in  a  practical  sense  and  not 
fantastically  :  per  Romer,  J.,  approved  by  the  Court  of  Appeal  in  In  re  Wright, 
Cro.ssley  if-  Co.,  15  P.  R.  131  :  ib.  377.  And  where  the  mark  sought  to  be  removed 
is  the  name  of  the  registered  proprietor  who  has  for  many  years  carried  on  business 
under  his  own  name,  it  can  make  no  difference  to  an  applicant  having  no  right  to 
the  name  that  the  name  has  been  registered  as  a  trade  mark :  ib.  Where  the 
grievance  of  the  applicant  is  not  that  he  can  possibly  be  damaged  by  the  particular 
entry  on  the  register,  but  that  he  may  be  damaged  by  the  respondent  havinsr  any 
mark  on  the  register,  he  is  not  a  "person  aggrieved"  :  per  Lindlej%  M.  R.,  in 
In  re  JJ'rir/Iit,  Crossle)/  if-  Co.,  15  P.  R.  377.  The  observations  of  Lord  Herschell  in 
In  re  roivtU,  (1894)  A.  C.  8,  do  not  justify  the  statement  that  the  mere  fact  that  a 
man  is  engaged  in  the  same  trade  is  sufficient  to  make  him  a  person  aggrieved. 
That  is  contrary  to  the  principle  of  the  decision  in  the  House  of  Lords :  per 
Rigby,  L.  J.,  In  re  Wright,  Cros.sloj  .f-  Co.,  15  P.  R.  377. 
Grievance  by  The  commonest  case  is  where  the  proprietor  of  a  registered  trade  mark  brings  an 
use  of  the  action  for  infringement  of  it,  and  the  defendant  applies  to  have  it  removed  from 

trade  mark  in  the  register,  on  the  ground  that  it  never  ought  to  have  been  placed  there.  In  such 
legal  proceed-  cases  it  has  been  repeatedly  held  that  the  person  sued  is  entitled  to  apply  as  a 
ino-s.  "person  aggrieved"  :  ///  re  Ralph,  25  Ch.  D.  194;  In  le  Leonard^-  EUis,  2b  Ch.  D. 

288  ;  Lloyd  if  Sons  v.  Boftomley,  27  Ch.  D.  646  ;  In  re  Wragg,  29  Ch.  D.  551  ; 
Edwards  v.  Dennis,  30  Ch.  D.  454  ;  Wood  v.  Lambert,  32  Ch.  D.  247  ;  In  re  Spencer, 
54  L.  T.  N.  S.  659  ;  In  re  Lever,  Chitty,  J.,  Dec.  3rd,  1886  ;  In  re  Tuwgood, 
4  P.  R.  67  ;  In  re  Ainslie,  4  P.  R.  212  ;  In  re  Ferry  Davis  ^-  Son,  5  P.  R.  333  ; 
15  App.  Cas.  316  ;  Daker  v.  Raivson,  45  Ch.  D.  519,  529  ;  Richards  v.  liiitcher  (2), 
(1891)  2  Ch.  522.  In  In  re  GianacUs,  6  P.  R.  467,  this  was  held  to  be  so,  though 
no  relief  was  claimed  in  the  action  as  for  infringement  of  trade  mark,  seeing  that 
the  registration  was  set  out  in  detail  in  the  statement  of  claim,  thus  showing  that 
it  was  intended  to  make  some  use  of  it.  And  in  Thompson  v.  Montgomery,  41  Ch.  D. 
35,  woi-ds  registered  as  a  trade  mark  were  removed  from  the  register  on  the  ajipli- 
cation  of  a  person  who  was  restrained  by  the  same  judgment  from  using  them, 
and  Lindley,  L.  J.,  said  that  "it  is  the  duty  of  the  Court,  where  its  attention  is 
called  to  an  improper  entry  upon  the  register,  to  rectify  upon  an  application  being 
made."  A  similar  result  was  brought  aboutin  the  Yorkshire  Relish  case:  Dowellv. 
Birmingham  Vinegar  Brewery  Co.,  (1894)  A.  C.  8  ;  Birmingham  Vinegar  Brewery  Co.  v. 
Poicell,  (1897)  A.  C.  710.  Somewhat  similarly  it  was  held  in/«  re  Ainslie,  4  P.  R.  212, 
that  the  fact  that  the  applicants  for  rectification  had  contracted  with  the  proprietors 
of  the  regif-tered  words  "  Ben  Ledi,"  to  sell  no  whiskey  but  theirs  under  that  name, 
did  not  prevent  thena  from  applying  as  persons  aggrieved.  Equally  a  person  is 
aggrieved  when  the  presence  of  a  mark  on  the  register  is  used  by  the  registered 
proprietor  to  support  an  application  for  the  registration  of  a  fresh  mark,  which  is 
opposed  by  the  person  aggrieved.  This  was  the  case  in  In  re  ApoUinaris  Co.,  (1891) 
2  Ch.  18G,  in  which  Fry,  L.  J.,  said  (p.  229) :  "  In  our  opinion,  when  one  trader 
uses  the  fact  of  his  registration  as  any  part  of  his  case  against  another  trader  in  any 
legal  proceedings,  that  second  trader  is  aggrieved,  and  this  is  not  the  less  so  because 
that  trader  may  have  other  means  of  defending  himself.  If  the  owner  of  the 
registered  trade  mark  says  to  a  defendant  in  a  litigation  '  I  am  the  owner  of  this 
registered  trade  mark,  and  therefore  you  are  doing  me  a  wrong,'  the  person 
attacked  ought  to  be  at  liberty  to  reply  two  things  :  first,  '  You  ought  not  to  be  on 
the  register,'  and  secondly,  '  Even  if  you  ought,  I  have  done  you  no  wrong.'  The 
completeness  of  the  second  line  of  defence  ought  not  to  preclude  the  attacked  person 
from  availing  himself  of  the  first.  If  I  am  assailed  with  the  conclusion  of  a 
syllogism,  I  am  at  liberty,  both  in  logic  and  in  law,  to  defend  myself  by  denying 
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both  or  either  of  the  two  propositions  wliich  are  alleged  in  support  of  the  conclu- 
sion, and  I  am  ag-grieved  if  I  am  unjustly  deprived  of  that  right.  This  liberty  of 
defence  is  a  matter  of  great  importance  to  a  litigant."  In  In  re  Vignier,  6  P.  R. 
490,  the  applicants  were  aggrieved,  they  having  registered  and  used  the  word 
"  Monopole  "  for  champagne,  and  the  respondents  having  registered  the  similar 
■word  "  Monobrut."  But  where  the  alleged  grievance  consists  in  registering  a  mark 
which  is  not  too  similar  to  an  earlier  mark,  there  is  no  grievance :  In  re  Lambert, 
6  P.  R.  344.  In  In  re  Batt  %  Co.,  6  P.  R.  493,  the  applicants  had  used  the  word 
"  Brymbo  "  on  iron  and  steel,  and  the  respondents  had  registered  the  words  "  The 
Brymbo  Special"  for  the  whole  of  Class  5,  having  used  it  only  for  tin-plates;  and 
although  the  respondents  offered  to  limit  their  registration  to  tiu-plates,  it  was 
held  that  the  apiDlicants,  being  aggrieved  by  the  registration  as  it  stood,  and  the 
mark  being  bad  in  itself,  it  must  come  off  altogether.  There  is  no  ground  for 
thinking  that  only  a  person  who  is  himself  entitled  to  registration  can  be  a  person 
aggrieved  [In  re  Riviere,  26  Ch.  D.  48),  and  it  is  not,  impossible  for  a  person  who 
only  carries  on  a  foreign  trade  to  be  aggrieved  by  a  wrongful  registration.  lb.  If 
a  registered  proprietor  becomes  insolvent  while  proceedings  to  rectify  his  registra- 
tion are  pending,  his  representative  in  bankruptcy  may  be  added  as  a  respondent  to 
the  application  for  rectification  :  In  re  So  we,  48  L.  T.  N.  S.  388. 

{c)  These  words,  now  inserted,  remove  the  possibility  of  any  question  whether 
the  Court  is  enabled  under  this  section  to  direct  any  other  entry  than  that  of  a 
name  to  be  made.  It  has  been  decided  that  the  Court  has  power  to  direct  the 
coiTection  of  any  entry  which  has  been  improperly  made  in  the  register,  whether  of 
a  name  or  of  a  mark :  In  re  Arbenz,  35  Ch.  D.  248. 

{d)  With  reference  to  the  words  "  entry  made  without  sufficient  cause,"  it  was 
said  by  Fry,  L.  J.,  in  In  re  ApoUbmris  Co.,  (1891)  2  Ch.  186,  234,  235,  that :  "  The 
object  of  the  statute  is  to  protect  trade  marks,  that  is,  marks  placed  on  goods  to 
indicate  their  origin,  or  theii-  selection,  or  their  importation,  or  some  other  trade 
qualiiication,  and  thereby  to  give  information  with  regard  to  those  goods  to  all 
persons  trading  in  them. '  They  are  marks  under  which  the  trader  trades.  It  may 
well  be  that  in" the  case  of  new  marks  the  intention  to  use  as  a  trade  mark  may  be 
presumed  ;  but  when  it  is  apparent,  as  it  is  here,  by  the  evidence  and  admissions  at 
the  bar,  that  there  is  no  such  intention,  but  that  the  registration  is  directed  to  a 
different  end,  then  the  entry  has,  within  the  meaning  of  §  90,  been  made  without 
sufiBcient  cause,  and  ought  to  be  expunged."  Further,, it  has  been  held  by  the 
Court  of  Appeal  that  these  words  are  to  be  read,  not  as  if  they  were,"  made  without 
sufficient  cause  at  the  time  of  registration,"  but  as  including  any  entry  at  any  time 
on  the  register  without  sufficient  cause,  however  it  got  there  :  Jn  re  Batt  ^-  Co., 
(1898)  2  Ch.  432. 

{e)  It  seems  that  the  Court  has  no  jurisdiction  to  rectify  the  register  under  this  Rectification 
section,  unless  some  entry  has  been  made  in  it ;  and  it  cannot  rectify  the  register  -by  registra- 
by  directing  a  mark  to  be  registered  after  it  has  been  refused  registration  by  the  tion. 
comptroller,  except  upon  an  appeal  from  the  comptroller  to  the  Board  of  Trade, 
referred  by  the  Board  to  the  Court  under  §  62  :  In  re  Normal  Co.,  Id.,  35  Ch.  D. 
231.     An  application  to  register,  which  is  opposed  by  another  trader,  is  not  an 
application  to  rectify  under  this  section,  but  is  governed  by  §  69 :  In  re  Australian 
Wine  Importers,  Id.,  41   Ch.   D.  278.     The  jurisdiction  to  rectify  by  making  an 
entry  is,  therefore,  confined  to  small  matters  of  detail. 

(/)  On  an  application  to  remove  a  mark  from  the  register,  the  question  whether  Rectification 
it  was  entitled  to  registration  must  be  decided  as  at  the  date  when  registration  was  by  removal, 
effected:    TFood  v.  Lambert,  32  Ch.  D.  247  ;  Barloiv  S;  Jones,  Id.  v.  Johnson  S;  Co., 
7  P.  R.  395,  400  ;  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  230  ;  In  re  Bovril  T.  M., 
(1896)  2  Ch.  600.     But  see  In  re  Batt,  (1898)  2  Ch.  432.     The  burden  of  proof  is  Burden  of 
upon  the  apijlicant  for  removal,  but  he  may  prove  his  case  by  the  statements  in  proof, 
or  omissions  from  the  evidence  tendered  on  behalf  of  the  registered  proprietor  : 
In  re  Leonard  f  Ellis,  26  Ch.  D.  288  ;  Pinto  v.  Badina>i,  8  P.  R.  189.    Consequently, 
if  the  mark  is  one  which  was  inherently  capable  of  being  used  as  a  trade  mark, 
and  the  application  for  removal  is  based  on  an  allegation  that  it  was  not  used  as 
a  trade  mark,  but  as  a  descriptive  term,  the  bui-den  of  proving  that  it  was  not 
used  as  a  trade  mark  is  on  the  applicant.     See  per  Cotton,  L.  J.,  in  I)i  re  Leonard  i\- 
Ellis,  20  Ch.  D.  288.    And  where  a  word  was  registered  in  1878  as  an  old  mark,  and 
an  application  was  made  in  1889  to  remove  it  from  the  register  on  the  ground  that 
it  had  not  been  used  as  a  trade  mark  before  1875,  and  the  original  proprietor  and 
his  family  were  dead,  and  his  successors  in  business  failed  to  prove  user  of  the 
.s.  B  IJ 
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■word  per  se  as  a  trade  mark  on  the  goods  before  1875,  tliougli  tliey  proved  user  in 
various  other  ways  before  that  date,  Kay,  J.,  while  refusing  to  receive  in  evidence 
the  statutory  declaration  made  by  the  original  proprietor  on  applying  for  registra- 
tion, held  that  the  applicants  for  removal  after  so  great  a  lapse  of  time  had  not 
discharged  the  burden  which  rested  on  them,  and  that  the  mark  could  not  be 
directed  to  be  removed  from  the  register :  J).  EdijUigton,  Ld.  v.  /.  Edfjingtoii  6;  Co., 
6  P.  R.  513.  "  The  Court  is  not  bound,  upon  the  application  of  an  unmeritorious 
applicant,  to  displace  an  entry  on  the  register  which,  on  the  face  of  it,  is  not 
illegal,  because  the  original  registration  might  have  been  opposed  on  the  ground  of 
prior  user  by  a  third  person  who  never  opposed  it  on  any  such  ground,  and  wlio  at 
the  time  of  the  motion  to  rectifv  has  discontinued  such  user :  "  per  Bowen,  L.  J.,  in 
In  re  I'uine  (2),  (1893)  2  Ch.  567  ;  and  see  In  re  Jfrir/hi,  Crossley  c^  Co.,  15  P.  R.  131, 
377  ;  though  it  seems  that  if  the  mark  were  in  itself  illegal  or  improper  the  Court 
would  expunge  the  entry  in  the  interests  of  trade  whatever  the  demerits  of  the 
applicant :  In  re  Paine  (2),  (1893)  2  Ch.  567.  And  see  In  re  Hill,  10  P.  R.  113  ;  In 
re  Talbot,  11  P.  R.  77. 
of  AVhere  it  is  sought  to  remove  a  trade  mark  from  the  register  on  the  ground  of  its 
too  great  similarity  to  an  earlier  mark,  it  is  necessary,  when  comparing  the  two 
marks,  to  take  into  consideration  (1)  the  manner  in  which  blanks  left  in  the  earlier 
mark  as  registered  are  filled  in  in  practice  ;  (2)  the  manner  in  which  the  parts 
common  to  the  trade  are  arranged ;  (3)  the  opinion  of  the  trade  as  to  the  probability 
of  deception :  In  re  Christiansen,  3  P.  R.  54,  in  which  Lopes,  L.  J.,  said,  as  to  the 
second  point :  "  In  dealing  with  matters  which  are  common  to  the  trade,  I  thinli 
we  must  look  at  the  combination  of  those  different  matters  common  to  the  trade, 
their  collocation  and  arrangement,  and  if  we  find  things  that  are  common  to  the 
trade  all  inserted  in  a  similar  position,  in  a  similar  form,  and  in  similar  arrange- 
ments, so  as  to  make  the  whole  so  similar  as  to  be  calculated  to  deceive,  I  think  that  is 
enough."  As  to  the  third  point,  see  Mitchell  v.  Henry,  15  Ch.  D.  181.  It  is,  how- 
ever, necessary,  when  making  such  a  comparison,  to  deal  with  the  two  marks  on  the 
footing  that  both  will  be  fairly  used  (In  re  lambert,  6  P.  R.  344,  per  Cotton,  L.  J.  ; 
In  re  Kutnow,  10  P.  R.  401)  ;  and  it  is  not  a  ground  for  expunging  a  mark  that  a 
fraudulent  use  might  be  possible:  In  re  JFriffhf,  Crosslci/  &;  Co.,  15  P.  R.  131.  In 
considering  the  probability  of  deception,  the  length  of  time  during  which  a  mark 
has  been  on  the  register  is  material:  In  re  Talbot,  11  P.  R.  77.  And  see  notes  to 
§  72.  In  determining  whether  an  application  to  expunge  should  not  be  granted  if 
an  opposition  to  registration  would  have  been  successful,  two  things  ought  to  be 
considered  :  (1)  What  was  the  reason  of  the  delay  in  the  application  to  expunge  ; 
(2)  Has  there  been  any  substantial  injury  caused  to  the  respondent  through  the 
application  not  having  been  made  until  after  registration:  per  Romer,  J.,  in 
Eastman  Ihotographic  Materials  Co.  v.  Griffiths  Cycle  Co.,  15  P.  R.  105,  in  which  case 
a  mark  identical  with  a  previous  mark  but  registered  in  another  class  was  ordered 
to  be  removed  from  the  register  on  the  ground  that  an  opposition  to  registration 
would  have  been  successful  according  to  the  principles  laid  down  in  Eno  v.  I)unn, 
15  App.  Cas.  252. 
Cases  of  The  cases  in  which  marks  have  been  removed  from  the  register  are  numerous, 

removal.  and  the  grounds  of  removal  may  be  classified  as  follows :  — 

(i.)  Name  not  printed  in  a  distinctive  manner  {\  64  (1)  {a)) :  In  re  GianacUs,  6  P. 
R.  467  ("  Gianaclis  Cigarettes  ") ;  In.  re  Hannay,  7  P.  R.  46  ("  Hannay's 
Electroid  Anti-fouling  Composition  ")  ;  In  re  Edge,  8  P.  R.  207  ("Edge's 
Filtered  Blue  ")  ;  Fine  v.  Goodall,  (1892)  1  Ch.  42  ("  Pirie's  Parchment 
Bank"  note-paper). 
(ii.)  Device  not  distinctive,  being  in  common  use  in  the  trade  (§  64  (1)  (c))  ;  In 

re  Wragg,  29  Ch.  D.  551  (Syphon,  hand  and  glass), 
(iii.)  Words  not  distinctive  or  fancy  words,  being  in  conamon  use  in  the  trade 
(^  64  (1)  {c),  \  64  (3)):  In  re  Hyde  ^-  Co.,  7  Ch.  D.  724  ("Bank  of 
England"  sealing-wax);  In  re  Lloyd  £;  ^ons,  27  Ch.  D.  646  ("La 
Minerva  Habana  "  cigars);  Great  Tower  St.  Tea  Co.  v.  Smith,  6  P.  R. 
165  ("Tower  Tea"). 
(iv.)  Words  not  distinctive  or  fancy  words,  being  descriptive  (^  64  (1)  (r), 
§  64  (3)):  In  re  Palmer  (3),  24  Ch.  D.  504  ("Braided  Fixed  Stars" 
cigar-lights);  In  re  Harden  Star,  S,-c.  Co.,  Id.,  3  P.  R.  132  ("Hand 
Grenade  Fire  Extinguisher  ")  ;  In  re  Stock,  52  L.  T.  N.  S.  123  ("  Strath- 
more  "  whiskey);  In  re  Lerer,  Chitty,  J.,  Dec.  3rd,  1886,  following 
Lever  v.  Goodwin,   36  Ch.   D.    1    ("The  Self  Washer"   soap);  In  re 
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Yaughan- Jones,  North,  J.,  June  21st,  1884  ( "  Glenlivet "  wliiskey) :  In 
re  fou-qood  Bros.,  4  P.  R.  67  ("The  Jubilee  "  note-pajjer) ;  In  re  Ainslie, 
4  P.  R.  212  ("Ben-Ledi"  whiskey)  ;  In  re  lalng,  L.  J.  N.  of  C.  1887, 
p.  102  ("  Glengowrie  Blend  of  fine  old  HiRhland  Whiskey");  In  re 
Arbcuz,  35  Ch.  D.  248  ("  Gem"  air-guns) ;  In  re  Waterman,  39  Oh.  D. 
29  ("Eeversi"  game);  In  re  Ferry  Davis  cj-  Son,  5  P.  R.  333;  15 
App.  Cas.  316  ("Pain-Killer"  medicine);  In  re  Davis  ^-  Co.,  6  P.  R. 
207  ("Bokol"  beer);  Humphries  v.  Taylor  Drug  Co.  (2),  5  P.  R.  687 
("Herbalin"  medicine);  Great  Tower  St.  Tea  Co.  v.  Smith,  G  P.  R. 
165  ("Tower  Tea")  ;  Burlancl  #  Co.  v.  Broxburn  Oil  Co.,  Id.  (2),  42  Ch. 
D.  274  ("  Washerine"  soap)  ;  In  re  Vignier,  6  P.  R.  490  ("  Monobrut" 
champagne);  In  re  Batt  #  Co.,  6  P.  R.  493  ("The  Brymbo  Special" 
metal  goods);  In  re  Sannay,  7  P.  R.  46  ("Electroid"  anti-fouUng 
composition);  In  re  ApoUhiaris  Co.,  (1891)  2  Ch.  186,  231  ("  Apollin- 
aris,"  "  Friedrichshall "  and  "  Hunyadi  Janos  "  mineral  waters  and 
products)  ;  In  re  Edge,  8  P.  R.  207  ("  Filtered  Blue  ")  ;  I'irie  v.  Goodall, 
(1892)  1  Ch.  42  ("Parchment  Bank"  note-paper)  ;  In  re  Iloyd,  10  P.  R. 
281  ("Carnival"  cigarettes);  In  re  Talbot,  11  P.  R.  77("Emollio- 
lorum  "  saddle  paste) ;  In  re  Banks  i^-  James,  44  W.  R.  32  ("  Shakspere" 
cigars)  ;  In  re  Davis,  14  P.  R.  903  ("Compactum"  umbrellas)  ;  Meaby 
%  Co.  V.  Triticine,  Ld.,  15  P.  R.  1  ("  Triticumina "  food);  In  re 
Magnolia  Metal  Co.,  (1897)  2  Ch.  371,  391  ("Magnolia"  metal). 
(v.)  Words  not  being  words  ha\'ing  no  reference  to  the  character  or  quality  of 
the  goods  (§  64  (1)  (t-))  :  In  re  Edge,  8  P.  R.  207  ("Filtered  Blue  ")  ;  In 
re  Talbot,  11  P.  R.  77  ( "  EmoUiolorum  "  saddle  paste)  ;  In  re  Magnolia 
Metal  Co.,  (1897)  2  Ch.  371  ("Magnolia"  metal). 

(vi.)  Words  registered  as  old  mark,  but  not  used  as  a  trade  mark  ^^er  se  on  the 
goods  before  1875  (§  64  (3))  :  In  re  Palmer  (3),  24  Ch.  D.  504  ("  Braided 
Fixed  Stars  "  cigar-lights)  ;  In  re  Spencer,  3  P.  R.  73  ("  Diamond  Cast 
Steel  ") ;  In  re  Eayivard  S;  Sons.  54  L.  J.  Ch.  1003  ("Hayward's  Coker 
Canvas  ") ;  In  re  Perr>/  Davis  '^-  Son,  5  P.  R.  333  ;  15  App.  Cas.  316  ; 
("  Pain-Killer  Medicine ")  ;  In  re  Eno,  41  Ch.  D.  439  ("Fruit  Salt" 
medicine);  Thompson  v.  Montgomeru,  41  Ch.  D.  35  ("Stone  Ale"); 
In  re  Powell  (2),  (1893)  2  Ch.  388;  (1894)  A.  C.  8  ("Yorkshire  Relish"); 
In  re  Gordon  ^-  Dilworth,  13  P.  R.  629  ("Tomato  Catsup");  In  re 
Royal  Baking  Poivder  Co.,  14  P.  R.  425  (a  label  containing  the  words 
"  Royal  Baking  Powdei'"). 

(vii.)  Device  registered  as  old  mark  but  not  used  as  a  trade  mark  per  se  on  the 
goods  before  1875  [^  64  (3))  :  Baker  v.  Raivson,  45  Ch.  D.  519,  528.  In 
In  re  Huet,  Kekewich,  J.,  Dec.  6th,  1898,  the  mark  was  registered  with 
a  claim  of  user  of  183  years,  instead  of  three  years  or  less,  before  1875, 
and  was  expunged  on  that  account, 
(viii.)  Words  registered  as  old  mark,  but  used  descriptiTely  and  not  as  a  trade 
mark  (§  64  (3)):  In  re  leonard  #  Ellis,  26  Ch.  D.  288  ("Valvoline" 
oU)  ;  In  re  Harrison,  3IcGregor  ^-  Co.,  42  Ch.  D.  691  ("Albion  "  tools)  ; 
Richards  V.  Butcher  (2),  (1891)  2  Ch.  522  ("  Monopole "  champagne): 
In  re  Powell  (2),  (1894)  A.  C.  8  ("Yorkshire  Relish  "). 

(ix.)  A  mark  registered  for  goods  for  which  it  was  not  used  or  intended  to  be 
used  (§  65) :  Edwards  v.  Dennis,  30  Ch.  D.  454  ("Neptune"  brand  metal 
goods);  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186  (mark  for  Friedrichshall 
water)  ;  In  re  Batt  ^  Co.  (2),  (1898)  2  Ch.  432  (device  of  butterfly  for  food 
substances) . 
(x.)  Registered  proprietor  caiTying  on  no  business  (Rules  of  1876,  now  repealed) : 
In  re  Ralph,  25  Ch.  D.  194  ("  Homewasher  "  machine). 

(xi.)  Marks  registered,  though  too  similar  to  earlier  marks  (§§  69,  72)  :  In  re 
Barker  ^-  Son,  53  L.  T.  N.  S.  23  (a  sporting  scene  in  each  case)  ;  In  re 
Christiansen,  3  P.  R.  54  (match-box  labels)  ;  In  re  Hay  ward  &;  Sons,  54 
L.  J.  Ch.  1003  ("  Hayward's  Coker  Canvas")  ;  In  re  Mctcnlf,  31  Ch.  D. 
454  ("Milkmaid"  brand  and  "Dairymaid"  brand  condensed  milk); 
In  re  Biegel,  4  P.  R.  525  (three-triangle  devices  for  beer)  ;  In  re  Vignier, 
6  P.  R.  490  ("  Monopole"  and  "  Monobrut"  champagne) ;  In  re  Batt 
^-  Co.,  6  P.  R.  493  ("Brymbo"  and  "The  Brymbo  Special"  metal 
goods)  ;  In  re  La  Societe  Anonyme  des  Verreries  ele  V Etoile,  (1894)  2  Ch. 
26  (the  device  of  a  star  and  the  words  "  Red  Star  Brand  "). 
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(xii.)  A  mark  identical  with  previous  mark,  but  registered  in  another  class,  it 
being  proved  that  the  later  mark  was  calculated  to  deceive  (§§  65,  69, 
72) :  Eastman  Photo(jraphic  Materials  Co.  v.  Griffiths  Cycle  Co.,  15  P.  R.  105 
("Kodak"  for  cameras  and  for  cycles), 
(xiii.)  Marks  inherently  deceptive  (§  73)  :  In  re  Hayward  ^-  Sons,  54  L.  J.  Ch. 
1003  ("  Sole  Makers  Extra  Coker"  canvas);  JFoodY.  Lambert,  32  Ch.  D. 
247  ("Eton"  cigarettes,  made  in  Loudon,  but  used  with  addresses  in 
St.  Petersburg  and  Constantinople)  ;  Jn  re  Apollinaris  Co.,  (1891)  2  Ch. 
186,  233  ;  In  re  Wills  (2),  (1893)  2  Ch.  262 {words  "Trade  Mark"  used 
deceptively)  ;  In  re  Hill,  10  P.  R.  113  ("Forrest"  watches  registered  by 
a  person  having  no  connection  with  "Forrest"  a  London  watchmaker), 
(xiv.)  Mark  registered  by  servant  of  owner :  Ex  parte  Lawrence  Bros.,  44  L.   T. 

N.  S.  98  (mark  for  printers'  rollers), 
(xv.)  Marks  belonging  to  foreign  producer  registered  by  importer :  In  re  Apolli- 
naris Co.,  (1891)  2  Ch.   186    (marks  for  Apollinaris,  Friedrichshall  and 
Hunyadi  Janos  mineral  waters  and  products)  ;    In  re   Euroj^ean  Blair 
Camera  Co.,  13  P.  R.  600  ("Bull's-Eye"  cameras). 
In  some  of  the  above  cases  the  marks  were  not  absolutely  expunged,  but  some 
lesser  step  was  taken  :  but  in  In  re  Hill,  10  P.  R.   113,  Chitty,  J.,   considering  the 
mark  as  a  wdiole  to  be  dishonest,  ordered  the  whole  mark  to  be  expunged,  although 
part  of  it  was  not  objected  to.     Where  a  trade  mark  has  been  wrongly  registered, 
it  may  be  expunged  forthwith,  without  waiting  for  the  trial  of  an  action  to  meet 
■which  the  application  is  made :  In  re  Gianaclis,  6  P.  R.  467.     Five  years'  registra- 
tion is  no  bar  to  the  removal  of  the  mark  :  Edwards  v.  Dennis,  30  Ch.  D.'454.     And 
see  cases  in  note  to  §  76. 

Applications  for  rectification  were  refused  on  various  grounds  in  the  following 
cases :  In  re  Riviere,  53  L.  T.  N.  S.  237  ;  ilouson  ^-  Co.  v.  Boehm,  26  Ch.  D.  398  ; 
In  re  Chorlton  and  Bugdale,  53  L.  T.  N.  S.  337  ;  In  re  James,  33  Ch.  D.  392  ;  In  re 
Talbot,  3  P.  R.  276  ;  In  re  Lambert,  6  P.  R.  344  ;  In  re  B.  Edrjington,  Ld.,  6  P.  R. 
513  ;  Barlow  <$•  Jones,  Ld.  v.  Johnson  6f  Co.,  7  P.  R-  395  ;  In  re  Densham,  (1895)  2  Ch. 
176 ;  In  re  Holt,  (1896)  1  Ch.  711  ;  In  re  Borril  T.  31.,  (1896)  2  Ch.  600  ;  Rowland 
V.  Michell,  (1897)  1  Ch.  71  ;  Cowie  v.  Herbert,  14  P.  R.  436  ;  In  re  Wright,  Crossley 
^  Co.,  15  P.  R.  131,  377;  In  re  Clement  ^  Cie.,  16  P.  R.  173;  Freeman  Bros.  v. 
Sharpe  Bros,  cj-  Co.,  16  P.  R.  205. 

In  In  re  Palmer  (2),  22  Ch.  D.  88;  w^hen  the  Court  of  Appeal  had  decided  that  the 
fact  of  five  years'  registration  was  not  a  legal  bar  to  an  application  to  expunge  a 
mark,  they  refused  to  stay  the  hearing  of  the  case  with  the  evidence  till  after  the 
determination  by  the  House  of  Lords  of  an  appeal  from  their  decision  on  the  point 
of  law.  It  seems  that  an  appeal  from  a  decision  upon  an  application  for  the 
removal  of  a  ti'ade  mark  from  the  register  will  not  be  treated  as  an  interlocutory 
appeal,  but  that  the  case  must  be  heard  by  three  judges:  In  re  Ririo-e  Sf  Co.,  26 
Ch.  D.  48  ;  In  re  Leonard  ^-  Ellis,  ib.  288.  Where  a  mark  is  registered  in  the  name 
of  a  domiciled  Scotchman,  it  has  been  held  in  Scotland  that  the  Scotch  Courts  have 
jurisdiction  to  order  its  removal :  Cowie  v.  Herbert,  14  P.  R.  436.  On  the  other 
hand,  it  has  been  held  in  Ireland  that  the  Irish  Courts  have  no  jurisdiction  to  order 
any  alteration  or  rectification  of  the  register  of  trade  marks,  that  being  a  special 
jurisdiction  conferred  on  the  High  Court  in  England:  Bayer  v.  Connell,  (1897)  1 1.R. 
544.     And  see  note  to  §  1 1 1 . 

For  Australian  cases  of  removal  from  the  register,  see  In  re  Rowley  ^-  Pyne,  9 
V.  L.  R.  (L.)  307,  in  which  R.  &  P.  had  used  a  device  of  a  horse  and  groom  for 
twenty  years,  and  D.  and  his  predecessor  in  business  had  used  a  device  of  a  horse 
alone  for  twelve  years,  and  then  R.  &  P.  adopted  and  registered  a  device  of  a  horse 
alone,  and  it  was  removed  from  the  Victorian  register  on  D.'s  ajiplication  ;  Harris 
V.  Oyg,  5  N.  S.  W.  Rep.  (E.)  114,  in  which  a  mark  which  had  been  registered  by  a 
person  who  had  not  used  it,  was  removed  from  the  New  South  Wales  register  on 
the  application  of  a  person  who  had  long  done  so.  In  re  Hieks,  22  V.  L.  R.  636,  in 
which  a  trade  mark  was  removed  from  the  Victorian  register  upon  similar  grounds  ; 
and  National  Starch  Manufacturing  Co.  v.  Munn'' s  Patent  Maizena  (J  Starch  Co.,  13 
N.  S.  W.  R.  (E.)  101;  (1894)  A.  C.  275,  in  which  the  name  "Maizena"  was 
removed  from  the  New  South  Wales  register  on  the  ground  that  it  had  become 
Rectification     pnblici  juris  at  the  date  of  registration. 

by  varying.  {g)  The  register  has  been  rectified  by  varying  an  entry  in  the  following  ways  :— 

(i.)  By  restricting  the  goods  for  which  the  mark  is  registered  :  Edwards  v. 
Dennis,  30  Ch.  D.  454  ;  In  re  Metcalf,  31  Ch.  D.  454  ;  In  re  Banks  cj- 
James,  12  P.  R.  333  ;  In  re  Bntt  #  Co.  (2),  (1898)  2  Ch.  432. 
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(ii.)  By  striking'  some  part  of  the  mark  out  of  it :  In  re  SfocJ:,   52  L.   T.  N.  S. 
123  (word  "Strathmore"  struck  out  of  a  whiskey  mark);  Inrc  J'uughan- 
Jones,  North,  J.,  June  21st,   1884    (word   "Glenlivet"   struck  out  of  a 
whiskey  mark)  ;  In  re  Biegel,  4  P.  R.   525  (three -triangle  device  struck 
out  of  a  beer  niark).    And  see  Burland  ^'  Co.  v.  Broxburn  Oil  Co.,  Id.  (2), 
42  Ch.  D.  274. 
(iii.)  By  causing  a  partial  disclaimer  to  be  entered  on  the  register,  as  in  In  re 
Leonardt,  Dig.  GIO  ;  In  re  Mitchell  (2),  Dig.  611  ;  In  re  Hubhuck,  Jessel, 
M.  R.,  June  20th,  1879  ;  In  re  Kuhn  cj-  Co.,  53  L.  J.  Ch.  238  ;  In  re 
Johnson,  Philpott  (^-  Co.,  North,  J.,  Feb.  21st,  188S;  Ilumphries  %  Co.  v. 
Taylor  Brug  Co.  (2),  59  L.  T.  N.  S.  820  ;  Burland  S;  Co.  v.  Broxburn  Oil 
Co.,  Ld.  (2),  42  Ch.  D.   274;  Baker  v.   Bauson,   45  Ch.  D.   519,   534; 
In  re  Edge,  8  P.  P.  207  ;  In  re  Steel,  Chitty,  J.,  Jan.  r2th,  1893  ;  In  re 
TJiompson,  13  P.  P.  35.     See  notes  to  \\  72  and  74. 
(iv.)  By  directing  an  altei-ation  in  the  name  of  the  registered  proprietor.     It  is 
however,  very  questionable  whether  this  can  be  done,  and  when  regis- 
tration has  been  effected  in  accordance  with  the  application,  but  the 
application  was  wrong  in  some  respect,  it  seems  that  the  Court  will 
amend  the  register  by  expunging  the  entry,  but  not  by  varying  it  so 
as  to  make  the  registration  stand  in  another  name.     Thus  Hall,  V.-C, 
said,  in  In  re  Ward,  Sttirt  S;  Sharp,  50  L.  J.  Ch.  347:    "  I  cannot  rectify 
the  register  where  no  error  has  been  committed.     The  term  '  rectifica- 
tion '  is  only  aj^plicable  to  cases  in  which  there  has  been  some  mistake  or 
error  in  the  registration.     In  other  cases  the  applicant  must  follow  the 
course  laid  down  for  cases  of  assignment  or  transmission."     So  in  Ex 
parte  Lawrence  Bros.,  44   L.   T.    N.   S.    98,   Jessel,    M.  P.,   expunged 
the  entry,  and  left  the  rightful  owners  of  the  mark  to  make  a  fresh 
application  in  their  own  names.     So  in  In  re  Eariiia  (4),  44  D.   T.  N.  S. 
99,  he  directed  administration,  to  be  taken  out  to  the  estate  of  the  deceased 
registered  proprietor,  and  the  administrator,  when  appointed,  to  assign 
to  the  rightful  proprietor.     In  In  re  Rust  iS;  Co.,  44  L.  T.  N.  S.  98,  how- 
ever, the  same  learned  judge  allowed  a  mark  to  be  transferred  from  the 
name  of  an  individual  member  of  a  iii-m,  stated  to  be  trading  under  the 
name  of  tlie  firm,  into  the  names  of  all  the  partners  trading  under  the 
name  of  the  firm.     It  appears  to  have  been  thought  by  Jessel,  M.  P., 
in  Ex  parte  Lawrence  Bros.,  44  L.   T.  N.  S.  98,   that  it  might  not  be 
impossible  for  the  Court  to  transfer  a  registration  from  one  name  into 
another,  if  the  registered  proprietor  has  registered  another's  trade  mark 
in  his  own  name  when  he  was  actually  employed  by  the  true  owner  to 
register  it  for  him,  and  was  so  the  agent  and  trustee  for  the  other.     In 
that  case  there  was  no  agency,  and  no  such  order  was  made  ;  but  in 
In  re  Australian  Wine  Co.,  Ld.,  61  L.  T.  N.  S.  427,  where  the  sole  con- 
signee in  England  of  the  wine  from  certain  Australian  vineyards  had 
registered  the  name  of  the  vineyards  as  his  own  trade  mark,  but  intend- 
ing it  to  be  for  the  benefit  of  the  owner  of  the  vineyards,  an  order 
transferring  the  mark  into  the  name  of  the  owner  of  the  vineyards  was 
made.     In  In  re  Riviere,   53  L.  T.  N.  S.  237,  however,  the  Court  of 
Appeal  seems  to  have  been  decidedly  of  opinion  that  such  an  order  could 
not  be  made,  and  Cotton,  L.  J.,  said  :    "In  my  opinion,  whatever  might 
be  the  result  of  the  application  to  strike  the  name  of  the  French  firm  off 
the  register,  the  other  application  ought  not  to  be  granted.     Witliout 
saying  that  it  is  impossible  to  grant  such  an  apjjlication  as  this  in  any 
case  where  one  person  is  improperly  on  the  register,  and  another  person 
who  is  entitled  to  the  trade  mark  wishes  to  be  put  on,  yet,  as  a  rule 
(and  I  do  not  know  a  case  where  there  would  be  an  exception),  when 
any  one  applies  in  the  fii'st  instance  to  be  jmblicly  registered  as  the 
proprietor  of  a  trade  mark,  the  requirements  of  the  Act  and  Pules  as  to 
issuing  advertisements  and  otherwise  ought  to  be  complied  with.     For 
there  may  be  cases — and  I  can   imagine  them — where,    although  the 
person  applying  to  strike  a  name  off  the  register  may  bo  entitled  to  say, 
as  against  the  person  on  the  register,  that  he  is  improperly  registered  as 
owner  of  the  trade  mark,  yet  there  may  be  persons,  not  present  at  the 
litigation,  who  have  a  right,  as  against  the  applicant,  to  rectify  the 
reg'ibter,  and  to  say  that  such  applicant  is  not  liimself  entitled  to  be  there 
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so  as  to  prevent  such  third  person  from  using  the  mark.  T  have  thought 
it  right  to  express  my  opinion  on  that  part  of  the  case  at  once."  And 
Lindlty,  L.  J.,  added  :  "If  the  appUcants  had  succeeded  in  making  out 
a  case  to  remove  the  name  of  Riviere  &  Co.,  I  do  not  think  they  would 
have  been  entitled  to  have  themselves  registered  in  respect  of  this  mark. 
I  think  Mr.  StirUng's  observation  is  conclusive— that  they  could  not 
have  registered  anew  in  respect  of  the  old  mark  without  advertising  and 
taking  the  other  steps  required  by  the  Act  and  Rules.  I  say  that  on 
behalf  of  the  public."  The  same  view  was  taken  independently  by 
Kay,  J.,  in  In  re  Kingaford  ^-  Son,  6  P.  R.  413.  The  most  expedient 
course  to  adopt  in  such  cases,  where  the  jDarties  are  friendly,  is  indicated 
by  the  case  of  In  re  Wellcome,  32  Ch.  D.  213,  where  an  agent  had  regis- 
tered his  foreign  principal's  mark  in  his  own  name,  but  for  the  benefit 
of  the  principal,  and  subseqiiently  assigned  the  trade  mark  to  the 
principal,  and  it  was  held  that  the  assignment  was  an  assignment  in 
connection  with  the  goodwill,  within  \  70,  and  ought  to  be  registered. 
A  similar  course  was  directed  by  Stirling,  J.,  following  In  re  Farina  (4), 
44  L.  T.  N.  S.  99,  and  distinguishing  In  re  Rust  cV  Co.,  44  L.  T.  N.  S. 
98,  in  In  re  Greenlecs,  9  P.  R.  93,  where  a  member  of  a  firm  had 
erroneously  registered  the  mark  of  the  firm  in  his  own  name,  the  Court 
expressing  its  opinion  that  the  comptroller  ought  to  register  the  assign- 
ment. A  very  special  order  was  made  in  In  re  Arril,  Stirling,  J., 
April  20th,  1888,  in  which  persons  to  whom  the  registered  proprietor  of 
a  trade  mark  had  assigned  her  business  and  goodwill,  with  the  right  to 
use  the  trade  mark,  all  for  a  limited  period  of  six-and-a-quarter  years, 
at  the  end  of  which  period  those  rights  were  to  revert  to  her,  procui-ed 
themselves  to  be  registered  as  the  proprietors  of  the  trade  mark  in  siic- 
cession  to  their  assignor ;  but,  on  her  making  complaint,  they  applied 
to  the  Court  to  restore  the  register  to  its  previous  condition,  and  it  was 
accordingly  ordered  that  the  register  should  be  rectified  by  removing  their 
names  as  subsequent  proprietors  of  the  mark  and  re-entering  the  name  of 
the  original  proprietor.  In  In  re  Taiint  I'lnmhago  Crucible  Co.  (2),  7  P.  R. 
282,  two  trade  marks  were  registered  in  1879asthe  property  of  the  Patent 
Pltmibago  Crucible  Co.,  an  unregistered  company.  In  1882  the  Company 
assumed  the  name  of  "The  Morgan  Crucible  Co.,"  and  in  1890  the 
marks  were  allowed  to  be  transferred  into  the  name  of  "  The  Morgan 
Crucible  Co.,  formerly  trading  as  the  Patent  Plumbago  Crucible  Co." 
And  this  case  has  been  followed  by  Kekewich,  J.,  in  In  re  Burgon  ^ 
Wilkinson,  40  Sol.  J.  3o6  ;  but  the  proprietor  being  in  that  case  a 
registered  company,  the  learned  judge  held  that  the  words  "  originally 
called"  should  be  substituted  for  the  words  "formerly  trading  as." 
The  decision  of  Stirling,  J.,  has,  however,  been  questioned  by  North,  J., 
in  In  re  New  Ormonde  Cycle  Co.,  13  P.  R.  475,  from  which  it  seems  that 
where  a  registered  proprietor  changes  his  name  the  application  should 
be  made  under  §  87,  which  see.  In  America  a  partner  who  registered 
in  his  own  name  a  trade  mark  of  the  fii-m  was  ordered  to  assign  to  his 
partner  an  equal  interest  in  it :  Tcnjlor  v.  liotJixn,  5  Sawy.  584. 
"When  a  trade  mark  has  been  improperly  registered,  the  register  will  be  rectified 
on  an  application  by  a  person  aggrieved,  even  though,  by  reason  of  a  change  in  the 
circumstances,  or  by  the  coming  into  operation  of  a  new  Act  of  Parliament,  the 
registration  might  be  immediately  renewed,  seeing  that  the  pubhc  must  have  an 
opportunity  of  opposing  the  new  application  :  In  re  Apollinaris  Co.,  (1891)  2  Ch. 
186,  231.     Compare  In  re  Riviere,  53  L.  T.  N.  S.  237. 

(//)  It  has  been  held  that  opposed  applications  for  the  registration  of  trade  marks 
are  not  within  this  section,  and  that  the  Court  has  no  jurisdiction  to  give  a  suc- 
cessful opponent  his  costs  of  the  proceedings  in  the  Registry  Office  :  In  re  Australian 
Wine  Importers,  Id.,  41  Ch.  D.  278  ;  following  In  re  Brandreth,  9  Ch.  D.  618.  As 
to  the  costs  of  applications  to  remove  marks,  see  Chap.  VII.  sub  fine.  Where 
the  comptroller  is  served  with  notice  of  the  application,  as  he  now  must  be 
(Rule  49),  and  appears,  his  costs  are  usually  ordered  to  be  paid  by  the  unsuccessful 
party. 

(i)  See  Rule  46  and  Form  N.  in  the  Second  Schedule.  The  order  is  to  be  carried 
into  effect  by  the  comptroller  (Riile  46),  and  to  be  made  public,  if  he  thinks  fit 
(Rule  50). 
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91.  The  comptroller  may  («),  on  request  in  writing',  accompanied  by  Power  for 
the  preacribed  fee  {b),—  comptroller 

(a.)  Correct  any  clerical  error  (c)  in  or  in  connection  with  an  appli-    ?  ^?^^^'^'^ 
cation  for  a  patent,   or  for  registration  of  a  design  or  trade 
mark  ;  or 

(b.)  Correct  any  clerical  error  (c)  in  the  name,  style  or  address  of 
the  registered  proprietor  of  a  patent,  design,  or  trade  mark. 

(c.)  Cancel  the  entry  or  part  of  the  entry  of  a  trade  mark  on  the 
register  (r/)  :  Provided  that  the  applicant  accompanies  his 
request  by  a  statutorj-  declaration  made  by  himself,  stating  his 
name,  address,  and  calling,  and  that  he  is  the  person  whose 
name  appears  on  the  register  as  the  proprietor  of  the  said 
trade  mark  (e). 
[(d.)  Permit  an  applicant  for  registration  of  a  design  or  trade  mark 
to  amend  his  application  by  omitting  any  j^articular  goods  or 
classes  of  goods  in  connection  with  which  he  has  desired  the 
design  or  trade  mark  to  be  registered.] 

The  amendment  in  this  section  was  made  by  §  24  of  the  Act  of  1888. 

(a)  In  addition  to  the  powers  given,  by  this  section,  the  comptroller  has  authority, 
under  Rule  48,  to  alter  in  the  register  the  address  of  the  proprietor  of  a  trade  mark 
(see  Form  M),  and,  under  Rule  54,  to  allow  amendments  of  documents. 

(A)  By  the  Pirst  Schedule  the  fee  for  altering  address,  or  allowing  correction  of 
a  clerical  error,  or  cancelling  the  whole  or  part  of  an  entry,  or  permitting  amend- 
ment, is  5s. 

(c)  For  form  of  request,  see  Porm  Q. 

{d)  This  conies  from  the  old  rules.  Por  form  of  application  for  cancellation,  see 
Porm  O.  In  In  re  Lysnglit,  Dig.  623,  a  registration  for  all  the  goods  in  Class  5 
was,  on  application  by  the  proprietor,  corrected  by  limitation  to  galvanized  sheet 
iron  only.  In  Ex  parte  Sales,  PoUard  cj'  Co.,  Dig.  620,  the  registered  prof)rietors  of 
a  trade  mark  for  snuff,  consisting  of  the  letters  "  S.  P.,"  the  initials  of  their  firm, 
discovered  that  that  mark  had  been  for  many  years  in  common  use  in  the  snuff 
trade,  though  used  originally  by  themselves,  and  procured  the  cancellation  of  the 
registration . 

{e)  See  Rule  61,  and  for  form  of  declaration  see  Porm  P. 

92. — (1.)  The  registered  proprietor  of  any  registered  trade  mark  Alteration 
may  apply  to  the  Court  for  leave  to  add  to  or  alter  (a)  such  mark  in  of  registered 
any  particular,  not  being  an  essential  particular  (5)  within  the  mean-  '^^^'^• 
ing  of  this  Act,  and  the  Court  may  refuse  or  grant  leave  on  such 
terms  as  it  may  think  fit. 

(2.)  Notice  of  any  intended  application  to  the  Court  under  this 
section  shall  be  given  to  the  comptroller  by  the  applicant  (c) ;  and  the 
comptroller  shall  be  entitled  to  be  heard  on  the  application. 

(3.)  If  the  Court  grants  leave,  the  comptroller  shall,  on  proof 
thereof  {d)  and  on  payment  of  the  prescribed  fee  (e),  cause  the  register 
to  be  altered  in  conformity  with  the  order  of  leave. 

(ff)  This  section  is  taken  from  the  old  rules. 

(/;)  Por  what  is  an  "essential  particular,"  see  §  64,  supra.  The  alteration  of  a  Alteration  of 
mark  in  non-essential  respects  does  not  deprive  a  mark  of  the  benefit  of  the  jperiod  trade  marks, 
of  iiser  before  the  alteration  :   In  re  Bryfurl:  ^'  31<nj,  Id.,  4  Times  L.  R.  675. 

An   important  question  which  was  raised  for  the  first  time  in  1891,  after  the   Old  Marks. 
registration  system  had  been  in  operation  for  sixteen  years  or  thereabouts,  and  after 
many  orders  had  been  made  by  the  Court  by  wliich  alterations  of  various  kinds  in 
old  marks,  i.e.,  marks  originally  used  before  the  date  of  the  Act  of  1875,  were 
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allowed,  is  how  far,  if  at  all,  the  provisions  of  this  section  authorize  the  alteration 
of  old  marks.  In  In  re  Phillips,  (1891)  3  Ch.  139,  it  seems  to  have  been  suggested  by 
Chitty,  J.,  that  old  marks  ought  to  remain  on  the  register  in  the  precise  form  in 
which  they  had  been  originally  used  ;  and  in  I/i  re  Aflams,  9  P.  R.  174,  and  Li  re  Henri/ 
Clay  %  Bock  ^-  Co.,  (1892)  3  Ch.  540,  the  same  view  has  been  taken  by  Kekewich,  J. 
It  is,  however,  to  be  noticed  that  the  nature  of  the  alteration  desired  in  these  cases, 
or,  at  all  events,  in  the  first  two  of  them,  was  very  serioiis,  and  might  have  had 
the  effect  of  making  a  good  mark  out  of  a  bad  one,  while,  in  the  first  case,  it 
certainly  woidd  have  resulted  in  depriving  the  public  of  the  indication  of  a  restricted 
claim  which  previously  existed,  and  this  was  pointed  out  by  Chitty,  J.,  in  the  case 
referred  to.  From  the  list  of  orders  given  below  it  will  be  seen  that  Chitty,  J.,  has 
allowed  alterations  of  old  marks  iu  many  cases,  and  Kekewich,  J.,  in  a  few,  so  that 
it  may  perhaps  be  considered  that  the  observations  made  in  the  cases  above  cited 
were  intended  to  have  special  reference  to  the  cases  then  before  the  Court,  in  which 
the  alteration  would  have  materially  altered  the  marks  there  in  question.  This 
much  is  clear,  that  neither  in  §  92  itself,  nor  in  Rule  35  of  the  Rules  under  the  Act 
of  187o,  from  which  this  section  is  taken,  is  the  power  of  the  Court  to  permit 
alterations  restricted  in  any  way  to  new  marks,  that  the  great  bulk  of  the  marks  to 
which  the  rule  was  applicable  when  it  was  made  in  187o  were  old  marks,  and  that, 
as  a  matter  of  fact,  the  majority  of  the  instances  in  which  alterations  were  allowed, 
at  all  events,  down  to  a  comparatively  recent  date,  occurred  vrith  reference  to  old 
marks.  The  old  mark  must,  no  doubt,  be  registered  precisely  as  used,  but  when 
the  mark  has  once  been  properly  registered  the  Court  has  fidl  power  to  permit 
it  to  be  altered  in  non-essential  particulars  if  the  case  appears  to  be  a  proper  one 
for  such  an  indulgence.  It  is  suggested  that  the  true  principle  is  that  no  mark, 
Avhether  old  or  new,  should  be  allowed  to  be  altered  where  the  alteration,  whether 
in  a  technically  '•  essential  particular"  or  not,  would  materially  alter  the  nature  or 
appearance  of  the  mark,  or  make  a  good  mark  out  of  a  bad,  or  possibly  bad,  one  ; 
but  that  when  the  proposed  alteration  is  not  open  to  such  an  objection  there  is  no 
reason  why  the  Court  should  not  allow  the  alteration  if  it  thinks  fit,  whether  the 
mark  be  old  or  new. 
Classes  of  The   Trade  Marks  Journal  contains  niunerous  instances   of  announcements  of 

alterations.  alterations  in  registered  trade  marks  authorized  by  the  Court,  and  a  list  of  them  is 
given  at  p.  380,  distinguishing  them  as  they  refer  to  old  and  new  marks  respectively. 
In  two  or  three  cases  the  orders  refeiTed  to  do  not  appear  to  have  been  advertised  in 
the  Trade  Marks  Journal,  the  reason  being  that  the  applicants  remained  content 
with  obtaining  their  orders  and  omitted  to  notify  them  to  the  office,  so  that  the 
register  has  de  facto  continued  unaltered.  In  the  earlier  years  the  registrar  or 
comptroller  was  not  represented  on  these  applications,  but  it  ought  hardly  to  be 
assumed  that  the  orders  were  made  without  jjroper  consideration  on  that  account. 

It  seems  convenient  to  classify  the  orders  made  under  the  headings  :  (1)  Altera- 
tions in  the  name  or  initials  appearing  on  the  mark  ;  (2)  alterations  in  respect 
of  the  word  "limited"  or  abbreviations  of  it;  (3;  alterations  in  respect  of  the 
words  "patent  "  or  "  trade  mark  "  on  the  mark  ;  (4)  other  alterations  in  respect  of 
wording,  type,  &c.,  appearing  on  the  mark  ;  to  w-hich  may  be  added  (5)  alterations 
made,  not  in  the  mark  itself,  but  in  the  name  of  the  registered  proprietor  of  the 
mark. 
Alterations  in  In  several  cases  it  has  happened  that  a  registered  mark  has  contained  the  name 
name  on  of  the  proprietor  of  the  mark,  but  that,  on   account  of  a  subsequent  change  of 

mark.  owTiership,  it  has  become  desirable  that  the  name  ia  the  mark  should  be  changed  so 

as  to  correspond  with  the  altered  circumstances,  and  in  such  cases  the  Court  has 
usually  allowed  the  change  to  be  made.  Thus,  in  In  re  I)ewhm\st,  Februarv  23rd, 
1878,  March  19th,  1880,  and  July  9th,  1880,  Jessel,  M.  R.,  allowed  a  number  of 
marks  in  the  cotton  classes  to  be  altered  by  substituting  the  names  of  the  new 
proprietors  for  the  names  of  the  fonner  proprietors,  "Alexander  ColHe  &  Co."  and 
"  Balfoiir,  Heugh  &  Co."  But  in  one  of  these  cases,  in  which  the  name  of  the 
former  proprietor  was  printed  in  the  form  of  a  signature,  so  as  to  constitute  an 
essential  particular,  the  Master  of  the  Rolls  refused  to  aUow  the  alteration.  See 
alsoi«  re  Murphy  ^Co.,  7  P.  R.  163.  In  In  re  Board,  Mar.  -loth,  1881,  Jessel,  M.  R., 
allowed  the  registered  proprietors  of  a  mark  for  beer  which  contained  a  former 
name  of  their  firm,  "  Swaine,  Boord  &  Co.,"  in  ordinary  type,  to  remove  the  name 
from  the  mark,  leaving  the  space  vacant,  and  to  add  a  note  to  the  registration 
stating  that  the  name  of  the  person  or  firm  for  the  time  being  entitled  to  the  mark 
might,  in  practice,  be  inserted  in  the  blank  space.     See,  however,  In  re  Brotcn,  11 
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p.  R,  365.  Again,  in  In  re  Bass,  Ratcliff  ^  Gretton,  Ld.,  July  21st,  1882,  Chitty,  J., 
allowed  the  name  of  the  above  company  to  be  substituted  for  "Bass  &  Co.,"  and  in 
In  re  Jloeller  ^-  Schreiber,  Mar.  7th,  1888,  Kay,  J.,  allowed  the  initials  of  the  existing 
firm,  "  M.  &  S.,"  to  be  substituted  for  other  initials.  The  above  were  all  old 
marks,  and  the  same  was  the  case  in  In  re  KirJcpatrick,  Chitty,  J.,  Feb.  21st,  1890, 
and  In  re  Broun,  Stirling,  J.,  11  P.  R.  365.  In  In  re  Henry  Clay  ^'  Bock  ^-  Co., 
(1892)  3  Ch.  540,  however,  an  old  mark  was  not  allowed  to  be  altered  by  substi- 
tuting the  name  of  the  new  proprietors  for  the  initials  of  the  former  owners. 
In  the  case  of  new  marks  alterations  have  also,  in  various  instances,  been  autho- 
rized to  be  made  in  the  name  or  initials  on  the  mark.  Thus,  by  substituting 
"  N.  W.  T.  S.  A.,  Ld."  for  "A.  J.  S.  &  Co.,  Ld."  :  In  re  National  Wholesale  Tea 
Supply  Association,  Id.,  10  P.  R.  164;  "  Stockowners'  Meat  Company,"  for 
' '  Graziers'  Meat  Export  Company ' ' :  In  re  Stockowners'  Meat  Company  of  New  South 
Wales,  14  P.  R.  7o3.     And  see  list  below. 

In  In  re  Guinness,  Son  ^-  Co.,  Ld.,  5  P.  R.  316,  the  firm  of  Arthur  Guinness,  Son  &  Alterations 
Co.  had  registered  an  oval  label  bearing,  with  other  words  and  a  device  of  an  Irish  in  respect 
harp,  the  printed  signature  "Arthur  Guinness,  Son  &  Co.,"  and  the  goodwill  of  word 
having  been  subsequently  assigned  to  a  limited  company  called  "  Arthur  Guinness,  "  Limited." 
Son  &  Co.,  Ld.,"  leave  was  given  to  alter  the  registered  trade  mark,  which  was  an 
old  one,  by  adding  the  word  "Limited"  in  ordinary  type,  beneath  the  signature. 
The  addition  of  the  word  "Limited"  has  in  many  similar  cases  been  since  permitted, 
the  addition  being  sometimes  made  to  a  printed  signature,  as  in  In  re  Burke,  W.  N. 
1891,  p.  2,  but  more  frequently  to  a  name  in  ordinary  print ;  and  in  In  re  Bryant  ^• 
May,  Id.,  4  Times  L.  R.  675,  Stirling,  J.,  said  that  such  leave  would  be  given  as  a 
matter  of  course.  Im  In  re  Adshcad,  Kekewich,  J.,  Nov.  25th,  1892,  the  addition 
permitted  was  "&  Co.,  Ld.,"  and  in  several  cases  the  abbreviation  "Ltd."  or 
"  Ld."  has  been  sanctioned,  e.g..  In  reind,  Coope ^  Co.,  Id.,  Stirling,  J.,  June  22nd, 
1888;  In  re  Younger,  Stirling,  J.,  June  22nd,  1888;  In  re  Macintosh,  Stirling,  J., 
Nov.  29th,  1889;  In  re  Foster,  Chitty,  J.,  July  25th,  1890,but  more  recently  Stirling,  J., 
has  expressed  himself  unwilling  to  allow  the  addition  of  the  word  "Limited"  in 
the  form  of  any  abbreviation,  preferring  that  it  should  be  printed  at  full  length  : 
In  re  Robert  Barter  ^-  Co.,  W.  N.  1895,  p.  102  ;  In  re  Eayward,  13  P.  R.  729.  The 
objection  seems  to  have  been  founded  on  the  supposition  that  the  wish  for  the  addi- 
tion proceeded  from  a  desire  to  comply  with  the  provisions  of  §  42  of  the  Companies 
Act,  1862,  which  does  not  provide  for  the  use  of  any  abbreviation  of  the  word. 
It  seems,  however,  reasonably  clear  that  this  section  of  the  Companies  Act  has  no 
application  to  the  case  of  a  trade  mark,  and  if  a  company  is  desirous  of  using  a 
trade  mark  which  had  been  used  by  the  firm  which  preceded  it  in  business,  but 
with  the  addition  of  "  Ld.,"  there  seems  to  be  no  reason  in  law  why  it  .should  not 
do  so.  Then,  if  it  wishes  to  have  the  registration  altered  so  as  to  correspond  with 
the  actual  form  in  which  the  mark  is  lawfully  used,  it  is  not  very  easy  to  see  what 
substantial  objection  there  can  be  to  it.  On  the  occasions  of  the  alteration  of  the 
marks  in  In  re  Ind,  Coope  if-  Co.,  Id.,  Stirling,  J.,  June  22nd,  1888  ;  In  re  Younqcr, 
Stirling,  J.,  June  22nd,  1888  ;  and  In  re  Orlando  Jones  %  Co.,  12  P.  R.  278,  the  further 
addition  was  permitted  of  the  words  "This  label  is  issued  only  by  '  Ind,  Coope 
&  Company,  Limited,'  or  '  Wm.  Younger  &  Co.,  Limited,  Brewers,  Edinburgh,' 
or  '  Orlando  Jones  &  Co.,  Lim.'  "  In  In  re  Jones  ^-  Co.,  Chitty,  J.,  July  20th, 
1883,  on  the  other  hand,  the  word  "Limited,"  which  had  been  inserted  by 
mistake,  was  allowed  to  be  expunged. 

After  the  decision  of  the  Court  of  Appeal  in  In  re  Apollinaris  Co.,  (1891)  2  Ch.   Alterations 
186,  233 — 235,  that  the  presence  in  a  trade  mark  of  the  words  "trade  mark,"  so  in  respect  of 
placed  as  to  be  likely  to  mislead  the  public  into  the  belief  that  a  part  only  of  the   "  Trade 
trade  mark,  and  not  the  whole,  was  registered  and  claimed,  was  sufficient  to  vitiate  Mark," 
the  registration,  an  application  was  made  by  Messrs.  Colman  {In  re  Colinan,  (1891)   "Patent." 
2  Ch.  403)  for  leave  to  alter,  under  ^  92,  a  considerable  number  of  trade  marks 
registered  by  them,  by  striking  out  of  each  mark  the  words  "trade  mark,"  except 
in  one  case  in  which  the  mark  was  intended  for  use  in  France,  and  the  words  sought 
to  be  removed  were  "marque  de  fabrique."     Kekewich,  J.,  acceded  to  the  applica- 
tion, making  it  a  condition  that  the  applicants  should  undertake  to  endorse  on  their 
original  applications  for  registration,  and  enter  on  the  register,  a  statement  of  the 
essential  particulars  of  each  mark,  and  a  disclaimer  of  the  exclusive  right  to  the 
added  matter,  if  any,  to  the  satisfaction  of  the  comptroller,  with  liberty  to  apply  to 
the  Court  in  case  of  difference.    All  the  marks  had  been  registered  under  the  Act  of 
1883,  so  that  the  effect  of  the  order  was  to  place  them  on  the  same  footing  as  if  they 
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had  been  registered  under  the  Act  of  1SS8,  in  which  case  the  conditions  now  imposed 
by  the  Court  would  have  been  enforceable  by  virtue  of  the  amended  §  64.  No 
further  application  was  made  to  the  Court  in  the  matter,  the  terms  of  the  claims 
and  disclaimers  being  arranged  between  the  applicants  and  the  comptroller.  The 
terms  so  arranged  were  advertised  in  Vol.  16  of  the  Trade  Marks  Journal,  at  p.  813 
(August  lGth,"l891).  In  this  case  all  the  marks  sought  to  be  altered  were,  with 
two  exceptions  only,  registered  as  new  marks,  i.e.,  as  not  having  been  in  use  prior 
to  the  Act  of  1875.  In  the  case  of  the  two  old  marks  no  conditions  were  imposed. 
The  words  "  trade  mark"  were  again  allowed  to  be  removed  from  new  trade  marks 
in  which  they  appeared,  by  Stirling,  J.,  in  In  re  Badische  Anilin  ^  Soda  Fahrik,  July 
3rd,  1891,  and  by  Romer,  J.,  in  I>i  re  Frankbjn,  Morgan  %  Lavcij,  July  17th,  1891. 
When  the  same  application,  however,  was  made  in  In  re  Ffiillips,  (1891)  3  Ch.  139, 
Chitty,  J.,  refused  leave  to  remove  the  words  "trade  mark"  on  various  grounds, 
one  of  which  was  that  the  trade  and  the  public  were  entitled  to  have  on  the  register 
the  same  indication  of  a  restricted  claim  as  previously.  He  also  expressed  the  view 
that  the  mark,  being  an  old  mark,  ought  not  to  be  altered;  but,  for  the  reasons  stated 
in  an  earlier  part  of  this  note,  it  seems  reasonable  to  suppose  that  this  was  only 
intended  to  apply  to  alterations  of  so  serious  a  character  as  that  here  sought. 

In  two  comparatively  early  cases — In  re  Miintz,  Kay,  J.,  Dec.  13th,  1883,  and 
In  re  Beanef,  Chitty,  J.,  May  16th,  1884 — the  word  "Patent"  was  allowed  to  be 
removed  from  trade  marks,  the  vacant  space  being  filled  up  in  the  first  instance  by 
the  introduction  of  the  words  "  Yellow  Metal."  The  presence  in  a  trade  mark  of 
the  word  "Patent"  seems,  however,  to  be  even  more  material  than  that  of  the 
words  "Trade  Mark,"  and  the  decision  of  Kekewich,  J.,  in  In  re  Adams,  9  P.  R.  174, 
in  which  he  refused  to  allow  the  alteration  of  an  old  mark  by  striking  out  the  word 
"  Patent,"  which  had  been  improperly  used,  does  not  seem  to  be  open  to  question. 
In  fact,  it  would  seem  that  the  application  should  have  met  the  same  fate  even  if 
the  mark  had  been  a  new  one. 
Alterations  in  Iii  numerous  other  cases,  some  of  old  marks,  some  of  new  marks,  as  may  be  seen 
addresses.  ^7  the  list  below,  alterations  of  various  kinds  have  been  allowed  to  be  introduced 

into  registered  trade  marks.  Frequently  such  alterations  have  consisted  jn  varying 
the  address  given  on  the  mark,  e.g.,  In  re  Walker,  Dig.  624,  where  a  trade  mark  con- 
sisting of  the  letter  "  W,"  a  crown,  and  the  word  "  Netherton,"  was  allowed  to  be 
altered  by  substituting  "Dudley"  for  "Netherton."  So,  inlnreDioin,  Hall,  V.-C, 
Dec.  20th,  1880,  "  Middlesboro' "  was  substituted  for  "  Wolsingham."  In  In  re 
Hare/reaves,  Stirling.  J.,  Jan.  11th,  1890,  the  address,  "Heywood,  Manchester," 
was  struck  out,  and  in  In  re  Xuiahan, 'North,  J.,  Dec.  16th,  1891,  "GuUdford  Street, 
York  Road,  Lambeth,  London,  S.E.,"  was  substituted  for  "20,  Great  Titchfield 
Street,  Oxford  Street,  W.,"  and  other  cases  will  be  found  in  the  list. 
Alterations  in  In  some  cases  descriptive  words  have  been  struck  out  of  a  composite  mark,  e.g.,  In  re 
wording.  Skinner,  Jessel,  M.  R.,  Aug.  3rd,  1881  ;  In  re  Burke,  North,  J.,  Jan.  13th,  1891  ;  but 

in  In  re  Orlando  Jones  ^-  Co.,  12  P.  R.  278,  Stu-ling,  J.,  while  allowing  the  words 
"superior  quality  "  to  be  added  to  a  new  mark,  in  which  they  had  always  in  prac- 
tice been  used,  only  did  so  upon  condition  that  the  applicants  should  disclaim,  not 
merely  the  added  words,  but  all  the  common  words  in  the  mark,  as  in  In  re  C'olman, 
(1891)  2  Ch.  403.  So,  prices  of  goods  have  been  removed  :  In  re  Clarkson  iS;  FinJay, 
Kay,  J.,  April  5th,  1889  ;  In  re  Scott  %  Bokuc,  Stirling,  J.,  May  4th,  1896.  In  In  re 
British  Tea  tj  Trading  Association,  Ld.,  North,  J.,  Oct.  26th,  1886,  the  registered 
trade  mark,  which  was  an  old  mark,  consisted  of  three  sides  of  a  wrapper  for 
packets  of  tea,  of  which  those  on  the  right  and  left  consisted  of  arrangements  of 
Chinese  words,  and  that  in  the  centre  of  the  head  of  a  mandarin,  with  the  words 
"The  British  Tea  Association"  above  it,  and  below  it  the  words  "  Imperial  Man- 
darin Tea,  imported  direct  from  the  Imperial  district  in  China,"  and  leave  was 
given  to  alter  it  by  substituting  for  the  words  "  imported  direct  from  the  Imperial 
district  in  China  "  (which  had  never  been  used  by  the  applicants  themselves,  and 
not  by  their  predecessors  in  business  since  1877)  the  words  "This  label  is  pro- 
tected by  registration  as  a  trade  mark."  In /w  re  Rciss  Brothers,  5  P.  R.  291,  the 
registered  mark  consisted  of  a  combination  mark  for  cotton  piece  goods,  which  com- 
prised various  words  and  de^-ices,  including  the  applicants'  name  and  address,  ' '  Reiss 
jBrothers,  Manchester,"  and  the  words  "Grass  Bleach,  Best  Quality."  "Grass 
Bleach  "  was  the  name  of  a  description  of  bleaching  wluch  had  gone  out  of  use,  and 
leave  was  given  to  alter  the  word  "Grass"  to  "Reiss,"  notwithstanding  that 
another  firm's  combination  mark,  registered  for  similar  goods,  bore  the  name  "  Reiss 
&  Co.,  Batavia,"  the  remainder  of  the  latter  mark  being  quite  dissimilar  from  the 
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applicants'  mark.  In  one  case — In  re  Read,  Hall,  V.-C,  July  7th,  1881 — the  words 
"Dog's  Head  Bottlino:"  were  allowed  to  be  substituted  for  "Bull  Dog  Bottling"  ; 
and  in  another  case — I)i  re  Smith,  Kay,  J.,  Aug.  3rd,  1882 — the  whole  of  the  mark, 
except  the  word  "  G-leclivet,"  was  struck  out,  leaving  that  word  to  stand  alone  as 
the  trade  mark.  But  these  two  cases  would  hardly  be  followed  now  ;  e.  g.,  in  In  re 
Orlando  Jones  ^-  Co.,  Ld.,  12  P.  E.  278,  Stirling,  J.,  refused  to  alter  a  pictorial 
label  by  removing  two  curved  lines  common  to  the  trade,  but  this  was  without  pre- 
judice to  an  application  for  the  separate  registration  of  the  remaining  portion  of  the 
label.  However,  in  In  re  Scott  (|-  Boirne,  May  4th,  1896,  Stirling,  J.,  allowed  two 
side  panels,  in  French  and  German,  of  a  tripartite  label  to  be  struck  out.  In  some 
cases,  the  size  and  arrangement  of  the  printed  matter  on  the  label,  or  of  some  of 
it,  have  been  altered,  e.g.,  In  re  lazenby,  Malins,  V.-C,  Feb.  26th,  1880  ;  In  re 
Burham  Brick,  Lime  ^-  Cement  Co.,  9  P.  R.  422. 

In  In  re  Ermen  ^-  liohg,  4  P.  R.  70,  leave  was  given  to  alter  a  new  mark  on  which  Alterations  in 
were  words  in  Russian,  by  changing  a  capital  E  from  the  English  into  the  Russian  Russian 
character,  and  inserting  the  Russian  word  meaning  "of"  between  "  Roby  "  and  inscriptions. 
"  Manchester."     Ag-ain,  in  In  re  Le  Coq  (Stii-Iing,  J.,  Dec.  19th,  1890),  Russian  words 
meaning   "Deposited  at  the  Department  of  Commerce  and  Manufactures,"  were 
allowed  to  be  added  between  two  circles  which  formed  part  of  the  mark,  and  a  rim 
of  two  circular  lines  to  be  added  to  the  outer  circle.     (But  in  In  re  Orlando  Jones 
^-  Co.,  Ld.,  12  P.  R.  278,  as  stated  above,  two  oval  lines  were  not  allowed  to  be 
removed  from  a  new  mark.)     On  the  other  hand,  where  an  old  trade  mark  con- 
tained words   partly  in   Russian   and   partly   in   English   characters.    North,    J., 
refused  to  allow  the  mark  to  be  altered  by  turning  the  bulk  of  the  words  into 
Russian  characters,  and  making  certain  additions  to  and  omissions  from  the  name 
and  place  of  business  of  the  proprietor,  on  the  ground  that  the  alterations,  whether 
in   essential  particulars  or  not,  were   in  very  material  respects  as  regarded  the 
appearance  of  the  marks  :  In  re  Savin,  13  P.  R.  21. 

In  various  instances  the  name  entered  in  the  register  as  that  of  the  registered  Alterations  in 
proprietor  has  been  allowed  to  be  altered  under  this  section,  usually  on  account  of  name  of  pro- 
the  name  of  the  proprietor  having  been  altered.  Thus,  in  In  re  Mod  ct  Chandon,  prietor. 
Bacon,  V.-C,  Aug.  19th,  1882,  "  Chandon  et  C'^,  successors  to  Moet  &  Chandon," 
was  substituted  for  "  Moet  &  Chandon"  ;  in  In  re  Boott,  Kay,  J.,  Dec.  21st,  1882, 
"Boott  Cotton  Mills"  was  substituted  for  "Boott  Manufacturing  Company"  ;  in 
In  re  Borons  Plaster  Co.,  Pearson,  J.,  Feb.  6th,  1885,  the  words  "trading  as  the 
Porous  Plaster  Co."  were  struck  out ;  in  In  re  Patent  Plumhago  Crueihle  Co.,  7  P.  R. 
282,  "  The  Morgan  Crucible  Co.,  formerly  trading  as  the  Patent  Plumbago  Crucible 
Co.,"  was  substituted  for  "  The  Patent  Plumbago  Crucible  Co."  ;  in/«  re  Milne  ^'  Co., 
Kekewich,  J.,  April  15th,  1890,  "James  Virtue  McEntire"  was  substituted  for 
"  Milne  &  Co."  ;  in  In  re  Birmingham  Wagon  Co.,  Ld.,  Chitty,  J.,  Nov.  22nd,  1890, 
" Tlie  Birmingham  Railway  Carriage  and  Wagon  Company,  Limited,"  for  "The 
Birmingham  Wagon  Co.,  Ld."  ;  in  In  re  National  Wholesale  Tea  Supply  Association, 
Ld.,  10  P.  R.  164,  the  new  name  of  the  company  for  "Albert  John  Slaney,  Ld."  ; 
in  In  re  W.  Wilkinson  ^- Sons,  Ld.,  Kekewich,  J.,  March  6th,  1896  ;  40  Sol.  J.  336, 
"  Burgess  &  Wilkinson,  Limited,"  originally  called  "  W.  Wilkinson  &  Sons,  Ld.," 
for  "  W.  Wilkinson  &  Sons,  Ld."  ;  in  In  re  Fmdlater,  Mackie  ^-  Co.,  North,  J.,  April 
24th,  1896,  "Findlater,  Gamble  &  Co."  for  "  Findlater,  Mackie  &  Co."  But  in 
In  re  New  Ormonde  Cycle  Co.,  (1896)  2  Ch.  520,  North,  J.,  pointed  out  that  the 
language  of  §  92  only  refers  to  leave  being  given  to  add  to  or  alter  a  mark,  and  the 
alteration  of  the  name  of  the  proprietor  not  being  an  alteration  in  the  mark,  he  did 
not  consider  that  he  would  be  justified  in  treating  the  section  as  enabling  him  to 
sanction  the  alteration  proposed,  but  he  suggested  that  the  comptroller  might  make 
the  alteration  under  §  87. 

For  List  of  Cases,  see  next  page. 


[c)  Notice  must  be  given  to  tKe  comptroller  fourteen  days  before  the  application. 
See  Rule  51. 

[d)  As  to  mode  of  notifying  the  order  to  the  comptroller,  see  Rule  46  and 
Form  N. 

[e)  /.  e.,  10.S.     See  First  Schedule.     Representations  of  the  mark  as  altered  are 
also  to  be  supplied.     See  Rule  51. 
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List  of  Alterations  of  the  Register  sanctioned  by  the  Court  under  Sect.  92. 


I.— Marks  in  use  before  the  13th  August,  1875  (Old  Marks). 
(1)  Alterations  in  the  Name  or  Initials  appearing  on  the  Mark. 


Length  of  xxser 

Name. 

Date. 

Judge. 

before 
August,  1875. 

Nature  of  order. 

Re  Dewhurst    

Feb.  23,  '78. 

Jessel,  M.R. 

f    9i  yrs.  j 
\    5i  yrs.  i 

"G.  &  R.  Dewhurst"  substituted 

for  "Alex--  Collie  &  Co." 

Be  Dewhurst    

Mar.  19,  '80. 

Jessel,  M.R. 

1  17    yrs.  / 

"  Gr.  &  R.  Dewhvirst  "  substituted 

for  "AIcx^  Collie  &  Co." 

Re  Tewhurst    

July  9,  '80. 

Jessel,  M.R. 

26    yrs. 

"G.  &  R.  Dewhurst"  .substituted 
for  "Balfoui-,  Heugh  &  Co." 

Re  Boord   

Mar.  25,  '81. 

Jesse],  M.R. 

21    yrs. 

"  Swaine,  Boord  &  Co."  removed 
from  mark,  and  note  added  to  the 
registration  that  the  mark  may  be 
used  with  the  name  of  the  person 
or  fimi  entitled  inserted  iu  the 
place  left  vacant. 

Re  Bass,  Ratcliff  & 

July  21,  '82. 

Chitty,  J.  . . 

/  20    yrs.  \ 

"Bass,  Ratchff  &  Gretton.  Ld.," 

Gretton,  Ld. 

I  18    yrs.  J 

substituted  for  "  Bass  &  Co." 

Re  Moeller&Sclireiber 

Mar.  7,  '88. 

Kav,  J 

U  yrs. 

"M.  &  S."  substituted  for  "D.  G. 

F.  H." 

Re  Kirkpatrick    

Feb.  21,  '90. 

Chitty,  J.  . . 

3    yrs. 

"&  Sons"  added  after  "Thomas 
Kirkpatrick." 

Re  Brown 

May  25,  '94. 

Stirling,  J.  . 

1  30    yrs.  | 
I    0    yrs.  j 

"and     Son"     added    after     "E. 

(IIP.  R.  3G5.) 

Brown." 

(2)  Alterations  in  respect  of  the  Word  '■'Limited,'"  or  Ahhreviations  of  it 

Re  Jones    i  July  20,  '83,   Chitty,  J.  . . 

May  11,  '88.1  Chitty,  J.  .. 
June  22,  '88.'  Stirling,  J.  . 


Re  Guinness 

(5  P.  R.  316.) 
Be  Ind,  Coope  &  Co., 
Ld 


Re  Younger  . . 
Re  Allsopp  . . 
Re  Schweitzer 
Re  Macintosh 
Re  Foster 


Ee  Burke   

W.  X.  1891,  p.  2.) 
Ee  Adshead  


Re  Oakey 


June  22,  '88.   Stirling,  J. 


July  6,  '88. 
Mar.  25,  '89. 
Kov.  29,  '89. 


Chitty,  J.  . 
North,  J.  , 
Stirlino:,  J. 


July  25,  '90-1  Chitty,  J.  .. 
Jan.  13,  '91.  North,  J.  .. 
Nov.  25,  '92.  Kekewich,  J. 
Aug.  26,  '93.1  North,  J.  .. 


1  yr. 
13  yrs. 


(      6  yrs.  j 
9  yrs.  [ 
(    12  yrs.  ) 


Limited"  struck  out. 
Limited"    added    to    signature. 


'Limited"  added  in  some  cases, 
"  Ltd."  in  others.     "  This  label 
is  issued  only  by  Ind,  Coope  and 
Company,  Limited,"  in  others. 
20  yrs.      [Same  as  in  Ee  lad,  Coope  ^  Co.  Ld. 


13  yrs. 

7  yrs. 

10  yrs. 

j  13  yrs.  ) 
I  lyr.  j 
(  11  yrs.  \ 
\  7  yrs,  J 
17  yrs. 

/  20  yrs.  \ 

\  15  yrs.  / 

/  12  yrs.  / 

i  10  yrs. 
\     4  yrs. 


"  Limited  "  added  after  name. 

"  Limited  "  added  after  name. 

■'  Ld."  added  after  name. 

' '  Limited ' '  added  in  some  cases, 

"Ltd."  in  others. 
"Limited"  added  after  signature. 

"  &  Co.,  Ltd.,"  added  after  name. 

"  Limited"  added  after  name. 
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List  of  Alteeations  op  the  Register — continued. 


Kame. 


Be  Day  &  Martin,  Ld. 

Ee  Jones    

(12  P.  R.  278.) 

He  Hay  ward 

(13  P.  R.  729.) 


Date. 


Aug.  2,  '94. 
Apr.  23,  '95. 
July  24,  '96. 


Judge. 


Stirling,  J. 
Stirling,  J. 
Stii'ling,  J. 


Len^h  of  user 

before 
Aug-ust,  1875. 


'  o  yrs.  \ 
20  yrs.  [ 
5  yrs.  ) 
f  20  vrs.  \ 
\    10  yrs.  / 

f    86  yrs.  \ 
\    43  yrs.  1 


Nature  of  order. 


•Limited"  added  in  some  cases, 
"  Ltd."  in  others. 

'  This  label  is  issued  only  by 
Orlando,  Jones  &  Co.,Ld."  added 
on  marks. 

'Limited"  added  after  name. 


(3)  Alterations  in  respect  of  Words  " Patent"  or  "  Trade  Marh "  on  Mark. 


Be  Muntz  . 
Be  Beanes. 


Be  Colman     

((1891)  2Ch.  403.) 


Dec.  13,  '83. 
May  16,  '84. 
Apr.  11,  '91. 


Kay,  J. 


Chitty,  J.  . . 
Kekewich,  J. 


10  yrs. 

6  yrs. 

) 

5  yrs. 

) 

13  yz's. 

"Yellow  metal"    substituted    for 

word  "  Patent." 
"  Patent  "  struck  out. 

"Trade  mark"  struck  out. 


(4)  Other  Alterations  in  respect  of  Wording,  Type,  &c.  appearing  on  Marh. 


Be  Walker 

(Dig.  624.) 
Be  Lazenby 


Be  Smith 


Be  Hanson 


Be  British  Tea  & 
Trading  Association. 


Be  Bloxwich  Iron  & 
Steel  Co.,  Ld. 

Be  Beiss    

(5  P.  R.  291.) 
Be  Harris 


Be  Schweitzer 

Be  Clarkson  &  Finlay. 
Be  Kirkpatrick    .... 


Be   Lincoln,  Bennett 
&  Co. 


Aug.  6, 

'79. 

Feb.  26, 

'80. 

Aug.  3, 

'82. 

Jime  2, 

'85. 

Oct.  26, 

'86. 

Nov.  24, 

'87. 

Apr.  11, 

'88. 

Jan.  11, 

'89. 

Mar.  2o, 

'89. 

Apr.  5, 

'89. 

Feb.  21, 

'90. 

Apr.  18, 

'90. 

Malins,  V.-C. 
MaUns,V.-C. 

Kav,  J 


Bacon,  V.-C. 
North,  J.  . . 

Chitty,  J.  . 

North,  J.  . 
Stii'ling,  J. 

North,  J.  . 
Kay,  J.  . . , 
Chitty,  J.  . 

Chitty,  J.  . 


3  mos.     I ' '  Dudley' '  substituted  for  ' '  Nether- 

I     ton." 
15  yrs.     I "  Manufactory  "    and    "Prepared 
I     by  "  struck  out,  and  alterations 
I     made  in  type. 
50  yrs.      The  two  circles  and  the  plaid  pat- 
tern on  the   inner  circle   struck 
out,   leaving  the  woi-d    "  Glen- 
livet"  alone. 

3  yrs.  Words  "  and  Parisian  releve,"  also 
"  et  de  releve  Parisien"  and 
"  agents  "  struck  out. 

4  yrs.  Words  "  This  label  is  protected  by 
registration  as  a  trade  mark" 
substituted  for  words  ' '  Imported 
direct  from  the  Imperial  District 
in  China." 

2  yrs.  "  Bloxwich"  substituted  for  "Bir- 
chills  Hall." 

0  yrs.      "  Reiss  "  substituted  for  "  Grass." 

3  yrs.  "Charles"  and  "&  Co."  struck 
out,  and  position  of  word  "Calne' ' 
altered. 

7  yrs.      "  10,  Adam  St.,  Adelphi,"  struck 

out. 
24  yrs.      Prices  of  goods  struck  out  of  marks. 

3  yrs.      "&    Hindley    Green  n'  Wigan  " 
added    after   "Tyldesley,    Man- 
chester." 
12  vrs.      "London"  added. 
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Length  of  user 

Name. 

Date. 

Judge. 

before 

Kature  of  order. 

August,  1875. 

Be  Melton  &  Co 

May  23,  '90. 

North,  J.  . . 

8  yrs. 

"  &  Co."  added  after  name,  "to  the 
Queen"  struck  out,  "the  late" 
inserted  before  "  Napoleon," 
"London  "  substituted  for  "  194, 
Regent  St.,"  and  "Trade  mark" 
substituted  for  "London." 

Ee  Le  Coq 

Dec.  19,  '90. 

Stirling,  J.  . 

40  yrs. 

Russian  words  meaning  "Deposited 
at  the  Department  of  Commerce 
and  Manufactures"  added  be- 
tween the  two  circles,  and  a  rim 
of  two  circular  lines  added  to  the 
outer  circle. 

Ee  Eurham  Brick, 

Jiily  22,  '92. 

Stirling,  J.  . 

f      9  vrs. 
I      3  yrs. 

1 

' '  "Works' '  omitted  after ' '  Burham, ' ' 

Lime  &  Cement  Co. 

also  "Murston,"  and  type  of  re- 

(9 P.  R.  422.) 

maining  words  expanded. 

Ee  Brown 

May  lb,  '94. 

Stirling,  J.  . 

(•    30  yrs. 
\      5  yrs. 

) 

Numerous  alterations  in  addresses. 

(IIP.  R.  365.) 

J 

Ee  Day  &  Martin,  Ld. 

Aug.  2,  '94. 

Stirling,  J.  . 

f    75  yrs. 
(    20  yrs. 

} 

"Late  "  inserted  before  the  address 

"  High  Holborn." 

Ee  Foster 

Mar.  22,  '95. 

North,  J.  . . 

f    13  yrs. 
1     4  mos. 

J 

"London"    substituted   for    "27, 

Brook  St.,  Bond  St.,  London." 

(o)  Alterations  in  Name  of  Proprietor  of  Marh. 


Be  Meet  &  Chandon.. 


Be  Boott 


Be  AustralianWine  Co. 

(61L.  T.  N.  S.  427.) 


Be  Avril 


Be  Birmingham 

Wagon  Co.,  Ld. 


Be  Wilkinson  . . 

(40  Sol.  J.  336. 


Ee  Findlater 


Aug.  19, 

'82. 

Dec.  21, 

'82. 

Jan.  23, 

'85. 

Apr.  20, 

'88. 

Nov.  22, 

'90. 

Mar.  6, 

'96. 

Apr.  24, 

'96. 

Bacon,  V.-C. 

Kay,  J 

Chitty,  J.  . . 

Stirling,  J.  . 


Chitty,  J. 


Kekewich,  J. 


North,  J. 


i  40  yrs. 
I  9  yrs. 
(     4  y^s. 

30  yrs. 
3  yrs. 

3  yrs. 


19  yrs. 

100  yrs. 

2  yrs. 


"  Chandon  et  C'^,  successors  to 
Moet  &  Chandon"  substituted 
for  "  Moet  &  Chandon." 

"  Boott  Cotton  Mills"  substituted 
for  "  Boott  Manuf?  Co." 

"J.  H.  Symon  and  E.  V.  Joyner" 
substituted  for  ' '  The  Australian 
Wine  Co." 

Names  of  Thomas  Monckton  and 
others,  subsequent  proprietors, 
removed,  and  name  of  "Louise 
Avril,  widow,"  proprietor,  re- 
stored. 

"Birmingham  Railway  Carriage 
and  Wagon  Company,  Limited," 
substituted  for  "  Birmingham 
Wagon  Company,  Limited." 

"Burgon  and  Wilkinson,  Limited," 
substituted  for  ' '  William  Wil- 
kinson and  Sods,  Limited." 

"  Findlater,  Gamble  &  Co."  sub- 
stituted for  ' '  Findlater,  Mackie 
&Co." 
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II. — Marks  not  ix  use  before  the  13th  August,  1875  (New  Marks). 
(IJ  Alterations  in  the  Name  or  Initials  appearing  on  the  Mark. 


Name. 


Ee  Bass.  EatclifF& 

Gretton,  Ld. 
Be  May  &  Baker,  Ld. 


July  21,  '82. 
May  1,  '91. 
Apr.  11,  '93. 


Judge. 


Chitty,  J. 
North,  J. 
Chitty,  J. 


Ee  National  Whole- 
sale Tea  Supply 
Association,  Ld. 
(10  P.  R.  164.) 
Ee  Explosives  Co.,  Ld.   July  31,  '96.  North,  J. 
Ee  Stock  Owners' Meat  July  9,  '97.    Romer,  J. 
Co.  of  N.  S.W 
(U  P.  R.  733.) 

(2)  Alterations  in  respect  of  the  Word  "Limited,"  or  Ahbreviations  of  if 


Nature  of  order. 


"Bass,  RatclifE  &  Gretton,  Ld."  substituted  for 

"  Bass  &  Co." 
"W.  G.  Baker,"  "R.C.  Heath,"  "T.Tyrer," 

and  "  W.  E.  B.  Blenkinsop  "  struck  out. 
"N.  W.  T.  S.  A.  Ld."  substituted  for  "A.  J. 

S.  &  Co." 


'  Explosives"  substituted  for  "  E.  C.  Powder." 
'Stock  Owners'  Meat"  substituted  for  "Gra- 
ziers' Meat  Export." 


Be  AUsopp 
Be  Foster 


Ee  Burke    

(W.  N.  1891,  p.  2.) 
Ee  May  &  Baker   

Ee  Day  &  Martin,  Ld. 

Ee  Salt    


Ee  London  Chemical 

Co.,Ld. 
Ee  Porter    

(W.N.  1895,  p.  102.) 
Ee  Scott  &  Bowne    . . 


Ee  Hayward  . .  . . 

(13  P.  R.  729.) 

Ee  Thwaites 


July  6, 

88. 

July  25, 

'90. 

Jan.  13, 

'91. 

May  1,  ' 

91. 

Aug.  2, 

'94. 

Nov.  23, 

'94. 

Mar.  22, 

'95. 

June  12, 

'95. 

May  4, 

'96. 

July  24, 

'96. 

Dec.  10, 

'97. 

Chitty,  J.  . . 
Chitty,  J.  . . 
North,  J.  . . 
North,  J.  . . 
Stirling,  J.  . 
North,  J.  . . 
North,  J.  . . 
Stirling,  J.  . 
Stirhng,  J.  . 
Stirling,  J.  . 
Kekewich,  J. 


' '  Limited ' '  added  after  name. 

"Limited"   added  in  some   cases,  "Ltd."  in 

others. 
"  Limited  "  added  after  signature. 

"  Limited  "  added  after  name. 

Do. 

Do. 

Do. 

Do. 

Do. 

Do. 

Do. 


(3)  Alterations  in  respect  of  Words  "  Trade  Mark"  on  Mark. 

Kekewich,  J.  1"  Trade  mark"    and  "Marque  de  Fabrique  " 

j     struck  out. 
Stirling,  J.  .;"  Trade  mark"  struck  out. 


Ee  Colman '  Apr.  11,  '91 

((1891)  2  Ch.  403.) 
Ee  Badische  Anilin  &    July  3,  '91. 

Soda  Fabrik. 
BeFranklyn,  Morgan,  July  17,  '91 
&  Davey. 


Romer,  J.  . , 
(4)  Other  Alterations  in  respect  of  Wording,  Type,  dbc,  appearing  on  Mark. 


Do. 


Ee  Dunn i  Dec.  20,  '80.1  Hall,  V.-C. 

Ee  Bead i  July  7,  '81.     Hall,  V.-C. 

Be  Skinner |  Aug.  3,  '81.    Jessel,  M.R. 


'  Middlesboro'"    substituted    for    "Wolsing- 

ham." 
"  Dog's  Head  Bottling"  substituted  for  "Bull 

Dog  Bottling." 
Words   "  containing  phosphates  of   iron,  lime, 

soda,  &c.,  for  nourishing  and  invigorating  the 

brain  and  nerves ' '  struck  out. 
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Name. 


EeErmen&Roby Dec.  21, '86. 

(4  r.  K.  70.)  I 


Ee  Hargreaves 1  Jan.  11,  '90. 

Ee  Burke    '  Jan.  13,  '91. 

(W.  N.  1891,  p.  2.) 


Ee  Badische  Anilia  &    July  3,  '91. 
Soda  Fabrik. 

Ee  Kinahan   Dec.  16,  '91. 


Ee  Day&  Martin,  Ld. 


Ee  Foster   

Ee  Scott  &  Bowne . 


Aug.  2,  '94. 
Mar.  22,  '95. 
May  4,  '96. 


Judge. 


Nature  of  order. 


Cliitty,  J.  . .  A  capital  E  altered  from  the  English  into  the 
Russian  character,  and  the  word  "of"  in 
Russian  inserted  between  "  Roby  "  and 
"Manchester." 

Stirling,  J.  .Address  "Hey  wood,  Manchester,"  struck  out. 

North,  J.  ..'Words  "Refreshing,  invigorating,  and  consti- 
tuting an  appetising  tonic,  while  slightly 
stimulating.  Easy  of  digestion.  Specially 
selected    and    shipped  only  by"    struck  out. 

Stirling,  J.  .'"Eabrik  Zeichen  "  struck  out. 


North,  J.  . .  "  Guildford  Street,  York  Road,  Lambeth,  Lon- 
don, S.E.,"  substituted  for  "  20,  Great  Titch- 
[     field  Street,  Oxford  Street,  W." 

Stirling,  J.  .  "  Late  "  inserted  before  "  High  Holborn,  Lon- 
don," and  "Commercial  Road,  Liverpool." 

North,  J.  .."  London  "  substituted  for  "27,  Brook  Street, 
Bond  Street,  London." 

Stu'ling,  J.  .Words  "A  reliable  remedy  for  pulmonary 
diseases,  coughs,  colds,  and  general  debility ; 
contains  the  tonic  and  nutritive  properties  of 
these  popular  remedies  in  their  fullest  form, 
very  pleasing  to  the  taste,  and  easily  digested, 
and  is  highly  recommended  by  the  medical 
faculty,"  substituted  for  words  "  A  nutritive 
chemical  food,  contains  all  the  tonic  and 
nutritive  properties  of  these  valuable  recon- 
structive agents,  pleasing  to  the  taste,  easily 
digested,  and  is  recommended  and  prescribed 
by  physicians  generally."  "Price  2/6" 
struck  out.  Also  two  side  panels  in  French 
and  German  struck  out. 


(5)  Alterations  in  Name 

of  Proprietor  of  Marl\ 

Be  Porous  Plaster  Co. 

Feb.  6,  '85. 

Pearson,  J.  . 

Words   "  trading  as  the  Porous  Plaster  Co." 
struck  out. 

Ee  Patent  Plumbago 

Mar.  21, '90. 

Stirling,  J.  . 

"  The  Morgan  Crucible  Company  latelv  trading 

Crucible  Co. 

as"  inserted  before  "The  Patent  Plumbago 

(7  P.  R.  282.; 

Crucible  Co." 

Ee  Milne 

Apr.  15,  '90. 

Kekewich,  J. 

' '  James    Virtue     M<^Entire ' '    substituted    for 

"Milne  &  Co." 

Ee  National  "Whole- 

Apr. 11, '93. 

Chittv,  J.  . . 

"  National  Wholesale  Tea  Supply  Association, 

sale  Tea  Supply 

Ld.,"   substituted  for  "Albert  John  Slaney 

Association. 

and  Co.,  Ld." 

(10  P.  R.  164.) 
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93.  If  any  person  makes  or  causes  to  be  made  a  false  entry  in  any  Falsification 
register  kept  under  this  Act,  or  a  writing  falsely  purporting  to  be  a  of  entries  in 
copy  of  an  entry  in  any  such  register,  or  produces  or  tenders,  or  causes  ^^S^sters. 
to  be  produced  or  tendered,  in  evidence  any  such  writing,  knowing  the 

entry  or  writing  to  be  false,  he  shall  be  guilty  of  a  misdemeanour. 

94.  AVhere   any  discretionary  power   is  by  this   Act  given  to  the  Exercise  of 
comptroller,  he  shall  not  exercise  that  power  adversely  to  the  applicant  discretionary 
for  a  patent,  or  for  amendment  of  a  specification,  or  for  registration  of  Po^^^  "J 

a  trade  mark  or  design,  without  (if  so  required  within  the  prescribed 
time  by  the  applicant)  giving  the  applicant  an  opportunity  of  being 
heard  personally  or  by  his  agent  («). 

(a)  See  Rules  17 — 19  as  to  the  exercise  by  the  comptroller  of  his  discretionary 
powers. 

95.  The  comptroller  may,  in  any  case  of  doubt  or  difficulty  arising  Power  of 

in  the  administration  of  any  of  the  provisions  of  this  Act,  apply  to  comptroller  to 
either  of  the  law  officers  («)  for  directions  in  the  matter.  of  law  officerT 

{(/)  The  Attorney- General  or  Sohcitor- General  for  England.     See  §  117. 


96.  A  certificate  purporting  to  be  under  the  hand  of  the  comptroller  Certificate  of 
as  to  any  entry,  matter,  or  thing  which  he  is  authorised  by  this  Act,  comptroller  to 
or  any  general  rules  made  thereunder,  to  make  or  do,  shall  be  prima-     '^  ®^^'  ^"^^®' 
facie   evidence  of  the  entrj^  having  been  made,  and  of  the  contents 
thereof,  and  of  the  matter  or  thing  having  been  done  or  left  undone  (a). 

(a)  This  section  is  somewhat  modified  from  §  8  of  the  Act  of  1875,  by  which  the 
certificate  of  the  registrar  was  made  evidence.  Now  the  certificate  is  to  be  primd 
facie  evidence  only. 

By  §  77,  supra,  the  comptroller  is  authorised  to  grant  a  certificate  of  refusal  to 
register  an  old  mark  (see  Forms  L  and  T^),  and  by  Rule  60  he  m/nj  give  a  certificate, 
when  required  so  to  do,  for  the  purpose  of  any  legal  proceeding  or  other  special 
purpose,  and  on  so  doing  shall  specify  on  the  face  of  it  the  purpose  for  which  it  is 
granted.     See  Forms  R,  S,  and  T^. 

See  Instructions,  i»fra,  paragraphs  35 — 37,  in  which  it  is  stated  that  the  comp- 
troller's certificate  in  relation  to  a  trade  mark  is  of  four  kinds,  viz. : — 
(i.)  For  use  in  legal  proceedings, 
(ii.)  For  use  in  applying  for  registration  in  foreign  countries. 

(iii.)  Of  any  application  made  and  of  proceedings  thereon. 

(iv.)  A  certificate  of  refusal  of  a  mark  in  use  before  the  13th  August,  1875,  and 
not  registrable. 

97. — (1.)  Any  application,  notice  or  other  document  authorised  or  Applications 
required  to  be  left,    made,  or   given  at  the  Patent  Office  or  to  the  and  notices 
comptroller,  or  to  any  other  person  under  this  Act,  may  be  sent  by  a  ^  P° 
prepaid  letter  through  the  post ;  and  if  so  sent  shall  be  deemed  to 
have  been  left,  made,  or  given  respectively  at  the  time  when  the  letter 
containing  the  same  would  be  delivered  in  the  ordinary  course  of  post. 

(2.)  In  proving  such  service  or  sending,  it  shall  be  sufficient  to 
prove  that  the  letter  was  properly  addressed  and  put  into  the  post  {a). 

{a)  See  Rule  16. 

98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule  for  the  Provision 
time  being  in  force,  for  leaving  any  document  or  paying  any  foe  at  the  ^^  *°  ^'^Y^ 
Patent   Office,    shall  fall  on  Christmas  Day,  Good  Friday,  or  on  a  ^ocumentf 

S.  C  C  at  office. 
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Declaration 
by  infant, 
lunatic,  &c. 


Transmission 
of  certified 
printed  copies 
of  specifica- 
tions, &c. 


Power  for 
Board  of 
Trade  to  make 
general  rules 
for  classifying 
goods  and 
regulating 
business  of 
Patent  Office. 


Saturday  or  Sunday,  or  any  day  observed  as  a  holiday  at  the  Bank  of 
England,  or  any  day  observed  as  a  day  of  public  fast  or  thanksgiving, 
herein  referred  to  as  excluded  days,  it  shall  be  lawful  to  leave  such 
document  or  to  pay  such  fee  on  the  day  next  followiug  such  excluded 
day,  or  days  if  two  or  more  of  them  occur  consecutively. 

U'J.  If  any  person  is,  by  reason  of  infancy,  lunacy,  or  other  in- 
ability', incapable  of  making  any  declaration  or  doing  anything 
required  or  permitted  by  this  Act  or  by  any  rules  made  under  the 
authority  of  this  Act,  then  the  guardian  or  committee  (if  any)  of  such 
incapable  person,  or  if  there  be  none,  any  person  appointed  by  any 
court  or  judge  possessing  jurisdiction  in  respect  of  the  property  of 
incapable  persons,  upon  the  petition  of  any  person  on  behalf  of  such 
incapable  person,  or  of  any  other  person  interested  in  the  making  such 
declaration  or  doing  such  thing,  may  make  such  declaration  or  a  de- 
claration as  nearly  corresponding  thereto  as  circumstances  permit,  and 
do  such  thing  in  the  name  and  on  behalf  of  such  incapable  person,  and 
all  acts  done  by  such  substitute  shall  for  the  purposes  of  this  Act  be  as 
efiectual  as  if  done  by  the  person  for  whom  he  is  substituted  (a). 

(«)  This  section,  so  far  as  it  relates  to  trade  marks,  comes  from  the  old  Rules. 

100.  Copies  of  all  specifications,  drawings,  and  amendments  left  at 
the  Patent  Office  after  the  commencement  of  this  Act,  printed  for  and 
sealed  with  the  seal  of  the  Patent  Office,  shall  be  transmitted  to  the 
Edinburgh  Museum  of  Science  and  Art,  and  to  the  Enrolments  Office 
of  the  Chancery  Division  in  Ireland,  and  to  the  Polls  Office  in  the  Isle 
of  Man,  within  twenty-one  days  after  the  same  shall  respectively  have 
been  accepted  or  allowed  at  the  Patent  Office  ;  and  certified  coj)ies  of 
or  extracts  from  any  such  documents  shall  be  given  to  any  person 
requiring  the  same  on  payment  of  the  prescribed  fee  ;  and  any  such 
copy  or  extract  shall  be  admitted  in  evidence  in  all  courts  in  Scotland 
and  Ireland  and  in  the  Isle  of  Man  without  further  proof  or  production 
of  the  originals. 

101. — (1.)  The  Board  of  Trade  may  from  time  to  time  make  such 
general  rules  (a)  and  do  such  things  as  they  think  expedient,  subject 
to  the  provisions  of  this  Act — 

(a.)  For  regulating  the  practice  of  registration  under  this  Act : 

(b.)  For  classifying  goods  for  the  purposes  of  designs  and  trade 

marks  (i) : 
(c.)  For  making  or  requiring  duplicates  of  specifications,  amend- 
ments, drawings,  and  other  documents  : 
(d.)  For   securing   and   regulating   the   publishing  and  selling  of 
copies,  at  such  prices  and  in  such  manner  as  the  Board  of  Trade 
think  fit,  of  specifications,  drawings,  amendments,  and   other 
documents : 
(e.)  For  securing  and  regulating  the  making,  printing,  publishing, 
and  selling  of  indexes  to,   and  abridgments  of,  specifications 
and  other  documents  in  the  Patent  Office ;  and  providing  for 
the  inspection  of  indexes  and  abridgments  and  other  documents : 
(f.)  For  regulating  (with  the  approval  of  the  Treasury)  the  pre- 
sentation of  copies  of  Patent  Office  publications  to  patentees 
and  to  public  authorities,  bodies,  and  institutions  at  home  and 
abroad : 
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(g.)  Generally  for  regulating  the  business  of  the  Patent  Office,  and 
all  things  by  this  Act  placed  under  the  direction  or  control  of 
the  comptroller  or  of  the  Board  of  Trade. 

(2.)  Any  of  the  forms  in  the  First  Schedule  to  this  Act  may  be 
altered  or  amended  by  the  rules  made  by  the  Board  as  aforesaid  (c). 

(3.)  General  rules  may  be  made  under  this  section  at  any  time  after 
the  passing  of  this  Act,  but  not  so  as  to  take  effect  before  the  com- 
mencement of  this  Act,  and  shall  (subject  as  hereinafter  mentioned)  be 
of  the  same  effect  as  if  they  were  contained  in  this  Act,  and  shall  be 
judicialty  noticed. 

(4.)  Any  rules  made  in  pursuance  of  this  section  shall  be  laid  before 
both  Houses  of  Parliament,  if  Parliament  be  in  session  at  the  time 
of  making  thereof,  or,  if  not,  then  as  soon  as  practicable  after  the 
beginning  of  the  then  next  session  of  Parliament,  and  they  shall 
also  be  advertised  twice  in  the  official  journal  to  be  issued  by  the 
comptroller. 

(5.)  If  either  House  of  Parliament,  within  the  next  forty  days  after 
any  rules  have  been  so  laid  before  such  House,  resolve  that  such  rules 
or  any  of  them  ought  to  be  annulled,  the  same  shaU.  after  the  date  of 
such  resolution  be  of  no  effect,  without  prejudice  to  the  validity  of 
.  anji;hing  done  in  the  meantime  under  such  rules  or  rule  or  to  the 
making  of  any  new  rules  or  rule. 

(«)  The  power  of  making  rules  was  formerly,  by  §  7  of  the  Act  of  1875,  vested  in 
the  Lord  Chancellor.  Eor  the  rules  which  have  been  made  by  the  Board  of  Trade, 
see  infra. 

{b)  See  classification  in  Third  Schedule  to  Rules. 

(c)  See  Forms  in  Second  Schedule  to  Rules.  A  new  Form  F  is  thereby  substi- 
tuted for  Form  F  appended  to  the  Act. 

102.  The  comptroller  shall,  before  the  first  day  of  June  in  every  Annual 
year,  cause  a  report  respecting  the  execution  by  or  under  him  of  this  reports  of 
Act  to  be  laid  before  both  Houses  of  Parhament,   and  therein  shall  comptroller, 
include  for  the  year  to  which  each  report  relates  all  general  rules  made 
in  that  year  under  or  for  the  purposes  of  this  Act,  and  an  account  of 
all  fees,  salaries  and  allowances,  and  other  money  received  and  paid 
under  this  Act. 

[102a. — (1.)  All  things  required  or  authorised  under  this  Act  to  be  Proceedings 
done  by,  to,   or  before  the  Board  of  Trade,  may  be  done  by,  to,  or  of  Board  of 
before  the  President  or  a  secretary  or  an  assistant  secretary  of  the  Trade. 
Board. 

(2.)  All  documents  purporting  to  be  orders  made  by  the  Board  of 
Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to  be  signed  by 
a  secretary  or  assistant  secretary  of  the  Board,  or  by  any  person 
authorised  in  that  behalf  by  the  President  of  the  Board,  shall  be 
received  in  evidence,  and  shall  be  deemed  to  be  such  orders  without 
further  proof,  unless  the  contrary  is  shown. 

(3.)  A  certificate,  signed  by  the  President  of  the  Board  of  Trade, 
that  any  order  made  or  act  done  is  the  order  or  act  of  the  Board,  shall 
be  conclusive  evidence  of  the  fact  so  certified.] 

This  section  was  introduced  by  {  25  of  the  Act  of  1888. 

cc2 
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Inter 7iational  and  Colonial  Arrangements. 

103. — (1.)  If  Her  Majesty  is  plieased  to  make  any  arrangement  with 
the  government  or  governments  of  any  foreign  state  or  states  for 
mutual  protection  of  inventions,  designs,  and  trade  marks,  or  any  of 
tliem,  tlien  any  person  who  has  applied  for  protection  for  any  in- 
vention, design,  or  trade  mark  in  any  such  state,  shall  be  entitled  to  a 
patent  for  his  invention  or  to  registration  of  his  design  or  trade  mark 
(as  the  case  may  be)  under  this  Act,  in  priority  to  other  applicants  {a)  ; 
and  such  patent  or  registration  shall  have  the  same  date  as  the  date  of 
the  protection  obtained  [date  of  the  application]  in  such  foreign  state. 

Provided  that  his  application  is  made,  in  the  case  of  a  patent  within 
seven  months,  and  in  the  case  of  a  design  or  trade  mark  within  four 
months  (b),  from  his  apj)lying  for  protection  in  the  foreign  state  with 
which  the  arrangement  is  in  force. 

Provided  that  nothing  in  this  section  contained  shall  entitle  the 
patentee  or  proprietor  of  the  design  or  trade  mark  to  recover  damages 
for  infringements  happening  prior  to  the  date  of  the  actual  acceptance 
of  his  complete  specification,  or  the  actual  registration  of  his  design  or 
trade  mark  in  this  country,  as  the  case  may  be. 

(2.)  The  publication  in  the  United  Kingdom  or  the  Isle  of  Man 
dui'ing  the  respective  periods  aforesaid  of  any  description  of  the  in- 
vention, or  the  use  therein  during  such  periods  of  the  invention,  or  the 
exhibition  or  use  therein  during  such  periods  of  the  design,  or  the 
publication  therein  during  such  periods  of  a  description  or  represent- 
ation of  the  design,  or  the  use  therein  during  such  periods  of  the  trade 
mark,  shall  not  invalidate  the  patent  which  may  be  granted  for  the 
invention,  or  the  registration  of  the  design  or  trade  mark  : 

(3.)  The  application  for  the  grant  of  a  jiatent,  or  the  registration  of 
a  design,  or  the  registration  of  a  trade  mark  under  this  section,  must 
be  made  in  the  same  manner  as  an  ordinary  application  under  this 
Act :  Provided  that,  in  the  case  of  trade  marks,  any  trade  mark  the 
registration  of  which  has  been  duly  applied  for  in  the  country  of  origin 
may  be  registered  under  this  Act  (c)  : 

(4.)  The  provisions  of  this  section  shall  apply  only  in  the  case  of 
those  foreign  states  with  respect  to  which  Her  Majesty  shall  from  time 
to  time  by  Order  in  Council  declare  them  to  be  applicable,  and  so  long 
only  in  the  case  of  each  state  as  the  Order  in  Council  shall  continue  in 
force  with  respect  to  that  state  {d). 

{a)  This  section  is  new.  The  amendment  in  it  was  made  by  §  6  of  the  Act  of 
1885.  In  the  case  of  trade  marks  used  hy  aliens,  the  existence  of  a  convention 
between  the  state  to  which  the  alien  belongs  and  the  British  Government  is  not  a 
necessary  condition  precedent  to  his  registration  here.  The  Act  does  not  say  that 
to  obtain  priority  the  application  for  registration  in  a  foreign  state  with  which 
there  is  a  convention  must  have  been  made  by  a  subject  of  that  state.  That  is 
apparently  the  intention  of  the  section ;  but  there  is  nothing  to  say  that  the  same 
priority  is  to  be  refused  to  a  subject  of  a  different  state,  with  which  there  may  pos- 
sibly be  no  convention,  or  even  to  a  British  subject,  who  has  applied  in  a  country 
with  which  there  is  a  convention.  On  the  other  hand,  in  the  proviso  in  sub-s.  (3) 
the  term  "  country  of  origin"  is  employed.  Again,  in  sub-s.  (3)  the  words  are  "  has 
been  didy  applied  for,"  whereas  in  sub-s.  (1)  there  is  nothing  about  "duly,"  and 
for  all  that  appears  the  apjilication  may  be  one  which  could  not  possibly  succeed  in 
the  foreign  countiy.  The  object  of  this  section  is  to  enable  effect  to  be  given  to 
the  International  Convention  of  1883.    See  Appendix  C.     The  exceptional  rights  of 
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foreigners  in  respect  of  the  registration  of  trade  marks  in  the  United  Kingdom 
depend  exclusively  upon  the  terms  of  this  Act,  and  the  Coiu't  cannot  have  reference 
to  the  terms  of  the  Interuational  Convention,  18S3  :  In  re  CaUfornian  Fig  Syrup  Co., 
40  Ch.  D.  620.  Similarly,  in  the  United  States,  the  Courts  cannot  give  effect  to 
the  convention  without  legislation.  See  opinion  of  the  Attorney- General  of  the 
United  States  in  47  U.  S.  Pat.  Gaz.  397. 

ib)  The  application  within  four  months  is  imperative,  and  if  application  is  made 
after  that  time  all  special  rights  under  this  section  are  gone.  And  this  is  so  though 
the  foreign  registration  was  effected  before  this  section  was  made  applicable  to  the 
particular  foreign  country:  In  re  CaVifornia)!.  Fig  Sgru.p  Co.,  40  Ch.  D.  620.  If  a 
subject  or  citizen  of  a  foreign  state  which  is  a  ]5arty  to  the  convention  has  registered 
in  England  a  mark  which  is  of  doubtful  validity  according  to  English  law,  and  is 
desirous  of  obtaining  for  it  the  benefits  of  this  section  (particularly  sub-s.  (3)),  it 
seems  that  his  proper  course  is  to  obtain  its  removal  from  the  English  register,  and 
then  to  make  an  application  for  protection  in  his  own  country.  Upon  this  being 
done,  he  will  be  in  a  position  to  apply  again  (within  the  four  months)  for  registra- 
tion in  England  under  this  section.    See,  per  Kay,  J.,  in  In  re  Vignier,  6  P.  R.  490. 

[c]  The  proviso  in  this  sub-section  has  been  construed  by  North,  J.,  as  though 
the  words  "may  be  registered"  were  "may  be  the  subject  of  an  application  for 
registration,"  and  it  seems  that  no  trade  mark  will  be  registered  under  this  section 
itnless  it  is  within  the  definition  of  a  registrable  trade  mark  in  §  64  :  In  re  Carter 
Medicine  Co.,  (1892)  3  Ch.  472.  See  In  re  CaUfornian  Fig  Syrup  Co.,  40  Ch.  D.  620. 
The  proviso  gives  no  independent  right  of  registration,  but  must  be  read  with 
sab-s.  (1),  which  requires  application  within  four  months. 

{(l)  For  list  of  Orders  in  Council,  see  Appendix  C. 

104.— (1.)  "Where  it  is  made  to  appear  to  Her  Majesty  tliat  the  Provision 
legislature  of  any  British,  possession  (a)   has  made  satisfactory  pro-  for  Colonies 
vision   for   the   protection   of  inventions,   designs,   and  trade  marks,  ^^  ^' 

patented   or  registered  in   this   country,    it  shall  be  lawful  for  Her       * 
■Majesty  from  time  to  time,   by  Order  in  Council,  to  apply  the  pro- 
visions of  the  last  preceding  section,  with  such  variations  or  additions, 
if  any,  as  to  Her  Majesty  in  Council  may  seem  fit,  to  such  British 
possession  [b). 

(2.)  An  Order  in  Council  under  this  Act  shall,  from  a  date  to  be 
mentioned  for  the  purpose  in  the  Order,  take  effect  as  if  its  provisions 
had  been  contained  in  this  Act ;  but  it  shall  be  lawful  for  Her 
Majesty  in  Council  to  revoke  any  Order  in  Council  made  under  this 
Act. 

(«)  See  the  definition  of  "  British  possession"  in  §  117,  infra, 
{b)  Eor  list  of  Orders  in  Council,  see  Appendix  C. 

Offences. 

105. — (1.)  Any  person  who  represents  that  any  article  sold  by  him  Penalty  on 
is  a  patented  article,  when  no  patent  has  been  granted  for  the  same  («),  falsely 
or  describes  any  design  or  trade  mark  (h)  applied  to  any  article  sold  by  repi-esentuig' 
him  as  registered  which  is  not  so,  shall  be  liable  for  every  offence  on  patg^tg^ 
summary  conviction  (c)  to  a  fine  not  exceeding  five  pounds. 

(2.)  A  person  shall  be  deemed,  for  the  purposes  of  this  enactment, 
to  represent  that  an  article  is  patented  or  a  design  or  a  trade  mark  is 
registered,  if  he  sells  the  article  with  the  word  "patent,"  "patented," 
"  registered,"  or  any  word  or  words  expressing  or  implying  that  a 
patent  or  registration  has  been  obtained  for  the  article  stamped, 
engraved,  or  impressed  on,  or  otherwise  appKed  to,  the  article  ((/). 

{a)  This  section,  so  far  as  it  relates  to  an  untrue  representation  as  to  the  existence 
of  a  patent,  is  in  substance  a  re-enactment  of  §  7  of  6  &  6  WiU.  IV.  c.  83.     In  that 
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case,  however,  the  penalty  of  £50  was  imposed,  recoverable  in  an  action,  and  a 
fraudulent  intention  was  of  the  essence  of  the  offence.  See  Myers  v.  Baker,  3  H.  & 
N.  802.  This  section  appears  to  follow  that  in  not  imposing  a  penalty  where  there 
has  been  a  patent,  though  it  may  have  expired.  Under  the  IT.  S.  Revised  Statutes 
a  penalty  is  imposed  for  a  misrepresentation  as  to  the  existence  of  a  patent,  but 
there  is  no  offence  if  there  has  been  a  patent  and  the  date  of  the  patent  is  given. 
See  Wihon  v.  Singer  Manufacturinrj  Co.,  16  U.  S.  Pat.  Gaz.  1091.  But  it  is  an 
offence  to  represent  that  an  article  is  patented,  after  application  has  been  made  for 
a  patent  and  provisional  protection  has  been  obtained,  but  before  the  actual  grant : 
M.  V.  WaUis,  3  P.  R.  1  ;  R.  v.  Crampton,  3  P.  R.  367. 

See  §  3  (1)  (e)  of  the  Merchandise  Marks  Act,  1887. 

(A)  Hitherto  no  penalty  has  been  recoverable  for  untruly  representing  that  a  trade 
mark  is  registered.  An  offence  is  committed  if  a  trade  mark  is  represented  to  be 
registered  before  it  actually  is  so.  even  though  application  for  registration  has 
been  made  and  advertised :  R.  v.  J\[orris,  Great  Marlborough  Street  Police  Court, 
Dec.  16th,  1886.  In  Wright,  Crosdeg  S;  Co.  v.  William  Bobbin  ^-  Co.,  15  P.  R.  21, 
the  Irish  Queen's  Bench  Division  held  that  it  was  an  offence  within  the  section 
for  an  Irish  trader  to  sell  the  goods  of  an  American  manufacturer  imder  a  label 
bearing  the  word  "Registered"  after  the  label  had  been  expunged  from  the 
English  register,  although  the  label  was  still  registered  in  America.  And  this 
decision  was  followed  in  the  English  Queen's  Bench  Division  in  a  similar  case : 
MacSgmons'  Stores,  Ld.  v.  Shuttleivorth,  15  P.  R.  748.  The  use  of  the  words  "trade 
mark  "  is  not  necessarily  a  representation  that  the  trade  mark  is  registered  so  as  to 
constitute  an  offence  under  this  sub-section :  Sen-Sen  Co.  v.  Britten,  (1899)  1  Ch.  692. 

(c)  As  to  "  summary  conviction  "  in  Ireland,  see  §  117. 

[d)  See  Ch.  7,  ante. 


Penalty  on 
unauthorised 


Royal  Arms. 


106.  Any  person  who,  without  the   authority  of  Her  Majesty,  or 
any  of  the  Eoyal  Family,  or  of  any  Government  Department,  assumes 

Rov™  Att^s  ^^  Vi?:e?>  in  connection  with  any  trade,  business,  calling,  or  profession, 
the  Eoyal  Arms,  or  arms  so  nearly  resembling  the  same  as  to  be  calcu- 
lated to  deceive,  in  such  a  manner  as  to  be  calculated  to  lead  other 
persons  to  believe  that  he  is  carrying  on  his  trade,  business,  calling, 
or  profession  by  or  under  such  authority  as  aforesaid  {a),  shall  be 
liable  on  summary  conviction  {b)  to  a  fine  not  exceeding  twenty 
pounds  (c). 

[a)  This  section  is  new.  For  an  offence  against  it  to  be  committed  it  is  not  suffi- 
cient to  prove  that  a  person  is  using  the  Royal  Arms  without  authority,  or  that 
what  he  is  doing  is  calculated  to  lead  to  the  belief  that  the  user  of  the  arms  is 
authorised  ;  but  it  must  be  proved  that  that  user  is  calculated  to  lead  to  the  belief 
that  the  trader  is  carn/ing  on  his  business  by  Royal  or  Governmental  authority. 
(A)  As  to  "  summaiy  conviction"  in  Ireland,  see  §  117. 
(c)  The  following  notice  has  been  published  in  the  London  Gmsette  : — 

"Eridat,  Feb.  22nd,  1884. 
"  Board  of  Greek  Cloth,  Buckingham:  Palace,  Feb.  19th. 
"Notice  is  hereby  given  that  by  section  106  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883  (46  &  47  Victoria,  cap.  57),  a  penalty  of  £20  is  incurred 
by  any  pex'sons  who,  without  proper  authority,  assume  the  Royal  Arms  with  a 
view  to  lead  other  persons  to  believe  that  they  are  employed  under  any  depart- 
ment of  Her  Majesty's  Household.  "  Sydney,  Lord  Steward." 
It  will  be  observed  that  the  above  notice  treats  fraudulent  intention  as  of  the 
essence  of  the  offence ;  but  this  does  not  appear  to  be  in  accordance  with  the  pro- 
visions of  the  section. 

See  §  20  of  Merchandise  Marks  Act,  1887,  as  to  false  representations  vrith  refer- 
ence to  holding  a  Royal  warrant. 

Scotland,  Ireland,  ^c. 

107.  In  any  action  for  infringement  of  a  patent  in  Scotland  the 
provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of  an  assessor, 
shall  apply,  and  the  action  shall  be  tried  without  a  jury,  unless  the 
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Court  shall  otherwise  direct,  but  otherwise  nothing  shall  affect  the 
jurisdiction  and  forms  of  process  of  the  Courts  in  Scotland  in  such  an 
action  or  in  any  action  or  proceeding  respecting  a  patent  hitherto  com- 
petent to  those  courts.  For  the  purposes  of  this  section  "  Court  of 
Appeal "  shall  mean  any  court  to  which  such  action  is  appealed. 

108.  In  Scotland  any  offence  under  this  Act  declared  to  he  punish-  Summary 
able  on  summary  conviction  may  be  prosecuted  in  the  Sheriff  Court.       proceedings 

109.— (1.)  Proceedings  in  Scotland  for  revocation  of  a  patent  shall  in  Scotland, 
be  in  the  form  of  an  action  of  reduction  at  the  instance  of  the  Lord  Proceedings 
Advocate,   or  at  the  instance  of  a  party  having  interest  with  his  con-    orrevoca  ion 
currence,  which  concurrence  may  be  given  on  just  cause  shown  only.  Scotland. 

(2.)  Service  of  all  writs  and  summonses  in  that  action  shall  be  made 
according  to  the  forms  and  practice  existing  at  the  commencement  of 
this  Act. 

110.  All  parties  shall,  notwithstanding  anything  in  this  Act,  have  Eeservation 
in  Ireland  their  remedies  under  or  in  respect  of  a  patent  as  if  the  same  ?*  remedies 
had  been  granted  to  extend  to  Ireland  only.  "^  Ireland. 

111. — (1.)  The   provisions  of  this   Act  conferring  a  special  juris-  General 
diction  on  the  Court  as  defined  by  this  Act,  shall  not,  except  so  far  as  saving  for 
the  jurisdiction  extends,  affect  the  jurisdiction  of  any  Court  in  Scotland  .l^risdiction 
or  Ireland  in  any  proceedings  relating  to  patents  or  to  designs  or  to 
trade  marks  ;  and  with  reference  to  any  such  proceedings  in  Scotland, 
the  term  "  the  Court  "  shall  mean  any  Lord  Ordinary  of  the  Court  of 
Session,  and  the  term   "  Court  of  Appeal "  shall  mean  either  Division 
of   the   said   Court ;  and  with  reference  to  any  such  proceedings  in 
Ireland,  the  terms  "  the  Court  "  and  "Court  of  Appeal"  respectively 
mean  the  High  Court  of  Justice  in  Ireland  and  Her  Majesty's  Court 
of  Appeal  in  Ireland  («). 

(2.)  If  any  rectification  of  a  register  under  this  Act  is  required  in 
pursuance  of  any  proceeding  in  a  Court  in  Scotland  or  Ireland,  a  copy 
of  the  order,  decree,  or  other  authority  for  the  rectification,  shall  be 
served  on  the  comptroller,  and  he  shall  rectify  the  register  accordingly. 

(fir)  TMs  provision  does  not  exclude  the  jurisdiction  of  the  High  Court  of  Justice 
in  England  to  expunge  from  the  register  a  mark  registered  in  the  name  of  a 
domiciled  Scotchman  or  Irishman:  In  re  King  %  Co.,  (1892)  2  Ch.  462.  The  ques- 
tioQ  -whether  the  Scotch  and  Irish  Courts  had  a  concuiTent  jurisdiction  was  there 
left  open.  The  question  has  since  been  decided  by  the  Court  of  Session  in  the 
affirmative  as  to  Scotland  {Coivie  v.  Herbert,  14  P.  R.  436)  ;  and  by  the  Master  of 
the  Rolls  in  Ireland  in  the  negative  with  regard  to  that  country  :  Bayer  v.  Connell, 
(1897)  1  I.  R.  544. 

112.  This  Act  shall  extend  to  the  Isle  of  Man,  and —  Isle  of  Man. 

(1.)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the  Courts  in 
the  Isle  of  Man,  in  proceedings  for  infringement  or  in  any 
action  or  proceeding  respecting  a  patent,  design,  or  trade  mark 
competent  to  those  Courts  ; 

(2.)  The  punishment  for  a  misdemeanour  under  this  Act  in  the  Isle 
of  Man  shall  be  imprisonment  for  any  term  not  exceeding  two 
years,  with  or  without  hard  labour,  and  with  or  without  a  fine 
not  exceeding  one  hundred  pounds,  at  the  discretion  of  the 
Court ; 

(3.)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man  whicli 
would  in  England  be  punishable  on  summary  conviction  may  be 
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prosecuted,  and  any  fine  in  respect  thereof  recovered  at  the 
instance   of   any   person   aggrieved,    in  the  manner  in  which 
oiieuces  punishable  on  summary  conviction  may  for  the  time 
being  be  prosecuted. 
Jurisdiction  [1  1i2a. — The  Court  of  Chancery  of  the  County  Palatine  of  Lancaster 

of  Lancashire   shall,   with  respect  to  any  action  or  other  proceeding  in  relation  to 
^  '  '  trade  marks,  the  registration  whereof  is  applied  for  in  the  Manchester 

Office,  have  the  like  jurisdiction  under  this  Act  as  Her  Majesty's  High 
Court  of  Justice  in  England,  and  the  expression  "  the  Court"  in  this 
Act  shall  be  construed  and  have  effect  accordingly. 

Provided  that  every  decision  of  the  Court  of  Chancery  of  the  County 
Palatine  of  Lancaster,  in  pursuance  of  this  section,  shall  be  subject  to 
the  like  appeal  as  decisions  of  that  Court  in  other  cases.] 

This  section  was  introduced  by  §  26  of  the  Act  of  1888. 


Palatine 
Court 


Eepeal  and 
saving  for 
past  operation 
of  repealed 
enactments, 
&c. 


Repeal ;  Transitional  Provisions  ;  Savings, 

113.  The  enactments  described  in  the  Third  Schedule  to  this  Act 
are  hereby  repealed.     But  this  repeal  of  enactments  shall  not — 

(a.)  Affect  the  past  ojieration  of  any  of  those  enactments,  or  any 
patent  or  copyright  or  right  to  use  a  trade  mark  granted  or 
acquired,  or  application  pending  («),  or  appointment  made,  or 
compensation  granted,  or  order  or  direction  made  or  given,  or 
right,  privilege,  obligation,  or  liability  acquired,  accrued,  or 
incurred,  or  anything  duly  done  or  suffered  under  or  by  any 
of  those  enactments  before  or  at  the  commencement  of  this 
Act ;  or 

(b.)  Interfere  with  the  institution  or  prosecution  of  any  action  or 
proceeding,  civil  or  criminal,  in  respect  thereof,  and  any  such 
proceeding  may  be  carried  on  as  if  this  Act  had  not  been 
passed  ;  or 

(c.)  Take  away  or  abridge  any  protection  or  benefit  in  relation  to 
any  such  action  or  proceeding. 

(«)  Applications  under  the  Act  of  1875  had  to  be  decided  under  that  Act:  In  re 
Hudson,  32  Ch.  D.  311.  But  §  63  applied  to  applications  pending  at  the  date  of  the 
passing  of  this  Act,  and  not  comiDleted  within  twelve  months  by  the  applicants' 
default:  In  re  Hayivard <.^-  Co.,  54  L.  J.  Ch.  1003. 


Former 
registers  to 
be  deemed 
continued. 


114. — (1.)  The  registers  of  patents  and  of  i3roprietors  kept  under 
any  enactment  repealed  by  this  Act  shall  respectively  be  deemed 
parts  of  the  same  book  as  the  register  of  patents  kept  under  this  Act. 

(2.)  The  registers  of  designs  and  of  trade  marks  (o)  kept  under  any 
enactment  repealed  by  this  Act  shall  respectively  be  deemed  parts  of 
the  same  book  as  the  register  of  designs  and  the  register  of  trade 
marks  kept  under  this  Act. 

fff)  The  register  of  trade  marks  was  previously  to  this  Act  kept  under  the 
authority  of  the  Trade  Marks  Registration  Act,  1875  (38  &  39  Vict.  c.  91,  by  §  1  of 
which  it  was  established),  and  the  amending  Acts  (39  &  40  Vict.  c.  33,  and  40  &  41 
Vict.  c.  37).  Those  Acts  placed  the  register  under  the  superintendence  of  the  then 
Commissioners  of  Patents,  now  abolished.  See  In  re  3Ieikle,  24  W.  R.  1067  ;  In  re 
Barrou-s,  5  Ch.  D.  353,  361  ;  In  re  Rotherham,  11  Ch.  D.  250 ;   14  Ch.  D.  585. 
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115.  All  general  rules  made  by  the  Lord  Chancellor  or  by  any  other  Saving  for 
authority  under  any  enactment  repealed  by  this  Act,  and  in  force  at  existing  rules, 
the  commencement  of  this  Act,  may  at  any  time  after  the  passing  of 

this  Act  be  repealed,  altered,  or  amended  by  the  Board  of  Trade,  as  if 
they  had  been  made  by  the  Board  under  this  Act,  but  so  that  no  such 
repeal,  alteration,  or  amendment  shall  take  effect  before  the  com- 
mencement of  this  Act ;  and,  subject  as  aforesaid,  such  general  rules 
shall,  so  far  as  they  are  consistent  with  and  are  not  superseded  by  this 
Act,  continue  in  force  as  if  they  had  been  made  by  the  Board  of  Trade 
under  this  Act  («). 

{a)  Rule  63  repeals  all  tlie  old  Rules. 

116.  Nothing  in  this  Act  shall  take  away,  abridge,  or  prejudicially  Saving  for 
affect  the  prerogative  of  the  Grown  in  relation  to  the  granting  of  any  prerogative, 
letters  patent  or  to  the  withholding  of  a  grant  thereof. 

General  Dejinitions. 

117.  In  and  for  the  purposes  of  this  Act,  unless  the  context  other-  General 
wise  requires, —  definitions. 

"Person  "  includes  a  body  corporate  ; 

"The  Court"  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  Her  Majesty's  High  Court  of  Justice  in 
England  (a)  : 

"  Law  Officer  "  means  Her  Majesty's  Attorney-General  or  Solicitor- 
General  for  England : 

"The  Treasury"  means  the  Commissioners  of  Her  Majesty's 
Treasury : 

"  Comptroller  "  means  the  Comptroller- General  of  Patents,  Designs, 
and  Trade  Marks : 

"Prescribed"  means  prescribed  by  any  of  the  Schedules  to  this 
Act,  or  by  general  rules  under  or  within  the  meaning  of  this  Act : 

"British  possession"  means  any  territory  or  place  situate  within 
Her  Majesty's  dominions,  and  not  being  or  forming  part  of  the 
United  Kingdom,  or  of  the  Channel  Islands,  or  of  the  Isle  of  Man  ; 
and  all  territories  and  places  under  one  legislature,  as  hereinafter 
defined,  are  deemed  to  be  one  British  possession  for  the  purposes  of 
this  Act : 

"  Legislature  "  includes  any  person  or  persons  who  exercise  legisla- 
tive authority  in  the  British  possession ;  and  where  there  are  local 
legislatures  as  well  as  a  central  legislature,  means  the  central  legisla- 
ture only. 

In  the  application  of  this  Act  to  Ireland  "  summary  conviction  " 
means  a  conviction  under  the  Summary  Jurisdiction  Acts,  that  is  to 
say,  with  reference  to  the  Dabliu  Metropolitan  Police  District  the  Acts 
regulating  the  duties  of  justices  of  the  peace  and  of  the  police  for  such 
district,  and  elsewhere  in  Ireland  the  Petty  Sessions  (Ireland)  Act, 
1851,  and  any  Act  amending  it. 

(a)  See  {  112a,  supra. 
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SCHEDULES. 

The  Eikst  Schedule. 
Forms  of  Application,  Sfc.  (a). 

(rt)  The  only  form  relating  to  trade  marks  is  Form  F.,  for  which  an  amended 
Form  F.  is  substituted  by  the  Trade  Marks  Rules,  q.v.  ii/fra. 


The  Second  Schedule. 
Fees  on  Instruments  for  obtaining  Patents  and  Reneioal. 


The  Third  Schedule. 
Enactments  Repealed. 


38  &  09  Yict.  c.  91  (1875).— The  Trade  Marks  Eegistration  Act,  1875. 

39  &  40  Viet.  c.  33  (1876). — The  Trade   Marks   Eegistration  Amend- 

ment Act,  1876. 

40  &  41  Vict.  c.  37  (1877).— The  Trade  Marks  Eegistration  Extension 

Act,  1877. 


Construction 
and  short 
title. 


Amendment 
of  \  103  of 
46  &  47  Vict. 
c.  57. 


THE  PATENTS,    DESIGNS,  AND  TEADE  MAEKS 
(AMENDMENT)  ACT,   1885. 

48  &  49  Yict.  c.  63. 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act,  1883. 

|;i4th  August,  1885.] 

1 .  This  Act  shall  be  construed  as  one  -with  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883  (in  this  Act  referred  to  as  the  Principal  Act). 

This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade  Marks 
(Amendment)  Act,  1885,  and  this  Act  and  the  principal  Act  may  be 
cited  together  as  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883 
and  1885. 

2. — 5.  [These  sections  relate  exclusively  to  Patents.] 

6.  In  subs.  1  of  §  103  of  the  principal  Act,  the  words  "  date  of  the 
application  "  shall  be  substituted  for  the  words  "  date  of  the  protection 
obtained." 
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THE  PATENTS  ACT,  1886. 

49  &  50  YicT.  c.  37. 

An  Act  to  remove  certain  doubts  respecting  the  construction  of  the 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  so  far  as  respects 
the  drawings  hij  which  specifications  are  required  to  be  accompanied, 
and  as  resjjects  exhibitions.  [25th  June,  1886.] 

Whereas  (preamble). 

Be  it  therefore  enacted  *'  *  *  *  as  follows  : 

1.  This  Act  may  he  cited  as  the  Patents  Act,  1886,  and  shall  he  con-  Short  title  and 
strued  as  one  with  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  construction. 
and  1885,  and,  together  with  those  Acts,  may  be  cited  as  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1883  to  1886. 

[This  Act  relates  exclusively  to  Patents  and  Designs.] 


THE  PATENTS,   DESiaNS,   AND   TRADE   MARKS 
ACT,  1888. 

51  &  52  Vict.  c.  50. 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act,  1883. 

[24th  December,  1888.] 

Whereas  it  is  expedient  to  amend  the  Patents,  Designs,  and  Trade  46  &  47  Vict. 
Marks  Act,  1883,  hereinafter  referred  to  as  the  principal  Act :  c.  67. 

Be  it  therefore  enacted  by  the  Queen's  most  Excellent  Majesty,  by 
and  with  the  advice  and  consent  of  the  Lords  Spiritual  and  Temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  as  follows  : 

1.   [This  section  establishes  a  register  of  patent  agents.] 
2. — 5.  [These  sections  relate  to  Patents.] 
6,  7.  [These  sections  relate  to  Designs.] 

8. — (1.)  In  sub-s.  2  of  §  62  of  the  principal  Act  for  the  words  "the  Amendments 
patent  office  in  the  prescribed  manner  "  shall  be  substituted  the  words  of  16  &  47 
"  such  place  and  in  such  manner  as  may  be  prescribed."  l^^r^y'  ^'  f '^', 

(2.)  To  the  same  section  of  the  principal  Act  the  following  sub-  plication 'foT" 
section  shall  be  added  :  reo-istration. 

"  (6.)  Where  an  applicant  for  the  registration  of  a  trade  mark 
otherwise  than  under  an  international  convention  is  out  of 
the  United  Kingdom  at  the  time  of  making  the  application 
he  shall  give  the  comptroller  an  address  for  service  in  the 
United  Kingdom,  and  if  he  fails  to  do  so  the  application  shall 
not  be  proceeded  with  until  the  address  has  been  given." 
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§  63,  as  to 
limit  of  time 
for  proceediiij 
with  applica- 
tion. 


§  64,  as  to 
fancy  words. 


§  67,  as  to 
colours  of 
trade  marks. 

§  68,  as  to 
advertisement 
of  applica- 
tions. 

§  69,  as  to 
opposition  to 
refristration. 


9.  In  §  63  of  the  principal  Act  for  the  words  "  the  application  shall 
he  deemed  to  be  abandoned"  shall  be  substituted  the  words  "the 
comptroller  shall  f?ive  notice  of  the  non-completion  to  the  agent  em- 
ployed on  behalf  of  the  applicant ;  and,  if  at  the  expiration  of  fourteen 
days  from  that  notice  the  registration  is  not  completed,  shall  give  the 
like  notice  to  the  aj^plieant,  and,  if  at  the  expiration  of  the  latter  four- 
teen days,  or  such  further  time  as  the  comptroller  may  in  special  cases 
permit,  the  registration  is  not  completed,  the  application  shall  be 
deemed  to  be  abandoned." 

10.— (1.)  For  §  04  of  the  principal  Act  the  following  section  shall  be 
substituted,  namely  : 

"64. — (1.)  For  the  purposes  of  this  Act,  a  trade  mark  must  con- 
sist of   or  contain  at  least   one   of  the  following  essential 
particulars  : 
(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or  woven 

in  some  particular  and  distinctive  manner  ;  or 
(b.)  A  written  signature  or  copy  of  a  written  signature  of  the 
individual  or  firm  applying  for  registration  thereof  as  a  trade 
mark ;  or 
(c.)  A  distinctive  device,  mark,  brand,  heading,  label,  or  ticket ;  or 
(d.)  An  invented  word  or  invented  words  ;  or 
(o.)  A  word  or  words  having  no  reference  to  the  character  or 
quality  of  the  goods,  and  not  being  a  geographical  name. 
"  (2.)  There  may  be  added  to  any  one  or  more  of  the  essential  par- 
ticulars  mentioned    in    this    section   any   letters,   words,   or 
figures,  or   combination   of   letters,  words,  or   figures,  or  of 
any  of  them ;  but  the  applicant  for  registration  of  any  such 
additional  matter  must  state  in  his  application  the  essential 
particulars    of   the  trade   mark,  and   must   disclaim   in   his 
application  any  right  to  the  exclusive  use  of  the  added  matter, 
and  a  copy  of  the  statement  and  disclaimer  shall  be  entered 
on  the  register. 
"  (3.)  Provided  as  follows  : 

(i.)  A  person  need  not  under  this  section  disclaim  his  own  name 
or  the  foreign  equivalent  thereof,  or  his  place  of  business, 
but  no  entry  of  any  such  name  shall  affect  the  right  of  any 
owner  of  the  same  name  to  use  that  name  or  the  foreign 
equivalent  thereof  : 
(ii.)  Any  special  and  distinctive  word  or  words,  letter,  figure,  or 
combination  of  letters  or  figures,  or  of  letters  and  figures 
used  as  a  trade  mark  before  the  thirteenth  day  of  August  one 
thousand  eight  hundred  and  seventy-five,  may  be  registered 
as  a  trade  mark  under  this  part  of  this  Act." 

11.  In  §  67  of  the  principal  Act  the  words  "or  colours"  shall  be 
added  after  the  word  "  colour  "  in  each  place  where  that  word  occurs. 

12.  In  §  68  of  the  principal  Act  after  the  word  "comptroller  "  shall 
be  added  the  words  "unless  the  comptroller  refuse  to  entertain  the 
application." 

13. — (1.)  In  sub-s.  1  of  §  69  of  the  principal  Act  for  the  words 
"two  months"  shall  be  substituted  the  words  "one  month  or  such 
further  time,  not  exceeding  three  months,  as  the  comptroller  may 
aUow." 
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(2.)  In  the  same  sub-section  the  word  "  first "  shall  be  omitted. 

(3.)  In  sub-s.  2  of  the  same  section  for  the  words  "two  months" 
shall  be  substituted  the  words  "one  month." 

(4.)  For  sub-ss.  3  and  4  of  the  same  section  the  following  sub- 
sections shall  be  substituted,  namely  : 

"(3.)  If  the  applicant  sends  such  counter-statement  the  comptroller 
shall  furnish  a  copy  thereof  to  the  person  who  gave  notice  of 
opposition,  and  shall,  after  hearing  the  applicant  and  the 
opponent,  if  so  required,  decide  whether  the  trade  mark  is  to 
be  registered;  but  his  decision  shall  be  subject  to  appeal  to 
the  Board  of  Trade,  who  shall,  if  required,  hear  the  applicant 
and  the  opponent  and  the  comptroller,  and  may  make  an 
order  determining  whether,  and  subject  to  what  conditions 
(if  any),  registration  is  to  be  permitted. 

"  (4.)  The  Board  of  Trade  may,  however,  if  it  appears  expedient, 
refer  the  appeal  to  the  Court,  and  in  that  event  the  Court 
shall  liave  j  urisdiction  to  hear  and  determine  the  appeal,  and 
may  make  such  order  as  aforesaid. 

"  (5.)  If  the  applicant  abandons  his  application  after  notice  of 
opposition  in  pursuance  of  this  section,  he  shall  be  liable  to 
pay  to  the  opponent  such  costs  in  respect  of  the  oj)position 
as  the  comptroller  may  determine  to  be  reasonable. 

"  (6.)  Where  the  opponent  is  out  of  the  United  Kingdom  he  shall 
give  the  comptroller  an  address  for  service  in  the  United 
Kingdom." 

14.  In  sub-s.  2  of  §  72  of  the  principal  Act  the  following  words  shall 
be  added  at  the  beginning  of  the  sub-section,  namely,  "except  as 
aforesaid,"  and  for  the  words  "so  nearly  resembling  "  shall  be  sub- 
stituted the  words  "  having  such  resemblance  to." 

lo.  In  §  73  of  the  principal  Act  the  word  "exclusive"  shall  be 
omitted. 

16.  For  sub-s.  2  of  §  74  of  the  principal  Act  the  following  sub- 
section shall  be  substituted,  namely  : 

"(2.)  The  applicant  for  registration  of  any  such  addition  must, 
however,  state  in  his  application  the  essential  particulars  of 
the  trade  mark,  and  must  disclaim  in  his  application  any 
right  to  the  exclusive  use  of  the  added  matter,  and  a  copy 
of  the  statement  and  disclaimer  shall  be  entered  on  the 
register. 

"Provided  that  a  person  need  not  under  this  section  dis- 
claim his  own  name  or  the  foreign  equivalent  thereof,  or  his 
place  of  business,  but  no  entry  of  any  such  name  shall  affect 
the  right  of  any  owner  of  the  same  name  to  use  that  name  or 
the  foreign  equivalent  thereof." 

17.  For  §  75  of  the  principal  Act  the  foUowing  section  shall  be 
substituted,  namely  : 

"Application  for  registration  of  a  trade  mark  shall  be  deemed  to  be 
equivalent  to  public  use  of  the  trade  mark,  and  the  date  of  the 
application  shall  for  the  purposes  of  this  Act  be  deemed  to  be, 
and  as  from  the  first  day  of  January  one  thousand  eight 
hundred  and  seventy-six  to  have  been  the  date  of  the  registra- 
tion." 


§  72,  as  to 
restrictions  on 
rejjristration. 


§  73,  as  to 
restriction  on 
registration. 

§  74,  as  to 
additions  to 
trade  marks. 


§  75,  as  to 
effect  of 
ret'istration. 
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thereon. 


§  79,  as  to 
removal  of 
trade  mark 
from  the 
reg-ister. 


§  81,  as  to 

Sheffield 

marks. 


38  &  39  Vict. 
0.  91. 


18.  After  §  77  of  tlio  principal  Act  the  following  section  shall  be 
added  and  numbered  77a,  namely  : 

"In  an  action  for  infringement  of  a  registered  trade  mark  the  Court 
or  a  judge  may  certify  that  the  right  to  the  exclusive  use  of  the 
trade  mark  came  in  question,  and  if  the  Coui-t  or  a  judge  so 
certifies,  then  in  any  subsequent  action  for  infringement,  the 
plaintiff  in  that  action,  on  obtaining  a  final  order  or  judgment 
in  his  favour,  shall  have  his  full  costs,  charges,  and  expenses 
as  between  solicitor  and  client,  unless  the  Court  or  judge 
trying  the  subsequent  action  certifies  that  he  ought  not  to  have 
the  same." 
19. — (1.)  In  sub-s.  5  of  §  79  of  the  principal  Act  for  the  words  "  five 
years  "  shall  be  substituted  the  words  "  one  year." 

(2.)  To  the  same  sub-section  the  following  words  shall  be  added  ; 
namely,  "  unless  it  is  shown  to  the  satisfaction  of  the  comptroller  that 
the  non-payment  of  the  fee  arises  from  the  death  or  bankruj^tcy  of  the 
registered  proprietor,  or  from  his  having  ceased  to  carry  on  business, 
and  that  no  person  claiming  under  that  j)roprietor  or  under  his  bank- 
rujotcy  is  using  the  trade  mark." 

20. — (1.)  For  sub-s.  2  of  §  81  of  the  principal  Act  the  following 
sub-section  shall  be  substituted  : 

"  (2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield  Eegister, 
in  respect  of  metal  goods  as  defined  in  this  section,  all  the 
trade  marks  entered   before   the   first   day  of  January  one 
thousand  eight  hundred  and  eighty-nine  in  resj)ect  of  metal 
goods  either  in   the   register   established   under   the  Trade 
Marks  Registration  Act,    1875,   or  in  the  register  of   trade 
marks   under   this   Act,    belonging   to   persons  carrying  on 
business  in  Hallamshire  or  within  six  miles  thereof.     The 
Cutlers'   Company  shall  also,  on  request  made  in  the  pre- 
scribed manner,  enter  in  the  Sheffield  Eegister,  in  respect  of 
metal    goods,    all   the  trade  marks   which  shall   have   been 
assigned  by  the  Cutlers'  Company  and  actually  used  before 
the  first  day  of  January  one  thousand  eight  hundred  and 
eighty-four,  but  which  have  not  been  entered  in  either  of  the 
said  other  registers." 
(2.)  In  sub-ss.  3  and  8  of  the  same  section  for  the  words  "  on  cutlery, 
edge  tools,  or  on  raw  steel,  or  on  goods  made  of  steel,  or  of  steel  and 
iron  combined,   whether  with  or  without  a  cutting   edge,"   shall  be 
substituted  the  words  "  on  metal  goods."    , 

(3.)  For  sub-s.  7  of  the  same  section  the  following  sub-section  shall 
be  substituted : 

"(7.)  The  provisions  of  this  Act  and  of  any  general  rules  made 
under  this  Act  with  respect  to  the  registration  of  trademarks, 
and  all  matters  relating  thereto,  shall,  subject  to  the  pi'o- 
visions  of  this  section,  apply  to  the  registration  of  trade 
marks  on  metal  goods  by  the  Cutlers'  Company,  and  to  all 
matters  relating  thereto ;  and  this  Act  and  any  such  general 
rules  shall,  so  far  as  applicable,  be  construed  accordingly 
with  the  substitution  of  the  Cutlers'  Company,  the  office  of 
the  Cutlers'  Company,  and  the  Sheffield  Register,  for  the 
Comptroller,  the  Patent  Office,  and  the  Eegister  of  Trade 
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Marks,  respectively ;  and  notice  of  every  entry,  cancellation, 
or  correction  made  in  the  Sheffield  Register  shall  be  given  to 
the  Comptroller  by  the  Cutlers'  Company :  Provided  that  this 
section  shall  not  atifect  any  life  estate  and  interest  of  a  widow 
of  the  holder  of  any  Sheffield  mark  which  may  be  in  force  in 
respect  of  such  mark  at  the  time  when  it  shall  be  placed  upon 
the  Sheffield  Eegister." 

(4.)  To  the  same  section  the  following  sub-sections  shall  be  added, 
namely : 

"  (14.)  For  the  purposes  of  this  section  the  expression  '  metal  goods  ' 
means  all  metals,  whether  wrought,  unwrought,  or  partly 
wrought,  and  all  goods  composed  wholly  or  j)artly  of  any 
metal. 

"  (15.)  For  the  purpose  of  legal  proceedings  in  relation  to  trade 
marks  entered  in  the  Sheffield  Eegister  a  certificate  under  the 
hand  of  the  Master  of  the  Cutlers'  Company  shall  have  the 
same  effect  as  the  certificate  of  the  comptroller." 

21.  In  §  87  of  the  principal  Act,  after  the  words  "  subject  to,"  shall  §  87,  as  to 
be  added  the  words  "  the  provisions  of  this  Act  and  to."  entry  of  as- 

22.  In  §  88  of  the  principal  Act,  after  the  words  "  subject  to,"  shaU  signments.&c. 
be  added  the  words  "  the  provisions  of  this  Act  and  to."  )  ^^'  ^?  *° 

23.  In  §  90  of  the  principal  Act,  after  the  words  "  of  the  name  of 

any  person,"  shall  be  added  the  words  "  or  of  any  other  particulars."     ^    r^.' ^^  . 

24.  To  §  91  of  the  principal  Act  the  following  sub-section  shall  be  of  reo-ister. 
added,  namely :  _         ^  _  5  91  °as  to 

"(f/.)  Permit  an  applicant  for  registration   of   a  design   or   trade  correction  of 
mark  to  amend  his  application  by  omitting  any  jiarticular  errors, 
goods  or  classes  of  goods  in  connection  with  which  he  has 
desired  the  design  or  trade  mark  to  be  registered." 

25.  After  §  102  of  the  principal  Act  the  following  section  shaU  be  Proceedings 
added  and  numbered  102a,  namely  :  of  Board  of 

"(1.)  All  things  required  or  authorised  under  this  Act  to  be  done  ^^^'i®. 
by,  to,  or  before  the  Board  of  Trade,  may  be  done  by,  to,  or 
before  the  President  or  a  secretary  or  an  assistant  secretary 
of  the  Board. 
"  (2.)  All  documents  purporting  to  be  orders  made  by  the  Board  of 
Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to  be 
signed  by  a  secretary  or  assistant  secretary  of  the  Board,  or 
by  any  person  authorised  in  that  behalf  by  the  President  of 
the  Board,  shall  be  received  in  evidence,  and  shall  be  deemed 
to  be  such  orders  without  further  proof,  unless  the  contrary  is 
shown. 
"  (3.)  A  certificate,  signed  by  the  President  of  the  Board  of  Trade, 
that  any  order  made  or  act  done  is  the  order  or  act  of  the 
Board,  shall  be  conclusive  evidence  of  the  fact  so  certified." 
2G.  After  §  112  of  the  principal  Act  the  following  section  shall  be  Jurisdiction 
added  and  numbered  11  2a,  namely  :  ^  Lancashire 

"  The  Court  of  Chancery  of  the  County  Palatine  of  Lancaster  shall,  ComJ"^ 
with  respect  to  any  action  or  other  proceeding  in  relation  to 
trade   marks   the   registration   whereof   is    applied   for  in  the 
Manchester  Office,  have  the  like  jurisdiction  under  this  Act  as 
Her  Majesty's   High  Court   of  Justice  in  England,   and   the 
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expression  '  tlio  court '  in  this  Act  shall  be  construed  and  have 

effect  accordingly. 

"  Provided   that  every  decision  of   the    Court   of  Chancery 

of  the  County  Palatine  of  Lancaster  in  pursuance  of  this  section 

shall  be  subject  to  the  like  appeal  as  decisions  of  that  court  in 

other  cases." 
27.  The  principal  Act  shall,  as  from  the  commencement  of  this  Act, 
take  effect  subject  to  the  additions,  omissions,  and  substitutions 
required  by  this  Act,  but  nothing  in  this  Act  shall  affect  the  validity 
of  any  act  done,  right  acquired,  or  liability  incurred  before  the  com- 
mencement of  this  Act  (a). 

{(i)  In  In  re  Burpoyne,  6  P.  E..  227,  Chitty,  J.,  said  that  when  an  application  was 
made  before  the  commencement  of  this  Act  a  right  had  been  acquired  to  have  the 
mark  registered  under  the  Act  of  1883,  subject  to  opposition  and  the  like.  But  in 
In  re  liaschtcra,  33  Sol.  J.  469,  the  same  learned  judge  said  that  the  point  must 
still  be  considered  open.  In  In  re  Apollinaris  Co.,  (1891)  2  Ch.  186,  201,  it  was 
thought  that  where  an  application  for  the  registration  of  a  trade  mark  was  made 
while  the  Act  of  1883  was  in  force,  but,  being  opposed,  was  not  heard  until  after 
the  amending  Act  had  come  into  force,  the  applicants  were  entitled  to  avail  them- 
selves of  whichever  of  the  two  Acts  was  the  more  favourable  to  their  appli(;ation. 

The  question  whether  a  mark  which  has  been  registered  under  the  Act  of  1883 
ought  to  be  expunged  if,  though  not  complying  with  the  Act  of  1883,  it  complies 
with  the  later  Act,  was  discussed,  but  not  decided,  in  In  re  Tabic  (1),  9  P.  R.  130  ; 
and  see  In  re  I'di/e,  8  P.  R.  207,  and  In  re  Talbot,  11  P.  R.  77  ;  but  it  seems  to  be 
now  settled  that  in  determining  whether  or  not  a  mark  ought  to  be  expunged  from 
the  register  the  Act  to  be  regarded  is  the  Act  under  which  the  mark  was  registered  : 
Eodtjson  V.  Sinclair,  9  P.  R.  22 ;  In  re  BorrU  T.  M.,  (1896)  2  Ch.  600  ;  In  re  Harris, 
9  P."  R.  492 ;  In  re  Banks  ^  James,  12  P.  R.  333  ;  Meabij  ij-  Co.  Ld.  v.  Triticine,  Id., 
15  P.  R.  1,  14. 


Commence- 
ment of  Act. 


Short  title. 


28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise  specially 
provided,  commence  and  come  into  operation  on  the  first  day  of 
January  one  thousand  eight  hundred  and  eighty-nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 
Marks  Act.  1888,  and  this  Act  and  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883  to  1886,  may  be  cited  collectively  as  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1883  to  1888. 
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By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby  make  the 
following  Eules  : — 

PnELIMmART. 

1.  These  Eules  may  be  cited  as  the  Trade  Marks  Eules,  1890,  and 
shall  come  into  operation  from  and  immediately  after  the  31st  day  of 
December,  1889. 

Interpretation. 

2.  In  the  construction  of  these  Eules  any  words  herein  used  defined  Interpreta- 
by  the  said  Acts  (a)  shall  have  the  meanings  thereby  assigned  to  them  *^°'^- 
respectively. 

(«)  See  \  117. 

Fees. 

3.  The  fees  to  be  paid  in  pursuance  of  the  said  Acts,  so  far  as  they  Fees, 
relate  to  trade  marks,  shall  be  the  fees  specified  in  the  First  Schedule 
hereto  («). 

(«)  See  §  80.  The  fees  are  to  be  paid  in  some  cases  by  stamps  and  in  other  cases 
in  cash.     See  Notice  as  to  Fees,  p.  415,  infra.     See  Instructions,  par.  2,  infra. 

Forms. 

4.  The  Form  F  in  the  First  Schedule  to  the  Patents,  Designs,  and  Forms. 
Trade  Marks  Act,  1883,  shall  be  altered  or  amended  by  the  substitution 
therefor  of  the  Form  F  in  the  Second  Schedule  to  these  Eules  («). 

(«)  For  this  Schedule  see  Appendix  B,  infra.  See  Instructions,  par.  3,  infra,  for 
list  of  stamped  forms. 

5.  (1)  An  application  for  registration  of  a  trade  mark  shall  be  made 
in  the  Form  F  in  the  Second  Schedule  to  these  Eules;  (2)  the  remain- 
ing forms  in  such  schedule  may  be  used  in  all  cases  to  which  they  are 
applicable. 

Classipication  of  Goods. 

6.  For  the  purposes  of  trade  marks  registration  and  of  thesp  Eules  Classification 
goods  are  classified  in  the  manner  appearing  in  the  Third  Schedule  o^  goods, 
hereto. 

If  any  doubt  arises  as  to  what  class  any  particular  description  of 
goods  belongs  to,  the  doubt  shall  be  determined  by  the  comp- 
troller {a). 

(a)  See  §  65.  See  Instructions,  par.  19,  infra,  and  Guide  to  Classification,  infra, 
p.  424. 

*  Y°5*'^.^*^''  ^""^^^  ^^""M  ^l^^^""?--  (see  Eale  63,  infra).  The  repealed  Rules 
tion  Acts  three  successive  sets  of  Rules       ^^  ^^  ^^^^^^  ^^^^^{^  ^^^      .j^^^^j  i^  ^ 

were  made,  one  m    18/5,  one  m    1870         ^j^^j^  ^   in  order  to  enable  the  position 
(which  was  considerably   altered  from       ^^  ^^^^  ^^^^^^  ^^  ^^  understood.     The 

Vo"^o  *°  *ViT2'   ''''^  ^  "    ''^\^''^  ^'"'Tv  '  Rules  of  1890  have  been  amended  by  the 

1883.     All  these  were  repeaed  by  the  R^les  of  1897  and  1898.      Such  of  the 

Rules  of  Dec.  1883,  made  under  the  Act  j^^^^^  ^^  ^^g^  ^^  ^^^,^  ^^^^  repealed  by 

of  that  year,  to  which  later  additions  ^^^^  j.^^^^.  ^^^^^  ^^^  ^^^^^^^  ,^^^  t,,^  „u^. 

were  made  ^om  time  to  time,  especially  ^^j^^^^^^  ^^^^^  ^^^      i^^^^l  ^^  brackets, 
m    1889.     All  these   are  now  repealed 

S.  D  D 


402 


APPENDIX  A. 


Application 
by  tinn. 


Address  of 
application. 


Agency. 


Acknowledg- 
ment of  ap- 
plication. 

Contents  of 
form  of  appli- 
cation. 


Application  fob,  Registration. 

7.  An  application  (a)  for  registration  of  a  trade  mark,  if  made  by 
any  firm  or  partnership,  may  be  signed  (i)  by  some  one  or  more 
members  of  such  firm  or  partnership,  as  the  case  may  be. 

If  the  application  be  made  by  a  body  corporate  it  may  be  signed  (c) 
by  the  secretary  or  other  principal  officer  of  such  body  corporate. 

(a)  See  §  62.  For  mode  of  making  application,  see  also  Instructions,  pars.  8 — 19, 
infra.  A  separate  form  is  required  for  each  class— par.  10.  As  to  disclaimer  of 
common  or  open  marks,  see  §  7-1,  and  Instructions,  par.  18. 

(h)  A  member  signing  an  application  should  add  after  his  signature,  ' '  A  member 
of  the  firm."     See  Instructions,  par.  11. 

Ic)  The  officer  signing  should  add  after  his  signature  and  designation,  ' '  For  the 
Company."     See  Instructions,  par.  11. 

8.  Where  a  trade  mark  for  registration  of  which  application  is  made 
is  in  classes  23,  24  or  25  of  the  Third  Schedule  to  these  Rules,  the 
applicant  shall  address  and  send  his  application  to  the  Manchester 
Trade  Marks  Branch,  48,  Royal  Exchange,  Manchester  (a).  Other 
applications  (except  applications  which  under  §  81  of  the  said  Acts 
should  be  made  to  the  Cutlers'  Company  (6)),  shall  be  addressed  and 
sent  to  the  Patent  Office,  Trade  Marks  Branch,  25,  Southampton 
Buildings,  Chancery  Lane,  London,  W.C. 

(«)  See  Instructions,  par.  34. 

(i)  See  Rules  66 — 59,  and  Instructions,  par.  33. 

[9.  An  application  for  registration  and  all  other  communications 
between  the  applicant  and  the  comptroller  may  be  made  by  or 
through  an  agent  duly  authorized  to  the  satisfaction  of  the  comp- 
troller {a),  but  the  comptroller  shall  not  be  bound  to  recognize  as 
such  agent,  or  to  receive  further  communications  from,  any  person 
whose  name,  by  reason  of  his  having  been  adjudged  guilty  of  dis- 
graceful professional  conduct,  has  been  erased  from  the  register  of 
patent  agents  kept  under  the  provisions  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1888,  relating  to  the  registration  of  patent  agents, 
and  not  since  restored.] 

The  substituted  Rule  comes  from  Rule  2  of  the  Rules  of  1898,  infra,  p.  460. 

(a)  An  agent  signing  should  add  after  his  signature  the  word  "Agent."  See 
Instructions,  par.  12. 

10.  On  receipt  of  the  application  the  comptroller  shall  furnish  the 
applicant  with  an  acknowledgment  thereof. 

1 1 .  Where  application  is  made  to  register  a  trade  mark  which  was 
used  («)  by  the  applicant  or  his  predecessors  in  business  before  the 
13th  of  August,  1875  {b),  the  application  shall  contain  a  statement  (c)  of 
the  time  during  which  and  of  the  person  by  whom  it  has  been  so  used 
in  respect  of  the  goods  mentioned  in  the  application. 

(«)  I.e.,  in  respect  of  the  same  goods  for  which  the  application  is  being  made. 
Resistration  must  be  applied  for  as  for  a  new  mark  when  the  mark  has  been  used  on 
different  goods.  See  In  re  Jelley,  Son  S,-  Jones,  51  L.  J.  Ch.  639;  Edwards  v.  Dennis, 
30  Ch.  D.  454. 

{b)  This  is  the  date  of  the  passing  of  the  Act  of  1875,  and,  at  this  point  the  Ime 
is  drawn  between  old  and  new  marks,  various  indulgences  being  allowed  to  the 
former  and  not  to  the  latter.     See  notes  to  f§  64  and  72. 

(c)  Prior  to  1883  a  statutory  declaration  was  required,  since  then  a  mere  state- 
ment has  been  sufficient,  unless  the  comptroller  requires,  as  he  frequently  does,  a 
statutory  declaration  to  be  made.    See  pp.  93,  94,  ante. 
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12.  Subject  to  any  other  directions  that  may  be  given  by  the  comp-  Size,  &c.  of 
troller,  all  api^lications,  notices,  counter-statements,  representations  of  documents, 
marks,  papers  having  representations  affixed,  or  other  documents 
required  by  the  said  Acts  or  by  these  Eules  to  be  left  with  or  sent 
to  the  comptroller  or  to  the  Cutlers'  Company  (a),  shall  be  upon 
foolscap  paper  of  a  size  of  13  inches  by  8  inches,  and  shall  have  on 
the  left-hand  part  thereof  a  margin  of  not  less  than  one  inch  and  a 
half. 

(ff)  See  §  81  ;  also  Rules  56 — 59,  and  Instructions,  par.  33. 

[13.  Every  application  for  registration  of  a  trade  mark  shall  contain  Representa- 
a  representation  of  the  mark  affixed  to  it  in  the  square  which  the  tio^s  of  trade 
Form  F  contains  for  that  purpose.  mark. 

Where  the  representation  exceeds  such  square  in  size,  the  repre- 
sentation shall  be  mounted  upon  linen,  tracing  cloth,  or  other  material 
that  the  comptroller  may  consider  suitable.  Part  of  the  mounting 
shall  be  affixed  in  the  space  aforesaid,  and  the  rest  may  be  folded 
over  (a). 

With  every  application  for  registration  sent  to  the  Manchester 
Trade  Marks  Branch,  there  shall  be  supplied  four  additional  repre- 
sentations of  each  mark  on  the  Form  Gr,  exactly  corresponding  with 
that  on  the  application  Form  F,  and  noted  with  all  such  particulars 
as  may  from  time  to  time  be  required  by  the  comptroller  or  by  the 
keeper  of  cotton  marks  at  Manchester.  Such  particulars  shall,  if 
required,  be  signed  by  the' applicant  or  his  agent. 

In  the  case  of  marks  applied  for  in  any  of  the  classes  5,  6,  7,  11,  12, 
13,  14,  22,  2G,  27,  28,  29,  30,  31,  32,  33,  34  and  35,  there  shall  be 
sent  with  the  application  four  additional  representations  of  each  mark 
on  the  Form  G,  exactly  corresponding  with  that  affixed  to  the  appli- 
cation in  Form  F,  and  noted  with  all  such  particulars  as  may  from 
time  to  time  be  required  by  the  comjDtroller.  Such  particulars  shall, 
if  required,  be  signed  by  the  applicant  or  his  agent. 

In  the  case  of  marks  applied  for  in  any  other  class  there  shall  be 
sent  with  the  application  three  additional  representations  of  each 
mark  on  the  Form  Gr,  exactly  corresponding  to  that  affixed  to  the 
application  Form  F,  and  noted  with  all  such  particulars  as  may  from 
time  to  time  be  required  by  the  comptroller  (6).  Such  particulars 
shall,  if  required,  be  signed  by  the  applicant  or  his  agent. 

All  representations  of  marks  must  be  of  a  durable  nature,  but  the 
applicant  may  in  case  of  need  supply  in  place  of  representations  on 
the  Form  Gr,  half  sheets  of  strong  foolscap  of  the  size  aforesaid  with 
the  representations  affixed  thereon,  and  noted  as  aforesaid. 

Applications  for  the  registration  of  the  same  mark  in  different 
classes  shall  be  treated  as  separate  and  distinct  applications. 

The  comptroller,  if  dissatisfied  with  any  representation  of  a  mark, 
may  at  any  time  require  another  representation  satisfactory  to  him  to 
be  substituted  before  proceeding  with  the  application. 

Where  a  drawing  or  other  representation  or  specimen  cannot  be 
given  in  manner  aforesaid,  a  specimen  or  copy  of  the  trade  mark 
may  be  sent  either  of  full  size  or  on  a  reduced  scale,  and  in  such 
form  as  the  comptroller  may  think  most  convenient. 

The  comptroller  may  also,  in  exceptional  cases,  deposit  in  the  Patent 
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OflBce  a  specimen  or  copy  of  any  trade  mark  which  cannot  conveniently 
be  shown  by  a  representation,  and  may  refer  thereto  in  the  register  in 
such  manner  as  he  may  think  fit  (c).] 

The  substituted  Rule  comes  from  Rule  2  of  the  Rules  of  1897. 
(rt)  See  Instructions,  par.  16. 

(b)  See  §  62  (3),  and  Instructions,  par.  15. 

(c)  As  to  deposit,  see  note  to  J  67.  All  cotton  marks  are  deposited,  but  other 
marks  have  been  deposited  in  exceptional  cases  only.  See  Jn  re  Robinson,  29  W.  R. 
31  ;  Mitchell  v.  Henry,  15  Ch.  D.  181  ;  In  re  Jones  Bros.  ^-  Co.,  Hall,  V.-C,  July  10th, 
1880. 

Representa-  [14.  When  application   is   made   for   the  registration  of   a    series 

tionsof  a  of   trade   marks   under    §    66    of   the   Patents,    Designs,    and   Trade 

marks"  Marks  Act,  1883,  a  representation  of  each  trade  mark  of  the  series 

shall  be  affixed,  as  aforesaid,  to  the  application  upon  Porm  F,  and  to 
each  of  the  accompanying  Forms  G  (a).] 
The  substituted  Rule  comes  from  Rule  2  of  the  Rules  of  1897. 
(«)  See  Instructions,  par.  17. 

[15.  When  a  trade  mark  contains  a  word  or  words  in  other  than 
Roman  characters,  there  shall  be  endorsed  on  the  application  in 
Form  F,  and  on  each  of  the  accompanying  representations  in  Form  G, 
a  sufficient  transliteration  and  translation  to  the  satisfaction  of  the 
comptroller  of  each  of  such  words,  and  every  such  endorsement  shall 
be  signed  by  the  applicant  or  his  agent  (a). 

AVhere  a  trade  mark  contains  a  word  or  words  in  a  language  other 
than  English,  the  comptroller  may  ask  for  an  exact  translation  thereof, 
and  if  he  so  requires  such  translation  shall  be  endorsed  and  signed  as 
aforesaid.] 

The  substituted  Rule  comes  from  Rule  2  of  the  Rules  of  1897. 
[a)  See  Instructions,  par.    14,  and  In  re  Rotlurham,  11   Ch.  D.  250;   14  ib.  585. 
Also  In  re  Dewhurst  cj-  Sons,  Id.,  (1896)  2  Ch.  137. 


Translation 
of  foreign 
characters. 


Mode  of 
sending 
notices,  &c. 


Hearing  by 
comptroller. 


Notice  of  wish 
to  be  heard 


16.  Any  application,  statement,  notice,  or  other  document  authorised 
or  required  to  be  left,  made,  or  given  at  the  Patent  Office,  or  to  the 
comptroller,  or  to  any  other  person  under  these  Pules,  may  be  sent 
by  a  prepaid  letter  through  the  post,  and  if  so  sent  shall  be  deemed 
to  have  been  left,  made,  or  given  respectively  at  the  time  when  the  letter 
containing  the  same  would  be  delivered  in  the  ordinary  course  of  post  (a). 

In  proving  such  service  or  sending,  it  shall  be  sufficient  to  prove 
that  the  letter  was  properly  addressed  and  put  into  the  post. 

_  {a)  See  §  97,  and  Instructions,  pars.  1,  8,  and  33.     Communications  relating  to 
different  applications  should  be  made  in  separate  letters.     See  Instructions,  par.  8. 

Exercise  of  Discretionary  Powers. 

17.  Before  exercising  any  discretionary  power  (a)  given  to  the 
comptroller  by  the  said  Acts  adversely  to  the  applicant  for  registration 
of  a  trade  mark,  the  comptroller  sliall  (if  so  required  by  the  applicant 
within  one  month  from  the  date  of  the  comptroller's  objection)  give 
the  applicant  an  opportunity  of  being  heard  personally  or  by  his  agent 
by  sending  the  applicant  ten  days'  notice  of  a  time  when  he  may  be  so 
heard. 

(«)  See  \  94. 

18.  Within  five  days  from  the  date  when  such  notice  would  be 
delivered  in  the  ordinary  course  of  post,  the  applicant  shall  notify  to 
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the  comptroller  whether  or  not   he   intends  to   he   heard  upon  the  before  comp- 
matter.  troUer. 

19.  The  decision   of  the  comptroller  in  the  exercise  of   any   such  Notification 
discretionary  power  as  aforesaid  shall  be  notified  to  the  applicant.  °^  decision. 

Appeal  to  the  Board  of  Tkade. 

20.  "When  any  person  intends  to  appeal  to  the  Board  of  Trade  (a)  Notice  of 
from  a  decision  of  the  comptroller  in  any  case  in  which  an  appeal  is  appeal, 
given  by  the  said  Acts,  he  shall,  within  one  month  from  the  date  of 

the  decision  appealed  against,  leave  at  the  Patent  Office,  Trade  Marks 
Branch,  a  notice  of  such  his  intention. 
(a)  See  §§  62  and  69. 

21.  Such  notice   shall  be  accompanied  by  a  statement  in  writing  Grounds  of 
of  the   grounds   of  appeal,  and  of  the  appellant's  case  in  support  appeal  to  be 
thereof  («).  '*''*^'^- 

{a)  See  Form  H  (p.  473,  it/fm)  and  Form  5  (p.  501,  infra). 

22.  A  copy  of  the  notice  of  intention  to  appeal,  accompanied  by  a  Transmission 
statement  of  the  case,  shall  also  be  forthwith  sent  to  the  Secretary  of  oi  notice, 
the  Board  of  Trade,  No.  7,  Whitehall  Gardens,  London  ;  and,  where 

there  has  been  an  opposition  before  the  comptroller,  to  the  opponent 
or  applicant  as  the  case  may  be. 

23.  The  Board  of  Trade  may  thereupon  give  such  directions  (if  any)  Directions 
as  they  may  think  fit  with  respect  to  evidence,  or  otherwise,  for  the  by  Board, 
purpose  of  the  hearing  of  the  appeal  by  the  Board  of  Trade,  or  for 

the  purpose  of  their  referring  the  appeal  to  the  Court  to  hear  and 
determine  the  same  (a). 

{a)  On  an  appeal  from  a  decision  of  the  comptroller  referred  to  the  Court,  any 
statutory  declaration  used  before  the  comptroller  must,  to  be  admissible  as  evidence 
before  the  Court,  be  verified  by  the  declarant  himself :  Jn  re  Euigsforcl  tj-  Son, 
15  P.  R.  197. 

24.  Where  the  Board  of  Trade  intend  to  hear  the  appeal,   seven  Hearing  of 
days'  notice,  or  such  shorter  notice  as  the  Board  of  Trade  may  in  any  appeal, 
particular  case  direct,  of  the  time  and  place  appointed  for  the  hearing, 

shall  be  given  to  the  comptroller  and  to  the  appellant,  and,  where  there 
has  been  an  opposition  before  the  comptroller,  to  the  opponent  or 
applicant  as  the  case  may  be. 

25.  No  appeal  shall  Ido  entertained  of  which  notice  has  not  been  No  appeal 
given  within  one  month  from  the  date  of  the  decision  appealed  against,  unless  notice 
or  such  further  time  as  the  comptroller  may  allow,  except  by  special  ^^^J  gi"^eii- 
leave  of  the  Board  of  Trade. 

26.  Subject  to  the  directions  and  leave  of  the  Board  of  Trade,  the  Evidence  on 
evidence  to  be  used  on  an  appeal  to  the  Board  of  Trade  in  the  matter  appeal. 

of  an  opposition  shall  be  the  same  as  that  used  at  the  hearing  before 
the  comptroller. 

Advertisement  of  Application. 

27.  Every  application  shall  be  advertised  («)  by  the  comptroller  in  Advertise- 
the  official  paper,   during  such  times,   and   in  such   manner  as   the  ment  of 
comptroller  may  direct,  unless  he  refuse  to  entertain  the  application.      apphca  ion. 

If  no  representation  of  the  trade  mark  be  inserted  in  the  official 
paper  in  connection  with  tlie  advertisement  of  an  application,  the 
comptroller  shall  refer  in  such  advertisement  to  the  place  or  places 
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wliere  a  specimen  or  representation  of  the  trade  mark  is  deposited  for 
exhibition  (b). 

{(i)  As  to  advertisement,  see  §  68,  and  Instructions,  pars.  20 — 27.  "The  object 
of  the  advertisement  is  to  give  to  persons  who  mig-ht  be  claimants  of  the  trade 
mark  proposed  to  be  registered  the  opportunity  of  coming  forward  and  objecting," 
eaid  Hall,  V.-C,  in  In  re  Me'iklc,  24  W.  R.  1007,  and  an  advertisement  is  therefore 
indispensable  :  ih.  It  is  not,  however,  incumbent  on  persons  to  see  the  advertise- 
ment, and  if  a  common  mark  has  been  registered,  after  advertiseiiient,  and  without 
opposition,  it  may  l)e  removed  from  the  register  on  application  by  persons  aggrieved 
(In  re  Byde  ^-  Co.,  7  Ch.  I).  724) ;  and  marks  improperly  registered  maybe  removed 
from  the  register  even  after  they  have  been  there  for  live  years :  In  re  Falmer  (3), 
24  Ch.  D.  504  ;  In  reLeonard  ^-  ~EUis,  26  Ch.  D.  288,  and  other  cases.  See  notes  to 
§  90.  As  to  the  importance  of  the  advertisement,  see  In  re  ApoUinaris  Co.,  (1891) 
2  Ch.  186,  231. 

[h)  See  Rule  13,  supra. 

Definition  of         28.  The  official  paper  (a)  for  the  purposes  of  these  Eiiles  shall  be 
official  paper,    gome  paper  published  under  the  direction  of  the  Board  of  Trade,  or 
such  other  paper  as  such  Board  may  from  time  to  time  direct. 

(rt)  The  official  paper  is  "The  Trade  Marks  Journal"  published  at  short  intervals. 
It  contains  illustrations  of  all  the  trade  marks  for  which  application  is  made,  or  a 
reference  to  the  places  where  they  may  bo  seen,  as  well  as  the  name,  address,  and 
calling  of  each  applicant,  the  description  of  the  goods,  and  the  length  of  user  as  an 
old  mark,  if  any,  thus  affording  all  persons  interested  in  the  use  of  trade  marks 
authentic  information  as  to  the  nature  of  the  marks  applied  for  in  their  respective 
trades.  The  journal  may  be  obtained  from  the  Patent  Office,  Sale  Branch, 
38,  Cursitor  Street,  Chancery  Lane.  Copies  of  the  journal  are  open  to  inspection 
at  the  Patent  Office  Library,  Southampton  Buildings,  Chancery  Lane.  Upwards 
of  1,000  numbers  of  the  journal  have  now  been  published.  As  to  prices,  see 
Instructions,  par.  5. 

29.  For  the  purposes  of  such  advertisements  the  applicant  may  be 
required  to  furnish  a  wood-block  or  electrotype  (or  more  than  one,  if 
necessary)  of  the  trade  mark,  of  such  dimensions  as  may  from  time  to 
time  be  directed  by  the  comptroller,  or  with  such  other  information  or 
means  of  advertising  the  trade  mark  as  may  be  required  by  the  comp- 
troller ;  and  the  comptroller,  if  dissatisfied  with  the  block  or  electro- 
tj'pe  furnished  by  the  applicant  or  his  agent,  may  require  a  fresh  block 
or  electrotype  before  proceeding  with  the  advertisement  (ft). 

(ff)  See  Instructions,  pars.  20 — 27. 

30.  "When  an  application  relates  to  a  series  of  trade  marks  differing 
from  one  another  in  respect  of  the  particulars  mentioned  in  §  66  of  the 
said  Acts,  the  applicant  may  be  required  to  furnish  a  wood-block  or 
electrotj'pe  (or  more  than  one,  if  necessary)  of  any  or  of  each  of  the  trade 
marks  constituting  the  series  («) ;  and  the  comptroller  may,  if  he  thinks  fit, 
insert  with  the  advertisement  of  the  application  a  statement  of  the  manner 
in  respect  of  which  the  several  trade  marks  differ  from  one  another. 

(«)  See  Instructions,  par.  22. 

Opposition  to  Eegisteation. 
Notice  of  31.  (1.)  A   notice   of  opposition  (a)  to  the  registration  of  a  trade 

opposition,  mark  shall  state  the  ground  or  grounds  on  which  the  opponent  intends 
to  oppose  the  registration,  and  be  signed  by  him  or  by  his  solicitor, 
and  shall  also  contain  an  address  for  service  in  the  United  Kingdom, 
and  shall  be  in  the  Porm  J  in  the  second  schedule  to  these  Eules, 
with  such  variations  as  circumstances  may  require. 

(a)  As  to  oppositions,  see  §  69,  and  Instructions,  par.  32.  The  notice  of 
opposition  may  be   amended  under  Rule   54,  even  after  the  coimter  statement 
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has  been  put  in  [In  re  Moet,  7  P.  R.  226)  ;  but  not  after  an  appeal  has 
been  presented  to  the  Board  of  Trade:  In  re  Robertson,  Sanderson  ^-  Co.,  (1892) 
2  Ch.  245.  Under  the  old  Acts  and  Rules  the  practice  was  to  require  the 
opponent  to  take  proceedings  for  the  piu-pose  of  bringiug  the  matter  before  the 
Court.  The  opponent  thereupon  took  out  a  summons  for  directions  as  to  the  course 
to  be  followed,  upon  which  it  was  usual  for  the  applicant  to  be  directed  to  apply 
for  registration  by  way  of  motion  or  summons.  In  In  re  Salamon,  Dig.  569, 
Jessel,  M.  R.,  said  that  the  best  mode  of  trying  the  case  was  by  special  case,  when 
it  was  a  simple  question  of  law  ;  by  summons,  when  it  was  a  question  as  to  direc- 
tions for  caiTyiug  out  the  Act ;  by  motion,  when  it  was  a  question  as  to  disputed 
facts.  In  In  re  Simpson,  Bavies  S;  Sons,  15  Ch.  D.  525,  he  said  he  usually  directed 
a  summons,  but  had  in  one  or  two  cases  directed  a  motion.  In  Ex  parte  King  of 
Saxoni/,  Dig.  598,  Hall,  V.-C,  directed  a  motion.  Latterly  a  summons  was  almost 
invariably  directed.  See  also  In  re  lohnston,  43  L.  T.  N.  S.  672,  as  to  the  coiu-se 
of  procedure  where  there  was  an  action  pending.  Under  the  old  Rules,  and  while 
the  first  step  had  to  be  taken  by  the  opponent,  who  had  to  give  notice  thereof  to  the 
office,  two  cases  occurred  in  which  trade  marks  were  registered,  though  the  regis- 
tration was  opposed,  in  consequence  of  no  notice  having  been  given  to  the  office  by 
the  opponents  of  theii*  having  brought  the  matter  before  the  Court.  In  one  of  these 
cases.  In  re  The  Patent  Nut  and  Bolt  Screio  Co.,  Chitty,  J.,  March  9th,  1883,  with  a 
view  to  remedying  the  slip,  a  consent  order  was  taken  to  rescind  the  registration, 
without  prejudice  to  the  applicant's  summons  for  leave  to  register,  the  object  being 
to  restore  matters  to  their  status  quo  ante  the  registration.  The  opposition  was  sub- 
sequently withdrawn,  but  the  registrar  now  objected  to  register,  on  the  ground 
that  the  application  had  been  finally  disposed  of,  and  that  a  new  application  was 
necessary.  It  was,  however,  held  that  the  proper  course  was  to  discharge  the 
former  order  for  the  removal  of  the  mark  from  the  register,  and  to  direct  the 
registrar  to  restore  the  register  to  its  condition  previous  to  such  removal.  In  the 
other  case,  In  re  Esbensen,  Pearson,  J.,  Jan.  25th,  1883,  the  opponent  moved  to 
cancel  the  registration,  with  a  view  to  the  prosecution  of  the  opposition  as  if  there 
had  been  no  registration  ;  but  it  was  held  that  the  proper  course  was  for  the  oppo- 
nent to  move  to  rectify  the  register  in  the  ordinary  waJ^  See  also  hi  re  Baton,  Dig. 
601.  Under  the  Act  of  1883  a  summons  for  leave  to  register  was  taken  out  by  the 
applicant,  but  the  case  wiU  now  only  go  to  the  Court  on  a  reference  from  the  Board 
of  Trade. 

(2.)  Wliere  tlie  ground,  or  one  of  the  grounds,  of  opposition  is  that  Opposition  on 
the  applicant  is  applying  for  the  registration  of  a  trade  mark  identical  the  ground  of 
with  one  already  on  the  register  with  respect  to  the  same  goods  or  trade  mark 
description  of   goods,    or  having  such  resemblance  to  a  trade  mark  j-eo-igt^, 
already  on  the  register  with  respect  to  such  goods  or  description  of 
goods  as  to  be  calculated  to  deceive,  the  notice  shall  state  the  date  of 
registration,   and   the   number   on   the   register  of  such  trade  mark 
already  on  the  register. 

(3.)  Within  two  months  after  the  expiration  of  one  month  or  such  Opponent's 
further  time  not  exceeding  three  months  as  the  comptroller  may  evidence. 
allow  (a)  from  the  date  of  the  advertisement  of  the  application, 
the  opponent  shall  leave  at  the  Patent  Office,  Trade  Marks  Branch, 
such  evidence  by  way  of  statutory  declaration  as  he  may  desire  to 
adduce  in  support  of  his  opposition,  and  deliver  to  the  applicant 
copies  thereof. 

(«)  I.e.,  within  two  months  after  the  time  allowed,  under  §  69  (1)  of  the  Act  of 
1883,  as  amended  by  §  13  (1)  of  the  Act  of  1888,  for  putting  in  the  notice  of 
opposition. 

(4.)  Within  one  month  («)  from  the  delivery  of  the  opponent's  copies  Applicant's    ■ 
of  his  statutory  declarations  the  applicant  shall  leave  at  the  Patent  evidence. 
Office,   Trade  Marks  Branch,   his  evidence  by  way  of   statutory  de- 
claration in  answer,  and  deliver  to  the  opponent  copies  thereof,  and 
within  seven  days  from  such  delivery  the  opponent  shall  leave  at 
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Evidence  in      tlie  Patent  Office,  Trade  Marks  Branch,  his  evidence  by  way  of  statu- 
^®Pv-  tory  declaration  in  reply,  and  deliver  to  the  applicant  copies  thereof. 

Such  last-mentioned  evidence   shall  be   confined  to   matters   sti'ictly 

in  reply. 

{a)  Tlie  counter -statement  required  by  the  Acts  must  also  be  delivered  by  the 
applicant  within  one  month  from  the  date  of  the  receipt  of  the  opponent's  notice  of 
opposition. 

(5.)  No  further  evidence  shall  be  left  on  either  side  except  by  leave 
of  the  comptroller  ujion  the  written  consent  of  the  parties  duly  notified 
to  liimi  or  by  special  leave  of  the  comptroller  given  on  an  application 
made  to  him. 

(6.)  Either  party  making  such  application  shall  give  notice  thereof 
to  the  opposite  party,  who  shall  be  entitled  to  oppose  the  application. 

(7.)  On  the  completion  of  the  evidence  the  comptroller  shall,  upon 
application  by  eitlier  party,  upon  Form  E  in  the  Second  (Schedule  to 
these  Eules,  and  upon  payment  of  the  prescribed  fee,  appoint  a  time 
for  the  hearing  of  the  case,  and  shall  give  the  parties  at  least  seven 
days'  notice  of  such  appointment. 

(8.)  On  the  hearing  of  the  case  no  opposition  shall  be  allowed  in 
respect  of  any  ground  not  stated  in  the  notice  of  opposition  ;  and 
where  the  ground  or  one  of  tlie  grounds  of  opposition  is  that  registra- 
tion is  being  applied  for  in  respect  of  a  trade  mark  identical  with  one 
already  on  the  register  with  resjDect  to  the  same  goods  or  description 
of  goods,  or  having  such  resemblance  to  a  trade  mark  already  on  the 
register  with  respect  to  such  goods  or  description  of  goods  as  to  be 
calculated  to  deceive,  the  opposition  shall  not  be  allowed  upon  such 
ground,  unless  the  date  of  registration  and  the  number  on  the  register 
of  the  said  trade  mark  already  on  the  register  have  been  duly  specified 
in  the  notice  of  opposition. 

(9.)  The  decision  of  the  comptroller  in  the  case  shall  be  notified  to 
the  parties. 

Register  of  Trade  Marks. 
Time  of  _  32.  As  soon  as  may  be  after  the  expiration  of  one  month  from  the 

registration  of  ,Jate  of  the  advertisement  of  the  application,  the  comptroller  shall, 
•  subject  to  opposition  to  the  application  and  the  determination  thereof, 
if  he  is  satisfied  that  the  applicant  is  entitled  to  registration,  and  on 
payment  of  the  prescribed  fee  («),  enter  the  name,  address,  and  descrip- 
tion of  the  applicant  in  the  Eegister  of  Trade  Marks  as  the  registered 
proprietor  of  the  trade  mark  in  respect  of  the  particular  goods  or 
classes  of  goods  described  in  his  application. 

(«)  See  Form  I  and  Schedule  1  ;  also  notice  as  to  fees,  p.  415,  i?ifra. 


Closing  of 
evidence. 


Applications 
for  leave  to 
adduce  fur- 
ther evidence, 

Appointment 
of  time  for 
hearing. 

DisaUowance 
of  opposition 
in  certain 
cases. 


Decision  to 
be  notified  to 
parties. 


Where  appli- 
cant dies 
before  regis- 
tration, the 
trade  mark 
may  be  regis- 
tered for 
successor  to 
goodwill  of 
business. 

Entries  to 


33.  In  case  of  the  death  of  any  applicant  for  a  trade  mark  after  the 
date  of  his  application,  and  before  the  trade  mark  applied  for  has 
been  entered  on  the  register,  the  comptroller,  after  the  expiration  of 
the  prescribed  period  of  advertisement,  may,  on  being  satisfied  of  the 
applicant's  death,  enter  on  the  register,  in  place  of  the  name  of  such 
deceased  aj)plicant,  the  name,  address,  and  description  of  the  person 
owning  the  goodwill  of  the  business,  if  such  ownership  be  proved  to 
the  satisfaction  of  the  comptroller. 

34.  Upon  registering  any  trade  mark  the  comptroller  shall  enter  in 
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the  register  tlie  date  on  wliicli  the  application  for  registration  was  be  made  in 
received  by  the  comptroller,  and  such  other  particulars  (a)  as  he  may  register. 
think  necessary. 

(a)  As  to  entering  "  other  particulars,"  see  In  re  Keep  Bros.,  26  Ch.  D.  187,  and 
In  re  Be  Otacluy,  L.  J.  N.  of  C.  1885,  p.  155. 

35.  The  comptroller  shall  send  notice  to  the  applicant  of  the  regis-  Notice  of 
tration  of  his  trade  mark,  together  with  a  reference  to  the  advertise-  registration, 
ment  of  such  trade  mark  in  the  official  paper. 

36.  Where  a  person  becomes  entitled  to  a  registered  trade  mark  by  Request  by 
assignment,  transmission,  or  other  operation  of  law,  a  request  for  the  subsequent 
entry  of  his  name  in  the  register  as  proprietor  of  the  trade  mark  shall  P^op^^to"^- 
be  addressed  to  the  comptroller,  and  left  at  the  Patent  Office,  Trade 

Marks  Branch  («). 

{a)  See  Form  K  and  Instructions,  par.  38. 

37.  Such  request  shall  in  the  case  of  an  individual  be  made  and  Signature  of 
signed  by  the  person  requiring  to  be  registered  as  proprietor,  and  in  request, 
the  case  of  a  hrm  or  partnership  by  some  one  or  more  members  of 

such  firm  or  partnership,  or  in  either  case  by  his  or  their  agent  respec- 
tively duly  authorised  to  the  satisfaction  of  the  comptroller,  and  in  the 
case  of  a  body  corporate  by  their  agent,  authorised  in  like  manner  (a). 
(«)  See  Rules  7,  9,  supra. 

38.  Every  such  request  shall  state  the  name,  address,  and  descrip-  Contents  of 
tion  of  the  person  claiming  to  be  entitled  to  the  trade  mark  (herein-  request. 
after   called   the  claimant),  and   the  particulars   of   the  assignment, 
transmission,  or  other  operation  of  law,  by  virtue  of  which  he  requires 

to  be  entered  in  the  register  as  projDrietor,  so  as  to  show  the  manner 
in  which,  and  the  person  or  persons  to  whom,  the  trade  mark  has  been 
assigned  or  transmitted,  and  so  as  to  show  further  that  it  has  been  so 
assigned  or  transmitted,  in  connection  with  the  goodwill  of  the  business 
concerned  in  the  particular  goods  or  classes  of  goods  for  which  the 
trade  mark  has  been  registered  (a). 

[a)  See  §§  70  and  87  and  cases  in  note  [g)  to  §  90  and  note  {h)  to  §  92. 

39.  Every  such  request  shall  be  accompanied  by  a  statutory  decla-  Declaration 
ration  (a)  to  be  thereunder  written,  verifj'ing  the  several  statements  to  accompany 
therein,  and  declaring  that  the  particulars  above  described  comprise  request. 
every  material  fact  and  document  affecting  the  proprietorship  of  the 

trade  mark  as  claimed  by  such  request. 
(«)  See  Form  K. 

40.  The  claimant  shall  fui'nish  to  the  comptroller  such  other  proof  Further 

of  title  and  of  the  existence  and  ownership  of  such  goodwill  as  aforesaid  proof  of  title 
as  he  may  require  for  his  satisfaction.  "  required. 

41.  A  body  corporate  may  be  registered  as  proprietor  by  its  corpo-  Body  cor- 
rate  name.  porate. 

42.  The  term  "applicant"  in  Hules  17,   18   and   19  shall  include  Definition  of 
each  of  several  persons  claiming  to  be  registered  as  proprietor  of  the  applicant. 
same  trade  mark  (a). 

(a)  See  §  71. 
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Comptroller 
may  require 
statement 
from  rival 
claimants. 


Submission  to 
Court  of 
conflicting 
claims. 


43.  AVhether  all  siicli  persons  so  claiming'  require  to  he  heard 
before  the  comptroller  or  not,  he  may,  before  exercising  the  discretion 
vested  in  him  by  §  71  of  the  said  Acts,  require  such  persons,  or  any 
or  either  of  them,  to  submit  a  statement  in  writing  within  a  time  to 
be  notified  by  him,  or  to  attend  before  him  and  make  oral  explanations 
with  respect  to  such  matters  as  the  comptroller  may  require. 

44.  Where  each  of  several  persons  claims  to  be  registered  as  pro- 
prietor of  the  same  trade  mark,  and  the  comptroller  refuses  to  register 
any  of  them  until  their  rights  have  been  determined  according  to  law, 
the  manner  in  which  the  rights  of  such  claimants  may  be  submitted 
to  the  Court  by  the  comptroller,  or  if  the  comptroller  so  require,  by 
the  claimants,  shall,  unless  the  Court  otherwise  order,  be  by  a  special 
case  («) ;  and  such  special  case  shall  be  filed  and  proceeded  with  in 
like  manner  as  any  other  special  case  submitted  to  the  Court,  or  in 
such  other  manner  as  the  Court  may  direct. 

la)  See  note  to  $  71. 


Order  of 
Court. 


Settlement  of        45.  Where  the  special  case  is  to  be  submitted  by  the  parties  it  may 
special  case,      i^g  agreed  to  by  them,  or  if  they  differ,  may  be  settled  by  the  comp- 
troller on  payment  of  the  prescribed  fees  (a). 

{a)  See  Form  T. 

46.  Where  an  order  has  been  made  by  the  Court  in  either  of  the 
following  cases,  viz. : 

(a.)  allowing  an  appeal  under  §  62  of  the  said  Acts ; 
(b.)  disallowing  an  ojiposition  to  registration  under  §  69 ;  or, 
(c.)  under  the  provisions  of  §§  72,  90,  or  92  of  the  said  Acts,  the 
person  in  whose  favour  such  order  has  been  made,  or  such  one  of 
them,  if  more  than  one,  as  the  comptroller  ma}'  direct,  shall  forthwith 
leave  at  the  Patent  Office,  Trade  Marks  Branch,  an  office  copy  of  such 
order  («).  The  register  shall  thereupon  be  rectified  or  altered,  or  the 
purport  of  such  order  shall  otherwise  be  duly  entered  in  the  register, 
as  the  case  may  be. 

(«)  See  Form  N. 


Removal  of 
mark  from 
register. 


Alteration  of 
address  in 
register. 


47.  "WTiere  a  trade  mark  has  been  removed  from  the  register  for 
non-payment  of  the  prescribed  fee  or  otherwise,  under  the  provisions 
of  §  79  of  the  said  Acts,  the  comptroller  shall  cause  to  be  entered  in  the 
register  a  record  of  such  removal  and  the  cause  thereof. 

48.  If  the  registered  proprietor  of  a  trade  mark  send  to  the  comp- 
troller, together  with  the  prescribed  fee,  notice  of  an  alteration  in  his 
address,  the  comptroller  shall  alter  the  register  accordingly  («). 

(«)  See  Form  M. 


Notice  to  49.  Four  clear  days'  notice  of  every  application  to  the  Court  under 

comptroller  of  §  go  of  the  said  Acts,  for  rectification  of  the  register,  shall  be  given  to 

applications  ^^^  comptroller, 

to  rectify  ■■■ 
reg-ister. 
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50.  "Whenever  an  order  is  made  by  the  Court  for  making,  expunging,  Publication  of 
or  varying  an  entry  from  or  in  the  register,  the  comptroller  shall,  if  rectification  or 
he  thinlcs  that  such  rectification  or  variation  should  be  made  public,  '^''^^i^tioii  of 
and  at  the  expense  of  the  person  applying  for  the  same,  publish,      ° 

by  advertisement  or  otherwise,  and  in  such  manner  as  he  thinks 
just,  the  circumstances  attending  the  rectification  or  variation  in  the 
register. 

5 1 .  "Whenever  the  registered  proprietor  of  any  trade  mark  intends  Notice  to 

to  apply  for  the  leave  of  the   Court  to  add  to  or  to  alter  such  trade  comptroller  of 
mark,  under  §  92  of  the  said  Acts,  the  notice  to  be  given  to  the  comp-  forStCTa^ion* 
troller  shall  be  given  fourteen  days  at  least  before  such  application,  of  trade  mark 
If  leave  be  granted  on  such  application,  the  applicant  shall  forthwith  under  §  92  of 
supply  to  the  comptroller  such  a  number  of  representations  of  the  trade  Acts. 
mark  as  altered  as  he  may  deem  sufficient. 

Inspection  of  Eegister. 

52.  The  Eegister  of  Trade  Marks  shall  be  open  to  the  inspection  of  Hours  of 
the  public  («),  on  payment  of  the  prescribed  fee,  on  every  week  day,  inspection, 
between  the  hours  of  ten  and  four,  except  on  the  days  and  at  the  times 
following : 

(a.)  Christmas  Day,  Good  Friday,  the  day  observed  as  Her 
Majesty's  birthday,  daj's  observed  as  days  of  public  fast  or 
thanksgiving,  and  days  observed  as  holidays  at  the  Bank  of 
England  ;  or 

(b.)  Days  which  may  from  time  to  time  be  notified  by  a  j^lacard 
posted  in  a  conspicuous  place  at  the  Eatent  Office  ; 

(c.)  Times  when  the  register  is  required  for  any  purpose  of  official 
use. 

(a)  See  §  88. 

EowER  TO  Dispense  with  Evidence. 

53.  "Where  under  these  Eules  any  person  is  required  to  do  any  act  Dispensing 
or  thing,  or  to  sign  any  document,   or  to  make  any  declaration  on  with  evidence, 
behalf  of  himself  or  of  any  body  corporate,  or  any  document  or  evi- 
dence is  required  to  be  produced  to  or  left  with  the  comptroller,  or  at 

the  Eatent  Office,  and  it  is  shown  to  the  satisfaction  of  the  comptroller 
that  from  any  reasonable  cause  such  person  is  unable  to  do  such  act  or 
thing,  or  to  sign  such  document,  or  make  such  declaration,  or  that 
such  document  or  evidence  cannot  be  produced  or  left  as  aforesaid,  it 
shall  be  lawful  for  the  comptroller,  with  the  sanction  of  the  Board  of 
Trade,  and  upon  the  production  of  such  other  evidence,  and  subject  to 
such  terms  as  they  may  think  fit,  to  dispense  with  any  such  act  or  thing, 
document,  declaration,  or  evidence. 

Amendments. 

54.  Any  document  or  drawing  or  other  representation  of  a  trade  Amendment 
mark  for  the  amending  of  which  no  special  provision  is  made  by  the  of  documents, 
said  Acts  may  bo  amended,  and  any  irregularity  in  procedure  whicli 

in  the  opinion  of  the  comptroller  may  be  obviated  without  detriment 
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Comptroller 
may  enlarge 
time. 


to  the  interests  of  anj' person  may  be  corrected,  if  the  comptroller  thints 
fit,  and  on  such  terms  as  he  may  direct  («). 

(ii)  Under  this  rule  leave  may  be  given  to  amend  a  notice  of  opposition,  even 
after  the  counter  statement  has  been  jnit  in  {In  re  Mod,  7  P.  E..  226),  but  not 
after  an  appeal  has  been  presented  :  In  re  Robertson,  Sanderson  ^-  Co.,  (1892)  2 
Ch.  215,  252.  As  to  the  comptroller's  power  to  correct  clerical  errors,  see  §  91. 
See  also  Form  Q. 

Enlaeqemext  of  Time. 

55.  The  time  prescribed  by  these  Rules  for  doing  any  act,  or  taking 
any  proceeding  thereunder,  may  be  enlarged  by  the  comptroller  (a),  if 
he  think  fit,  and  upon  such  notice  to  other  parties,  and  proceedings 
thereon,  and  upon  such  terms  as  he  may  direct. 

[a)  See,  however,  the  limitations  imposed  by  §  69  (1),  supra. 


Sheffield  ap- 
plications in 
duplicate. 


Notice  to 
comptroller. 


Time  within 
which  comp- 
troller may 
object  to 
application 
made  at 
Sheffield. 

Advertise- 
ment of  appli- 
cation made 
at  Sheffield. 


Manner  of 
notifying  to 
Cutlers'  Com- 
pany applica- 
tion received 
by  comp- 
troller. 

Similarity  of 
proceedings  at 
London  and 
at  Sheffield. 


Cutlers'  CoMPAisrY. 

56.  All  applications  to  the  Cutlers'  Company  (a)  for  registration  of 
a  trade  mark,  under  §  81  of  the  said  Acts,  shall  be  in  dupHcate, 
accompanied  by  the  prescribed  fees  and  representations. 

(«)  See  §  81,  and  Instructions,  par.  33,  also  Form  W. 

57.  The  Cutlers'  Company  shall,  within  seven  days  of  the  receipt  by 
them  of  an  application  to  register  a  trade  mark,  send  the  comptroller 
one  copy  of  such  application,  by  way  of  notice  thereof,  together  with 
two  representations  of  the  mark  for  each  class  for  which  the  applicant 
seeks  registration. 

58. — (1.)  The  time  within  which  the  comptroller  shall  give  notice  to 
the  Cutlers'  Company  of  any  objection  he  may  have  to  the  acceptance 
of  an  application  for  registration  made  to  the  said  company  shall  be 
one  month  from  the  date  of  the  receipt  by  the  comptroller  of  the  notice 
from  the  said  company  of  tlie  making  of  the  application. 

(2.)  If  no  such  objection  is  made  by  the  comptroller,  the  Cutlers' 
Company  shall  require  the  applicant  to  send  the  comptroller  a  wood- 
block or  electrotype  as  the  comptroller  may  direct,  and  the  comptroller 
shall,  if  satisfied  with  such  wood-block  or  electrotype,  advertise  the 
application  in  the  same  manner  as  an  application  made  to  him  at  the 
Patent  Office. 

(3.)  The  manner  in  which  the  comptroller  shall  notify  to  the  Cutlers' 
Company  an  application  and  proceedings  thereon  made  as  mentioned 
in  sub-s.  8  of  §  81  of  the  said  Acts  shall  be  by  sending  to  the  Cutlers' 
Company  a  copy  of  the  official  paper  containing  the  application  of 
which  notice  is  required  to  be  given,  with  a  note  distinguishing  such 
application. 

59.  The  provisions  of  these  Eules  as  to  forms,  representations,  the 
proceedings  in  opposition  to  registration,  registration,  and  all  subse- 
c^uent  proceedings,  shall,  as  far  as  the  circumstances  allow,  apply  to 
all  applications  to  register  made  to  the  Cutlers'  Company,  and  to  all 
proceedings  consequent  thereon. 
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Certificates. 

60.  The  comptroller,  when  required  to  give  a  certificate  as  to  an  Certificate  by 
entry,  matter,  or  thing  which  he  is  authorised  by  the  said  Acts  or  any  comptroller. 
of  these  Rules  to  make  or  do,  may,  on  receipt  of  a  request  in  writing, 

and  on  payment  of  the  prescribed  fee,  give  such  certificate,  but  every 
certificate  of  registration  shall  have  specified  on  the  face  thereof, 
whether  the  same  is  to  be  used  in  legal  proceedings,  or  for  the  purpose 
of  obtaining  registration  in  a  foreign  country,  or  for  purposes  other 
than  use  in  legal  proceedings  or  obtaining  registration  in  a  foreign 
country  (a). 

(«)  See  §  96,  and  Instructions,  pars.  35 — 37. 

Declarations, 

61.  The  statutory  declarations  (n)  required  by  the  said  Acts  and  Manner  in 
these  Eules,  or  used  in  any  proceedings  thereunder,  shall  be  made  and  """l^ch,  and 

v        -v    J         i!  n  persons  beiore 

subscribed  as  follows  :  whom,  decla- 

(a.)  In  the  United  Kingdom,  before  any  justice  of  the  peace,  or  any  ration'isto  be 

commissioner  or  other  ofiicer  authorised  by  law  in  any  part  taken. 

of  the  United  Kingdom  to  administer  an  oath  for  the  purpose 

of  any  legal  proceeding  ; 
(b.)  In   any  other  part   of  Her  Majesty's  dominions,  before  any 

court,  judge,  justice  of  the  peace,  or  any  officer  authorised  by 

law  to  administer  an  oath  there  for  the  purpose  of  a  legal 

proceeding ;  and 
(c.)  If   made  out   of   Her   Majesty's   dominions,  before   a   British 

minister,   or   person   exercising   the   functions   of   a   British 

minister,  or  a  consul,  vice-consul,  or  other  person  exercising 

the  functions  of  a  British  consul,  or  a  notary  public,  or  before 

a  judge  or  magistrate. 

(a)  As  to  declarations  by  infants  and  other  persons  under  disability,  see  §  99. 

62.  Any  document  purporting  to  have  affixed,  impressed,  or  sub-  Notice  of  seal 
scribed  thereto  or  thereon  the  seal  or  signature  of  any  person  hereby  of  officer 
authorised  to  take  such  declaration  in  testimony  of  such  declaration  takmg  decia- 

•  TtiLion  to 

having  been  made  and  subscribed  before  him,  may  be  admitted  by  the  p^oye  itself, 
comptroller  without  proof  of  the  genuineness  of  any  such  seal  or  signa- 
ture, or  of  the  official  character  of  such  person  or  his  authority  to  take 
such  declaration. 

Eepeal. 

63.  All  general  rules  as  to  the  registration  of  trademarks  heretofore  Previous  rules 
made  by  the  Board  of  Trade  under  the  Patents,  Designs,  and  Trade  repealed. 
Marks  Acts,  1883  to  1888,  and  in  force  on  the  31st  day  of  December, 

1889,  shall  be,  anc^they  are  hereby  repealed,  as  from  that  date,  with- 
out prejudice,  nevertheless,  to  anything  done  under  such  Rules,  or  to 
any  apj)lication  pending  at  the  said  date. 

M.  E.  Hicks-Beacii, 
President  of  the  Board  of  Trade. 
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SCHEDULES. 


FIRST  SCHEDULE. 

FEES.  „  , 

i     s.     a. 

1 .  On  application  to  register  a  trade  mark  for  one  or  more 

articles  included  in  one  class      .         .         .         .         .050 

2.  For  registration  of  a  trade  mark  for  one  or  more  articles 

included  in  one  class 10     0 

3.  For   registering   a   series   of   trade    marks,    for   every 

additional  representation  after  the  first  in  each  class  .050 

4.  On   appeal  from   comptroller  to  Board  of  Trade — By 

appellant  .         .         .         .         .         .         .  .         .100 

5.  On  notice  of  opposition  for  each  application  opposed — 

By  opponent      .         .         .         .         .         .         .         .10     0 

6.  On    hearing    by    comptroller — By   applicant    and   by 

ojiponent  respectively         .         .         .         .         .         .10     0 

7.  On   application  to  register  a  subsequent  proprietor  in 

cases  of  assignment  or  transmission,  the  first  mark    .10     0 

8.  For  every  additional  mark  assigned  or  transmitted  at 

the  same  time    ........ 

9.  For  continuance  of  mark  at  expiration  of  fourteen  jeaxs 

10.  Additional  fee  where  fee  is  paid  within  three  months 

after  expiration  of  fourteen  years       .... 

11.  Additional  fee  for  restoration    of    trade    mark   where 

removed  for  non-j)ayment  of  fee         .... 

12.  For  altering  address  on  the  register,  for  every  mark 

13.  For  every  entry  in  the  register  of  a  rectification  thereof 

or  an  alteration  therein,  not  otherwise  charged  .         .0100 

14.  For  cancelling  the  entr}-  or  part  of  the  entrj'  of  a  trade 

mark  upon  the  register,   on  the  apphcation  of  the 

owner  of  such  trade  mark .         .         .         .         .         .050 

15.  On  rec^uest  to  comptroller  to  correct  a  clerical  error,  or 

permit  amendment  of  application  under  §  91      .         .050 

16.  For  certificate  of  refusal  to  register  a  trade  mark  under 

§  77 .         .         .10     0 

17.  For  certificate  of  refusal  at  the  same  time  for  more  than 

one  trade  mark,  for  each  additional  trade  mark  after 

the  fii-st 0  10     0 

18.  For  certificate  of  registration  to  be  used  in  legal  pro- 

ceedings      100 

19.  For  certificate  of  registration  to  be  used  for  the  purpose 

of  obtaining  registration  in  foreign  countries     .         .050 

20.  For  certificate  of  comptroller   under    §  96,  other  than 

certificate  of  registration  to  be  used  in  legal  proceed- 
ings, or  for  the  purpose  of  obtaining  registration  in 
a  foreign  country       ...... 

21.  For  copy  of  notification  of  registration  . 

22.  Settling  a  special  case  by  comptroller     . 

23.  For  inspecting  register,  for  every  quarter  of  an  hour 


0 

1 

2 
0 

0 
0 

0 

10 

0 

1 

0 

0 
5 

0 
0 

0 

5 

0 

0 

2 

0 

2 

0 

0 

0 

1 

0 
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24.  For  making  a  search,  amongst  the  classified  represent- 

ations of  trade  marks,  for  every  quarter  of  an  hour    .010 

25.  For  office  copy  of  documents,   for  every  100  words  (but 

never  less  than  one  shilling)       .         .         .         .         .004 

26.  For  certifying  office  copies,  MS.  or  printed     .         .         .010 

27.  In  cases  where   the  wood-block  or  electrotype  of  the 

trade  mark  exceeds  two  inches  in  breadth  or  depth, 
or  in  breadth  and  depth — For  every  inch  or  part  of 
an  inch  over  two  inches  in  breadth     .         .         .         .020 
For  every  inch  or  part  of  an  inch  over  two  inches  in 

depth 020 

28.  Manchester  Trade  Marks  OflB.ce      ....  Same  as  above 

29.  Shefl&eld  Marks Same  as  above 

30.  On  appeal  from  Cutlers'  Company,  Sheffield,  to  comp- 

troller         100 

M.  E.  Hicks-Beach, 

President  of  the  Board  of  Trade. 
Approved, 

Fkank  Mowatt, 

Assistant  Secretary 
for  the  Lords  Commissioners  of  Her  Majesty's  Treasury. 


PATENTS,    DESIGNS,    AND    TRADE   MAEKS  ACTS,   1883    to   1888. 

Notice  as  to  Fees  under  the  Public  Oefices  Fees  Act,  1879. 

Whereas  by  section  3  of  the  Public  Offices  Fees  Act,  1879,  it  is  provided 
that  the  Treasury  may,  from  time  to  time,  make,  and,  when  made,  revoke, 
alter,  and  add  to  regulations  for  all  or  any  of  the  following  purposes  respecting 
fees  in  any  public  office,  that  is  to  say : — 

1.  Regulating  the  manner  in  which  the  fees  taken  in  money  are  to  bo 
taken,  accounted  for,  and  paid  over. 

2.  Determining  the  use  of  impressed  or  adhesive  stamps,  and  the  mode  of 
cancellation  of  adhesive  stamps. 

3.  Regulating  the  use  of  stamps,  and  prescribing  the  application  thereof 
to  documents  from  time  to  time  in  use,  and  requiring  documents  to  be  used 
for  the  pm-pose  of  such  stamps. 

Now  we  the  undersigned,  being  two  of  the  Lords  Commissioners  of  her 
Majesty's  Treasury,  do  hereby  give  notice,  and  order  and  direct : — 

That,  from  and  after  the  date  of  this  Order,  in  lieu  of  any  regulations  on 
the  subject  heretofore  in  force,  the  fees  and  percentages  set  forth  in  the 
annexed  Schedule,  and  imposed  by  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1S83  to  1888,  or  by  rules  made  under  those  Acts,  shall  be  taken  in 
stamps  or  cash,  as  stated  in  the  said  Schedule ;  and  that  fees  and  percentages 
hereafter  imposed  under  the  said  Acts,  or  by  any  Act  amending  the  same,  or 
by  any  rule  made  under  any  or  all  of  such  Acts  shall,  unless  otheiwiso 
directed,  be  taken  in  impressed  stamps. 

The  stamps  shall  be  of  such  a  character  as  the  Commissioners  of  Inland 
Revenue  may  from  time  to  time  adoj^t  for  the  purpose. 

The  official  foi-ms  requu-cd  to  be  impressed  with  stamps  in  any  proceedings 
imder  the  said  Acts  or  Rules  or  Amendments  of  the  same  shall  bo  koi)t  and 


•^16  APPENDIX  A. 

issued  at  the  Inland  Revenue  Office,  Eoyal  Courts  of  Justice,  and  at  sucTi 
other  places  as  the  Commissioners  of  Inland  Revenue  may  deem  necessary 
or  expedient. 

And  wo  do  further  give  notice  and  direct  that  this  Order  shall  be  binding 
on  all  officers  and  persons  ■whom  it  may  in  any  way  affect. 

Thomas  E.  Ellis, 
■\V.  A.  McArthur, 
Two  of  the  Lords  of  Her  Majesty's  Treasury. 
Dated  the  14th  day  of  December,  1892. 

ScnEDIFLE. 

[This  schedule,  so  far  as  relates  to  trade  marks,  sets  out  the  thirty  items 
contained  in  the  First  Schedule  (Fees)  to  the  Trade  Marks  Rules,  1890,  and 
provides  that  the  fees,  being  items  1  to  22  and  item  30,  shall  be  taken  by 
means  of  impressed  stamps,  and  the  fees  being  items  23  to  29,  in  cash.] 


SECOND  SCHEDULE. 

FORMS. 
{See  Appendix  £,  infra.) 


THIED  SCHEDULE. 

General  Note. 

Any  wares  made  of  mixed  materials  (for  example,  of  both  cotton 
and  silk)  shall  be  included  in  such,  one  of  the  classes  a2:)propriated  to 
those  materials  as  the  comptroller  may  desire. 


CLASSIFICATION  OF  GOODS.'^- 

Illustrations. 

Note. — Goods  are  mentioned 
in  this  column  by  way  of  illus- 
tration, and  not  as  an  exhaustive 
list  of  the  contents  of  a  class. 

Class  1, 

Chemical  substances  used  in  manu-      Such  as — 

factures,  photograph}^  or  philo-  Acids,     including     vegetable 

sophical  research,  and  anti-corro-  acids, 

sives.  Alkalies. 

Artists'  colours. 

Pigments. 

Mineral  dyes. 


*  For  further  information  as  to   the  classification  of  goods,  see  Guide  to  the 
Classification,  infra,  p.  424. 
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Class  2. 

Cliemical  substances  used  for  agri- 
cultural, horticultural,  veterinary, 
and  sanitary  purposes. 

Class  3. 

Chemical  substances  prepared  for 
use  in  medicine  and  pharmacy. 


Class  4. 

Raw  or  partly  prepared  vegetable, 
animal  and  mineral  substances 
used  in  manufactures,  not  in- 
cluded in  other  classes. 


Class  5. 

Unwrought    and    partly    wrought 
metals  used  in  manufacture. 


Such  as — 

Artificial  manure. 
Cattle  medicines. 
Deodorisers. 
Vermin  destroyers. 

Such  as — 
Cod  liver  oil. 
Medicated  articles. 
Patent  medicines. 
Plasters. 
Phubarb. 

Such  as — 

Resins. 

Oils  used  in  manufactures 
and  not  included  in  other 
classes. 

Dyes,  other  than  mineral. 

Tanning  substances. 

Fibrous  substances  {e.g.,  cot- 
ton, hemp,  flax,  jute). 

Wool. 

snk. 

Bristles. 

Hair. 

Feathers. 

Cork. 

Seeds. 

Coal. 

Coke. 

Bone. 

Sponge. 

Such  as — 

Iron  and  steel,  pig  or  cast. 
Iron,  rough. 
,,    bar  and   rail,   including 

rails  for  railways. 
,,    bolt  and  rod. 
,,    sheet,    and     boiler     and 

armour  plates. 
,,   hoop. 
Lead,  pig. 
,,     rolled. 
,,     sheet. 
Wire. 
Copper. 
Zinc. 
Gold,  in  ingots. 

E  E 
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Class  6. 

Machinery  of  all  kinds,  and  parts 
of  machinery,  except  agricultural 
and  horticultural  machines  in- 
cluded in  Class  7. 


Class  7. 

Agricultural  and  horticultural 
machinery,  and  parts  of  such 
machinery. 


Class  8. 

Philosophical  instruments,  scien- 
tific instruments,  and  apparatus 
for  useful  purposes.  Instru- 
ments and  apparatus  for  teaching. 


Such  as — 

Steam  engines. 
]5oilers. 

Pneumatic  machines. 
Hydraulic  machines. 
Locomotives. 
Sewing  machines. 
Weighing  machines. 
Machine  tools. 
Mining  machinery. 
Fire  engines. 

Such  as — 
Ploughs. 

Drilling  machines. 
Reaping  machines. 
Thrashing  machines. 
Churns. 
Cyder  Presses. 
Chaff  cutters. 

Such  as — 
Mathematical  instruments. 
Gauges. 
Logs. 
Spectacles. 
Educational  appliances. 


Class  9. 

Musical  instruments. 

Class  10. 

Horological  instruments. 

Class  11. 

Instruments,   apparatus,   and   con- 
trivances,    not     medicated,     for 
surgical  or  curative  purposes,  or 
in  relation  to  the  health  of  men 
or  animals. 

Such  as — 
Bandages. 
Friction  gloves, 
Lancets. 
Fleams. 
Enemas. 

Class  12. 

Cutlery  and  edge  tools. 

Such  as — 
Knives. 
Forks. 

Scissors. 
Shears. 
Files. 
Saws. 
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Class  13. 

Metal  goods  not  included  in  other 
classes. 


Class  14, 

Goods  of  precious  metals  (including 
aluminium,  nickel,  Britannia 
metal,  &c.)  and  jewellery,  and 
imitations  of  such  goods  and 
jewellery. 


Class  15. 


Grlass. 


Class  16. 
Porcelain  and  earthenware. 


Class  17. 

Manufactures  from  mineral  and 
other  substances  for  building  or 
decoration. 


Class  18. 

Engineering,      architectural,      and 
building  contrivances. 


Such  as — 
Anvils. 
Keys. 

Basins  (metal). 
Needles. 
Hoes. 
Shovels. 
Corkscrews. 


Such  as — 
Plate. 
Clock  cases  and  pencil  cases 

of  such  metals. 
Sheffield    and    other    plated 

goods. 
Gilt  and  ormolu  work. 


Such  as — 

Window  and  plate  glass. 
Painted  glass. 
Glass  mosaic. 
Glass  beads. 


Such  as — 
China. 
Stoneware. 
Terra  cotta. 
Statuary  porcelain. 
Tiles. 
Bricks. 


Such  as — 
Cement. 
Plaster. 

Imitation  marble. 
Asphalt. 


Such  as — 

Diving  apparatus. 
Warming  apparatus. 
Ventilating  apparatus. 
Filtering  apparatus. 
Lighting  contrivances. 
Drainage  contrivances. 
Electric  and  pneumatic  bells. 


E  E  2 
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Class  19. 

Arms,  ammunition,  and  stores  not 
included  in  Class  20. 


Class  20. 
Explosive  substances. 


Class  21. 

Naval  architectural  contrivances 
and  naval  equipments  not  in- 
cluded in  Classes  19  and  20. 


Carriages. 


Class  22. 


Class  23. 

(a)  Cotton  yarn,  and  sewing  cotton 
not  on  spools  or  reels. 

(b)  Sewing    cotton    on    spools   or 
reels. 

Class  24. 

Cotton  piece  goods  of  all  kinds. 


Class  25. 

Cotton  goods  not  included  in  Classes 
23,  24,  or  08. 

Class  26. 
Linen  and  hemp  yarn  and  thread. 

Class  27. 
Linen  and  hemp  piece  goods. 


Such  as — 
Cannon. 
Small  arms. 
Fowling  pieces. 
Swords. 

Shot  and  other  projectiles. 
Camp  equipage. 
Equipments. 

Such  as — 
Gunpowder. 
Gun  cotton. 
Dynamite. 
Eog-signals. 
Percussion  caps. 
Fireworks. 
Cartridges. 

Such  as — 
Boats. 
Anchors. 
Chain  cables. 
Eigging. 

Such  as — 

Railway  carriages. 
Waggons. 
Railway  trucks. 
Bicycles. 
Bath  chairs. 


Such  as — 

Cotton  shirtings. 
Long  cloth. 

Such  as — 
Cotton  lace. 
Cotton  braids. 
Cotton  tables. 
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Class  28. 

Linen  and  hemp  goods  not  included 
in  Classes  26,  27,  and  50. 

Class  29. 

Jute  yarns  and  tissues,  and  other 
articles  made  of  jute  not  included 
in  Class  50. 

Class  30. 
Silk,  spun,  thrown,  or  sewing. 

Class  31. 
Silk  piece  goods. 

Class  32. 

Other  silk  goods  not  included  in 
Classes  30  and  31. 

Class  33. 
Yarns  of  wool,  worsted,  or  hair. 

Class  34. 

Cloths  and  stuffs  of  wool,  worsted 
or  hair. 

Class  35. 

Woollen    and    worsted    and    hair 
•     goods  not  included  in  Classes  33 
and  34. 

Class  36. 


Carpets,  floor-cloth,  and  oil-cloth. 

Such  as — 

Drugget. 

Mats  and  matting. 

Eugs. 

Class  37. 

Leather,      skins     unwrought 

and 

Such  as — 

wrought,    and   articles 

made   of 

Saddlery. 

leather    not    included 

in 

other 

Harness. 

classes. 

Whips. 

Portmanteaus. 

Furs. 

Class  38. 

Articles  of  clothing. 

Such  as — 

Hats  of  all  kinds. 

Caps  and  bonnets. 

Hosiery. 

Gloves. 

Boots  and  shoes. 

Other  ready-made  clothing, 
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Class  39. 

Paper    (except     paper  -  hangings), 
stationery,  and  bookbinding. 


Class  40. 

Goods  manufactured  from  india- 
rubber  and  gutta  perclia  not  in- 
cluded in  other  classes. 


Such  as — 
Envelopes. 
Sealing  wax. 
Pens  (except  gold  pens). 
Ink. 

Playing  cards. 
Blotting  cases. 
Copying  presses. 


Class  41. 
Furniture  and  upholstery. 


Class  42. 

Substances  used  as  food,  or  as  in- 
gredients in  food. 


Class  43. 
Fermented  liquors  and  spirits. 


Class  44. 

Mineral  and  aerated  waters  natural 
and  artificial,  including  ginger- 
beer. 


Such  as — 

Paper-hangings. 
Papier  mache. 
Mirrors. 
Mattresses. 

Such  as — 
Cereals. 
Pulses. 
Olive  oil. 
Hops. 
Malt. 

Dried  fruits. 
Tea. 
Sago. 
Salt. 
Sugar. 

Preserved  meats. 
Confectionery. 
Oil  cakes. 
Pickles. 
Vinegar. 
Beer  clarifiers. 

Such  as — 
Beer. 
Cyder. 
Wine. 
"Whiskey. 
Liqueurs. 
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Class  45. 

Tobacco  wlietlier  manufactured  or 
unmanufactured. 

Class  46. 

Seeds  for  agricultural  and  horti- 
cultural purposes. 

Class  47. 

Candles,  common  soap,  detergents ; 
illuminating,  heating,  or  lubri- 
cating oils  ;  matches  ;  and  starch, 
blue,  and  other  preparations  for 
laundry  purposes. 

Class  48. 

Perfumery  (including  toilet  articles, 
.    preparations   for   the   teeth   and 
hair,  and  perfumed  soap). 

Class  49. 

Games  of  all  kinds  and  sporting 
articles  not  included  in  other 
classes. 

Class  50. 

Miscellaneous,  including — 

(1.)  Groods  manufactured  from 
ivory,  bone,  or  wood,  not  in- 
cluded in  other  classes. 

(2.)  Goods  manufactured  from 
straw  or  grass,  not  included  in 
other  classes. 

(3.)  Goods  manufactured  from 
animal  and  vegetable  sub- 
stances, not  included  in  other 
classes. 

(4.)  Tobacco  pipes. 

(5.)  Umbrellas,  walking-sticks, 
brushes  and  combs. 

(6.)  Furniture  cream,  plate  powder. 

(7.)  Tarpaulins,  tents,  rick-cloths, 
rope,  twine. 

(8.)  Buttons  of  all  kinds,  other 
than  of  precious  metal  or  imita- 
tions thereof. 

(9.)  Packing  and  hose  of  all  kinds. 

(10.)  Goods  not  included  in  the 
foregoing  classes. 


Such  as — 
Washing  powders. 
Benzine  coUas. 


Such  as — 

Billiard  tables. 
Poller  skates. 
Pishing  nets  and  lines. 
Toys. 

Such  as — 
Coopers'  wares. 


(Signed)        M.  E.  Hicks-Beacii, 

President  of  the  Board  of  Trade. 
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GUIDE 

TO  THE  CLASSIFICATION  OF  GOODS  UNDEE  THE  PATENTS, 
DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 


Printed  hxj  Order  of -the  Comptroller-  General. 


CLASSES  OF  GOODS. 

I. — Chemical  substances  used  in  manufactures,  photography,  or 
philosophical  research,  and  anti-corrosives. 

II. — Chemical  substances  used  for  agricultural,  horticultural, 
veterinary,  and  sanitary  purposes. 

III. — Chemical  substances  prepared  for  use  in  medicine  and 
pharmacy. 

IV. — Eaw,  or  partly  prepared,  vegetable,  animal,  and  mineral  sub- 
stances used  in  manufactures,  not  included  in  other  Classes. 

V. — Unwrought  and  partly  wrought  metals  used  in  manufacture. 

YI. — Machinery  of  all  kinds,  and  parts  of  machinery,  except  agri- 
cultural and  horticultural  machines  included  in  Class  7. 

VII. — Agricultural  and  horticultural  machinery  and  parts  of  such 
machinery. 

VIII. — Philosophical  instruments,  scientific  instruments,  and  appar- 
atus for  useful  purposes.     Instruments  and  apparatus  for  teaching. 

IX. — Musical  instruments. 

X. — Horological  instruments. 

XL — Instruments,  apparatus,  and  contrivances,  not  medicated,  for 
surgical  or  curative  purposes,  or  in  relation  to  the  health  of  men  or 
animals. 

XII. — Cutlery  and  edge  tools. 

XIII. — Metal  goods,  not  included  in  other  Classes. 

XIV. — Goods  of  precious  metals  (including  aluminivim,  nickel, 
Britannia  metal,  &c.)  and  jewellery,  and  imitations  of  such  goods  and 
jewellery. 

XV.— Glass. 

XVI. — Porcelain  and  earthenware. 

XVII. — Manufactures  from  mineral  and  other  substances  for  build- 
ing or  decoration. 

XVIII. — Engineering,  architectural,  and  building  contrivances. 

XIX. — Arms,  ammunition,  and  stores,  not  included  in  Class  20. 

XX. — Explosive  substances. 

XXI. — Naval  architectural  contrivances  and  naval  equipments  not 
included  in  Classes  19  and  20. 

XXII. — Carriages. 

XXIII. — (a)  Cotton  yarn,  and  sewing  cotton  not  on  spools  or  reels, 
(i)  Sewing  cotton  on  spools  or  reels. 
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XXIV. — Cotton  piece  goods  of  all  kinds. 
XXV. — Cotton  goods  not  included  in  Classes  23,  24,  or  38. 
XXVI. — Linen  and  hemp  yarn  and  thread. 
XXVII. — Linen  and  hemp  piece  goods. 

XXVIII. — Linen  and  hemp  goods  not  included  in  Classes  26,  27, 
and  50. 

XXIX. — Jute  yarns  and  tissues,  and  other  articles  made  of  jute, 
not  included  in  Class  50. 

XXX. — Silk,  spun,  thrown,  or  sewing. 
XXXI. — Silk  piece  goods. 

XXXII. — Silk  goods  not  included  in  Classes  30  and  31. 
XXXIII. — Yarns  of  wool,  worsted,  or  hair. 
XXXIV. — Cloths  and  stuffs  of  wool,  worsted,  or  hair. 
XXXV. — AVoollen,    worsted,    and    hair    goods,    not    included    in 
Classes  33  and  34. 

XXXVI. — Carpets,  floor-cloth,  and  oil-cloth. 

XXXVII. — Leather,   skins  unwrought  and  wrought,   and   articles 
made  of  leather  not  included  in  other  Classes. 
'    XXXVIIL— Articles  of  clothing. 

XXXIX. — Paper  (except  paper  hangings),  stationery,   and  book- 
binding. 

XL. — Goods  manufactured  from  india-rubber  and  gutta-percha,  not 
included  in  other  Classes. 

XLI. — Furniture  and  upholstery. 

XLII. — Substances  used  as  food  or  as  ingredients  in  food. 
XLIII. — Fermented  liquors  and  spirits. 

XLIV. — Mineral   and   aerated   waters,    natural   and   artificial,   in- 
cluding ginger  beer. 

XLV. — Tobacco,  whether  manufactured  or  unmanufactured. 
XL VI. — Seeds  for  agricultural  and  horticultural  purposes. 
XLVII. — Candles,  common  soap,  detergents  ;  illuminating,  heating, 
or  lubricating  oils  ;  matches  ;  and  starch,  blue,  and  other  preparations 
for  laundry  purposes. 

XL VIII. — Perfumery  (including  toilet  articles,  preparations  for  the 
teeth  and  hair,  and  perfumed  soap). 

XLIX. — Games  of  all  kinds  and  sporting  articles  not  included  in 
other  Classes. 

L. — (1.)  Goods  manufactured  from  ivory,  bone,  or  wood,   not  in- 
cluded in  other  Classes. 
(2.)  Goods  manufactured  from  straw  or  grass,  not  included  in 

other  Classes. 
(3.)  Goods  manufactured  from  animal  and  vegetable  substances, 

not  included  in  other  Classes. 
(4.)  Tobacco  pipes. 

(5.)  Umbrellas,  walking  sticks,  brushes  and  combs, 
(6.)  Furniture  cream,  plate  powder. 
(7.)  Tarpaulins,  tents,  rick-cloths,  rope,  twine. 
(8.)  Buttons    of   all   kinds    other   than    of    precious   metal   or 

imitations  thereof. 
(9.)  Packing  and  hose  of  all  kinds. 
(10.)  Goods  not  included  in  the  foregoing  classes. 
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The  numbers  in  the  following'  list  refer  to  the  Class  in  which  the 
particular  goods  named  have  been  placed  for  the  purpose  of  Trade 
Marks  Registration. 

If  any  person  intending  to  apply  for  registration  of  a  trade  mark  is, 
on  examining  the  following  enumeration  of  goods,  uncertain  as  to  the 
class  to  which  his  goods  belong,  he  should  send  to  the  Comptroller- 
Greneral  a  letter  addressed — 

The  Comptroller-General, 

The  Patent  Office,  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

Chancery  Lane, 

London,  W.C. 
giving  a  full  description  of  the  goods  and  of  the  purposes  for  which 
they  are  used.     He  will  then  be  informed  by  the  Comptroller- General 
what  Class  he  should  name  in  his  application. 


N.B. 


-For  metal  read  metal  other  than  2»'ecious  metal  or  imitation  of 
the  same. 


Abdominal  supporters.     1 1 . 

Absinthe.     43. 

Accordions.     9. 

Account  books.     39. 

Accoutrements,     Military     and    Naval 

(except  clothing,  saddlery,  knapsacks 

and  belts).     19. 
Acetic  acid  for  use  in  manufactures  and 

philosophical  research.     1. 
— prepared  for  use  in  medicine 

and  pharmacy.     3. 
Acid,  Carbolic    (prepared   for  sanitary 

purposes).     2. 
• use      in 

mediciue  and  pharmacy.     3. 
Acid,    Cresylic    (prepared    for    use    in 

medicine  and  pharmacy).     3. 
Acids  for  use  in  manufactures,  photo- 
graphy, or  philosophical  research.     1. 

prepared  for  use  in  medicine  and 

pharmacy.     3. 

Actinometers .     8 . 
Adzes.     12. 

Aerated  beverages.     44. 
■ cofEee.     44. 

tea.     44. 

waters  (natural   and   artificial, 

including  ginger  beer).     44. 

Aerometers.     8. 

Agricultural  and  horticultural  imple- 
ments of  the  smaller  kind  (metal) 
without  a  cutting  edge.     13. 

■ • • imple- 
ments of  the  smaller  kind  (metal), 
with  a  cutting  edge.     12. 

machi- 


nery, and   implements  of  the  larger 

kind,  and  parts  thereof.     7. 
Agriculture,  Chemical  substances  used 

in.     2. 
Ague  pads.     11. 


Air  beds  and  pillows  (india-rubber  or 
gutta-percha).     40. 

—  compressing  engines.     6. 

—  guns.     19. 

Air-i^roof  cushions  (india-rubber).     40. 
Air-pumps  (for  steam-engines,  and  for 

supplying  aii').     6. 

(philosophical).     8. 

Air  saddles  for  bicycles  (india-rubber). 

40. 
Alarum  clocks.     10. 
Alarums  (electric).     18. 
Albumenized  paper.     39. 
Albums.     39. 
Alcohol.     43. 
Alcoholometers.     8. 
Ale,  Ginger  (an  aerated  water).     44. 
Ales.     43. 

Alizarine  (artificial).     1. 
Alkalies.     1. 

prepared    for    use   in    phar- 
macy.    3. 

Alloys  (unwrought  or  partly  wrought). 

5. 
Almanacs,  Desk.     39. 
Alpaca,  in  the  piece.     34. 
Aluminium  wares.     14. 
Aluminous  cake.     1. 
Amber.     4. 

goods.     50. 

Ambulances.     22. 
American  leather  cloth.     36. 
Ammunition  (explosive).     20. 

(not  explosive).     18. 


Anchors.     21. 

Angle  iron.     5. 

Aniline  dyes  (mineral).     1. 

(not  mineral) .     4. 

Animal  and  vegetable  oils  used  in  manu- 
factures and  not  included  in  other 
classes) .     4 . 
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Animal  substances,  Goods  manufactured 
from  (not  included  in  other  classes) .   50. 

(raw  or  partly  pre- 
pared), used  in  manufactures  and  not 
included  in  other  classes.     4. 

Animals,  Chemical  preparations  for  de- 
stroying noxious.     2. 

Anklets  for  curative  purposes.     11. 

Annatto.     42. 

,  Fluid.     42. 

Anthracene  dyes.     1. 

Anti-asthmatic  cigarettes  (not  contain- 
ing tobacco).     3. 

Anti  -  corrosives .     1 . 

Anti-friction  grease.     47. 

Anti-incrustation  composition.     1. 

Antimacassars  (cotton).     25. 

(silk).     32. 

(wooUen).     35. 

Antiseptics.     2. 
'Anvils.     13. 

Apparatus,  Autotype.     8. 

,  Baldng.     18. 

,  Ball  trap.     49. 

,  Cheese  making.     7. 

■ ,  Chemical.     8. 

,  Cooking.     18. 

,  Diving.     18. 

,  Draining.     IS. 

,  Filtering.     18. 

,  Hatching.     50. 

,  Heat  utilizing.     18. 

,  Hot  water.     18. 

■ ,  Irrigation.     7. 

,  Lighting.     18. 

,  Microscopic.     8. 

■ ,  Magnetic  (for  medical  pur- 
poses).    11. 

' ,  Measui-ing.     8. 

• ,  Photographic.     8. 

• ,  Soda-water.     6. 

• ,  Soimding.     8. 

,  Surgical.     11. 

,  Ventilating.     18. 

,  Warming.     18. 

Apparel,  Wearing.     38. 

Apple  wine  (an  aerated  water).     44. 

Appliances,  Educational.     8. 

;  Surgical.     11. 

,  (wood)  for  shoj)s  and  shop 

windows.     50. 

Aj^plications,  Medicinal  ;  for  human 
use.     3. 

• ,  Veterinary  and  Sani- 
tary.    2. 

Aprons,  Carriage  (wholly  or  princijjally 
of  india-rubber).     40. 

(wearing  apparel).     38. 

Archery,  implements  for.     49. 

Architectural  contrivances.     18. 

Argentina  wares.     14. 

Armour  plates.     5. 

Arms  (in  the  nature  of  weapons).     19. 

Arrowroot.     42. 


Artificial  butter.     42. 

flowers.     50. 

fuel.     50. 

limbs.     11. 

manure. 

•  stone. 

teeth. 


2. 
17. 
11. 
39. 
39. 
1. 


Artists'  brushes. 

canvas. 

colours. 

materials  (except  colours) .     39. 

Asbestos.     4. 

packing.     50. 

j)repared   for   preventing   the 

radiation  of  heat.     1. 
Ash  Soda.     1. 
Ash-pans  (metal).     13. 
Asphalt.     17. 
Attachments  or  fastenings  of  metal  for 

neckties,  scarves,  and  similar  articles. 

13. 
Autotype  apparatus.     8. 
Aviaries.     18. 
Awnings.     50. 
Axes.     12. 

Axle  plates,  Grinders'.     13. 
Axles,  Grinders'.     13. 
for  locomotives  and  for  machines 

(not     being     agricultural     machines) 

along  with  locomotives  in  Class  6. 
(metal),  for  railway  waggons  and 

common  roads.     13. 
(wood).     50. 


Baby  carriages. 

linen.     38. 

Back  protectors. 
Bacon.     42. 
Badminton  sets. 


22. 


11. 


49. 


India - 


Bags,  Carpet.     50. 

,  Leather.     37. 

,  of  textile  matei'ial.     50. 

,  Paper.     39. 

(wholly   or    principally   of 

rubber).     40. 
Bai^e  (woollen).     34. 
Baking  ajjparatus.     18. 

■ powder.     42. 

Balances    (except    Letter    and    Postal 

Balances).     6. 

,  Letter.     39. 

,  Postal.     39. 

Bale  studs  (metal).     13. 
Ball,  Fake.     50. 

,  Heel.     50. 

Ball  trap  apparatus.     49. 
Balls,  Billiard.     49. 

,  Foot.     49. 

for  games.     49. 

Balsam  for  toUct  purposes.     48. 

use  in  pharmacy.     3. 

Balusters  (metal).     13. 
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Bandages  (medical  and  surgical).     11. 

,  Winders  for.     11. 

Bandboxes.     oO. 

Bands,  Elastic,  along  \rith  stationery  in 
Class  39. 

,  Galvanic.     11. 

,  Machine  (india-rubber  or  gutta- 
percha).    40. 

(leather).     37. 

Bangles.     14. 

Banjoes.     9. 

Barges.     21. 

Bar  iron.     5. 

Bark,    Extract    of    (for    tanning    pur- 
poses).    4. 

Barks  (medicinal).     3. 

Barometers.     8. 

Barrels  (rifle  and  pistol).     19. 

(wood).     50. 

Bars,  Furnace.     6. 

,  Refreshment.     18. 

,  Tee.     5. 

Basins  (metal).     13. 

(pottery  ware) .     16. 

Baskets  (iron).     13. 

(wicker),  being  room  fui'niturc. 


41. 


not  being'  room  furni- 


ture.    50. 
Bassinettes.     41. 
Bate  for  tanning  purposes.     4. 
Bath  chairs.     22. 

gloves.     11. 

mineral  waters.     44. 

Baths  (india-rubber  and  giitta-percha). 
40. 

(metal).     13. 

Batteries  (medical).     11. 

• (notfor  medical  purposes).     8. 

Batting  gloves.     49. 
Bats  for  cricket.     49. 
Bayonets.     19. 
Bay  rum.     48. 
Bay-leaf  water.     48. 
Beads  (glass).    15. 

(ivory,  wood,  bone,  horn,  vegetable 

ivory,  or  mother-o' -pearl).     50. 

(metal).     13. 

•    (precious    metal     or     imitations 

thereof).     14. 

Beams,  being  parts  of  machinery  other 
than  agricultural  machinery.     6. 

■ (metal),  not  being  parts  of  ma- 
chinery.    13. 

• ,  Plough.     7. 

(wood).     50. 

Bearings,  Machine.     G. 

Bears'  grease,  for  toilet  purposes.     48. 
Beaters,  Egg.     6. 
Bed-coverlets  (paper).     41. 

(textile),  as  small- wares, 

according  to  the  class  of  the  material. 

tables.     41. 

Bedding,  not  being  bed  clothing.     41. 


Beds,  Air  (india-rubber  or  gutta-percha) . 
40. 

,  Feather,     41. 

Bedsteads.     41. 

Beehives.     7. 

Beeswax,  for  use  in  manufactures.     4. 

Beer.     43. 

,  Botanic.     44. 

engines.     6. 

,  Ginger.     44. 

preservatives  and  finings.     42. 

Bellows.     50. 

Bells.     13. 

,  Call.     13. 

,  Dumb.     49. 

,  Electric  and  Pneumatic.     18. 

,  Exhausting.     11. 

Belt  clasps  (jet  or  imitation  jet).     50. 

(metal).     13. 

• (precious  metal  or  imitation 

thereof).     14. 

composition.     50. 

Belts,  Electric  (being  for  medical  pur- 
poses) .     11. 

for  wear.     38. 

,   Medical  or  Surgical.     1 1 . 

,  Swimming.     21. 

Belting,  Machine  (india-rubber  or 
percha).     40. 

(leather).     37. 

Bench  screws  (metal).     13. 


rutta- 


Benches,  Saw. 
,     Vice. 


6. 
6. 
47. 


Benzine  collas. 

Benzoline.     47. 

Berlin  black  for  stoves  and  grates.     50. 

wool.     33. 

Bessemer  steel  plates.     5. 

■ •  twyers  (earthenware  or  porce- 
lain).    16. 
Bevels,  Workmen's  (metal).     13. 

(wood).     50. 

Beverages,  Aerated.     44. 

' ,    Alcoholic.     43. 

,    Medicated.     3. 

(not  alcoholic,  not  medicated, 

and  not  aerated).     42. 

,    Preparations  for.     42. 

Bezique  markers.     49. 
Biarritz  rejDS.     34. 
Bicycles.     22. 
BUlets  (steel).     5. 
Bill  files.     39. 

-  hooks.     12. 
Billiard  balls.     49. 
• cues.     49. 

• markers.     49. 

table    cushions     (india-rubber). 

40. 

tables.     49. 

Bills  with  a  cutting  edge. 

without  a  cutting  edg 

Binder  belts.     11. 
Bindings  (cotton).     25. 


12. 


13. 
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Bindings  (linen).     28. 

(silk).     32. 

• (woollen,  worsted,   and  hair). 

35. 
Binocular  field  glasses.     8. 
Bins,  Cabinet  wine.     41. 

,  Com  and  Wine  (metal).     13, 

Bird  cages  (wood).     50. 

(wood  and  metal  combined).  13. 

food.     42. 

medicine.     2. 

Biscuits.     42. 

,  Dog.     42. 

Bits,  Kitchen  and  Furnace  pan.     13. 

with  a  cutting  edge.     12. 

without  a  cutting  edge.     13. 

Bitter  alcohol.     43. 
Bitters.     43. 

(aerated).     44. 

Bitts,  Paddle.     13. 
Blacking.     50. 

,  Harness.     50. 

Black-lead  (for  polishing).     50. 

points,  along  with  pencils  in 


Class  39. 
Black  plates.     5. 

■    taggers.     5. 

Blades,  Sword.     12. 
Blankets  (woollen).     35. 
Blanks  (brass).     6. 
for  cartridges.     5. 


13. 


Blasting  compounds.     20. 
Bleacliing  powder.     47. 
Blending  glasses  (graduated).     8. 
Blinds  (metal).     13. 

,    Tumbler  action  for  (metal). 

BUster  steel.     5. 

Blisters  for  human  use.     3. 

■ (horse,  cattle,  &c.).     2. 

Blocked  fi'onts  (shoe  leather).     37. 
Blocks,  Furnace.     16. 

,  Paving  (metal).     13. 

,  Pulley  (metal).     13. 

(wood).     50. 

Blotting  cases.     (39.) 
Blouses.     38. 
Blowers.     6. 
Blowing  engines.     6. 
Blue,  Washing.     47. 
Boards,  Chess.     49. 

■ ,  Drawing.     39. 

,  Knife.     50. 

• ,  Smoke  (metal).     13. 

■ ,  Washing  (wood).     50. 

,  (wood).     60. 

Boats.     21. 

Bobbins  of  wood.     50. 

Bog  oak  articles  (not  included  in  other 

classes).     50. 
Boiler  composition  to  prevent  radiation 

of  heat.     1. 

•     plates.     5. 

rivets.     13. 


Boiler  scale.  Fluid  for  the  prevention 
of.     1. 

tubes.     6. 

Boilers,  Steam,  for  agricultural  pur- 
poses.    7. 

,    not    for    agricultural 


purposes.     6. 

(stove). 


U 


Bolt  iron. 

Bolts  and  nuts.     13. 

for  doors.     13. 

Bonbons.     42. 
Bone.     4. 

,  Fancy  small  wares  of.     50. 

manure.     2. 

mills  (portable).     7. 

Bonnets.     38. 
Book-binding.     39.  . 
Bookcases.     41. 

markers  (silk).     32. 

slides.     39. 

Books  (parchment  slate).     39. 
Boot  and   Shoe  linings    (linen),  in   the 
piece.     27. 

hooks.     13. 

top  powder.     50. 

uppers  (leather).     37. 

Boots.     38. 

Borax.     1. 

extract  (a  detergent).     47. 

perfumed.     48. 

glycerine.     47. 

,  perfumed.     48. 

•  mineral  waters.     44. 

Borderings,  as  small  wares,   according 

to  the  class  of  the  material. 
Botanic  beer.     44. 
Bottle  brushes.     50. 

envelopes  (grass  or  straw) .     50. 

■ washing  machines.     6. 

Bottles  (except  feeding  bottles  or  bottles 
of,  or  mounted  in,  precious  metal  or 
imitation  thereof),  in  the  class  of  the 
substance  of  which  they  are  made. 

,  Feeding.     50. 

of  precious  metal,  or  mounted  in 

precious  metal  or  imitation  thereof.  1 4 . 

Bottling  gloves.     38. 

machines.     6. 

trays  (wood).     50. 

Bougies.     11. 

Bowls,  Hand  (earthenware) .     16. 

• (metal).     13. 

,  Playing.     49. 

Bows  for  archery.     49. 

wear.     38. 

Boxes,  Despatch.     39. 

•  (india-rubber).     40. 

(leather).     47. 

(metal).     13. 

,  Musical.     9. 

(wood,  ivory,  wicker-work,  bone, 

straw,  pasteboard  or  cardboard.     50. 

Brace-bits,  with  a  cutting  edge.     12. 
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Brace-bits,  -without  a  cutting  edge.    13. 
Braces,  ])rill.     13. 

• for  wear.     38. 

■ ,  Rachet  and  crank.     13. 

Brackets  (metal).     13. 

• (wood).     50. 

Bradawls.     13. 
Brads.     13. 
Braid,  Cotton.     25. 

(gold  and  .silver) .     14. 

(linen  and  hemp).     28. 

,     Silk.     32. 

(woollen,  worsted,  mohair,  al- 
paca).    35. 

Brakes,  Vacuiim.     6. 
Branding  stoves.     18. 
Brandy.     43. 
Brass  cups,  blanks,  discs.     5. 

foundry.     13. 

■ sheets.     5. 

Brattice  cloth.     50. 
Bread.     42. 

Bread  cutters,  along  with  knives  in 
Class  12. 

platters.     50. 

Breast-  exhausters .     11. 
Breasts,  Plough.     7. 
Breeches  paste.     50. 
Bricks.     16. 

Bridges  (iron).     18. 

Bridles.     37. 

Brimstone  roll.     1 . 

Bristles.     4. 

Britannia  metal  wares.     14. 

Broad  cloths.     34. 

Brocade  powder.     1. 

Bronze  (ingot  and  wire).     5. 

■ ■  powder.     1. 

• work  and  imitation  bronze  work. 

14. 

Bronzes.     14. 

Brooches  (ivory,  wood,  bone,  horn,  vege- 
table ivory,  or  mother  of  pearl).     50. 

(jet  or  imitation  jet).     50. 

• (precious  metal  or  imitation  of 

same).     14. 

Brooms.     50. 

Bruisers,  Oat.     7. 

Brushes,  Artists'.     39. 

,    except    artists'    brushes    and 

brushes  of  metal.     50. 

,     Gilders'.     50. 

,    Wii-e.     13. 

Brashware.     50. 


Brussels  carpets. 
Buckets,  leather. 

■ (metal) . 

(wood). 

Buckles  (metal). 

• (precious 

thereof).     14. 
Buffers  (india-rubber).     40. 
Buffalo  hides.     37. 
Building  contrivances.     18. 


36. 
37. 
13. 
50. 
13. 
metal 


or    imitation 


Bulbs.     46. 

Bullet  moulds.     19. 

Bullion  fringe  (gold  and  silver).     14. 

Bung  bushes  (metal).     13. 

Bunting,  Flags  of.     35. 

Burners,  G-as  and  Lamp  (metal).     13. 

Burrs,  Fire  (of  clay).     16. 

Bushes,  Bung  (metal).     13. 

Busks  (metal).     13. 

Bustles.     38. 

Butter.     42. 

,  Artificial.     42. 

colouring.     42. 

coolers  (wood).     50. 

workers.     7. 

Butterine.     42. 
Button  hooks.     13. 

plates.     5. 

Buttons  of  all  kinds  (other  than  of  pre- 
cious metal  or  imitations  thereof) .    50. 

■ (precious    metal    or   imitations 

thereof).     14. 

Butts  (leather).     37. 

(metal).     13. 


Cables,  Chain.     21. 

,  Telegraph.     8. 

Cabs.     22. 

Caddies  (wood).     50. 

Cages,  Bird  (wood).     50. 

-  (metal  and  wood  combined) . 


13. 


1. 


24. 
27. 


Cake,  Aluminous. 

crushers.     7. 

,  Hempseed;  along  with  cattle  food. 

42. 
Cakes.     42. 

,    Compound  linseed.     42. 

Calcium,  Chloride  of .     1. 

Calf  skins.     37. 

Callipers.     8. 

Calomel.     3. 

Cambooses.     18. 

Cambric  in  the  piece  (cotton) . 

(linen). 

smallwares.     28. 

Camlets.     34. 

Camp  equipage.     19. 

ovens.     18. 

Camphor  prepared  for  use  in  phar- 
macy.    3. 

Camphorated  chalk  for  toilet  purposes. 
48. 

Canada  plates.     5. 

Candles.     47. 

Candlesticks  (metal).     13. 

■ (precious  metal  or  imita- 
tions thereof ) .     14. 

(wood).     50. 

Candy  for  food.     42. 

(medicinal).     3. 

Cane  bills.     12. 

Cannon.     19. 
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for     containino- 


Canoes.     21. 

Can  openers  having  a  cutting  edge.     12. 

■ "without  a  cutting  edge.    12. 

Cans.     13. 

,  Milk.     13. 

Canvas,  Artists'.     39. 

,  Flags  of.     28. 

,  (flax,  linen,  hemp,  and  tow)  in 

the  piece.     27. 
,   (flax,  linen,  hemp,  and  tow)  not 

in  the  piece.     28. 
,  Jute  (small  wares  not  included 

in  other  classes).     29. 
Capers.     42. 
Capes.     38. 

Caps,  Chimney  (metal).     13. 
,  Detonating.     20. 

for  wear.     38. 

,  Knee.     11. 

Capstans  for  use  on  land.     6. 

■ ,  Ships'.     21. 

Capsules  (medicated).     3. 

(metal).     13. 

of    gelatine, 

medicine.     50. 

(paper).     39. 

Carbolic  acid  prepared  for  sanitary  pui"- 
poses.     2. 

use  in  medi- 
cine and  pharmacy.     3. 

Card-board.     39. 

Card-racks.     39. 

suspenders.     39. 

Cards,  Christmas,  Sentiment,  Menu  and 
Programme.     39. 

(machine).     6. 

,  Pattern.     39. 

■ ,  Playing.     39. 

Cargo  gins.     6. 
Carpet  bags.     50. 

bindings  (woollen).     35. 

■ sweepers.     6. 

Carpets.     36. 

(moquette).     36. 

CaiTiage  and  waggon  metal  work.     13. 

aprons  (wholly  or  principally 

of  india-rubber).     40. 
Carriages.     22. 

,  Gun.     19, 

Cars.     22. 
Cart  covers.     50. 
Cartonage.     39. 
Cartridge  cases.     19. 
— —  dies.     19. 

fillers.     19. 

• pouches.     19. 

Cartridges.     20. 

,  Blanks  for.     5. 

Carts.     22. 
Carving  tools.     12. 
Casements  (metal).     13. 
Cases,  Cigar  (leather).     37. 

,  Clock  (plate  and  precioiis  metal). 

14. 


Cases,  Clock  (wood).     50. 

for  cartridges.     19. 

,  Music.     39. 

,  Gun.     19. 

,  Packing  and  Store  (wood).     50. 

,  Paper,  and  Blotting.     39. 

,  Pipe.     50. 

- — -,  Pistol.     19. 

,  Pencil  (not  precious  metal  or  imi- 
tation thereof) .     39. 

(precious  metal  or  imitation 

thereof).     14. 

,  Stationery.     39. 

Casks  (glass).     15. 

(metal).     13. 


(pottery ware) . 

(wood).     50. 

Cask-stands  (metal). 

(wood). 


16. 


13. 

50. 


and 


Cassada  plates  (cooking,  heating 

baking  apparatus).     18. 
Cassia,  not  for  medical  purposes.     42. 
Cassimeres.     34. 
Cassophj^     42. 
Castor  oil.     3. 
Castors  (metal).     13. 
Cast  steel.     5. 
Cattle  food.     42. 

medicines.     2. 

troughs  and  pans  (metal) .     13. 

Caulking  irons.     13. 

Caustic  soda.     1. 

Cement,  Diamond  (for  mending  china). 
50. 

for  preventing  the  radiation  of 

heat.     1 . 

• ■    for  tipping  billiard  cues.     50. 

,  Portland,  and  other  calcareous. 

17. 
Cerates  prepared  for  use  in  pharmacy.  3. 
Cereals  for  use  as  food.     42. 

seed.     4G. 

ChaS  cutters.     7. 

knives  (parts  of  agricidtural  ma- 
chines).    7. 

Chain  cables.     2 1 . 

Chains.     13. 

,  Galvanic  (for  curative  purposes). 

11. 

,  Measuring.     8. 

Chaii-s,  Bath.     22. 

,  Dentists'  and  Invalids'  ;   along 

with  furniture  in  Class  41. 

(furniture).     41. 

,  Garden ;    in    the    class  of    the 


material ;  either  13  or  50,  according  as 
they  are  made  of  metal  or  wood. 

Chalk,  Camphorated,  for  toilet  j^urposes. 
48. 

(for  drawing) .     39. 

,  Tailors'.     50. 

Champagne.     43. 

nippers.     13. 

Chandeliers  (glass).     15. 
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Chandeliers  (metal).     13. 

Chapels  (iron).     IS. 

Charcoal.     4. 

Chasing  machines.     6. 

Cheeks  (woollen).     34. 

Cheese.     42. 

making  apparatus.     7. 

tasters.     12. 

tiibs.     oO. 

Chemical  apparatus.     8. 

substances  crude,  or  prepared, 

for  use  in  manufactures,  photography, 
or  philosophical  research.     1. 

prepared  for  agri- 
cultural, horticultural,  veterinaiy,  and 
sanitary  purposes.     2. 

prepared  for  use  in 

medicine  and  pharmacy.     3. 

Chemises.     38. 

Chenille  silk.     32. 

Cherry  brand j".     43. 

Chess  boards.     49. 

tables.     41. 

Chest  expanders.     49. 

protectors.     11. 

Chests  (metal).     13. 

(wood).     .50. 

Chicory.     42. 
Chignons.     50. 
ChiUies.     42. 

Chimney  caps,  cowls,  and  tops  (metal) . 
13. 

Chimneys,  Lamp.     15. 

China.     16. 

• crape  (wool  or  worsted).     34. 

Chisels.     12. 

Chloride  of  calcium.     1. 

gold.     1. 

lime  for  disinfecting  pur- 
poses.    2. 

zinc.     1. 

Chlorodyne.     3. 

Chloroform.     3. 

Chocolate.     42. 

Cholera  belts.     11. 

Choppers.     12. 

Chrome  ores.     5. 

salts.     1. 

Chronometers.     10. 
Churches  (iron).     18. 
Churns.     7. 
Chutney.     42. 
Cider.     43. 

machines.     7. 

Cigar  holders  and  tubes  (not  of  precious 
metal  or  of  imitation  precious  metal). 
50. 

Cigarette  papers.     39. 

Cigarettes.     45. 

,  Anti-asthmatic  (not  contain- 
ing tobacco).     3. 

Cigars.     45. 

Cinder  sifters  for  household  use.     13. 

(machines).     6. 


Cinnamon.     42. 
Cisterns  (metal).     13. 

(slate  and  stone).     50. 

Citrate  of  Magnesia.     3. 
Clamps.     13. 

Claret.     43. 

Clarifiers  for  articles  of  food.     42. 

Clarionettes.     9. 

Clay,  Goods  made  of  Fire.     16. 

pipes  (tobacco).     50. 

Clasps  (jet  or  imitation  jet).     50. 

(metal).     13. 

(precious     metal     or     imitations 

thereof).     14. 
Cleaning     furniture,     leather,    metals, 

jewellery.  Preparations  fgr.     50. 
Cleansing  fabrics,  Preparations  for.    47. 
Cleavers.     12. 
Clinical  thermometers.     11. 
Chps,  Letter.     39. 
Clippers,  Horse.     12. 
Cloaks.     38. 
Clock  and  watch  springs.     10. 

gongs.     13. 

weights.     13. 

Clocks.     10. 

,  Electric.     10. 

Clogs.     38. 
Closets,  Water.     18. 
Clothes  horses.     41. 

lines.     50. 

Cloth,  American.     36. 
,    Brattice.     50. 

(cotton).     24. 

,    Emery.     50. 

,    Enamelled  leather.     36. 

,    India-rubber.     40. 

(jute).     29. 

(linen).     27. 

,    on.     36. 

,    Sand.     50. 

(wool,  worsted,  or  hair).     34. 

Clothing,  Articles  of.     38. 
,  Horse.     37. 

manufactured  wholly  or  in  part 

from  india-rubber,   gutta-percha,   or 
their  compounds.     38. 

(waterproof).     38. 

Cloths  (polishing).     50. 

(rick).     50. 

(saddle).     37. 

Clouts,  Waggon  and  Cart  (metal).     13. 

Cloves.     42. 

Coach  ironmongery.     13. 

Coaguline.     50. 

Coal.     4. 

scuttles  (metal) 

■ tar  fluid,  along 

Class  47. 
Coatings  (woollen  and  worsted). 
Coat  raUs.     41. 
Coats.     38. 
Cobblers'  wax.     50. 
Coburo:s.     34. 


13. 
with  detergents  in 

34. 
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Cocks  (earthenware).     16. 

(metal).     13. 

(wood).     50. 

Cocoa.     42. 
Cocoa-nut  fibre.     4. 

• oil  for  illuminating  purposes. 

47.  _ 
Cod-liver  oil.     3. 
Coffee.     42. 

(aerated).     44. 

mills.     6. 

• roasters.     6. 

Coffins.     50. 

Coils,  Steam  (apparatus  for  heating) .   18. 

Coke.     4. 

Cold  cream.     3. 

sates.     13. 

Collars  for  wear.     38. 

,  Horse.     37. 

CoUas,  Benzine.     47. 

Collodion.     1 . 

• articles  not  included  in  other 

classes.  50. 
Colophony.  4. 
Coloui-ing,  Butter.     42. 

matters  for  use  in  manufac- 
tures (mineral).     1. 

matters  for  use  in  manufac- 


tures (other  than  mineral).     4. 
Colours.     1. 
,  Artists'.     1. 

for  making  hqueurs  (containing 

alcohol).     43. 

Combs,  Currying  (metal).     13. 

for  the  hair.     50. 

• ,  Graining.     13. 

,  Machine.     6. 

Comforters.     38. 
Compasses  (cutting).     12. 

• (drawing).     8. 

• (needle).     8. 

• (workmen's  metal).     13. 

Composition,  Anti -incrustation.     1. 

■ ■    Belt.     50. 

Harness.     50. 

Compositions     for     cementing     broken 

articles.     50. 
for    coating-    submerged 


structures.     1. 
for 


boilers.     1 . 


steam 


for  extinguishing  and  pre- 
venting fire.     50. 

for  indurating  leather.  50. 

for  lubricating  pui-poses. 


47. 


•  for  preventing  corrosion .  1 . 
ships'    bot- 


toms from  fouling.     1. 

the  forma- 
tion of  scale  in  steam  boilers.     1. 

for  ship  and  house  paint- 
ing.    I. 

S. 


Compositions  for  tipping  billiard  cues. 
50. 

Compounds,  Blasting.     20. 

Concertinas.     9. 

Condensed  milk.     42. 

Condensing  machines.     6. 

Condiments.     42. 

Condition  powder.     2. 

Confectionery.     42. 

Connecting  links.     13. 

Conservatories.     18. 

Contrivances,  Building,  Drainage,  En- 
gineering.    IS. 

(not  medicated)  for  surgical 

and  for  curative  purposes.     11. 

Cooking  apparatus.     18. 

ranges.     18. 

Coolers  for  wine,  water,  &c.  (glass).  15. 

(metal).  13. 

(pottery- 
ware).     16. 

(precious 

metal  or  imitations  thereof).     14. 

Cooper.     43. 

Coopers'  wares.     50. 

Copper.     5. 

wire.     5. 

regulus.     5. 

tubes.     13. 

Copperas.     1 . 

Copying  paper.     39. 

presses.     39. 

Cord  (elastic).     40. 

' ,  Blind  (not  metal).     50. 

for  trimming  (cotton).     25. 

(linen).     28. 

(silk).     32. 

(wooUen,       worsted, 

and  mohair).     35. 

Cordage.     50. 

Cordials  (alcoholic).     43. 

(non-alcoholic).     42. 

Cork.     4. 

di'awing  stands  (wood).     50. 

gripes  (wood).     50. 

soles.     38. 

Corking  machines.     6. 
Corks.     50. 
Corkscrews.     13. 
Corn-bins  (metal).     13. 

drills.     7. 

fiour.     42. 

meters.     8. 

plasters.     3. 

rubbers.     11. 

Comets.     9. 
Cornices  (metal).     13. 

(wood).     50. 

Corrosion,  Composition  for  preventing. 

1. 
Corsets.     38. 

for  curative  purposes.     1 1 . 

Cosaques.     42. 

F  F 
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Cosmetics.     48. 
Costumes.     38. 
Cots.     41. 
Cotter-pins.     13. 
Cotton,  Flags  of.     25. 

■ ,  Gun.     20. 

piece  goods  of  all  kinds.     24. 

(raw  or  partly-prepared).     4. 

• sewing  and  other   thread    not 

wound  on  reels  or  spools.     23. 
■ sewing  thread  wound  on  reels  or 

spools.     23. 
• smallwares  (not  included  in  other 

classes).     Including  trimmings,  cords 

for     trimming,     bindings,     galloons, 

lace).     25. 

wool  (medicated).     3. 

not  prepared  for  curative 

purposes.     25. 

-    prepared  for  surgical  use. 


11. 


23. 


• yarn  of  all  kinds. 

Cotton-seed  cake.     42. 

oil,  raw  or  partly  prepared 

for  use  in  manufactures.     4. 

,  refined  for  edible  pur- 
poses.    42. 

Couches.     4 1 . 

Counters  for  shops.     41. 

Counter-top  metal.     5. 

Couplings  (railway),  sold  separately.  13. 

Court  markers.     49. 

Coverlets,  Bed  (textile),  as  smallwares 
according  to  the  class  of  the  material. 

(paper).     41. 


Covers,  Van,  Eick,  and  Cart. 
Coverings  (wall).     41. 
Cowls,  Chimney  (metal).     13. 
Crabs.     6. 
Cramps.     6. 

for  guns.     19. 

Cranes.     6. 
Crank  braces.     13. 


50. 


34. 


Crape,  China  (wool  or  worsted). 

(silk).     31. 

Crates  (wood).     50. 

Cravats.     38. 

Crayons.     39. 

holders  (not  of  precious  metal  or 

of  imitation  precious  metal).     39. 

• of  precious  metal  or  of 

imitation  precious  metal.     14. 

Cream.     42. 

■ ,  Cold.     3. 

for  toilet  use.     48. 

,  Furniture.     50. 

,  Salad.     42. 

Creamometers.     8. 

Cresylic  acid,  prepared  for  use  in  medi- 
cine and  pharmacy.     3. 

Cribs  (furniture).     41. 

Cricketing  articles.     49. 

Crinolettes.     38. 

Crochet  cotton.     23. 


Croquet  sets.     49. 

Crossings,  Railway,  with  rails  in  Class  5. 
Crowbars.     13. 
Crucibles  (clay).     16. 
Cruets  (electro-plated).     14. 
Crumb  cloths  (cotton),  not  in  the  piece. 
25. 

(linen),  not  in  the  piece. 


28. 

Crushers,  Grain.     7. 

Crutches.     1 1 . 

Crystal,  Cleansing  and  "Washing.     47. 

Cues,  Billiard.     49. 

Cuffs.     38. 

Culinary  utensils  (metal).     13. 

Cultivators.     7. 

Cups  (brass).     5. 

Cura^oa.     43. 

Curative  purposes,  Contrivances  for.    1 1 . 

Curative  corsets.     11. 

Currie  powder  and  paste.     42. 

Currying  and  tanning  oils.     4. 

Curtain  rings  and  hooks  (metal).     13. 

(wood).     50. 

Curtains,  as  smallwares,  according  to 
the  class  of  the  material  or  predomi- 
nating material. 

Cushions  (india-rubber  and  gutta- 
percha).    40. 

(leather).     37. 

Cutch.     4. 

Cutlasses.     19. 

Cutlery.     12. 

(electro-plated).     14. 

(surgical).     11. 

Cut  nails.     13. 
Cutters,  Bread.     2. 

,   Chaff.     7. 

,  Tobacco.     12. 

,  Wad.     19. 

Cutting-out  presses.     6. 
Cyanide  of  potash.     1. 
Cymbals.     9. 


Dairy  implements  of  the  larger  kind.    7 
Damask  (linen).     27. 

(silk).     1. 

(woollen  and  worsted).     34. 

Dandruff  eradicator.     48. 

Dates.     42. 

Dauphines.     34. 

Deals.     50. 

Decanters.     15. 

Decoctions  (pharmaceutical).     3. 

Denims,  being  cotton  piece  goods.     24. 

Dental  plates.     1. 

Dentifrices.     48. 

Deodorisers.     2. 

Den-icks.     6. 

Desks,  Office.     41. 

,  School.     8. 

,  Writing.     39. 

Despatch  boxes.     39. 
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Destruction  of  insects,  Preparations  for. 

2. 
Detergents.     47. 
Detonating  caps.     20. 
Dhooties,  being  cotton  piece  goods.    24. 
Dials  (watch).     10. 
Diamond  cement.     50. 

. powder.     50. 

Diapers  (linen),  in  tlie  piece.     27. 

not  in  the  piece.     28. 

Diaries.     39. 

Dies,  Cartridge.     19. 

. (metal).     13. 

,  Screw- cutting.     12. 

DiflFerential  pulleys.     6. 

Digesters  (metal  hollow -ware).     13. 

Dill  water.     3. 

Dipping  powder.     2. 

Dips,  Sheep.     2. 

Discs  (brass).     5. 

(cartridge).     5. 

Disincrustants.     1. 
Disinfectants.     2. 
Disinfecting  soap.     2. 
Displacers.     8. 
Distemper  powder.     2. 
Diving  apparatus.     18. 

dresses.     18. 

Dog  biscuits.     42. 
calls  (metal).     13. 

kennels  (structures  of  metal).     18. 

medicines.     2. 

soap  &  washers.     2. 

Domestic  labour-saving  machines.     6. 
DoUs.     49. 
Domets.     34. 

Door-fittings  of  metal.     13. 
■ knockers.     13. 

mats.     36. 

pulls  (metal).     13. 

scrapers  (metal).     13. 

springs  made  wholly  or  principally 

of  india-rubber.     40. 

(metal).     13. 

straps  (leather).     37. 

Doors '(iron) .     13. 

(wood).     50. 

Dowlas.     27. 

Down.     4. 

Doyleys  (cotton).     25. 

Drainage  contrivances.     18. 

implements     (of     the     larger 

kind).     7. 
Draining  apparatus.     18. 
Draught  excluders  (india-rubber).    40. 
Draw -pulls  (metal).     13. 
Drawers  for  wear.     38. 

(furniture) .     41. 

Drawing  boards.     39. 

Drawings    (pencil,    water-colour,    &c.). 

39. 
Dress-preservers  (india-rubber).     40. 

suspenders  (metal).     13. 

Dresses.     38. 


Dressing-cases  (principally  or  wholly  of 
leather).     37. 

■ ■ (wood).     50. 

Dressing,  Leather.     50. 

machines,  Grain.     7. 

,  Seed.     2. 

,  Sheep.     2. 

Drill  braces.     13. 

Drilling  machines  (agricultural).     7. 

(other  than  agricul- 
tural).    6. 

Drills.     12. 

(agricultural  machines).     7. 

(com).     7. 

(equilibrium).     6. 

(linen).     27. 

(rock).     6. 

(shoe).     27. 

Drinking  flasks  (not  precious  metal  or 
imitation  thereof).     50. 

— (precious  metal  or  imi- 
tation thereof).     14. 

■ horns.     50. 

Drinks  (alcoholic).     43. 

Drops  (medicated).     3. 

Drugget.     36. 

Drugs.     3. 

Drums  (metal) ,  for  holding  oil  and  pig- 
ments.    13. 

(musical).     9. 

(parts  of  machines) .     6. 

(porcelain  or  earthenware).    16. 

Dry  plates,  chemically  prepared,  for  use 

in  photography.     1. 

• soap.     47. 

Dumb  bells.     49. 

Dusters  (cotton),  not  in  the  piece.     25. 

. (silk  noils)  sold  separately,  not 

in  the  piece.  32. 
Dutch  camlets.  34. 
stoves.     18. 


48. 
and    not  for  toilet 


Dyes  for  the  hair. 

,  Mineral.     1. 

,  not  mineral, 

purposes.     4. 
Dyewood  extracts. 
Dynamite.    20. 


Earthenware.     16. 

Easels.     39. 

Eau  de  Cologne.     48. 

Ebonite.     40. 

Edge  tools.     12. 

Educational  appliances.     8. 

Egg  beaters.     6. 

flour.     42. 

powder.     42. 

Eggs.     42. 
Ejectors.     0. 
Elastic  bands.     39. 

sandallings.     40. 

webs  and  cords  (india-rubber). 

40. 


Fr2 
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Elastic  -webs  and  cords  (not  of  india- 
rubber)  in  the  class  of  the  material. 

Electric  bells,  along  with  architectural 
contrivances  and  apparatus  in  Class 
18. 

belts,  being  medical  belts.     11. 

clocks.     10. 

fittings  of  metal.     13. 

insulators  or  fittings  of  india- 
rubber.     40. 

(porcelain 

and  earthenware).     16. 

lamps  (philosophical).     8. 

. of  precious  metals.     14. 

(ordinary).     13. 

Electrical  machines  (medical) .     11. 

(philosophical).     8. 

Electro -plate.     14. 
Elevators,  Grain.     7. 

,   Straw.     7. 

Ells,  Long.     34. 

Embrocations  for  horses  and  cattle.     2. 

human  use.     3. 

Embroidery  (linen).     28. 

(silk).     32. 

(woollen  or  worsted) .     35.. 


Emery.     50. 

• cloth.     50. 

powder.     50. 

wheels.     50. 

Emulsions.     3. 

Enamel  (decorative) .     17. 

■ for  coating  metal. 

stopping  teeth. 


11. 
Enamelled  articles  of  metal.     13. 

• leather  cloth.     36. 

Enemas.     1 1 . 

Engineering  contrivances.     18. 

Engine  packing.     50. 

Engines  for  agricultural   purposes,  as 

traction,  watering,  hop-washing,  &c. 

7. 
■ of  all  kinds  other  than  agri- 
cultural.    6. 
Engravings.     39. 
Envelopes.     39. 
Epsom  salts.     3. 
Equipage,  Camp.     19. 
Equilibrium  drills.     6. 
Equipments  for  ships  (except  nautical 

instruments).     21. 
Equipments,  Military  (except  explosives, 

clothing,     saddlery,    knapsacks,    and 

belts).     19. 
Eradicator,  Dandruff.     48. 
Eraser,  Ink.     39. 
Essences  (alcoholic).     43. 

and  essential  oils  (medical).  3. 

(non-alcoholic)  for  use  as  food. 

42. 
Estament.     34. 
Etchings.     39. 

Ethers,  prepared  for  use  in  pharmacy.  3. 
Ewers  (porcelain  or  earthenware).     16. 


Excluders,  Draught  (india-rubber).    40. 
Exhausters,  Breast.     11. 
Exhausting  bells.     1 1 . 
Expanders,  Chest.     49. 

Tube.     13. 

Explosive  substances.     20. 
Extinguishing  compounds.  Fire.     50. 
Extract  of  bark,  for  tanning  purposes.  4. 
limes  (for  toilet  purposes). 


logwood,  being  a  vegetable 


48. 


dye.     4. 


meat.     42. 


Extractor,  Ink  (for  fabrics) .     47. 
Extracts  (alcoholic).     43. 

(medical  and  pharmaceutical). 

3. 

Eye  glasses.     8. 

salve.     3. 

Eyelets  (metal).     13. 
Eyeletting  presses.     6. 
Eyes,  Hooks  and.     13. 

Fabrics  (textile  or  elastic),  according  to 

the   material    or    the   predominating 

material,  in  Classes  24,  27,  29,  31,  34, 

and  40. 
Face  powder.     48. 
Facings,  as  smallwares,  according  to  the 

class  of  the  material  or  predominating 

material. 
Faience.     16. 
Fake  ball.     50. 
Fancy  small  wares  in  wood,  bone,  ivory, 

or  mother  of  pearl.     50. 
Fans  for  personal  use.     50. 

(parts  of  machinery).     6. 

Farina  (preparation  for  stifPening  calico 

or  thread).     4. 
Farls.     42. 

Fasteners,  Dress  casement  (metal).     13. 
(precious 

metal  or  imitations  thereof) .     14. 

,  Paper.     39. 

Fat  for  culinary  purposes.     42. 

manufacturing  purposes.     4. 

Feather  beds.     41. 

pillows.     41. 

trimmings  (made  up).     50. 

Feathers.     4. 

Feed  pumps.     6. 

Avater  heaters.     6. 

Feeders,  Oil.     13. 
Feeding  bottles.     50. 
Fellies  or  rims  (wood).     50. 
Felt  in  the  piece  (woollen).     34. 

,  Roofing.     50. 

•  table  covers.     35. 

Fencing  foils.     49. 

gauntlets.     49. 

(metal).     13. 

wire.     5. 

Fenders  (metal).     13. 
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Fermented  liquors  and  spirits.     43. 

Fertilisers.     2. 

Fever  pads.     11. 

Fibre,  Cocoa-nut.     4. 

Fibres.     4. 

Fibrous  substances,  raw  or  partly  pre- 
pared, for  use  in  manufactures,  as 
cotton,  hemp,  flax,  jute.     4. 

Fichus.     38. 

Field  glasses  (binocular).     8. 

Files.     12. 

,  Bill.     39. 

Fillers,  Cartridge.     19. 

Filletings  (cotton).     25. 

Filling  for  teeth  (of  precious  metal).  14. 
(not  of  precious  metal) . 


11. 


machines. 


18. 


49. 


Filtering  apparatus  and  materials 
Filters.     18. 

Finings  (for  coflPee,  beer,  wine).     42. 
Fire  bricks.     16. 

clay,  Articles  of.     16. 

■ engines.     6. 

extinguishing  compounds.     50. 

irons.     13. 

lighters.     50. 

(peat).     50. 

places,     is. 

— ^  screens  (furniture) .     41. 

(metal).     13. 

wood.     50. 

Fii-e  works.     20. 
Fish  (dried).     42. 
Fishing  boots.     38. 

hooks.     13. 

tackle,  except  fishing  hooks. 

Fittings,  Bath,  Lavatory,  Gas,  Stable, 

&c.  (of  metal).     13. 

• ,  Door  (metal).     13. 

,  Electric  (metal).     13. 

,  Furnace  (silica  and  clay).    16. 

,  Machine.     6. 

Fives  balls.     49. 

shoes.     3S. 

Flags  of  bunting. 

canvas. 

■ cotton. 

■  silk.     32. 

Flamers.  47. 
Flannel.  31. 
,  Medicated.     3. 

Flasks,  Drinking  (not  precious  metal  or 

imitation  thereof ) .     50. 
(precious     metal    or 

imitation  thereof).     14. 

,  Powder.     19. 

Flavourings  (drink).     42. 

Flax  (raw  or  partly  prepared) .     1 . 

yam  and  thread.     26. 

Fleams.     11. 
Flesh  gloves.     11. 
Flint  paper.     50. 
Floats,  Lamp.     47. 


35. 
28. 
25. 


Flocks,  Absorbent  paper   (for   medical 

purposes).     11. 
Floggers  (wood).     50. 
Floor-cloth.     36. 
Flour.     42. 

,  Egg.     42. 

of  sulphur 


1. 

50. 


Flowers,  Artificial. 
Fluid  annatto.     42. 
Flutes.     9. 
Fly  gum.     2. 

—  paper.     2. 

—  powder  for  sheep.     2. 
Fog- signals  (explosive).     20. 
Foil  (metallic).     5. 

Foils  (fencing) .     49. 
Food,  Game.     42. 

for  man  and  animals.     42. 

Foot  baUs.     49. 

warmers  (metal).     13. 

(wholly  or  principally  of 

india-rubber).  40. 
Forges  (poi-table).  6. 
Forgings,  Hough.  5. 
Forks  (agricultural  and  horticultural). 

13. 

(brass  and  tin).     13. 

for  table  use  (steel).     12. 

■ ■  (wholly  or  partly  of 

precious  metal  or  of  imitation  of  the 

same).     14. 

,  Tuning.     8. 

Founders'  powder.     4. 
Fowling  pieces.     19. 
Frames  (metal).     13. 

(precious    metal    or    imitation 

thereof).     14. 

(wood).     50. 

Freezing  machines.     6. 
French  varnish.     50. 
Fret  shelves  (metal).     13. 
Friction  gloves.     11. 

Friezes,  Irish,  being  wooUen  piece  goods. 

34. 
Frillings  (cambric).     28. 

■ ■  (cotton).     25. 

(silk).     32. 

Frills  for  wear.     38. 

Fringe  (gold  and  silver  bullion) .     14. 

Fringes  (cotton).     25. 

(linen  or  hemp) .     28. 

(silk).     32. 

—  (worsted  or  woollen) 


Front,  Blocked  (shoe  leather). 

,  Shirt.     38. 

Frothing  preparations.     42. 
Fruit  essences  (alcoholic).     43. 
(non-alcoholic), 


35. 
37. 


42. 


cine.     3. 
Fruits.     42. 
Fuel,  Artificial.     50. 

economizing  plant. 

,  Patent.     50. 


prepared  for  use  as  medi- 


18. 
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FHllers'  earth  for  toilet  purposes.     48. 
use  in  manufactures. 

4. 
Fumigating  paper.     2. 
Funnels  (glass).     15. 

• (gutta-percha).     40. 

(metal).     13. 

(porcelain  or  earthenware) .    IG. 

(wood).     50. 

Furnace  bars.     6. 

blocks  and  fittings  of  silica  or 

clay.     16. 
grates,    not    being    parts    of 

machinery.     18. 
Furnaces  (experimental).     8. 
Furnitvire.     41. 

cream.     50. 

■ polish.     50. 

■ ,  Umbrella  (metal).     13. 

Furs.     37. 
Fusees.     47. 
Fuses.     20. 


Gaiters.     38. 
Galloons  (cotton).     25. 

■ (silk).     32. 

■ (woollen).     35. 

Galvanic  bands,  belts,  and  chains,  for 

curative  purposes.     11. 
Galvanized  iron.     5. 
Game  food.     42. 
Games  of  all  kinds.     49. 
Garden  chairs  (metal).     13. 
(wood).     50. 

engines.     7. 

implements  of  the  larger  kind.  7. 

smaller   kind, 

with  a  cutting  edge.     12. 
■ smaller  kind, 

without  a  cutting  edge  (metal).     13. 

■ pumps.     7. 

■ rollers.     7. 

■ sofas  (metal).     13. 

tents.     50. 

Garters.     38. 

Garments.     38. 

,    Life-saving    (for     use     on 

water).  21. 
Gasogenes.  8. 
Gas  brackets  (metal).     13. 

burners  (metal).     13. 

engines.     6. 

generators.     18. 

■ holders  (scientific).     8. 

,  Instruments  for  testing.     8. 

• meters.     8. 

purifying  apparatus.     6. 

■ regulators.     8. 

standards  (metal).     13. 

stoves.     18. 

Gates  (metal).     13. 

(wood).     50. 

Gauges.     8. 


Gauntlets,  Fencing.     49. 

Gauzes  (silk).     31. 

Gear,  Winding.     6. 

Gelatine.     52. 

capsules  for  containing  medi- 
cine.    50. 

glues.     1. 

powder  (for  use  in  manufac- 
tures).    4. 

Genappe  yams.     33. 

Generators,  Gas.     18. 

Geneva.     43. 

German  dried  yeast.     42. 

paste  (birds'  food),     42. 

silver  in  sheets,  bars,  and  in- 
gots.    5. 

wu'c.     5. 

•  wares.     14. 

Gilders'  brushes.     50. 

Gills  (machine).     6. 

Gilt  thread.     14. 

Gimlets.    13. 

Gimps,  as  small  wares,  according  to  the 
class  of  the  material  or  the  predomi- 
nating material. 

Gin.     43. 

Ginger.     42. 

■ ale  (an  aerated  water).     44. 

beer.     44. 

■ — ,   Preparations  for  making. 

42. 

brandy.     43. 

bread.     42. 

gin.     43. 

Gingerade.     44. 

Gingham  (cotton).     24. 

(linen).     27. 

Gins,  Cargo.     6. 
Girths  (leather).     37. 
Glass.     15. 

cloths  (linen)  in  the  piece.     27. 

not  in  the  piece.     28. 

drinking  flasks.     50. 

lustres,  no  pai*t  of  metal.     15, 

paper.     50. 

Glasses,  Blending  (graduated).     8. 

,  Eye.     8. 

• ,  Field  (binocular).     8. 

,  Magnifying.     8. 

,  Opera.     8. 

Glauber  salts.     3. 
Globes  (glass).     15. 

,  Terrestrial  and  Celestial.     8. 

Gloves.     38. 

,  Bath,  Flesh,  and  Friction.     11. 

,  Batting.     49. 

,  BottUng.     38. 

Glucose.     42. 
Glue.     1. 

Glues  (gelatine).     1. 
Glycerine  (crude  or  prepared)  for  use  in 
manufactures.     4. 

prepared  for  toilet  purposes. 

48. 
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Glycerine,  prepared  for  use  in  medicine. 
3. 

soap  powder.     47. 

Gold.     5. 

beaters'  moulds.     50. 


50. 


13. 


6. 
cutting: 


7. 


7. 


skin 

,  Chloride  of. 

leaf.     5. 

paper.     39. 

thread.     14. 

Goloshes.     38. 
Gongs.     13. 

,  Clock 

Gouges.     12. 
Gout  mixture.     3. 
Governors  (parts  of  machinery) 
Grafting  tools  (metal)   with   a 

edge.     12. 
Tvithout  a  cutting 

edge.     13. 
Grain  crushers.     7. 

dressing  machines 

elevators.     7. 

separating  machines 

Grains.     42. 

Grape  sugar.     42. 

Grapnels  (for  use  on  board  ship  only).  21. 

Grauderelle  yarn.     23. 

Grass  hooks.     12. 

seeds.     46. 

Grates,  Furnace  (notfor  macbinery).  18. 
Grease,  Bears',  for  toilet  jjurposes.     48. 

for  lubricating  purjDoses.     47. 

use  in  manufactures.     4. 

— medicine.     3. 

Greenhouses.     18. 

Grindstones.     50. 

Gripes,  Cork  (wood).     50. 

Groats.     42. 

Grubbers.     7. 

Gualtheria  oil  for  toilet  purposes.     48. 

Guano.     2. 

Guards,  Leg  (cricketing).     49. 

Ciuitars.     9. 

Gum,  Fly.     2. 

prepared  as  an  article  of  station- 
ery.    39. 

Gums  for  use  in  manufactures.     4. 

prepared  for  use  in  pharmacy.     3. 

Gun  barrels.     19. 

carriages.     19. 

cotton.     20. 

implements.     19. 

locks.     19. 

powder.     20. 

Guns  and  parts  thereof  (metal).     19. 

,  Harpoon.     19. 

Gutters  (metal).     13. 


Hacking  knives.     12. 
Hackles  (machine).     C. 
Hair.     4. 
brushes.     50. 


Hair  cloths  and  fabrics.     34. 

pins  (metal).     13. 

plaits.     50. 

seating  for  chaii-s  and  sofas.     34. 

stuiBng  for  furniture.     35. 

washes  and  preparations  for  the 

hair.     48. 

,  Tarns  of.     33. 

Halters.     37. 

Hames,  Harness  (metal).     13. 

(wood).     50. 

Hammers.     13. 

,  Steam.     6. 

Hammocks.     50. 
Hampers.     50. 
Hams.     42. 
Hand-barrows  (metal).     13. 

(wood).     50. 

Hand  facings  (silk).     32. 
Handkerchiefs  (cotton),  in  the  piece.  24. 
not  in  the  piece. 


25. 


piece.     27. 


(linen  and  cambric),  in  the 


the  piece. 


not  in 

28. 

• (silk),  in  the  piece.     31. 

not  in  the  piece.  32. 

Handles  (metal).     13. 

(precious  metal  or  imitation  of 

the  same).     14. 

(vulcanite).     40. 

(wood,  ivory,  bone,  mother-o'- 

pearl).     50. 
Hang-ers  (parts  of  machinery).     6. 
Hangings,  Paper.     41. 
Hansom  cabs.     22. 
Harmonicas.     9. 
Harmoniflutes.     9. 
Harmoniums.     9. 
Harness.     37. 

liquid.     50. 

Harpoon  guns.     19. 
Harps.     9. 
Harrows.     7. 
Harvesting  machines.     7. 
Hatchets.      12. 
Hatching  apparatus.     50. 
Hat  stands.     41. 
Hats.     38. 
Hatters'  furs.     37. 
Hayforks.     13. 

makers.     7. 

racks  (metal).     13. 

Headsquares  (for  children).     38. 
Head-stalls.     37. 
Hearth  brick.     50. 

Hearths  of  porcelain  or  earthenware.   16. 
Heater  irons.     13. 
Heaters,  Feed- water.     6. 
Heat-utilizing  apparatus.     18. 
Heel-ball.     50. 

tips  (metal).     13. 

Helmets.     38. 
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Hemp  lace.     28. 

piece  goods.     27. 

(raw  or  partly  prepared). 

yarn  and  thread.     26. 

Hempseed  cake.     42. 


and    phar- 


Herbs  for  food.     42. 

used   in    medicine 

macy.     3. 

Hessians  (jute).     29. 

(tow).     27. 

Hides.     37. 

Hildegarde  (a  game).     49. 

Hinges.     13. 

Hoes.     13. 

■ ,  Horse.     7. 

Hog  products.     42. 

Hoists.     6. 

Holders,  Cigar  (not  of  precious  metal  or 
of  imitation  precious  metal).     50. 

Gas  (scientific).     8. 

Holdfasts.     13. 

Hollands  (linen).     27. 

(spirits).     43. 

Hollo wware  (metal).     13. 

Hominy.     42. 

Hones.     50. 

Honey.     42. 

Hooks  and  eyes.     13. 

for  cutting,  as  billhooks.      12. 

• hanging  or  holding,  as  ship- 
hooks,  curtain-hooks.     13. 

Hoop  iron.     5. 

Hop  presses.     7. 

■ substitute.     42. 

Hops.     42. 

Horehound  honey  (for  use  in  medicine 
and  pharmacy) .     3. 

Horns,  Drinking.     50. 

(musical).     9. 

■ ,  Shoe  (bone,  ivory,  wood).     50. 

(metal).     13. 

Horological  instruments.     10. 

Horse  and  cattle  food.     42 

■ blisters  and  medicine.     2. 

clippers.     12. 

clothing.     37. 

collars.     37. 

• hair.     4. 

singers.     13. 

Horses,  Clothes.     41. 

,  Slaters'.     12. 

Horseshoes  (metal).     13. 

(vulcanised  indiarubber) .  40 

Horticiiltural  implements  of  the  larger 

kind.     7. 
of  the  smaller 

kind,  with  a  cutting  edge.     12. 
• of  the  smaller 

kind,withoutacuttingedge  (metal).  13. 
Hose.     50. 

,  Linen.     50. 

Hosiery.     38. 

Hot-air  (or  caloric)  engines  for  agricul- 

tiiral  purposes.     7. 


Hot-air  (or  caloric)  engines,  not  for  agri- 
cultural purposes.     6. 
Hot-water  apparatus.     18. 
Houses  (iron).     18. 
Hubs  (metal).     13. 

(wood).     50. 

Huckaback  towellings.     27. 
Hurdles  (metal).     13. 
Hydrants.     13. 

Hydrate  of  magnesia  (for  medicinal  pur- 
poses).    3. 
Hydraulic  packing.     50. 

scrubber  for  cleaning   ships' 

bottoms  when  afloat.     21. 

Hydrochloric  acid.     1. 
Hydrometers.     8. 
Hydropults.     7. 


Ice.     42. 

houses,  Portable.     50. 

pails  (glass).     15. 

(wood).     50. 

safes.     50. 

■ skates.     12. 

Icing  frames  (metal).     13. 

Imitation  jewellery.     14. 

Implements,  Agricultural  and  Horticul- 
tural, of  the  larger  kind.     7. 

Agricultural  and  Horticul- 
tural, of  the  smaller  kind,  with  a  cut- 
ting edge.     12. 

• Agricultural  and  Horticul- 
tural, of  the  smaller  kind,  without  a 
cutting  edge  (metal).     13. 

Drainage    (of    the    larger 


kind). 


for  archery. 
Gun.     19. 


49. 


Com- 
1. 


Incrustations  in    steam    boilers, 
position  for  the  prevention  of. 

Incubators.     50. 

Indiarubber  cloth.     40. 

elastic  webs  and  cords.  40. 

goods,    not    included    in 

other  classes.     40. 

horseshoes     (vulcanized). 


40. 


shoes  and  clothinc 


38. 


Indicators  (pressure  and  speed).     8. 
Indigo  dye.     4. 

Infants'  and  invalids'  food.     42. 
Infusions  used  in  pharmacy.     3. 
Ingots,  Metal  in.     5. 
Inhalers  (medical).     11. 
Injectors.     G. 
Ink.     39. 

extractor  for  fabrics.     47. 

Inkstands.     39. 

Insect- destroying  preparations.     2. 

Instruments,  Educational  and  Scientific. 

8. 
,    Electrical    (philosophical). 
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Instruments  for  testing  gas.     8. 

,    Horological.     10. 

,    Measuring.     8. 

,    Medical  and  Surgical.     1 1 . 

,   Musical.     9. 

,    Nautical.     8. 

,    Surveying.     8. 

Insulators,  Electric  (or  fittings),  porce- 
lain and  earthenware.     16. 

of  india- 
rubber.     40. 

Ipecacuanha  wine.     3. 

Irish  friezes,  being  woollen  piece  goods. 
34. 

Iron  (angle).     5. 

(galvanized).     5. 

(pig>   cast,  rough,  bar,  rail,  bolt, 

rod,  sheet,  oval,  or  hoop).     5. 

structures.      18. 

Ironmongery,  Coach.     13. 
Irons,  Branding.     13. 

,    Caulking.     13. 

,   Fire.     13. 

(for  planes).     12. 

• ,    Goffering.     13. 

,    Grass  edging  and  turfing.     13. 

,    Machine  moulding.     6. 

,    Smoothing.     13. 

Irrigation  apparatus.     7. 
Isinglass.     42. 
Italian  cloths.     34. 

paste.     42. 

Ivory  markers.     49. 

wares     not     included     in     other 

classes.     50. 


Jackets  (wearing  apparel).     38. 

,  Swimming.     21. 

Jacks,  Lifting.     6. 

,  Roasting.     6. 

Jacquards  (parts  of  machinery).     6. 

Jam.     42. 

Japanese  lanterns  (no  part  being  of 
metal).     49. 

Japanned  metal  goods.     13. 

Japans.     1. 

Jars  (glass).     15. 

(pottery  ware).     16. 

Jellies  for  food.     42. 

Jerseys.     38. 

Jet  or  imitation  jet  wares.     50. 

Jets  (metal).     13. 

Jettine  (dressing  for  leather) .     50. 

Jewellers'  rouge.     50. 

Jewellery  and  imitation  jewellery.      14. 

Jewels  for  wire  drawing,  and  for  horo- 
logical, telegraphic  and  other  instru- 
ments.    50. 

Jews'  harps.     9. 

Joinery  of  all  descriptions  (woodl.     50. 

Joints,  Union  (metal).     13. 

Jugs  (glass).     15. 

(pottery  ware).     16. 


Juices,  Fruit  (alcoholic).     43. 

(non-alcoholic).     42. 

Jujubes  (medicated).     3. 
Jute  bags  and  sacks.     50. 
carpets  and  mats.     36. 

piece   goods    (except  carpets  and 

mats).     29. 

(raw  or  partly  prepared).     4. 

small  wares,  not  included  in  other 

classes.     29. 
yams.     29. 

Kamptulicon.     36. 

KaU,  Lemon  (in  powder).     42. 

Kegs  (metal).     13. 

— —    (wood).     50. 

Kennels  (structures  of  iron).     18. 

Kersey  checks.     34. 

Ketchup.     42. 

Kettles.     13. 

Key  rings.     13. 

Keyed  musical  instruments.     9. 

Keys.     13. 

Kid  gloves.     38. 

reviver.     50. 

Kit  tools  (with  a  cutting  edge).     12. 

(without  a  cutting  edge).     13. 

Kitchen  ranges.     18. 

Kites  made  of  paper.     49. 
Kitool.     4. 
Knapsacks.     50. 
Knee  caps.     11. 
Knife  boards.     50. 

cleaning  machines.     6. 

polishing  powder.     50. 

sharpening  machines.     6. 

Knitting  machines.     6. 

pins  of  bone  or  wood.     50. 

■  yarns  (cotton).     23. 

(silk).     30. 

(woollen  and  worsted). 

33. 
Knives  (metal,  table,  pocket,  and  hand). 

12. 
of  pi'ecious  metal  or  imitation  of 

same.     14. 
,  Paper.     39. 

(parts  of  agricultural  machi- 
nery).    7. 

(parts  of  general  machinery).    6. 

(surgical).     11. 

Knobs  (metal).     13. 

(porcelain).     16. 

Knockers,  Door.      13. 
Knotter  plates.     0. 

Labels  (metal).     13. 
(paper).     39. 

(jjottory  ware).     16. 

(wood).     50. 

Lace  and  laces  as  smallwares,  according 
to  the  class  of  the  material  or  the 
predominating  material. 
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Laces  (leather).     37. 

Lacquered  leather  and  skins.     37. 

Lacquers.     1. 

Lactometers.     8. 

Ladles  (metal).     13. 

■ (precious    metal    or    imitation 

thereof).     14. 
Lager  beer.     43. 
Lametta.     5. 
Lamp  black  (for  use  in  manufactures) .   1 . 

burners  (metal).     13. 

• chimneys.      15. 

wicks  and  floats.     47. 

Lamps.     13. 

,  Electric  (philosophical).     8. 

(ordinary).     13. 

Lancashire   tools   with  a  cutting  edge. 

12. 
without     a    cutting 

edge.     13. 
Lancets.     11. 
Land  rollers.     7. 

Lanterns,  metal  or  partly  metal.     13. 
(paper),  no  part  being  of  metal. 

49. 
Lard,  for  food.     42. 

used  for  lubricating  purposes.    47. 

in  manufactures.     4. 

Larries  (metal).     13. 

Lastings  (wool,  worsted,  or  hair).     34. 
Lasts  (wood).     50. 
Latches.     13. 
Lathes.     6, 
Laths.     50. 
Launches.     21. 

Laundry  piurposes.  Preparations  for.  47. 
Lavatories.     18. 

Lavatory  basins  (china,  stoneware,  and 
earthenware).     16. 

• fittings  (metal).     13. 

Lavender  water.     48. 
Lawn.     27. 


mowers.     / . 
tennis  poles.     49. 

sets.     49. 

shoes.     38. 


Lead,  Black.     50. 

■ pencils.     39. 

(pigt  rolled,  or  sheet). 

,  Red.     1. 

,  White.     1. 

Leaf,  Gold.     5. 
Leather.     37. 

• cloth.     36. 

,    Dressing  for  articles  of.     60. 

Leatherette  (of  paper).     39. 

Leatherine.     36. 

Leathers,  Pump.     37. 

Leeches.     11. 

Legee  twist.     30. 

Leggings.     38. 

Leg  guards  (cricketing).     49. 

Lemon  juice.     42. 

kali  (in  powder).     42. 


Lemon  squeezers.     6. 
Lemonade.     44. 

syrup.     42. 


Lentils.     42. 
Letter  balances.     39. 

clips.     39. 

Levels.     8. 

-,  Workmen's  (wood).     50. 


Levers  (wood).     50. 

Life-saving  garments  for  use  on  water. 

21. 
Lifting  jacks.     6. 
Lifts.     6. 
Lighters,  Cigar  ;  along  with  matches  in 

Class  47. 
,    Fire  ;    along   with   artificial 

fuel  in  Class  50. 
Lighting  apparatus.     18. 
Lights,  Night.     47. 

of  glass,  with  metal  frames.  13. 

Limbs,  Ai'tificial.     11. 

Lime.     17. 

,  Chloride  of  (for  disinfecting  pur- 
poses].    2. 

juice  (aerated).     44. 

cordial  (free  from  spirit) .  42. 

for  medicinal  purposes.     3. 

Limestone.     4. 

Linchpins.     13. 

Linen,  Baby.     38. 

bindings,  braids,  and  other  small 

wares  not   included  in  other  classes. 

28. 

buttons.     50. 

cords  for  trimming.     28. 

hose.     50. 

piece  goods.     27. 


stretchers  (bone,  wood,  or  ivory). 

50. 

,  Tracing.     39. 

yam  and  thread.     26. 

Lines,  Pishing.     49. 

for  sounding  and  measuring.     8. 

Sash,  Blind,  Picture  and  Clothes 

(not  of  metal).     50. 

Liniments.     3. 

Linings,  Boot  and  Shoe  (linen),  in  the 
piece.     27. 

Links,  Connecting.     13. 

Linoleum.     36. 

Linseed-oil  cake.     42. 

.    oils  (used  in.  manufactures).     4. 

Lint.     11. 

Lintels  (iron).     13. 

Liqueur  colours  (alcoholic) .     43. 

Liqueurs.     43. 

Liquor  essences  (alcoholic).     43. 

Liquorice.     42. 

prejDared  for  use  in  pharm- 
acy.    3. 

Liquors  (fermented).     43. 

■ prepared  for  use  in  medicine 

and  pharmacy.     3. 

Litter  peat  moss.     50. 
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Lithia  water.     44. 
Lithofracteur.     20. 
Lithographs.     39. 
Liver  pads.     IL 
Liveries.     38. 
Locks.     13. 

,  Eifle  and  PistoL     19. 

Locomotives.     6. 

Log's  and  log  lines.     8. 

Logwood,  Extractof  (a  vegetable  dye).  4. 

liOng  ells  (woollen  and  worsted).     34. 

Looking  glasses.     41. 

Lotions  for  toilet  use.     48. 

(medical).     3. 

Lozenges  (medicated).     3. 

(not  medicated).     42. 

,  Voice.     42. 

Lubricators,     not    for    attachment     to 
machinery.     13. 

(self-acting).     6. 

Lubricating  preparations.     47. 

Lung  protectors.     11. 

Lvistre  yarns.     33. 

Lustres  (glass),  no  part  of  metal.     15. 

(woollen  and  worsted).     34. 


Maccaroni.     42. 
Mace.     42. 
Machine  guns.     19. 

irons    (plane,    moulding    and 

grooving).     6. 

tools.     6. 

Machinery,  Agricultiu-al ;  and  parts  of 
such  machinery.     7. 

,  Colliery.     6. 

,  Emery  wheel.     6. 

,  Mining.     6. 

of  all  kinds,  and  parts  of 

such  machinery  (except  machinery  for 
agricultural  purposes).     6. 

,  Puddling.     6. 

,  Rock-drilling.     6. 

Machines,  Bottle- washing.     6. 

,  Bottling.     6. 

,  Chasing.     6. 

,  Cider.     7.  _ 

,  Cork-drawing.    6. 

,  Corking.     6. 

• ■ — ,   Catting.     6. 

,  Domestic    labour-saving,    of 

all  kinds.     6. 
■ ,     Drilling     (for     agricultural 


purposes) 


(not  for  agricultural 
purposes).     6. 

,  Electrical  (medical).     11. 

(philosophical).     8. 


— ,  Freezing.     6. 
— ,  Hydraulic.     6. 
— ,  Meat  salting.     6. 
— ,  Mincing.     6. 

,   Mortising.     6. 

— ,  Planing.     6. 


Machines,  Pneumatic.     6. 
Printing.     6. 
Puddling.     6. 
Punching.     6. 
Quill -pen  cutting. 
Riveting.     6. 
Rolling.     6. 
Sausage.     6. 
Sawing.     6. 
Sorewins".     6. 


12. 


Separating  (not  for  agricul- 
tural purposes).     6. 
Sewinji'.     6. 


Shaping 
Shearing. 


(for  sheep) .     7. 
6. 


Slottinf 

Soda  water.     6. 

Sounding.     8. 

Stone-breaking.     6. 

Weighing.     6. 

Winnowing.      7. 

Wiring.     6. 

Wood- working.     6. 
Magnesia,  Citrate  of.     3. 

prepared  for  use  in  medicine. 

3. 
water.     44. 


Magnet  for  curative  purposes.     11. 
Magnetic   apparatus  for  medical  pur- 
poses.    1 1 . 
Magnifying  glasses.     8. 
Majolica.     16. 
Mallets.     50. 
Malt.     42. 

liquors.     43. 

vinegar.     42. 

Manganese.     1. 

■ ■ bronze.     5. 

Mangles.     6. 
Mano-linsr  machines.     6. 


Mantle  cloth  (wooUen  or  worsted). 
Mantles.     38. 
Manumotive  vehicles.     22. 
Manure.     2. 


34. 


pumps. 


17. 


6. 


10. 


Marble  imitation. 
Marine  engines. 

glasses.     8. 

or  ships'  chronometers. 

Markers,  Billiard.     49. 

,  Court.     49. 

,  Ivory.     49. 

,  Whist  and  Bezique.     49. 

Marking  gauges.     8. 

ink.     39. 

presses   or  stamps  for  linen. 

39. 

Marline  spikes.     13. 
Marmalade.     42. 
Marocs.     34. 
Marrow.     42. 
Marquees.     50. 
Maslins.     13. 
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Match-boxes  (metal).     13. 

Matches.     47. 

Matchets.     12. 

Mathematical  instruments.     8. 

Mats  of  all  kinds.     36. 

Mattocks.     13. 

Mattrasses.     41. 

,  Spring.     41. 

Mauds.     35. 
Meal.     42. 

Measures,  not  being  workmen's  ordinary- 
measures.     8. 

• ,  Workmen's  (metal).     13. 

(wood).     50. 

Measuring  apparatus.     8. 

■tapes  (for  workmen's   use). 


50. 

Meat,  Extract  of.     42. 
,  Preserved.     42. 

safes.     50. 

Medical  batteries.     11. 

Medicated  articles  for  human  use,  as 
wool,  paper,  soap,  &c.  in  class.     3. 

• beverages.     3. 

Medicines  for  horses,  cattle,  or  birds.    2. 

■ man.     3. 

Melodeons.     9. 

Meltons  (woollen  piece  goods).     34. 

Memorandum  books.     39. 

Menu  cards.     39. 

Merchant  iron.     5. 

Merino  shawls.     35. 

yams.     33. 

Merinos.     34. 

Mesh  pins  (metal).     13. 

Metal- work  (carriage  and  wagon).     13. 

Metallic  ship's  berth.     41. 

Metals  of  all  kinds  used  in  manufactures 
(un wrought  and  partly  wrought).     5. 

Meteorological  instruments.     8. 

Meters,  Corn.     8. 

Mexican  fibre.     4. 

Microscopes.     8. 

Microscopic  apparatus.     8. 

Military  accoutrements  and  equipments, 
except  clothing,  explosives,  saddlery, 
knapsacks,  and  belts.     19. 

Milk.     42. 

" cans.     13. 

,  Condensed.     42. 

• ferment  (prepared  for  use  in  medi- 
cine).    3. 

Millinery.     38. 

MiUs,  Coffee.     6. 

Millboard.     39. 

Mincing  machines. 

Mineral  dyes.     1. 

oils  for  lighting,  heating,  and 

lubricating.     47. 

. not      included      in     other 

classes.     4. 
substances  used  in  manufactures 


(raw  or  partly  prepared),  not  included 
in  other  classes.     4. 


Mineral  waters,  Natural  and  Artificial. 

44. 
Minnows,  Artificial.     49. 
Mirrors.     41. 
Mitres  (metal).     13. 
Models  (educational).     8. 
Mohair  cloth.     34. 

small  wares  (not  included  in  other 

classes)  including  laces,  manufactured 
tresses,  braids  and  bindings.     35. 

Molasses.     42. 

Moleskins  (cotton  pile).     24. 

•   (japanned).     36. 

■  (woollen).     34. 

Mops.     50. 

Moqnette  carpets.     36. 

Mordants.     1. 

Mortar  mills.     6. 

Mortars  (earthenware  or  china).     16. 

(?lass).     15. 

■    (metal).     13. 

Mortising  machines.     6. 
Mosaic  (glass).     15. 
Mosquito  powder.     2. 
Mother-o' -pearl  ornaments.     50. 
MouldiuiT  irons  (machine).     6. 
Moulds,  Bullet.     19. 

,    Gold-beaters'.     50. 

(metal),  not  for  bullets.     13. 

Moustache  wash.     48. 

Mouth  pi'otectors.     11. 

wash.     48. 

Movements,  Watch.     10. 
Mowing  machines.     7. 
Mule  twist.     23. 
Mungo  piece  goods.     34. 

yarns.     33. 

Music  cases.     39. 
Musical  boxes.     9. 

instruments.     9. 

MusKn  (cotton).     24. 

(wool).     34. 

Mustard.     42. 

leaves  (for  use  in  medicine) .    3. 

Muzzle  stoppers.     19. 
Muzzles  (leather).     37. 
(wire).     13. 


Nail  brushes.     50. 

kegs  (metal).     13. 

rods.     5. 

Nails.     13. 

Name  plates  (metal).     13. 
Naphthaline  dyes.     1. 
Napkin  rings  (electroplate  and  precious 
metal).     14. 

(ivory,  wood,  bone).     50. 

Napkins  (cotton),  in  the  piece.     24. 

not  in  the  piece.     25. 

(linen),  in  the  piece.     27. 


Nautical  instruments.     8. 


not  in  the  piece.     28. 
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Naval  accoutrements,  except  clothing, 
knapsacks,  and  belts.     21. 

Necklets  of  precious  metal  or  of  imitations 
thereof.     14. 

Neckties.     38. 

• ,  Metal  fastenings  and  attach- 
ments for.     13. 

Needle  books.     39. 

Needles.     13. 

Nets,  Fishing.     49. 

Netting  pins  of  wood.     50. 

,  Wire.     13. 

Nickel  silver.     5. 

vv^ares.     14. 

Night  lights.     47. 

Nijjpers  with  a  cutting  edge.     12. 

without  a  cutting  edge.     13. 

Nipple  shields.     11. 

Nipples.     19. 

Non-intoxicating  aerated  drinks.     44. 

Numnahs,  along  with  saddlery  in  Class 
37._ 

Nursing  aprons.     38. 

Nuts  and  bolts.     13. 


Oakum.     4. 

Oars.     21. 

Oat  bruisers.     7. 

cakes.     42. 

meal.     42. 

Ochre.     1. 
Office  desks.     41. 
Oil  cake,  42. 
■ —   cans.     13. 

—  cloth.     36. 

—  feeders.     13. 

—  paintings.     39. 

—  skin.     36. 

—  stones.     60. 

—  tanks  of  metal.     13. 

—  varnishes  of  all  kinds.     1. 
Oiled  silk.     11. 

Oils  for  heating,  lighting,  and  lubri- 
cating.    47. 

toilet  purposes.     48. 

•  use  as  food.     42. 

(mineral  and  vegetable)  not  in- 
cluded in  other  classes.     4. 

•  prepared  for  use  in  medicine  and 

pharmacy.     3. 

veterinary  purposes.  2. 

,  Rangoon.     47. 


,  Rosin,  for  use  in  manufactures.  4. 

Ointment  for  human  use.     3. 

,  Veterinary.     2. 

Oleographs.     39. 

Olive  oil.     42. 

Olives.     42. 

Openers,  Can  (having  a  cutting  edge).  12. 

(without  a  cutting  edge). 

13. 
Opera  glasses.     8. 
Opium.     3. 


Opodeldocs.     3. 

Optical  instruments.     8. 

Orange  quinine  wine.     3. 

wine.     43. 

Orangeade.     44. 

Ores.     5. 

Organs.     9. 

Orleans.     34. 

Ormolu  wares.     14. 

Ornaments  (bronze).     14. 

(china)  not  being  jewellery. 

16. 

(ivory,    wood,    bone,    horn, 

vegetable  ivory,  mother- o' -pearl,  jet, 
and  imitation  jet),  not  being  jewellery. 
50. 

(paper).     39. 

(l^recious  metals  and  imita- 
tions thereof).     14. 

Orsedew.     5. 

Osnaburghs  (flax  and  linen).     27. 

Ostrich  feathers  (made  up).     50. 

(not  made  up).     4. 

Oval  iron.     5. 

Ovens.     18. 

Overcoats.     38. 

Oysters.     42. 


Packing,  Steam,  of  aU  materials.     50. 

Paddle  bits.     13. 

Padlocks.     13. 

Pads  (ague,  fever,  and  liver).     11. 

(stamp  inking).     39. 

Pails  (glass).     15. 

(metal).     13. 

(wood).     50. 

Paintings,  Oil.     39. 

,  Water-colour.     39. 

Paints.     1. 

Paletots.     38. 
Palettes.     39. 
Palisading  (metal).      13. 
Palliasses.     41. 
Palms,  Sailmakers'.     13. 
Pans  (glass).     15. 

(metal).     13. 

(pottery ware) .      16. 

Paper  ba^rs.     39. 

bed-coverlets.     41. 

cases.     39. 

,  Chemical  test.     39. 

,  Cigarette.     39. 

collars.     38. 

,  Emery,  Sand,  and  Glass.     50. 

fasteners.     39. 

for  destroying  insects.     2. 

•  writing,    wrajiping,    drawing 

and  printing.     39. 
,  Fumiaratinsr.     2. 


Gold  and  Silver, 
hangings.     41. 
knives.     39. 
ornaments.     39. 


39. 
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Paper,  Photographic.     39. 
prepared  for  medical  and  pharma- 
ceutical purposes.     3. 

rosettes.     39. 

,  Traciug.     39. 

weights.     39. 

Papier-mache  goods    (being   articles  of 

furniture).     41. 
Paraffin  caudles.     47. 

oil  (for  illuminating  purjioses). 

47. 

-wax  for  use  in  mauufactiu'es.   4. 

Parasols.     50. 

Parchment.     39. 

slate  hooks.     39. 

Paris  blue.     47. 

Parquetry  of  wood.     50. 

Paste,  being  an  article  of  stationery.  39. 

for  cleaning  and  polishing.     50. 

food.     4 '2. 

toilet  use.     48. 

,    Phosphor  (for  destroying  insects) . 

o_ 

,    Pazor.     50. 

Pasteboard.     39. 

,  Roofing.     50. 

Pastilles  (medical).     3. 

for  destroying  mosquitoes.     2. 

toilet  purposes.     48. 

Patent  fuel.     50. 

medicines  for  man.     3. 

. veterinary  purposes. 

2. 
Pattern  cards.     39. 
Paving  blocks  of  metal.     13. 
• (mineral   and  other  substances) 

not  being  metal.     17. 
Peat  fire-lighters.     50. 

moss  litter.     50. 

Pelisses.     38. 

Pencil  cases  (not  of  precious  metal  or 

imitation  thereof),  along  with  pencils 

in  Class  39. 
(precious  metal  or  imitation 

thereof).     14. 

protectors.     39. 

Pencils.     39. 

Penholders  of  all  kinds  (except  of  precious 

metal  or  imitation  thereof ) .     39. 
Penholders  of  all  kinds  (j^recious  metal 

or  imitation  thereof).     14. 
Penknives.     12. 

Pen-making  machines,  Quili.     12. 
Pens  (not  of  precious  metal  or  of  imitation 

thereof).     39. 

(gold  and  silver) 

Pepper.     42. 
Perambulators.     22. 
Percussion  caps.     20. 
Perforating   presses, 

stationery.     39. 
Perfumery.     48. 
Perfimied  soap.     48. 
Perry.     43. 


14. 


being    articles    of 


Pessaries.     11. 

(medicated).     3. 

Petrifying  liquids.      1. 

Petroleum  for  illuminating,  heating,  or 

lubricating  purposes.     47. 
Phosphor-bronze.     5. 

paste  for  desti'oying  insects.  2. 

Phosphorus.     1. 
Photographic  apparatus.     8. 

chemicals.     1. 

glass.     15. 


paper. 
39. 


39. 


Photographs. 

Photometers.     8. 

Pianinos.     9. 

Pianofortes.     9. 

Piassava  fibre.     4. 

Pickaxes.      13. 

Pickers  (hide).     37. 

Pickles.     42. 

Picks.     13. 

Piece  goods  in  the  class  of  the  material 
or  j)redominating  material,  according 
as  they  are  made  of  cotton,  linen,  silk, 
wool,  jute. 

Pieces,  Fowling.     19. 

,  Trunnion  (ordnance).     19. 

Pig  medicines.     2. 

Pigments.     1. 

Pillars,  Gas  (metal).     13. 

Pillows,  Feather.     41. 

(india-rubber  and  gutta-percha). 

40. 

Pills  for  man.     3. 

veterinary  purposes.     2. 

Pimento.     42. 

Pinafores.     38. 

Pincers  with  a  cutting  edge.     12. 

without  a  cutting  edge.     13. 

Pins.     1. 

,  Cotter  and  Linch.     13. 

,  Knitting  (bone,  ivory,  or  wood) .  50. 

,  Netting  (wood).     50. 

Pinoleum.     50. 

Pipe  organs.     9. 

Pipes,  Clay  tobacco.     50. 

(glass).     5. 

(metal).     13. 

■ ,  Pitch.     8. 

(pottery ware) .     16. 

Pistol  cases.     19. 

Pistols,  and  parts  thereof  (metal).     19. 

Piston  rings.     6. 

Pitch.     4. 

pipes.     8. 

Places,  Fire. 


18. 
50. 
12. 


6. 


Plaits,  Hair. 
Plane  irons. 
Planes.     12. 
Planing  machines. 
Planks  (wood).     50. 
Plaster.     17. 

of  Paris.     17. 

Plasters  (surgical  and  medical). 
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Plate.     14. 

- — —    glass.     15. 

powder.     50. 

Plated  goods.     14. 

Plates,  Axle  (Grinders').     13. 

,  Black.     5. 

,  Boiler  and  Armour.     5. 

,  Canada.     5. 

,  Cassada  (a  cooking,  heating  and 

baking  apparatus).     18. 

,  Cooking,     is. 

■ ,  Dental.     11. 

,  Dry    (chemically  prepared,   for 

use  in  photography) .     1 . 
,  Engravers' steel  and  copper.  13. 

Kuotter.     6. 

,  Name  (metal).     13. 

,  Shovel,  Spade,  and  Bowl.     13. 

,  Side,  for  ploughs.     7. 

,  Sole,  for  ploughs.     7. 

,  Stencil.     39.  " 

and  dishes  (metal),     13. 

(precious   metal   and 

imitations  thereof).     14. 
Platinum.     5. 

articles.     14. 

Platters,  Bread.     50. 
Playing  balls.     49. 

cards.     39. 

Pliers  with  a  cutting  edge.     12. 

without  a  cutting  edge.      13. 

Plough  bits,  for  planing  and  grooving. 
12. 

breasts.     7. 

Ploughs  and  parts  of  ploughs  (agricul- 
tural) .     7 . 

—  for  woodworkers  and  book- 
binders.    12. 

,  Steam.     7. 

Plumb  bobs.     8. 

levels,  "Workmen's  (wood).     50. 

Plumbago  (blacklead).     50. 

Plumbers'  knives,  with  a  cutting  edge. 
12. 

WT-thout    a     cutting 

edge.     13. 

Pneumatic  bells,  along  with  architectural 
contrivances  in  Class  18. 

■ — machines.     C. 

Pocket  books.     39. 

Points,  Black-lead  (for  pencil  cases) .  39. 

• ,  Railway.     6. 

Poison,  Insect.     2. 

Poleaxes.     12. 

Poles,  Lawn  Tennis.     49. 

(wood).     50. 

Polish  powder.     50. 
Pohshing  cloths.     50. 

preparations  and  materials.  50. 

Pomade  for  medical  purposes.     3. 

toilet  purposes.     48. 

Pontoons.     19. 
Poplins.     34. 
Porcelain,     16. 


Portable  bone  mills.     7. 

forges.     6. 

Porter.     43. 
Portfolios.     39. 
Portland  cement.     17. 
Portmanteaus.     37. 
Postal  balances.     39. 

Pot  stretchers  (wood).     50. 

Potash  and  its  preparations,  for  use  in 

manufactures.     1. 

water.     44. 

Potassium,  Iodide  of ;  prepared  for  use 

in  pharmacy.     3. 
Potatoes.     42. 
Pots  (earthenware  and  china).     16. 

(metal).     13. 

Pottery.     IG. 

Pouches,  Cartridge  or  shot.     19. 

other   than   cartridge    or   shot 

pouches,  in  the  class  of  the  material,  as 

leather  pouches  in  Class  37. 
Poultry  food.     42. 

medicine.     2. 

Powder  and  shot  measures.     19. 
,  Bleaching.     47. 

blue  for  washing.     47. 

,  Boot-top.     50. 

,  Brocade.     1. 

,  Bronze.     1. 

,  Currie.     42. 

,  Diamond.     50. 

,  Egg.     42. 

,  Face.     48. 

flasks.     19. 

for  destroying  insects  and  for 

veterinary  purposes.     2. 

,  Founders'.     4. 

,  Ginger  beer.     42. 

,  Knife.     50. 

,  Plate.     50. 

,  Polish.     50. 

,  Sharpening.     50. 

,  Toilet.     48. 

-,  Violet.     48. 


Powders  for  veterinary  purposes.     2. 

(medicinal)  for  human  iise.     3. 

Precious  metals  and  imitations  thereof, 
Wares  of.     14. 

PrejDarations  for  agricultural  and  veter- 
inary purposes.     2. 

beverages.     42. 

toilet  purposes.     48. 

,  Frothing.     42. 

Preserves.     42. 

Presses,  Cheese.     7. 

,  Copying.     39. 

,  Cutting-out.     6. 

,  Cider.     7. 

,  Eyeletting.     6. 

,  Hand  (for  marking  linen   and 

paper).     39. 

,  Hop.     7. 

,  Perforating  (articles  of  sta- 
tionery).    39. 
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Presses,  Priuting".     6. 

,  Screw.     G. 

Pressure  gauges  and  indicators.  8. 
Prince's  checks  (woollen).     34. 
Printers'  rollers.     39. 

(parts  of  macliines) . 

Printing  inks.     39. 

• ,  Letter-press.     39. 

presses.     6. 

slabs,    not    parts    of 


prmtmg 
macliines.     39. 

Prints  and  engravings.     39. 

Programmes  (paper  or  card).     39. 

Projectiles  (explosive).     20. 

(non-explosive).      19. 

Protectors,  Back,  Mouth,  Chest,  «S:c.    11. 

■ ,     Sight  (for  guns);     19. 

Prunellas  (wool,  worsted,  or  hair).     34. 

Pruners,  Tree.     12. 

Puffs,  Powder.     48. 

Pulley  blocks  (metal).     13. 

(wood).     50. 

Pulleys,  Differential.     G. 

Pullna  water.     44. 

Pulls,  Drawer  and  Door  (metal).     13. 

Pulp,  Wood.     50. 

Pulses.     42. 

Pump  leathers.     37. 

Pumping  engines.     6. 

Pumps.     6. 

,  Air  (philosophical).     8. 

(steam  engine,  and  for  sup- 
plying air).     G. 

■ ,  Garden.     7. 

,  Maniire.     7. 

,  Stomach.     11. 

Punch,  an  alcoholic  liquor.     43. 

Punches  (metal).     13. 

,    Saddlers',  with  a  cutting  edge. 

12. 

Punching  macliines.     6. 

Punt  guns.     19. 

Purifying  apparatus  (gas).     6. 

Purses  in  the  class  of  the  material. 

Putty.     60. 

knives.     13. 

Pyretic  saline.     3. 

Pyrometers.     8. 


Quarries.     16. 

Quarrying  tools  without  a  cutting  edge, 

13. 
Quill  pen  cutters.     12. 

pens.     39. 

Quilts   (textile)    as  small  wares   in   the 

class  of  the  material  or  predominating 

material  of  the  covering. 
Quinine.     3. 

(aerated).     44. 

wine.     3. 

Quoits.     49. 


Packet  balls 
bats. 


49. 

49. 

Racks,  Card.     39. 

,  Hay  (metal). 


13. 


E.ag  knives,  not  parts  of  machinery.   12. 

,  parts  of  machinery.     G. 

Railings  (metal).     13. 
Rails,  Coat.     41. 

for  railways.     5. 

Railway  carriages  and  trucks.     22. 

couijlings  (sold  separately) .   13. 

crossings,  with  rails  in  Class  5. 

points.     6. 

wrappers  and  rugs.     50. 

Rakes  (garden).     13. 

(horse).     7. 

Ramps.     13. 
Ranges,  Kitchen.     18. 
Rangoon  oil.     47. 

Rape  cake  and  meal.     42. 

oil,  for  use  in  manufactures.     4. 

Raspberry  vinegar.     42. 

Rasps.     12. 
Ratcliet-braces.     13. 
Ratchets.     13. 
Rattans.     50. 
Razor  paste.     50. 

strops.     50. 

Razors.     12. 
Reamers.     12. 
Reaping  hooks.     12. 

machines.     7. 

Ready-made  clothing.     38. 
Recappers.     19. 

Red  lead.     1. 

ochre.     1. 

Reed  instruments. 

Reflectors  (metal). 

Refreshment  bars. 

Refrigerators.     50. 

Regulators,  Gas. 

Regulus,  Copper. 

Rennet.     42. 

Reps,  Biarritz.     34. 

Resins.     4. 

Respirators.     11. 

Retorts  (earthenware).     16. 

Revolvers.     19. 

Ribbons  (silk  and  silk  velvet).     32. 

,  Velvet  (silk  and  cotton,  silk 

predominating).     32. 

(wool,  worsted,  or  mo- 
hair predominating).     35. 

Ribs,  Umbrella  (cane).     50. 

(metal) .     13. 

Rice.     42. 

Rick  covers.     50. 

Riddles  (wire).     13. 

(wood).     50. 

Rifles  and  parts  thereof  (metal).     19. 

Rigging.     21. 

Rims  or  fellies  (metal).     13. 

(wood).     50. 

Ringflyers.     6. 


9. 

13. 

18. 


5. 
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Rings,  Curtain  (metal). 
■  (wood) . 


13. 
50. 


(india-rubber),  for  umbrellas.  40. 

(metal).     13. 

,  Napkin  (electroplate  and  precious 

metal).     14. 
(bone,  ivory,  wood).     50. 


Ripesorscythe-sharpening  sticks  (metal). 
13. 

Rippers,  Slaters'.     12. 

Rivet  iron.     5. 

Riveting  machines.     6. 

Rivets.     13. 

Roasters  (coffee).     6. 

Roasting  jacks.     6. 

Rock  drills.     6. 

Rod  iron  and  steel.     5. 

Rods,  Fishing.     49. 

,  Gauge.     8. 

■ ,  Stair  (metal).     13. 

Rolled  tombac.  5. 

Roller  skates.     49. 

Rollers  for  sashes  (metal).     13. 

,  Garden.     7. 

,  Printers'.     39. 

(parts  of  machinery).    6. 

Roofing  felt.     50. 

—    (metal).     13. 

• (pasteboard).     50. 

Root-cutting  machines.     7. 

Roots  for  food.     42. 

■ use  in  medicine  and  phar- 
macy.    3. 

Rope  (jute  or  hemp).     50. 

(leather).     37. 

(wire).     13. 

Rosettes,  Paper.     39. 
,  Silk.     32. 

Rosin  oil,  for  use  in  manufactures.     4. 

Rotten  stone.     50. 

Rouge  for  toilet  purposes.     48. 

Jewellers'.     50. 

not  for  toilet  purposes.     50. 

Roughs  (Knen).     27. 

Rubbers.     50. 

Ruffles.     38. 

Rugs  for  personal  use.     50. 

in  the  nature  of  carpets. 

Rulers.     39. 

Rules,  Workmen's  (metal).     13. 

(wood).     50. 

Rum.     43. 

,  Bay.     48. 

Rusting,  Compound  to  prevent. 


36. 


Saccharometers 
Sacking  (jute). 
Sacks.     50. 
Saddlery.     37. 
Saddle  cloths. 
paste. 

S. 


29. 


37. 
50. 


Saddles,  Air ;  for  bicycles  (india-rubber) . 

40. 
Saddlers'  ironmongery.     13. 
Sad-irons.     13. 
Safes,  Ice.     50. 
,    Meat.     50. 

(metal)  for  money  and  valuables. 

13. 

Sago.     42. 

Sailcloth  (flax  and  hemp).     27. 

Salad  cream.     42. 

oil.     42. 

Saline,  Pyretic.     3. 
Salt  for  bathing.     3. 

food.     42. 

Saltpetre.     1. 
Salts,  Smelling.     3. 

used  in  pharmacy.    3. 

Salve.     3. 

,  Eye.     3. 

Sand  cloth.     50. 

paper.     50. 

,  Silver.     50. 

Sandallings,  Elastic.     40. 

Sanitary  contrivances  and    appliances. 

18. 

preparations.     2. 

Sardines.     42. 
Sarsaparilla.     3. 
Sash  iron.     5. 
Satchels.     50. 
Sates,  Cold.     13. 
Satins  in  the  piece.     31. 
Sauce.     42. 
Saucepans.     13. 
Sausage  machines.     6. 
Sausages.     42. 
Saw  benches.     6. 

sets.     13. 

tables.     6. 

Sawing  machines.     6. 
Saws.     12. 

(surgical).     11. 

Saxes,  Slaters'.     12. 

Scale,    Fluid    for    the    prevention  and 

removal  of  boiler.     1 . 
Scales.     6. 


Scantling  (wood). 
Scarves.     38. 
Scents.     48. 
Schiedam.     43. 
School  desks.     8. 
Scissors.     12. 

(surgical). 


50. 


11. 


precious   metal). 


Scoops    (imitation   of 
14, 

(metal).     13. 

Scrap-books.     39. 
Scouring  liquids  for  fabrics. 
Scrapers,  Door  (metal).     13. 

(india-rubber).     40. 

with  a  cutting  edge.     12. 

without  a  cutting  edge  (metal) . 


47. 


13. 
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Screens,  !Fire  (metal).     13. 

(furuiture).     41. 

(wire).     13. 

Screw -drivers.     13. 

jacks.     6. 

machines.     G. 


presses.     6. 


12. 


Screwiug  tackle. 

Screws.     13. 

Scrubbers,  Hydraulic  (for  cleaning  ships' 
bottoms  when  afloat).     21. 

Scuttles,  Coal.     13. 

Scythe  sneads  (metal).     13. 

stones.     50. 

strickles.     50. 

Scythes.     12. 

Sealing  wax.     39. 

Seals.     39. 

Sea-water  for  bathing  and  other  pur- 
poses.    50. 

Seed-driUs.     7. 

Seeds  for  agricultural  and  horticultural 
purposes.     46. 

used  as  food.     42. 

■ in  manufactirres.     4. 

• medicine   and  pharmacy. 

3. 

Seidlitz  powders.     3. 

Seltzer  water.     44. 

Seltzogenes.     8. 

Semolina.     42. 

Separating  machines  (grain).     7. 

Seraphines.     9. 

Serges.     34. 

Serviers,  Plasterers'.     13. 

Sewing  machine  needles.     13. 

machines  and  parts  of  sewing- 
machines.     6. 

■ needles.     13. 

silk.     30. 

thread   (cotton)   not  woimd  on 


spools  or  reels.     23. 
or  reels.     23. 


■wound  on  spools 


(flax  and  linen).     26. 
Sextants.     8. 
Shafts  (parts  of  machines).     6. 

■ (wood).     50. 

Shalloons.     34. 
Shaping  machines.     6. 
Sharpening  powder.     50. 

■ sticks  (metal).     13. 

■ stones.     50. 

Shave  hooks,  Plumbers'  (without  a  cut- 
ting edge).     13. 
Shaves.     12. 
Shaving  brushes.     50. 

paste.     48. 

• soap.     48. 

Shawls  (cotton).     25. 
■ (linen).     28. 

(silk).     32. 

(woollen    and    worsted)  in   the 

piece.     34. 


Shawls  (woollen   and  worsted)    not    in 

the  piece.     35. 
Shear  steel.     5. 

Shearing  machines  (for  sheep).     7. 
(not  for  agricultural 

purposes).     6. 
Shears.     12. 
Sheathing  metal.     5. 
Sheep,  Medicine  and  Dressings  for.     2. 

shearing  machines.     7. 

shears.     12. 

washes.     2. 

Sheet-metal.     5. 

Sheetings  (cotton)  in  the  piece.     24. 

(linen  and  hemp)  in  the  piece. 


27. 


25. 


Sheets  (cotton)  not  in  the  piece. 

(India  rubber).     40. 

(linen)  not  in  the  piece.     23. 

Sheffield  and  other  plated  goods.      14. 
Shell,  Ai'ticles  of  (not  included  in  other 

classes).     50. 
Shells  (explosive).     20. 
Shelves,  Fret  (metal).     13. 

(wood).     50. 

Sherbet.     42. 
Sherry.     43. 
Shields,  Nipple.     11. 
Ships'  berths  (metallic).     41. 

,    Compositions    for    the    bottoms 

of.     1. 

equipments  (except  nautical  in-" 

struments).     21. 

logs.     8. 

Shirt  fronts.     38. 

studs    (not  of  precious  metal   or 

imitation  of  the  same).     50. 

(precious  metal  or  imitation 

of  the  same).     14. 
Shirtings  (cotton).     24. 
• (linen).     27. 

(woollen).     34. 

Shirts.     38. 

Shives  and  spiles  (wood).     50. 
Shoddy  piece  goods.     34. 
Shoe  bills.     13. 
• drills.     27. 

hides  (calf  and  kip).     37. 

horns  (bone,  ivory,  wood).     50. 

(metal).     13. 

thread  (hnen).     26. 

Shoes.     38. 

Shop  counters.     41. 
Shot.     19. 

belts.     19. 

pouches.     19. 

Shovels  (metal).     13. 
Shutters  (revolving).     18. 

• (wood).     50. 

Shuttlecocks.     49. 

Shuttles  of  bone,  ivory,  and  wood.     50. 

metal.     13. 

Sickles.     12. 

Side  plates  for  ploughs.     7. 
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Sieves  (wire), 
-(■wood). 


13. 
50. 


Sifters,  Cinder  (being  machines).     6. 

,  for  household  use.     13. 

(imitation  of  precious  metal).    14. 

Sight  adjusters.     8. 

protectors  for  guns.     19. 

Signals,  Fog  (explosive).     20. 
Silica  furnace  fittings.     16. 
Silk  antimacassars.     32. 

braids,  bindings,  galloons,  ribbons, 

webbing,  and  other  silk  smalhvares 
(not  included  in  other  classes).     32. 

• ,  Flags  of.     32. 

,  Oiled.     11. 

piece  goods.     31. 

(raw  or  partly  prepared).     4. 

(spun,   thrown,   sewing,   or   knit- 
ting :  twist,  yarn,  and  thread).     30. 

Silver  and  imitations  of  silver.     5. 

,  Wares  of. 


14. 

—   German 
ingots).     5. 


(in     sheets,    bars,     and 


(wire) 


leaf.     5.   ■ 

,  Nitrate  of.     1. 

paper.     39. 

sand.     60. 

thread.     14. 

- — -   wire.     5. 
Silversmiths'  soap.     50. 
Singeing  lamps.     13. 
Singers,  Horse.     13. 
Sinks  (metal).     13. 

(slate  and  stone).     50. 

Size  along  with  paints  and  varnishes  in 

Class  1. 
Sizing  machines.     6. 
Skates.     12. 

,  Roller.     49. 

Skins,  wrought  and  unwi'ought.     37. 

Skirts.     38. 

Skylights  (metal).     13. 

Slate.     4.     .See  Slates. 

Slaters'  rippers,  saxes,  and  horses.     12. 

Slates  (roofing  and  building).     17. 

• (writing).     39. 

Slide  rests.     6. 

rules. 

Slippers  for  wear.     38. 

Slotting  machines.     6. 

Small-arms.     19. 

Small  wares  not  included  in  other 
classes  (metal)  in  Class  13. 

not    included    in    other 

classes  (precious  metal  or  imitation 
thereof).     14. 

. not     included    in    other 

classes  (textile)  according  to  the  ma- 
terial or  the  predominating  material. 


25. 


28,  29,  32,  and  35. 
not    included 


classes  (wood,  ivory,  bone,  jet). 


other 
50. 


Smelling-bottles    mounted  in  precious 
metals  or  imitations  of  them.     14. 

salts.     3. 

Smiths'  bellows.     50. 

Smoke  boards  (metal).     13. 

Snap  caps.     19. 

Sneads,  Scythe  (metal).     13. 

Snuff.     45. 

Snufi'ers.     13. 

Soap,  Common.     47. 

,  Disinfecting.     2. 

,  Extract  of.     47. 

(medicated),  for  human  use.     3. 

for  dogs,  cattle,  &c.     2. 

,  Perfumed.     48. 

,  Shaving.     48. 

,  Silversmiths'.     50. 

Socks  for  curative  purposes.     11. 

wear.     38. 

Soda  and  its  preparations  (for  use  in 
manuf  actiu-es) .     1 . 

water.     44. 

apparatus  and  machines.    6. 

bottles.     15. 

Sofas  (furniture).     41. 

,  Garden  (metal).     13. 

Solder.     5. 

Sole  plates  for  ploughs.     7. 

Soles  (cork).     38. 

Sounding  machines  and  apparatus.     8. 

Soups.     42. 

Spades.     13. 

Spangles  of  gold.     14. 

Spanish  stripes.     34. 

Spanners.     13. 

Spars  for  ships.     21. 

Spectacles.     8. 

Speed  indicators  and  gauges.     8. 

Spelter.     5. 

Sjiice  extracts  (alcoholic).     43. 

Spices.     42. 

Spikes  (marline).     13. 

Spiles  (wood).     50. 

Spills  (wood).     50. 

Spirit  indicators.     8. 

levels.     8. 

Spirits  (beverages). 
of  camphor, 

(perfumed). 


earthenware). 


43. 
3. 

48. 
Spittoons  (metal).     13. 
(porcelain     or 

16. 

Spokeshaves.     12. 
Spokes  (metal).     13. 

(wood).     50. 

Sponges.     4. 

(india-rubber).     40. 

Spoons  (brass  and  tui).      13. 

(precious  metal   and    imitations 

thereof).     14. 
Spouting  (metal).     13. 
Spreaders  (wood).     50. 
Sprigs  (flax  and  linen).     27. 
Spring  balances.     6. 
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Spring  mattresses.     41. 

steel.     5. 

Springs  (bell).     13. 

(door,    railway    waggon     and 

carriage,  buffing  or  buffer).     13. 

(machine).     6. 

(watches  and  clocks).     10. 

Spuds.     13. 

Spurs  (iron  or  steel).     13. 

Squares,  Workmen's  (metal).     13. 

(wood).     50. 

Squeegees  (india-rubber).     40. 

Squeezers,  Lemon.     6. 

Stain  powders.     1. 

Stains,  Wood.     1. 

Stair  cases  (metal).     18. 

rods  (metal).     13. 

Stakes  (metal).     13. 

Stamps,  Hand  (for  marking  linen  and 
paper).     39. 

Standard  gauges.     8. 

Standards,  Gas  (metal).     13. 

Stands  for  casks,  sewing  machines,  and 
similar  articles,  in  the  class  of  the 
material. 

,  Umbrella,    with    furniture    in 

Class  41. 

Staples  (metal).     13. 

Starch,  for  laundry  purposes.     47. 

use  as  food.     42. 

Stationery.     39. 

—cases.     39. 

Statuary  (porcelain).     16. 

Stay  busks  (metal).     13. 

Stays.     38. 

Steam  boilers,  Composition  for  prevent- 
ing and  removing  scale  in.     1. 

,  Composition  for  prevent- 
ing radiation  of  heat  from.     1 . 

• for      agricultural     pur- 


poses. 


poses.     6 
coils 


not  for  agricultural  pur- 


18. 
engines,   for 


agricultural    pur- 


poses. 


not     for     agricultural 


purposes.     6. 

gauges.     8. 

hammers.     6. 

packing.     50. 

• pumps .     6 . 

traps.     6. 

Stearine.     4. 

candles.     47. 

Steatite  articles.     50. 
Steel.     5. 

carboniser, 

tures.     4. 

pens.     39. 

toys.     13. 

wire  ropes. 

Steels,  Butchers'. 
Steelvards.     6. 


for  use  in  manufac- 


13. 
13. 


Steering  engines.     6. 

gear.     2 1 . 

Stencil  plates.     39. 
Stereotypinof  paper.     39. 
Sticks,  "Walking  (wood) .     50. 

,  Whip.     50. 

StjUs  (experimental).     8. 
Stirrups.     13. 
Stockings.     38. 

(surgical).     11. 

Stocks  and  dies.     12. 

(being  parts  of  guns).     19. 

Stomach  pumps.     11. 

Stone,  Artificial.     17. 

blue  (for  laundry  purposes) .     47. 

breaking  machines.     6. 

,   Rotten.     50. 

Stones,  Sharpening.     50. 

Stoneware.     16. 

Stopping  for  teeth,   of  precious  metal. 

14. 
,   not     of    precious 

metal.     11. 
Stops  for  organs.     9. 
Stout.     43. 
Stove  boilers.     18. 

ranges.     18. 

Stoves.     18. 
Strainer  plates.     6. 
Strainers  (wire).     13. 
Straps  (leather).     37. 

Straw  boards  and  straw  paper.     39. 

elevators.     7. 

envelopes  (for  bottles) .     50. 

,  Goods    manufactured    from 

included  in  other  classes).     50. 

hats  and  bonnets.     38. 

Straws  for  sherry-cobblers.     50. 
Stretchers,  Linen  (bone,  wood,  or  ivory). 

50. 

,  Pot  (wood).     50. 

Strickles,  Scythe.     50. 

Sti-ing.     50. 

Strings  for  musical  instruments.     9. 

Strip  ii-on.     5. 

Stripes  (woollen).     34. 

Strong  rooms.     18. 

Strops,  Razor.     50. 

Structures  (iron).     18. 

Strychnine.     3. 

Studs,  Bale  (metal).     13. 

— •,  Shirt  (precious  metal  or  imita- 
tion thereof).     14. 

(not    of    precious  metal  or 

imitation  thereof).     50. 

Stuffing  (woollen,  worsted,  or  hair).    35. 

Stuffs  and  cloths  of  wool,  worsted,  or 
hair.     34. 

Submerged  structures,  Composition  for 
coating.     1 . 

Sugar.     42. 

,   Black    (prepared    for    medicinal 

purposes).     3. 

candy.     42. 


(not 
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Sugar-cane  bills.     12. 

Sulphur,  Precipitated  (for  use  in  maau- 

f  actures) .     1 . 
Sun-burners.     13. 

shades.     50. 

Supporters,  Abdominal.     11. 
SupjDositories  (medical).     3. 

Surgical    instruments,    apparatus,    and 

contrivances.     11. 
Siu-veying  instruments.     8. 
Suspenders,  Card.     39. 

,  Dress  (metal).     13. 

Suspensory  bandages.     11. 
Sweepers,  Carpet.     6. 
Sweetmeats.     4  "2. 
Swimming  belts.     21. 
Swivels.     13. 
Sword  bayonets.     19. 

— blades.     12. 

Swords.     19. 
Syphons.     6. 
Syringes  (surgical).     11. 
Syrups  (medicinal).     3. 

(not  medicinal).     42. 


Table  cloths  and  covers  (cotton),  in  the 
piece.     24. 

■ not  in 


the  piece.     25. 


piece.     27. 


(linen),   in   the 
not  in 


the  piece.     28. 

(union,      linen 

predominating)  in  the  piece.     27. 

(union,      linen 


predominating)  not  in  the  piece.     28. 
(woollen     and 


worsted),  in  the  piece.     34. 

(woollen     and 

worsted),  not  in  the  piece.     35. 

(oilcloth).    36. 


Tables,  Billiard.     49. 
,  Chess.     41. 

(furniture).     41. 

,  Saw.     6. 

Tablets,  "Worm  (for  human  use).     3. 

Tackle,  Fishing.     49. 

Tacks.     13. 

Taggers,  Black.     5. 

Tailors'  Chalk.     50. 

TaUow  (edible).     42. 

for  use  in  manufactures.     4. 

used  for  heating,  illuminating, 

or  lubricating.     47. 
Tambourines.     9. 
Tanks  (metal).     13. 

(slate  and  stone).     50. 

Tanning  substances.     4. 
Tape  (cotton).     25. 

(linen).     28. 

Tapers  (wax).     47. 

Tapes,  Workmen's  measuring.     50. 


Tapioca.     42. 
Taps  (metal).     13. 

(porcelain  or  earthenware).     16. 

,  Screw- cutting.     12. 

(wood).     50. 

Tar.     4. 

Targets  for  archery.     49. 

guns.     19. 

Tai-paulins.     50. 

Tassels  (gold  and  silver  bullion).     14. 

(not  of  gold  and  silver  bullion) 

as  smallwares  according  to  the  class 
of  the  material  or  predominating 
material. 

Tasters,  Cheese.     12. 
Tatting  cotton.     23. 

shuttles  (bone,  ivory,  wood) .  50. 

Tea.     42. 

(aerated).     44. 

caddies  (wood).     50. 

Tea  cloths  (linen)  in  the  piece.     27. 

not  in  the  piece.     28. 

Teaching  instruments  and  apparatus.  8. 

Tee-iron.     5. 

Teeth,  Artificial.     11. 

Preparations  for  the.     48. 

■ ,  Stoppinsr  for  (of  precious  metal). 

14. 
■ ■    (not    of     precious 

metal) .     11. 
Teething  bandages.     11. 

pads  for  infants.     1 1 . 

powders.     3. 

Telegraph  wire.     5. 
Telegraphic  instruments.     8. 
Telephonic  instruments.     8. 
Telescopes.     8. 
Tennis,  Lawn,  poles.     49. 

sets.     49. 

—  shoes.     38. 

Tent  wine.     43. 

Tents.     50. 

Tern  plates.     5. 

Ten-a-cotta.     16. 

Test  paper  (chemical).     39. 

Testing  gas.  Instruments  for.     8. 

Thermometers  (clinical).     11. 

(not  clinical).     8. 

Thibet.     34. 

Thimbles  for  sewing  (metal).     13. 

• (precious  metal  or 

imitations  thereof).     14. 

,  Ship.     13. 

Thread  (cotton).     23. 

(flax,    hemp,    tow,    and    china 

grass).     26. 

(gold  and  silver).     14. 

(india-rubber).     40. 

,   Sewing   and   other   cotton    not 

wound  on  spools  or  reels.     23. 

wound 

on  spools  or  reels.     23. 

(silk).     30. 

Threshing  machines.     7- 
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Thrown  silk.     30. 

Ticks  (cotton  piece  goods).     24. 

Ties  for  wear.     38. 

Tiles.     IG. 

(iron).     13., 

Timber.     50. 
Time-keepers.     10. 
Tinctures  (medicinal).     3. 

for  toilet  purposes.     48. 

Tin.     5. 

plates.     5. 

Tins.     13. 

Tips,  Heel  (metal).     13. 

Tobacco  cutters.     12. 

pipes.     50. 

• pouches  (india-rubber).     40. 

(leather).     37. 

,  manufactured  and  unmanufac- 
tured.    45. 
Toe -tips  (metal).     13. 
Toilet  powder.     48. 

preparations.     48. 

vinegar.     48. 

Tombac.     5. 
Tongs.     13. 
Tongues.     42. 
Tonics.     3. 

Tools,  Handles  for  (wood,  ivory,  bone). 
50. 

,  Machine.     G. 

■ (metal),  without  a  cutting  edge. 


13. 


edc 


12. 


50. 

48. 


25. 


28. 


with  a  cutting 

(wood).     60. 

Tooth  brushes.     50. 

picks,  not  of  metal. 

powder  and  paste. 

— ■  wash.     48. 

Tops  (woollen).     4. 
Tow.     4. 

hessians.     27. 

Towels  (cotton),  in  the  piece.     24. 

not  in  the  piece. 

■  (linen),  in  the  piece.     27. 

not  in  the  piece. 

Toys.     49. 

,  Steel.     13. 

Traces  (leather).     37. 

(metal).     13. 

Tracing  cloth.     39. 

paper.     39. 

Traction  engines,   not  for  agricultural 

purposes.     G. 
Tramcars.     22. 
Transfer  picture  albums.     39. 
Transparent  paint.     1 . 
Traps  for   animals   (wii'e  or  wire  and 

wood).     13. 

drains  (earthenware).     16. 

(metal).     13. 


Steam.     6. 


Traversing  jacks.     6. 
Trays  (metal).     13. 
(wood).     50. 


Treacle.     42. 

Tree  pruners.     12. 

Tresses  (mohair).     35. 

— —  (spun  silk).     32. 

Trestle  fire  lighters.     50. 

Tricycles.     22. 

Trimmings  (cotton).     25. 

(feather),  made  up.     50. 

(ivory,  jet,  pebble,  mother- 

o'-pearl).     50. 

(linen).     28. 

(sUk).     32. 

(woollen  and  worsted).     35. 

Tripe.     42. 

Troches.     3. 

Troughs  (metal).     13. 

Trousers.     38. 

Trowels  (metal).     13. 

Trucks.     22. 

Truffles.     42. 

Trumpets.     9. 

Trunnion  pieces  (ordnance) .     19. 

Trusses.     11. 

Tube  expanders.     13. 

wells.     18. 

Tubes,  Cigar  and  Cigarette  (not  of  pre- 
cious metal  or  of  imitation  precious 
metal).     50. 

Copper.     13. 

' for  medical  purposes.     1 1 . 

,  Grlass.     15. 

(metal),  not  parts  of  machines. 


13. 


parts  of  machines.     6. 


Tubs.     60. 

Tulle  (silk).     31. 

Tumbler  action  for  blinds  (metal). 

Tuning  forks.     8. 

Turbines.     6. 


13. 


Turkey  carpets. 
Turnery  (wood). 
Turns  (metal). 
Turnscrews.     1 3 

36. 
60. 
13. 

Turnstiles.     6. 

Turpentine.     4. 
Tussores  (linen). 

27. 

(silk). 

31. 

Tuyeres  (pottery  ware).     16. 
Tweeds.     34. 
Tweezers.     13. 
Twill  (cotton).     24. 

(wooUen  or  worsted).     3. 

Twine.     60. 
Twist  (cotton).     24. 

(leather).     37. 

■     (linen).     26. 

.     (silk).     30. 

Type  metal.     5. 
Tyre  steel.     5. 

Tyres  for  machinery.     6. 

waggons  and  carriages. 


13. 


GUIDE  TO  CLASSIFICATION  OF  GOODS. 


455 


Ulsters.     38. 

Umbrella  furniture  (metal) .     13. 

ribs  (cane).     50. 

(metal).     13. 

■  rings  (india-rubber).     40. 

stands.     41. 


Umbrellas.     50. 

Underclothing.     38. 

Unguents  for  medical  purposes.     3. 

Uniforms.     38. 

Union   goods    (not  being  piece  goods), 

■wool  or  worsted  predominating.     35. 
(not  in  the  piece),  linen 

predominating.     28. 


joints  (metal).     13. 
piece  goods  (cotton  predominat- 
ing).    24. 

(linen     predominat- 


ing).    27. 


(wool  or  worsted  pre- 


dominating).    34. 
Upholstery.     41. 
Uppers,  Boot.     37. 
Urinal  basins  (pottery  ware).     16. 
Urinals.     18. 

for  travellers  and  invalids.     11. 

Utensils,  Domestic,  Culinary,    Garden, 

and  Stable  (metal).     13. 

Domestic,  Culinary,    Garden, 

and  Stable  (wood).     50. 


Vacuum  brakes.     6. 

gauges.     8. 

Valentines.     39. 

Valves  (metal),  not  parts  of  machines. 
13. 

,  parts  of  agricultural  machines.  7. 

machines  other  than  agri- 
cultural machines.     6. 

Van  covers.     50. 

Vans.     22. 

Varnish  for  polishing  purposes.     50. 

Varnishes  and  paints.     1. 

Vaseline  for  use  in  manufactures.     4. 

prepared  for  use  in  medicine 

and  pharmacy.     3. 

Vases  (porcelain  or  earthenware).     16. 

(wood).     50. 

Vegetable  substances,  Goods  manufac- 
tured from  (not  included  in  other 
classes).     50. 

raw    or    partly 

prepared,  used  in  manufactures,  and 
not  included  in  other  classes.     4. 

Vegetables.     42. 

Veils  for  wear.     38. 

Velocipedes.     22. 

Velvet,  in  the  piece  (silk).     31. 

(wool,    worsted,    or 

mohair  predominating).     34. 


ribbons  (silk  and  cotton,  silk  pre- 


dominatinc 


Velvet  ribbons  (wool,  worsted,  or  mo- 
hair predominating).     35. 

Velveteens  in  the  piece  (cotton).     24. 

Venetian  blinds  (metal) .     13. 

(wood).     50. 

Ventilating  apparatus.     18. 

Ventilators  (metal).     13. 

Verandahs.     18. 

Vermicelli.     42. 

Vermin-destroying  preparations.     2, 

traps  (of  metal).     13. 

Verniers,  Steel  and  iron.     8. 

Vesicant  or  blistering  preparations  for 
veterinary  purposes.     2. 

Vestas,     47. 

Vests.     38. 

Vesuvians.     47. 

Veterinaiy  preparations.     2. 

Vice  benches.     6. 

Vices.     13. 

Vichy  water.     44. 

Vinegar.     42. 

(medicated).     3. 

,  Toilet.     48. 

Violet  powder.     48. 

Violins.     9. 

Violinas.     9. 

Virginian  silver  wares.     14. 

Vitrified  porcelain  enamel,  a  coating  for 
metal.     1. 

Voice  lozenges.     42. 

Vulcanite  goods  not  included  in  other 
classes.     40. 

Vulcanized  india-rubber  horse-shoes.  40. 


Wad  cutters.     19. 

Wadding  and  stuffing  (cotton).     25. 

(woollen  or  wor- 
sted).    35. 

Wads.     19. 

Wafers.     39. 

Waggon  and  carriage  metal-work.     13. 

covers.     50. 

Waggons.     22. 

Waistcoats.     38. 

Walking-sticks  (wood).     50. 

Wall  coverings.     41. 

Wares,  Small,  not  included  in  other 
classes  (metal).     13. 

not  included  in   other 

classes  (textile) ,  according  to  the  mate- 
rial or  the  predominating  material,  in 
Classes  25,  28,  29,  32,  and  35. 

(precious  metal  or  imita- 
tion thereof).     14. 

(wood,  ivory,  bone.  jet). 

50. 

Wai-mors,  Foot  (metal).     13. 

Warming  apparatus.     18. 

Washers  (gutta-percha  and  india-rub- 
ber).    40. 

(leather).     37. 

(metal).     13. 


ArjQ 


APPENDIX  A. 


Washes  for  toilet  purposes.     48. 

veterinary  pitrposes.     2. 

,  Medicated,  for  human  use.     3. 

,  Sheep.     2. 

Washing  boards  (wood).     50. 

machines  for  linen  and  other 

fabrics.     6. 

• jwwdcrs  and  preparations  for 

laundry  use.     47. 

Waste  silk  yarn.     30. 

Watch  cases  (metal).     13. 

(precious  metal  or  imitation 

thereof).     14. 

Watches,  and  parts  thereof  (except  cases 
sold  separately).     10. 

Water-bars  (metal).     13. 

,  Bay  leaf.     48. 

• beds  (india-rubber  or  gutta- 
percha).    40. 

coloiu's.     1. 

• coolers  in  the  class  of  the  material 

of  which  they  are  made. 
for  bathing  and  other  purposes. 

50. 

gauges.     8. 

,  Lavender.     48. 

• ,  Lithia.     44. 

■ ,  Magnesia.     44. 

. ,  Pulina.     44. 

purifying  apparatus.     18. 

■ stains.     1. 

■ ,  Seltzer.     44. 

• ,  Vichy.     44. 

Watercloset  basins  (earthenware).     16. 

' paper  (medicated).     3. 

Waterclosets.     18. 

Watei-proofing    compounds    for    textile 

goods.     50. 
Waters  (distilled)  for  medical  purposes.  3. 

■ (mineral  and  aerated).     44. 

(perfumed)  for   toilet   purposes. 

48. 
"SV&x,  Bees,  for  use  in  manufactures.    4. 

candles.     47. 

■ ,  Paraffin,  for  useinmanufactures.  4. 

(raw).     4. 

,  Sealing.     39. 

• vestas.     47. 

Wearing  apparel.     38. 
Webbing  (india-rubber).     40. 
• (linen).     28. 

(silk).     32. 

• (woollen  or  worsted).     35. 

Webs,  Elastic  (not  of  india-rubber),  in 

the  class  of  the  material. 
Wedges  (metal).     13. 
Weighing  machines.     6. 
Weights  (bar,  ring,  and  other),  metal.  13. 

■ ,    Clock.     13. 

,   Paper.     39. 

Wells,  Tube.     18. 
Whalebone.     4. 
Wheat.     42. 
meal.     42. 


Wheel  -  barrows  (metal).     13. 

(wood).     50. 

hubs  of  wood.     50. 

rims  of  wood.     50. 

spokes  of  wood.     50. 

Wheels,  being  parts  of  agricultural  ma- 
chinery.    7. 

machinery  other 

than  agricultural  machinery.     G. 

,    Grinding.     50. 

(metal),  not  being  parts  of  ma- 
chinery.     13. 

(wood).     50. 

Whipcord.     50. 
Whip  sticks.     50. 
Whips.     37. 
Whisk  fibre.     4. 
Whiskey.     43. 
Whist  counters.     49. 

Whistles,  Steam  (parts  of  machinery).   6. 
White  lead.     1. 

,  Zinc.      1. 

Whiting.     17. 

Whitewashes.     17. 

Wickerwork    not     included     in     other 

classes.     50. 
Wicks,  Lamp.     47. 
Wigs.     50. 
Winches.     6. 
(for  use  on  board  ship  only). 

21. 
Wind  gauges.     8. 
Winding  gear.     6. 
Windlasses  (for  use  on  board  ship  only). 

21. 
Wind-miUs.     6. 
Window  frames  (metal), 
(wood). 


13. 
50. 
27. 


Window  hoUands  (linen) 
Wine.     43. 

bins.  Cabinet.     41. 

(metal).     13. 

coolers,  according  to  the  material. 

,  Ij^ecacuanha.     3. 

(medicated).     3. 

,  Tent.     43. 

Winnowing  machines.     7. 
Winters  (metal).     13. 
Wire.     5. 
,  Copper.     5. 

covered  with  silk,  cotton,  &:c.,  in 

the  class  of  the  covering  material. 

drawing.  Jewels  for.     50. 

fencing.     5. 

gauze.  Articles  of.     13. 

,  German  silver.     5. 

netting  and  fencing.     13. 

rojies.     13. 

,  Telegraph.     5. 

woven  mattresses  (spiral  spring). 

41. 

Wiring  machines.     6. 
Wood  bird-cages.     50. 
cocks.     50. 
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Wood  gates.     50. 

,  Goods  manufactured  from  (not 

included  in  other  classes) .     50. 

parquetry .     60. 

pencil  cases.     39. 

pulp.     50. 

■ spirit.     4. 

stains.      1. 

working  machinery.     6. 

"Wooden  tools.     50. 

Wool,  Berlin  (fleecy  and  embroidering) . 

33. 

• (medicated).     3. 

(raw  or  partly  prepared).     4. 

Woollen  antimacassars.     35. 

• bindings  and  other  small  wares 

not  in  the  piece.     35. 

cloths  in  the  piece,     34. 

■ yarns  and  thread.     33. 

Worm  powder  (for  veterinarypurposes) .  2 . 

tablets  (for  human  use).     3. 

Woi-ms  (metal).     13. 

Worsted  braids  and  other  smaUwares, 

not  in  the  piece.     35. 

• —  stutfs  in  the  piece.     34. 

yarns  and  thread.     33. 

Wrappers,  Railway.     50. 
Wrenches.     13. 
Wringing  machines.     6. 
Wristbands.     38. 


Writing  desks  and  cases.     39. 

■  fluids.     39. 

paper.     39. 

slates.     39. 


Yachts.     21. 
Yaktails  (furs).     37. 
Yarns,  Bagging  (jute).     29. 

,  China  grass.     26. 

,  Cotton.     23. 

,  Granderelle.     23. 

,  Genappe.     33. 

,  Jute.     29. 

,  Linen,  Hemp,  and  Flax.     26. 

,  Silk.     30. 

(worsted,  merino,  woollen,  hair, 

mungo,  and  shoddy).     33. 
Yeast.     42. 
Yellow  metal.     5. 
ochre.      1. 


Zephyrs  (cotton  piece  goods).     24. 
Zinc.     5. 

nails.     13. 

white.     1. 

Zithers.     9. 
Zoedone.     44. 
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TEADE  MARKS  RULES,  1897. 


By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby  make  the  following 
Rules  : — 

(1.)  These  Rules  may  be  cited  as  the  Trade  Marks  Rules,  1897, 
and  shall  come  into  operation  from  and  immediately  after  the 
date  hereof. 

(2.)  Rules  13,  14  and  15  of  the  Trade  Marks  Rules,  1890,  are 
hereby  repealed  and  instead  thereof  there  shall  be  substituted 
the  following : — 

"13.  Every  application  for  registration  of  a  trade  mark  shall 
contain  a  representation  of  the  mark  affixed  to  it  in  the 
square  which  the  Form  F  contains  for  that  purpose. 

Where  the  representation  exceeds  such  square  in  size 
the  representation  shall  be  mounted  upon  Hnen,  tracing 
cloth  or  other  material  that  the  comptroller  may  consider 
suitable.  Part  of  the  mounting  shall  be  affixed  in  the 
space  aforesaid  and  the  rest  may  be  folded  over. 

•  With  every  application  for  registration  sent  to  the 
Manchester  Trade  Marks  Branch,  there  shall  be  supplied 
four  additional  representations  of  each  mark  on  the 
Form  Gr,  exactly  corresponding  with  that  on  the  applica- 
tion Form  F,  and  noted  with  all  such  particulars  as  may 
from  time  to  time  be  required  by  the  comptroller  or  by 
the  Keeper  of  Cotton  Marks  at  Manchester.  Such  par- 
ticulars shall,  if  required,  be  signed  by  the  applicant  or 
his  agent. 

In  the  case  of  marks  aj^plied  for  in  any  of  the  Classes  5, 
6,  7,  11,  12,  13,  14,  22,  26,  27,  28,  29,  30,  31,  32,  33,  34, 
and  35,  there  shall  be  sent  with  the  application  four 
additional  representations  of  each  mark  on  the  Form  G, 
exactly  corresponding  with  that  affixed  to  the  application 
in  Form  F,  and  noted  with  all  such  particulars  as  may 
from  time  to  time  be  required  by  the  comptroller.  Such 
particulars  shall,  if  required,  be  signed  by  the  applicant 
or  his  agent. 

In  the  case  of  marks  applied  for  in  any  other  class  there 
shall  be  sent  with  the  application  three  additional  repre- 
sentations of  each  mark  on  the  Form  G,  exactly  corre- 
sponding to  that  affixed  to  the  application  Form  F,  and 
noted  with  all  such  particulars  as  may  from  time  to  time 
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be  required  by  the  comptroller.     Such  particulars  shall,  if 
required,  be  signed  by  the  apj)licant  or  his  agent. 

All  representations  of  marks  must  be  of  a  durable 
nature,  but  the  applicant  may  in  case  of  need  supply  in 
place  of  representations  on  the  Form  G,  half  sheets  of 
strong  foolscap  of  the  size  aforesaid  with  the  representa- 
tions affixed  thereon  and  noted  as  aforesaid. 

Applications  for  the  registration  of  the  same  mark  in 
different  classes  shall  be  treated  as  separate  and  distinct 
applications. 

The  comptroller,  if  dissatisfied  with  any  representation 
of  a  mark,  may  at  any  time  require  another  reju-esentation 
satisfactory  to  him  to  be  substituted  before  proceeding 
with  the  application. 

Where  a  drawing  or  other  representation  or  specimen 
cannot  be  given  in  manner  aforesaid,  a  specimen  or  co-py 
of  the  trade  mark  may  be  sent  either  of  full  size  or  on  a 
reduced  scale,  and  in  such  form  as  the  comptroller  may 
think  most  convenient. 

The  comptroller  may  also,  in  exceptional  cases,  deposit 
in  the  Patent  Office  a  specimen  or  coj)y  of  any  trade  mark 
which  cannot  conveniently  be  shown  by  a  representation, 
and  may  refer  thereto  in  the  register  in  such  manner  as  he 
may  think  fit. 
"14.  When  application  is  made  for  the  registration  of  a  series 
of  trade  marks  under  section  66  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1883,  a  representation  of  each  trade 
mark  of  the  series  shall  be  affixed,  as  aforesaid,  to  the 
application  upon  Form  F,  and  to  each  of  the  accompanying 
Forms  Gr. 
"15.  When  a  trade  mark  contains  a  word  or  words  in  other 
than  Roman  characters,  there  shall  be  endorsed  on  the 
application  in  Form  F,  and  on  each  of  the  accompanying 
representations  in  Form  G,  a  sufficient  transliteration  and 
translation  to  the  satisfaction  of  the  comptroller  of  each  of 
such  words,  and  every  such  endorsement  shall  be  signed 
by  the  applicant  or  his  agent. 

Where  a  trade  mark  contains  a  word  or  words  in  a 
language  other  than  English,  the  comptroller  may  ask  for 
an  exact  translation  thereof,  and  if  he  so  requires  such 
translation  shall  be  endorsed  and  signed  as  aforesaid." 

Dated  this  31st  day  of  December,  1897. 

Chas.  T.  Eitchie, 
President  of  the  Board  of  Trade. 
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TEADE  MARKS  RULES,  1898. 


By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby  make  the 
following  Rules  : — 

1.  These  Rules  may  be  cited  as  the  Trade  Marks  Rules,  1898,  and 
shall  come  into  operation  from  and  immediately  after  the  date  hereof. 

2.  For  Rule  9  of  the  Trade  Marks  Rides,  1890,  shall  be  substituted 
the  following  Rule  : — 

An  application  for  registration  and  all  other  communications 
between  the  applicant  and  the  comptroller  may  be  made  by  or 
through  an  agent  duly  authorised  to  the  satisfaction  of  the  comp- 
troller, but  the  comjitroller  shall  not  be  bound  to  recognise  as 
such  agent,  or  to  receive  further  communications  from,  any  person 
whose  name,  by  reason  of  his  having  been  adjudged  guilty  of 
disgraceful  professional  conduct,  has  been  erased  from  the  register 
of  patent  agents  kept  under  the  provisions  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1888,  relating  to  the  registration  of  patent 
agents,  and  not  since  restored. 

Dated  this  15th  day  of  September,  1898. 

CnAs.  T.  Ritchie, 
President  of  the  Board  of  Trade. 


INSTRUCTIONS  TO  PERSONS  WHO  WISH  TO 
REGISTER  TRADE  MARKS. 


Preliminary. 

1.  All  communications  relating  to  trade  marks,  not  being  marks  in 
Classes  23,  24,  or  25(a),  or  Sheffield  marks  (i^),  should  be  addressed  to 
the  Comptroller,  the  Patent  Office,  Trade  Marks  Branch.  All  appli- 
cations for  registration  should  be  in  the  English  language. 

They  may  be  made  by  post,  or  left  at  the  Patent  Office,  Trade  Marks 
Branch,  25,  Southampton  Buildings,  Chancery  Lane,  London,  W.C. 
(^See  also  paragraphs  8  and  33.) 

For  further  particulars  as  to  the  method  of  making  applications,  see 
paragraph  9. 

(a)  As  to  the  Manchester  Office,  see  par.  34,  infra. 
(5)  As  to  the  Sheffield  Office,  see  par.  33,  infra. 


INSTKUCTIONS  TO  EEGISTER  TRADE  MARKS. 
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2.  The  fees  in  relation  to  trade  marks  registration  cannot  be  re- 
ceived at  the  Patent  Office.  They  should  be  paid  in  exchange  for 
the  stamped  forms  required,  which  may  be  obtained  at  the  following 
places : — 

(a.)  The  Inland  Eevenue  Office,  Eoyal  Courts  of  Justice,  London 
(Eoom  No.  6). 

(b.)  The  following  post  offices  in  London  : — 
The  General  Post  Office,  E.G. 
District  Post  Office,  Lombard  Street,  E.G. 

,,  ,,  195,  Whitechapel  Eoad,  E. 

239,  Borough  High  Street,  S.E. 
,,  ,,  Gharing  Gross,  W.C. 

„  „  28,  Eversholt  Street,  Gamden  Town,  N.W. 

Post  Office,  12,  Parliament  Street,  S.W.,  or 

(c.)  The  Chief  Post  Office  of  the  under-mentioned  cities  and  towns: — 


In  England  and  Wales. 


Accrington. 

Croydon. 

Lichfield. 

St.  Helen's. 

Altrincham. 

Darlaston. 

Lincoln. 

Scarborough. 

Sedgley. 

Ashton-under-Lyne. 

Derby. 

Liverpool. 

Barnsley. 

Dewsbury. 

Macclesfield. 

Sheffield. 

Barrow-in-Fumess. 

Doncaster. 

Manchester. 

Southampton. 

Bath. 

Dorchester. 

Middlesbrough. 

Stafford. 

Bedford. 

Driffield. 

Nantwich. 

Stalybridge. 

Beverley. 

Droitwich. 

Newcastle. 

Stockport. 

Birkenhead. 

Dudley. 

Newport  (Mon.). 

Stoke-on-Trent 

Birmingham. 

Durham. 

Northallerton. 

Stourbridge. 

Blackburn. 

Exeter. 

Northampton. 

Stourport. 

Bolton. 

Gateshead. 

Nottingham. 

Sunderland. 

Bradford. 

Goole. 

Nuneaton. 

Swansea. 

Brighton. 

Greenwich. 

Oldbury. 

Tamworth, 

Bristol. 

Guildford. 

Oldham. 

Truro. 

Bromsgrove. 

Halifax. 

Patrington. 

Tunstall. 

Burnley. 

Hartlepool. 

Plymouth. 

Wakefield. 

Burslem. 

Huddersfield. 

Pontefract. 

Walsall. 

Burton-on-Trent. 

Hull. 

Portsmouth. 

Warrington. 

Bury. 

Ipswich. 

Prescot. 

Wednesbury. 

Cambridge. 

Keighley. 

Preston. 

West  Bromwich 

Cardiff. 

Ken'dal. 

Reading. 

Whitby. 

Carlisle. 

Kidderminster. 

Redditch. 

Widnes. 

Chatham. 

Knaresbro' . 

Richmond  (Yorks.) 

Wigan. 

Chester. 

Knutsford. 

Ripon. 

Wolverhampton 

Clitheroe. 

Lancaster. 

Rochdale. 

Wolverton. 

Congleton. 

Leamington. 

Rotherhara. 

Woolwich. 

Coventry. 

Leeds. 

Rugby. 

York. 

Crewe. 

Leicester. 

Salford. 

In  Scotland. 

In  Ireland. 

Aberdeen. 

Inverness. 

Belfast. 

Limerick. 

Dumbarton. 

Lanark. 

Cork. 

Londonderry. 

Dundee. 

Leith. 

Dublin. 

Watorford. 

Edinburgh. 

Paisley. 

Dundalk. 

Wexford. 

Glasgow. 

Perth. 

Galway. 

Greenock. 

Renfrew. 

Note. — Arrangements  have  also  been  made  hi/  which  any  of  the  forms  required  mai/  be 
ordered  at  any  Money  Order  Office  in  the  United  Kingdom  not  included  in  the  above  List. 
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3.  The  following  is  a  list  of  the  stamped  forms  under  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1883 — 1888,  which  relate  to  trade 
marks,  and  which  may  be  obtained  at  the  places  mentioned  above  : — 

Tk^\j)e  Marks. 


Letter. 


E 

E 

G 

H 

I 

J 

K 

L 
M 

N 

O 
Q 

K 

S 

T 
Ti 

V 
W 
X 


Title  of  Form. 


Application  for  Hearing  by  Comptroller,  in  Oppositions 

Application  for  Registration  of  Trade  Mark   

Additional  Representation  Form    

Appeal  to  Board  of  Trade  from  Decision  of  Comptroller 

Registration  Fee    

Notice  of  Opposition  to  Application  for  Registration    

Request  to  enter  Name  of  Subsequent  Proprietor,  with  Decla- 
ration in  support  thereof 

Request  for  Certificate  of  Refusal  to  Register  a  Trade  Mark  . . 

Notice  of  Application  for  Alteration  of  Address    

Notice  of  Order  of  Court  for  Alteration  or  Rectification  of 
Register 

Application  to  Cancel  Entry  of  ]\Iark  on  Register 

Request  for  Correction  of  Clerical  Error  or  for  Amendment  of 
Application  under  Section  91 

Request  for  Certificate  of  Registration  for  use  Abroad 

Request  for  Certificate  of  Registration  for  use  in  Legal  Pro- 
ceedings   

Application  for  Settlement  of  a  Special  Case 

Request  for  General  Certificate  of  Comptroller 

Request  for  Copy  of  Official  Notification 

Appeal  from  Cutlers'  Company  at  Sheffield  to  Comptroller. . . . 

Fee  for  Continuance  of  Trade  Mark  at  expiration  of  fourteen 
years    

Additional  Fee  where  Fee  is  paid  within  three  months  after 
expiration  of  fourteen  years    

Additional  Fee  for  Restoration  of  Trade  Mark  wbere  removed 
for  Non-payment  of  Fee 


£ 

«. 

d. 

1 

0 

0 

0 

5 

0 

No 

stamp. 

1 

0 

{) 

1 

0 

0 

1 

0 

0 

1 

0 

0 

1 

0 

0 

0 

;■) 

0 

0 

10 

0 

0 

5 

0 

0 

5 

0 

0 

5 

0 

1 

0 

0 

2 

0 

0 

0 

5 

0 

0 

2 

0 

1 

0 

0 

1 

0 

0 

0 

10 

0 

1 

0 

0 

Of  the  above  forms,  those  bearing  the  letters  F,  G,  and  I,  are  kept  in  stock  at 
the  various  offices  named  in  paragraph  2.  Any  of  the  others  when  required  must 
be  bespoken. 

If  it  should  not  be  convenient  to  apply  in  person  at  any  of  the  above  offices,  the 
forms  may  be  ordered  by  persons  in  this  country  or  abroad  ly  post  from  the 
Controller  of  Stamps  Room,  No.  7,  Inland  Revenue  Office,  Somerset  House, 
London,  W.C. 

An  application  by  post  for  forms  must  be  accompanied  by  a  banker's  draft,  or  by 
a  Money  Order  or  Postal  Order,  payable  to  the  Commissioners  of  Inland  Revenue, 
and  crossed  "  Bank  of  England,"  for  the  value  of  the  stamp  together  with  the  cost 
of  the  postage  and  of  the  registration  of  the  letter  in  which  the  forms  will  be 
forwarded  to  the  applicant. 

Sale  of  Official  Publications. 

4.  The  Patents,  Designs,  and  Trade  Marks  Acts,  1883—1888,  and 
the  Trade  Marks  Pules,  1890,  should  be  carefully  studied.  Copies  of 
the  Acts  and  of  the  Pules  can  be  purchased  at  the  Sale  Branch  of  the 
Patent  Office.  The  price  of  the  Acts  and  Pules  together  is  2s.  QcL, 
postage  2d.  ;  of  the  Acts  alone,  2s.,  postage  l^-</. ;  and  of  the  Pules 
alone,  6f/.,  postage  Id.  Sums  exceeding  Is.  shoiild  be  remitted  by 
Postal  Order  or  Post  Office  Order. 


INSTRUCTIONS  TO  REGISTER  TRADE  MARKS.  463 

5.  Copies  of  the  Trade  Marks  Journal  may  also  be  obtained  from 
the  Sale  Branch  of  the  Patent  Office,  25,  Southampton  Buildings, 
London,  W.C. 

The  price  of  the  Trade  Marks  Journal  is  : — 

Nos.  1  to  509  (Years  1876  to  1887)     -         -         -     Is.  per  number. 
Nos.  510  to  561  (Year  1888)       -         -         -         -     Is.  Qd.      „ 
No.  562  and  following  Nos.  from  1  January,  1889  6d.      „ 

Definition  of  a  Trade  Mark. 

6.  The  definition  of  a  trade  mark  is  given  in  the  64th  section  of  the 
Acts,  as  follows  :  — 

"  (1.)  For  the  purposes  of  this  Act,  a  trade  mark  must  consist  of  or 
contain  at  least  one  of  the  following  essential  particulars  : — 
(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  and  distinctive  manner  ;  or 
(b.)  A  written  signature  or  copy  of  a  written  signature  of  the 
individual  or  firm  applying  for  registration  thereof  as  a 
trade  mark  ;  or 
(c.)  A   distinctive   device,  mark,  brand,  heading,  label,  or 

ticket ;  or 
(d.)  An  invented  word  or  invented  words ;  or 
(e.)  A  word  or  words  having  no  reference  to  the  character 
or  quality  of  the  goods,  and  not  being  a  geographical 
name. 
"(2.)  There   may  be  added  to  any  one  or  more  of  the  essential 
particulars  mentioned  in  this  section  any  letters,  words,  or 
figures,  or  combination  of  letters,  words,  or  figures,  or  of  any 
of  them,  but  the  applicant  for  registration  of  any  such  addi- 
tional  matter   must    state   in   his    application   the    essential 
particulars   of   the  trade   mark,    and   must   disclaim  in   his 
application   any   right   to   the   exclusive   use   of   the   added 
matter,  and  a  copy  of  the  statement  and  disclaimer  shall  be 
entered  on  the  register. 
"  (3.)  Provided  as  follows  : — 

(i.)  A  person  need  not  under  this  section  disclaim  his  own 
name  or  the  foreign  equivalent  thereof,  or  his  place  of 
business,  but  no  entry  of  any  such  name  shall  atfect  the 
right  of  any  owner  of  the  same  name  to  use  that  name 
or  the  foreign  equivalent  thereof  ; 
(ii.)  Any  special  and  distinctive  word  or  words,  letter,  figure, 
or  combination  of  letters  or  figures  or  of  letters  and 
figures  used  as  a  trade  mark  before  the  thirteenth  day 
of  August  one  thousand  eight  hundred  and  seventy-fivo 
may  be  registered  as  a  trade  mark  vmder  this  part  of 
this  Act." 

Searches. 

7.  A  person  wishing  to  adopt  a  trade  mark  should,  before  engraving 
a  block  and  circulating  impressions  of  the  mark  among  his  customers, 
make  a  search  or  a  formal  application  for  registration  at  the  Trade 
Marks  Branch  of  the   Patent  Office  with  the  view  of  ascertaining 
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■whetlier  his  proposed  mark  is  already  registered,  or  wLether,  from 
its  being  calculated  to  deceive  by  a  resemblance  to  other  marks  already 
on  record,  it  would  be  refused  registration  under  the  72nd  section  of 
the  Acts. 

The  fee  payable  by  a  person  making  a  search  amongst  the  classified 
representations  of  trade  marks  is  Is.  for  each  quarter  of  an  hour. 
The  fee  for  a  formal  application  for  registration,  is  5.s'.  See  para- 
graphs 9  and  3  of  these  Instructions  as  to  the  mode  of  making  a 
formal  application. 

Complete  searches  amongst  classified  collections  of  marks  in  the 
Cotton  Classes  (Classes  23,  24  and  25)  can  only  be  made  at  the 
Manchester  Branch  Office,  48,  Eoyal  Exchange,  Manchester.  See 
paragraph  34. 

The  comptroller  does  not  undertake  to  make  searches  amongst  the 
trade  marks  recorded  at  his  office,  excej)t  in  connection  icith  formal 
applications  for  reyistration. 

ArPLICATIOXS  FOR  Eegistkatiojj'. 

8.  Ap2)lications  sent  by  post  should  be  addressed — 

The  Comptroller, 

The  Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London,  W.C. 

In  the  case  of  marks  claimed  in  the  Cotton  Classes  23,  24,  or  25, 
ajiplications  should  be  addressed — 
The  Comptroller, 

Manchester  Trade  Marks  Branch, 
48,  Eoyal  Exchange, 
Manchester. 

Agents  and  other  persons  who  may  be  interested  in  more  than  one 
application  are  particularly  requested  to  make  communications  relating 
to  different  applications  in  separate  letters. 

9.  An  application  for  the  registration  of  a  trade  mark  consists 
of— 

(a.)  An  application  form  (Form  F)  bearing  an  impressed  stamp  of 
5s.  {see  paragraph  3). 

(The  applicant  should,  before  filling  up  the  form,  carefully 
read  the  marginal  notes.) 
(b.)  Certain  additional  representations  of  the  trade  mark,  mounted 
on  forms  (Form  G)  [see  paragraphs  3  and  15). 

10.  A  separate  application  form  is  required  for  each  class  in  cases 
where  the  same  trade  mark  is  claimed  in  more  than  one  class  of  goods. 

11.  If  the  mark  be  the  property  of  a  firm,  the  Form  F  should  be 
signed  by  a  member  of  the  firm,  who  should  add,  after  his  signature, 
"  A  member  of  the  firm  "  ;  if  of  a  company,  by  the  secretary  or  other 
principal  officer,  who  should  add,  after  his  signature  and  designation, 
"  For  the  company." 

12.  Applications  may  be  made  by  agents  in  the  names  of  and  on 
behalf  of  the  owners  of  trade  marks.  The  agent  must  be  duly  autho- 
rised in  writing  by  the  owner  or  owners  ;  the  authority  to  an  agent 
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should  be  signed  by  tbe  owner  or  owners ;  in  tlie  case  of  a  firm  or  of 
a  company  the  authority  should  be  signed  in  the  same  manner  as 
indicated  in  the  paragraph  next  above. 

Applications  made  by  agents  should  have,  after  the  name  of  the 
agent,  the  description  "  Agent"  (a), 

(a)  The  following  official  notices  relating  to  the  authorisation  of  agents  have 
appeared  in  the  Trade  Marks  Journal : — 

Journal  No.  726  (Feb.  24th,  1892),  p.  153. 

Any  agent  forwarding  to  the  Patent  Office  an  application  for  the  registra- 
tion of  a  trade  mark  must  at  the  same  time  forward  the  applicant's  authority 
to  act  as  agent,  unless  he  has  already  supplied  a  general  authority,  in  which 
latter  case  he  should,  with  the  application,  send  a  note  of  the  date  of  such 
general  authority.  If  no  authority  be  supplied,  the  application  may  not  be 
dealt  with  in  the  ordinary  course,  and  communications  respecting  it  will  be 
sent  to  the  applicant  only. 

In  future  an  agent  forwarding  to  the  Patent  Office  an  apijlication  for  the 
registration  of  a  trade  mark  in  the  name  of  an  applicant  carrying  on  business 
out  of  the  United  Kingdom  must  at  the  same  time  forward  the  applicant's 
authority  to  act  as  agent. 

Journal  No.  830  (Feb.  21st,  1894),  p.  135. 

As  a  rule  the  comptroller  wUl,  from  this  date,  in  the  absence  of  any 
intimation  of  a  contrary  intention,  consider  that  a  person  lodging  a  general 
authorisation  on  a  given  date  intends  to  revoke  all  previous  general  authori- 
sations, so  far  as  regards  all  ajiplications  made  after  that  date. 

13.  When  an  applicant  for  the  registration  of  a  trade  mark,  other- 
wise than  under  an  International  Convention,  is  out  of  the  United 
Kingdom  at  the  time  of  making  the  application,  he  must  give  the 
comptroller  an  address  for  service  in  the  United  Kingdom. 

14.  When  the  mark  consists  of  or  includes  words  printed  in  other 
than  Eoman  characters,  there  should  be  given  upon  the  forms  a 
translation  and  a  transliteration  of  such  words,  signed  by  the  applicant 
or  his  agent. 

In  the  case  of  marks  claimed  in  Classes  23,  24,  or  25,  the  applicant 
should  state  by  what  name  the  particular  mark  claimed  would  be 
referred  to  in  the  invoices  of  his  house. 


Additional  Hepresetitations  of  Mark. 

15.  Each  of  the  additional  representations  should  be  placed  in  the 
centre  of  a  separate  Form  Gr. 

In  the  case  of  a  trade  mark  which  is  claimed  in  any  of  the  Classes 
1  to  4,  8  to  10,  15  to  21,  and  36  to  50,  three  additional  representations 
are  required  for  each  class  claimed. 

In  the  case  of  a  trade  mark  claimed  in  any  of  the  Classes  5  to  7,  11 
to  14,  or  22  to  35,  four  additional  representations  should  be  sent  for 
each  of  such  classes. 

The  representations  of  the  mark  on  the  Forms  Gr  must  agree  itt  every 
respect  with  each  other,  and  with  that  on  the  Form  F. 

16.  Eepresentations  of  a  mark  of  a  large  size  may  bo  folded.  In 
that  case  they  must,  however,  be  backed  with  linen  and  firmly  affixed 
to  the  forms.  Eepresentations  must  in  no  case  be  executed  in  pencil. 
Tliey  should  be  not  only  of  a  durable  nature,  but  of  such  a  kind  as 

s.  "  n 
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will  admit  of  their  being  preserved  and  bound  together  in  volumes  as 
records  of  the  pro^ierty  of  the  owners.  ^ 

Series  of  Trade  Marks. 

17.  By  section  66  of  the  Acts,  the  comptroller  is  empowered  to 
register  under  one  registration  a  "series"  of  trade  marks  which, 
whilst  they  resemble  each  other  in  the  material  particulars,  difiFer  from 
each  other  in  respect  of  statements  of  the  goods  for  which  they  are 
used,  of  numbers,  of  statements  of  price,  of  statements  of  quality,  or 
of  statements  of  names  of  places.  When  an  application  is  made  for 
such  a  "  series,"  a  representation  of  each  of  the  marks  included  in  the 
series  must  be  affixed  to  the  Form  F,  and  also  to  each  of  the  Forms  G. 

Common  or  Open  Marks. 

18.  In  the  case  of  a  trade  mark  used  since  before  the  13th  August, 
1875,  common  or  oj)en  marks  of  any  kind  may  be  registered  in  con- 
nection with  it ;  but  in  the  case  of  a  trade  mark  not  so  used,  only  such 
common  or  open  marks  as  consist  of  a  ivord  or  of  a  combination  of  icords 
can  be  registered  as  a  part  of  the  mark. 

In  each  case,  the  applicant  for  entry  of  such  common  particular  or 
particulars  must  disclaim  the  right  to  the  exclusive  use  of  the  same  in 
a  note  at  the  foot  of  the  application  form,  such  note  to  be  signed  by 
the  applicant  or  his  agent. 

See  section  74  of  the  Acts,  sub-section  3,  for  definition  of  common 
marks. 

Classification  of  Goods. 

19.  A  guide  to  the  classification  of  goods  under  the  trade  marks 
rules  can  be  obtained  on  application  at  the  Patent  Office,  Trade  Marks 
Branch,  and  should  be  asked  for  if  the  applicant  feels  any  difficulty  in 
determining  to  which  of  the  classes  set  out  in  the  third  schedule  to  the 
rules  the  goods  for  which  he  uses  his  mark  belong  {a). 

(a)  For  Guide,  see  p.  424,  supra.  The  comptroller  has  published  an  official  notice 
in  the  Trade  Marks  Journal,  e.g.,  Journal  No.  781  (March  loth,  1893),  p.  245,  by 
•which  he  calls  attention  to  the  increasing  practice  of  registering  loosely  in  Class  50, 
and  announces  that  the  aj)plications  in  respect  of  the  same  will  in  future  be  strictly 
scrutinized. 

,  Advertisement  in  the  Trade  Marks  Journ^ix. 

20.  A  trade  mark  cannot  in  any  case  be  entered  upon  the  register 
until  one  month  after  its  advertisement  in  the  official  paper. 

21.  A  wood-block  or  electrotype  must  be  furnished  for  each  mark 
in  each  class  claimed,  exeej)t  in  the  case  of  Classes  23,  24,  and  25,  for 
which  no  blocks  are  required. 

No  block  or  electrotype  should  be  forwarded  until  a  formal  demand 
for  it  is  sent  by  the  comptroller. 

22.  In  the  case  of  a  "series"  of  trade  marks  differing  only  in 
respect  of  the  particulars  mentioned  in  section  66  of  the  Acts,  a  wood- 
block or  electrotype  must  be  furnished  for  each  mark  in  the  series,  for 
each  class  claimed. 
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23.  The  wood-blocks  or  electrotypes  furnished  must  correspond 
exactly  with  the  representations,  must  afford  perfectly  distinct  impres- 
sions of  the  marks,  and  must  be  upon  a  scale  sufficiently  large  to 
reproduce  the  marks  faithfully.  Worn  or  mutilated  blocks  or  electro- 
types cannot  be  accei:)ted. 

24.  The  largest  space  available  for  the  insertion  of  any  single  block 
or  electrotype  is  five  and  a  half  inches  broad  by  seven  and  a  half 
inches  deep. 

"WTien  a  block  or  electrotype  exceeds  two  inches  in  depth  or  breadth,  a 
charge  for  additional  space  is  made,  at  the  rate  of  two  shillings  for 
every  inch  or  part  of  an  inch  in  depth,  or  breadth  beyond  the  two 
inches. 

25.  The  ofiicial  number  given  by  the  comptroller  to  a  mark  should 
not  be  cut  on  the  face  of  the  block  or  electrotype,  but  should  be  marked 
upon  the  side  in  such  a  manner  as  to  secure  identification. 

26.  All  blocks  or  electrotypes  should  be  sent  to  The  Patent  Ofiice, 
Trade  Marks  Branch,  together  with  the  paper  marked  "  Form  2,"  and 
with  the  representation  of  the  mark  sent  for  the  guidance  of  the 
applicant  in  preparing  the  block  or  electrotype. 

27.  The  blocks  or  electrotypes  supplied  for  the  advertisement  of 
trade  marks  cannot  in  any  case  be  returned  to  applicants. 

EeSTRICTIOXS   02f  EEGISTEATIO^^ 

28.  Ornamental  or  coloured  groundwork,  such  as  tartans  or  checks, 
cannot  be  claimed  as  part  of  a  mark  unless  such  groundwork  be  in- 
cluded within  the  mark  by  some  border  or  lines. 

29.  The  words  "  Registered,"  "  Eegistered  Design,"  "  Copyrigbt," 
"  Entered  at  Stationers'  Hall,"  "  To  counterfeit  this  is  Forgery,"  will 
not  be  registered  under  the  Acts,  and  should  not,  therefore,  appear 
upon  the  representations  of  trade  marks  forming  part  of  an  applica- 
tion («). 

(a)  The  following  official  notices  have  appeared  in  the  Trade  Marks  Journal : — 
Journal  No.  570  (February  27th,  1889),  p.  220  :  — 

After  the  31st  March,  1889,  marks  of  the  nature  indicated  below  will  not 
be  accepted  for  registration  as  trade  marks  under  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883—1888  : 

(1.)  Pictorial  representations  of  goods  to  which  the  marks  are  to  be  applied : 
(2.)  Names  of  persons  in  the  possessive  case  in  combination  with  the  names 
of  goods. 
Journal  No.  606  (Nov.  6th,  1889),  p.  1056  :— 

In  future,  no  mere  surname  or  combination  of  surname  and  Christian  name 
which  might  possibly  be  the  name  of  an  existing  individual  will  be  accepted 
for  registration  as  a  new  trade  mark  imder  §  64  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883  to  1888,  unless  rendered  in  some  particular  and  dis- 
tinctive manner  in  accordance  with  sub-s.  1  (a)  of  that  section  ;  and  the  same 
will  apply  to  any  Christian  name  which  is  in  use  as  a  surname. 
Journal  No.  925  (Dec.  18th,  1895),  p.  1039  :  — 

In  consequence  of  difficulties  which  have  arisen  as  to  the  interpretation 
which  should  be  put  on  the  words  in  sub-s.  (1)  of  ^  64  of  the  Act,  "  written 
signature  of  a  firm,"  the  comptroller  has  been  advised  thereon  and  is  directed 
that  they  must  be  construed  to  mean  a  signature  (actually  used  in  the- 
ordinaiy  course  of  business)  of  the  trading  style  under  which  the  applicant 
has  a  hrmd  fide  right  to  trade,  and  which  consists  of  a  pcfKOiial  vinic  or  nf 
personal  namen,  and  that  they  do  not  include  mere  descriptive  trading  styles 
such  as  "  The  Excellent  Tea  Company  "  or  "The  London  Stout  Company." 
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30.  The  following  will  not  be  registered  as  trade  marks,  or  as 
prominent  parts  of  trade  marks,  unless  the  marks  have  been  used  since 
before  13th  August,  1875  : — 

The  Eoyal  Arms,  or  Arms  so  nearly  resembling  them  as  to  be  calcu- 
lated to  deceive. 

Eepresentations  of  Her  Majesty  the  Queen,  or  of  any  Member  of 
the  Eoyal  Family. 

Eepresentations  of  the  Eoyal  Crown  (a). 

The  National  Arms  or  Flags  of  Great  Britain. 

(«)  Whether  the  rule  forbidding  representations  of  the  Royal  Crown  was  originally 
binding  on  the  Court  or  not,  a  practice  having  been  founded  on  it  for  many  years 
without  dispute,  the  Court  wiU  not  depart  from  it :  In  re  Eoniq  &•  Ebhardt,  (1896) 
2  Ch.  236. 

31.  When  there  appears  on  the  face  of  a  trade  mark  an  indication 
of  the  goods  to  which  the  mark  is  applied,  the  claim  for  its  registration 
must  be  in  respect  of  those  goods  only. 

Oppositions. 

32.  Notice  of  opposition  to  the  registration  of  a  trade  mark  (Form  J) 
must  be  filed  within  one  month  (or  such  further  time  not  exceeding 
three  months,  as  the  comptroller  may  allow)  from  the  date  of  adver- 
tisement of  the  mark  in  the  Trade  Marks  Journal. 

The  applicant's  counter-statement  must  be  filed  within  one  month 
from  the  date  of  receipt  of  the  opponent's  notice  of  opposition. 

The  opponent's  evidence,  in  support  of  the  ojiposition,  must  be  filed 
within  two  months  after  the  expiration  of  one  month  (or  such  further 
time,  not  exceeding  three  months,  as  the  comptroller  may  allow)  from 
the  date  of  advertisement  of  the  mark  in  the  Trade  Marks  Journal, 
and  a  copy  of  such  evidence  must  be  forthwith  sent  to  the  applicant. 

The  applicant's  evidence  must  be  filed  within  one  month  from  the 
delivery  of  the  opponent's  evidence,  and  a  copy  of  such  evidence  must 
be  forthwith  sent  to  the  opponent. 

The  opponent's  evidence  in  reply  must  be  filed  within  seven  days 
from  the  delivery  of  the  applicant's  evidence,  and  a  copy  of  such 
evidence  must  be  forthwith  sent  to  the  applicant. 

On  the  completion  of  the  evidence,  a  hearing  is  appointed  by  the 
comptroller.  Each  party  attending  the  hearing  must  lodge  the  hearing 
fee  form  (Form  E,  with  £1  stamp). 

Form  of  CoUNTER-STATEilENT. 

The  following  is  a  form  of  commencement  for  a  counter-statement: — 
\^For  this  form,  see  Appendix  B.,  p.  485,  infra.l^ 

Cutlers'  Company  qf  Sheffield. 

33.  By  section  81  of  the  Acts,  application  for  the  registration  of  trade 
marks  used  on  metal  goods  shall,  if  made  by  a  person  carrying  on 
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business  in.  Hallamsliire  or  within  six  miles  thereof,  be  made  to  the 
Cutlers'  Company  of  Sheffield.     See  Eules  56  to  59  (a). 

Applications  made  to  the  Cutlers'  Company  in  pursuance  of  section  81 
of  the  Acts  should  be  made  on  Form  F,  the  address  in  the  left-hand 
corner  to  be  "  To  the  Cutlers'  Company,  Sheffield,"  instead  of  "To  the 
Comptroller,"  and  should  be  left  at,  or  sent  by  post  to,  the  Cutlers' 
Hall,  Sheffield. 

Each  application  should  be  accompanied  by  an  unstamped  copy  on 
foolscap  paper.     See  Eule  56. 

AppUcations  sent  by  post  should  be  addressed — 

The  Law  Clerk  to  the  Cutlers'  Company, 
The  Cutlers'  Hall, 

Sheffield. 

{a)  A  notice  as  to  Sheffield  marks  has  appeared  in  the  Trade  Marks  Journal,  e.r/., 
Journal  No.  882  (February  20th,  1895),  p.  138,  by  -which  it  is  announced  that  from 
January  1st,  1895,  onwards,  a  complete  collection  of  representations  of  pending 
applications  in  Classes  5,  6,  7,  11,  12,  13,  and  14  will  be  kept  at  Cutlers'  Hall, 
Sheffield,  for  public  inspection,  and  applicants  in  those  classes  are  accordingly 
asked  to  furnish  three  Forms  "  G." 


Manchester  Office. 

34.  For  the  convenience  of  merchants  and  manufacturers  engaged 
in  the  cotton  trade,  and  for  the  purpose  of  facilitating  the  recording  of 
trade  marks  used  in  respect  of  cotton  goods,  an  office  is  open  at 
48,  Eoyal  Exchange,  Manchester,  where  searches  can  be  made,  on 
payment  of  Is.  for  each  quarter  of  an  hour,  for  marks  in  classes  of 
textiles  from  Class  23  to  Class  35. 


Cektificates. 

35.  The  comptroller's  certificate  in  relation  to  a  trade  mark  is  of 
four  kinds,  viz. : — 

(i.)  For  use  in  legal  proceedings. 

(ii.)  For  use  in  applying  for  registration  in  foreign  countries, 
(iii.)  Of  any  application  made  and  of  proceedings  thereon, 
(iv.)  A  certificate  of  refusal  of  a  mark  in  use  since  before  13th 
August,  1875,  and  not  registrable. 

36.  A  person  desirous  of  obtaining  any  of  the  above  certificates 
should  forward  Form  S,  Form  E,  Form  T',  or  Form  L  (sec  para- 
graph 3),  as  the  case  may  be,  to  the  comptroller,  giving  the  comp- 
troller's official  number  of  the  mark,  and  stating  whether  the  certificate 
is  required  for  use  in  legal  proceedings,  or  for  use  in  applying  for  the 
registration  of  the  mark  in  a  foreign  country,  or  for  what  other 
purpose. 

37.  In  every  case  where  a  certificate  is  required  in  respect  of  a 
cotton  mark,  or  in  respect  of  any  trade  mark  of  which  the  representa- 
tions or  specimens  forming  part  of  the  application  for  registration  are 
coloured,  or  in  respect  of  an  application  made,  or  in  respect  of  an 
application  refused,  two  unmounted  copies  of  the  mark  must  be  sup- 
plied, agreeing  m  evenj  respect  with  the  representations  forming  part 
of  the  application  for  registration.     Special  attention  should  bo  paid 
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to  this  requirement,  as  the  certificate  cannot  in  any  such  case  be  pre- 
pared until  these  unmounted  copies  are  received  by  the  comptroller. 

Registration  of  Subsequent  Proprietors  of  Eegistered 
Trade  Marks. 

38.  The  request  and  declai'ation  to  be  made  by  a  subsequent  pro- 
prietor on  application  for  the  registration  in  his  name  of  a  registered 
trade  mark  must  be  made  on  Form  K  (see  paragraph  3).  In  the  case 
of  a  firm  the  Declaration  K  may  be  made  by  one  member  of  the  firm. 
In  the  case  of  a  company  the  Declaration  K  should  be  made  by  a 
principal  officer  of  the  company. 

C.  N.  Daxton, 
JMay,  1897.  Comptroller. 


[N.B.^ — The  rules  and  instructions  under  the  Acts  have  been  fre- 
quentl}'  added  to  and  altered,  and  it  will  be  advisable  for  intending 
applicants  to  take  care  to  proceed  in  accordance  with  the  rules  and 
instructions  for  the  time  being  in  force.] 
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FORMS  AND  PRECEDENTS. 


Part  I. 


FORMS   PRESCmBED  BY  THE  SECOND  SCHEDULE  TO 
THE  RULES. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

/TEADE\  ^' 

\MAEK3.^ 

Form  of  Application  foe,  Heakixg  by  the  Comptrolleu. 

/n  Cases  of  Opjjosition,  ^'c. 
Sib, 

(a)  Here  insert  I,  of  (a) 

full  address. 

hereby  apply  to  be  heard  in  reference  to 


and  request  that  I  may  receive  due  notice  of  the  day  fixed  for  the 
hearing. 

Sir, 
Your  obedient  Servant, 

To  the  Com]}  I  roller, 

Patent  OJice,  Trade  Marks  Branch, 

25,  SoutJtampton  Buildimjs,  London. 
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PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883— li 

/  TRADE  \  •  "p^ 

\MAEKB./ 

Application  for  Eegisteation  of  Trade  Mark. 


One  represen- 
tation to  be  fixed 
within  this 
square,  and  two 
others  to  be  sent 
on  separate  half- 
sheets  of  fools- 
cap.* 


Representa- 
tions of  a  larger 
size  may  be 
folded,  but  must 
be  moimted  upon 
Unen  and  affixed 
hereto. 


{a)  Only  goods 
contained  in  one 
and  the  same 
class  should  be 
set  out  here.  A 
separate  appli- 
cation form  la 
required  for  each 
separate  class. 

(h)  Here  insert 
legibly  the  full 
name,  address 
and  description 
of  the  individual 
firm  or  company. 
Add  trading  style 
(if  any) . 

(c)  Alter  to 
"  claim  to  be  the 
proprietors 
thereof"  in  the 
case  of  a  firm  or 
company. 

{d)  See  sub-s. 
(2)  and  (3)  of  J  64 
of  the  Acts. 

{e)  To  be  signed 
by  the  applicant 
or  by  an  agent 
duly  authorised. 


You  are  hereby  requested  to  register  the  accompanying  trade  mark 
in  Class  ,  in  respect  of  {a)  , 

in  the  name  of  {b)  , 

who  claims  to  he  the  proprietor  thereof  (c). 

The  essential  particulars  of  the  trade  mark  are  the  following  {d) 

and  disclaim   any   right   to   the   exclusive   use   of    the   added 

matter. 

(Signed)  (.) 

Dated  the  day  of  18 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 

25,  Southampton  Buildings,  London. 

[Or  where  the  application  is  for  a  mark  in  Classes  23,  24  or  25], 

To  the  Comptroller, 

Manchester  Trade  Marks  Branch, 

48,  Royal  Exchange,  Manchester. 

Note. — If  the  trade  mark  has  been  in  use  in  respect  of  the  goods  since 
before  August  13th,  1875,  state  length  of  such  user. 

*  N.B. — The  number  of  additional  representations  to  be  supplied  to  the  comptroller 
is  now  determined  by  the  new  Rule  13.  See  p.  403,  and  see  par.  15  of  the  Instruc- 
tions, which  has  been  altered  so  as  to  comply  with  the  new  Kule. 
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G. 

Additio:^-al  Eepresentatioxs  of  Trade  Mark  to  accompany 
Application  for  Eegistration. 


One  represen- 
tation of  the 
trade  mark  to 
be  affixed  witliin 
this  square. 

It  must  corre- 
spond exactly,  in 
all  respects,  -with 
the  representa- 
tion affixed  to 
the  application 
form. 


Any  represen- 
tation of  a  larger 
size  than  fools- 
cap may  be 
folded,  but  must 
then  be  mounted 
upon  linen  and 
affixed  hereto. 


Two  of  these  Additional  Eepresentations*  of  the  trade  mark  must 
accompany  each  form  of  application. 

In  the  ease  of  a  trade  mark  claimed  in  one  of  the  Classes  23  to  35, 
Three  of  these  Additional  Eepresentations*  of  the  mark  must 
accompany  the  form  of  apphcation. 


/ TRADE  \ 
\MAEKS./ 


{i)  Here  insert 
full  name  and 
address  of  ap- 
pellant. 

[h]  Here  insert 
"the  decLsion"  or 
"that  part  of  the 
decision"  as  the 
case  may  be. 

(<•)  Here  insert 
the  decision  com- 
plained of. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

H. 

Form  of  Appeal  from  the  Comptroller  to  the  Board  of  Trade. 
I,  («) 
of  (a) 

hereby  give  notice  of  my  intention  to  aj)peal  to  the  Board  of  Trade 
from  {b) 

of  the  Comptroller  of  the  day  of  1  ^     > 

whereby  he  (c) 

Accompanying  this  notice  is  a  statement  of  my  case  for  the  decision 
of  the  Board  of  Trade. 

(Signed) 
Dated  day  of  18 

To  the  Comptroller , 

Patent  Office^  Trade  Marks  Branch, 

25,  Southampton  Buildings,  London, 
and  to 
\_Namc  of  Respondent  to  Appeal.^ 

*  N.B. — These  directions  are  no  longer  applicable,  and  the  applicant  must  now 
supply  the  number  of  additional  representations  required  by  par.  15  of  the  Instruc- 
tions.    See  p.  465. 
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(TRADE  \ 
IIAEKS./ 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883-1888. 

I. 

Fee  for  Eegisteation  of  a  Tr^vde  Mark. 

Sir, 

In  reply  to  your  request  I  hereby  transmit  tlie  prescribed  fee 
for  the  registration  of  the  trade   mark  No.  in 

Class 

I  am, 
Sir, 
Your  obedient  Servant, 
To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Bicildings, 
London. 


(TEADE  \ 
MARKS./ 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

J. 

Notice  of  Opposition  to  Application  for  Eegistration. 
\_To  he  accompanied  by  an  unstamped  duplicate^ 

In  the  matter  of  an  application. 

No.  by 

of 

[a)  Here  state        I,  (a) 

fuu  ddT**  ^^^  hereby  give  notice  of  my  intention  to  oppose  the  registration  of  the 
trade  mark  advertised  under  the  above  number  for  Class  in 

the  Trade  Marks  Journal  of  the  day  of  18      , 

No.  ,  page 

The  grounds  of  opposition  are  as  follows  (*) : — 

(Signed) 
Dated  the  day  of  18 

Address  for  service : — 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Bicilditiffs, 
London. 

(*)  See  p.  494,  infra,  for  forms  of  grounds  of  opposition. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS,  1883—1888. 

/  TEADE  \  „  ^, 

Vmaees./  ■'*•• 

Request  to  exter  Name  of  Subsequent  Proprietor  of  Trade  Mark 
uroN  THE  Register,  with  Declaration  in  support  thereof. 

(a)  Or  We.  T    (a) 

Here  insert 
name,  full  ad- 
dress, and  de- 
Bcription. 

(6)  My  or  0U1-.   hereby  request  that  you  will  enter  (b)  name  (c)  in  the  Register 

(c)  Ornames.    of  Trade  Marks  as  proprietor  of  the  trade  mark  No.  in. 

Class 

(d)  1  am,  or       (f/)  entitled  to  the  said  trade  mark  and  to  the  goodwill  of  the 

business  concerned  in  the  goods  with  respect  to  which  the  said  trade 
mark  is  registered. 

(f)  Here  state  (g\ 
■whether  trade  ^  ' 
mark  trans- 
mitted by  death, 
marriage,  bank- 
rujjtcy,  or  other 
operation  of  law, 
and  if  entitled  by 
assignment  state 
the     particulars 

''^brdeed^ dated  ^^^  ^  ^'^  Solemnly  and  sincerely  declare  that  the  above  several 
the  day  of  statements  are  true,  and  the  particulars  above  set  out  comprise  every 
made  betwen  material  fact  and  document  affecting  the  proprietorship  of  the  said 
So-and-so  of  the  trade  mark  as  above  claimed. 

one  part." 

(/)  This  para-  (f)  And  I  make  this  solemn  declaration  conscientiously  believing 
quired  when  t'he  ^^^  Same  to  be  truc,  and  by  virtue  of  the  provisions  of  the  Statutory 
declaration     is  Declarations  Act,  1835. 

made  out  of  the 

United       King-  (g\ 

dom.  ^•' ' 

{§■)  To  be  signed 
here  by  the  per- 
son making  the 
declaration.  -r-w     i         i      <  ^ 

Declared  at  ) 


(h)  Signature 
and  title  of  the 
authority  before 
■whom  the  decla- 
ration is  made. 


this  day  of  18     . 

Before  me, 
{h) 


To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 

*  Thi8  form,  with  a  short  explanatory  paragraph,  is  now  used  when  the  registered 
proprietor  desirca  to  have  a  change  in  his  name  or  trading  style  recorded. 
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/ TEADE  \ 

Xmaeks./ 


PATENTS,  DESIGNS,  AND  TRADE  MAEKS  ACTS,  1883—188? 

L. 

Eequest  for  Certificate  of  Eefusal  to  Eegister  a  Trade  Mark 
IN  "USE  BEFORE  13th  Attgust,  1875. 


In  the  matter  of  an  application 
for  registration  of   an  old  trade 
mark,  No. 
in  Class 
Sir, 

I, 

of 

the  applicant  in  the  ahove  matter,  hereby  request  you  to  furnish  me 
■^ith  your  certificate  of  refusal  to  register  the  said  trade  mark. 

{n)    Signature  {cij 

of  applicant. 

Dated  this  day  of  18 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

/  TEABE  \  lyr 

VMAEKS./ 

Notice  of  Afplication  for  Axteration  of  Address  on  Eegister  of 

Trade  Marks. 

In  the  matter  of  the  trade  mark, 
No.  ,  registered 

in  Class 
Sir, 

Notice  is  hereby  given  that  I 
of 
the   registered  proprietor   of  the   trade  mark  numbered   as   above, 
desire  that  my  address  on  the  Eegister  of  Trade  Marks  be  altered 
to 

Dated  this  day  of  18     . 

[a)    Signature  (a) 

of  proprietor. 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampto7i  Buildings, 
London. 
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PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

/  TRADE  \  "^^  • 

Vmaeks./  Notice  of  Order  of  Court  for  Alteration"  or  Eectification  of 

Eegister  of  Trade  Marks. 

In  the  matter  of  the  trade  mark 
No.  ,  registered 

in  Class  in  the  name  of 

Sir, 

Notice  is  hereby  given  that  by  an  order  of  the  Court  made  on 
the  day  of  18     ,  it  was  directed  that  the  entry  on  the 

Eegister  of  Trade  Marks  in  respect  of  the  trade  mark  numbered  as 
above  should  be  rectified  in  the  manner  therein  specified. 
An  ofiice  copy  of  the  order  of  the  Court  is  enclosed  herewith. 

(a)Totesigned      Dated  this  day  of  18     . 

by    the     person  /_% 

interested  or  his  V    / 

agent.  To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

O. 

(maeks.)      Eorm  of  Application  by  Proprietor  of  Eegistered  Trade  Mark  to 

Cancel  Entry  on  Eegister. 

Trade  mark  No.  ,  Class  ,  advertised  in  Trade  Marks 

Journal,  No.  ,  page 

Name  of  registered  proprietor  or  firm 

Place  of  business 

I,  the  undersigned 
of 

[or  I,  the  undersigned, 
a  member  of  the  firm  of 
of 

on  behalf  of  my  said 
firm] 

apply  that    the   entry  upon  the   Eegister  of  the   Trade   Marks   in 
Class  of  the  trade  mark  No.  may  bo  cancelled. 

The  day  of  18     . 

(Signed) 

This  is  the  statement  marked  "  O  "  referred  to  in  the  declaration 
of 
made  before  me  the  of  18     . 
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PATENTS,  DESIGNS,  AND  TRADE  MAEKS  ACTS,  1883—1888. 

P. 

Form  of  Declaration  in  Support  of  Application  for  Cancellation 
OF  Trade  Mark  by  Owner. 

I,  of 

;  [or 
I,  a  memter  of  the  firm  of 

of 

] 
do  liereLy  solemnly  and  sincerely  declare,  to  tlie  best  of  my  knowledge 

and  belief,  as  follows  :  — 

(1)  The  application  signed  by  me,  and  dated  the  day 
of  18  )  a-nd  marked  with  the  letter  "  O;"  ^'^^  shown  to 
me  at  the  time  of  making  this  declaration,  is  true. 

(2)  I  am  the  person  whose  name  appears  on  the  Register  of  Trade 
Marks  as  the  proprietor  of  the  trade  mark  referred  to  in  the  said 
application  marked  with  the  letter  "  Q-" 

[_or  My  said  firm  is  the  fii'm  whose  name  appears  on  the  Register  of 
Trade  Marks  as  the  proprietor  of  the  trade  mark  referred  to  in  the 
said  application  marked  with  the  letter  "  O-"] 

And  I  make  this  solemn  declaration  conscientiously  believing  the 
same  to  be  true,  and  by  virtue  of  the  provisions  of  the  Statutory 
Declarations  Act,  1835. 

(Signed) 


Declared  at 
this  day  of 

18      . 
Before  me, 

If  the  declaration  be  made  before  a  commissioner  to  administer 
oaths  it  will  require  to  be  stamped  with  a  2s.  6d.  impressed  Inland 
Revenue  Stamp. 
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PATENTS,  DESIGNS,  AND  TRADE  MAEKS  ACTS,  1883-1888. 


/  TRADE  \ 
VMAEKS./ 


EORM  OF  EeQTJEST  FOR  CORRECTION  OF  CLERICAL  ErROR  OR  FOR 

Permission  to  amend  Application  under  §  91. 


Sir, 


I  hereby  request  that 


To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS,  1883-1888. 


/ TRADE  \ 
XMARKS./ 


Request  for  Certificate  of  Registration  of  Trade  Mark  for  Use 
in  obtaining  Registration  Abroad. 

In  the  matter  of  the  trade  mark 
No.  ,  registered   in 

Class  in  the  name  of 


Sir, 
of 


I, 


the  registered  proprietor  of  the  above  trade  mark,  hereby  request  you 
to  furnish  me  with  your  certificate  of  registration  for  use  in  obtaining 
(n)  Here  state  registration  of  the  same  in  (a) 

name  of  country 
in  which    regis- 
tration is  to  be  ,,. 
sought.                                                                 \p) 


[h]  Signature. 


Dated  this 


day  of 


To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
2o,  Southampton  Btiildimjs, 
London. 
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/teadeN 

\  MARKS./ 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

S. 

Eequest  roR  Ceutificate  op  Eegistration  of  Trade  Mark  to   be 
Used  in  Legal  Proceedings. 


In  tlie  matter  of  the  trade  mark 
No.  ,  registered  in 

Class  in  the  name  of 

Sir, 

I, 

the  registered  proprietor  of  the  above  trade  mark,  hereby  request  you 
to  furnish  me  "with  your  certificate  of  registration  to  be  used  in  legal 
proceedings. 

(a)  Signature.  («) 

Dated  this  day  of  18     . 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


/ TEADE \ 

Vmakks./ 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

T. 

Application  eor  Settlement  of  a  Special  Case  on  Application  to 
Eegister  a  Trade  Mark. 

In  the  matter  of  the  application 
of  and 

of  the  application  of 

Sir, 

Notice  is  hereby  given  that  I,  , 

of 

and  I, 

of 

are  unable  to  agree  upon  the  facts  on  which  the  opinion  of  the  Court 

is  to  be  taken,  and  that  we  request  you  to  fix  a  day  on  "which  we  may 

attend  before  you  and  obtain  your  finding  on  the  matters  of  fact  to  be 

submitted  to  the  Court  as  settled. 

Dated  this  day  of  18. 

(a)  To  be  signed  («) 

by  both  parties. 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

London. 


/  TRADE  \ 
VMAEKS./ 
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PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883-1888. 

mi 

Eequest  for  General  Certificate  of  Comptroller  (other  than 
Certificate  for  Use  in  Legal  Proceedings  or  for  Use  in 
Obtaining  Eeqistration  Abroad). 

In  the  matter  of  the  trade  mark  No. 
in.  Class 

Sir, 

I, 

of 
(a)  Here    set  hereby  request  you  to  furnish  me  with  your  certificate  that  {a) 

out  the  particu- 
lars which  the 
comptroller       is 

rf'quested  to  cer-  ('5^ 

tily.  ^    ^ 


(h)  Signature. 


Dated  this  day  of  1 1 

To  the  Comptroller, 

Patent  Office,  Trade  31arlcs  Branch, 
25,  Southampton  Buildings^ 
London. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883-1888. 

/  TEADE  N  "U". 

XMAEKS.y 

General  Certificate  of  Comptroller  (other  than  Certificate  for 
Use  in  Legal  Proceedings  or  for  Use  in  Obtaining  Eeqistra- 
tion Abroad)."^' 

Patent  Office,  Trade  Marks  Branch, 
London, 

18     . 

I, 

Comptroller-General  of  Patents,  Designs,  and  Trade  Marks,  hereby 
certify 


*  In  practice  this  form  is  usually  employed  as  shown  at  p.  492,  infra. 
S.  II 
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PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Vmakks./ 

Eequest  for  Copy   of   Official  Notification   of  Eegisteatiox  of 

Trade  Mark. 

In  the  matter  of  the  trade  mark 
No.  ,  registered 

in  Class 
Sir, 

I, 
of 

the  registered  proprietor  of  the  trade  mark  above  named,  hereby 
request  that  you  will  furnish  me  with  a  copy  of  the  official  notification 
of  the  registration  of  the  same. 

[a)  Signatiire.  {^) 

Dated  this  day  of  ,  18     . 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 


/  TEADE  \  -^ 

VsiAEKS./ 

OF  Appeal  frou  Cutlers' 
Comptro: 

[To  he  accompanied  hy  an  unstamped  duplicate.^ 


Form  of  Appeal  frou  Cutlers'  Company  at  Sheffield  to 
Comptroller. 


Sir, 

I   hereby   give   notice  of  appeal   against   the  decision  of  the 

Cutlers'  Company  of  Sheffield  in  regard  to  my  application  for  regis- 

[a]  The  state-  tration  of  a  trade  mark  No.  ,  in  Class                           , 

ment  of  the  case    p 

to     be     -wi-itten   ^^'-  _    _  > 

upon     foolscap  and  I  beg  to  submit  my  case  (a)  for  your  decision  accordingly. 

paper     (on     one  °  j  \    j  j  d  .. 

side  only),  -with 

a  margin  of  two  fVS 

inches     on     the  \    ■' 

left  -  hand     side 

thereof.  jy^^^^  ^j^.^  ^^^  ^f  ^  jg      _ 

(6)  Signature. 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 
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PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

/ TRADE  X 

ViLiEKS./  i^. 

Continuance  of  Mark  at  Expiration  of  14  Years  from  the  Date  of 

Eegistration. 
Sir, 

In  pursuance  of  tlie  notice  received  from  you,  I  hereby  transmit 
the  prescribed  fee  of  £l  for  continuance  on  the  Trade  Marks  Eegister 
of  the  trade  mark  No.  ,  in  Class 


Dated  the 

day  of 

18     . 

(a)    Signature 
of  proprietor. 

(a) 

To  the  Compti 
Patent 

roller. 
Office, 
25,  So. 

Trade  Illarks  Branch, 
uthampton  Buildings, 
London. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

/  TRADE  \  Y 

V  MARKS./ 

Additional  Fee  of  10s.  to  Accompany  "Continuance  Fee"  (Form  X), 
"Within  3  Months  after  Expiration  of  14  Years. 

Sir, 

In  pursuance  of  the  notices  issued  by  you,  and  of  the  provisions 
of  §  79  (3)  of  the  above  Acts,  I  hereby  transmit  the  additional  fee  of 
10s.  (along  with  Form  X)  for  the  continuance  on  the  Trade  Marks 
Eegister  of  the  trade  mark  No.  ,  in  Class 

Dated  the  day  of  18. 

'")    Signature  (ci) 

of  proprietor. 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 

ii2 
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APPENDIX  B. 


/ TEADK \ 

Vmaeks./ 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Z. 

Eestoeation  of  Trade  Mark  "where  removed  for  Non-payment 

OF  Fee. 


Sir, 


(7b  accompany  Form  X.) 


(a)    Signature 
of  proprietor. 


In  pursuance  of  the  notices  issued  by  you,  and  of  the  provisions 
of  §  79  (4)  of  the  above  Acts,  I  hereby  transmit  the  additional  fee  of 
£1  (along  with  Eorm  X)  for  restoration  to  the  Trade  Marks  Eegister 
of  the  trade  mark  No.  ,  in  Class 

Dated  the  day  of  18. 

(«) 
To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 


COEPOEATE \ 
TEADE       ) 
'       MAKK. 


PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Al'PLICATION  FOR  EeGISTEATION  OF  OlD  CORPORATE  TrADE  MaEK. 


You  are  hereby  requested  to  register  the  accompanying  old  Corporate 
trade  mark  in  Class  ,  in  respect  of 

in  the  name  of 
who  claims  to  be  the  proprietor  thereof. 

(Signed) 

Dated  the  day  of  18     . 

To  the  Cutlers'  Company, 

Cutlers'  Hall,  Sheffield. 
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FORM  SUGGESTED  BY  THE  COMPTROLLER. 

[_See  l7istnictions,  par.  32. J 


a. 

Form  of  CoUNTER-SxATEMEIfT. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Trade  Marks. 

In  the  matter  of  an  application 
No.  ,  and  of  the  oppo- 

sition thereto  No. 

In  reply  to  the  notice  of  opposition  in  this  matter  by  ,  of 

,  I  give  notice  by  way  of  counter-statement  that  I  rely 
for  my  application  on  the  following  grounds  {a)  : — 


(To  be  dated  and  signed  by  the  applicant  or  his  solicitor.) 

To  the  Comptroller, 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 

[a)  See  page  497,  i»fya,  for  forms  of  grounds  of  counter- statement. 
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FORMS  IN  USE  IN  THE  PATENT  OFFICE,  TRADE 
MARKS  BRANCH  {SELECTED). 


h. 
Form  of  Receipt  of  an  Application. 

Patent  Office,  Trade  Marks  Branch, 
London. 

Eeceived  this  day  of  ,  18     ,  an  application 

for  tlie  registration  of  trade  mark  in  the 

name  of 

Comptroller. 


C. 

Form  of  Authorisation  of  Agent. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS,  1883—1888. 

Form  of  Authorisation. 
Sir, 
(a)  Here  insert  I  |)eg  to  inform  you  that  I  have  appointed  (a)  ,  of 

dress  of  agent,     to  act  as  my  agent  for  the  registration  of  {b) 

(h)  If  the  au- 
thority i.s  to  be 

limited  to  one  ap-  I  am, 

plication,    insert  ^. 

"of    the    Trade  bir, 

Mark"      or     as  _^  .      ... 

the  case  may  be  lour  oDcdient  servant, 

"sent  herewith." 

(c)  To  be  signed 
by  the  proprie- 
*<"■•  To  the  Comptroller, 

The  Patent  Office, 

25,  Southampton  Buildings, 

London,   W.  C. 


{o) 
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FoRAi  OF  Notification  of  Registeation. 

PATENT  OFFICE,  TEADE  MAEKS  BEANCH. 

London,  ,18     . 

Notifcation  of  Registration. 

Sir, 

I  beg  to  inform  you,  pursuant  to  Eule  35  of  the  Trade  Marks 
Eules,  that  the  trade  mark  No.  ,  advertised  in  the  Trade 

Marks  Journal,  No.  ,  has  been  registered  in  your  name 

for  the  following  goods  in  Class  ,  viz.  :  — 

The  registration  dates  from  the  day  of  ,  18     . 

I  am. 

Your  obedient  servant. 


Comptroller-General. 

REPRESENTATION  OF  TRADE  MARK  AS  ADVERTISED. 


Form  of  Notification  of  Registration  of  Subsequent  Proprietor. 

PATENT  OFFICE,  TEADE  MAEKS  BEANCH. 

London,  ,18 

Sir,  _ 

I   have   to  inform  you  that,   in  pursuance  of   your   application 
received  at  this  office  on  the  ,18     ,  your 

has  been  entered  on  the  Eegister  as  proprietor  of  the  trade 

mark 

I  am, 

Your  obedient  servant, 

Comptroller. 
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i- 

First  Notice  undek  §  79. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Notice  before  removal  of  Trade  Mark  from  the  Register,  under  §  79. 

Sir, 

I,  ,  Comptroller-General  of  Patents,  Designs, 

and  Trade  Marks,  hereby  give  you  notice  that,  in  conformity  with 
the  provisions  of  §  79  of  the  above  Acts  (printed  at  back  hereof),  your 
trade  mark  No.  ,  registered  in  Class  ,  will 

be  removed  from  the  Trade  Marks  Eegister  unless  the  prescribed  fee 
of  £1   (payable   by  Form  X)   be   received   at  this   office    before  the 
day  of  18     . 

A  stamped  Form  X,  for  payment  of  the  fee,  may  be  obtained  as 
directed  at  the  back  of  this  Notice. 

Dated  this  day  of  18. 

To 

Patent  Office,  Trade  Marks  Branch, 
25,  Southampton  Buildiiigs, 
London,  W.  C. 


h. 

Second  Notice  under  §  79. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Second  Notice. 
Notice  before  removal  of  Trade  Mark  from  the  Register,  under  §  79. 

Sir, 

I,  ,  Comptroller-General  of  Patents,  Designs,  and 

Trade  Marks,  hereby  give  you  notice  that,  in  conformity  with  the 
provisions  of  §  79  of  the  above  Acts  (printed  at  back  hereof),  your 
trade  mark  No.  ,  registered  in  Class  ,  will 

be  removed  from  the  Trade  IMarks  Eegister  unless  the  prescribed  fee 
of  £1  (payable  by  Form  X)  be  received  at  this  office  before  the 
day  of  18     . 

If  the  above  fee  be  not  paid  before  the  date  above  named,  the  trade 
mark  will,  after  the  end  of  throe  months  from  such  date,  be  removed 
from  the  Trade  Marks  Eegister,  unless  an  additioiial  fee  of  10.v.  (pay- 
able by  Form  Y)  be  remitted. 

Stamped  forms  for  payment  of  renewal  fees  may  bo  obtained  as 
directed  at  the  back  of  this  notice. 

Dated  this  day  of  ,18, 

To 
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I. 

FoilM  OF  CEETiyiCATE  OF  EeGISTRATIOX  GRANTED  TO  ORIGINAL  PRO- 
PRIETOR FOR  Use  IN  Legal  Proceedings,  or  in  Applying  fob 
Registration  in  Foreign  Countries. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Certificate  of  Registration. 


No. 


In  the  matter  of  legal  proceedings  [or, 
in  the  matter  of  an  application  to 
register  the  trade  mark  No.  of 

A.  B.,  in  France.'] 

I,  ,  Comptroller-General  of  Patents,  Designs,  and 

Trade  Marks,  hereby  certify  that  A.  B.,oi  ,  is  entered  on  the 

Eegister  of  Trade  Marks  as  proprietor  of  the  trade  mark  No. 
in  Class  ,  in  respect  of  ,  for  the  registration  of 

"which  mark  application  was  made  on  the  day  of 

18     . 

The  user  claimed  for  the  said  trade  mark  is   \_one  year  before  the 

_  (n)  No  mention  \2>th  day  of  Anc/iist,  1875]  (a). 

miiesl^^hL^wffs       ^^  representation  of  the  said  trade  mark  is  shown  hereunder  [or, 

prior  to  the  13th  is  annexed  hereto]. 

August,  1S75.  -^ 

representation  of  trade  mark. 


[Where  regis- 
tration has  been 
renewed,  a 
statement  to 
that  efiect  is 
inserted.  1 


day  of 


"Witness  my  hand  and  seal  this 
18     . 

Comptroller-General. 
Patent  Office,  Trade  MarJiS  Branch, 
25,  Southampto7i  Buildings, 
London. 
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Form  of  Certificate  of  Registration  granted  to  Subsequent  Pro- 
prietor FOR  Use  in  Legal  Proceedings,  or  in  applying  for 
Registration  in  Foreign  Countries. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS,  1883—1888. 
Certificate  of  Registration. 


No. 


In  the  matter  of  legal  proceedings  [or, 
in  the  matter  of  an  application  to 
register  the  trade  mark  No.  of 

A.  B.  Sf  Co.,  in  France~\. 

I,  ,  Comptroller- General  of  Patents,  Designs,  and 

Trade   Marks,  hereby  certify  that  under  date  the  day  of 

18     ,  A.  B.  Sf  Co.,oi  ,  are  entered  on  the  Register 

of  Trade  Marks  as  proprietors  of  the  trade  mark  No.  in 

Class  ,  in  respect  of  ,  in  succession  to  A.  B.,  of 

,  in  whose  name  the  said  trade  mark  was  registered  in  the 

same  class,  and  in  respect  of  the  same  goods  under  date  the 

day  of  18     . 

The  user  claimed  for  the  said  trade  mark  is  [o«e  year  before  the 

Uth  daiJ  of  Amiust,  18751  («)•  ■  ("'  Nomention 

J    .^  •i.i-'-i,!  !•!  1  T         r  .IS  made  of  user, 

A  representation  of  the  said  trade  mark  is  shown  hereunder  \or,  is  unless  this  was 
annexed  hereto].  t^^x^^'"' 

representation  of  trade  mark. 


["WTiere  regis- 
tration has  bteu 
renewed,  a 
statement  to 
that  effect  is 
inserted.] 


Witness  my  hand  and  seal  this 
18     . 


day  of 
Comptroller-General. 


Patent  Office,  Trade  Marlis  Branch, 

25,  Southampton  Buildings, 

London. 
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I. 

Form  of  General  Certificate. 
PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 
General  Certificate. 


In  the  matter  of 


No. 


I,  ,  Comptroller- General  of  Patents,  Designs,  and 

Trade  Marks,  hereby  certify  that 


representation  of  trade  mark. 


Witness  my  hand  and  seal  this 
18     . 


day  of 


Comptroller-  General. 


Patent  Office,  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

London. 


FORMS  AND  PRECEDENTS. 


493 


Form  of  Certificate  of  Eefusal  to  Eegister. 

PATENTS,  DESIGNS,  AND  TEADE  MAEKS  ACTS,  1883—1888. 

Certificate  under  §  77. 

No. 

I,  ,  Comptroller-General  of  Patents,  Designs,  and 

Trade  Marks,  hereby  certify  that  on  the  day  of 

18     ,  of 


applied  to  register  the  mark,  of  which  a  representation  is  below,  in 
Class  in  respect  of 

stating  that  the  same  had  been  in  use  as  a  trade  mark  before  the 
13th  day  of  August,  1875  ;  and  I  also  certify  that  it  is  a  mark  in- 
capable of  being  registered  under  "The  Patents,  Designs,  and  Trade 
Marks  Acts,  1883—1888." 


representation  of  trade  mark. 


Witness  my  hand  and  seal  this 
18     . 


day  of 


Comptroller-General. 


Patent  Office,  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

London. 
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Part  II. 

FORMS  FOR  USE  IN  REGISTRATION  PROCEEDINGS. 


1.  Grounds  OF  Opposition  (a). 

(i.)  The  alleged  trade  mark  to  which  the  above-mentioned 
application  relates  is  not  a  registrable  trade  mark  within 
§  ()4  of  the  Patents,  Designs,  and  Trade  JNtarks  Acts,  1883 

—  1888. 

(ii.)  The  alleged  [as  in  (i.)  to — relates]  does  not  consist  of  or 
contain  any  essential  j)articular  as  defined  by  §  64  of 
the  Patents,  Designs,  and  Trade  Marks  Acts,  1883—1888, 
or  any  special  and  distinctive  word,  or  words,  letter,  figure, 
or  combination  of  letters  or  figures,  or  of  letters  and  figures 
used  as  a  trade  mark  before  the  13th  August,  1875. 

(iii.)  It  is  not  the  fact,  as  alleged  by  the  applicant  in  his  appli- 
cation, that  he  has  used  the  trade  mark  No.  for 
years.  The  said  trade  mark  has  in  fact  been 
used  exclusively  for  years  past  by  the  opponent, 
who  is  now  applying  to  register  the  same.  If  there  has 
been  any  user  by  the  applicant,  the  same  has  been  clandes- 
tine and  unknown  to  the  opponent. 

(iv.)  It  is  not  the  fact  as  alleged  [as  in  (iii.)  to — years].  The 
applicant  has  never  used  the  said  alleged  trade  mark 
otherwise  than  as  a  mere  descriptive  term,  and  he  is  not 
now  entitled  to  register  it  as  his  old  trade  mark. 

(v.)  The  goods  in  respect  of  which  the  above-mentioned  applicant 
is  seeking  to  register  the  alleged  trade  mark  No. 
are  not  goods  comprised  in  Class  of   the  classes 

under  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883 

—  1888. 

(vi.)  The  alleged  [as  in  (i.)  to — relates]  is  a  mere  word  in  oi'dinary 
use  in  the  English  language  descriptive  of  cj^uality,  and 
the  applicant  is  not  entitled  to  acquire  an  exclusive  right 
therein  by  registration. 

(vii.)  The  alleged  [as  in  (i.)  to — relates]  is  not  distinctive  of  the 
above-named  applicant's  goods,  but  is  merely  descriptive 
of  the  character  and  quality  of  the  goods  to  which  it  is 
applied. 

(«)  See  Form  J,  p.  474,  supra,  for  the  and  combined  as  may  be  necessary,  or 
formal  parts  of  the  notice  of  opposition.  they  may  suggest  others  more  suitable 
These  forms  are  intended  to  be  varied      to  particular  cases. 
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(viii.)  The  alleged  [as  in  (i.)  to — relates]  is  not  a  mark  distinctive 
of  the  above-named  applicant's  goods,  but  has  for  many 
years  i)ast  been    in  common  use  in  the  trade, 

and  is  generally  understood  by  the  trade  and  the  public 
to  denote  a  particular  quality  [or  pattern]  of  goods  [and 
was  for  that  reason  placed  by  the  Manchester  Committee 
of  Experts  in  their  second  class  or  B.  list],  and  no  person 
is  entitled  to  acquire  an  exclusive  right  therein  by  regis- 
tration, 
(ix.)  The  alleged  [as  in  (i.)  to — relates]  consists  of  a  name  which 
has  throughout  the  continuance  of  an  expired  patent  been 
applied  by  the  applicant  as  patentee,  and  by  the  trade 
and  the  public,  to  articles  manufactured  in  accordance 
with  the  said  patent.  Upon  the  expiration  of  the  said 
patent  the  trade  became  entitled  to  manufacture  in  accord- 
ance with  the  said  patent,  and  to  describe  articles  so 
manufactured  by  the  name  which  was  generally  under- 
stood to  be  descriptive  of  them,  and  the  applicant  is  not 
now  entitled  to  exclude  the  trade  from  the  use  of  the  said 
name, 
(x.)  The  alleged  [as  in  (i.)  to— relates]  is  identical  with  the 
opponent's  trade  mark  No.  registered  with  respect 

to  the  same  goods  or  description  of  goods  as  those  for 
which  the  applicant  is  now  applying  to  register  the  same. 
If  the  applicant  is  allowed  to  register  or  use  the  said 
alleged  trade  mark,  the  trade  and  the  public  will  be  deceived 
and  the  opponent  injured. 
(xi.)  The  alleged  [as  in  (i.)  to — relates]  has  such  a  resemblance  to 
the  opponent's  [as  in  (x.)  to — register  the  same]  as  to  be 
calculated  to  deceive.  An  action  is  now  pending  in  the 
Chancery  Division  of  the  High  Court  of  Justice  in  which 
the  opponent  is  seeking  to  restrain  the  aj^pHcant  from 
using  the  said  alleged  trade  mark, 
(xii.)  The  alleged  [as  in  (i.)  to — relates]  has  such  a  resemblance 
to  the  opponent's  Sheffield  mark  No.  ,  registered  in 

the  Sheffield  register  with  respect  to  the  same  goods  or 
description  of  goods  as  those  for  which  the  applicant  is 
now  applying  to  register  the  said  alleged  trade  mark,  as  to 
be  calculated  to  deceive. 

(xiii.)  The  trade  mark  [as  in  (i.)  to — relates]  is  the  trade  mark  of 
the  opponent,  and  has  been  used  by  him  in  his  business 
for  years  last  past,   and  an  application  by  the 

opponent  for  the  registration  of  the  same  is  now  pending. 
The  applicant  is  a  discharged  servant  of  the  opponent,  in 
fraud  of  Avhose  rights  the  present  application  is  made. 

(xiv.)  The  trade  mark  [as  in  (i.)  to  — relates]  was  months 

since  adopted  by  the  opponent  and  used  upon  his  [describe 
the  goods],  and  the  applicant  was  employed  by  the 
opponent  to  obtain  the  registration  of  the  same  on  his 
behalf,  and  he  is  not  now  entitled  to  obtain  the  registration 
of  the  same  in  his  own  name, 
(xv.)  The  trade  mark  [as  in  (i.)  to — relates]  has  for  many  years 
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past  been  the  exclusive  property  in  [France]  of  the  oppo- 
nent, and  it  has  for  the  same  period  been  exclusively 
used  in  the  United  Kingdom  iipon  goods  of  the  opponent 
imj)orted  into  this  country.  [The  opponent  has  not 
hitherto  registered  the  said  trade  mark  in  the  Uniti'd 
Kingdom  from  ignorance  of  the  requirements  of  Britisli 
law,  but  ho  is  now  about  to  apply  for  the  registration  of 
the  same.] 

(xvi.)  The  alleged  [as  in  (i.)  to — relates]  contains  several  material 
misstatements  with  respect  to  the  nature  and  composition 
of  the  article  to  which  it  is  applied  by  the  applicant,  and 
the  said  alleged  trade  mark  is  therefore  calculated  to 
deceive,  and  ought  not  to  be  registered. 

(xvii.)  The    alleged    [as   in    (i.)   to — relates]    contains   a   statement 
contrary  to  the  fact,  that  the  goods  to  which  it  is  applied 
by  the  applicant  are  patented,  and  the  said  alleged  trade 
mark  ought  not  therefore  to  be  registered, 
(xviii.)  By  articles  of  partnership,  dated  ,  under  which 

the  oj)ponent  and  the  applicant  carried  on  business  until 
recently  in  partnership,  it  was  agreed  that  on  the  dissolu- 
tion of  the  partnership  the  goodwill  of  the  partnership 
business  and  the  trade  marks  used  therein  (of  which  the 
trade  mark  [as  in  (i.)  to — relates]  was  one)  should  belong 
solely  to  the  opponent.  The  said  partnership  is  now  dis- 
solved, and  the  applicant  is  not  entitled  to  use  or  register 
the  said  trade  mark. 

(xix.)  By  articles  [as  in  (xviii.)  to — dissolution  of  the  partnership] 
neither  of  the  partners  should  in  any  business  carried  on 
by  him  use  the  name  or  trade  marks  used  by  the  said 
partnership.  The  trade  mark  [as  in  (i.)  to — relates]  is 
one  of  the  trade  marks  which  were  used  by  the  said  part- 
nership, and  since  the  dissolution  of  the  said  partnership 
the  applicant  is  not  entitled  to  use  or  register  the  said  trade 
mark, 
(xx.)  The  word  which  forms  part  of  the  alleged  [as  in 

(i.)  to — relates]  is  a  word  in  common  use  in  the  trade,  and 
the  applicant  is  therefore  not  entitled  to  acquire  any 
exclusive  right  in  the  said  word  by  registration,  or  to 
obtain  registration  of  the  said  alleged  trade  mark,  except 
and  unless  he  first  disclaims  any  right  to  the  exclusive  use 
of  the  said  word. 

(xxi.)  The  device  of  a  ["  lion  "]  is  in  common  use  in  the 

trade,  and  the  applicant  is  therefore  not  entitled  to  obtain 
registration  of  the  words  ["Lion  Brand"]  as  part  of  his 
alleged  trade  mark  No.  ,  except  and  unless  he 

first  disclaims  any  right  to  the  exclusive  use  of  the  said 
words. 

(xxii.)  Goods  of  my  manufacture  \^or,  merchandise]  of  the  same 
description  as  the  goods  for  which  the  applicant  is  now 
applying  to  register  his  alleged  trade  mark,  are  constantly 
ordered  and  sold  as  ["Lion  "]  goods,  and  if  the  applicant 
is  allowed  to  obtain  registration  of  the  device  of  a  [lion] 


FORMS  AND  PRECEDENTS.  497 

as  [or  as  part  of]  his  trade  mark,  it  will  cause  his  goods  to 
be  passed  off  as  and  for  my  goods, 
(xxiii.)  The  alleged  [as  in  (i.)  to — relates]  has  such  a  resemblance  to 
the  opponent's  registered  trade  mark  No.  as  to  be 

calculated  to  deceive.  The  class  of  goods  for  the  whole  of 
which  the  above-mentioned  applicant  is  now  applying  to 
register  the  said  trade  mark  includes  the  goods  in  respect 
of  which  the  opponent's  said  trade  mark  is  registered,  and 
the  applicant  is  therefore  not  entitled  to  obtain  registration 
of  the  said  alleged  trade  mark  except  and  unless  the  goods 
in  respect  of  which  registration  is  granted  to  him  are  so 
limited  and  defined  as  not  to  include  the  goods  or  descrip- 
tion of  goods  for  which  the  opponent's  said  trade  mark  is 
regristered  as  aforesaid. 


2.  Grounds  of  Counter-statement  (a). 

(i.)  The  trade  mark  to  which  the  above-mentioned  application 
relates  has  been  exclusively  used  for  years  last 

past  by  the  applicant,  and  is  a  good,  valid,  and  registrable 
trade  mark, 
(ii.)  The  trade  mark  [as  in  (i.)  to— relates]  consists  of  \^or  con- 
tains] an  essential  particular  as  defined  by  §  64  of  the 
Patents,  Designs,  and  Trade  Marks  Acts,  1883 — 1888,  viz., 
[a  distinctive  device,  mark,  or  label],  and  is  therefore 
registrable  as  a  new  trade  mark. 

(iii.)  The  trade  mark  [as  in  (i.)  to — relates]  consists  of  a  special 
and  distinctive  word  used  by  the  applicant  as  a  trade 
mark  before  the  13th  day  of  August,  1875,  and  is  there- 
fore a  good  and  valid  trade  mark  and  is  registrable  as  an 
old  mark. 

(iv.)  I  have  publicly  used  the  trade  mark  [as  in  (i.)  to — relates] 
in  the  United  Kingdom  for  years,  as  alleged  in 

my  above-mentioned  application.  Such  user  has  not  been 
clandestine,  but  has  been  generally  known  to  the  trade 
in  ;  and  if  it  has  not  been  known  to  the  opponent, 

that  must  have  been  either  because  he  was  not  engaged 
in  such  trade,  or  else  because  he  conducted  his  business 
negligently. 
(v.)  The  goods  in  respect  of  which  I  am  applying  to  register  my 
above-mentioned  trade  mark  No.  are  goods  com- 

prised in  Class  of  the  classes  under  the  Patents, 

Designs,  and  Trade  Marks  Acts,  1883—1888,  [as  appears 
from  the  Guide  to  the  Classification  issued  at  the  Patent 
Office]. 

(vi.)  My  above-mentioned  trade  mark  is  not  a  mere  word  in  ordinary 
use  in  the  English  language  descriptive  of  (j^uality,  but  is 
a  special  and  distinctive  word   by  which  my  goods  are 

(a)  See  Form  a,  p.  485,  stq^rrr,  for  the  formal  parts  of  the  counter-statement. 
S.  K  K 
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generally  recognized  by  the  trade  and  the  public,  and  I 
am  entitled  to  register  the  same. 

(vii.)  My  above-mentioned  trade  mark  is  not  merely  descriptive  of 
tlie  character  and  quality  of  the  goods  to  which  it  is  applied, 
but  it  was  first  adopted  and  has  since  been  exclusively 
used  by  myself  for  the  purpose  of  distinguishing  goods  of 
my  manufacture  \^or  merchandise],  and  it  is  generally 
recognized  as  being  distinctive  of  such  goods. 

(viii.)  It  is  not  the  fact  that  my  above-mentioned  trade  mark  has 
for  many  years  past,  or  at  all,  been  in  common  use  in  the 
trade.      In  instances  I  have  obtained  injunctions 

to  restrain  infringements  thereof,  and  if  there  has  been 
any  user  by  persons  not  so  restrained  it  has  been  without 
my  knowledge,  or  I  should  have  taken  proceedings  against 
them. 
(ix.)  It  is  not  the  fact  that  my  above-mentioned  trade  mark  is 
generally  understood  by  the  trade  or  the  public  to  denote 
a  particular  quality  of  goods  ;  on  the  contrary  it  is  gene- 
rally understood  to  denote  goods  of  my  manufacture  [_or 
merchandise],  and  the  trade  and  the  public  would  be 
deceived  and  I  should  be  injured  if  any  other  manufacturer 
were  to  use  it. 
(x.)  My  above-mentioned  trade  mark  was  placed  by  the  Man- 
chester Committee  of  Experts  in  their  second  class,  or  B. 
list,  in  consequence  of  a  misapprehension  as  to  the  prin- 
ciples by  which  their  action  was  to  be  governed,  and  the 
said  mark  was  wrongfully  so  placed,  and  ought  to  be 
admitted  to  registration. 

(xi.)  It  is  not  the  fact  that  I,  or  the  trade,  or  the  public,  have 
used  or  understood  my  above-mentioned  trade  mark  as 
describing  articles  made  in  accordance  with  my  expired 
patent.  On  the  contrary,  I  adopted  it  before  the  grant  to 
me  of  the  said  patent,  and  it  has  always  been  used  and 
understood  as  distinguishing  goods  of  my  make,  and  not 
goods  of  any  particular  pattern. 

(xii.)  My  above-mentioned  trade  mark  is  not  identical  with  the 
opponent's  registered  mark  [o?-  Sheffield  mark],  nor  has 
it  such  resemblance  to  the  same  as  to  be  calculated  to 
deceive. 

(xiii.)  The  goods  with  respect  to  which  the  opponent's  trade  mark 
\^o)'  Sheffield  mark]  is  registered  are  not  the  same  goods 
nor  goods  of  the  same  description  as  the  goods  with  respect 
to  which  I  am  applying  for  registration  of  my  above- 
mentioned  trade  mark. 

(xiv.)  The  opponent's   trade    mark    No.  is  not   a  good  or 

valid  trade  mark,  but  was  registered  by  mistake  and 
wrongfully,  and  I  am  now  applying  for  the  rectification 
of  the  register  by  the  removal  therefrom  of  the  said 
mark. 

(xv.)  Whether  the  trade  mark  which  I  am  now  applying  to  re- 
gister is  or  is  not  the  property  of  the  opponent  in  a  foreign 
country,  as  to  which  1  have  no  knowledge,  the  said  trade 
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mark  has  not  up  to  the  present  time  been  known  in  the 
United  Kingdom  in  connection  with  [describe  the  goods], 
but  the  same  is  a  new  mark  adopted  for  the  first  time  by 
myself  months  since, 

(xvi.)  The  statements  contained  in  my  above-mentioned  trade 
mark  are  true,  and  my  said  trade  mark  is  not  calculated 
to  deceive.  If  any  such  statements  are  exaggerated,  such 
exaggerations  are  trifling  and  immaterial  and  not  calcu- 
lated to  deceive, 
(xvii.)  The  mention  of  a  patent  contained  in  my  above-mentioned 
trade  mark  is  not  such  as  to  lead  to  the  beHef  that  the 
patent  there  mentioned  is  an  existing  patent,  and  my  said 
trade  mark  is  not  calculated  to  deceive, 
(xviii.)  The  articles  of  partnership  mentioned  in  the  notice  of  opposi- 
tion provided  that  the  goodwill  and  trade  marks  of  the 
partnership  business  should  belong  to  the  opponent  only 
in  the  event  of  the  partnership  being  dissolved  by  effluxion 
of  time.  The  said  partnership  was  dissolved  at  an  earlier 
date  by  common  consent,  and  the  provisions  of  the  said 
articles  were  varied  in  such  manner  that  the  goodwill  and 
trade  marks  devolved  upon  the  opponent  and  myself 
equally. 
(xix.)  The  trade  mark  to  which  my  above-mentioned  application 
relates  was  used  by  me  in  my  business  concurrently  with 
the  opponent  before  the  13th  day  of  August,  1875,  and  is 
an  old  trade  mark,  and  was  not  used  by  any  other  person 
in  the  same  trade,  and  I  am  therefore  entitled  to  registra- 
tion notwithstanding  the  opponent's  registration, 
(xx.)  The  opponent  uses  his  trade  mark  No.  only  by  stamp- 

ing it  on  his  goods.  I  only  use  mine  by  placing  it  on  the 
wrappers  in  which  the  goods  are  placed ;  and  the  con- 
current use  of  the  two  trade  marks  iu  such  different  ways 
is  not  calculated  to  deceive.  I  have  used  my  trade  mark 
for  years,  and  am  willing  to  undertake  to  use  it  in  the 

future  only  as  I  have  hitherto  used  it. 
(xxi.)  The  opponent  uses  his  trade  mark  No.  only  on  goods 

exported  by  him  to  [the  Colonies  and  the  United  States]. 
I  only  use  mine  in  [the  United  Kingdom]  ;   and  the  con- 
current user  of  the  two  trade  marks  in  such  different  parts  of 
the  world  cannot  deceive.     I  am  willing  [as  in  (xx.)]. 
(xxii.)  The  word  ,  which  forms  part  of  my  above-mentioned 

trade  mark  No.  ,  and  also  of  the  opponent's  regis- 

tered mark  No.  ,  is  a  mere  word  of  description,  and 

is  not  an  essential  particular  of  the  opponent's  said  regis- 
tered mark,  nor  has  he  any  exclusive  rights  therein  by 
reason  of  his  registration. 
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3.  Form  of  Statutory  Declaration  in  Support  op  Application  or 

Opposition. 

Patents,  Designs,  and  Trade  Marks  Acts,  1883—1888. 
Trade  Marks. 

In  the  matter  of  an  application 
by  ,  for  tho  registra- 

tion of  a  trade  mark  No.  , 

and 

In  the  matter  of  the  opposition 
thereto,  No.         ,  by 

I  of  ,  a  member  of  the  firm  of  , 

the  above-named  appHcants  [or  opponents],  do  hereby  solemnly  and 
sincerely  declare  as  follows  : — 

1. 

2. 

3. 

And  I  make  this  solemn  declaration  conscientiously  believing  the 
same  to  be  true,  and  by  virtue  of  the  provisions  of  the  Statutory 
Declarations  Act,  1835. 

Signed 

Declared  at 

this  day  of 

before  me,  (a). 

(a)  See  Rule  61. 


4.  Form  of  Statutory  Declaration  to  be  made  (if  required  by  the 
Comptroller)  by  Applicant  for  Eegistration  of  an  Old  Mark. 

\_Formal  parts  as  in  Form  3.] 

I  [and  my  predecessors   in   business]  have  used  the  trade  mark 
tendered  by  me   for  registration  under  the   No.  ,  a  true  copy 

■whereof  is  [annexed  to  the  sheet  of  paper]  now  produced  to  me  and 
marked  A,  exactly  as  thereby  shown,  by  itself  and  without  addition, 
as  a  trade  mark  in  respect  of  [the  goods  specified  in  the  application] 
within  the  United  Kingdom  of  Great  Britain  and  Ireland,  continuously 
since  years  before  the  1 3th  day  of  August,  1875.     Save  the  said 

trade  mark,  there  did  not  apj)ear  upon  the  said  goods,  or  upon  the 
[packages]  containing  the  same,  any  device,  words,  numerals,  letters, 
or  other  particulars  whatsoever. 

And  I  make,  &c. 
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5.  Form  of  Case  on  Appeal  to  the  Board  of  Trade. 

[^Heading  as  in  Form  3,  but  omitting  the  reference  to  the  opposition, 
if  the  appeal  is  from  the  Comptroller^  s  spontaneous  refusal.^ 

Case  on  appeal  to  the  Board  of  Trade  (b). 

1.   l^Set  out  the  material  facts  of  the  case  in  7iumber  eel  paragraphs.^ 

2. 

3. 

4. 

The  appellants  submit  that,  under  the  circumstances  hereinbefore 
stated,  the  decision  of  the  Comptroller  should  be  reversed,  and  the 
appellants'  trade  mark  No.  above  mentioned  should  be  admitted 

to  registration  [or  as  the  case  may  be]  on  the  following  grounds : — 

1.  Because,  &c. 

2.  Because,  &c. 

[The  matters  with  which  this  appeal  is  concerned  are  of  great 
importance  to  the  appellants,  and  the  appellants  are  desirous  that  the 
same  may  be  referred  to  the  decision  of  the  Court,  under  §  62  \^or  §  69] 
of  the  above-mentioned  Acts.] 

Signed 

(i)  To  accompany  Form  H. 


6.  Form  of  Eeference  to  the  Court  by  the  Board  of  Trade  of 
Appeal  under  §  62,  with  Directions  thereon. 

Patents,  Designs,  and  Trade  Marks  Acts,  1883 — 1888. 

In  the  matter  of   an  application 
No.         of  for  the  regis- 

tration of  a  trade  mark, 
and 

In  the  matter  of  a  decision  of  the 
Comptroller,  dated  the 
day  of  J  18     , 

and 

In  the  matter  of  an  appeal  dated 
the  day  of  ,  18     , 

to  the  Board  of  Trade  from  the 
above  decision. 

Eeference  of  Appeal  to  the  Court. 

Whereas  it  appears  expedient  to  the  Board  of  Trade  to  refer  the 
above-mentioned  appeal  to  the  Court,  now  therefore  the  Board  of 
Trade  by  virtue  of  the  provisions  of  sub-s.  5  of  §  62  of  tlie  above- 
mentioned  Act  do  hereby  refer  such  appeal  to  the  Court  accordingly. 

Dated  this  day  of  ,18. 

,  Secretary  to  the  Board  of  Trade. 
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Directions  on  Eeference  of  the  above  Appeal  to  the  Court. 

For  the  purpose  of  the  above  reference  the  Board  of  Trade,  pur- 
suant to  Eule  23  of  the  Trade  Marks  Eules,  1890,  hereb}'  direct  that 
the  appellant  make  application  by  motion,  summons,  or  otherwise  as 
may  be  advised  to  the  Chancery  Division  of  the  High  Court 
of  Justice  («)  [the  Court  of  Chancery  of  the  County  Palatine  of 
Lancaster]  (i)  to  hear  and  determine  the  said  appeal,  and  that  notice 
of  such  application  be  served  upon  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks  [and  upon  ]  (c)  [and,  when  a  day 

has  been  fixed  for  the  hearing,  to  send  a  letter  addressed  to 
of  accompanied  by  a  copy  of  the  summons,  notice  of  motion, 

or  otherwise,  as  the  case  may  be,  stating  that  an  application  will  be 
made  on  the  day  fixed  affecting  interest]  {d)  :  And  that  upon 

the  hearing  and  determination  of  the  said  appeal  the  appellant  and 
the  com])troller  [and  the  said  ]  (c)  be  respectively  at  liberty 

to  adduce  such  evidence  by  affidavit,  examination  or  cross-examination 
of  witnesses,  and  otherwise,  as  the  Court  may  see  fit  to  direct  or 
permit  [in  addition  to  the  statutory  declarations  used  at  the  hearing 
before  the  comptroller,  which  for  this  pxu'pose  are,  if  necessary,  to  be 
verified  by  affidavit]  (e). 

Dated  this  day  of  ,18. 

,  Secretary  to  the  Board  of  Trade. 

{(i)  Where  the  appellant  and  the  comptroller  are  the  only  parties  interested,  and 
where  no  evidence  is  filed  upon  the  hearing'  of  the  application  before  the  comptroller, 
none  of  the  words  in  brackets  are  inserted,  unless  some  of  the  following  notes  are 
applicable. 

(//)  Where  the  circumstances  are  as  above,  but  the  application  for  registration  is 
made  at  the  Manchester  Office  in  pursuance  of  Eule  8  of  the  Trade  Marks  Rules, 
1890,  these  words  are  substituted  for  the  reference  to  the  High  Court  of  Justice. 

(r)  Where  there  are  parties  interested,  other  than  the  appellant  and  the  comp- 
troller, resident  in  England,  these  words  are  inserted. 

{d)  Where  there  are  other  parties  interested,  resident  out  of  England,  these  words 
are  inserted. 

(<•)  Where  evidence  is  filed  upon  the  hearing  before  the  comptroller,  these  words 
are  added.     As  to  verifying  declarations,  see  In  re  Kingxford,  15  P.  E,.  197. 
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7.  Form  or  Eefeeence  to  the  Couet  by  the  Boakd  of  Teade  of 
Appeal  truDEii  §  69,  tvith  Directions  thereok". 

Patents,  Designs,  and  Trade  Marks  Acts,  1883—1888. 

In  the  matter  of   an  application 
No.         of  for  the  regis- 

tration of  a  trade  mark, 
and 

In   the  matter  of   an   opposition 
thereto,  No.         by  , 

and 

In  the  matter  of  a  decision  of  the 
Comptroller,  dated  the 
day  of  ,  18     , 

and 

In  the  matter  of  an  appeal,  dated 
the  day  of  ,  18     , 

to  the  Board  of  Trade  from  the 
above  decision. 

Reference  of  Appeal  to  the  Court. 

Whereas  it  appears  expedient  to  the  Board  of  Trade  to  refer  the 
above-mentioned  appeal  to  the  Court,  now  therefore  the  Board  of 
Trade  by  virtue  of  the  provisions  of  sub-s.  4  of  §  G9  of  the  above- 
mentioned  Act  do  hereby  refer  such  appeal  to  the  Court  accordingly. 

Dated  this  day  of  ,18. 

,  Secretary  to  the  Board  of  Trade. 

Directions  on  Reference  of  the  above  Appeal  to  the  Court. 

For  the  purpose  of  the  above  reference  the  Board  of  Trade,  pur- 
suant to  Eule  23  of  the  Trade  Marks  Rules,  1890,  hereby  direct  that 
the  appellant  make  ap})lication  by  motion,  summons,  or  otherwise  as 
may  be  advised  to  the  Chancer}'  Division  of  the  High  Court 
of  Justice  («)  [the  Court  of  Chancery  of  the  Count}^  Palatine  of 
Lancaster]  {b)  to  hear  and  determine  the  said  appeal,  and  that  notice 
of  such  application  be  served  upon  the  Comptroller-Greneral  of  Patents, 
Designs,  and  Trade  Marks,  [and  upon  ]  (c)  [and  when  a  day 

has  been  fixed  for  the  hearing  to  send  a  letter  addressed  to 
of  accompanied  by  a  copy  of  the  summons,  notice  of  motion, 

or  otherwise,  as  the  case  may  be,  stating  that  an  api^lication  will  be 
made  on  the  day  fixed  affecting  interest]  {d)  [And  that  the 

said  ,  in  default  of  being  served  within  from  the 

date  hereof  with  notice  of  any  such  ajiplication  as  aforesaid  by  the 
appellant,  be  at  liberty  to  apply  to  the  Chancery  Division  of  the  High 
Court  of  Justice]  (e)  [The  Court  of  Chancery  of  the  County  Palatine 
of  Lancaster]  {b) :  And  that  upon  the  hearing  and  determination  of 
the  said  appeal  the  appellant  and  the  comptroller  and  the  said 
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be  respectively  at  liberty  to  adduce  such  evidence  by  affidavit,  exami- 
nation or  cross-examination  of  witnesses,  and  otherwise,  as  the  Court 
may  see  fit  to  direct  or  permit  in  addition  to  the  statutory  declarations 
used  at  the  hearing  before  the  comptroller,  which  for  this  purpose  are, 
if  necessary,  to  be  verified  by  affidavit  (/). 
Dated  this  day  of  ,18. 

,  Secretary  to  the  Board  of  Trade. 

((?)  Where  none  of  the  following  notes  are  applicable,  none  of  the  words  in 
brackets  are  inserted. 

(Z»)  Where  the  application  for  registration  is  made  at  the  Manchester  Office  in 
pursuance  of  Rule  8  of  the  Trade  Marks  Rules,  1890,  these  words  are  substituted 
for  the  reference  to  the  High  Court  of  Justice. 

{c)  Where  the  respondents,  other  than  the  comptroller,  are  resident  out  of 
England,  these  words  are  omitted. 

[d)  Where  the  respondents,  other  than  the  comptroller,  are  resident  out  of 
England,  these  words  are  inserted. 

(c)  \Vhere  the  appellant  is  the  opponent  to  the  application  for  registration,  these 
words  are  inserted. 

(/)  As  to  verifying  declarations,  see  In  re  Kingsford,  15  P.  R.  197. 


8.  Special  Case. 


In  the  High  Court  of  Justice,  18     .     B.     No.     . 

Chancery  Division. 
Mr.  Justice 

Between  \_A.  i?.],  Plaintiff, 
and 
[C.  Z>.],  Defendant. 

Special  case  stated  for  the  opinion  of  the  High  Court  of  Justice, 
pursuant  to  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883 — 1888, 
and  the  rules  made  thereunder. 

1.  \_The  facts  necessary  to  enable  the  Court  to  determi7ie  the  rights  of 

2.  the  parties  must  be  stated  concisely  in  numbered  ^iciragraphs.^ 
3. 

4. 

The  questions  submitted  for  the  opinion  of  the  Court  are  : 

1.  Whether  the  plaintiff  ^ .  B.,  or  the  defendant  C.  D.,  or 

either  of  them,  is  entitled  to  have  his  name  entered 
in  the  Pegister  of  Trade  Marks  kept  under  the  autho- 
rity of  the  above-mentioned  Acts  as  the  proprietor 
of  the  said  trade  mark,  or  whether  both  of  them  are 
so  entitled. 

2.  By  whom  the  costs  of  this  special  case  should  be  paid. 

E.  F.,  Solicitor  for  Plaintiff. 
G.  H.,  Solicitor  for  Defendant. 

Note. — This  special  case  is  filed  by  E.  F.,  oi  ,  Solicitor  for  the 

above-named  Plaintiff. 
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9.  Summons  for  Leave  to  Register. 

In  the  High  Court  of  Justice, 
Chancery  Division. 
Mr.  Justice 

In  the  matter  of  an  application  by  ^.  B.  for 
the  registration  of  a  trade  mark  No.  , 

and 
[In  the  matter   of  the  opposition   thereto, 
No.  of  C.  D., 

and] 
In  the  matter  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883—1888. 

Let  C.  D.,  oi  ,  in  the  county  of  ,  and  the 

Comptroller- General  of  Patents,  Designs,  and  Trade  Marks,  within 
eight  days  after  service  of  this  summons  on  them  respectively, 
inclusive  of  the  day  of  such  service,  cause  an  appearance  to  be  entered 
for  him  to  this  summons  which  is  issued  upon  the  application  of  the 
above-named  A.  B.,  oi  ,  in  the  county  of  ,  that 

the  appeal  of  the  said  applicant  A.  B.  from  the  decision  dated 
of  [the  Registrar  of  Trade  Marks  sitting  for]  the  said 
Comptroller-Greneral  of  Patents,  Designs,  and  Trade  Marks  in  the 
above-mentioned  matters  may  be  heard  and  determined  by  the  Court 
and  that  the  said  decision  of  the  [Registrar],  whereby  he  refused 
registration  of  the  applicant's  trade  mark  No.  ,  above- 

mentioned,  may  be  reversed,  and  that  the  said  Comptroller- General  of 
Patents,  Designs,  and  Trade  Marks  may  be  directed  to  proceed  with 
the  above-mentioned  application  of  the  said  A.  B.  [notwithstanding 
the  above-mentioned  opposition  thereto  of  C.  Z).]  or  [notwithstanding 
the   registration  of    C.  D.'s  trade  mark  No.  ],  or  [notwith- 

standing the  registration  of   C.  D.'s  trade  mark  No.  in  the 

Sheffield  Register]. 

Dated  the  day  of  18. 

(Seal) 

This  summons  was  taken  out  by  E.  F.,  oi  ,  Solicitor  for  the 

above-named  A.  B. 

The  respondents  may  appear  hereto  by  entering  appearance  either 
personally  or  by  solicitor  at  the  Central  Office,  Royal  Courts  of 
Justice. 

Note. — If  the  defendant  does  not  enter  appearance  within  the  time 
and  at  the  place  above  mentioned  such  order  will  bo  made  and 
proceedings  taken  as  the  judge  may  think  just  and  expedient. 
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10.  Notice  of  Motiox  for  Leave  to  Eegister. 

\_Heading  as  in  No.  9.] 

Take  notice   that  tlie  Court   will  be  moved  before  the  Hon.  Mr. 

Justice  on  the  day  of  18     ,  or 

so  soon  tliereafter  as  counsel  can  be  heard,  b}^  [Mr.  ,  of 

]  counsel  on  behalf  of  the  above-named  A.  B.,  that  [as  in  No.  9]. 

Dated  the  day  of  ,  18     . 

(Signed)     E.  F.,  of  ,  Solicitor 

for  the  above-named  A.  B. 

To  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks,  and,  if  there  is  an  oppositioji, 
To  Mr.  a  D. 


1 1 .  Notice  of  Motion  for  Leave  to  Add  to,  or  Axter,  a  Eegistered 

Trade  Mark. 

In  the  High  Court  of  Justice, 
Chancery  Division. 
Mr.  Justice 

In  the  matter  of  the  registered  trade  mark 
No.  oiA.B. 

and 

In  the  matter  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883—1888. 

Take  notice  [as  in  No.  10  to — that]  leave  may  be  given  to  add  to  the 
above-mentioned  trade  mark  in  the  register  of  trade  marks  [the  words 
"  ,"  or,  as  the  case  may  be],  or,  that  leave  may  be  given 

to  alter  the  registration  of  the  above-mentioned  trade  mark  in  the 
following  respects,  that  is  to  say  by  [diminishing  the  size  of  the  words 
and  altering  the  address  from  to  , 

or,  as  the  case  may  be]. 

[Dated  and  signed  as  in  No.  10.] 

To  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks. 
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12.  Notice  of  Motion  for  the  Eectification  of  the  Eegister. 

\_Hcading  as  in  No.  11.] 

Take  notice  [as  iu  No.  10  to — behalf  of]  C.  D.,  of  ,  that 

the  Eegister  of  Trade  Marks  kept  under  the  authority  of  the  above- 
mentioned  Acts  may  be  rectified  [by  removing  therefrom  the  above- 
mentioned  trade  mark  No.  ],  or  [by  adding  to  the 
registration  of  the  above-mentioned  trade  mark  No.  a  note 
disclaiming  any  exclusive  right  in  the  above-named  A.  B.  to  the  use 
of  the  word  ],  or  [by  limiting  the  registration  of  the 
above-mentioned  trade  mark  No.  to  (describe  the  goods), 
and  not  allowing  it  to  remain  in  respect  of  all  the  goods  in  Class  ], 
or  that  such  further  or  other  order  may  be  made  for  the  rectification  of 
the  said  register  as  to  the  Court  shall  seem  just. 

[Dated  and  signed  as  in  No.  10.] 

To  Mr.  A.  B.  and  the  Comptroller-General  of 
Patents,  Designs,  and  Trade  Marks. 
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Tart  III. 

FORMS  FOR  USE  IN  ACTIONS  FOR  INFRINGEMENT  (a) 


1 .  "Weit  of  Summons  with  Indorsement. 

In  the  High  Court  of  Justice,  18     .     B.     No.     . 

Chancery  Division. 
Mr.  Justice 

Between  A.  B.,  Plaintiff, 
and 
C.  D.,  Defendant. 

YicTOKiA,  by  the  Grace  of  God,  &c. 

To  C.  D.,  oi  ,  in  the  county  of 

We  command  you  that  within  eight  days  after  the  service  of  this  writ 
on  you,  inchisive  of  the  day  of  such  service,  you  do  cause  an  appear- 
ance to  be  entered  for  you  in  an  action  at  the  suit  of  ^.  B.;  and  take 
notice  that  in  default  of  your  so  doing  the  plaintiff  may  proceed  therein, 
and  judgment  may  be  given  in  your  absence. 

Witness,  Hardinge  Stanley  Earl  of  Halsbury,  Lord  High  Chancellor 
of  Great  Britain,  the  day  of  ,  in  the  year  of  our 

Lord  one  thousand  hundred  and 

Memorandum  to  he  subscribed  on  f/ie  writ. 

N.B. — This  writ  is  to  be  served  within  twelve  calendar  months  from 
the  date  thereof,  or,  if  renewed,  within  six  calendar  months  from 
the  date  of  the  last  renewal,  including  the  day  of  such  date,  and 
not  afterwards. 

The  defendant  [or  defendants]  may  appear  hereto  by  entering  an 
appearance  [or  apj)earances]  either  personally  or  by  solicitor  at 
the  Central  Office,  Eoyal  Courts  of  Justice,  London. 

Indorsement  to  be  made  on  the  icrit  before  issue  thereof. 

The  plaintiff's  claim  is  for  an  injunction  to  restrain  the  defendant 
from  [^see  forms  of  Injunction  in  Part  IV.  of  this  Appendix^  and 
for  an  account  or  damages  ; 

or^  The  plaintiff's  claim  is  for  damages  for  wrongfully  using  \or 
imitating]  the  plaintiff's  trade  mark,  and  for  an  injunction  to 
restrain,  &c. 

And  for  an  order  for  delivery  up  on  oath  or  (at  the  plaintiff's  option) 
destruction  of  all  documents,  articles  and  things  in  the  posses- 
sion or  power  of  the  defendant  or  under  his  control  which  offend 
against  any  of  the  foregoing  injunctions. 

(a)  See  Schedules  to  Eules  of  Supreme  Coiurt. 
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This  writ  was  issued  by  tKe  said  plaintiff,  who  resides  at  ; 

or,  This  writ  was  issued  by  E.  F.,  of  ,  whose  address  for 

service  is  ,  solicitor  for  the  said  plaintiff,  who  resides 

at  ; 

or,  This  writ  was  issued  by  G.  //.,  of  ,  whose  address  for 

service  is  ,   agent  for  E.  F.,  ot  ,  solicitor 

for  the  said  plaintiff,  who  resides  at  [inention  the  city, 

town,  or  parish,  and  also  the  name  of  the  street  and  number  of  the 
house  of  the  plaintiff'' s  residence,  if  any~\. 

Indorsement  to  he  made  on  the  tcrit  cfter  service  thereof. 

This  writ  was  served  by  me  at  on  the  defendant 

on  the  day  of  18     . 

Indorsed  the  day  of  18     . 

(Signed) 
(Address) 


2.  Notice  of  Motion  for  Injunction. 

[_Heading  as  m  No.  1.] 
Take   notice  that  the   Court    will    be    moved    before    the    Hon. 
Mr.  Justice  on  the  day  of 

18     ,  or  so  soon  thereafter  as  counsel  can  be  heard,  by  [Mr. 
of  ]  counsel  for  the  above-named  plaintiff,  that  an  injunction 

may  be  granted  to  restrain  the  defendant,  &c.,  until  judgment  in  this 
action  or  further  order,  from  \_see  Part  IV.  of  this  Appendix^  [and  take 
also  notice  that  special  leave  to  serve  you  with  this  [short]  notice  for 
the  day  aforesaid  [with  the  writ  of  summons]  has  been  obtained  from 
the  said  Mr.  Justice  ] . 

Dated  the  day  of  18. 

(Signed)        E.F.,ol 
Solicitor  for  the  above-named  Plaintiff. 
To  the  Defendant  C.  D. 


3.  Statement  of  Claim. 


\^Heading  as  in  No.  1,  insertiiig  above  the  title  of  the  action — "  Writ 
issued  the  day  of  ,18     ."] 

Statement  of  Claim  (a). 

1.  The  defendant  has  infringed  the  plaintiff's  trade  mark. 

2.  The  trade  mark  is  [^describe  ^V]. 

(^If  the  2}lciintiff'  is  not  the  original  2}roprietor  of  the  trade  mark,  show 
shortly  how  his  title  is  derived.) 

{a)  The  above  is  the  form  appended  to  the  Rules  of  Court,  1883,  but  it  is  thought 
that  fuller  particulars  will  usually  bo  required.  Forms  3  (i.),  3  (ii.),  and  3  (iii.) 
are  therefore  suggested. 
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3.  The  following  are  the  acts  complained  of,  viz. : — 
{Sei  them  out.) 

The  plaintiff  claims  an  injunction  to  restrain  the  defendant,  his 
servants  and  agents,  fi-om  infringing  the  plaintiff's  said  trade 
mark,  and  in  particular  from  [_seeJorms  of  l»jiinction  in  Part  I V. 
of  this  Appendix~\. 

The  plaintiff  also  claims  an  account  or  damages. 

(Signed) 

(Delivered) 


3.  (i.)   \^Heading  as  above.^ 
Statement  of  Claim. 


1.  The  plaintiff  is  the  registered  proprietor  of  a  trade  mark  [con- 
sisting of  ]  (ft),  which  was  advertised  in  the  Trade  Marks 
Journal  of  the  day  of  >  18  j  find,  is  registered 
for  in  Class  [the  date  of  such  registration  being 
the                     day  of                     ,  18     ]  (5). 

2.  The  defendant  has  infringed  the  plaintiff's  said  trade  mark  in 
manner  following  ;  that  is  to  say  [he  has  ]. 

[3.  The  plaintiff  has  applied  to  the  defendant  to  desist  from  his 
wrongful  acts  aforesaid,  but  he  has  refused  {or  neglected)  so  to  do]  (c). 

4.  The  defendant  has  made  considerable  profits  by  selling  goods  not 
being  the  plaintiff's  goods  under  the  trade  mark  of  which  the  plaintiff 
complains  [^or  in  manner  aforesaid]. 

5.  The  plaintiff'  has  sustained  considerable  damage  from  the  defen- 
dant's wrongful  acts  aforesaid. 

The  plaintiff  claims — 

1.  An  injunction  [as  above]. 

2.  An  account  of  profits  or  damages  and  delivery  up  to  him  of 

all  goods  in  the  possession  or  power  of  the  defendant 
having  thereon  the  trade  mark  of  which  complaint  is 
hereby  made  in  order  that  such  trade  mark  may  be 
obliterated  therefrom,  and  also  delivery  up  to  him  for  the 
purpose  of  destruction  of  all  copies  in  the  j)ossesRion  or 
power  of  the  defendant  of  the  said  trade  mark  and  of 
all  blocks,  dies,  or  other  apparatus  in  the  like  possession 
or  power  adapted  for  the  production  of  the  said  trade 
mark. 

3.  Costs. 

(a)  The  trade  mark  need  not  be  described  unless  the  nature  of  the  infringement 
renders  it  necessary. 

(b)  The  date  of  registration  may  be  omitted,  if  not  more  than  five  years  before 
■writ  issued. 

(c)  Though  previous  application  is  not  necessary,  if  it  has  been  made  it  should  be 
mentioned. 
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3.  (ii.)   [^Heading  as  ahove.~\ 
Statement  of  Claim. 

1.  [As  in  3  (i.),  omitting  the  description  of  the  plaintiff's  trade 
mark.] 

2.  The  said  trade  mark  consists  of  [or  contains]  the  device  of  a 
[lion],  and  the  plaintiff's  goods  bearing  such  trade  mark  are  exten- 
sively known  in  the  [Indian]  markets  as  ["Lion"]  goods,  and  are 
frequently  ordered  and  invoiced  under  that  name. 

3.  No  other  goods  of  the  same  kind  are  or  ever  have  been  known  in 
the  [Indian]  markets  as  ["  Lion  "]  goods. 

4.  The  defendant  is  using  on  goods  intended  for  export  to  the 
[Indian]  markets  a  trade  mark  [or  label,  or  wrapper]  on  which  he 
places  the  device  of  a  [lion],  and  such  user  is  calculated  to  deceive  by 
inducing  purchasers  to  buy  the  defendant's  goods  in  the  belief  that 
they  are  buying  those  of  the  plaintiff. 

5.  [As  in  3  (i.),  par.  4.] 

6.  [As  in  3  (i.),  par.  5.] 

The  plaintiff  claims  [as  in  3  (i.).  For  form  of  injunction,  see 
that  in  Orr-Ewiny  ^"  Co.  v.  Johnston  ^' 
Co.,  Part  IV.,  No.  5,  w/ra.] 


3.  (iii.)     [Heading  as  ahove.~\ 
Statement  of  Claim  [a). 

1 .  The  plaintiff  has  for  years  last  past  and  upwards  offered  for 
sale  and  sold  [a  preparation  for  the  human  hair]  of  his  manufacture 
under  the  title  of  [Eobinson's  Hair  Stimulant],  and  previously  to  the 
defendant  commencing  his  wrongful  acts  hereinafter  stated  no  other 
person  except  the  plaintiff  offered  for  sale  or  sold  under  that  title  any 
similar  preparation. 

2.  The  plaintiff  offers  for  sale  and  sells  and  always  has  offered  for 
sale  and  sold  [his  said  preparation]  in  bottles  of  a  peculiar  and  dis- 
tinctive shape  packed  in  cases  which  are  also  of  a  peculiar  and  dis- 
tinctive shape ;  and  previously  to  the  defendant  commencing  his 
wrongful  acts  hereinafter  stated  no  other  person  except  the  plaintiff 
used  for  the  purposes  of  trade  in  any  [preparation  for  the  human  hair] 
bottles  or  cases  similar  in  shape  to  the  plaintiff's  bottles  and  cases. 

3.  The  plaintiff  has  recently  ascertained  as  the  fact  is  that  the 
defendant  for  the  jiurpose  of  passing  off  his  ^ods  as  and  for  the 
plaintiff's  goods  is  offering  for  sale  and  selling  [a  preparation]  not  of 
the  plaintiff's  manufacture  under  the  title  of  [liobinson's  Hair  Stimu- 
lant], and  in  bottles  similar  in  shape  to  the  plaintiff's  bottles  and 
packed  in  cases  similar  in  shape  to  the  plaintiff's  cases,  whereby 

(«)  This  ia  intended  for  a  case  in  which  no  trade  mark  haa  been  registered. 
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divers  persons  have  been  induced  to  purchase  the  defendant's  [pre- 
j)aration]  as  and  for  the  goods  of  the  plaintiff  [o?-  and  such  acts  are 
calculated  to  induce,  &c.] 

4.  The  defendant  has  made  considerable  profits  by  selling  his  goods 
as  and  for  the  goods  of  the  plaintiff. 

5.  [As  in  3  (i.),  par.  5.] 

The  plaintiff  claims — 

1.  An  injunction  to  restrain  the  defendant,  his  servants  and 

agents,  from  passing  or  attempting  to  pass  off  the  defen- 
dant's goods  as  or  for  the  plaintiff's  goods,  and  in  par- 
ticular from  offering  for  sale  or  selling  any  [preparation 
for  the  human  hair]  not  of  the  plaintiff's  manufacture  by 
means  of  the  use  of  the  title  [Robinson's  Hair  Stimulant], 
and  by  means  of  the  use  of  bottles  similar  in  shape  to  the 
plaintiff's  bottles,  and  by  means  of  the  use  of  cases  similar 
in  shape  to  the  plaintiff's  cases,  or  by  any  of  such  means 
\_or  as  may  be]. 

2.  An  account  of  profits  or  damages. 

3.  Costs. 


4.  Defence. 

\_Heading  as  in  No.  1.] 

Defence  («). 

The  defendant  says  that : — 

1 .  The  trade  mark  is  not  the  plaintiff's. 

2.  The  alleged  trade  mark  is  not  a  trade  mark. 

3.  The  defendant  did  not  infringe. 

(Signed) 

(Delivered) 

(«)  The  above  is  the  form  appended  to  the  Rules  of  Court,  1883,  but  a  fuller  form 
varying  with  the  nature  of  the  defence  will  generally  be  required. 


5.  Eeply. 

[^Heading  as  in  No.  1 .] 

Eeply. 

The  plaintiff  as  to  the  defence  says  that : — 

1. 

2. 

(Signed) 

(Delivered) 
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6.  Summons  to  Stay  Peoceedings  by  Consent,  the  Defendant 
submitting  to  an  injunction. 

\_Heacling  as  in  No.  1.] 

Let   all  parties  concerned  attend  at  the  chambers  of  Mr.  Justice 
at  the  Royal  Courts  of  Justice  on  the 

day  of  ,  18     ,  at  o'clock  in  the  noon,  on  the 

hearing  of  an  application  on  the  part  of  the  above-named  defendant 
that  the  defendant  submitting  to  a  perpetual  injunction  restraining 
\^see  for7ns  of  Injunction  in  Part  IV.  of  this  Appendix,  infra^  and  sub- 
mitting to  pay  the  plaintiff  £  in  respect  of  [damages  and]  his 
taxed  costs  of  this  action,  all  further  proceedings  in  this  action  may 
be  stayed,  or  that  such  further  or  other  order  may  be  made  as  to  the 
judge  shall  seem  just. 

Dated  the  day  of  ,  18     . 

This  summons  was  taken  out  hy  G.  H.  oi  ,  Solicitor  for  the 

above-named  Defendant. 

To  the  above-named  Plaintiff. 


L  L 
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Part  IV. 

PRECEDENTS  OF  INJUNCTIONS,  &c. 


1.  Croft  v.  Day,  7  Beav.  84,  90. 
Label  on  Blacli'nig  Bottles — Trade  Cards — Injunction. 

.Injunction  to  restrain  the  defendant,  Ms  servants,  &c.,  "from  selling, 
or  exposing  for  sale,  or  procuring  to  be  sold,  any  composition  or  blaclc- 
ing  described  as,  or  purporting  to  be,  blacking  manufactured  by  Day 
and  Martin,  in  bottles  having  affixed  thereto  such  labels  as  in  the 
complainant's  bill  mentioned,  or  any  other  labels  so  contrived  or 
expressed  as,  by  colourable  imitation  or  otherwise,  to  represent  the 
composition  or  blacking  sold  by  the  defendant  to  be  the  same  as  the 
composition  or  blacking  manufactured  and  sold  by  John  Weston  (the 
manager),  for  the  benefit  of  the  estate  of  Charles  Day,  the  testator ; 
and  from  using  trade  cards  so  contrived  or  expressed  as  to  represent 
that  any  composition  or  blacking  sold  or  proposed  to  be  sold  by  the 
defendant  is  the  same  as  the  composition  or  blacking  manufactured  or 
sold  by  John  Weston  "  (a). 


2.  Seixo  v.  Provezende,  L.  E.  1  Ch.  192,  194. 
Brand  on  Casks  of  Wine — Injunction. 

Injunction  to  restrain  the  defendants,  &c.,  "  from  affixing  or  causing 
to  be  affixed  to  any  casks  of  wine  shipped  to  their  orders  the  brand  or 
marks  of  a  crown  and  the  word  Sei.ro,  or  any  other  combination  of 
marks  or  words  so  contrived  as,  by  colourable  imitation  or  otherwise, 
to  represent  the  marks  or  brands  of  the  plaintiff,  and  from  employing 
any  marks  or  words  which  shall  be  so  contrived  as  to  represent,  or 
induce  the  belief,  that  such  wines  are  Crown  Seixo,  or  the  produce  of 
the  Quinta  do  Seixo,  or  otherwise  using  the  word  Seixo  without  clearly 
distinguishing  the  same  from  the  wine  produced  by  the  Quinta  do 
Seixo  "  (b). 


3.  Magnolia  Metal  Co.  r.  Atlas  Metal  Co.,  14  P.  E.  389. 
Magnolia  Metal — Injanetio)/ . 

Injunction  restraining  the  defendants,  &c.,  "from  casting,  packing, 
describing,  advertising,  offering  for  sale,  selling,  or  dealing  with  any 

(a)  Lord  Langdale,  M.  E,.  And  see  Thompson  v.  BenVs  Brewery  Co., 

{b)  Wood,  V.-C.  ;  approved  by  Lords  8  P.  R.  479;  Grezier  v.  Autran,  13  P. 

Watson  and  Macnaghten  in  Montgomery  R.  1  ;  Finet  v.  Maison  Finet  (1),  14  P.  R. 

T.  Thompson,  (1891)  A.  C.  217,  221,  224.  933. 


FORMS  AND  PRECEDENTS.  615 

anti-friction  metal  made  up  in  such  a  way  as  not  to  be  readily  and 
clearly  distinguishable  from  the  '  Magnolia  Metal '  manufactured  by 
the  plaintiffs,  and  from  using  the  word  '  Magnolia  '  as  descriptive  of, 
or  in  connection  with,  any  anti-friction  metal  manufactured  by  them 
or  either  of  them,  without  clearly  distinguishing  such  anti-friction 
metal  from  the  anti-friction  metal  of  the  plaintiffs"  {a). 


4.  Stephens  v.  Peel,   16  L.  T.  N.  S.  145. 
LaheJ>i  on  Bottles,  of  Inl; — Injunction, 

Injunction  restraining  the  defendant,  &c.,  "from  selling,  or  exposing, 
or  advertising  for  sale,  or  procuring  to  be  sold,  any  ink  or  writing  fluid 
in  bottles  bearing  thereon  such  labels  as  after  mentioned,  and  from 
using  any  labels,  or  stamps,  or  advertisements  so  contrived  or  expressed 
as  by  colourable  imitation  or  otherwise  to  represent  or  lead  to  the 
belief  that  the  ink  sold  by  the  defendant  is  the  ink  or  writing  fluid 
manufactured  by  the  plaintiffs,  and  sold  by  them  under  the  name  of 
'  Stephens'  Blue  Black  Writing  Fluid '"  (5). 


5.  Orr-Ewixg  &  Co.  V.  Johnston  &  Co.,  7  App.  Cas.  219,  233. 
"  Two  Elephant  "  Yarn — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "from  aSixing  or  causing 
to  be  affixed  to  any  Turkey  red  yarn  not  dyed  by  the  plaintiffs  the 
ticket  marked  '  B.'  and  from  using  two  elephants  on  any  ticket  used  on 
Turkey  red  yarn,  without  clearly  distinguishing  such  ticket  from  the 
plaintiffs'  ticket  mentioned  in  the  pleadings,  being  the  exhibit  marked 
'  A  '  referred  to  in  the  depositions,  or  so  as  to  rej)resent  or  induce  the 
belief  that  any  of  the  said  yarn  was  dyed  by  the  plaintiffs  "  (c). 


6.  Eead  Brothers  v.  Eichardson  &  Co.,  45  L.  T.  N.  S.  54,  60. 

'■'■  Boifa  Head''''  Beer  for  Exportation — Undertahing — Injunction  to 
the  Hearing — Codn. 

"  The  plaintiffs  by  their  counsel  undertaking  to  abide  by  any  order 
this  Court  may  make  as  to  damages  in  case  this  Court  shall  hereafter  be 
of  opinion  that  the  defendants  have  sustained  any  by  reason  of  this 
order  which  the  plaintiffs  ought  to  pay,  this  Court  doth  order  that  the 
defendants,  &c.,  be  restrained  from  using  the  figure  of  a  dog's  head 
upon  any  labels,  tickets,  or  wrappers  affixed  or  applied  to  bottles  of 
beer  or  stout  sold  for  exportation  or  exported  by  the  defendants  to  any 

{a)  Collins,  J.,  approved  by  the  Court  [c)  House  of  Lords,     ^ce  Itcddaivaijy. 

of  Appeal.  Banham,   (1896)   A.    C.    199,   221;    and 

Maqtiolla  Metal  Co.  v.   Atlax  Metal  Co., 
(b)  Wood,  V.-C.  14  p.  R.  389,  404. 

ll2 
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of  the  Australian  Colonies  or  New  Zealand,  and  from  selling  for 
exportation  or  exporting  to  any  of  the  said  colonies  any  bottles  of 
beer  or  stout  having  affixed  or  applied  thereto  any  such  label,  ticket, 
or  wrapper,  until  judgment  in  this  action  or  further  order  ;  and  it 
is  ordered  that  the  plaintiffs'  costs  of  this  motion  be  their  costs  in  the 
action  "  («). 


7.  Broadhurst  v.  Barlow,  L.  J.  N.  of  C,  1872,  p.  183. 
Stamps  on  SJiirtings — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "from  stamping,  impress- 
ing, or  affixing,  or  causing  to  be  stamped,  impressed,  or  affixed  on  or 
to  any  Spanish  shirtings  or  pieces  of  white  calico  manufactured  or  sold 
by  them,  any  mark  consisting  of  words  in  the  Turkish,  Armenian,  and 
Greek  languages,  meaning  'exactly  12  j^ards,'  and  placed  between  a 
figure  or  crest  and  the  words  '  Spanish  Shirtings '  enclosed  in  a  scroll  in 
the  same  manner  as  those  are  respectively  placed  in  the  plaintiff's  trade 
mark,  or  in  any  manner  only  colourably  differing  therefrom  "(6). 


8.  WoTHERSPOox  V.  CuRRiE,  L.  E.  5  H.  L.  508,  523. 

"  Glenfield  Starch  " — Injunction. 

Injunction  restraining  the  respondent,  «&;c.,  "from  using  the  word 
'  Glenfield '  in  or  upon  any  labels  affixed  to  packets  of  starch  manu- 
factured by  or  for  him,  and  from  in  any  other  way  representing  the 
starch  manufactured  by  or  for  him  to  be  '  Glenfield  Starch,'  and  from 
selling  or  causing  the  same  to  be  sold  as  'Glenfield  Starch,'  and  from 
doing  any  act  or  thing  to  induce  the  belief  that  starch  manufactured 
by  or  for  him,  the  respondent,  is  '  Glenfield  Starch,'  or  starch  manu- 
factured by  the  appellant"  (c). 


9.  Ford  v.  Foster,  L.  E.  7  Ch.  611,  634. 

"  Eureka  "  Shirts — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  applying  the  mark 
or  title  '  Eureka '  to  any  shirts  manufactured  by  them,  or  to  any  shirts 
sold  by  them,  unless  manufactured  by  the  plaintiffs,  and  from  selling 
any  shirts  already  marked  with  the  mark  and  title  'Eureka,'  unless  such 
mark  or  title  has  been  applied  with  the  sanction  of  the  plaintiffs  ;  and 
from  issuing  any  boxes  or  packages  on  which  the  mark  or  title  of 
'  Eureka  '  shall  be  applied  to  shirts  not  of  the  plaintiffs'  manufacture  ; 
and  from  affixing  or  using  any  label,  or  card,  or  other  mark  containing 
the  word  '  Eureka  '  to  or  upon  any  shirts  not  of  the  plaintiffs'  manu- 
facture "  {d). 

(a)  Court  of  Appeal.  (c)  House  of  Lords. 

[b)  Wickens,  V.-C.  [d)  James,  L.  J. 
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10.  ApoLLmAEis  Co.  V.  NoRRiSH,  33  L.  T.  N.  S.  242. 

*'  ApoJIinaris  Water  " — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  selling,  &c.,  any 
mineral  or  other  waters,  not  being  the  genuine  Apollinaris  Water, 
under  the  name  of  '  Apollinaris  Water,'  or  '  London  Apollinaris  Water,' 
or  under  any  other  name  of  which  the  word  '  Apollinaris '  so  forms 
part  as  to  be  calculated  to  deceive  the  public"  (o). 


11.  Caruncho  t'.  Stephenson,  25  Sol.  J.  929. 

"Zrt  IntujudacV  Cigars — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "from  selling  or  causing 
or  allowing  to  be  sold,  and  from  in  any  manner  representing,  or  causing 
or  procuring  to  be  represented,  any  cigars  manufactured,  sold,  or  dealt 
in  by  the  defendant  as  '  La  Intimidad '  cigars,  or  as  cigars  manufac- 
tured, imported,  or  sold  by  the  plaintiffs  or  either  of  them ;  and  also 
from  affixing,  or  procuring  or  causing  or  allowing  to  be  affixed,  to  any 
boxes  of  cigars  manufactured,  or  bought,  or  procured,  or  sold,  or 
attempted  to  be  sold  by  the  defendant,  or  otherwise  using,  or  employ- 
ing, or  permitting  to  be  used  or  employed,  any  labels,  wrappers, 
brands,  or  marks  used  by  the  plaintiffs  or  either  of  them,  or  so  con- 
trived or  prepared  as  to  represent  or  lead  to  the  belief  that  the  cigars 
manufactured  or  sold  by  the  defendant  are  cigars  manufactured  or 
sold  by  the  plaintiffs  or  either  of  them,  and  from  using  the  words 
'  La  Intimidad '  on  any  cigars,  or  boxes  or  wrappers  containing  cigars, 
so  as  to  induce  the  belief  that  such  cigars  are  manufactured  or  im- 
ported by  the  plaintiffs  or  either  of  them,  pending  the  trial  of  this 
action"  (5). 

12.  Bewlat  &  Co.,  Ld.  v.  Hughes,  15  P.  E.  290,  293. 
''  Flor  de  DiiidifjnV  Cigars — Injancfioi/. 

Restrain  defendant,  &c.,  "from  using  the  names  'Flor  de  Dindigul'  or 
'  Cigarro  de  Dindigul '  as  the  brand  or  title  of  any  cigars  not  being 
the  plaintiffs'  cigars,  and  from  supplying  cigars,  not  being  the  plain- 
tiffs' cigars,  in  response  to  orders  for  '  Flor  de  Dindigul '  cigars ;  and 
from  using  the  name  '  Dindigul '  in  connection  with  the  sale  of  cigars, 
not  being  the  plaintiffs'  cigars,  without  clearly  distinguishing  such 
cigars  from  the  plaintiffs'  cigars.  This  injunction  is  not  to  prevent 
the  defendant  from  describing  any  cigars  sold  by  him  which  are,  in 
fact,  made  of  'Dindigul'  tobacco,  as  being  so  made"  (c). 

(«)  Bacon,  V.-C.     And  see  also  forms  H.  &  M.  447;  McAndrew  v.  Bassctt,  4 

of  injunctions  in  ApoUinaris  Co.  v.  Ed-  De  G.  J.  &  S.  380  ;  and  Pemborton,  4th 

wards,  Seton,  5th  ed.  537  ;   Milliiir/ton  v.  cd.   490  ;   Miclie   v.   Emcnj,   Setou,   5th 

Fox,  3  My.  &  Cr.  338;  and  Pemberton,  ed.  534;  Siegert  v.  Findlater,  7  Ch.  D. 

4th  ed.  490;  Edchten  v.   Vich\  11   Hare,  801,  814:    McLean  v.  Fleming,  96  U.  S. 

78  ;   CoUins  Co.  v.  Walkn;  7  W.  R.  '222  ;  245  ;   13  U.  S.  Pat.  Gaz.  913,  914. 

and   Seton,   5th   ed.    535  ;    Harrison   v.  /,x  p          j 

Taylor,  11  Jur.  N.  S.  408  ;  and  Pember-  ^°'  ^'^^^'  '^• 

ton,  4th  ed.  490 ;  Braham  v.  Bustard,  1  (c)  North,  J. 
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13.  Edelsten  v.  Edelsten,  1  De  G.  J.  &  S.  185,  189. 

"  Anchor  Brand  Wire  " — Prayer  of  Bill — Injunction — Account — 

Delivery  np. 

Prayer  of  Bill :  "  That  an  account  may  he  taken  of  the  gains  and 
profits  made  and  obtained  by  the  defendants  by  the  sale  of  wire  having 
tallies  or  labels  attached  thereto  with  the  plaintiff's  trade  mark,  or  a 
trade  mark  in  imitation  of,  or  only  colourably  differing  from  that  of 
the  plaintiff,  stamped  or  impressed  thereon  ;  and  that  the  defendants 
may  be  ordered  to  pay  to  the  plaintiff  the  amount  of  such  gains  and 
profits.  That  the  defendants  may  be  restrained  by  injunction  from 
attaching  to  wire,  not  the  manufacture  of  the  plaintiff,  any  tally  or 
label  with  the  plaintiff's  trade  mark,  or  an}'  mark  in  imitation  thereof, 
or  only  colourably  differing  therefrom,  stamped  or  impressed  thereon, 
and  from  otherwise  using  the  plaintiff's  trade  mark,  or  any  mark  in 
imitation  thereof,  so  as  to  denote  or  represent  that  the  said  wire  is  the 
'  Anchor  Brand  Wire,'  or  is  the  manufacture  of  the  plaintiff  ;  and  from 
selling,  or  offering  for  sale,  or  jirocuring  to  be  sold,  any  wire  not  being 
of  the  plaintiff's  manufacture,  having  a  tally  or  label  attached  thereto 
with  the  plaintiff's  trade  mark,  or  a  mark  in  imitation  thereof,  or  only 
colourably  dift'ering  therefrom,  stamped  or  impressed  thereon,  or 
otherwise  in  any  manner  having  the  said  trade  mark,  or  a  mark  in 
imitation  thereof,  or  only  colourably  differing  therefrom,  attached 
thereto.  That  the  defendants  may  deliver  up  to  be  cancelled  all  tallies, 
labels,  and  papers  in  their  possession,  or  in  the  possession  of  their 
servants  or  agents,  having  the  said  trade  mark  so  in  colourable 
imitation  of  the  plaintiff's  as  hereinbefore  mentioned ;  and  also  all 
tallies,  labels,  and  papers  in  their  possession,  or  in  the  possession  of 
their  servants  or  agents,  having  the  plaintiff's  trade  mark,  or  any 
mark  in  imitation  thereof,  or  only  colourably  differing  therefrom, 
stamped  or  impressed  thereon,  and  also  all  dies  for  stamping  or  im- 
pressing the  same  ;  and  that  the  defendants  may  pay  all  the  costs  of 
the  suit "  (a). 

14.  Guinness  v.  Ullmek,  10  L.  T.  0.  S.  127. 
Engraviny  Blocks  for  Printing  Forged  Labels — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  cutting,  engraving, 
casting,  or  making,  and  from  causing  to  be  cut,  engraved,  cast,  or 
made,  and  also  from  using  or  permitting  to  be  used,  and  from  selling 
or  otherwise  disposing  of  or  parting  with  any  blocks  or  plates  adapted 
for  printing  labels  or  sheets  of  labels  in  imitation  of  the  label  fur- 
nished by  Sparkes  Moline  to  and  used  by  the  agents  appointed  by  him 

(«)  "Wood,  V.-C,  made  a  decree  in  the  v.  Joms,  Seton,  5th  ed.  536.   As  to  order 

terms  of   the  prayer  of   the  bill.      See  restraining  the  bringing  into  the  market 

iDeG.J.  &S.  196;  Lord  Westbury,  C,  of   imported    goods    with   forged   trade 

aiBrmed  the  decree.     As  to  the  account,  marks,  see  Upmann  v.  Elkan,  L.  R.  12 

see  also  Foster  y.  Meffeiatid,  Femherton,  Eq.   140;   7  Ch.   130;  Rirero  v.  Norris, 

4th  ed.  492  ;  and  the  full  decree  in  Ford  Seton,  5th  ed.  536  ;  Lil  Valle  v.  Mayer, 

V.  Foster,   Seton,  5th   ed.   536.      As  to  ib.;  Moet\. Pickering, QCh-H. 110,111; 

order  restraining  exportation  of  goods  8  ib.  372. 
with  forged  trade  marks,  see  Henderson 
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for  sale  of  the  plaintiffs'  stout,  as  in  the  plaintiffs'  bill  mentioned,  or 
any  of  them,  or  differing  only  colourably  therefrom.  And  also  from 
selling  or  otherwise  disposing  of,  and  from  delivering  over  or  parting 
with  any  of  such  blocks  or  plates  as  are  now  in  their  possession, 
custod}^  or  power,  to  any  person  other  than  the  plaintiff's  or  such 
person  as  they  shall  appoint  to  receive  the  same  "  (a). 


15.  Faeixa  v.  Silverlock,  1  K.  &  J.  509. 
Printing  Forged  Lahel'i — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  printing  or  selling, 
or  exposing  for  sale,  or  procuring  to  be  printed  or  sold,  any  labels 
similar  to  those  in  use  by  the  plaintiff,  as  in  the  bill  in  this  cause 
mentioned,  or  containing  copies  of  the  signature,  or  address,  or  floiu-ish, 
seal,  or  stamp,  or  other  marks  invented  and  used  by  the  plaintiff'  as 
therein  mentioned,  or  any  signature,  address,  flourish,  seal,  stamp,  or 
other  mark  merely  colourably  differing  therefrom,  or  any  other  papers 
or  labels  so  printed  or  contrived  as,  by  colourable  imitation  or  other- 
wise, to  represent  or  lead  to  the  belief  that  Eau  cle  Cologne  prepared 
by  other  parties  was  Eau  de  Cologne  prepared  by  the  plaintiff  "  (i). 


16.  Lever  v.  Goodwix,  4  P.  E.  503. 

Order — Action  dismissed  as  to  Trade  Jifarli — Injunction  as  to  get-up 
of  Goods — A  ceo  unt — Cos  ts. 

Order  ' '  that  this  action  so  far  as  the  same  claims  protection  in  resjject 
of  the  trade  mark  No.  ,  stand  dismissed  out  of  court.     Order  that 

the  defendants,  Groodwin  Bros.,  their  agents  and  servants,  be  restrained 
from  selling,  offering  for  sale,  or  disposing  of  any  soap  not  being  manu- 
factured for  or  by  the  plaintiffs  in  the  wrapper  or  of  the  form  of  any 
one  of  the  three  exhibits  admitted  in  this  action  to  have  been  issued 
by  the  defendants,  and  marked  A,  B,  and  C,  or  in  any  wrapper  or  in 
any  form  calculated  or  intended  to  pass  off,  or  to  enable  others  to 
pass  off,  such  soap  as  or  for  the  goods  of  the  plaintiffs.  Order  that  the 
following  account  be  taken :  that  is  to  say,  an  account  of  the  profits 
made  by  the  defendants  in  selling  or  disposing  of  soap  made  by  or  for 
the  defendants  in  an}'  wrapper  such  as  that  contained  in  the  exhibits 
marked  A.  B,  and  C,  and  in  the  form  of  those  exhibits.  Order  that 
tlie  defendants  Goodwin  Bros,  do,  within  fourteen  days  after  the  date 
of  the  chief  clerk's  certificate  to  be  made  pursuant  to  this  order,  pay 
to  the  plciintitfs  Lever  &  Co.  the  amount  which  upon  taking  such 
account  shall  be  certified  to  be  payable  by  the  defendants  to  the 
plaintiffs.  Order  that  it  be  referred  to  the  taxing  master  to  tax  the 
costs  of  the  plaintiffs  of  this  action  up  to  and  including  the  trial, 
except  so  far  as  the  same  have  been  incurred  by  their  claim  for  pro- 
tection in  respect  of  the  trade  mark  aforesaid.    Order  that  it  bo  referred 

{«)  Rhadwell.  V.-C.  of  En-.  (//)  Wood,  V.-C. 
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to  the  taxing  master  to  tax  the  costs  of  the  defendants  of  this  action  so 
far  as  the  same  liave  been  incurred  by  the  plaintiffs  setting  up  the  said 
claim  for  protection  in  respect  of  the  said  trade  mark,  and  the  costs  of 
the  ])laintiffs  when  so  taxed  are  to  be  set  off  against  the  said  costs  of 
the  defendants  when  taxed,  and  the  taxing  master  is  to  certify  to  whom, 
after  such  set  off,  the  balance  is  due.  Order  that  the  party  from  whom 
such  balance  shall  be  certified  to  be  due  do  pay  the  amount  thereof  to 
the  other  party.  And  the  question  of  the  costs  of  this  action  incurred 
subsequent  to  the  trial  are  reserved,  and  either  of  the  parties  are  to  be 
at  liberty  to  apply  as  they  may  be  advised  "  (a). 


17.  Clement  v.  Maddick,  1  Giff.  98,  101. 

Name  of  Neivspaper — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  printing,  publish- 
ing, or  continuing  to  print  or  publish,  any  newspaper  or  other  periodical 
paper  with  or  under  the  name  or  style  of  '  The  Penny  Bell's  Life  and 
Sporting  News,'  or  with  or  under  any  name  or  style  of  which  the  name, 
style,  or  words  of  '  Bell's  Life  '  shall  form  a  part,  or  in  any  way  occur 
[therein]  ;  and  from  using  the  said  name,  style,  or  title  of  '  Bell's 
Life  '  by  way  of  name,  style,  or  title  to  any  newspaper  or  periodical 
without  the  licence  or  consent  of  the  plaintiff  "  (b). 


18.  Ingram  v.  Stifp,  5  Jur.  N.  S.  947. 
Name  of  Newspaper — Injuring  Plaintiff\s  Paper — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "from  printing,  publish- 
ing, or  selling  any  newspaper  or  other  periodical  under  the  name  of 
'The  Daily  London  Journal,'  or  under  any  other  name  or  style  of 
which  the  words  '  London  Journal '  form  part,  and  from  doing  or 
committing  any  act  or  default  which  may  tend  to  lessen  or  diminish 
the  sale  or  circulation  of  the  plaintiff's  periodical,  called  '  The  London 
Journal '  "  (c). 


19.  Walter  v.  Head,  25  Sol.  J.  757. 

Name  of  Neivspaper — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "from  printing  or  pub- 
lishing any  newspaper  or  other  publication  in  the  form  of  a  newspaper 
with  or  under  the  name  or  title  of  '  The  Times,'  and  from  doing  any 
other  act  in  invasion  or  infringement  of  the  plaintiff's  right  or  interest 
in  the  name  or  title  of  '  The  Times  '  "  (f/). 

(ft)  Chitty,  J.,  affirmed  by  C.  A.  v.  Fetter,  41  L.  J.  Ch.  782. 

{b)  Stuart,  V.-C.     And  see  Edmonds  i  \  -w     i    v    P 

V.  Bcnbou\  Seton,  5th  ed.  539;   Corns  v.  ^"l    ^ ^^^>  ^•■^• 

Griffiths,  Pemberton,  4tli  ed.  489  ;  Mack  [d)  Court  of  Appeal. 
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20.  Peowett  v.  Mortimer,  2  Jur.  N.  S.  414. 
JYame  of  Newspaper — SoUcithtrj  Customers — Lvjnnction. 

Injunction  restraining  the  defendant,  &c.,  "from  printing,  or  pub- 
lishing, or  exposing  for  sale,  or  procuring  to  be  printed  or  sold,  the 
newspaper  publication  called  '  The  True  Britannia,'  or  any  other 
newsjiaper  or  publication,  as  a  continuation  of  the  plaintiff's  news- 
paper 'The  Britannia,'  in  the  bill  mentioned,  and  from  soliciting 
custom  in  the  name  of  the  plaintiff's  trade  and  business  as  for  '  The 
Britannia '  newspaper"  {a). 


21.  Hogg  v.  Kirby,  8  Ves.  215,  226. 

Publication  of  a  Magazine  as  a  Continuation  of  Plaintiff^ s  Magazine 

— Injunctio)i. 

Injunction  restraining  the  defendant,  &c.,  "  from  publishing  or 
exposing  for  sale  any  copy  or  copies  of  the  defendant's  said  work, 
and  from  printing,  publishing,  or  exposing  for  sale,  any  other  work  or 
publication  as  or  being  a  continuation  of  the  plaintiff's  work,  or  of  the 
defendant's  work  which  has  been  so  published  as  such  continuation  as 
aforesaid ;  and  from  printing  all  or  any  part  or  parts  of  the  plaintiff's 
said  work";  and  Ordered  "  that  the  injunction  shall  be  continued  as 
to  any  letters,  &c.,  admitted  by  the  Answer  to  have  been  received  from 
correspondents  by  the  defendant,  while  publishing  for  the  plaintiff"  {b). 


22.  AiNswoRTn  v.  Bentley,  14  W.  E.  630. 
Publication  of  Magazine  in  Breach  of  Contract — Order — Injunction. 

Ordered,  "  That  the  defendant,  &c.,  be  restrained  from  carrying  on, 
&c.,  the  said  '  Temple  Bar  Magazine,'  but  the  order  to  be  without  pre- 
judice to  the  publication  of  the  said  magazine  until  the  hearing  of  the 
cause,  so  as  the  name  of  Bentley  do  not  appear  either  in  the  title-page, 
or  in  any  other  part  of  the  said  publication,  or  in  any  advertisement 
of  the  said  publication,  and  this  order  to  be  without  prejudice  to  the 
right  (if  any)  of  the  plaintiff  to  damages  or  profits  in  respect  of  any 
publication  of  the  work  "  (e). 


23.  Prince  Albert  v.  Strange,  2  De  Gr.  &  Sm.  652,  717. 

Etchings  Improperhj  Obtained  and  Published — Catalogues  In\properlii 
Published — Decree — Deliver ij  vp — Lijunetion. 

Decree,  by  which — "Declared  that  the  plaintiff  is  entitled  to  have 
delivered  to  him  the  impressions  (by  the  Answer  of  defendant  J. 
admitted  to  be  in  his  possession)  of  such  of  the  several  etchings  in  tlio 
pleadings  mentioned  as  in  the  catalogue  and  in  the  pleadings  are 

[a)  Stuart,  V.-C.  {!>)  Lord  Eldon,  C.  (r)  Wood,  V.-C. 
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stated  to  have  been  etched  by  the  plaintiff ;  that  is  to  say  (description 
by  reference  to  Nos.  in  the  catalog^ue) ;  Ordered,  that  J.  shall,  within 
four  days  after  the  service  of  the  decree,  deliver  up  the  impressions 
above  specified  on  oath,  and  leave  them  with  the  Clerk  of  Records 
and  Writs  at  the  Record  Office.  Ordered,  that  the  defendant  S.  shall, 
within  four  days  after  the  service  of  the  decree,  deliver  to  the  Clerk  of 
Records  and  Writs,  at  the  said  Office,  the  twenty-five  copies  of  the 
catalogue,  being  the  same  as  are  mentioned  in  the  decree  in  the  other 
suit  of  even  date.  Similar  directions  as  to  six  copies  of  the  catalogue 
admitted  by  J.  to  be  in  his  possession.  Ordered,  that  the  Clerk  of 
Records  and  Writs  shall  destroy  those  copies  of  the  catalogue,  giving 
notice  to  the  solicitors  of  the  several  parties  of  the  time  and  place 
at  which  he  intends  to  do  so.  Injunction  restraining  the  defendants, 
&c.,  from  making  or  permitting  to  be  made  any  engraving  or  copy 
of  such  etchings,  or  any  of  them,  and  from  publishing  the  same ;  and 
from  parting  with  or  disposing  of  them  or  any  of  them,  except  in 
obedience  to  the  decree  ;  and  from  selling  or  in  any  manner  publishing 
the  catalogue,  or  any  work  being  or  purporting  to  be  a  catalogue  of 
the  etchings  made  by  the  plaintiff.  Provision  made  for  costs.  Liberty 
to  apply  reserved"  (a). 


24.  CHAPrELL  V.  Sheaed,  2  K.  &  J.  117,  122. 

I^ame  and  Title-page  of  Song — Injunction. 

Injunction  restraining  the  defendants,  «S:c.,  "from  imnting,  pub- 
lishing, selling,  exposing  for  sale,  or  otherwise  disposing  of  the  song 
'  Minnie  Dale,'  or  any  copy  or  copies  thereof,  or  any  other  publication 
containing  a  colourable  imitation  of  the  name,  title,  or  title-page  of 
the  plaintiff's  said  song  "  (b). 


25.  MoRisoN  V.  Moat,  9  Hare,  241,  267. 

Nome  of  Patent  Medicine — Secret  Becipe — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "from  selling,  or  causing 
or  procuring  to  be  sold,  under  the  title  or  designation  of  '  Morison's 
Universal  Medicine,'  or  '  Morison's  Vegetable  Universal  Medicine,' 
any  medicine  made  or  manufactured  by  the  defendant,  or  by  or  under 
his  order  or  direction";  and  restraining  the  defendant,  &c.,  "from 
making  or  compounding  any  medicines  according  to  the  secret  in,  &c., 
and  from  in  any  manner  using  the  secret  of  compounding  the  said 
medicines  or  any  part  thereof  "  (c). 

{a)  Knight -Bruce,  V.-C.  order  for  delivery  up  of  plates  used  in 

[h)  Wood,  V.-C.     And  see  Emperor  of      such  printing. 

■^'f'21  ^-  ^^"K  ^^.- '?-  ^^Tl\^n%'  {")  Turner,  V.-C.     And  see  Ansell  v. 

628    631 ;    Court  of  Appeal   3  De  G.  F        ^J^/^^,     ^^^^      ^^^  ^^    ^^^      ^^^^^^^  ^_ 

&  J.  217,   219),   for  injunction  against       ^,,,,„„,,;,,^  2  V.  L.  R.  Eq.  121. 
printing  spurious  Hungarian  notes,  and 
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26.  EsTcouRT  V.  EsTcouRT  Hop  Essence  Co.,  31  L.  T.  N.  S.  567. 

Ho])  Essence — Secret  Recipe— Trade  Name—Represeutation  of  Suc- 
cession in  Business— Ilamifactiiring  Contrary  to  Agreement — 
Injiinctio)i. 

Injunction  restraining  the  defendants  C.  Estcourt  and  the  Estcourt 
Hop  Essence  Co.,  ifcc,  "  from  manufacturing',  or  selling,  or  advertising 
for  sale,  an  article  called  '  Hop  Essence,'  or  any  other  substance 
identical  with  or  only  colourably  differing  from  the  '  Hop  Supplement ' 
manufactured  and  sold  hy  the  plaintiffs,  and  from  using  or  disclosing 
to  any  persons  the  secret  of  compounding  the  said  '  Hop  Supplement '  ; 
and  also  restraining  the  defendant  company  from  trading  under  the 
name  of  '  The  Estcourt  Hop  Essence  Co.,  Limited,'  and  from  using  any 
designation,  either  of  the  vendors  or  of  the  substance  offered  for  sale, 
calculated  to  lead  purchasers  into  the  belief  that  such  substance  is  the 
'  Hop  Supplement '  manufactured  by  the  plaintiffs,  or  equivalent  or 
substantially  equivalent  thei*eto,  or  that  they,  suclx  defendants,  or  any 
of  them,  are  the  successors  in  business  of  the  j^laintiff's  firm,  or  the 
original  firm  who  manufactured  and  sold  the  said  article  ;  and  also 
restraining  the  defendant  C.  Estcourt  from  carrying  on  or  being- 
connected  with  the  business  of  manufacturing  or  selling  any  substance 
intended  to  be  used  as  a  substitute  for  hops  in  brewing  "  («). 


27.  Franks  v.  Weaver,  8  L.  T.  0.  S.  510. 

FrauiJitlenth/  using  Anof/ier^s  Testimonials — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  making,  vending, 
or  ottering  for  sale,  or  in  any  manner  disposing  of  any  preparation, 
mixture,  compound,  or  nostrum,  having  around,  or  upon,  or  in 
connection  with  the  same,  or  the  bottles  or  other  vessels  containing 
the  same,  any  cover,  wrapper,  envelope,  label,  bill,  circular,  notice, 
advertisement,  or  other  formula,  in  the  terms  or  to  the  purport  or  effect 
of  the  cover,  wrapper,  envelope,  label,  bill,  circular,  notice,  advertise- 
ment, or  other  formula,  in  the  plaintiff's  bill  stated  to  have  been 
used  by  the  said  defendant,  or  any  other  cover,  &c.,  containing  any 
testimonial  in  favour  of  the  plaintiff's  medicine  or  medical  preparation 
in  the  said  bill  described  as  '  Eranks'  Specific  Solution  of  Copaiba,' 
or  in  which  any  statement  or  representation  is  made  or  contained 
indicating,  or  implying,  or  tending  to  induce  the  public  or  purchasers 
to  suppose  that  such  prei)aration,  mixture,  compound,  or  nostrum  is 
the  same  as  '  Franks'  Specific  Solution  of  Copaiba,'  or  referred  to  in 
connection  with  any  preparation,  mixture,  compound,  or  nostrum, 
made,  vended,  or  disposed  of  by  the  said  defendant,  or  in  wliich  any 
use  is  made  of  the  character  and  reputation  of  the  plaintiff,  or  his 
said  specific  solution  of  copaiba,  and  from  publishing  or  circulating, 
or  causing  to  be  published  or  circulated,  or  in  any  manner  using  such 
cover,  &c.,  as  aforesaid  "  (i). 

{a)  Malin..s,  V.-G.  The  injunction  was  afterwards  rescinded,  but  on  grounds  inde- 
pendent of  the  form  of  it :  L.  K.  10  Ch.  276.  (A)  Lord  Langdale,  M.  R. 
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28.  Knott  v.  Morgan,  2  Keen,  213,  219. 
Inutati)ig  a  liiral  Li)ie  of  Oninihuscs — Injunction. 

Injunftion  restraining  tlie  defendant,  &c.,  "from  running,  or  in 
any  manner  using,  or  causing  to  be  used,  for  the  conveyance  of 
passengers,  liis  omnibus  in  the  bill  mentioned,  or  any  other  omnibus, 
having  painted,  stamped,  printed,  or  written  thereon  the  Avords  or 
names  'London  Conveyance'  or  'Original  Conveyance  Company,' 
or  any  other  names,  words,  or  devices  painted,  stamped,  printed,  or 
written  thereon,  in  such  manner  as  to  form  or  to  bo  a  colourable 
imitation  of  the  names,  words,  and  devices  painted,  stamped,  printed, 
or  written  on  the  omnibuses  of  the  plaintiff "  {a). 


29.  Glenny  v.  Smith,  2  Dr.  &  Sm.  476. 

Trade  Name — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  continuing  to  use, 
or  from  exhibiting  or  using  the  words  '  Thresher  and  Glenny,'  or  the 
name  of  the  plaintiffs'  said  firm  in  any  form  in  or  about  his  said  shop 
in  such  a  way  as  to  deceive  the  public,  or  to  lead  to  the  belief  that  his 
shop  is  a  shop  of  the  plaintiffs,  or  that  the  business  carried  on  there 
is  carried  on  by  the  plaintiffs,  or  is  in  any  way  connected  with  the 
business  of  the  plaintiffs  "  (^). 


30.    "WOLMERSHAUSEN  V.  G.  S.  WoLMEESHAUSEN  &  Co.,  Ld., 

W.  N.  1892,  p.  87. 
Trade  Name — -Misleading  Advertisement — Injunction. 

Injunction  restraining  the  defendant  company  "from  carrying  on 
their  business  of  '  G.  S.  Wolmershausen  &  Co.,  Limited.,'  without 
clearly  distinguishing  such  business  from  the  business  of  the  plaintiff, 
and  from  publishing  advertisements  or  issuing  circulars  in  their  name 
of  '  G.  S.  Wolmershausen  &  Co.,  Limited,'  without  clearly  distinguish- 
ing therein  their  business  from  the  business  of  the  plaintiff,  and  from 
otherwise  representing  in  any  waj^  that  their  business  is  the  business 
or  a  branch  business  of  the  plaintiff  "  (c). 


31.  Brixsmead  v.  Brixsmead,  13  T.  L.  E.  3. 

Trade  Name — Use  of  Defendanfs  oicn  Name. 

Injunction  restraining  the  defendant  company  "from  using  the 
name  of  'Thomas  Edward  Brinsmead  &  Sons,  Limited,'  or  the  name  of 
'Brinsmead,'  without  adding  thereto  an  express  statement  that  the 
defendant  company  are  distinct  from  and  have  no  connection  with  the 
old  firm  of  '  John  Brinsmead  &  Sons  "  (r/). 

[a)  Lord  Langdale,  M.  R.  The  M.  R.  Tottage,  L.  R.  8  Ch.  92  ;  James  v.  James, 
altered  the  form  so  as  not  to  restrain  all  Seton,  5th  ed.  539  ;  Montague  v.  Moore, 
use  of  the  words  "  London  Conveyance  ib.  238  ;  Cave  v.  Myers,  ib.  238  ;  Fulhvood 
Company."  v.  Fidlwood,  38  L.  T.  N.  S.  381, 

[b)  Kmdersley,  V.-C.  AmSl  see  Hudson  {c)  Chitty,  J. 

V.  Osborne,  39  L.  J.  Ch.  79  ;  Eookham  v.  [d)  Court  of  Appeal. 
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32.  PiNET  V.  Maison  Pinet  (1),  14  p.  E.  933. 

Trade  Ncone — Boots  and  S/ioes — Injunction  on  the  assumption  that 
Name  was  Defendants  also. 

Injunction  "To  restrain  the  defendants  from  carrying  on  their 
business  as  manufacturers  of  boots  or  shoes  under  any  name  or  des- 
cription of  which  the  name  of  '  Pinet '  forms  part,  without  clearly 
distinguishing  the  boots  or  shoes  made  or  sold  by  the  defendants  from 
those  made  or  sold  by  the  plaintiffs  "  {a). 


33.  Pinet  v.  Maison  Pinet  (2),  (1898)  1  Ch.  179 ;  15  P.  E.  65. 

Trade  Name — Boots  and  Shoes — Injunction  tvhere  Name  fraudulently 
adopted  hy  the  Defendant. 

Injunction  restraining  the  defendants  "from  using  the  name  '  Pinet ' 
or  any  title  or  description  including  that  name  in  connection  with  the 
manufacture  or  sale  of  boots  or  shoes,  and  from  doing  any  other  act 
or  thing  conferring,  or  purporting  to  confer,  either  directly  or  in- 
directly, upon  any  other  person  or  persons  any  right  to  use  the  said 
name  or  other  such  title  or  description  as  aforesaid  in  such  connection 
as  aforesaid,  and  from  selling  or  offering  for  sale  any  boots  or  shoes 
not  of  the  plaintiffs'  manufactiu'e  under  the  name  of  '  Pinet's  Special 
Boots  and  Shoes,'  or  '  Pinet's  Boots  and  Shoes  '  "  {h). 


34.  M.  Melachkino  &  Co.  v.  E.  Melachkino  &  Co.,  May  29th,  1888. 
Name  of  Firm — "  Original " — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "from  carrying  on 
business  as  dealers  in  cigarettes  under  the  name  of  '  E.  Melachrino  & 
Co.,'  or  under  any  other  name  containing  the  name  '  Melachrino '  so 
arranged  or  contrived  as  to  represent  or  lead  to  the  belief  that  the 
business  so  carried  on  is  the  business  carried  on  by  the  plaintiffs,  or  is 
in  any  way  connected  with  the  business  of  the  plaintiffs,  and  from 
using  the  name  '  Melachrino  '  in  any  other  manner  calculated  to  repre- 
sent or  lead  to  such  belief  ;  and  from  selling  or  offering  or  exposing 
for  sale,  or  procuring  to  be  sold,  any  cigarettes  not  of  the  manufacture 
or  merchandise  of  the  plaintiff's,  with  statements  that  such  cigarettes 
are  '  Original  Melachrino  Cigarettes,'  and  from  in  any  other  manner 
selling  or  passing  off  their  cigarettes  as  or  for  '  Original  ]\Ielachrino 
Cigarettes,'  or  cigarettes  of  the  manufacture  or  merchandise  of  the 
plaintiffs  "(c). 

(rt)  Court  of  Appeal.  [b]  North,  J.  (r)  Chitty,  J. 
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35.  Army  and  Navy  Co-operative  Society,  Ld.  v.  Army  and  Navy 
AND  Civil  Service  Co-operative  Society  of  India,  Ld.,  91  L.  T. 
(Journal)  228. 

Name  of  Comparn/ — ?Zsrr  on  Goods — Injunction. 

Injunction  restraining  the  defendants  "from  using  on  or  in  con- 
nection with  any  goods  sold,  exported,  or  supplied  by  th(nn,  the  stamp 
or  name  of  '  Army  and  Navy  Co-operative  Society,  Limited,' either 
with  or  without  the  words  '  of  India,'  or  any  other  stamp  or  name  so 
closely  resembling  the  name  of  the  plaintiff  as  would  be  calculated 
to  lead  the  public  in  India  and  elsewhere  to  suppose  that  the  goods 
sold,  exported,  or  supplied  by  the  defendants  were  goods  sold,  exported, 
or  supplied  by  the  plaintiffs  "  (a). 


36.  Hendriks  v.  Montagu,  17  Ch.  D.  638. 

Nante  of  Company — Be(jiHtmfio)t — U^ev — Adirrfiscmcnf,  (^r. — 

Injunction. 

Injunction  restraining  the  defendants  "from  applying  to  the 
Registrar  of  Joint  Stock  Companies  in  England  for  registration  under 
the  Companies  Acts  of  any  company  to  be  incorporated  under  the 
name  of  '  The  Universe  Life  Assurance  Association,'  or  any  other 
name  likely  to  mislead  or  deceive  the  public  into  the  belief  that  the 
companj^  being  incorporated  as  aforesaid,  is  the  same  as  '  The 
Universal  Life  Assurance  Society  '  ;  from  issuing  or  publishing  ad- 
vertisements, circulars,  or  prospectuses  representing  that  a  company 
is  to  be  incorporated  pursuant  to  the  Companies  Act,  1862,  under  the 
name  of  '  The  Universe  Life  Assurance  Association,  Limited,'  or  any 
such  other  name  as  aforesaid  ;  and  from  carrying  on  or  commencing 
any  business  under  the  name  of  '  The  Universe  Life  Assurance  Associa- 
tion, Limited,'  or  any  such  other  name  as  aforesaid  "  (a). 


37.  Lee  v.  Haley,  L.  E.  5  Ch.  155. 

Name  of  Company — Injunction  againd  U.scr  in  certain  Locatity. 

Injunction  restraining  the  defendant,  &c.,  "  from  continuing  to  use 
and  from  exhibiting  or  using  the  words  '  The  Pail  Mall  Guinea  Coal 
Company,'  in  Pall  Mall,  or  any  other  name  or  style  so  framed  as  to  be 
a  colourable  imitation  of  the  name  or  style  in  which  the  plaintiffs' 
branch  business  mentioned  in  the  bill  is  carried  on,  or  so  as  to  deceive 
the  public,  or  to  lead  to  the  belief  that  the  business  carried  on  by  the 
defendant  is  the  same  as  the  business  carried  on  by  the  plaintiffs 
under  the  name  or  style  of  '  The  Guinea  Coal  Company,'  or  is  in  any 
way  connected  therewith"  {b). 

{a)  Court  of  Appeal.  (b)  Malins,  V.-C. 
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38.  Wheeler  v.  Johnston,  3  L.  E.  Ir.  284. 
Name  of  Mineral  Springs — Injunction. 
Injunction  restraining  the  defendant,  &c.,  "  from  using  the  words 
'  Oromac  (Springs '  in  connection  with  his  trade  or  business  as  a  manu- 
facturer or  seller  of  mineral  waters,  so  as  to  represent  that  his  said 
waters  are  so  manufactured  or  sold  by  the  plaintiffs  at  their  works  in 
the  bill  mentioned,  called  '  The  Cromac  Springs,'  and  from  using  the 
words  '  Cromac  Sj)rings '  as  the  name  of  the  defendant's  place  of  busi- 
ness so  as  to  represent  as  aforesaid"  («). 


39.  Braham  v.  Beaohim,  7  Ch.  D.  848,  857. 
Name  of  CoUicricH — Injunction  until  certain  events. 

Injunction  restraining  the  defendants,  "  unless  and  until  they  shall 
acquire  a  colliery  or  coal  mine  within  the  parish  of  Eadstock,  from 
trading  under  or  using  the  name  or  style  of  '  The  Eadstock  Colliery 
Proprietors,'  or  any  other  name  or  style  signifying  that  the  defendants, 
or  either  of  them,  are  proprietors  of  any  colliery  or  collieries  at  Ead- 
stock "  ;  and  restraining  the  defendants,  "  unless  and  until  they  shall 
become  authorised  to  sell  or  supply  any  coals  raised  or  gotten  from  any 
colliery  or  coal  mine  within  the  parish  of  Eadstock,  from  using  any 
style  or  name  signifying  or  implying  that  the  defendants  are  selling  or 
supplying,  or  are  authorised  to  sell  or  supply,  any  coal  raised  or  gotten 
from  any  colliery  or  coal  mine  within  the  parish  of  Eadstock  "  (5). 


40.  Scott  v.  Scott,  16  L.  T.  N.  S.  143. 
False  Representation  of  Continuation  of  Business — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  allowing  or  per- 
mitting the  brass  plate  affixed  by  the  defendants  to  the  door  of  the 
premises  in  Eegent  Street  to  remain  affixed,  with  any  inscription  thereon 
representing  or  holding  out  to  the  customers  of  the  late  partnership 
of  '  E.  &  W.  Scott,'  or  to  any  other  persons  whatsoever,  that  they  are 
carrying  on  business  in  continuation  of,  or  in  succession  to,  the  business 
carried  on  by  the  late  firm  of  '  E.  &  W.  Scott '  "  (c). 


41.  Burrows  v.  Foster,  1  N.  E.  156. 

False  Representation  of  Continuation  of  Business — Solicitiuf/ former 
Customers — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "from  issuing  or  sending, 
and  from  causing  or  procuring  to  be  issued  or  sent,  to  any  person  or 
persons  any  further  copies  or  copy  of  the  circular  or  letter  bearing  date 

{o)  ChattertoQ,  V.-C.  of  I.  Duncan,   Seton,   5th   cd.   oSO  ;    !Fi/f.   v. 

(b)  Fry,  J.  Corcoran,  ib.  690  ;   Graveley  v.  li'incheslcr, 

\c)  Wood,  V.-C.    And  see  Eoffman  v.       ib.  591 ;  England  v.  Curling,  8  Beiiv.  129. 
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the  ,  in  tlie  plaintiffs'  bill  mentioned,  or  any  other 

circular  or  letter  signifying  or  importing  that  the  business  carried  on 
by  him  the  said  defendant  is,  and.  from  in  any  manner  representing 
such  business  to  be  a  continuation  of  the  business  formerly  carried  on 
by  the  firms  of  Foster,  Lacy  &  Co.,  and  Bashall,  Lacy  &  Co.,  in  the 
plaintiffs'  bill  mentioned,  or  by  either  of  such  firms,  and  from  in  any 
manner  soliciting  or  inviting  any  person  or  persons  who,  at  the  date  of 
the  indenture  of  the  ,  in  the  plaintiffs'  bill  mentioned, 

was  or  were  a  customer  or  correspondent,  customers  or  corresi:)ondents, 
of  the  firms  of  Foster,  Lacy  &  Co.,  and  Bashall,  Lacy  &  Co.,  or  of 
either  of  such  firms,  and  from  causing  or  procuring  any  such  person 
or  persons  to  be  solicited  or  invited  to  become  or  be  a  customer  or 
correspondent  or  customers  or  correspondents  of,  or  to  employ  him  the 
said  defendant  in  the  business  carried  on  by  him,  or  to  cease  from  em- 
ploying or  not  to  employ  the  said  plaintiffs  in  the  business  formerly 
carried  on  by  the  said  firms  of  Foster,  Lacy  &  Co.,  and  Bashall,  Lacy 
&  Co.,  or  either  of  them  "  (a). 


42.  Massam  v.  Thorley's  Cattle  Food  Co.,  14  Ch.  D.  748,  762. 

False  Representation  of  Continuation  of  Business — Trade  Name — 
Labels — Advertisements — Circulars — Injunction. 

Injunction  restraining  the  defendants,  &c.,  "  from  selling,  shipping, 
or  exj)orting,  or  causing  or  procuring  or  allowing  to  be  sold,  shipped,  or 
exj)orted,  and  fi-om  in  any  manner  rej)resenting,  or  causing  or  pro- 
curing to  be  rejjresented,  any  goods  manufactured  by  the  defendant 
companj'  as  the  manufacture  or  goods  of  the  late  Joseph  Thorley,  or 
of  the  plaintiffs,  his  trustees  and  successors  in  business ;  and  also  from 
in  any  manner  representing,  or  causing  or  procuring  to  be  represented, 
or  doing  anything  which  shall  lead  to  the  belief  that  the  defendant 
company  have  been  or  are  carrj-ing  on  the  business  of  the  late  Joseph 
Thorley  ;  and  also  from  affixing,  or  permitting  or  causing  to  be  affixed 
to  any  goods  or  articles  manufactured,  or  bought,  or  procured,  or  sold, 
or  shipped,  or  exported  by  the  defendant  compan}',  or  otherwise  using 
or  emplo3"ing,  or  permitting  to  be  used  or  emploj'ed,  any  labels, 
wrappers,  or  marks  used  by  the  late  Joseph  Thorley  and  the  plaintiffs, 
his  trustees  and  successors  in  business,  or  so  contrived  and  prejDared 
as  to  represent  or  lead  to  the  belief  that  the  goods  or  articles  manu- 
factured, or  sold,  or  shipped,  or  exported  by  the  defendant  company, 
are  the  goods  or  manufacture  of  the  late  Josej^h  Thorley  or  of  the 
plaintiffs ;  and  also  from  employing,  using,  or  circulating,  or  causing 
to  be  employed,  us^d,  or  circulated,  any  circulars,  pamphlets,  notices, 
or  advertisements  of  the  late  Joseph  Thorley  or  of  the  plaintiffs,  or 
which  shall  in  any  manner  represent  or  lead  to  the  behef  that  the 
defendant  company  have  been  or  are  carrying  on  the  business  of  the 
late  Joseph  Thorley,  or  that  they  are  his  successors  in  business"  (b). 

[a)  Turner,  L.  J.  {b)  James,  L.  J. 
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43.  Laboucheee  v.  Dawson,  L,  E.  13  Eq.  322,  327. 
SoUcifing  former  Customers  after  Sale  of  Business — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  applying  to  any 
person  who  was  a  customer  of  the  firm  of  B.  Dawson  &  Co.  prior  to 
the  ,  privately  by  letter,  personally,  or  by  a  traveller, 

asking  such  customer  to  continue  to  deal  with  the  defendant,  or  not  to 
deal  with  the  plaintiffs,  the  Earkstall  Brewery  Co.,  Limited  "  (a). 


44.  "Wheeler  &  Wilson  Manufacturing  Co.  r.  Shakespear, 
39  L.  J.  Ch.  36,  38,  41. 

Fake  Rejiresentation  of  Agency — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from,  in  manner  afore- 
said, or  in  any  other  manner,  calling,  or  describing,  or  representing, 
his  said  shop  or  place  of  business,  No.  32,  Union  Street,  Birmingham, 
or  any  other  shop,  warehouse,  or  place,  not  belonging  to  the  plaintili's, 
as  '  The  Original  Wheeler  &  Wilson  Sewing  Machine  Depot,'  or 
'Wheeler  &  Wilson  Sewing  Machine  Depot,  established  in  I860,'  or 
as  a  place  of  business  of  the  plaintiffs,  or  of  'Wheeler  «&  Wilson,' 
manufacturers  of  sewing  machines  ;  and  from  in  manner  aforesaid, 
or  in  any  other  manner,  calling,  or  describing,  or  representing,  him- 
self or  his  said  firm  of  T.  Shakespear  &  Co.,  as  the  agent  or  agents 
for  the  American  '  Wheeler  <&  Wilson  '  sewing  machines,  in  the  same 
manner  in  which  he  has  been  since  1860,  or  as  the  agent  of  the 
'  Wheeler  &  Wilson '  sewing  machines ;  and  from  in  any  other  manner 
representing  himself  as  the  agent  of  the  plaintiffs,  and  from  per- 
mitting the  names  '  Wheeler  and  Wilson '  to  remain  over  the  door  of 
his  shop  or  business  premises,  at  32,  Union  Street,  Birmingham,  or 
on  the  brass  plate  under  the  window,  or  on  the  brass  plate  on  the 
door  jamb,  or  on  any  other  part  of  his  said  shop  or  place  of  business, 
or  on  any  placard  in  his  said  shop,  or  on  the  door,  or  in  the  window 
thereof ;  and  from  causing  the  names  '  Wheeler  &  Wilson  '  to  be 
inserted  in  any  railway  time-table,  or  directory,  or  other  book  or 
publication,  under  the  head  of,  or  described  as,  sewing  machine  manu- 
facturers, as  residing  or  carrying  on  business  at  No.  32,  Union  Street, 
Birmingham,  or  as  in  any  other  manner  connected  with  that  or  any 
other  shop  or  place  of  business  of  the  said  defendant,  and  from  doing 
any  other  act,  matter,  or  thing  representing,  or  whereby  the  trade  or 
the  public  may  be  led  to  believe  that  the  defendant  has  any  connection 
whatever  in  business  with  the  plaintiffs"  {h). 

(«)  Lord  Romilly,  M.  R.     Repeated  intended  for   another  firm,  see   Scheile 

by  the  House  of  Lords  in  Treyo  V.  7Imh^,  v.   Brakell,   11  W.  R.   796;   and  Scton, 

(1895)  App.  Cas.  7,  30.    See  also  icr/r/oW  5th  ed.   684;    Witt  \.   Oorcoran,  ^eiow, 

V.  Barrett,  15  Ch.  D.   306  ;  and  Selby  v.  5th  ed.  590  ;  England  v.  Curling,  8  Bcav. 

Anchor  Tube  Co.,  W.  N.   1877,  p.  191.  129. 
As  to  opening  letters  containing  orders  (/')  James,  V. -C. 

S.  M  M 
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45.  James  v.  James,  41  L.  J.  Ch.  358. 

Fraudulent   Disuse   of   Christian   Name — Claini    to   he    the    "  Onh/ 
Gcnui)ie  " — Injunction. 

Injunction  restraining  the  defendant,  &:c.,  "from  using  the  name  of 
'  Robert  James'  singly,  instead  of  'Robert  Joseph  James,'  or  '  R.  J. 
James ' ;  also  from  stating  or  inserting  in  his  advertisement  or  circular 
any  ■o'ords  or  expressions  asserting  or  suggesting  that  the  ointment 
manufactured  and  sold  by  the  plaintiffs  is  spurious  and  not  genuine"  {a). 


46.  Liebig's  Extract  op  Meat  Co.  v.  Anderson,  55  L.  T.  N.  S.  206,  209. 

Claini  to  be  the  only  Genuine — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  using  the  wrappers 
or  making  the  advertisements  complained  of  containing  the  words 
'  This  is  the  only  genuine  '  with  reference  to  the  Liebig's  Extract  of 
!Meat  sold  or  offered  for  sale  by  the  defendant,  and  from  using  any 
other  wrapper  or  making  any  other  advertisement  with  reference  to 
such  extract  sold  or  offered  for  sale  by  the  defendant,  representing 
that  such  extract  or  the  defendant's  brand  of  such  extract  is  the  only 
genuine  "  (b). 


47.  Thorley's  Cattle  Food  Co.  v.  Massam,  14  Ch.  D.  763,  781. 

Trade  Libel — Representation  that  the  Plaintiff's''  Goods  are  Spurious — 

Injicnction. 

Injunction  restraining  the  defendants,  &c.,  "from  advertising,  or 
representing,  or  suggesting  in  their  advertisements  or  circulars  that 
they  are  alone  possessed  of  the  secret  for  compounding  the  condiment 
known  as  'Thorley's  Food  for  Cattle,'  and  from  representing,  or  sug- 
gesting, or  doing  anything  calculated  to  represent  or  suggest,  that  the 
cattle  food  manufactured  and  sold  by  the  plaintiffs  is  spurious  or  not 
genuine  "  (c). 


48.  Thomas  v.  Williams,  14  Ch.  D.  864,  875. 

Trade  Libel — Representation  that  the  Rlaintiffh  Goods  are  Spurious — 

Injunctio7i. 

Injunction  restraining  the  defendants,  &c.,  "  fi'om  issuing  or  per- 
mitting the  issue  of  the  circular  dated  the  ,  and  from 
in  any  manner  representing  or  suggesting  that  the  goods  now  made 
or  sold  by  the  plaintiff  are  imitations  of  the  goods  made  or  sold  by 
J.  Thomas  &  Sons,  or  Edmund  Holyoake"  {d). 

{a)  Lord  Romilly,  M.  E.  (c)  Malins,  V.-C,  affirmed  by  C.  A. 

(//)  Chitty,  J.  {d)  Fry,  J. 
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49.  EouTH  V.  Webstee,  10  Beav.  561,  563. 

Unauthori>ied  and  I)ijurious  Use  of  a  Person'' s  Name — Injunction. 

InjurLction  restrainiug  the  defendants,  &c.,  "from  printing,  pub- 
lishing, or  circulating,  any  prospectus  or  other  document  of,  or  relating 
to  a  certain  company  called  '  The  Economic  Conveyance  Company,' 
mentioned  and  referred  to  in  the  plaintiff's  bill  in  this  cause,  with 
the  plaintiff's  name  thereto,  and  from  in  any  manner  using  the  name 
of  the  plaintiff  so  as  to  identify  him  as  a  party  interested  in,  or 
associated  with,  the  said  company  "  («). 

(a)  Lord  Langdale,  M.  R. 


M  M  2 
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INTERNATIONAL  ARRANGEMENTS. 

{See  Patents,  S^c.  Acts,  1883—1888,  §  103,  supra.) 


I. 

International  Convention  for  the  Protection  of  Industrial 

Property. 

Signed  at  Paris,  March  20///,  1883. 

\_Ratifi  cat  ions  exchanged  at  Paris,  June  6th,  1884.] 


{Official  Translation.) 

His  Majesty  the  King  of  tlie  Belgians,  His  Majesty  the  Emperor  of 
Brazil,  His  Majesty  the  King  of  Spain,  the  President  of  the  French 
Republic,  the  President  of  the  Eepublic  of  Gruateniala,  His  Majesty 
the  King  of  Italy,  His  Majesty  the  Iving  of  the  Netherlands,  His 
Majesty  the  King  of  Portugal  and  the  Algarves,  the  President  of  the 
Eepublic  of  Salvador,  His  Majesty  the  King  of  Servia,  and  the 
Federal  Council  of  the  Swiss  Confederation, 

Being  equall}^  animated  Tvith  the  desire  to  secure  by  mutual  agree- 
ment, complete  and  effectual  protection  for  the  industry  and  commerce 
of  their  respective  subjects  and  citizens,  and  to  provide  a  guarantee 
for  the  rights  of  inventors,  and  for  the  loyalty  of  commercial  trans- 
actions, have  resolved  to  conclude  a  convention  to  that  effect,  and 
have  named  as  their  plenipotentiaries,  that  is  to  say :  — 

{Here  follow  the  aj^pointnients  of  the  jylenipotentiaries.) 

Who,  having  communicated  to  each  other  their  respective  full 
powers,  found  in  good  and  due  form,  have  agreed  upon  the  following 
Articles  : — 

Article  I. 

The  Governments  of  Belgium,  Brazil,  Spain,  France,  Guatemala, 
Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzerland  constitute 
themselves  into  a  union  for  the  protection  of  industrial  property. 
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AllTICLE  II. 

The  subjects  or  citizens  of  each  of  the  contracting  states  shall,  in  all 
the  other  states  of  the  union,  as  regards  patents,  industrial  designs  or 
models,  trade  marks  and  trade  names,  enjoy  the  advantages  that  their 
respective  laws  now  grant,  or  shall  hereafter  grant,  to  their  own 
subjects  or  citizens. 

Consequently  they  shall  have  the  same  protection  as  the  latter,  and 
the  same  legal  remedy  against  any  infringement  of  their  rights,  pro- 
vided they  observe  the  formalities  and  conditions  imposed  on  subjects 
or  citizens  by  the  internal  legislation  of  each  state. 

Article  III. 

Subjects  or  citizens  of  states  not  forming  part  of  the  union,  who  are 
domiciled,  or  have  industrial  or  commercial  estabhshments  in  the 
territory  of  any  of  the  states  of  the  union,  shall  be  assimilated  to  the 
subjects  or  citizens  of  the  contracting  states. 

Article  IV. 

Any  person  who  has  duly  applied  for  a  patent,  industrial  design  or 
model,  or  trade  mark  in  one  of  the  contracting  states,  shall  enjoy,  as 
regards  registration  in  the  other  states,  and  reserving  the  rights  of 
third  parties,  a  right  of  priority  during  the  periods  hereinafter  stated. 

Consequently,  subsequent  registration  in  any  of  the  other  states  of 
the  union  before  expiry  of  these  periods  shall  not  be  invalidated 
through  any  acts  accomplished  in  the  interval :  either,  for  instance, 
by  another  registration,  by  publication  of  the  invention,  or  by  the 
working  of  it  by  a  third  party,  by  the  sale  of  copies  of  the  design  or 
model,  or  by  use  of  the  trade  mark. 

The  above-mentioned  terms  of  priority  shall  be  six  months  for 
patents,  and  three  months  for  industrial  designs  and  models  and  trade 
marks.     A  month  longer  is  allowed  for  countries  beyond  sea. 

Article  V. 
(Relates  only  to  Patents.) 

Article  VI. 

Every  trade  mark  duly  registered  in  the  country  of  origin  shall  be 
admitted  for  registration,  and  protected  in  the  form  originally  regis- 
tered in  all  the  other  countries  of  the  union  (a). 

That  country  shall  be  deemed  the  country  of  origin  where  the 
applicant  has  his  chief  seat  of  business. 

If  this  chief  seat  of  business  is  not  situated  in  one  of  the  countries 

(a)  No  effect  can  be  p:iven  to  this  or  any  other  article  of  the  convention  by  the 
Courts  of  the  United  Kingdom,  except  so  far  as  it  is  embodied  in  §  103  of  the 
Patents  Act,  1883  :  In  re  Califoniifn/  Fir/  Syrup  Co.,  40  Ch.  D.  C20.  And  it  seems 
that,  to  entitle  a  foreign  mark  to  protection  in  the  United  Kiuo-doiii,  it  must  comply 
with  the  requirements  of  ^  64  :  In  re  Carter  Medicine  Co.,  (1892)  3  Ch.  472.  And 
similarly  in  the  United  States  legislation  is  necessai-y  to  enable  effect  to  be  given  to 
it.  See  opinion  of  the  Attorney-General  of  the  United  States,  47  U.  S.  Pat.  Gaz. 
397  ;  and  Fx  parte  Zwaek  ^-  Co.,  7G  U.  S.  Pat.  Gaz.  1855. 
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of  the   union,  tlie  country  to  which  the   applicant  belongs  shall  be 
deemed  the  country  of  origin. 

Eegistration  may  be  refused  if  the  object  for  which  it  is  solicited  is 
considered  contrary  to  morality  or  public  order. 

Article  YII. 

The  nature  of  the  goods  on  which  the  trade  mark  is  to  be  used  can, 
in  no  case,  be  an  obstacle  to  the  registration  of  the  trade  mark. 

Article  YIII. 

A  trade  name  shall  be  protected  in  all  the  countries  of  the  union, 
without  necessity  of  registration,  whether  it  form  part  or  not  of  a  trade 
mark. 

Article  IX. 

All  goods  illegally  bearing  a  trade  mark  or  trade  name  may  be 
seized  on  importation  into  those  states  of  the  union  where  this  mark 
or  name  has  a  right  to  legal  protection. 

The  seizure  shall  be  effected  at  the  request  of  either  the  proper 
public  department  or  of  the  interested  party,  pursuant  to  the  internal 
legislation  of  each  country. 

Article  X. 

The  provisions  of  the  preceding  Ai-ticle  shall  apply  to  all  goods 
falselj'  bearing  the  name  of  any  locality  as  indication  of  the  place  of 
origin,  when  such  indication  is  associated  with  a  trade  name  of  a 
fictitious  character  or  assumed  with  a  fraudulent  intention. 

Any  manufacturer  of,  or  trader  in,  such  goods,  established  in  the 
locality  falsely  designated  as  the  place  of  origin,  shall  be  deemed  an 
interested  party. 

Article  XI. 

The  high  contracting  parties  agree  to  grant  temporary  protection  to 
patentable  inventions,  to  industrial  designs  or  models,  and  trade  marks, 
for  articles  exhibited  at  official  or  officially  recognized  international 
exhibitions. 

Article  XII. 

Each  of  the  high  contracting  parties  agrees  to  establish  a  special 
Government  Department  for  industrial  property,  and  a  central  office 
for  communication  to  the  public  of  patents,  industrial  designs  or 
models,  and  trade  marks. 

Article  XIII. 

An  international  office  shall  be  organised  under  the  name  of  "  Bureau 
International  de  I'Union  pour  la  Protection  de  la  Propricte  Indus- 
trielle"  (International  Office  of  the  Union  for  the  Protection  of  Indus- 
trial Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the  Govern- 
ments of  all  the  contracting  states,  shall  be  placed  under  the  high 
authority  of  the  Central  Administration  of  the  Swiss  Confederation, 
and  shall  work  under  its  supervision.  Its  functions  shall  be  deter- 
mined by  agreement  between  the  states  of  the  union. 
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Article  XIV. 

The  present  convention  shall  he  suhmittecl  to  periodical  revisions, 
with  a  view  to  introducing  improvements  calculated  to  perfect  the 
system  of  the  union. 

To  this  end  conferences  shall  he  successively  held  in  one  of  the  con- 
tracting states  hy  delegates  of  the  said  states.  The  next  meeting 
shall  take  place  in  1885  at  Eome. 

Article  XY. 

It  is  agreed  that  the  high  contracting  parties  respectively  reserve 
to  themselves  the  right  to  make  separately,  as  between  themselves, 
special  arrangements  for  the  protection  of  industrial  property,  in  so 
far  as  such  arrangements  do  not  contravene  the  provisions  of  the 
present  convention. 

Article  XVI. 

States  which  have  not  taken  part  in  the  present  convention  shall  be 
permitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the  diplomatic 
channel  to  the  Government  of  the  Swiss  Confederation,  and  by  the 
latter  to  all  the  others.  It  shall  imply  complete  accession  to  all  the 
clauses  and  admission  to  all  the  advantages  stipulated  by  the  present 
convention. 

Article  XVII. 

The  execution  of  the  reciprocal  engagements  contained  in  the  present 
convention  is  subordinated,  in  so  far  as  necessary,  to  the  observance 
of  the  formalities  and  rules  established  by  the  constitutional  laws  of 
those  of  the  high  contracting  parties  who  are  bound  to  procure  the 
application  of  the  same,  which  they  engage  to  do  with  as  little  delay 
as  possible. 

Article  XVIII. 

The  jjreseut  convention  shall  come  into  operation  one  mouth  after 
the  exchange  of  ratifications,  and  shall  remain  in  force  for  an  unlimited 
time,  till  the  expiry  of  one  year  from  the  date  of  its  denunciation. 
This  denunciation  shall  be  addressed  to  the  Government  commissioned 
to  receive  adhesions.  It  shall  only  affect  the  denouncing  state,  the 
convention  remaining  in  operation  as  regards  the  other  contracting 
parties. 

Article  XIX. 

The  present  convention  shall  be  ratified,  and  the  ratifications  ex- 
changed in  Paris,  within  one  year  at  tlie  latest. 

In  witness  whereof  the  respective  j)lenipotentiaries  liave  signed  the 
same,  and  have  affixed  thereto  their  seals. 

Dated  at  Paris  the  20th  March,  1883. 

(^Siyncd  hy  the  Plenipotcntiarie.s.) 
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II. 

Final  Protocol. 

{Official  Tramlation.) 

On  proceeding  to  the  signature  of  tlie  convention  concluded  tliis  day 
between  the  Governments  of  Belgium,  Brazil,  Spain,  Prance,  Guate- 
mala, Italy,  the  Netherlands,  Portugal,  Salvador,  Servia,  and  Switzer- 
land, for  the  protection  of  industrial  property,  the  undersigned 
plenipotentiaries  have  agreed  as  follows  : 

1.  The  words  "industrial  property"  are  to  be  understood  in  their 
broadest  sense  ;  they  are  not  to  apply  simply  to  industrial  products 
properly  so  called,  but  also  to  agricultural  products  (wines,  corn, 
fruits,  cattle,  &c.),  and  to  mineral  products  employed  in  commerce 
(mineral  waters,  &c.). 

2.  (Eelates  only  to  Patents.) 

3.  The  last  paragraph  of  Article  II.  does  not  affect  the  legislation 
of  each  of  the  contracting  states  as  regards  the  procedure  to  be  fol- 
lowed before  the  tribunals,  and  the  competence  of  those  tribunals. 

4.  Paragraph  1  of  Article  VI.  is  to  be  understood  as  meaning  that 
no  trade  mark  shall  be  excluded  from  protection  in  any  state  of  the 
union,  from  the  fact  alone  that  it  does  not  satisfy,  in  regard  to  the 
signs  composing  it,  the  conditions  of  the  legislation  of  that  state ;  pro- 
vided that  on  this  point  it  comply  with  the  legislation  of  the  country 
of  origin,  and  that  it  had  been  properly  registered  in  said  country  of 
origin.  With  this  exception,  which  relates  only  to  the  form  of  the 
mark,  and  under  reserve  of  the  provisions  of  the  other  articles  of  the 
convention,  the  internal  legislation  of  each  state  remains  in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  public  armorial 
bearings  and  decorations  may  be  considered  as  being  contrary  to 
public  order  in  the  sense  of  the  last  paragraph  of  Article  VI. 

5.  The  organisation  of  the  special  department  for  industrial  pro- 
perty mentioned  in  Article  XII.  shall  comprise,  so  far  as  possible,  the 
publication  in  each  state  of  a  periodical  ofheial  paper. 

6.  (After  providing  for  the  common  expenses  of  the  international 
office,  continues  : — ) 

The  Swiss  Government  will  superintend  the  expenses  of  the  inter- 
national office,  advance  the  necessary  funds,  and  render  an  annual 
account,  which  will  be  communicated  to  all  the  other  administrations. 

The  international  office  will  centralise  information  of  every  kind 
relating  to  the  protection  of  industrial  proj)erty,  and  will  bring  it 
together  in  the  form  of  a  general  statistical  statement  which  Avill  be 
distributed  to  all  the  administrations.  It  will  interest  itself  in  all 
matters  of  common  utility  to  the  union,  and  will  edit,  with  the  help  of 
the  documents  supplied  to  it  by  the  various  administrations,  a  periodical 
paper  in  the  French  language  dealing  with  questions  regarding  the 
object  of  the  union. 

The  numbers  of  this  paper,  as  well  as  all  the  documents  published 
by  the  international  office,  will  be  circulated  among  the  administrations 
of  the  states  of  the  union  in  the  proportion  of  the  number  of  contri- 
buting units  as  mentioned  above.  Such  further  copies  as  may  be 
desired  either  by  the  said  administrations,  or  by  societies  or  private 
persons,  wiU  be  paid  for  separately. 
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The  international  office  shall  at  all  times  hold  itself  at  the  service  of 
members  of  the  union,  in  order  to  supply  them  with  any  special  infor- 
mation they  may  need  on  questions  relating  to  the  international 
system  of  industrial  property. 

The  administration  of  the  country  in  which  the  next  conference  is  to 
be  held  will  make  preparation  for  the  transactions  of  that  conference, 
with  the  assistance  of  the  international  office. 

The  director  of  the  international  office  will  be  present  at  the  meetings 
of  the  conferences,  and  will  take  part  in  the  discussions,  but  without 
the  privilege  of  voting. 

He  will  furnish  an  annual  report  upon  his  administration  of  the  office, 
which  shall  bo  communicated  to  all  the  members  of  the  union. 

The  official  language  of  the  international  office  will  be  French. 

7.  The  present  final  protocol,  which  shall  be  ratified  together  with 
the  convention  concluded  this  day,  shall  be  considered  as  forming  an 
integral  part  of,  and  shall  have  the  same  force,  validity,  and  duration 
as  the  said  convention. 

In  witness  whereof  the  undersigned  plenipotentiaries  have  drawn  up 
the  present  protocol. 

(^Signed  hy  the  Plenipotentiaries.) 


III. 

Accession  of  Her  Majesty's  Gtovernment  to  the  Convention. 

The  undersigned,  ambassador  extraordinary  and  plenipotentiary  of 
Her  Majesty  the  Queen  of  the  United  Kingdom  of  Great  Britain  and 
Ireland  to  the  French  Republic,  declares  that  her  Britannic  Majesty, 
having  had  the  International  Convention  for  the  Protection  of  Indus- 
trial Property,  concluded  at  Paris  on  the  20th  March,  1883,  and  the 
protocol  relating  thereto,  signed  on  the  same  date,  laid  before  her, 
and  availing  herself  of  the  right  reserved  by  Article  XVI.  of  that 
convention  to  States  not  parties  to  the  original  convention,  accedes, 
on  behalf  of  the  United  Kingdom  of  Great  Britain  and  Ireland,  to  the 
said  international  convention  for  the  protection  of  industrial  property, 
and  to  the  said  protocol,  which  are  to  be  considered  as  inserted  word 
for  word  in  the  present  declaration,  and  formally  engages,  as  far  as 
regards  the  President  of  the  French  Republic  and  the  other  high  con- 
tracting parties,  to  co-operate  on  her  part  in  the  execution  of  the  stipu- 
lations contained  in  the  convention  and  protocol  aforesaid. 

The  undersigned  makes  this  declaration  on  the  part  of  Her  Britannic 
Majesty,  with  the  express  understanding  that  power  is  reserved  to 
Her  Britannic  Majesty  to  accede  to  the  Convention  on  behalf  of  the 
Isle  of  Man  and  the  Channel  Islands,  and  any  of  Her  Majesty's  pos- 
sessions, on  due  notice  to  that  effect  being  given  through  Her  Majesty's 
Government. 

In  witness  whereof  the  undersigned,  duly  authorised,  has  signed 
the  present  declaration  of  accession,  and  has  affixed  thereto  the  seal  of 
his  arms. 

Done  at  Paris,  on  the  17th  day  of  March,  1884. 

(l.s.)        (Signed)        Lyons. 
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IV. 

Declaration  of  Acceptaxce  of  Accession. 

{Official  Translation.) 

Her  ]\rajest3^  the  Queen  of  the  United  Kingdom  of  Great  Britain 
and  Ireland,  having  acceded  to  the  International  Convention  relative 
to  the  protection  of  industrial  property,  concluded  at  Paris,  March 
20th,  1883,  together  with  a  protocol  dated  the  same  day,  by  the  decla- 
ration of  accession  delivered  by  Her  Ambassador  Extraordinary  and 
Plenipotentiary  to  the  Government  of  the  French  Eepublic ;  the  text  of 
which  declaration  is  word  for  word  as  follows  : — 

[Here  is  inserted  the  text  of  No.  III.  in  English.) 

The  President  of  the  Prench  Eepublic  has  authorised  the  under- 
signed. President  of  the  Council,  Minister  for  Foreign  Affairs,  to 
formally  accept  the  said  accession,  together  with  the  reserves  which 
are  contained  in  it  concerning  the  Isle  of  Man,  the  Channel  Islands, 
and  all  other  possessions  of  Her  Britannic  Majesty,  engaging  as  weU 
in  his  own  name  as  in  that  of  the  other  high  contracting  parties  to 
assist  in  the  accomplishment  of  the  obligations  stipulated  in  the  con- 
vention and  the  protocol  thereto  annexed,  which  may  concern  the 
United  Kingdom  of  Great  Britain  and  Ireland. 

In  witness  whereof  the  undersigned,  duly  authorised,  has  drawn 
up  the  present  Declaration  of  Acceptance  and  has  affixed  thereto  his 
seal. 

Done  at  Paris,  the  2nd  April,  1884. 

(l.s.)         (Signed)        Jules  Ferry. 


V. 

Order  in  Council. 

{The  Patents  Act,  1883.) 

At  the  Court  at  Windsor,  the  26th  of  June,  1884.  Present,  the 
Queen's  Most  Excellent  Majesty  in  Council. 

Whereas  by  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883,  it  is,  amongst  other  things,  provided  : — 

That  if  Her  Majesty  is  j^leased  to  make  any  arrangement  with  the 
Government  or  Governments  of  any  foreign  State  or  States  for  mutual 
protection  of  inventions,  designs,  and  trade  marks,  or  any  of  them, 
then  any  person  who  has  applied  for  protection  for  any  invention, 
design,  or  trade  mark  in  any  such  State  shall,  subject  to  the  condi- 
tions further  provided  and  set  forth  in  the  said  Act,  be  entitled  to  a 
patent  for  his  invention,  or  to  registration  of  his  design  or  trade 
mark  (as  the  case  may  be)  under  the  said  Act  in  priority  to  other 
applicants,  and  such  patent  or  registration  shall  have  the  same  date  as 
the  date  of  the  protection  obtained  in  such  foreign  State  : 

And  whereas  it  has  pleased  Her  Majesty  to  make  an  arrangement 
of  the  nature  contemplated  by  the  said  Act  by  and  in  virtue  of  a 
declaration    signed    and    sealed   by  Her    Majesty's    Ambassador  at 
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Paris  ou  the  I7tli  of  March.,  1884,  duly  conveying  the  accession  of 
Great  Britain  to  the  International  Convention  and  Protocol  for  the 
Protection  of  Industrial  Propert}',  signed  by  representatives  of  certain 
powers  on  the  20th  of  March,  1883,  and  duly  ratified  on  the  6th  of 
June,  1884,  power  being  reserved  to  Her  Majesty  to  hereafter  accede 
to  the  provisions  of  the  said  convention  and  protocol  on  behalf  of  the 
Isle  of  Man,  the  Channel  Islands,  and  any  of  Her  Majesty's  posses- 
sions, which  declaration  of  accession  was  duly  accepted  by  the  French 
Government  on  behalf  of  the  signatory  powers  by  and  in  virtue  of  a 
declaration  dated  the  2nd  of  April,  1884  : 

Now,  therefore.  Her  ^Majesty,  by  and  with  the  advice  and  consent 
of  her  Privy  Council,  and  by  virtue  of  the  authority  committed  to  her 
by  the  said  Act,  doth  declare,  and  it  is  hereby  declared,  that  the  pro- 
visions of  the  said  Act  hereinbefore  specified  shall  apply  to  the 
following  countries,  viz  : — Belgium,  Brazil,  Prance,  Guatemala,  Italy, 
Netherlands,  Portugal,  Salvador,  Servia,  Spain,  Switzerland,  Ecuador,* 
and  Tunis.* 

And  it  is  hereby  further  ordered  and  declared  that  this  order  shall 
take  effect  from  the  7th  of  July,  1884. 

C.  L.  Peel. 

*  These  States  Lad  acceded  to  the  Convention  and  Protocol. 
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VI. 

Subsequent  Orders  ix  Council. 
Orders  in  Council  under  %  103  making  that  Section  applicabtc. 

To  take  effect  "London 

from—  Gazette." 


Date  of  Order. 

Santo  Domingo Jan.  27tli,  188.5    . .  Jan.  27th,  1885 

Sweden  and  Norway July  9th,  1885 ....  July  1st,  1885  . . 

Paraguay  and  Uruguay   . .    Sept.  24th,  1886  . .  Sept.  24th,  1886 

United  States  of  America..   July  12th,  1887    ..  July  12th,  1887 

Netherlands  East  Indies  ..   Nov.  17th,  1888  ..  March  17th,  1889 

Mexico May  28th,  1889    . .  Sept.  28th,  1889 

Curasao  and  Surinam   May  17th,  1890   ..  Sept.  17th,  1890 

Santo  Dommgo Oct.  21st,  1890     . .  Feb.  21st,  1891 

Roumania    ... , Aug.  5th,  1892    ..  Dec.  5th,  1892 . . 

Ecuador  May  16th,  1893    . .  Sept.  16th,  1893 

Greece Oct.  loth,  1894    . .  Feb.  15th,  1895 


1885,  p.  418. 

1885,  p.  3173. 

1886,  p.  4725. 

1887,  p.  3827. 

1888,  p.  6412. 

1889,  p.  2954. 

1890,  p.  2891. 
1890,  p.  5661. 

1892,  p.  45.54. 

1893,  p.  2899. 

1894,  p.  5918, 


Denmark  . . . .  ; Nov.  20th,  1894  . .   March  20th,  189.5..   1894,  p.  6879. 

Orders  in  Council  under  §  104  )na];incj  %  103  applicable. 

Queensland  Sept.  I7th,  1885..  Sept.  17th,  1885..  1885,  p.  4429. 

New  Zealand Feb.  8th,  1890 June  8th,  1890     . .  1890,  p.  727. 

Tasmania April  30th,  1894  . .  Aug.  30th,  1894  . .  1894,  p.  2578. 

Western  Australia   May  11th,  1895    ..   Sept.  11th,  1895  ..  1895,  p.  2848. 

Orders  in  Council  malditg  §  103  cease  to  he  applicable. 

Ecuador April  16th,  1886  , .  Dec.  26th,  1886   ..  1886,  p.  1894. 

Salvador Sept.  24th,  1886  . .  Aug.  17th,  1887  . .  1886,  p.  4726. 

Santo  Domingo May  28th,  1889    . .  May  28th,  1889    . .  18S9,  p.  3035. 

Guatemala Feb.  2ud,  1895     . .  Nov.  8th,  1895     . .  1895,  p.  754. 


540 


APPENDIX  D. 

THE  TEADE  MAEKS  EEGISTEATION  ACTS,  1875—1877, 
WITH  THE  OEDEES  IN  COUNCIL  THEEEUNDEE,  AND 
THE  COTTON  MAEKS  EULES. 

\^AU  repealed.^ 


Ecgistration 
of  trade 
marks. 


Character- 
istics of 
registered 
trade  mark. 


Title  of  first 
proprietor  of 
a  trade  mark, 


THE  TEADE  MAEKS  EEGISTEATION  ACT,  1875. 

38  &  39  Vict.  u.  91  (a). 

An  Act  to  establish  a  Register  of  Trade  Marks. 

\_13th  August,  1875.] 

£e  it  enacted  hy  the  Queen's  most  excellent  Majesty,  by  and  uith  the 
advice  and  consent  of  the  Lords  spiritual  and  temporal,  and  Commons, 
in  this  presoit  Farliament  assembled,  and  by  the  authority  of  the  same, 
asfollous  : 

1.  A  register  of  trade  marks  as  defined  by  this  Act,  and  of  the  pro- 
prietors tJtercof  shall  be  established  under  the  superintendence  of  the 

Commissioners  of  Patents,  and  from  and  after  the  first  day  of  Jxily  one 
thousand  eight  hundred  and  seventy-six  a  person  shall  not  be  entitled  to 
institute  any  proceeding  to  prevent  the  infringement  of  any  trade  mark 
as  defined  by  this  Act  until  and  unless  such  trade  mark  is  registered  in 
jmrsuance  of  this  Act. 

2.  A  trade  mark  must  be  registered  as  belonging  to  particular  goods, 
or  classes  of  goods ;  and  ivhen  registered  shall  be  assigned  and  trans- 
mitted only  in  connection  uith  the  goodwill  of  the  business  concerned  in 
such  particular  goods  or  classes  of  goods,  and  shall  be  determinable  with 
such  goodnill ;  but  subject  as  aforesaid,  registration  of  a  trade  mark 
shall  be  deemed  to  be  equivalent  to  public  use  of  such  mark. 

3.  The  registration  of  a  2)erson  as  first  proprietor  of  a  trade  mark 
shall  be  pnmu-facie  evidence  of  his  right  to  the  exclusive  use  of  such 
trade  mark,  and  shall,  after  the  exjnration  of  five  years  from  the  dede 
of  such  registration,  be  conclusive  evidence  of  his  right  to  the  exclusive 
use  of  such  trade  mark,  subject  to  the  irrovisions  of  this  Act  as  to  its 
connection  uith  the  goodwill  of  a  business. 


{a)  It  is  frequently  necessary  to  refer  to  these  Acts,  though  repealed,  and  they 
are  consequently  printed  here,  for  facility  of  reference. 
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4.  Every  proprietor  registered  in   reapect  to  a  trade  mark  subse-  Title  of 
quently  to  the  first  registered  proprietor  shall,  as  respects  his  title  to  ^f^j^i^    j^ 
that  trade  mark,  stand  in  the  same  position  as  if  his  title  were  a  con-  transmitted 
tinuation  of  the  title  of  the  first  registered  proprietor.  proprietor- 

5.  If  the  name  of  any  ])crson  who  is  not  for  the  time  being  entitled  ^  ^\ 

to  the  exclusive  use  of  a  trade  mark  in  accordance  with  this  Act,  or  ^Rectification 
otherwise  in  accordance  with  law,  is  entered  on  the  register  of  trade  " 
marks  as  a  jyroprietor  of  such  trade  mark,  or  if  the  registrar  refuses  to 
enter  on  the  register  as  proprietor  of  a  trade  mark  the  name  of  any 
person  who  is  for  the  time  being  entitled  to  the  exclusive  use  of  such 
trade  mark  in  accordance  ivith  this  Act,  or  otherwise  in  accordance  with 
law,  or  if  any  mark  is  registered  as  a  trade  mark  tvhich  is  not  authorised 
to  be  so  registered  tender  this  Act,  any  j^erson  aggrieved  may  apply  in 
the  prescribed  manner  for  an  order  of  the  Court  that  the  register  may 
be  rectified:  and  the  Court  may  either  refuse  such  application,  or  it 
may,  if  satisfied  of  the  justice  of  the  case,  make  an  order  for  the  rectifi- 
cation of  the  register,  and  may  award  damages  to  the  party  aggrieved. 

Where  each  of  several  persons  claims  to  be  registered  as  proprietor 
of  the  same  trade  mark,  the  registrar  may  refuse  to  comply  with  the 
claims  of  any  of  such  persons  until  their  rights  have  been  determined  by 
the  Court,  and  the  registrar  may  himself  submit  or  require  the  claim- 
ants to  submit  in  the  prescribed  manner  their  rights  to  the  Court. 

The  Court  may,  in  any  proceeding  under  this  section,  decide  any 
question  as  to  ivhether  a  mark  is  or  is  not  such  a  trade  mark  as  is 
authorised  to  be  registered  under  this  Act,  also  any  question  relating 
to  the  right  of  any  person  who  is  party  to  such  proceeding  to  have  his 
name  entered  on  the  register  of  trade  marks,  or  to  have  the  name  of 
some  other  person  removed  from  such  register,  also  any  other  question 
that  it  may  be  necessary  or  expedient  to  decide  for  the  rectification  of 
the  register. 

The  Court  may  direct  an  issue  to  be  tried  for  the  decision  of  any 
question  of  fact  which  may  require  to  be  decided  for  the  purposes  of  this 
section. 

Whenever  any  order  has  been  made  rectifying  the  register  the  Court 
shall  by  its  order  direct  that  due  notice  of  such  rectification  be  given  to 
the  registrar. 

6.  The  registrar  shall  not,  without  the  special  leave  of  the  Court,  to  Restrictions 
be  given  in  the  prescribed  manner,  register  in  respect  of  the  same  goods  ^  registry  of 
or  classes  of  goods  a  trade  mark  identical  with  one  which  is  already 
registered  ivith  respect  to  such  goods  or  classes  of  goods,  and  the 
registrar  shall  not  register  with  respect  to  the  same  goods  or  classes  of 
goods  a  trade  mark  so  nearly  resembling  a  trade  mark  already  on  the 
register  with  respect  to  such  goods  or  classes  of  goods  as  to  be  calculated 
to  deceive. 

It  shall  not  be  lauful  to  register  as  part  of  or  in  combination  with  a 
trade  mark  any  words  the  exclusive  use  of  which  would  not,  by  reason  of 
tJieir  Ijeing  calculated  to  deceive  or  otherwise,  be  deemed  entitled  to  pro- 
tection in  a  court  of  equity ;  or  any  scandalous  designs. 
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Establishment  7.  Suhjevf  as  aforcmid,  a  vpgi^fer  office  sJuiII  he  cstahlixJicdfro))!  aud 
of  registry  ^fff,y  5.,,^/^  j'/;,,^  \jtQf,  Icing  Me.)'  than  the  first  day  of  January  one 
rules^^"^^^^  i^ioumnd  eight  hundred  and  seventy-six),  in  such  manner,  and  with  such 
officers,  and  at  such  salaries,  to  be  paid  out  of  moneys  provided  by 
Parliament,  as  the  Lord  Chancellor  may,  with  the  consent  of  the 
Treasury,  direct ;  and  the  Lord  Chancellor  may,  from  time  to  time, 
with  the  assent  of  the  Treasury  as  to  fees,  mal-e,  and  when  made,  alter, 
annul,  or  vary,  such  general  rules  as  to  the  registry  of  trade  marks,  and 
as  to  notices  to  be  given  by  advertisement  before  the  registration  of  trade 
marks,  and  as  to  the  classification  of  goods  for  the  purposes  of  this  Act, 
and  as  to  the  registration  of  first  and  subsequent  proprietors  of  trade 
marks,  a)id  as  to  the  fees  to  be  charged  for  registration,  and  also  for  the 
continuance  of  a  trade  mark  on  the  register  or  othern-ise,  and  as  to  the 
removal  from  the  register  of  any  trade  mark,  as  to  notices,  and  as  to 
the  persons  entitled  to  inspect  the  register,  and  as  to  any  proceedings  to 
be  taken  to  obtain  the  judgment  or  leave  of  the  Court  in  any  matter  in 
ivhich  the  judgment  or  leave  of  the  Court  is  required  to  be  obtained 
under  this  Act,  and  generally  for  the  purpose  of  carrying  into  effect  this 
Act,  as  he  may  deem  expedient. 

Any  rules  made  in  pursuance  of  this  section  xhall  be  laid  before  both 
Houses  of  Parliament  if  Parliament  be  then  sitting,  or  if  not  then 
sitting,  then  icithin  ten  days  from  the  then  next  assembling  of  Parlia- 
ment, and  shall  be  of  the  same  validity  as  if  they  had  been  enacted  by 
Parliament ;  provided  that  if  either  House   of  Parliament   resolve, 
within  one  month  after  such  rules  have  been  laid  before  such  House,  that 
any  of  such  rules  ought  not  to  continue  in  force,  any  rule  in  respect  of 
which  such  resolution  has  been  ^jassed  shall,  after  the  date  of  such 
resolution,  cease  to  be  of  any  force,  tcithouf  prejudice,  nevertheless,  to 
the  making  of  any  other  rule  in  its  place,  or  to  anything  done  inj^ursu- 
ance  of  any  such  rules  before  the  date  of  such  resolution. 
Certificate  of        8.  The  certificate  of  the  registrar  as  to  any  entry,  matter,  or  thing 
registrar  to  be  ^(-/lich  he  is  authorised  by  this  Act,  or  any  general  rules  made  there- 
evi  ence.  qmder,  to  make  or  do,  shall  be  evidence  of  such  entry  having  been  made, 

and  of  the  contents  thereof,  and  of  such  matters  and  things  having  been 
done  or  left  undone. 
Provision  9.    With  rcspect  to  the  master,  wardens,  searcher's,  assistants,  and 

as  to  Cutlers    commonalty  of  the  Company  of  Cutlers  in  Hallamshire,  in  the  County 

SSeffield  of  ^^(^''^^  i^'^  ^^^^'-^  ^^*  ^^^^^'^  "  ^^^^'  Cutlers  Company''),  and  the  marks 
corporate  or  devices  {in  this  Act  called  "  Sheffield  corporate  marks  ")  assigned  or 
marks.  jq  ip  assigned  by  the  mcister,  wardens,  searchers,  and  assisfa)its  of  that 

Company,  be  it  enacted  asfollous: 

(1.)  Within  the  prescribed  time  and  in  the  prescribed  manner  the 
Cutlers  Comjmny  shall  at  their  oivn  expense  deliver  to  the 
registrar  under  this  Act  copies  of  all  Sheffield  corporate  marks 
i))  force  at  the  time  of  such  delivery  : 
(2.)  When  any  person,  after  the  passing  of  this  Act,  applies  to  the 
said  master,  n-ardens,  searchers,  and  assistants  to  assign  to  him 
any  mark  or  device,  notice  of  such  ap2)lication,  with  a  copy  of 
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such  mark  or  device,  nltall,  icithin  the  prescribed  time  and  in  the 
prescribed  manner,  be  delivered  to  the  registrar  wider  this  Act ; 
and  such  mark  or  device  shall  not  be  assigned  until  after  the 
expiration  of  the  prescribed  period  from  the  giving  of  such 
notice.  In  like  manner,  when  any  person  applies  for  the 
registration  under  this  Act  of  a  trade  mark  as  belonging  to  any 
goods  or  class  of  goods  specified  in  §  2  of  the  Cutlers  Companifs 
Act  of  1860,  notice  of  such  application,  uith  a  copy  of  such 
trade  mark,  shall,  icifhin  the  prescribed  time  and  in  the  pre- 
scribed manner,  be  delivered  to  the  Cutlers  Company ;  and  such 
trade  mark  shall  not  be  registered  until  after  the  expiration  of 
the  prescribed  period  from  the  giving  of  the  last-mentioned  notice: 

(3.)  Upon  the  assigning  of  any  such  mark  or  device,  or  the  registra- 
tion of  any  such  trade  mark  as  aforesaid,  notice  of  the  assignment 
or  registration  shall,  within  the  2^>^cscribed  time  and  in  the 
prescribed  manner,  be  given  to  the  registrar  under  this  Act,  or 
to  the  Cutlers  Company,  as  the  case  may  be  : 

(4-.)  The  registrar  under  this  Act,  without  the  sjjecial  leave  of  the 
Court,  to  be  given  only  in  cases  ichere  the  applicant  proves  his 
right,  shall  not  in  respect  of  any  goods  or  classes  of  goods  with 
respect  to  which  a  Sheffield  corporate  mark  shall  have  been 
assigned  and  actually  used,  and  of  which  mark  a  copy  or 
description  or  notice  of  the  assigning  thereof  shall  have  been 
delivered  or  given  to  the  registrar  as  aforesaid,  register  a  trade 
mark  identical  with  such  Sheffield  corporate  mark,  or  so  nearly 
resembling  the  same  as  to  be  calculated  to  deceive  : 

(5.)  The  master,  wardens,  searchers,  and  assistants  of  the  Cutlers 
Company  shall  not  assign  to  any  p)erson  a  mark  or  device 
identical  with  any  trade  mark  registered  under  this  Act,  and 
notice  of  the  registration  whereof  shall  have  been  given  to  the 
Cutlers  Company  as  aforesaid,  or  so  nearly  resembling  the 
same  as  to  be  calculated  to  deceive  : 

(6.)  Any  person  to  whom  a  Sheffield  corporate  mark  legally  belongs 
shall  be  entitled  to  have  the  same  mark  registered  also  as  a  trade 
mark  under  this  Act,  in  respect  of  any  particular  goods  or 
classes  of  goods,  in  the  same  manner  and  u^jon  the  same  terms 
and  conditions  in  and  upon  which  he  might  have  registered  the 
same  if  it  were  not  a  Sheffield  corporate  mark  : 

(7.)  Nothing  in  this  Act  shall  prejudice  or  affect  the  riglits  and 
privileges  of  the  Cutlers  Company,  nor,  save  as  is  otheririse  in 
this  Act  expressly  provided,  shall  any  of  the  provisions  of  this 
Act  apply  to  or  in  the  cay^e  of  any  Sheffield  corporate  mark. 

10.  For  the  purposes  of  this  Act :  Definitions. 

A  trade  mark  consists  of  one  or  more  of  the  following  essential 

particulars ;  that  is  to  say  : 
A  name  of  an  individual  or  firm  printed,  impressed,  or  woven  in 
some  particular  and  didinctive  manner;  or 
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A  ni'iften  signature  or  copy  of  a  icrif/eii  signature  of  an  individual 

or  firm  ;  or 
A  diHtincfivc  device,  mark,  heading,  laheJ,  or  ticket ; 
and  there  may  he  added  to  any  one  or  more  of  the  said  particulars  any 
letters,  words,  or  figures,  or  combination  of  lettos,  uords,  or  figures  ;  also 
Any  special  and  distinctive  ivord  or  uvrds  or  combination  of  figures 
or  letters  used  as  a  trade  mark  before  the  passing  of  this  Act  may  he 
registered  as  such  under  this  Act. 

"  Frescril)ed  "  means  prescribed  by  general  rules  made  in  pursuance 

of  this  Act ;  and 
"  Court "  means  any  of  Her  Majesty's  superior  courts  of  law  or 
equity  at  Westminster,  or  any  court  to  which  the  jurisdiction  of 
such  courts  may  he  transferred,  or  any  one  or  more  of  such 
courts  which  may  be  declared  to  he  the  court  for  the  purposes  of 
this  Act  by  such  general  rules  as  aforesaid ;  but  the  provisions  of 
this  Act  conferring  a  special  jurisdiction  on  the  court  as  above 
defined  shall  not,  excepting  so  far  as  such  jurisdiction  extends, 
affect  the  jurisdiction  of  any  court  in  Scotland  or  Ireland  in 
causes,  actions,  suits,  or  proceedings  relating  to  trade  marks ; 
and  if  the  register  requires  to  be  rectified  in  consequence  of  any 
proceedings  in  any  such  court  in  Scotland  or  Ireland,  due 
notice  of  such  requirements  shall  be  given  to  the  registrar,  and 
he  shall  rectify  the  register  accordingly. 
Short  title  H,   J'his  Act  may  be  cited  for  all  purposes  as  the  Trade  Marks 

°*  ^''^-  Registrcttion  Act,  1875. 


THE   TEADE   IMAEKS   EEGISTEATION   AMENDMENT   ACT, 

1876. 

39  &  40  YicT.  c.  33. 

An  Act  for  the  Amendment  of  the  Trade  Marks  Registration  Act, 
1875.  *  [24/A  July,  187(j.] 

Whereas  by  the  Trade  Marks  Registration  Act,  1875,  in  this  Act 
referred  to  as  the  principal  Act,  it  is  provided  that  from  and  after  the 
first  day  of  July  one  thousand  eight  hundred  and  seventy-six,  a  person 
shall  not  be  entitled  to  prevent  the  infringement  of  any  trade  mark  as 
defined  by  the  principal  Act  until  and  unless  such  trade  mark  is  regis- 
tered in  piursuanee  of  that  Act  : 

And  whereas  by  reason  of  the  number  of  trade  marks,  and  especially 
by  reason  of  the  difficulties  attending  the  registration  of  trade  marks  in 
relation  to  textile  fabrics,  it  has  been  found  impossible  to  complete  the 
registration  of  existing  trade  marks  ivithin  the  time  specified  by  the  said 
section  ;  and  it  is  therefore  exp)edient  to  prolong  the  time  for  the  com- 
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pUtion  of  such  registration  as  aforesaid,  and  otlierwise  to  amend  the 
principal  Act : 

Be  it  therefore  enacted  hy  the  Queen's  most  excellent  Majesty,  hy 
and  with  the  advice  and  consent  of  the  Lords  spiritual  and  temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  hy  the 
authority  of  the  same,  as  follows  : 

1.  There  shall  he  repealed  so  much  of  §10/  the  principal  Act  as  Amendment 
provides  that  from  and  after  the  first  day  of  July  one  thousand  eight  °^^  ^•"VA*^t 
hundred  and  seventy-six,  a  person  shall  not  he  entitled  to  institute  any 
proceeding  to  prevent  the  i)ifringement  of  any  trade  mark  as  defined  by 

that  Act  until  and  unless  such  trade  mark  is  registered  in  pursuance  of 
that  Act ;  and  in  place  thereof  he  it  enacted  that — 

From  and  after  the  first  day  of  July  one  thousand  eight  hundred 
and  seventy-seven,  a  ^ierson  shall  not  be  entitled  to  institute  any  pro- 
ceeding to  prevent  or  to  recover  damages  for  the  infringement  of  any 
trade  mark  as  defined  hy  the  principal  Ad,  until  and  unless  such  trade 
mark  is  registered  in  jjursuance  of  that  Act,  or  until  and  unless,  tcith 
respect  to  any  device,  mark,  name,  combination  of  words,  or  other 
matter  or  thing  in  use  as  a  trade  mark  before  the  passing  of  the  prin- 
cipal Act,  registration  thereof  as  a  trade  mark  wider  the  p)rincipal  Act 
shall  have  been  refused  as  hereinafter  is  mentioned. 

2.  When  an  application  hy  any  person  to  register  as  a  trade  mark  a  Saving  of 
device,  mark,  name,  word,  combination  of  words,  or  other  matter  or  ™arksand 

*  .  d-GVlCGS  HOlj 

thing  proposed  for  registration  as  a  trade  mark,  which  has  been  in  use  capable  of 
as  a  trade  mark  before  the  passing  of  the  recited  Act,  has  been  refused,  being  regis- 
it  shall  be  the  duty  of  the  registrar,  on  request,  and  on  payment  of  the  '^^^f^  under 
prescribed  fee,  to  give  to  the  applicant  a  certificate  of  such  refusal,  and 
a  certificate  so  granted  shciU  he  conclusive  evidence  of  such  refusal. 

3.  This  Act  may  be  cited  for  all  pmposes  as  the  Trade  Marks  Short  title. 
Registration  Amendment  Act,  1876. 


THE  TEADE  MAEKS  EEGISTEATION  EXTENSION  ACT,  1877. 

40  &  41  YicT.  c.  37. 

An  Act  for  extending  the  Time  for  the  Registration  of  Trade  Marks,  in 
so  far  as  relates  to  Trade  Marks  used  in  Textile  Industries. 

\_6th  August,  1877.] 

Wliereas  by  %  1  of  the  Trade  Marks  Registration  Amendment  Act,  39  &  40  Vict. 
1876,  it  is  provided  that  from  and  after  the  first  day  of  July  one  ^-  ^^• 
thousand  eight  hundred  and  seventy-seven,  a  p)erson  sJ tall  not  he  entitled 
to  institute  any  proceeding  to  prevent  or  to  recover  damages  for  the 
infringement  of  any  trade  mark  as  defined  by  the  Trade  Marks  Regis-  38  jk  39  Vict. 
tration  Act,  1875  (referred  to  in  such  Amendment  Act  and  in  this 
Act  as  the  principal  Act),  until  and  unless  such  trade  mark  is  registered 

S.  N  N 
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Extension 
of  time  for 
registration  of 
trade  marks 
used  in  textile 
industries. 


Definition  of 
' '  trade  marks 
used  in  the 
textile  in- 
dustries." 

Short  title 
of  Act. 


in  pursuance  of  the  principal  Act,  or  iinfil  and  unless,  with  respect  to 
any  device,  mark,  name,  combination  of  u-orch,  or  other  matter  or  thing 
i)i  use  as  a  trade  mark  before  the  passing  of  the  principal  Act,  registra- 
tion thereof  as  a  trade  mark  under  the  principal  Act  shall  have  been 
refused,  as  is  in  the  said  Act  thereafter  mentioned  : 

And  tvhereas  by  reason  of  the  difficulties  attending  the  registration 
of  trade  marks  used  in  the  textile  industries  it  has  been  found  impossible 
to  complete  the  registration  of  such  trade  marks  within  the  time 
specified  by  the  said  section,  and  it  is  therefore  expedient  to  prolong 
such  time  as  aforesaid  : 

Be  it  therefore  enacted  by  the  Qiieenh  most  excellent  Majesty,  by 
and  ivith  the  advice  and  consent  of  the  Lords  spiritual  and  temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  asfolloivs: 

1.  In  so  far  as  relates  to  the  registration  of  trade  marks  used  in  the 
textile  industries,  but  not  further  or  otheruise,  §  1  of  the  Trade  Harks 
Registration  Amendment  Act,  1876,  shall  be  construed  as  if  for 
the  words  "  from  and  after  the  first  day  of  July  one  thousand  eight 
hundred  and  seventy-seven  "  there  were  substituted  the  words  ^\from 
and  after  the  first  day  of  January  one  thousand  eight  hundred  and 
seventy-eight,  or  such  further  time  as  Her  Majesty  may  by  Order  in 
Council  determine.''^ 

2.  The  expression  in  this  Act  "  Trade  marks  used  in  the  textile 
industries "  means  the  trade  marks  relating  to  goods  comprised  in 
Classes  23  to  35,  both  inclusive,  of  the  First  Schedule  to  the  Rules 
under  the  Trade  Marks  Registration  Acts,  1875,  1876,  dated 
Sejitember,  1876. 

3.  This  Act  may  be  cited  for  all  purposes  as  the  Trade  Marks 
Registration  Extension  Act,  1877  ;  and  this  Act  and  the  Trade  Marks 
Registration  Amendment  Act,  1876,  and  the  Trade  Marks  Registra- 
tion Act,  1875,  may  be  cited  together  as  the  Trade  Marks  Registration 
Acts,  1875—1877. 


OEDERS  IN  COUNCIL 

EXTENDING  THE  TIME  FOR  REGISTRATION. 

Dee.  12th,  1877  extension  till  June  30th,  1878  («). 
June  29th,  1878         ,,  ,,    Dec.  31st,  1878  («). 

Nov.  27th,  1878        „  ,,    May  31st,  1879  (*). 

May  17th,  1879         ,,  „    July  31st,  1879  {b). 


(a)  These  orders  related  only  to  trade  marks  used  in  the  textile  industries. 

[b)  These  orders  related  only  to  trade  marks  used  for  cotton  piece  goods. 
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EULES  OF  AUGUST,  1876,  WITH  EESPECT  TO 
COTTON  MARKS.* 

Cotton  Goods. 

57.  For  tlie  purpose  of  facilitating  the  granting  of  trade  marks  in  Establishment 
respect   of  cotton  goods  in   Classes   23,    24   and  25,    there   sha/l  be  °^P^9^J°^ 
established  by  the  Conunissioners  of  Patents  {a),  and  subject  to  their  cotton  trade 
control,  an  office  at  Manchester  {b)  for  the  exhibitio)i  of  all  devices,  marks  at 
marks,  lieadings,  labels,  tickets,  letters,  words,  or  figures,  or  combina-  Manchester. 
tions  of  letters,  tcords,  or  figures  used  in  the  cotton  trade,  and  in  these 
Rules  included  under  the  expression  ^^  cotton  7narks"  (c). 

(a)  Previous  to  the  coming  into  operation  of  the  Patents  Act,  1883,  on  January  1st, 
1884,  the  registration  of  trade  marks  was  under  the  control  of  the  Commissioners  of 
Patents,  now  no  longer  in  existence. 

(b)  This  was  opened  and  is  still  maintained  at  No.  48,  Royal  Exchange,  Man- 
chester.    See  Instructions,  par.  34. 

(f)  All  cotton  marks  are  treated  as  exceptional,  and  advertised  and  registered  by 
deposit.     See  In  re  Mobinsmi,  29  W.  R.  31. 

58  {a).  Every  person  tcho  at  the  date  of  the  passing  of  the  Act  used  Representa- 
any  cotton  mark  shall,  if  resident  in  the  United  Kingdom,  on  or  before  i^arkstobe"^ 
the  first  day  of  January  one  thousand  eight  hundred  and  seventy-seven,  sentbyowncrs 
and  if  resident  elsewhere,  on  or  before  the  first  day  of  March,  one  thousand  resident  in 
eight  hundred  and  seventy-seven,  send  to  the  Manchester  office  three  repre-  Kino-dom 
sentations  of  such  cotton  mark,  in  such  fonn  and  icith  such  a  description  on  or  before 
as  may  be  from  time  to  time  required  by  the  Commissioners  of  Patents.  Jan.  i,  1877; 

'by  owners  re- 
{a)  This  Rule  was  made  on  Dec.  1st,  1876,  in   substitution   for  the  previous  sident  abroad 
Rule  58,  by  which  representations  of  old  cotton  marks  were  to  be  sent  in  at  Man-   on  or  before 
Chester  on  or  before  Dec.  1st,  1876.  Mar.  1,  1877. 

58a  {a).  Even/  person  who  at  the  date  of  the  passing  of  the  Trade  Extended 
Marks  Registration  Act,  1875,  used  any  "  combination  stamp  "  {b)  for  •j^^repreTen'^-" 
cotton  piece  goods,  shall  on  or  before  the  first  day  of  February,  one  tations  of 
thousand  eight   hundred  and  seventy-nine,   send  to   the  Manchester  combination 
Branch  of  the  Trade  Marks  Registry  Office  four  representations  of  fXn'pfece 
st(ch  "  combination  stamp^''  in  such  form  and  icith  such  a  description  as  goods. 
may  be  from  time  to  time  required  by  the  Commissioners  of  Patents. 

[a)  This  Rule  was  made  on  Dec.  28th,  1878. 

[b)  Combination  stamps  are  combinations  of  several  different  trade  marks  which 
dealers  in  cotton  goods  habitually  use  on  such  goods,  treating  the  combination  as 
equivalent  to  a  single  trade  mark.  See  Robinson  v.  Finlay,  9  Ch.  D.  487,  for  an 
example  of  such  a  combination. 

*  These  Rules,  though  repealed,  are  Committee   of   Experts  had  completed 

given  here  in  order  that  the  position  of  their  labours,  an  entirely  new  set  was 

cotton   marks    dealt   with    by   the   late  substituted  (see  p.    551,   infra).     Those 

Manchester  Committee  of  Experts  may  Rules  were,  in  their  turn,  repealed,  and 

be  comprehended.   Where  it  is  not  other-  the  Rules  now  in  force  place  cotton  marks 

wise  stated,  the  Rules  were  included  in  on  the  same  footing  as  other  trade  marks, 

the  set  of  Rules  issued  in  August,  1876.  and  this  would  seem  to  be  the  case  even 

Various  additions  were  made  from  time  with  B  list  marks. 
to  time,  and  in  March,  1883,  after  the 

nn2 
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Committee  of 
experts  to  be 
appointed, 
and  to  divide 
cotton  marks 
into  two 
classes. 


59.  A  committee  {a)  of  persons  versed  in  the  usages  of  the  cotton 
trade  sJiall  be  appointed  by  the  Commissioners  of  Patents,  consistinff  of 
such  number  of  persons  as  may  from  time  to  time  be  determined  by 
them;  and  it  shall  be  the  duty  of  such  committee,  on  or  before  a  time  to 
be  named  by  the  Commissioners  of  Patents,  to  divide  the  cotton  marls, 
representations  of  u'hich  have  been  so  sent  in  to  the  Manchester  office, 
into  tivo  classes,  the  first  class  consisting  of  such  of  the  said  cotton 
marks  as  are,  in  the  ojyinion  of  the  committee,  trade  marks  irithin  the 
meaning  of  the  Act,  and  the  second  class  consisting  of  such  of  the  said 
cotton  marks  as  are  not,  in  the  opinion  of  the  committee,  trade  marks 
within  the  meaning  of  the  Act  (b). 

(a)  A  list  of  the  Committee  of  Experts  appointed  under  this  Rule  will  be  found  in 
the  Instructions  issued  during  the  existence  of  the  committee. 

(J)  The  committee  were  instructed  by  the  Commissioners  of  Patents  in  a  letter, 
dated  April  4th,  1877,  to  act  on  the  following  principles  in  dividing  the  cotton 
marks  into  two  classes,  viz. :  (i)  To  decide  only  from  the  evidence  before  them 
whether,  in  their  ojjinion,  a  mark  belonged  to  the  first  or  second  class  of  cotton 
marks  ;  (ii)  in  case  of  further  information  being  required,  the  keeper  of  the  Man- 
chester office  was  authorised  to  obtain  such  information  for  the  use  of  the  committee  ; 
(iii)  in  case  of  a  difi'erence  of  opinion  among  the  committee  as  to  the  nature  of 
marks  applied  for,  their  decision  should  be  given  according  to  the  opinion  of  the 
majority,  the  chairman  presiding  at  each  meeting  having  a  casting  vote  ;  (iv)  single 
letters  were  not  trade  marks  within  the  meaning  of  the  Act ;  (v)  in  all  cases  where 
more  than  three  persons  app)lied  for  registration  of  the  same  mark  for  the  same 
description  of  goods,  such  mark  must  be  considered  as  a  trade  mark  not  within  the 
meaning  of  the  Act,  and  must  consequently  be  placed  in  the  second  class.  By 
supplementary  directions,  the  committee  were  instructed  that  Rule  (v)  extended  to 
marks  so  similar,  or  so  nearly  resembling  each  other,  as  to  be  substantially  the  same 
marks,  or  calculated  to  deceive,  and  was  not  to  be  confined  to  identical  marks.  And 
they  were  also  instructed  that,  in  dealing  with  individual  cases,  they  should  bring 
to  bear  upon  them  the  knowledge  which  the  members  of  the  committee  might  have 
of  the  state  of  things  in  the  trade,  and  to  decide  with  reference  to  that  knowledge, 
and  not  merely  upon  such  evidence  as  might  be  formally  brought  before  them  in  the 
individual  cases.  Also  that  borders  of  marks  should  not  be  treated  as  parts  of  the 
marks.     See  In  re  Brook,  26  W.  R.  791. 

Acting  on  the  principles  thus  laid  down,  the  committee  divided  the  marks  sub- 
mitted to  them  into  two  classes,  known  as  the  A  list  and  the  B  list,  of  which  the 
former  contained  registrable,  and  the  latter  non-registrable,  cotton  marks. 

By  Rule  62,  infra,  the  marks  placed  in  the  B  list  were  not  to  be  registered  except 
in  pursuance  of  an  order  of  the  Coiu't ;  and  in  In  re  Urr-Eiving  iS;  Co.,  8  Ch.  D.  794, 
the  question  was  raised  how  far  the  decision  of  the  committee  was  a  binding 
decision.  Hall,  V.-C,  decided  that  the  marks  there  in  question,  which  had  been 
placed  in  the  B  list,  were  good  and  valid  trade  marks,  and  that  they  ought  to  be 
registered  ;  but  the  Court  of  Appeal  reversed  his  decision,  holding  that  the  decision 
of  the  committee  should  not  be  interfered  with  except  under  special  cii'cumstances, 
James,  L.  J.,  saying  that  the  Court  should  not  interfere,  unless  satisfied  that  the 
committee  had  proceeded  upon  some  wrong  principle  or  in  some  improper  manner. 
When,  however,  the  case  was  brought  before  the  House  of  Lords  (4  App.  Cas.  479), 
the  decision  of  Hall,  V.-C,  was  restored,  with  the  modification  that  only  the 
essential  particulars  of  the  marks  were  admitted  to  registiation,  and  the  Lord 
Chancellor  (Lord  Cairns)  said  that  "the  Rules  appear  to  provide  a  rough  but  useful 
way  of  separating,  by  means  of  the  technical  knowledge  and  judgment  of  the  com- 
mittee, the  cotton  trade  marks  into  two  classes.  The  first  class  is  to  consist  of  those 
marks  which  the  committee  is  of  opinion  are  trade  marks  within  the  Act ;  and 
proprietors  in  this  class  are  to  have  the  benefit,  arising  from  this  opinion,  of  being 
able  at  once  to  apply  to  be  registered  in  respect  of  those  marks.  But  in  doing  this 
they  must  satisfy  the  registrar  that  they  are  the  proprietors,  and  comply  with  the 
conditions  of  registration  as  any  other  applicants  would  do.  "With  regard  to  the 
second  class,  there  is  no  decision  pronounced  against  them,  but  the  proprietors  can- 
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not  apply  for  registration  as  a  matter  of  course.  They  must  come  to  the  Court,  and 
it  must  be  for  the  Court  to  say  whether  the  registrar  shall  proceed  on  their  appli- 
cation to  register,  or  not.  In  deciding  this  the  Court  will  have  before  it  the 
circumstance  that  the  opinion  of  the  committee  was  adverse  to  the  claim  of  a  trade 
mark  ;  but  this  would  be  an  opinion  only,  and  not  a  decision  arrived  at  after  hearing 
both  sides,  or  rendered  in  any  judicial  proceeding":  Orr-Ewing  v.  Mrgistrar  of 
Trade  Marks,  4  App.  Cas.  483  ;  and  see  per  Lords  O'Hagan  and  Blackburn.  See 
also  Orr-Ewing  S;  Co.  v.  Johnston  S;  Co.,  13  Ch.  D.  434  ;  7  App.  Cas.  219  ;  and  the 
cases  noted  under  Rule  62,  infra. 

The  function  of  the  committee  was  solely  to  decide  on  the  question  of  registra- 
bility or  non-registrability,  and  where  they  had  assiuned  to  decide  a  question  of 
title,  it  was  held  by  Jessel,  M.  R.,  that  the  registrar  must  proceed  with  the  appli- 
cation, leaving  it  to  the  owners  of  other  marks  to  oppose  the  registration :  Ex  parte 
Ede  Bros.  %  Co.,  28  W.  R.  436. 

60.  The  said  committee  shall  form,  a  list  of  the  cotton  marks  sent  to  Committee  to 
tJie  Manchester  office  in  each  of  the  aforesaid  classes  (a),  and  shall  formhstof^ 
transmit  such  lists  to  the  Commissioners  of  Patents,  accompanied  hij  ^^  Manchester 
tico  representations  of  each  of  the  marks  specified  in  the  second  class  in  office. 

such  list. 

The  third  representation  of  each  of  the  marks  in  the  second  class  in 
such  list  shall  be  retained  for  reference  in  the  Manchester  office. 

{a)  I.e.,  the  A  list  and  the  B  list.        , 

61.  The  Commissioners  of  Patents  may  from  time  to  time  add  to  the  Marks  may  be 
aforesaid   list   any   cotton    marks  as  tliey  may  think  just,  and  such  ^^^^^  ^^  ^^t- 
addition  shall  he  deemed  to  he  part  of  the  original  list. 

62.  Any  proprietor  of  a  cotton  mark  not  specified  in  the  second  class  Any  person 

in  such  list  mau  applii  to  he  reqistered  as  proprietor  of  such  cotton  clamnng  to  be 
%/      A 1    ,/    ^  o  _        j-t^  .  the  proprietor 

mark  in  manner  and  subject  to  the  conditions  in  tchich  he  may  apply  to  of  a  cotton 
he  registered  as  proprietor  of  any  other  trade  mark  (a),  hut  it  shall  not  markinClassi 
be  lauful  for  the  registrar  to  register  (h)  any  person  as  f)i'oprietor  of  ™^y  ^P^^^  ^° 
any  cotton,  mark  in  the  second  class  of  the  aforesaid  list  except  in  pursu-         ° 
a  nee  of  an  order  of  the  Court  (r). 

(a)  After  being  passed  by  the  committee,  the  marks  in  the  A  list  had  to  be  adver- 
tised, so  that  an  opportunity  for  opposition  might  be  afforded.  In  In  re  Eobinson, 
29  AV.  R.  31,  an  A  list  cotton  mark  was  opposed,  but  without  success. 

{b)  But  he  might  grant  a  certificate  of  refusal  to  register,  thus  preserving  any 
previous  rights. 

(c)  Eor  an  order  of  the  Court  to  be  obtained  for  the  registration  of  a  B  list  mark, 
such  a  case  had  to  be  made  out  as,  in  the  opinion  of  the  Court,  was  sufficient  to 
outweigh  the  opinion  of  the  Committee  of  Experts :  per  Lord  Blackburn  in  Orr- 
Ewing  V.  Registrar  of  Trade  Marks,  4  App.  Cas.  501.  It  is,  however,  believed  that 
an  application  to  the  Court  by  an  owner  of  a  B  list  mark  was  never  unsuccessful. 
Such  applications  were  granted  in  Ex  parte  Ede  Bros,  i^'  Co.,  28  W.  R.  436  ;  In  re 
Uugdale,49lj.^.Ch.  303;  In  re  J.  Hoyle  if  Sons,  Id.  (1),  Hall,  V.-C,  May  8th,  1880; 
S.  C.  (2),  Chitty,  J.,  Nov.  30th,  1883;  In  re  Dickinson,  Ackroyd  cf  Co.,  Hall,  V.-C, 
July  8th,  1880  ;  In  re  Jones  Bros.  ^-  Co.,  Hall,  V.-C,  July  10th,  1880  ;  In  re  Ward, 
Stmt  S(  Sharp,  aO  L.  J.  Ch.  347  ;  In  re  S>/kes,  43  L.  T.  N.  S.  626  ;  In  re  T.  Ashton  ^• 
Sons,  Hall,  V.-C,  Feb.  26th,  1881  ;  In  reFramjee,  Sands  &;  Co.,  Bacon,  V.-C, Nov.  30th, 
1883.  In  In  re  Brook,  26  W.  R.  791,  which  was  decided  against  the  applicants  on 
the  authoritj'  of  the  decision  of  the  Court  of  Appeal  in  In  re  Orr-Eiring,  8  Ch.  D. 
794,  an  arrangement  satisfactory  to  the  applicants  was  afterwards  arrived  at. 

*'  The  Court  "  being  the  Chancery  Division  (now  the  High  Court  of  Justice),  the 
order  of  the  House  of  Lords  was  made  an  order  of  the  Chancery  Division  in  In  re 
Orr-Ewing  (2),  28  W.  R.  412.  The  comptroller  will  now  register  a  B  list  mark  in 
a  proper  case,  without  requiring  the  applicant  to  go  to  the  Court. 
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Advertise-  62a  {(() .  As  soon  as  may  he  after  the  receipt  of  an  application,  made 

"^®°*  °^  °°**o^  as  provided  hy  the  Trade  Marhs  Rules,  for  the  registration  of  a  mark 
in  Classes  23,  24,  25  aforesaid,  or  in  any  one  or  more  of  such  classes, 
the  registrar  shall  insert  in  the  official  paper  an  advertisement  of  such 
application,  shoicing  the  name  and  address  of  the  applicant,  the  class  in 
which  lie  applies,  the  number  given  to  the  7nark  hy  the  registrar,  the 
places  in  London  and  Manchester  respectively  where  a  specimen  of  such 
mark  is  deposited  for  exhibition,  and  distingui.shing  whether  the  mark 
has  or  has  not  been  iised  prior  to  the  thirteeenth  day  of  August  one 
thousand  eight  hundred  and  seventy-five. 

[a)  This  and  the  following  Rule  were  made  on  Feb.  26th,  1877,  in  substitution, 
so  far  as  related  to  cotton  marks,  for  Rules  13,  15  and  17  of  the  General  Rules  of 
August,  1870,  as  to  advertisement. 


Time  of  re- 
gistration of 
cotton  marks. 


62b  {a) .  On  the  expiration  of  three  weeks  from  the  date  of  the  first 
appearance  of  the  advertisement  of  a  mark  in  Classes  23,  24,  25,  or  in 
any  one  or  more  of  such  classes,  in  the  official  paper,  the  registrar  may, 
if  he  is  satisfied  that  the  applicant  is  entitled  to  registration,  register 
such  mark  in  respect  of  the  descrijition  of  goods  for  which  lie  may  be 
entitled  to  he  registered,  and  the  applicant  as  the  proprietor  thereof,  on 
payment  of  the  prescribed  fee. 

(«)  See  note  to  previous  Rule. 


Cotton  mark 
not  to  be 
registered 
except  in 
manner  herein 
prescribed. 

Applications 
for  registra- 
tion of  vew 
trade  mtirks 
fur  cotton 
goods  (Classes 
23.  ■-'4.  and  2'->) 
to  be  made  in 
the  same  man- 
ner as  for  all 
other  classes 
of  goods. 


63,  A  cotton  mark  shall  not  be  registered  except  in  manner  and 
subject  to  the  conditions  prescribed  hy  these  Rules  with  respect  to  the 
registry  of  cotton  marks. 

63a  {a).  The  Rules  numbered  57  to  63  as  aforesaid  do  not  apply  to 
such  trade  marks  in  respect  of  cotton  goods  in  Classes  23,  24  and  25  as 
are  not  cotton  marks  ivhich  u-ere  in  use  at  the  date  of  the  passing  of  the 
Trade  3Jarks  Registration  Act,  1875  ;  and  applications  for  the  regis- 
tration (f  trade  marks  in  respert  of  goods  in  Classes  23,  24  or  25,  and 
whieh.  marks  were  not  cotton  marks  in  use  at  the  date  of  the  passing  of 
the  Trade  3Iaiks  Registration  Act,  1^75,  shall  be  made  in  manner 
and  subject  to  the  conditions  in  and  subject  to  which  applications  for 
trade  marks  other  than  cotton  marks  may  be  made  in  conformity  with 
the  rules  in  that  behalf  for  the  time  being  in  force. 

Provided  that  where  application  is  made  for  the  registration  as  a 
trade  mark  in  respect  of  any  goods  in  Classes  23,  24  or  25  of  any 
mark  being  a  cotton  mark  contained  in  the  second  class  of  the  list 
mentioned  in  Rule  59  aforesaid,  such  registration  shall  not  take  place 
except  in  pursuance  of  an  order  of  the  Court. 

{a)  This  Rule  was  made  on  Oct.  21st,  1879. 


COTTON  RULES  (rEPEALED).  ^^^ 


EULES  or  MAECH,  1883,  WITH  EESPECT   TO  COTTON 

MAEKS.* 

57.   [T/iis  Rule  is  identical  with  Rule  57,  siqora^  o/S*"^''* 

58  {a).   Tlie  Commissioners  of  Patents  may  from  time  to  time  add  to  cotton  trade 
the  first  and  second  class  lists  of  cotton   marls  formed  bi/  the   late  Mamhester. 
Manchester  Committee  of  experts  any  cotton  marhs  as  they  may  tJiink  Marks  may  be 
just,  and  such  addition  shall  he  deemed  to  he  part  of  the  original  lists,  and'stcond  ckS* 

lists  of  cotton 

(«)  This  is  taken  from  the  old  Rtile  61.  marks. 

59  {(().  Any  proprietor  of  a  cotton  mark  in  the  first  class  may  apply  Any  person 

to   he  registered  as  propmetor  of  such  cotton  mark  in  manner  and  theproprietoi^ of 

suhject  to  the  conditions  in  which  he  may  apply  to  be  registered  as  first"iass'^aV'^ 

proprietor  of  any  other  trade  mark,  hut  it  shall  not  he  lawful  for  the  apply  to  be 
registrar  to  register  any  person  as  proprietor  of  any  cotton  mark  in  the 
second  class  aforesaid,  except  in  pursuance  of  an  order  of  the  Court. 

(ff)  This  is  taken  from  the  old  Rule  62. 


60.  [This  Rule  is  identical  with  Rule  62a,  supra ^  Advertisement 

L  '       J  J  of  cotton  marks. 

61.  \TJiis  Rule  is  identical  with  Rule  62b,  sup)ra.'\  Timeofregis- 

tration  of  cotton 
marks. 

*  See  note,  p.  5-17,  supra. 
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Extracts  from  the  Report,  dated  the  IWi  Marcli^  1888, 
of  the  Departmental  Committee  appointed  hij  the 
Board  of  Trade  on  the  24:th  of  Fehruary,  1887,  "  to 
inquire  into  the  duties,  organi?:ation  and  arrangements 
of  the  Patent  Office  under  the  Patents,  Designs,  and 
Trade  Marls  Act,  1883  (46  ^  47  Vict.  c.  57),  so  far 
as  relates  to  trade  marks  and  designs ^ 

LOED  HEESCHELL,  Chairman. 


EEPORT. 

The  complaints  which  have  been  made  to  us  of  the  working 
of  the  Act  of  1883,  and  the  suggestions  which  have  been  submitted 
of  amendments  in  the  law  and  its  administration,  have  had  reference 
both  to  the  registration  of  trade  marks  and  designs.  We  propose  to 
deal  with  these  matters  separately,  directing  attention  first  to  the  subject 
of  trade  marks. 

I. — Trade  Marks. 

1.  We  propose  first  to  consider  the  suggestions  which  have  been 
made  for  improvements  of  procedure  in  relation  to  the  registration  of 
trade  marks. 

15.  We  have  given  very  careful  consideration  to  the  evidence  which 
has  been  laid  before  us  by  those  interested  in  the  trade  of  Lancashire. 
The  number  of  marks  registered  in  Classes  23,  24,  and  25,  which  are 
commonl}^  described  as  the  Cotton  Classes,  is  very  large ;  and  the 
administration  of  the  Act  in  relation  to  these  classes  is  of  great  import- 
ance to  the  trade.  There  can  be  no  doubt  that  the  working  of  the 
Trade  Marks  Act  has  not  given  satisfaction  in  Lancashire.  Even  if  at 
times  there  may  have  been  a  disposition  to  expect  too  much,  we  think 
there  have  been  substantial  grounds  for  the  dissatisfaction  which  has 
prevailed.  The  great  bulk  of  the  goods  manufactured  in  Lancashire 
in  respect  of  which  trade  marks  are  used  is  exported  to  other  countries, 
and  there  can  be  no  doubt  that  these  marks  fulfil  important  functions 
in  the  trade  between  Lancashire  and  India,  and  other  countries.  One 
chief  complaint  has  been  that  the  usages  of  the  trade  and  the  character 
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of  the  markets  where  the  marks  are  intended  to  serve  their  purpose 
have  not  been  sufficiently  kept  in  view  "by  the  Patent  Office.  By 
§  72,  sub-sect.  2,  the  Comptroller  is  directed  not  to  register,  with 
respect  to  the  same  description  of  goods,  a  trade  mark  so  nearly 
resembling  a  trade  mark  already  on  the  register  with  respect  to  such 
description  of  goods  as  to  be  calculated  to  deceive.  It  is  on  the 
question  whether  marks  do  so  nearly  resemble  one  another  as  to  be 
calculated  to  deceive,  and  what  extent  of  resemblance  to  an  old  mark 
ought  to  cause  the  rejection  of  an  application,  that  the  chief  difference 
has  arisen  between  the  trade  and  those  to  whom  the  administration  of 
the  Act  has  been  entrusted.  The  tendency  of  the  office  has  been  to 
construe  the  words  of  the  enactment  more  favourably  towards  appli- 
cants for  new  marks  than  the  trade  have  thought  right.  We  think 
the  difference  has  arisen  in  part  from  the  wording  of  the  Act.  The 
comptroller  has  felt  unable  to  say  that  the  two  marks  "  so  nearly  " 
resemble  each  other  as  to  be  calculated  to  deceive.  He  has  thus  not 
considered  himself  at  liberty  to  take  into  consideration  to  the  extent 
that  he  otherwise  might,  the  character  of  the  market  in  which  the 
mark  is  to  serve  its  purpose.  Two  marks,  when  placed  side  by  side, 
may  exhibit  many  and  various  differences,  yet  the  idea  left  upon  the 
mind  by  both  may  be  the  same,  so  that  a  person  acquainted  with  the 
mark  first  registered,  and  not  having  the  two  side  by  side  for  com- 
parison, might  well  be  deceived,  if  goods  were  allowed  to  be  impressed 
with  the  second  mark,  into  a  belief  that  he  was  dealing  with  goods 
which  bore  the  same  mark  as  that  with  which  he  was  acquainted. 
Take,  for  example,  a  mark  representing  a  game  of  football ;  another 
mark  may  show  the  players  in  a  different  dress,  and  in  very  different 
positions,  and  yet  the  idea  conveyed  by  each  might  be  simply  a  game 
of  football.  It  would  be  too  much  to  expect  that  persons  dealing  with 
trade-marked  goods,  and  relj'ing,  as  they  frequently  do,  upon  the 
marks,  should  be  able  to  remember  the  exact  details  of  the  marks  upon 
the  goods  with  which  they  are  in  the  habit  of  dealing. 

In  order  to  avoid  misapprehension  in  the  future  we  recommend,  even 
though  it  may  not  be  absolutely  necessary,  a  slight  amendment  of  the 
Act,  substituting  for  the  words  "so  nearly  resembling"  the  words 
"having  such  resemblance  to  "  ;  and  further  we  would  suggest  that 
when  the  question  arises  whether  a  mark  applied  for  bears  such 
resemblance  to  one  on  the  register  as  to  be  calculated  to  deceive,  it 
should  be  determined  by  considering  what  is  the  leading  characteristic 
of  each.  The  one  might  contain  many,  even  most,  of  the  same  ele- 
ments as  the  other,  and  yet  the  leading,  or  it  may  be  the  only,  impres- 
sion left  on  the  mind  might  be  very  different,  whilst,  on  the  other 
hand,  a  critical  comparison  of  two  marks  might  disclose  numerous 
points  of  difference,  and  yet  the  idea  which  would  remain  with  any 
person  seeing  them  apart  at  different  times  might  be  the  same. 

In  this  connection  we  may  refer  to  a  point  which  has  been  the 
subject  of  considerable  controversy,  namely,  how  far  registered  or 
common  marks  when  combined  together  are  to  be  regarded  as  a  new 
mark.  We  think  that  the  juxtaposition  of  two  or  more  such  marks  is 
not,  if  there  be  nothing  more  than  this,  a  combination  constituting  a 
new  mark.  An  important  test  appears  to  bo  wliether  the  existing 
marks  are  so  combined  as  to  suggest  a  new   idea.      For   instance. 
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assuming  a  cat  and  a  fiddle  to  be  each  an  old  mark,  we  do  not  think 
the  mere  representation  of  a  cat  and  a  fiddle  together  would  be  a  new- 
mark,  but  the  representation  of  a  cat  i')laying  upon  a  fiddle,  the  idea 
conveyed  by  which  would  be  neither  the  cat  nor  the  fiddle,  but  a  cat 
playing  upon  a  fiddle,  would  be  a  good  combination,  and  might  pro- 
perly be  registered.  We  think  this  view  dift'ers  somewhat  from  that 
which  has  been  at  times,  at  all  events,  entertained  by  the  Board  of 
Trade,  but  it  appears  to  us  to  be  the  sound  one. 

Where  several  common  or  open  marks  are  worked  into  a  single  new 
design  by  being  grouped  together  within  a  border  or  otherwise,  we 
think  that  such  a  combination  may  be  entitled  to  registration,  but  that 
it  would  be  well  to  require  that  all  the  common  elements  should  be 
disclaimed. 

1 8.  We  have  had  under  our  serious  consideration  the  question  whether 
it  would  be  expedient  and  possible  to  provide  for  the  registration  of 
what  are  known  in  the  cotton  trade  as  line  headings.  It  is  clear  that 
it  could  only  be  done  by  an  alteration  of  the  law,  making  in  that  case 
the  colours  used  an  essential  part  of  the  registered  mark.  There 
appears  to  be  a  somewhat  general  concurrence  of  view,  that  if  it  were 
practicable  to  provide  effectualh'  for  the  registration  of  these  headings 
it  would  be  desirable  to  do  so,  but  the  most  opposite  opinions  were 
expressed  by  persons  of  large  experience  in  the  Manchester  trade  on 
the  point  whether  it  would  be  practicable.  We  are  disposed  to  concur 
with  those  who  pronounce  it  impracticable,  but  whether  this  view  be 
correct  or  not,  we  clearly  cannot  recommend  the  adoption  of  a  scheme 
the  practicability  of  which  is  open  to  such  serious  doubt.  At  the  same 
time  we  are  fully  conscious  of  the  evils  to  which  our  attention  has  been 
directed.  Woven  line  headings  no  doubt  play  an  imj)ortant  part  in 
many  markets ;  they  become  associated  in  the  minds  of  buyers  with 
the  make  of  a  particular  manufacturer,  or  the  merchandize  of  a 
particular  merchant,  and  goods  bearing  particular  marks  obtain,  on 
account  of  their  proved  quality,  a  high  reputation  in  the  market. 
Thereupon,  some  other  manufacturer  or  merchant  sends  to  the  very 
market  where  he  knows  this  reputation  has  been  acquired  goods  of  an 
inferior  quality  bearing,  not  the  identical  heading,  but  one  so  resem- 
bling it  as  to  leave  on  the  mind  of  a  person  seeing  it  the  same 
impression.  He  is  thus  enabled  to  undersell  the  merchant  who 
originally  introduced  the  mark  to  the  market,  whilst  still  securing  a 
good  profit  for  himself  on  account  of  the  inferior  quality  of  his  goods, 
and  this  process  often  goes  on  until  the  very  mark  which  gained  the 
reputation  is  shunned  by  the  buyers  who  at  one  time  valued  the  goods 
to  which  it  was  attached. 

Even  those  witnesses  who  have  felt  most  strongly  the  impossibility 
of  protecting  line  headings  by  registration  have  admitted  the  magni- 
tude of  the  evil,  and  that  these  resemblances  of  headings,  of  which 
complaint  is  made,  are  not  accidental,  but  intentional.  AVe  are  satis- 
fied that  not  only  do  individual  traders  incur  loss  from  this  cause,  but 
that  the  trade  of  Lancashire  suffers  from  it. 

The  imitation  of  headings,  however,  is  not  the  only  mode  by  which 
this  kind  of  false  representation  is  successfully  carried  on.  We  have 
had  before  us  pieces  of  cloth,  each  of  which  bore  different  trade  marks, 
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tickets,  words,  figures,  and  other  marks,  but  on  which  those  trade 
marks,  tickets,  &c.,  were  so  coloured  and  distributed  as  to  convey  the 
impression,  in  the  absence  of  careful  examination,  that  the  goods  bore 
the  same  marks.  No  one  looking  at  those  pieces  of  cloth  could  doubt 
that  the  resemblance  was  intentional,  and  was  designed  for  the  verj'- 
purpose  of  deceiving.  Although  we  arrived  at  the  conclusion  that  it 
would  not  be  possible  to  give  to  line  headings  the  protection  of  regis- 
tration, we  felt  that  the  fraudulent  trading  to  which  our  attention  had 
been  called  ought  not  to  remain  unchecked,  and  that  something  ought 
to  be  done  to  remedy  a  state  of  things  so  detrimental  to  sound  and 
honest  ti-ading  ;  we,  therefore,  procured  the  insertion  in  the  Merchan- 
dise Marks  Act  of  a  clause  having  for  its  object  to  bring  these  frauds 
within  the  penalties  of  the  law  and  thus  to  check  their  practice.  The 
clause  has  been  the  subject  of  a  good  deal  of  criticism,  and  some 
alarm  has  been  expressed  lest  it  should  press  hardly  on  persons  acting 
with  perfect  honesty.  We  do  not  think  this  is  likely  to  be  the  case. 
It  is,  of  course,  difficult  so  to  frame  a  law  as  to  make  it  effectual  against 
wrongdoers,  and  at  the  same  time  to  guard  those  who  have  no  un- 
lawful intention  from  all  possible  risk  of  inconvenience.  The  opera- 
tion of  the  Act  must,  no  doubt,  be  carefully  watched,  and  it  may  well 
be  capable  of  amendment,  but  we  could  not  resign  ourselves  to  the 
conclusion  that  mischievous  frauds  must  be  allowed  to  continue  without 

even  an  attempt  to  put  a  stop  to  them. 

*  *  ■)(■  -^  ■};•  •» 

24.  We  will  next  proceed  to  consider  the  objections  which  have 
been  taken  to  the  law  which  now  governs  what  may  be  registered  as 
trade  marks,  and  the  important  suggestions  which  have  been  made 
for  its  amendment. 

25.  By  section  64  (1)  (c)  of  the  Act  a  trade  mark  may  be  registered 
which  consists  of  or  contains  "  a  distinctive  device,  mark,  brand, 
heading,  label,  ticket,  or  fancy  word,  or  words  not  in  common  use." 
Some  controversy  has  arisen  with  reference  to  the  meaning  of  the  word 
"  brand"  as  distinguished  from  the  other  words  employed.  There  can 
be  no  doubt  that  the  term  derives  its  origin  from  the  practice  of  pro- 
ducing some  mark  by  means  of  burning,  but  it  appears  now  to  be  in 
use  in  certain  trades  for  the  purpose  of  describing  trade  marks  no 
longer  produced  in  this  way,  and  differing  in  no  respect  from  the 
labels  or  tickets  mentioned  in  the  section ;  nevertheless  a  distinction 
has  been  made  in  the  practice  of  the  Office,  and  trade  marks  have 
been  allowed  registration  in  certain  trades  as  brands  when  they  would 
not  be  accepted  in  other  classes  as  labels  or  tickets.  We  see  no  reason 
for  this  distinction.  It  does  not  appear  to  us  to  receive  support  from 
the  language  of  the  Act,  and  we  think  that  in  future  brands  should  be 
dealt  with  in  precisely  the  same  way  as  labels  or  tickets. 

26.  The  most  difficult  question  which  has  arisen  upon  the  enactment 
under  consideration  is  to  determine  what  may  properly  be  regarded  as 
"  fancy  words."  Words  are,  undoubtedly,  a  most  popular  form  of  trade 
mark,  but  some  limit  must  obviously  be  put  upon  the  words  which  an 
individual  may  be  permitted  to  register  and  claim  the  exclusive  use  of. 
The  expression  "fancy  word"  is  certainly  not  a  happy  one,  and  has 
naturally  given  rise  to  considerable  differences  of  opinion  as  to  its 
meaning. 
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It  will  be  convenient  to  consider  first  what  words  ought  to  be  allowed 
as  trade  marks.  There  can  be  no  objection  to  permitting  the  registra- 
tion of  an  invented  word  not  to  be  found  in  the  vocabular}'  of  our  own 
or  any  other  country.  It  seems  to  us  further  that  existing  words  may 
with  advantage  be  permitted  as  trade  marks,  subject  to  limitations 
which  at  once  suggest  themselves.  It  is  manifest  that  no  one  ought 
to  be  granted  the  exclusive  use  of  a  word  descriptive  of  the  equality  or 
character  of  any  goods.  Such  words  of  description  are  the  property 
of  all  mankind,  and  it  would  not  be  right  to  allow  any  individual  to 
monopolise  them  and  exclude  others  from  their  use.  Again  geo- 
graphical words,  which  can  be  regarded  as  descriptive  of  the  place  of 
manufacture  or  sale  of  the  goods,  are  open  to  obvious  objections. 
One  manufacturer  or  merchant  cannot  properly  be  allowed  to  prevent 
all  his  competitors  from  attaching  to  their  goods  the  name  of  the  place 
of  their  manufacture  or  sale.  The  mischief  would  not  be  the  same 
where  the  person  seeking  to  register  was  the  first  who  had  manu- 
factured or  sold  the  goods  in  the  place  the  name  of  which  he  seeks  to 
appropriate  as  a  trade  mark.  But  there  are  objections  to  giving  a 
monopoly  even  in  that  case,  and  to  attempt  to  draw  any  such  dis- 
tinction would  be  likely  to  lead  to  difficulty  and  litigation.  We  think, 
therefore,  that  geographical  names  ought  onl}^  to  be  permitted  where 
they  clearly  could  not  be  regarded  as  indicative  of  the  place  of  manu- 
facture or  sale.  We  would  add  upon  this  point  that  we  think  that 
where  any  English  word  would  be  rejected  as  not  entitled  to  regis- 
tration no  person  ought  to  be  permitted  to  register  its  translation 
into  any  other  language.  The  Cjuestion  has  been  raised  whether 
a  word  having  the  same  sound  as  one  entered  on  the  register, 
though  differently  spelt  and  with  a  diflterent  meaning  should  be 
re"-istered.  The  question  in  such  a  case  would  seem  to  be  whether 
the  resemblance  between  the  old  mark  and  that  applied  for  was 
such  as  to  be  calculated  to  deceive  ;  if  it  were  it  ought,  of  course, 
to  be  rejected. 

Onr  attention  has  been  called  to  the  rejection  of  words  which  it  is 
said  indicate  the  use  to  be  made  of  the  articles  to  which  they  are  to  be 
applied.  As,  for  example,  "  Mariner's  Eum."  We  think  that  if  the 
word  sought  to  be  registered  would  be  understood  as  suggesting  a 
special  use  of  the  goods,  or  their  adaptability  to  a  particular  purpose,  it 
would  be  objectionable  as  descriptive  of  their  character. 

Eegistration,  it  appears,  is  sometimes  sought  of  devices  which  are 
descriptive  of  the  goods  to  which  they  are  to  be  applied,  e.g.,  a  repre- 
sentation of  a  hinge  to  be  applied  to  doors.  AYe  think  these  are  not 
legitimate  marks. 

Complaints  have  also  been  made  that  where  words  have  been  refused 
as  not  being  distinctive,  the}^  have  afterwards  been  allowed  where  the 
applicant  has  applied  for  a  mark  consisting  of  the  same  word  preceded 
by  the  applicant's  name  with  an  apostrophe.  We  think  this  course 
ought  not  to  be  pursued.  Little  or  no  mischief  might  result  where  the 
name  of  the  applicant  was  an  uncommon  one,  but  where  the  name  was 
a  common  one  the  result  would  be  to  deprive  all  persons  bearing  the 
same  name  of  their  right  to  use  a  common  word  in  connexion  with 
their  own  name,  and  even  if  the  name  were  an  uncommon  one  it  would 
be  impossible  to  say  that  there  were  not  other  persons  bearing  it  who 
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might  wish  to  use  in  connection  with,  it  the  common  word  which  it  is 
sought  to  monopolise. 

Evidence  has  been  given  that  marks  consisting  of  a  combination  of 
the  applicant's  name  with  the  article  he  manufactures  or  sells  are 
highly  valued.  There  can  be  no  doubt  that  if  a  manufacturer  or 
vendor  has  obtained  for  his  goods  a  reputation  amongst  the  public  he 
could,  by  process  of  law,  quite  apart  from  the  Trade  Marks  Act,  j)re- 
vent  goods  that  were  not  his  from  being  offered  to  the  public  on  the 
representation  that  they  were  so.  But  it  would  be  quite  a  different 
thing  to  give  by  virtue  of  registration  under  the  Trade  Marks  Act  a 
right  to  prevent  another  manufacturer  or  merchant  honestly  describing 
his  own  goods  by  his  own  name. 

It  is  said  that  there  is  often  a  desire  to  register  short  phrases,  such 
as  proverbs,  &c.,  and  that  owing  to  the  difficulty  of  finding  new  marks 
it  is  expedient  that  they  should  be  allowed.  We  see  no  objection  to 
this,  provided  that  they  are  in  no  way  descriptive  of  the  character  or 
quality  of  the  goods,  or  of  their  place  of  origin,  sale,  or  manufacture. 

There  is  said  to  be  a  general,  if  not  unanimous,  desire  amongst  those 
interested  in  the  cotton  classes  that  words  should  not  be  permitted  to 
be  registered  as  trade  marks  in  Classes  23  and  24.  If  the  desire  be  so 
general  as  is  represented,  we  see  no  reason  in  princijile  why  it  should 
not  be  yielded  to.  But  there  iippears  to  be  a  serious  difficulty  in  the 
way  of  making  such  a  change  at  present,  owing  to  the  International 
Convention  which  has  been  entered  into.  We  understand  that  word 
marks  are  registered  in  the  cotton  classes  in  some  of  the  countries 
which  are  parties  to  the  Convention ;  and  there  would  be  an  anomaly 
in  permitting  such  marks  to  be  registered  here  when  first  registered 
in  those  countries,  whilst  registration  is  denied  them  if  first  applied 
for  in  England. 

27.  By  section  64,  sub-section  2,  there  may  be  added  to  any  one  or 
more  of  the  essential  particulars  "any  letters,  words,  or  figures,  or 
combination  of  letters,  words,  or  figures  or  of  any  of  them."  There  is 
here,  it  will  be  seen,  no  limitation  as  to  the  letters,  words,  or  figures, 
which  may  be  combined  with  the  essential  part  of  a  trade  mark.  By 
section  74,  however,  it  is  provided  that  nothing  in  the  Act  shall  be 
construed  to  prevent  the  comptroller  registering  as  an  addition  to  any 
trade  mark  "  any  distinctive  word,  or  combination  of  words,  though 
the  same  is  common  to  the  trade  in  the  goods  with  respect  to  which 
the  application  is  made."  But  this  section  enacts,  sub-section  2,  that 
"  The  applicant  for  entry  of  any  such  common  particular  or  particulars 
must  however  disclaim  in  his  application  any  right  to  the  exclusive 
use  of  the  same,  and  a  cojiy  of  the  disclaimer  shall  be  entered  on  the 
register."  It  has  been  said,  and  we  think  truly,  that  it  is  not  easy  to 
understand  what  is  the  exact  status  of  the  added  matter  j)rovided  for 
by  section  64.  Where  the  added  words  are  not  common  to  the  trade 
in  the  goods  witli  respect  to  which  the  application  is  desired,  the  right 
of  exclusive  use  need  not  be  disclaimed,  yet  it  is  presumed  that  the 
proprietor  of  the  trade  mark  could  not  object  to  their  use  by  any  other 
person  except  in  connection  with  the  essential  particular  of  his  trade 
mark.  What  purpose  then  do  thej^  serve  ?  Perhaps  they  may  be 
useful  in  the  case  of  a  colourable  imitation  of  the  essential  particular. 
If  with  such  an  imitation  the  same  added  words  were  used  it  would 
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assist  the  proprietor  in  establisMng  that  his  trade  mark  had  been 
infringed.  But  the  added  matter  may,  it  is  assumed,  be  of  so  distinc- 
tive a  character  as  to  form  an  essential  part  of  the  trade  mark,  so  that 
its  use  might  bo  an  infringement.  We  think  it  would  clearly  be 
desirable  that  the  added  matter,  which  the  proprietor  does  not  claim 
the  exclusive  use  of,  should  be  disclaimed  so  that  the  pubHc  may  know 
exactly  what  is  the  trade  mark  registered.  We  think,  too,  that  all 
disclaimers  should  appear  in  connexion  with  the  mark  in  the  Official 
Journal.  Some  misapprehension  might  perhaps  arise  if  the  person 
registering  tlie  mark  were  compelled  to  disclaim  his  own  name  or  the 
foreign  equivalent  for  it.  We  think,  therefore,  this  might  be  excluded 
from  the  necessity  of  disclaimer,  but  it  should  be  provided  that  the 
proprietor  of  the  mark  should  not  thereby  acc^uire  the  right  to  prevent 
any  other  j^erson  bond  Jide  using  his  own  name  in  connexion  with  his 

goods. 

•i'c  •ii-  •!:•  '':•  n-  •!:• 

41.  It  has  been  suggested  that  there  is  a  necessity  for  some  statu- 
tory definition  of  the  trade  mark  rights  which  are  acquired  in  connec- 
tion with  words  used  as  the  names  of  patented  articles.  W^here  a 
patent  has  been  obtained  for  some  article  of  commerce,  and  the 
patentee  gives  it  a  name  which  he  registers  as  his  trade  mark,  has  he 
a  right  at  the  end  of  the  term  of  his  patent  to  prevent  other  people 
from  selling  it  under  that  name  ?  It  is  clear  that  he  obtains  the 
patent  upon  the  condition  that  at  the  exjjiration  of  the  term  of  his 
monopoly  the  public  should  have  the  right  to  manufacture  and  use  it, 
and  if  the  only  name  by  which  it  is  known  is  that  which  the  proprietor 
has  registered  as  a  trade  mark,  it  would  certainly  seem  inconsistent 
with  the  right  thus  intended  to  be  conferred  on  the  ^Jublic  if  ever^^  one 
except  the  original  patentee  were  prevented  from  calling  it,  or  from 
selling  it,  by  that  name  which  alone  it  bears.  The  authorities  appear, 
however,  to  show  that  such  a  claim  could  not  be  maintained. 


II. — Designs. 


(Signed)         Heeschell. 
Crawford. 
Macin'aghten. 
A.  J.  Mtjndella. 
H.  DE  Worms. 
James  F.  Hutton. 

16th  March,  1888. 


559 


APPENDIX  F. 

THE  MEECHANDISE  MARKS  ACTS,  1887—1894,  AND 
THE  STATUTES,  REGULATIONS  AND  ORDERS 
CONNECTED  THEREWITH. 


THE  MERCHANDISE  MARKS  ACT,  1887. 

50  &  51  Vict.  c.  28. 

An  Act  to  consolidate  and  amend  the  Law  relating  to  Fraudulent  Marks 
071  Merchandise.  [23rd  August,  1887.] 

Be  it  enacted  by  the  Queen's  most  Excellent  Majesty,  by  and  with,  the 
advice  and  consent  of  the  Lords  Spiritual  and  Temporal,  and  Commons, 
in  this  present  Parliament  assembled,  and  by  the  authority  of  the 
same,  as  follows : 

1.  This  Act  may  be  cited  as  the  Merchandise  Marks  Act,  1887  (a).      Short  title. 

(«)  It  was  held  that  it  was  not  against  the  policy  of  the  law  for  proceedings 
taken  under  the  Merchandise  Marks  Act,  1862,  now  repealed  by  this  Act,  to  be 
compromised  :  Fisher  v.  ApoUivaris  Co.,  L.  R.  10  Ch.  297. 

2.— (1.)  Every  person  (a)  who—  Offences  as  to 

(a.)  forges  {b)  any  trade  mark  (c)  ;  or  trade  marks 

(b.)  falsely  applies  (r/)  to  goods  (e)  any  trade  mark  (c)  or  any  and  trade 
mark  so  nearly  resembling  a  trade  mark  as  to  be  calculated  descriptions, 
to  deceive ;  or 
(c.)  makes  any  die,  block,  machine,  or  other  instrument  (/)  for 
the  purpose  of  forging  (5),  or  of  being  used  for  forging  {b),  a 
trade  mark  (c) ;  or 
(d.)  applies  any  false  trade  description  (y)  to  goods  (e) ;  or 
(e.)  disposes  of  or  has  in  his  possession  any  die,  block,  machine, 
or  other  instrument  for  the  purpose  of  forging  {b)  a  trade 
mark  (c) ;  or 
(f.)  causes  any  of  the  things  above  in  this  section  mentioned  to 
be  done, 
shall,  subject  to  the  provisions  of  this  Act,  and  unless  he  proves  that 
he  acted  without  intent  to  defraud  (A),  be  guilty  of  an  offence  against 
this  Act. 

(2.)  Every  person  who  sells,  or  exposes  for,  or  has  in  his  possession 
for  sale,  or  any  purpose  of  trade  or  manufacture,  any  goods  or  things 
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to  which  any  forged  trade  mark  or  false  trade  description  is  applied, 
or  to  which  any  trade  mark  or  mark  so  nearly  resembling  a  trade  mark 
as  to  be  calculated  to  deceive  is  falsely  applied,  as  the  case  may  be, 
shall,  unless  he  proves —  («') 

(a.)  That  having  taken  all  reasonable  precautions   against  com- 
mitting an  offence  against  this  Act,  he  had  at  the  time  of 
the  commission  of  the  alleged  offence  no  reason  to  suspect 
the  genuineness  of  the  trade  mark,  mark,  or  trade  descrip- 
tion ;  and 
(b.)  That  on  demand  made  by  or  on  behalf  of  the  prosecutor,  ho 
gave  all  the  information  in  his  power  with  respect  to  the  per- 
sons from  whom  he  obtained  such  goods  or  things  (j) ;  or 
(c.)  That  otherwise  he  had  acted  innocently  (/c) ; 
be  gixilty  of  an  offence  against  this  Act. 

(3.)  Every  person  guilty  of  an  offence  against  this  Act  shall  be 
liable — 

(i.)  on  conviction  on  indictment  (Z),  to  imprisonment,  with  or  with- 
out hard  labour,  for  a  term  not  exceeding  two  years,  or  to 
fine,  or  to  both  imprisonment  and  fine  ;  and 
(ii.)  on  summary  conviction  {I)  to  imprisonment,  with  or  without 
hard  labour,  for  a  term  not  exceeding  four  months,  or  to  a 
fine  not  exceeding  twenty  pounds,  and  in  the  case  of  a  second 
'  or  subsequent  conviction  to  imprisonment,  with  or  without 

hard  labour,  for  a  term  not  exceeding  six  months,  or  to  a  hue 
not  exceeding  fifty  pounds  ;  and 
(iii.)  in  any  case,  to  forfeit  to  Her  Majesty  every  chattel,  article, 
instrument,  or  thing  by  means  of  or  in  relation  to  which  tlio 
offence  has  been  committed. 
(4.)  The   Court  before  whom  any  person  is  convicted  under  this 
section  may  order  any  forfeited  articles  to  be  destroyed  or  otherwise 
disposed  of  as  the  Court  thinks  fit. 

(5.)  If  any  person  feels  aggrieved  by  any  conviction  made  by  a 
court  of  summary  jurisdiction,  he  may  appeal  therefrom  to  a  court  of 
quarter  sessions. 

(6.)  Any  offence  for  which  a  person  is  under  this  Act  liable  to 
punishment  on  summary  conviction  may  be  prosecuted,  and  any  articles 
liable  to  be  forfeited  under  this  Act  by  a  court  of  summary  jurisdiction 
42  &  43  Vict,    ^^y  ^®  forfeited  in   manner  provided  by  the  Summary  Jurisdiction 
c.  49.  Acts  :    Provided  that  a  person  charged  with  an  offence  under  this 

section  before  a  court  of  summary  jurisdiction  shall,  on  appearing 
before  the  Court,  and  before  the  charge  is  gone  into,  be  informed  of 
his  right  to  be  tried  on  indictment,  and  if  he  requires  be  so  tried 
accordingly. 

(a)  Person  includes  any  body  of  persons :  see  §  3  (1). 

(b)  Forgery  of  a  trade  mark  is  defined  by  §  4. 

(c)  Trade  mark  is  defined  by  §  3  (1). 

(d)  Application  and  false  application  of  a  trade  mark  are  defined  by  §  5  ;  and 
see  §  6. 

(e)  "  Goods"  is  defined  by  §  3  (1). 

(/)  As  to  makintj  dies  and  blocks,  see  ^  6. 

{(/)  Trade  description  and  false  trade  description  are  defined  by  §  3  (1) ;  and  see 
also  ^  3  (2)  and  (3),  and  also  §  6.     Compare  §  18. 

(A)  In  Gridlei/  v.  Swinborne,  5  Times  L.  R.  71,  the  Court  aj^jiears  to  have  enter- 
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tained  the  view  tliat  the  biu'den  was  on  the  prosecutor  to  prove  a  mens  rea  on  the 
part  of  the  defendant ;  but  an  intent  to  defraud  a  pvirchaser  is  not  a  necessary- 
ingredient  in  the  ofif ence :  JTood  v.  TUirgcsH,  24  Q.  B.  D.  162  :  and  in  Stareij  v.  Chil- 
tvorth  Gunpoivdcr  Co.,  24  Q.  B.  D.  90,  it  was  held,  in  proceedings  taken  by  a  trade 
society,  that  though  the  article  supplied  was  of  the  quality  contracted  to  be  supplied, 
and  had  been  accepted  by  the  purchaser  without  objection,  and  no  pecuniary  loss 
or  injury  of  any  kind  had  been  suffered  by  the  j^urchaser,  yet,  inasmuch  as  the 
vendors  were  known  as  manufacturers  only,  and  not  as  dealers,  and  they  had  placed 
their  own  name  on  the  goods,  without  any  notification  that  the  goods  had  been 
obtained  by  them  from  elsewhere,  they  were  not  entitled  to  say  that  there  was  no 
intent  to  defraud. 

ii)  This  Act  renders  the  master  or  principal  criminally  liable  for  the  acts  of  his 
agents  and  servants  in  all  cases  within  §  2,  sub-ss.  1  and  2,  where  the  act  con- 
stituting the  offence  is  done  by  the  servant  or  agent  within  the  scope  or  in  the 
coiu'se  of  his  employment,  subject  to  this,  that  the  master  or  principal  may  be 
relieved  from  criminal  responsibility  where  he  can  prove  that  he  has  acted  in  good 
faith,  and  has  done  all  that  it  was  reasonably  possible  to  do  to  pi'event  the  commis- 
sion by  his  agents  and  servants  of  offences  against  the  Act :  C'oppen  v.  Moore  (2), 
(1898)  2  Q.  B.  306  ;  and  it  seems  that  Biidd  v.  Lucas,  (1891)  1  Q.  B.  408,  must  be 
treated  as  overruled  on  this  point. 

(/)  Under  the  present  statute  a  person  in  possession  of  wrongfully  marked  goods 
for  sale,  &c.,  has  to  give  information  with  respect  to  the  persons  from  whom  he* 
obtained  the  goods,  if  he  wishes  to  escape  the  penalties  of  the  Act.     By  ^  6  of  the 
repealed  Merchandise  Marks  Act,  1862,  he  was  compellable  to  give  the  information 
under  a  special  penalty. 

{k)  Clauses  (a)  and  (b)  of  siib-s.  2  aj^ply  to  cases  where  the  goods  in  question  are  in 
the  possession  of  the  accused  for  sale,  or  are  sold -with  the  forged  trade  mark  or  false 
trade  description  already  stamped  iipon  them,  and  not  to  a  case  where  the  false  trade 
description  is  applied  upon  the  occasion  and  as  part  of  the  terms  of  the  sale,  in  which 
case  the  accused  must  rely  on  Clause  (c)  :   Copjmi  v.  Moore  (2),  (1898)  2  Q.  B.  306. 

{I)  Whether  a  person  charged  with  an  offence  under  this  Act  is  dealt  with 
summarily  or  on  indictment,  the  principles  to  be  a^jplied  are  the  same :  per  Lord 
Coleridge,  C.  J.,  in  Gridley  v.  Swinborne,  5  Times  L.  R.  71. 

3. — (1.)  For  the  purposes  of  this  Act —  Definitions. 

The  expression  "  trade  mark  "  means  a  trade  mark  registered  in  the  46  &  47  Vict, 
register  of  trade  marks,  kept  under  the  Patents,  Designs,  and  Trade  c.  57. 
Marks  Act,  1883,  and  inchides  any  trade  mark  which,  either  with  or 
without  registration,  is  protected  by  law  in  any  British  possession  or 
foreign  State  to  which  the  provisions  of  §  103  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1883,  are,  under  Order  in  Council  (o),  for  the 
time  being  applicable : 

The  expression  "trade  description"  means  any  description,  state- 
ment, or  any  other  indication,  direct  or  indii'ect  {b), 

(a.)  as  to  the  number,  cj[uantity,  measure,  gauge,  or  weight  of  any 
goods  (c),  or 

(b.)  as  to  the  place  or  country  in  which  any  goods  were  made  or 
produced  (rf),  or 

(c.)  as  to  the  mode  of  manufacturing  or  producing  any  goods,  or 

(d.)  as  to  the  material  of  which  any  goods  are  composed  (e),  or 

(e.)  as  to  any  goods  being  the  subject  of  an  existing  patent  (/), 
privilege,  or  copyright, 
and  the  use  of  any  figure,  word,  or  mark  which,  according  to  the 
custom  of  the  trade,  is  commonly  taken  to  be  an  indication  of  any  of 
the  above  matters,  shall  be  deemed  to  be  a  trade  description  within 
the  meaning  of  this  Act ; 

The  exi^ression  "false  trade  description"  means  a  trade  description 
which  is  false  in  a  material  respect  (^r),  as  regards  the  goods  to 
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whicli  it  is  applied,  and  includes  every  alteration  of  a  trade 
description,  ■wliether  by  wa}^  of  addition,  effacement,  or  otherwise, 
where  that  alteration  makes  the  description  false  in  a  material 
respect,  and  the  fact  that  a  trade  description  is  a  trade  mark,  or 
part  of  a  trade  mark,  shall  not  prevent  such  trade  description 
being  a  false  trade  description  within  the  meaning-  of  this  Act : 
The  expression  "goods"  means  anything  which  is  the  subject  of 

trade,  manufacture,  or  merchandise  : 
The  expressions  "person,"  "manufacturer,  dealer,  or  trader,"  and 
"proprietor"   include  any  body  of   persons  corporate   or  unin- 
corporate : 
The  expression  "name  "  includes  any  abbreviation  of  a  name. 
(2.)  The  provisions  of  this  Act  respecting  the  application  of  a  false 
trade  description  to  goods  shall  extend  to  the  application  to  goods  of 
any  such  figures,  words,  or  marks,   or  arrangement  or  combination 
thereof,  whether  including  a  trade  mark  or  not,  as  are  reasonably 
calculated  to  lead  persons  to  'believe  that  the  goods  are  the  manufac- 
ture or  merchandise  of  some  person   other  than  the   person  whose 
manufacture  or  merchandise  they  really  are. 

(3.)  The  provisions  of  this  Act  respecting  the  application  of  a  false 
trade  description  to  goods,  or  respecting  goods  to  which  a  false  trade 
description  is  applied,  shall  extend  to  the  application  to  goods  of  any 
false  name  or  initials  of  a  person,  and  to  goods  with  the  false  name  or 
initials  of  a  person  applied,  in  like  manner  as  if  such  name  or  initials 
were  a  trade  description,  and  for  the  purpose  of  this  enactment  the 
expression  "  false  name  or  initials"  means,  as  applied  to  any  goods, 
any  name  or  initials  of  a  person  which — 

(a.)  are  not  a  trade  mark,  or  part  of  a  trade  mark,  and 
(b.)  are  identical  with,  or  a  colourable  imitation  of  the  name  or 
initials  of  a  person  carrying  on  business  in  connection  with 
goods  of  the  same  description,  and  not  having  authorised 
the  use  of  such  name  or  initials  (A),  and 
(c.)  are  either  those  of  a  hctitious  person  or  of  some  person  not  bond 
fide  carrying  on  business  in  connection  with  such  goods  (/). 

(«)  See  Table  of  Orders  in  Council  in  Appendix  C. 

(i)  See  §  18.  The  Act  does  not  apply  to  verbal  descriptions,  but  it  is  not  neces- 
sary that  there  should  be  any  physical  connection  between  the  description  and  the 
goods  to  which  it  is  applied.  The  false  trade  description  may  be  found  in  the 
invoice:  Coppen  v.  Moore  (2),  (1898)  2  Q.  B.  306  ;  Budd  v.  Lucas,  (1891)  1  Q.  B.  408. 
The  definition  of  "  trade  description"  has  been  held  in  two  cases  in  the  Manchester 
Pohce  Court  to  be  wide  enough  to  reach  a  somewhat  complicated  system  of  fraud 
practised  in  the  cotton  trade.  Cotton  yarn  is  reeled  into  certain  lentrths  called 
hanks,  each  hank  containing  by  the  custom  of  the  trade  840  yards.  In  this  country 
the  yam  is  sold  by  weight,  and  is  usually  made  up  in  bundles  of  5  lbs.  or  10  lbs. 
The  price  is  regulated  by  what  is  called  '"the  count"  of  the  yai-n,  or,  in  other 
words,  by  the  number  of  times  a  hank  is  contained  in  a  pound  weight  of  yam,  the 
greater  number  of  hanks  in  the  pound  the  finer  the  yam  and  the  higher  the  price. 
Por  example,  yarn  containing  twelve  hanks  to  the  pound  is  spoken  of  as  twelves, 
and  would  fetch  a  smaller  price  than  yarn  containing  sixteen  hanks  to  the  pound 
called  sixteens.  It  is  possible  for  any  one  acquainted  with  the  trade  to  tell  at  a 
glance,  from  the  make-up  of  the  bundles,  how  many  hanks  the  yarn,  contains  to  the 
pound,  that  is  to  say,  the  make-up  affords  an  indication  of  the  count  of  the  yarn. 
In  the  first  case,  Reg.  v.  Atianiadi  (Manchester  Police  Coiu't,  July  30th,  1889),  the 
defendant,  for  the  pui-poses  of  his  export  trade,  caused  bundles  of  yam  containing 
forty-five  hanks  to  the  pound  to  be  made  up  as  yam  containing  sixty  hanks  to  the 
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pound.  This  was  effected  by  a  process  technically  known  as  "short  reeling,"  by 
whicli  the  length  of  the  hank  was  reduced  below  its  proper  number  of  yards  so  far 
as  was  necessary  to  increase  the  number  of  hanks  per  pound  from  forty-five  to  sixty. 
In  addition  to  this,  the  number  "  60  "  was  placed  on  the  outside  of  each  bundle  to 
indicate  the  count  of  the  yarn,  though  this  was  done  without  the  express  instruc- 
tions of  the  defendant,  and  the  numbers  were  subsequently  removed  by  his  orders. 
In  this  way  a  double  fraud  was  committed,  since  the  yarn  was  made  to  appear  to 
be  of  a  finer  quality  than  it  really  was,  and  the  hank,  instead  of  containing  its 
normal  number  of  yards,  viz.,  840,  contained  only  about  C30  yards,  and  was,  in 
fact,  a  spurious  hank.  Consequently  there  was  a  misrepresentation  both  as  to  the 
length  and  as  to  the  fineness  of  the  yarn.  The  magistrate  held  that  the  make-up 
of  the  bundles  afi'orded  a  sufficient  indication  of  the  measure  of  the  goods  within 
the  definition  of  "  trade  description  "  in  §  3,  and  that  it  was  immaterial  whether  or 
not  the  number  of  the  count  was  affixed  to  the  wrappers  of  the  bundles,  and  he  con- 
victed the  defendant.  In  the  second  case,  licff.  v.  3Ianoi(kion  (Manchester  Police 
Court,  May  10th,  1898),  the  defendant  was  also  convicted  upon  a  similar  state  of 
facts. 

{c)  See  Her/,  v.  Ananiadi  (Manchester  Police  Court,  July  30th,  1889) ;  Hooper  v. 
Balfour,  62  L.  T.  N.  S.  646  ;  Budd  v.  Lucas,  (1891)  1  Q.  B.  408  ;  Reg.  v.  Manonkion 
(Manchester  Police  Court,  May  10th,  1898) ;  JL  v.  Zipton,  32  L.  R.  Ir.  115. 

(rf)  See  Starei/  v.  Chilicorth  Giinporvder  Co.,  24  Q.  B.  D.  90  ;  R.  v.  Lipto7i,  32  L.  R. 
Ir.  115  ;  Bischop  v.  Toler,  65  L.  J.  M.  C.  1,  where  a  man  who  prepared  in  England 
a  substitute  for  butter  mainly  consisting  of  margarine  manufactured  in  France  was 
held  properly  convicted  of  an  offeuce  under  the  Act  in  having  described  the  product 
as  manufactured  in  France.  A  thing  is  considered  to  be  manufactured  at  the  place 
where  it  first  becomes  a  finished  article  :  Ibid.     See  also  §  7  as  to  watches. 

[e)  In  Gridleu  v.  Swinborne,  5  Times  L.  R.  71,  it  was  held  by  the  Q.  B.  D.  that  it 
was  not  a  false  trade  description  to  apply  the  term  "  isinglass  "  to  a  material  which, 
though  not  in  the  most  strictly  scientific  sense  isinglass,  was  yet  very  similar  to  it 
and  was  frequently  called  by  that  name. 

(/)  See  §  105  of  the  Patents  Act,  1883.  The  difference  between  that  section 
and  this  appears  to  be  that  under  that  section  no  offence  is  committed  if  there  has 
ever  been  a  patent,  while  under  this  an  offence  is  committed  if  there  is  not  a  patent 
still  actually  in  existence.  In  Grklley  v.  Swinborne,  5  Times  L.  R.  71,  an  article 
had  been  sold  for  upwards  of  forty  years  as  "'  Swiuborne's  Patent  Refined  Isinglass," 
there  having  originally  been  a  patent  granted  in  1847  ;  and  it  was  held  that  to 
continue  to  use  the  word  "  Patent,"  as  had  so  long  been  done,  was  not  to  apply  to 
the  article  a  false  trade  description.  It  has  been  held  that  a  person  who  himself 
wrongfully  inserted  or  retained  the  word  "  Patent  "  in  his  trade  mark  could  not  avail 
himself  of  the  Merchandise  Marks  Act,  1862  :  Morgan  v.  McAdam,  36  L.  J.  Ch.  228. 

[g]  There  is  nothing  to  show  what  is  meant  by  "  in  a  material  respect,"  but  it 
would  appear  that  a  trade  description  which  is  inaccurate  is  not  false  in  a  material 
respect  unless  the  inaccuracy  would  have  some  effect  on  the  mind  of  a  purchaser. 
Storey  v.  Cliilworth  Gunpoivdcr  Co.,  24  Q.  B.  D.  90,  seems  to  show  that  a  very 
stringent  interpretation  wUl  be  placed  on  the  Act.  In  that  case  a  firm  of  English 
gunpowder  manufacturers,  who  usually  sold  gunpowder  of  their  own  make  only, 
had  entered  into  a  contract  with  the  Government  for  the  supply  of  a  quantitj'  of 
powder,  the  contract  containing  no  stipulation  that  the  powder  was  to  be  of  their 
own  or  of  English  manufacture.  They  were  unable,  in  consequence  of  an  accident, 
to  supply  the  powder  of  their  own  make,  and  they  consequently  supplied  German 
jjowder  in  barrels  marked  with  their  name,  but  without  any  statement  where  or  by 
whom  the  powder  was  made;  and  it  was  held  that  although  the  quality  was 
correctly  stated,  and  the  powder  was  as  good  as  if  it  had  been  made  by  them,  and 
the  Government  had  accepted  it  without  objection,  yet,  inasmuch  as  the  expectation 
would  be  that  a  firm  known  only  as  manufacturers  and  not  as  dealers  would  supply 
only  gunpowder  of  their  own  make,  the  use  of  their  name,  without  a  statement  as  to 
the  foreign  origin  of  the  powder,  was  an  application  to  the  goods  of  a  false  trade 
description.  Again,  in  Kirsheuboim  v.  Salmon  4-  Gluckstein,  (1898)  2  Q.  B.  19,  where 
machine-made  cigarettes  were  falsely  described  as  hand-made,  it  was  held  no 
answer  to  the  question  of  materiality  that  the  thing  supplied  was  as  good  in  quality 
as  that  which  was  asked  for. 

(/()  See  IVoody.  Burgess,  24  Q.  B.  D.  162. 

(i)  Clauses  (b)  and  (c)  of  this  sub-section  are  to  bo  read  disjunctively :  R.  v. 
Lipton,  32  L.  R.  Ir.  115.     In  that  case  a  trader  who  sold  inferior  qualities  of  his 
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o-wn  o-oods  under  liis  foreman's  name  was  lield  properly  convicted  under  Clause  (c), 
the  accused  not  having  set  up  the  plea  that  he  acted  innocently  within  the  proviso 
in  sub-s.  2  of  §  2,  and  not  having  claimed  the  benefit  of  §  18. 

4.  A  person  shall  be  deemed  to  forge  a  trade  mark  wlio  either — 
(a.)  without  the  assent  of  the  proprietor  of  the  trade  mark  makes 
that  trade  mark  or  a  mark  so  nearly  resembling  that  trade 
mark  as  to  be  calculated  to  deceive  ;  or 
(b.)  falsifies    any   genuine    trade    mark,   whether    by    alteration, 
addition,  effacement,  or  otherwise  ; 
and  any  trade  mark  or  mark  so  made  or  falsified  is  in  this  Act  referred 
to  as  a  forged  trade  mark. 

Provided  that  in  any  prosecution  for  forging  a  trade  mark  the 
burden  of  proving  the  assent  of  the  proprietor  shall  lie  on  the  defen- 
dant. 

5. — (1.)  A  person  shall  be  deemed  to  apply  a  trade  mark  or  mark 
or  trade  description  to  goods  who — 

(a.)  applies  it  to  the  goods  themselves  ;  or 

(b.)  applies  it  to  any  covering  («),  label,  reel  or  other  thing  in  or 
with  which  the  goods  are  sold  or  exposed  or  had  in  possession 
for  any  purpose  of  sale,  trade,  or  manufacture  ;  or 
(c.)  places,  encloses,  or  annexes  any  goods  which  are  sold  or  ex- 
posed or  had  in  possession  for  any  purpose  of  sale,  trade,  or 
manufacture,  in,  with,  or  to  any  covering,  label,  reel,  or  other 
thing  to  which  a  trade  mark  or  trade  description  has  been 
applied ;  or 
(d.)  uses  a  trade  mark  or  mark  or  trade  description  in  any  manner 
calculated  to  lead  to  the  belief  that  the  goods  in  connection 
with  which  it  is  used  are  designated  or  described  by  that  trade 
mark  or  mark  or  trade  description  (b). 
(2.)  The  expression  "  covering  "  includes  any  stopper,  cask,  bottle, 
vessel,  box,  cover,  capsule,  case,  frame,  or  wrapper  ;  and  the  expression 
"  label "  includes  any  band  or  ticket. 

A  trade  mark,  or  mark,  or  trade  description,  shall  be  deemed  to  be 
applied  whether  it  is  woven,  impressed,  or  otherwise  worked  into,  or 
annexed,  or  affixed  to  the  goods,  or  to  any  covering,  label,  reel,  or 
other  thing. 

(3.)  A  person  shall  be  deemed  to  falsely  apply  to  goods  a  trade 
mark  or  mark,  who  without  the  assent  of  the  j^roprietor  of  a  trade 
mark  applies  such  trade  mark,  or  a  mark  so  nearly  resembling  it  as  to 
be  calculated  to  deceive,  but  in  any  prosecution  for  falsely  applying  a 
trade  mark  or  mark  to  goods  the  burden  of  j)roving  the  assent  of  the 
proj)rietor  shall  lie  on  the  defendant. 

{a)  For  definition  of  "covering,"  see  sub-s.  (2)  of  this  section. 
{b)  As  to  what  is  a  false  trade  description,  see  Budd  v.  Lucas,  (1891)  1  Q.  B.  408  ; 
and  CoppcH  v.  Moore  (2),  (1898)  2  Q.  B.  306 ;  and  notes  to  §  3. 


Exemption  of  6.  Where  a  defendant  is  charged  with  making  any  die,  block, 
certain  per-  machine,  or  other  instrument  for  the  j)urpose  of  forging,  or  being 
sons  employed  used  for  forging,  a  trade  mark,  or  with  falsely  applying  to  goods  any 
m  ordinary  ^^ade  mark  or  any  mark  so  nearly  resembling  a  trade  mark  as  to 
business.  ^^  calculated  to  deceive,  or  with  applying  to  goods  any  false  trade 
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description,  or  causing  any  of  the  things  in  this  section  mentioned  to 
be  done,  and  proves — 

(a.)  That  in  the  ordinary  course  of  his  business  he  is  employed  on 
behalf  of  other  persons  to  make  dies,  blocks,  machines,  or 
other  instruments  for  making,  or  being  used  in  making, 
trade  marks,  or,  as  the  case  may  be,  to  apply  marks  or 
descriptions  to  goods,  and  that  in  the  case  which  is  the  sub- 
ject of  the  charge  he  was  so  employed  by  some  person  resi- 
dent in  the  United  Kingdom,  and  was  not  interested  in  the 
goods  by  way  of  profit  or  commission  dependent  on  the  sale 
of  such  goods  ;  and 
(b.)  That  he  took  reasonable  precautions  against  committing  the 

oif  ence  charged  ;  and 
(c.)  That  he  had,  at  the  time  of  the  commission  of  the  alleged  offence, 
no  reason  to  suspect  the  genuineness  of  the  trade  mark,  mark, 
or  trade  description  ;  and 
(d.)  That  he  gave  to  the  prosecutor  all  the  information  in  his  power 
with  respect  to  the  persons  on  whose  behalf  the  trade  mark, 
mark,  or  description  was  applied — • 
he  shall  be  discharged  from  the  prosecution,  but  shall  be  liable  to  pay 
the  costs  incurred  by  the  prosecutor,  unless  he  has  given  due  notice  to 
him  that  he  will  rely  on  the  above  defence. 

7.  Where  a  watch-case  has    thereon  any  words   or  marks  which  Application 
constitute,   or  are    by  common    repute  considered  as  constituting,  a  o^  -^^-^  ^o 
description  of  the  country  in  which  the  watch  was  made,   and  the  ^^  '^  °^' 
watch  bears  no  description  of  the  country  where  it  was  made,  those 
words  or  marks  shall  prhnd  facie  be  deemed  to  be  a  description  of  that 
country  within  the  meaning  of  this  Act,  and  the  provisions  of  this 
Act  with  respect  to  goods  to  which  a  false  trade  description  has  been 
applied,  and  with  respect  to  selling  or  exposing  for,  or  having  in  pos- 
session for  sale,  or  any  purpose  of  trade  or  manufacture,  goods  with  a 
false  trade  description,  shall  apply  accordingly,  and  for  the  purposes 
of  this  section,  the  expression  "watch"  means  all  that  portion  of  a 
watch  which  is  not  the  watch-case. 

8. — (1.)  Every  person  who  after  the  date  fi:sed  by  Order  in  Council  Mark  on 
sends  or  brings  a  watch-case,  whether  imported  or  not,  to  any  assay  watch-case, 
office  in  the  United  Kingdom  for  the  purpose  of  being  assayed, 
stamped,  or  marked,  shall  make  a  declaration  declaring  in  what 
country  or  place  the  case  was  made.  If  it  appears  by  such  declaration 
tliat  the  watch-case  was  made  in  some  country  or  place  out  of  the 
United  Kingdom,  the  assay  office  shall  place  on  the  case  such  a  mark 
(differing  from  the  mark  placed  by  the  office  on  a  watch-case  made  in 
the  United  Kingdom),  and  in  such  a  mode  as  may  be  from  time  to  time 
directed  by  Order  in  Council  («). 

(2.)  The  declaration  maybe  made  before  an  officer  of  an  assay  office, 
appointed  in  that  behalf  by  the  office  (which  officer  is  hereby  autho-  • 
rised  to  administer  such  a  declaration),  or  before  a  justice  of  the  peace, 
or  a  commissioner  having  power  to  a'dminister  oaths  in  the  Supreme 
Court  of  Judicature  in  England  or  Ireland,  or  in  the  Court  of  Session 
in  Scotland,  and  shall  be  in  such  form  as  may  be  from  time  to  time 
directed  by  Order  in  Council  («). 

(3.)  Every  person  who  makes  a  false  declaration  for  the  purposes  of 
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this  section  shall  be  liahle,  on  conviction  on  indictment,  to  the  penalties 
of  perjiirj,  and  on  summary  conviction  to  a  fine  not  exceeding  twenty- 
pounds  for  each  offence. 

{a)  See  Order  in  Council  of  Nov.  28th,  1887,  p.  573,  infra. 
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9.  In  any  indictment,  pleading,  proceeding,  or  document,  in  which 
any  trade  mark  or  forged  trade  mark  is  intended  to  be  mentioned,  it 
shall  be  sufficient,  without  further  description  and  without  any  copy  or 
facsimile,  to  state  that  trade  mark  or  forged  trade  mark  to  be  a  trade 
mark  or  forged  trade  mark. 

10.  In  any  prosecution  for  an  offence  against  this  Act, — 

(1.)  A  defendant,  and  his  wife  or  her  husband,  as  the  case  may  be, 
may,  if  the  defendant  thinks  fit,  be  called  as  a  witness,  and,  if  called, 
shall  be  sworn  and  examined,  and  may  be  cross-examined  and  re- 
examined in  like  manner  as  any  other  witness. 

(2.)  In  the  case  of  imported  goods,  evidence  of  the  port  of  shipment 
shall  be  prima  facie  evidence  of  the  place  or  country  in  which  the 
goods  were  made  or  produced. 

11.  Any  person  who,  being  within  the  United  Kingdom,  procures, 
counsels,  aids,  abets,  or  is  accessory  to  the  commission,  without  the 
United  Kingdom,  of  any  act,  which,  if  committed  in  the  United  King- 
dom, would  under  this  Act  be  a  misdemeanour,  shall  be  guilty  of  that 
misdemeanour  as  a  principal,  and  be  liable  to  be  indicted,  proceeded 
against,  tried,  and  convicted  in  any  county  or  place  in  the  United 
Kingdom  in  which  he  may  be,  as  if  the  misdemeanour  had  been  there 
committed. 

12. — (1.)  Where,  upon  information  of  an  offence  against  this  Act,  a 
justice  has  issued  either  a  summons  requiring  the  defendant  charged 
by  such  information  to  appear  to  answer  to  the  same,  or  a  warrant  for 
the  arrest  of  such  defendant,  and  either  the  said  justice  on  or  after 
issuing  the  summons  or  warrant,  or  any  other  justice,  is  satisfied  by 
information  on  oath  that  there  is  reasonable  cause  to  suspect  that  any 
goods  or  things  by  means  of  or  in  relation  to  which  such  offence  has 
been  committed  are  in  any  house  or  premises  of  the  defendant,  or 
otherwise  in  his  possession  or  under  his  control  in  any  place,  such 
justice  may  issue  a  warrant  under  his  hand  by  virtue  of  which  it  shaU. 
be  lawful  for  any  constable  named  or  referred  to  in  the  warrant  to 
enter  such  house,  premises,  or  place  at  any  reasonable  time  by  day, 
and  to  search  there  for  and  seize  and  take  away  those  goods  or  things ; 
and  any  goods  or  things  seized  under  any  such  warrant  shall  be 
brought  before  a  court  of  summary  jurisdiction  for  the  purpose  of  its 
being  determined  whether  the  same  are  or  are  not  liable  to  forfeitm-e 
under  this  Act. 

(2.)  If  the  owner  of  any  goods  or  things  which,  if  the  owner  thereof 
had  been  convicted,  would  be  liable  to  forfeiture  under  this  Act,  is 
unknown  or  cannot  be  found,  an  information  or  complaint  may  be  laid 
for  the  purpose  only  of  enforcing  such  forfeiture,  and  a  court  of 
summary  jurisdiction  may  cause  notice  to  be  advertised  stating  that, 
unless  cause  is  shown  to  the  contrary  at  the  time  and  place  named  in 
the  notice,  such  goods  or  things  will  be  forfeited,  and  at  such  time  and 
place  the  Court,  unless  the  owner  or  any  person  on  his  behalf,  or  other 
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person  interested  in  the  goods  or  tilings,  shows  cause  to  the  contrary, 
may  order  such  goods  or  things  or  any  of  them  to  be  forfeited. 

(3.)  Any  goods  or  things  forfeited  under  this  section,  or  under  any 
other  provision  of  this  Act,  may  be  destroyed  or  otherwise  disposed  of, 
in  such  manner  as  the  Coiu-t  by  which  the  same  are  forfeited  may 
direct,  and  the  Court  may,  out  of  any  proceeds  which  may  be  realised 
by  the  disposition  of  such  goods  (all  trade  marks  and  trade  descriptions 
being  first  obliterated),  award  to  any  innocent  party  any  loss  he  may 
have  innocently  sustained  in  dealing  with  such  goods. 

13.  The  Act  of  the  session  of  the  twenty-second  and  twenty-third  Extension  of 
years  of  the  reign  of  Her  present  jMajesty,  chapter  seventeen,  intituled  ^2  &  23  Vict. 
"  An  Act  to  prevent  vexatious  indictments  for  certain  misdemeanours,"  offences  under 
shall  apply  to  any  offence  punishable  on  indictment  under  this  Act,  in  ^his  Act. 
like  manner  as  if  such  offence  were  one  of  the  offences  specified  in  §  1 

of  that  Act,  but  this  section  shall  not  apply  to  Scotland. 

14.  On  any  prosecution  under  this  Act  the  Court  may  order  costs  to  Costs  of 
be  paid  to  the  defendant  b}^  the  prosecutor,  or  to  the  prosecutor  by  the  defence  or 
defendant,  having  regard  to  the  information  given  by  and  the  conduct  prosecution. 
of  the  defendant  and  prosecutor  respectively. 

1-3.  No  prosecution  for  an  offence  against  this  Act  shall  be  com-  Limitation  of 
menced  after  the  expiration  of  three  years  next  after  the  commission  prosecution, 
of  the  offence,  or  one  j^ear  next  after  the  fu-st  discover}'  thereof  by  the 
prosecutor,  whichever  expiration  first  happens. 

16.  Whereas  it  is  expedient  to  make  further  provision  for  prohibiting  Prohibition  on 
the  importation  of  goods  which,  if  sold,  woulcl  be  liable  to  forfeiture  importation. 
under  this  Act ;  be  it  therefore  enacted  as  follows : 

(1.)  All  such  goods  (fl).  and  also  all  goods  of  foreign  manufacture 
bearing  any  name  or  trade  mark  being  or  jiurporting  to  be 
the  name  or  trade  mark  of  any  manufacturer,  dealer,  or 
trader  in  the  United  Kingdom  {b),  unless  such  name  or  trade 
mark  is  accompanied  by  a  definite  indication (c)  of  the  country 
in  which  the  goods  were  made  or  produced,  are  hereby  pro- 
hibited to  be  imported  into  the  United  Kingdom,  and  subject 
to  the  provisions  of  this  section,  shall  be  included  among 
goods  prohibited  to  be  imported  as  if  they  were  specified  in 
I  42  of  the  Customs  Consolidation  Act,  1876  (rf).  39  &  40  Vict. 

(2.)  Before  detaining  any  such  goods,  or  taking  any  further  pro-  c.  36. 
ceedings  with  a  view  to  the  forfeiture  thereof  under  the  law 
relating  to  the  Customs,  the  Commissioners  of  Customs  may 
recjuire  the  regulations  (e)  under  this  section,  whether  as  to 
information,  security,  conditions,  or  other  matters,  to  be  com- 
plied with,  and  may  satisfy  themselves  in  accordance  with 
those  regulations  that  the  goods  are  such  as  are  prohibited 
b}^  this  section  to  be  imported. 

(3.)  The  Commissioners  of  Customs  may  fi'om  time  to  time  make, 
revoke  and  vary,  regulations  {e),  either  general  or  special, 
respecting  the  detention  and  forfeiture  of  goods,  the  importa- 
tion of  which  is  prohibited  by  this  section,  and  the  conditions, 
if  any,  to  be  fulfilled  before  such  detention  and  forfeiture, 
and  may  by  such  regulations  determine  the  information, 
notices,  and  security  to  be  given,  and  the  evidence  requisite 
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for  any  of  tlie  purposes  of  this  section,  and  tlie  mode  of 
verification  of  such  evidence. 

(4.)  Where  there  is  on  any  goods  a  name  which  is  identical  with  or 
a  colourable  imitation  of  the  name  of  a  place  in  the  United 
Iving'dom  (_/),  that  name,  unless  accompanied  hy  the  name  of 
the  country  in  which  such  place  is  situate  (</),  shall  be  treated 
for  the  purposes  of  this  section  as  if  it  were  the  name  of  a 
place  in  the  United  Kingdom. 

(5.)  Such  regulations  may  apply  to  all  goods  the  importation  of 
which  is  prohibited  by  this  section,  or  different  regulations 
may  be  made  respecting  different  classes  of  such  goods  or  of 
offences  in  relation  to  such  goods. 

(6.)  The  Commissioners  of  Customs,  in  mating  and  in  administer- 
ing the  regulations,  and  generally  in  the  administration  of 
this  section,  whether  in  the  exercise  of  any  discretion  or 
opinion,  or  otherwise,  shall  act  under  the  control  of  the 
Commissioners  of  Her  Majesty's  Treasury. 

(7.)  The  regulations  may  provide  for  the  informant  reimbursing  the 
Commissioners  of  Customs  all  expenses  and  damages  incurred 
in  respect  of  any  detention  made  on  his  information,  and  of 
any  proceedings  consequent  on  sucli  detention. 

(8.)  All  regulations  under  this  section  shall  be  published  in  tlie 
London  Gazette  and  in  the  Board  of  Trade  Journal. 

(9.)  This  section  shall  have  effect  as  if  it  were  part  of  the  Customs 
Consolidation  Act,  1876,  and  shall  accordingly  apply  to  the 
Isle  of  Man  as  if  it  were  part  of  the  United  Kingdom. 
4G  &  47  Vict.        (10.)  Section  2  of  the  Eevenue  Act,  1883,  shall  be  repealed  as  from 
c-  55.  rj_  (jrj^y  fixod  by  regulations  under  this  section,  not  being  later 

than  the  first  day  of  January  one  thousand  eight  hundred 
and  eighty-eight  (A),  without  prejudice  to  anjiihing  done  or 
suffered  thereunder. 

(«)  The  only  goods  whicli  are  prohibited  by  this  section  to  be  imported  are,  in 
addition  to  foreign  goods  bearing  a  real  or  spurious  British  name  or  trade  mark, 
goods  which,  if  sold,  would  be  liable  to  forfeiture  under  this  Act.  The  goods 
liable  to  forfeiture  are  the  goods  in  relation  to  which  an  offence  against  the  Act  has 
been  committed  (§  2  (3)  (iii.)  ).  Except,  therefore,  in  the  case  of  foreign  goods  with 
British  marks,  for  goods  to  be  seized  it  ought  to  be  proved  that  an  offence  against 
the  Act  has  been  committed.  But  such  an  offence  is  not  necessarily  committed 
whenever  the  goods  have  on  them  a  forged  trade  mark  or  a  false  trade  description, 
and  it  would  therefore  appear  that  before  goods  bearing  a  forged  trade  mark  or  a 
false  trade  description  are  absolutely  seized,  it  ought  to  be  ascertained  whether  the 
o"«Tiers  can  clear  themselves  of  having  committed  an  offence  against  the  Act,  under 
the  provisions  either  of  §  2  (1)  or  of  §  2  (2),  as  may  be  applicable,  since,  if  they  can  do 
so,  the  goods  are  not  seizable  even  though  they  are  improperly  marked.  See  also 
§  12  (2)  as  to  forfeiture. 

(b)  See  46  &  47  Vict.  c.  55,  §  2  (1)  (a),  also  39  &  40  Vict.  c.  36,  §  42,  and  16  &  17 
Vict.  c.  107,  §  44. 

(f)  See  §  18. 

{(l)  See  p.  572.  When  goods  have  been  wrongfully  seized  for  an  alleged  offence, 
the  owner's  remedy  is  to  bring  an  action  against  the  officer  who  seized  the  goods. 
Such  actions  are  now  coutrolled  by  39  &  40  Vict.  c.  36,  ^^^  268—274,  -and  40  Vict. 
0.  13,  §§  4,  5.  By  §5  268,  269  of  the  earlier  Act  one  month's  notice  in  writing  is 
to  be  given  before  the  action  is  commenced,  and  by  §  270  the  officer  may  tender 
amends  within  the  month.  By  §  272  an  action  ii gainst  an  officer  is  to  be  commenced 
within  one  month  (enlarged  by  40  Vict.  c.  13,  §  4,  to  two  mouths)  after  the  day  of 
seizure.     After  that  time  the  only  remedy  appears  to  be  to  apply  to  the  Commis- 
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sioners  of  Customs  or  to  the  Treasury,  under  sub-s.  (6)  of  tliis  section.  In  Jacoh- 
sohn  V.  Blake,  7  Scott,  N.  R.  772,  the  defendants,  who  were  custom-house  officers, 
took  possession  of  and  detained  goods  imported  by  the  plaintiff,  believing  them  to 
be  subject  to  forfeiture  ;  but  the  goods  were  never  actually  seized,  and  ultimately 
it  turned  out  that  the  goods  were  not  liable  to  forfeiture,  and  they  were  delivered 
over  to  the  plaintiff.  The  latter  thereupon  commenced  an  action  for  trespass  ;  but 
it  was  held  that,  the  goods  never  having  been  actually  seized,  but  having  been  only 
detained  for  examination,  the  action  would  not  lie. 

(<■)  See  these  Regulations  at  p.  575. 

(/)  See  46  &  47  Vict.  c.  55,  \  2  (1)  (b),  also  39  &  40  Vict.  c.  36,  §  42,  and  35  &  36 
Vict.  c.  20,  H- 

{g)  See  46  &  47  Vict.  c.  55,  §  2  (3),  also  39  &  40  Vict.  c.  36,  $  42,  and  35  &  36 
Vict.  c.  20,  §  4. 

{h)  This  is  the  date  fixed  by  the  Regulations,  p.  578,  infra. 

17.  On  tlie  sale  or  in  the  contract  for  the  sale  of  any  goods  to  which  Implied  war- 
a  trade  mark,  or   mark,  or  trade  description  has  been  applied,  the  ranty  on  sale 
vendor  shall  be  deemed  to  warrant  that  the  mark  is  a  genuine  trade  °*  marked 
mark  and  not  forged  or  falsely  applied,  or  that  the  trade  description  ° 

is  not  a  false  trade  description  within  the  meaning  of  this  Act,  unless 
the  contrary  is  expressed  in  some  writing  signed  by  or  on  behalf  of 
the  vendor  and  delivered  at  the  time  of  the  sale  or  contract  to  and 
accejDted  hj  the  vendee. 

18.  Where,  at  the  passing  of  this  Act,  a  trade  description  is  lawfully  Provisions 
and  generally  applied  to  goods  of  a  particular  class  or  manufactured  *^*  -^^^  ^^ 
by  a  particular  method,  to  indicate  the  particular  class  or  method  of       .^,?®        , 
manufacture  of  such  goods  («),  the  provisions  of  this  Act  with  respect  to  apply  in 
to  false  trade  descriptions  shall  not  apply  to  such  trade  description  certain  cases, 
when  so  applied  :  Provided  that  where  such  trade  description  includes 

the  name  of  a  place  or  country,  and  is  calculated  to  mislead  as  to  the 
place  or  country  where  the  goods  to  which  it  is  applied  were  actually 
made  or  produced,  and  the  goods  are  not  actually  made  or  produced  in 
that  place  or  country,  this  section  shall  not  apply  unless  there  is  added 
to  the  trade  description,  immediately  before  or  after  the  name  of  that 
place  or  country,  in  an  equally  conspicuous  manner  with  that  name, 
the  name  of  the  place  or  country  in  which  the  goods  were  actually 
made  or  produced,  with  a  statement  that  they  were  made  or  produced 
there. 

(rt)  See  Marshall  v.  Rosa,  L.  R.  8  Eq.  651,  "  patent  thread."  In  Gridle)/  v.  Stcin- 
borne,  5  Times  L.  R.  71,  it  was  held  that  the  defendant  had  a  good  defence  under 
this  section. 

19. — (1.)  This  Act  shall  not  exempt  any  person  from  any  action,  Savings. 
suit,  or  other  proceeding  which  might,  but  for  the  provisions  of  this 
Act,  be  brought  against  him. 

(2.)  Nothing  in  this  Act  shall  entitle  any  person  to  refuse  to  make 
a  complete  discovery,  or  to  answer  any  question  or  interrogatory  in 
any  action,  but  such  discovery  or  answer  shall  not  be  admissible  in 
evidence  against  such  person  in  any  prosecution  for  an  offence  against 
this  Act. 

(3.)  Nothing  in  this  Act  shall  be  construed  so  as  to  render  liable  to 
any  prosecution  or  punishment  any  servant  of  a  master  resident  in  the 
United  Kingdom  who  bond  Jide  acts  in  obedience  to  the  instructions  of 
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False  repre- 
sentation as 
to  Royal 
wan-ant. 


such  master,  and,  on  demand  made  by  or  on  behalf  of  the  prosecutor, 
has  given  full  information  as  to  his  master. 

20.  Any  person  who  falsely  represents  that  any  goods  are  made  by 
a  person  holding  a  Royal  Warrant,  or  for  the  service  of  Her  Majesty, 
or  any  of  the  Eoyal  Family,  or  any  Government  Department,  shall  be 
liable,  on  summary  conviction,  to  a  penalty  not  exceeding  twenty 
pounds  («). 

{a)  See  §  lOG  of  the  Patents  Act,  1883,  as  to  unauthorised  use  of  the  Royal  Arms. 


Application 
of  Act  to 
Scotland. 


Application 
of  Act  to 
Ireland. 


14  &  15  Vict. 
c.  93. 


Repeal  of 
25  &  26  Vict. 


21.  In  the  application  of  this  Act  to  Scotland  the  following  modifica- 
tions shall  be  made  : — 

The  expression  "  Summary  Jurisdiction  Acts  "  means  the  Summary 
Procedure  Act,  1864,  and  any  Acts  amending  the  same. 

The  expression  "justice"  means  sheriff. 

The  expression  "court  of  summary  jurisdiction"  means  the  Sheriff 
Court,  and  all  jurisdiction  necessary  for  the  purpose  of  this  Act  is 
hereby  conferred  on  sheriffs. 

22.  In  the  application  of  this  Act  to  Ireland,  the  following  modifica- 
tions shall  be  made  : — 

The  expression  "Summary  Jurisdiction  Acts"  means,  so  far  as 
respects  the  police  district  of  Dublin  metropolis,  the  Acts  regu- 
lating the  powers  and  duties  of  justices  of  the  peace  of  such 
district,  and  as  regards  the  rest  of  Ireland  means  the  Petty 
Sessions  (Ireland)  Act,  1851,  and  any  Act  amending  the  same. 

The  expression  "court  of  summary  jurisdiction"  means  justices 
acting  under  those  Acts. 

23.  The  Merchandise  Marks  Act,  1862,  is  hereby  repealed,  and  any 
unrepealed  enactment  referring  to  any  enactment  so  repealed  shall  be 
constTued  to  apply  to  the  corresponding  provision  of  this  Act :  pro- 
vided that  this  repeal  shall  not  atfeet — 

(a.)  any  penalty,  forfeiture,  or  punishment  incurred  in  respect  of 
any  offence  committed  against  any  enactment  hereby  re- 
pealed ;  nor 

(b.)  the  institution  or  continuance  of  any  proceeding  or  other 
remedy  under  any  enactment  so  repealed  for  the  recovery  of 
any  penalty  incurred,  or  for  the  punishment  of  any  offence 
committed,  before  the  commencement  of  this  Act ;  nor 

(c.)  any  right,  privilege,  liability,  or  obligation  acquired,  accrued, 
or  incurred  under  any  enactment  hereby  repealed. 
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THE  MEEOHANDISE  MAEKS  ACT,  1891. 

54  Vict.  c.  15. 

A»  Act  to  amend  the  Merchandise  Maris  Act,  1887. 

[lltli  May,  1891.] 

Be  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and  with  the 
advice  and  consent  of  the  Lords  Spiritual  and  Temporal,  and  Commons, 
in  this  present  Parliament  assembled,  and  by  the  authority  of  the  same, 
as  follows : — 

1.  The  customs  entry  relating  to  imported  goods  shall,  for  the  pur-  Customs  entry- 
poses  of  the  Merchandise  Marks  Act,  1887,  be  deemed  to  be  a  trade  to  be  trade 
description  applied  to  the  goods.  descnptioii. 

2. — (1.)  The  Board  of  Trade  may,  with  the  concurrence  of  the  Lord  ^^  /^  '^^  ^^°*- 
Chancellor,  make  regulations  providing  that  in  cases  apj^earing  to  the 
Board  to  affect  the  general  interests  of  the  country,  or  of  a  section  of  0™cial 
the  community,  or  of  a  trade,  the  prosecution  of  offences  under  the 
Merchandise  Marks  Act,  1887,  shall  be  undertaken  by  the  Board  of 
Trade,  and  prescribing  the  conditions  on  which  such  prosecutions  are 
to  be  so  undertaken.  The  expenses  of  prosecutions  so  undertaken 
shall  be  paid  out  of  monej-s  provided  by  Parliament. 

(2.)  All  regulations  made  under  this  section  shall  be  laid  before 
Parliament  within  three  weeks  after  they  are  made  if  Parliament  is 
then  sitting,  and  if  Parliament  is  not  then  sitting,  within  three  weeks 
after  the  beginning  of  the  next  session  of  Parliament,  and  shall  be 
judicially  noticed,  and  shall  have  effect  as  if  enacted  by  this  Act,  and 
shall  be  published  under  the  authority  of  Her  Majesty's  Stationery 
Office. 

(3.)  Nothing  in  this  Act  shall  affect  the  power  of  any  person  or 
authority  to  undertake  prosecutions  otherwise  than  under  the  said 
regulations. 

3.  This  Act  may  be  cited  as  the  Merchandise  Marks  Act,  1891,  and  Short  title, 
the  Merchandise  Marks  Act,  1887,  and  this  Act  may  be  cited  together 
as  the  Merchandise  Marks  Acts,  1887  and  1891. 


THE  MERCHANDISE  MAEKS  (PEOSECUTIONS)  ACT,  1894. 

57  &  58  Vict.  c.  19. 

An  Act  for  enahling  the  Board  of  Agricultxre  to  nndertal;e  Pronecu- 
tionn  in  certain  cases  under  the  Merchandise  Marls  Act,  1887. 

[20th  July,  1894.] 

Be  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and  with  the 
advice  and  consent  of  the  Lords  Spiritual  and  Temporal,  and  Commons, 
in  this  present  Parliament  assembled,  and  by  the  authoritj^  of  the  same, 
as  follows : — 

1.  The  powers  exerciseable  by  the  Board  of  Trade  under  the  IMer-  Power  of 
chandise  Marks  Act,  1891,  with  respect  to  the  prosecution  of  offences  l^o'i-''^^!  <'*" 
under  the  Merchandise  Marks  Act,  1887,  may  in  cases  which  appear  proswute  in  ^ 

certain  cases. 


572 


APPENDIX  F. 


to  the  Board  of  Agriculture  to  relate  to  agricultural  or  horticultural 
produce  bo  exercised  by  tbat  Board,  and  in  such  cases  the  former  Act 
shall  apply  as  if  the  Board  of  Agriculture  were  referred  to  therein 
instead  of  the  Board  of  Trade. 
Extent  of  Act.       2.  This  Act  shall  not  extend  to  Ireland. 

Short  title.  3.  This  Act  may  be  cited  as  the  ^Merchandise  Marks  (Prosecutions) 

Act,  1894,  and  shall  be  read  with  the  Merchandise  Marks  Acts,  1887 
and  1891. 


CUSTOMS  ACTS. 

TuE  Custo:ms  Consolidation  Act,  1876 — 39  &  40  Vict.  c. 


36. 


Table  of  pro- 
hibitions and 
restrictions. 


§  42  (a).  The  goods  enumerated  and  described  in  the  following 
table  of  prohibitions  and  restrictions  inwards  are  hereby  prohibited 
to  be  imported  or  brought  into  the  United  Kingdom,  save  as  thereby 
excepted,  and  if  any  goods  so  enumerated  and  described  shall  be 
imported  or  brought  into  the  United  Kingdom  contrary  to  the  pro- 
hibitions or  restrictions  contained  therein,  such  goods  shall  be  for- 
feited, and  may  be  destroyed  or  otherwise  disposed  of  as  the  Commis- 
sioners of  Customs  may  direct. 

A  TABLE  OF  PROHIBITIONS  AND  KESTRICTIONS  INWARDS. 

Goods  jjrohibifed  to  he  imported. 

•»  •:;.  ^r  ••.•  •'.-  * 

Clocks  and  watches,  or  any  other  article  of  metal  imi:)ressed  with 

any  mark  or  stamp  representing  or  in  imitation  of  any  legal  British 

assay  mark  or  stamp,  or  purporting  by  any  mark  or  appearance  to  be 

of  the  manufacture  of  the  United  Kingdom  {b). 

i;.  i;.  -::■  ■:!■  i:-  *• 

(a)  This  section  was  amended  by  46  &  47  Vict.  c.  5-5,  now  replaced  by  §  16  of  the 
Merchandise  Marks  Act,  1887,  and  it  has  since  been  amended  by  52  &  53  Vict. 
c.  42,  59  &  60  Vict.  c.  28,  and  60  &  61  Vict.  c.  63. 

{b)  This  is  re-enacted  from  16  &  17  Vict.  c.  107,  s^  44. 

§  153.  If  any  articles  of  foreign  manufacture,  and  any  packages  of 
such  articles,  bearing  any  names,  brands,  or  marks  being  or  purport- 
ing to  be  the  names,  brands,  or  marks  of  manufacturers  resident  in 
the  United  Kingdom,  shall  be  imported  into  any  of  the  British  posses- 
sions abroad,  the  same  shall  be  forfeited  (a). 

(n)  This  is  re-enacted  from  16  &  17  Vict.  c.  107,  §  161. 

The  Customs  and  Inland  Eeyenue  Act,  1879 — 42  &  43  Vict.  c.  21. 
part  i.  —  customs. 

Entrr  of  §  6.  *     '^-     Provided  also,   that  if  any  British  goods  brought  into 

British  goods    the  United  Kingdom  bear  the  name,  brand,  or  mark  of  any  British 

returned.  manufacturer,  the  same  shall,  either  by  biU  of  store,  or  by  and  with 

the  consent  in  writing  of  the  proprietor  of  such  name,  brand,  or  mark, 


Foreign 
manufactures 
with  British 
marks. 
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or  his  legal  representative,  or  on  proof  to  tlie  satisfaction  of  tlie  Com- 
missioners of  Customs,  by  declaration  of  the  importer,  that  such  goods 
are  of  British  manufacture,  be  admitted  to  entry  as  British  (o). 

(rt)  This  is  re-enacted  from  30  &  31  Vict.  c.  82,  §  6,  and  39  &  40  Vict.  c.  36,  ^^  63. 


OEDER  IN  COUNCIL  UNDEE  §  8  OF  THE  MEECHANDISE 
MAEKS  ACT,  1887. 

At  the  Court  at  Windsor,  the  28th  day  of  November,  1887. 

Present, 
The  Queen's  Most  Excellent  Majesty  in  Council. 

Whereas  by  the  Merchandise  Marks  Act,  1887  (50  &  51  Yict.  c.  28), 
it  is  amongst  other  things,  provided  that — 

(1.)  Every  person  who,  after  the  date  fixed  by  Order  in  Council, 
sends  or  brings  a  watch-case,  whether  imported  or  not,  to 
any  assay  office  in  the  United  Kingdom  for  the  purpose  of 
being  assayed,  stamped,  or  marked,  shall  make  a  declaration 
declaring  in  what  countr}'  or  place  the  case  was  made.     If  it 
appears  by  such  declaration  that  the  watch-case  was  made  in 
some  country  or  place  out  of  the  United  Kingdom,  the  assay 
office  shall  place  on  the  case  such  a  mark  (differing  from  the 
mark  placed  by  the  office  on  a  watch-case  made  in  the  United 
Kingdom)  and  in  such  a  mode  as  may  be  from  time  to  time 
directed  by  Order  in  Council. 
(2.)  The  declaration  may  be  made  before  an  officer  of  an  assay  office 
appointed  in  that  behalf  by  the  office  (which  officer  is  hereby 
authorised  to  administer  such  a  declaration)  or  before  a  justice 
of  the  peace  or  a  commissioner  having  power  to  administer 
oaths   in   the  Supreme  Court  of  Judicature  in   England  or 
Ireland  or  in  the  Court  of  Session  in  Scotland,  and  shall  be 
in  such  form  as  may  be  from  time  to  time  directed  by  Order 
in  Council. 
(3.)  Every  person  who  makes  a  false  declaration  for  the  purposes  of 
this  section  shall  be  liable  on  conviction  on  indictment  to  the 
penalties  of  perjury,  and,  on  summary  conviction,  to  a  fine 
not  exceeding  twenty  pounds  for  each  offence. 
Now,  therefore.  Her  Majesty,  by  and  with  the  advice  of  Her  Privy 
Council,  and  in  exercise  of  the  powers  vested  in  Her  by  the  above- 
recited  provisions  of  the  said  Act,  is  pleased  to  order  and  declare,  and 
doth  hereby  order  and  declare,  that  where  it  apjiears  by  such  declara- 
tion that  such  watch-cases  have  been  made  in  some  country  or  place 
out  of  the  United  Kingdom,  then  the  following  authorities,  that  is  to 
say  :— 

The  Wardens  and  Commonalty  of  the  Mystery  of  Goldsmiths  of  the 

City  of  London ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Birmingham ; 
The  Company  of  Goldsmiths  of  the  City  of  Chester ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Sheffield ; 
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The  Incorporation  of  Goldsmiths  of  the  City  of  Edinhurgh ; 

The  Goldsmiths'  Company  of  the  City  of  Glasgow ; 

The  Fraternity  or  Company  of  Goldsmiths  of  the  City  of  Dublin ; 

shall  respectively  cause  to  be  placed  on  such  -vratch-cases  the  marks 
more  particularly  described  and  delineated  in  Schedule  II.  herevmto 
annexed,  and  no  other  mark  or  marks,  and  such  marks  are  hereby 
authorised  accordingly. 

And  it  is  hereby  further  ordered  and  declared  that  the  declaration 
to  be  made  shall  be  in  the  form  set  forth  in  Schedule  I.  hereunto 
annexed. 

This  order  shall  come  into  operation  on  the  first  day  of  January, 
one  thousand  eight  hundred  and  eighty-eight. 

C.  L.  Peel. 


Schedule  I. 

Form  of  Declaration. 

I  («)  do  hereby  declare  that  the 

watch-case]  or  [watch-cases]  [brought]  or 

sent]  by  me  this  day  to  the  Assay  Office  at 

in  number  and  in  a  parcel  marked 

[was]  [were]  made  in 

Declared  at  this  day  of  18     . 

Before  me  (c) 

Officer  of  the   aforesaid  Assay  Office   appointed  in  that   behalf 
,  or,  Justice  of  the  Peace  for  ,  or,  Commissioner 

having  power  to  administer  oaths  in  the  Supreme  Court  of  Judicature 
in  England. 

[Supreme  Court  of  Judicature  in  Ireland]. 
[Court  of  Session  in  Scotland]. 

{a)  Here  insert  name  and  address  of  declarant. 

[b]  Signature  of  declarant. 

(c)  Signature  and  title  of  person  before  whom  tlie  declaration  is  made. 


Schedule  II.  («). 

On  a  foreign  gold  case  : — 

Within  a  shield  of  the  form  of  a  Cross,  and  of  the  size  shown  in 
Figure  I.  of  the  Appendix  hereto,  the  word  "Foreign,"  over 
which  a  hall  mark  particular  to  each  office  shown  in  Figure  III. 
and  the  carat  value  of  the  gold,  and  under  which  the  decimal 
equivalent  of  the  carat  value  of  the  gold  together  with  the  variable 
annual  date  letter. 

On  a  foreign  silver  case  : — 

AVithin  a  shield  of  the  form  of  a  regular  octagon  and  of  the  .size 
shown  in  Figure  II.  of  the  Appendix  hereto,  the  word  "  Foreign," 
over  which  a  hall  mark  particular  to  each  office  shown  in 
Figure  III.  and  under  which  the  variable  annual  date  letter. 
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Tlie  jiarticular  hall  mark  above  referred  to  for  each  of  the  seven 
assay  offices  at  which  foreign  eases  may  be  stamped  is  shown  in 
Figure  V.  of  the  Appendix  hereto. 

(«)  See  a  table  of  the  marks  prescribed  by  this  Schedule  in  Appendix  H.,  wfra. 


EEGULATIONS  MADE  BY  THE  COMMISSIONEES  OF 
CUSTOMS  UNDER  §  16  OF  THE  MEECHANDISE 
MAEKS  ACT,  1887. 

Whereas  by  the  Merchandise  Marks  Act,  1887  (hereinafter  caEed 
"the  Act"), 

After  various  provisions  against  the  sale,  or  exposure  for  sale,  or 
possession  for  sale,  trade  or  manufacture,  of  goods  with  forged 
trade  marks  or  false  descriptions,  or  trade  marks  falsely  applied 
to  them  : 
And  after  defining  (amongst  other  things)  the  expression  "trade 
mark"  in  manner  therein  set  forth,  with  reference  to  "The 
Patents,  Designs,  and  Trade  Marks  Act,  1883,"  and  the  law  of 
indicated  British  Possessions  and  Foreign  States  : 
And  after  defining  the  expression  "trade  description"  as  any  des- 
cription, statement  or  other  indication,  direct  or  indirect,  as  to 
number,  quantity,  measure,  gauge,  or  weight,  of  goods,  as  to 
place  or  country  in  which  any  goods  were  made  or  produced,  as 
to  the  mode  of  manufacturing  or  producing  any  goods,  or  as  to 
the  material  of  which  any  goods  are  comj)osed,  or  as  to  any  goods 
being  the  subject  of  any  existing  patent,  privilege,  or  copyright : 
And  after  defining  the  expressions  "false  trade  description"  and 

"  goods,"  "  apply,"  and  "  falsely  apply  "  ; 
It  is  provided  by  §  16  that — 

(i.)  All  such  goods  as  above  mentioned,  and 

(ii.)  All  goods  of  foreign  manufacture,  bearing  any  name  or  trade 
mark,  being  or  purporting  to  be  the  name  or  trade  mark  of 
any  manufacturer,  dealer,  or  trader,  in  the  United  Kingdom, 
unless  such  name  or  mark  be  accompanied  by  definite  indica- 
tion of  the  country  in  which  such  goods  were  made  or  produced, 
shall  be  prohibited  to  be  imported,  and,  subject  to  the  provisions  of 
the  said    section,   shall  be  included    among   goods   prohibited  to 'be 
imported,  as  if  they  were  specified  in  §  42  of  "  The  Customs  Consolida- 
tion Act,  1876": 

And  whereas  by  §  18  of  the  Act,  after  authorising  the  continued 
use  of  trade  descriptions  lawfully  and  generally  applied  to  goods  of 
the  particular  class,  or  manufactured  by  a  particular  juethod,  to 
indicate  such  class  or  method,  it  is  provided  that,  where  such  trade 
description  includes  the  name  of  a  place  or  country  calculated  to 
mislead  as  to  where  the  goods  were  actually  made  or  produced,  such 
goods  not  having  been  actually  made  or  produced  there,  the  said 
reciting  section  should  not  ap])ly  (and,  consequent!}',  goods  so  marked 
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would  be  prohibited),  unless  there  be  added  to  tlie  trade  description, 
immediately  before  or  after  the  name  of  the  place  or  country,  in  an 
etjually  conspicuous  manner  with  that  name,  the  name  of  the  place  or 
country  in  -which  the  goods  were  actually  made  or  produced,  with  a 
statement  that  they  were  made  or  produced  there  : 

And  whereas  it  is  also  provided,  by  the  said  §  16,  that  the  Com- 
missioners of  Customs  (hereinafter  called  "the  Commissioners")  may, 
from  time  to  time,  make,  revoke  and  vary  regulations,  either  general 
or  special,  respecting  the  detention  and  forfeiture  of  goods  the  impor- 
tation of  which  is  prohibited  as  hereinbefore  mentioned,  and  the  con- 
ditions, if  any,  to  be  fulfilled  before  such  detention  and  forfeiture,  and 
may   by   such   regulations    determine   the   information,    notices,    and 
security  to  be  given,  and  the  evidence  requisite  for  any  of  the  purposes 
of  the  said  section,  and  the  mode  of  verification  of  such  evidence  : 
And  it  is  further  provided  by  the  said  last-mentioned  section  :  — 
That  before  detaining  goods  or  taking  proceedings  with  a  view  to 
the  forfeiture  thereof  under  the  law  relating  to  the  Customs,  the 
Commissioners   may   require   that  such  regulations  as  aforesaid 
shall  be  complied  with,  and  satisfy  themselves  as  to  the  liability 
of  the  goods  to  forfeiture  : 
That  such  regulations  may  apply  to  all  goods,  the  importation  of 
which  is  prohibited  by  the  said  section,  or  different  regidations 
may  bo  made  respecting  different  classes  of  such  goods  : 
And  also  that  the  regulations  may  provide  for  the  informant  reim- 
bursing the  Commissioners  all  expenses  and  damages  incurred  in 
respect  of  any  detention  made  on  his  information,  and  of  any  pro- 
ceedings consequent  on  such  detention  : 
And  it  is  also  provided,  by  the  said  section,  that  §  2  of  the  Revenue 
Act,   1883,   shall  be  repealed  from  a  day  to  be  fixed  by  regulations 
under  the  said  reciting  sections,  such  day  not  being  later  than  the 
first   day  of  January,   1888,   without  prejudice  to  anything  done  or 
suffered  thereunder  : 

And  whereas  §  2  of  the  Revenue  Act,  1883,  is  the  law  under  and  by 
virtue  of  which  goods  of  foreign  manufacture  infringing  the  pro- 
prietary rights  of  British  subjects  in  names,  addresses,  and  trade 
marks,  or  bearing  or  having  upon  them,  under  certain  conditions,  the 
name  of  a  place  in  or  a  part  of  the  United  Kingdom,  are,  at  the 
present  time,  detected  and  stopped  by  officers  of  customs  acting  on 
their  own  observation  and  responsibility,  under  directions  laid  down 
by  the  Commissioners,  and  without  the  requirement  of  previous  infor- 
mation, security,  or  other  conditions  : 

Now,  therefore,  the  Commissioners  under  and  by  virtue  of  the 
hereinbefore  recited  power  in  that  behalf,  hereby  make  and  require  to 
be  complied  with  the  following  regulations,  viz. : 

1.  Goods  prohibited  to  be  imported  as  hereinbefore  recited,  having 
applied  to  them  forged  trade  marks,  false  trade  descriptions,  or  marks, 
names,  or  descriptions  otherwise  illegal,  which,  upon  examination,  are 
detected  by  the  officers  of  customs,  are  to  be  detained  by  them  without 
the  requirement  of  previous  information. 

2.  In  giving  information  with  a  view  to  detention  an  informant 
must  fulfil  the  following  conditions,  viz.  :  — 

(i.)  He  must  give  to  the  collector  or  superintendent,  or  the  chief 
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officer   of  customs   of    the   port   (or   sub-port)   of   expected 
importation,  notice  in  writing  stating, 

the  number  of  packages  expected,  as  far  as  he  is  able  to 

state  the  same  ; 
the  description  of  the  goods  by  marks  or  other  particulars 

sufficient  for  their  identification  ; 
the  name  or  other  sufficient  indication  of  the  importing 

ship ; 
the  manner  in  which  the  goods  infringe  the  Act ; 
the  expected  day  of  the  arrival  of  the  ship, 
(ii.)  He  must  deposit  with  the  collector  or  other  officer  as  aforesaid 
a  sum  sufficient,  in  the  opinion  of  that  officer,  to  cover  any 
additional  expense  which  may  be  incurred  in  the  examination 
required  by  reason  of  his  notice. 

3.  If,  upon  arrival  and  examination  of  the  goods,  the  officer  of 
customs  is  satisfied  that  there  is  no  ground  for  their  detention,  they 
will  be  delivered.  If  he  is  not  so  satisfied,  he  will  decide  either  to 
detain  the  goods,  as  in  a  case  of  detention  upon  ordinary  examination, 
or  to  require  security  from  the  informant,  for  reimbursing  the  Com- 
missioners or  their  officers  all  expenses  and  damages  incurred  in  respect 
of  the  detention  made  on  his  information,  and  of  any  proceedings 
consequent  thereon. 

4.  The  security  thus  rec[uired  must  be  an  immediate  ad  valorem 
deposit  of  ten  pounds  per  cent,  on  the  value  of  the  goods,  as  fixed  by 
the  officer  from  the  quantities  of  value  shown  by  the  entry  ;  and,  also, 
subsequently  a  bond  to  be  completed  within  four  days  in  double  the 
value  of  the  goods,  with  two  approved  sureties.  The  ad  valorem 
deposit  will  be  returned  upon  completion  of  the  bond,  and  will  not 
be  required  if,  as  an  alternative  where  time  permits,  the  informant 
prefers  to  give  a  like  bond  before  examination,  upon  estimated  value 
of  the  goods  declared  to  by  him  under  statutory  declaration.  If  the 
security  is  not  duly  given  as  above  required,  there  will  be  no  further 
detention  of  the  goods. 

5.  In  the  above  regulations  the  words  "officer  of  customs"  mean 
an  officer  acting  under  the  general  or  special  direction  of  the  Com- 
missioners, and  the  words  "  value  of  the  goods  "  mean  value  irrespec- 
tive of  duty. 

6.  The  "notice"  and  "bond"  required  as  above  shall  be  in  the 
forms  contained  in  the  Schedule  to  these  regulations,  or  in  such  other 
forms  as  the  Commissioners  may  from  time  to  time  order  and  direct. 

7.  The  security  taken  under  these  regulations  will  be  given  up  at 
the  times  following,  that  is  to  say : — 

Where  given  before  examination,,  and  if  no  detention,  forthwith. 
Where  given  on  detention  : — 

If  the  forfeiture  is  completed,  either  by  lapse  of  time  or  ultimate 
condemnation  by  the  Court  of  Justice,  then  on  such  comple- 
tion of  forfeiture. 

If  the  forfeiture  is  not  completed,  then 

If  the  goods  are  released  by  the  Commissioners,  and  no  action 
or  suit  has  been  commenced  against  them,  or  any  of  their 
officers,  in  respect  of  the  detention,  then  at  the  expiration  of 
three  months  from  the  time  of  detention ;  or,  if  the  goods  are 

s.  P  P 
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released  for  failure  of  proceedings  taken  for  the  forfeiture 
and  condemnation  thereof  upon  information  under  §  207  of 
"The  Customs  Consolidation  Act,  1876,"  and  no  action  or 
suit  has  been  commenced  against  the  Commissioners,  or  any 
of  their  officers,  in  resjiect  of  the  detention,  then  at  the  expira- 
tion of  three  months  from  the  trial  of  such  information. 
If  within  such  periods  as  aforesaid  any  such  action  or  suit  as 
aforesaid  has  been  commenced,  then  upon  the  ultimate  con- 
clusion of  such  action  or  suit,  and  the  fulfilment  of  the 
purpose  for  which  the  security  was  given. 

8.  These  regulations  apply  to  transhipment  and  transit  goods  as 
well  as  to  goods  landed  to  be  warehoused,  or  for  home  consumption. 

9.  The  1st  day  of  January,  1888,  is,  by  these  "regulations,"  fixed 
as  the  day  from  which  §  2  of  the  "Revenue  Act,  1883,"  shall  be 
repealed,  subject  to  the  terms  of  the  recited  Act ;  and  these  regulations 
will  take  effect  from  the  date  of  such  repeal. 

CiTAHLES  Du  Cane  ^    ^         •    .  o 

XT  nj-  f    Commissioners  oi 

H.  Murray 


Horace  Seymour 
Custom  House,  London, 

1st  December,  1887.' 


H.  M.  Customs. 


SCHEDULE. 

{Notice.) 

The  Merchaot)ise  Marks  Act,  1887. 

To  the  Collector,  Superintendent,  or 
Chief  Officer  of  Customs  at  the 
Port  [or  Sub-Port]  of 

I  hereby  give  you  notice  that  the  under-mentioned  goods,  that  is  to 
say,  (ff) 

are  about  to  be  imported  into  your  port  on  or  about  the 

day  of  next,  in  the  {b) 

from 

That   such  goods  are  liable  to  detention   and  forfeiture  being  (c) 


(a)  Describe  the  goods,  niunber  of  packages,  marks  used,  and  any  other  particu- 
lars necessary  for  their  identification. 

(h)  Describe  the  ship,  and  give  name  or  indication. 

(c)  State  how  the  goods  infringe  the  Act,  and  if  the  infringement  is  one  as  to 
a  forged  trade  mark  protected  in  a  British  Possession  or  Foreign  State,  state  the 
Possession  or  State,  or  if  the  infringement  is  one  as  to  place  or  country  of  origin, 
state  the  name  of  the  place  or  country  falsely  used. 
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That  Mr.  of 

and  Mr.  of 

are  jirej^recl  to  become  my  sureties  in  such,  bond  as  may  be  required 
upon  detention  of  the  goods. 

And  I  request  that  the  said  goods  may  be  detained  and  dealt  with 
accordingly. 

Dated  this  day  of  ,18. 

A.B. 

(or  Agent  for) 

Note. — Mr.  refers  to 

his  Bankers  (or)  Solicitors,  and  Mr. 
to  his  Bankers  (or)  Solicitors  as  to  his 

sufficiency  for  the  penalty  of  the  bond. 


{Bond.) 

The  Merchaistdise  Marks  Act,  1887. 

Know  all  Men  by  these  Presents,  that  we  A.B. 

and 
are  firmly  bound  unto  Our  Sovereign  Lady  Victoria,  by  the 
Grace  of  God,  of  the  United  Kingdom  of  Great  Britain  and 
Ireland,  Queen,  Defender  of  the  Faith,  in  the  sum  of 
Pounds  to  be  paid  to  our  said  Lady  the  Queen,  her  heirs  or 
successors.  For  which  payment  well  and  truly  to  be  made  we 
bind  ourselves,  jointly  and  severally,  our  heirs,  executors,  and 
administrators,  tii'mly  by  these  presents.  Sealed  with  our  Seals. 
Dated  this  day  of  ,  in  the  year  of  our  Lord 

one  thousand  eight  hundred  and 

"Whereas  the  above  named  A.  B.  has  by 

a  notice  dated  the  ,      day  of  ,  informed  the  Collector 

of  Customs  at  that  the  undermentioned  goods,  that  is  to 

say, 

were  about  to  be  imported  into  the  port  of  contrary  to  §  16 

of  the  Merchandise  Marks  Act,  1887,  and  requested  that  the  said  goods 
should  be  detained  and  dealt  with  accordingly.  And  whereas  the 
said  goods  duly  arrived  in  the  said  port  on  the  day  of 

last,  and  are  now  detained  pursuant  to  the  said  notice.     Now 
the  condition  of  this  obligation  is  such  that  if  the  said  A.  B. 

his  executors  or  administrators,  shall  well  and  effectually 
indemnify,  save  harmless,  and  keep  indemnified.  Her  Majesty,  her 
heirs  and  successors,  and  all  her  and  their  ofiicers  of  customs,  and 
their  executors  or  administrators,  from  and  against  all  loss  or  damage, 
payment  or  payments,  and  all  costs  and  expenses  which  Her  said 
Majesty,  her  heirs  or  successors,  and  her  and  their  officers  of  customs, 
their  executors  or  administrators,  shall  or  may  sustain  or  incur  by 

r  p  2 
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reason  or  on  account  of  any  detention  of  tlie  said  goods  following  upon 
tlie  information  contained  in  such  notice  and  any  proceedings  conse- 
quent upon  such  detention,  then  this  obligation  shall  be  void,  or  other- 
wise shall  be  and  remain  in  full  force  and  virtue. 

Signed,  sealed,  ( 
and  delivered  | 


G-ENEEAL  OEDEES  made  by  the  Commissioners  or  Customs  for 

CARRYING  INTO  EfFEOT  THE  MERCHANDISE  MaRKS  AcT,   1887. 

GrENERAL  Order 


1887 


Custom  House,  London, 

20th  October,  1887. 
Sir, 

Herewith  you  will  receive  the  usual  number  of  copies  of  the  Mer- 
chandise Marks  Act,  1887  (50  &  51  Vict.  c.  28). 

You  are  carefully  to  note  the  meanings  given  by  the  Act  to  the 
following  expressions,  viz. : — 
"Goods,"  §  3. 

"Applied,"  §  5  ;  sub-ss.  1  &  2. 
"Falsely  applied,"  §  5  ;  sub-s.  3. 
"Trade  Mark," 
"  Trade  Description  " 
"False  Trade  Description" 
"Person" 

"Manufacturer"  }     §3. 

"Dealer"  or  "Trader" 
"Proprietor" 
"Name" 
"  Name  or  Initials  " 

You  will  also  especially  note,  as  applying  to  imported  goods,  the 
provisions  of  §  10,  sub-s.  (2),  and  §  18  of  the  Act. 

You  will  observe  that  by  §  5  of  the  Act  the  word  "  applies  "  in  con- 
nection with  goods  is  extended  to  "applying"  the  name  or  mark  to 
any  "covering,  label,  reel,  or  other  thing." 

You  will  understand  that,  in  future,  as  hitherto,  this  will  not  be 
held  to  extend  to  "  coverings  "  or  other  such  things,  including  boxes, 
bottles,  or  the  like,  imported  alone  and  with  the  intention  of  using 
them  as  auxiliary  means  of  carrj'ing  into  the  market  goods  really 
British  or  goods  (such  as  wine)  incapable  of  being  mistaken  as  British 
goods,  where  the  description  applied  to  the  coverings  or  such  other 
things  does  not  relate  to  them,  but  has  reference  to  the  goods  which 
thej'^  are  to  cover  to  carry  into  the  market. 

There  is,  however,  on  this  point  one  article  to  be  specially  noticed, 
viz.,  "Watch-cases; "  and,  as  to  this,  your  attention  is  called  to  §  7  of 
the  Act,  which  lays  down  that,  in  the  absence  of  a  counter-description 
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of  the  watch  itself,  the  description  on  the  watch  case  shall  be  always 
held  to  describe  the  watch. 

Under  §  16  of  the  Act,  regulations  have  been  prepared  by  the 
Board  which  are  now  under  the  consideration  of  the  Lords  of  the 
Treasury. 

As  soon  as  these  regulations  are  finally  approved,  a  copy  will  be 
sent  to  you,  together  with  instructions  as  to  the  manner  in  which  you 
are  to  carry  them  into  effect. 

These  regulations  will  come  into  force  on  a  date  to  be  fixed  under 
them,  but  not  later  than  the  first  day  of  January  next. 

It  is  highly  desirable,  therefore,  that  in  the  meanwhile  you  should 
make  yourself  familiar  with  the  general  scope  of  the  Act,  and  especially 
with  the  provisions  contained  in  §  16  as  to  the  importation  of  goods 
coming  within  its  powers,  and  with  the  points  to  which  your  attention 
is  now  more  particularly  directed. 

I  am,  Sir, 

Your  obedient  Servant, 
To  the  Collector.  E,  Gtoodwyn. 


99 
General  Order  t^^- 

Custom  House,  London, 

22ncl  December,  1887. 
Sir, 

1.  As  a  sequel  to  Gr.  0.  81/1887  you  will  receive  herewith  a  copy  of 
the  regulations  made  by  the  Board  under  §  1 6  of  the  Merchandise  Marks 
Act,  1887,  published  in  the  London  Gazette  of  the  2nd  of  December, 
1887,  and  in  the  Board  of  Trade  Journal  for  the  present  month. 

2.  You  will  observe  that  the  regulations  do  two  things  :  Twofold 
(i.)  They   direct   that   goods   prohibited   by  the   Act   which  are  object  of 

detected  by  the  officers  upon  examination  (that  is  to  say,  ^eg-ulations. 
upon  ordinary  examination  for  revenue  purj)oses),  are  to  be 
detained  without  previous  information. 
(ii.)  They  provide  what  is  to  be  done  in  cases  where  prohibited 
importation,  and  the  ground  of  such  prohibition,  are  matters 
not  of  detection,  in  the  ordinary  way,  but  of  information  by 
an  informant. 

3.  You  will  require  guidance  as  to  what  goods,  in  the  opinion  of  the  General 
Board,  the  officers  ought  to  detect  as  mentioned  in  sub-paragraph  (i.) ;  poi»t«  on 
and  as  to  the  action  to  be  taken  by  officers,  after  information,  as  men-  "^'"°v  o""^^" 

^-  ^    ■  ^  ^     ,-■   \  aucc  IS  no- 

tioned  m  sub-paragrajih  (ii.J.  cessary. 

4.  The  Act  extends  so  largely  the  area  of  prohibited  goods,  for  the  As  to  the 
benefit  not  only  of  British  subjects,  but  also  of  the  subjects  and  citizens  scope  of  the 
of  foreign  states,  tliat  as  to  a  considerable  proportion  of  goods  liable  ^^}'  ^^'^^^ 
to  prohibition  on  importation,  the  officers  cannot  be  expected  to  act  ^f British   '^ 
without  some  guidance   by  information.     It  must  not  be,  however,  marks." 
held  or  worked  so  as  in  any  way  to  diminish  the  care  at  present  taken 
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Keferencc  to 
particular 
provisions  as 
to  place  or 
country  of 
origin. 


Classification 
of  goods 
specially  in- 
dicated for 
detection 
"without  in- 
formation. 


As  to  the 
requirement 
of  a  definite 
indication 
of  place  or 
country  of 
orisrin. 


by  tlie  officers  in  respect  to  "British  Marks,"  involving  names  of 
British  places,  or  indications  of  British  manufacture,  and  to  this 
extent,  at  least,  the  officers  must  continue  to  act  without  previous 
information. 

5.  You  will  observe  that  names  or  trade  marks  of  British  manufac- 
turers, dealers,  or  traders  on  imported  foreign  goods  (§  IG,  sentence 
beginning  "  all  goods  of  foreign  manufacture ")  are  to  be  only- 
admissible  if  distinctly  qualified,  not  merety,  as  heretofore,  by  words 
showing  manufacture  abroad,  but  by  a  definite  indication  of  the 
countrj^  in  which  the  goods  were  made  or  produced ;  and  this  same 
principle  is  contained,  even  more  emphatically,  in  §  1 8  of  the  Act,  as 
regards  lawful  and  general  "trade  descriptions,"  which  include  the 
name  of  a  place  or  country. 

6.  The  goods,  therefore,  which  the  Board  distinctly  expect  the 
officers  themselves  to  detect  upon  ordinary  examination,  and  without 
previous  information,  will  be  as  follows,  viz. : — 

Class  (a).  Goods  of  foreign  manufacture,  by  whomsoever  imported, 
having  applied  to  them,  either, 

A  name  or  trade  mark  which  is  or  purports  to  be  the  name  or  trade 
mark  of  a  manufacturer,  dealer,  or  trader  in  the  United  King- 
dom ;  or 
A  trade  description  which  indicates  a  particular  class  or  method  of 
manufacture,  and  includes  the  name  of  a  place  in,  or  a  part  of 
the  United  Kingdom,  and  is  thereby  calculated  to  mislead  as  to 
the  place  of  the  manufactui'e  or  production  of  goods  which  have 
not  been  manufactured  or  produced  in  the  United  Kingdom  ; 
unless  such  name,  mark,  or  description  is  accompanied  by  a  definite 
indication  of  the  place  or  country  in  which  the  goods  were  made  or 
produced,  that  is  to  say,  an  addition  immediately  before  or  after  the 
said  name,  mark  or  description,  in  an  equally  conspicuous  manner 
therewith,  of  the  name  of  the  place   or  country  in  which  the  goods 
were  actually  made  or  produced,  with,  in  the  case  of  a  trade  descrip- 
tion including  name  of  place,  a  statement  that  they  were  made  or  pro- 
duced there. 

Class  (b).  Goods  of  foreign  manufacture,  by  whomsoever  imported, 
having  applied  to  them  any  description,  figures,  words,  or  marks,  or 
arrangement  or  combination  thereof,  so  as  to  constitute,  by  being  or 
including,  either  expressly  or  by  reference,  the  name  of  a  place  in  or 
a  part  of  the  United  Kingdom,  or  in  any  other  way,  a  statement  or 
other  indication,  direct  or  indirect,  that  the  goods  were  made  or  pro- 
duced in  the  United  Kingdom. 

7.  On  the  above  classification  you  will  note  this  paragraph  and  the 
paragraphs  to  1 0  inclusive. 

It  will  obviously  not  be  in  the  power  of  the  officers,  nor  are  they 
expected,  to  decide  whether  goods  falling  within  Class  (a)  were  actually 
made  or  produced  in  the  country  from  which  they  come  ;  but,  in  prac- 
tice, it  will  be  sufficient  if  the  officers  satisfy  themselves  that  the  name 
of  some  foreign  country,  or  of  some  place  in  a  foreign  country,  is 
applied  to  the  goods  in  a  manner  equally  indelible  or  irremovable,  and 
as  equally  conspicuous,  as  the  name  or  trade  mark  itself,  and  in  close 
proximity  to  it. 
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8.  The  word  "  purports,"  also  in  (a),  is  to  be  understood  as  referring  As  to  the 
to  any  name  or  names  reasonably  suggesting  a  British,  manufacturer,  meaning-  of 
dealer,  or  trader,  without  regard  to  the  fact  of  whether  the  name  is  or  ^^^  ^,'^'^^.    „ 
is  not  known  to  the  officer ;  or  as  referring  to  a  trade  mai-k  not  being      ^^^ 
merely  matter  of  decoration  or  ornament,  which  reasonably  suggests 

itself  as  British  by  containing  English  wording,  or  national  devices  or 
figures  distinctly  indicating  British  manufacture. 

9.  The  words  "  a  trade  descrijjtion  which  indicates  a  particular  class  As  to  "  trade 
or  method  of  manufacture,  and  includes  the  name  of  a  place  in  or  a  description," 
part  of  the  United  Kingdom,  and  is  thereby  calculated  to  mislead"  "'C^^'ii^o 
mean  such  terms  as  Kidderminster  Carpets,  Windsor   Soap,    "  Bal-  calculated  to 
briggan  "  on  hosiery,  or  "  Shetland  "  on  shawls,  and  the  like,  which,  mislead, 
although  they   might   be   held   to  be  merely  phrases  descriptive   of 

method  of  manufacture,  are  yet  caculated  to  mislead  as  to  place  of 
origin. 

10.  Class  (b)  refers  to  and  includes  such  inscriptions  as  "present  As  to  other, 
from  such  and  such  a  place,"  and  the  like;  or,  even  without  a  name,  less  definite, 
any  phrases,   words,  language  or  devices,   which   state   or   indicate,  i^H*''^'^^'^°t^^ 
directly  or  indirectly,  make  or  production  in  the  United  Kingdom  ;  any  way  make 
and  the  words  "by  reference"  mean  that  "Irish,"  for  instance,  is  or  production 
equivalent  to  "of  Ireland."     Any  goods  bearing  such  marks  will  be  in  the  United 
detained,  and  you  will  refer  the  matter  to  the  Board.  Kmgdom. 

11.  Passing  from  the  goods  thus  specially  mentioned,  those  gene-  Classification, 
rally  prohibited  by  the  Act  to  be  imported  may  be  summarised  as  foo^l^/'.^ 
follows:—                                                  _                                           _  _  hibitedby 

(Head  i.).  Goods,  whether  of  foreign  manufacture  or  British  goods  the  Act. 
brought   back,   having  a  false   trade  description  as   to  name 
or  initials,  or  a  forged  trade  mark  applied  to  them. 

(Head  ii.).  Like  goods  having  applied  to  them  a  false  trade  descrip- 
tion as  to  the  place  or  country  in  which  they  were  made  or  pro- 
duced ;  or  as  to  number,  quantity,  measure,  gauge  or  weight, 
mode  of  manufacttu'e  or  production,  or  material  of  which  com- 
posed ;  or  as  to  the  goods  being  the  subjects  of  any  existing 
patent,  privilege,  or  copyright., 

A  false  trade  description  is  a  description  or  indication,  whether 
original  or  by  addition,  effacement  or  otherwise,  and  whether 
by  figures,  words,  or  marks,  or  any  arrangement  or  combination 
thereof,  directly  or  indirectly  false  in  a  material  respect. 

12.  AVith  regard  to  Head  (i.).     This  is  the  protection  of  a  manu-  Swpe  of 
facturer,    dealer,    or  trader   against  the  fraudulent  or  unfair  use  of  liead  (i). 
his  name  or  trade  mark   by   any  other   person.      It  would   not   be 
possible  for  officers  to  enter  into  examination  of  all  names  and  marks 

in  resjiect  to  their  use  as  between  various  importers.  At  the  same 
time,  a  manufacturer,  dealer,  or  trader  who  has  reason  to  believe  that 
his  name  or  trade  mark  is  one  not  unlikely  to  be  imitated,  so  as  to 
constitute  a  false  trade  description,  or  forged  trade  mark,  is  entitled  to 
ask  that,  without  the  requirement  of  special  information,  such  descrip- 
tion or  mark  may,  upon  any  importation,  bo  stopped. 

13.  For  this  ])urpose  the  Board  sanction  the  system  of  registration  Rcgristration 
of  names  or  marks  in  a  way  similar  to  that  Avhich  has  hitherto  existed  ;  f"i"  *•'!■* 
and  a  manufacturer,  dealer,  or  trader  may  register  his  name  or  mark  1'^To«l\ 

at  such  port  or  ports  as  he  desires.     In  respect  of  names  or  marks  so 
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"Who  may  re- 
gister, and  on 
what  terms. 


See  par.  32. 


Registration 
to  be  subject 
to  provisions 
mentioned  in 
par.  6. 


Notwith- 
standing 
classification 
in  par.  6, 
any  other 
infringement 
detected  is  to 
be  followed 
by  detention. 

Indication  as 
to  where  such 
detection  may 
happen. 

Directions  as 

to  question 
of  place  or 
country  of 
origin. 


registered,  it  ^Yill  be  the  duty  of  the  officers,  at  the  particular"  port  or 
ports,  to  prevent  the  delivery  of  goods  to  which  such  names  or  marks 
are  applied,  unless  the  delivery  is  authorised  by  the  registered  pro- 
prietor. Apart  from  names  or  marks  as  to  which  such  registration 
exists,  the  officers  are  not  expected  to  examine  goods  with  reference  to 
Head  (i.). 

14.  Any  manufacturer,  dealer,  or  trader,  whether  British  or  foreign, 
may  register  his  name  or  mark ;  but  you  may  refuse  registration  to 
an\^  name  or  mark  which  you  consider  to  be  of  a  character  too  indefinite 
or  indistinct  for  officers  to  recognise,  referring  to  the  Board  in  any  case 
of  doubt.  An  applicant  for  registration  must  prove  his  proprietorship 
of  the  name  or  mark  by  declaration ;  and  if,  in  order  to  avoid  delay, 
he  desires  to  do  so,  he  may  appoint  an  agent  to  give  authority  for 
delivery  of  his  goods,  and  prove  (also  by  declaration)  the  appointment 
of  such  agent. 

15.  You  must  understand,  very  distinctly,  that  the  use  by  the  British 
manufacturer,  dealer,  or  trader  of  even  his  ow?i  name  on  foreign  goods, 
and  the  use  by  ani/  manufacturer,  dealer,  or  trader,  on  like  goods,  of 
words,  figures,  or  marks  of  any  kind  stating  or  indicating,  directly  or 
indirectly,  make  or  production  in  the  United  Kingdom,  are  prohibited 
unless  the  qualifj'ing  conditions  specified  in  paragraph  6  are  complied 
with.  You  must,  therefore,  clearly  explain  to  every  person  registering 
a  name  or  mark  which  involves  any  such  statement  or  indication,  as 
will  probably  often  be  the  case,  that,  while  the  name  or  mark  will  be 
guarded  by  such  registration,  it  will  not  be  rendered  admissible  unless 
duly  qualified,  as  the  law  may  require,  in  every  case.  The  register  at 
your  port  under  the  law  now  expiring  will  cease  to  be  operative  with 
the  expiry  of  that  law. 

16.  As  regards  Head  (ii.) ;  if  (apart  from  the  goods  specially  men- 
tioned in  paragraph  6,  and  notwithstanding  that  classification)  the 
officers  should  in  any  case  upon  that  ordinary  examination  for  revenue 
purposes,  detect  anything  constituting  an  infringement  of  any  of  the 
prohibitions  of  the  Act  as  thus  set  forth,  you  will  detain  such  goods 
and  refer  the  matter  to  the  Board. 

17.  Such  detection  by  officers  may  happen,  for  instance,  as  to 
number,  quantity,  measure,  gauge,  or  weight ;  while,  on  the  other 
hand,  as  to  mode  or  material  of  manufacture,  as  to  any  patent,  privi- 
lege, or  copyright,^'"  or  foreign  trade  marks,  the  officers,  upon  ordinary 
examination,  may  probably,  in  the  absence  of  special  knowledge,  fail 
in  detecting  false  descriptions  or  forged  trade  marks. 

18.  False  descriptions  as  to  place  of  origin  affecting  the  interests  of 
"British  Possessions"  or  "Foreign  States"  are  matters  which,  unaided 
by  information,  officers  will  not  generally  be  expected  to  trace  ;  but 
wherever  they  observe  goods  conspicuously  known  as  the  usual  product 
of  a  particular  place  or  country,  and  marked  with  that  name,  shipped 
from  a  port  in  another  country  altogether — as,  for  instance,  Wine 
marked  "  Xeres  "  or  "  Sj)anish "  from  Belgium,  or  Cigars  marked 
"Havana"  from  Germany — such  goods  may,  in  the  absence  of  proof 


*  As  to  copyright,  this  instruction  in  no  way  affects  the  practice  under 
and  44  of  the  Customs  Consolidation  Act,  1876, 
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of  make  or  produce  at  the  place  or  in  tlie  country  named  on  them,  be 
properly  detained. 

19.  Some  directions  (beyond  what  is  shown  in  the  Regulations)  are  Action  upon 
desirable  as  to  your  action  upon  "  information"  ;  and  you  will  observe  information— 
that  there  are  two   stages  of  procedure  in  this :  viz.,  one  up  to  and  t'^o  stages  of 
including  the  arrival  and  examination  or  identification  of  the  goods  ; 

and  the  other  after  the  examination  or  identification. 

20.  With  regard  to  the  first  stage — the  two  points  for  consideration  As  to  special 
are,  whether  any,  and  if  so  what,  special  examination  of  the  goods  examination 
should   be   made,   and  what  deposit   should   be   taken  to  cover   the  °*  8'oo'is  in 
expense  of  such  examination,  if  it  is  made.  ^^°    ^^^^' 

21.  The  character  and  extent  of  examination  will  require  careful  On  what  it 
discretion  on  your  part,  and  will  depend  on  the  manner  in  which  "«^11  depend, 
the  goods  are  alleged  in  the  notice  to  infringe  the  Act.     An  indication 

has  been  given  you  above  as  to  what  the  Board  consider  that  officers 
can  detect  and  what  they  cannot,  upon  ordinary  examination  ;  and  this 
will  furnish  you  with  a  guide  as  to  what  they  may  be  able  to  trace 
upon  fuller  examination  after  information. 

22.  Wherever,  in  accordance  with  such  indication,  you  are  of  opinion  Course 
that  the  ofiicers  could  not,  even  on  fuller  examination,  discover  whether  where  such 
the  goods  infringe  the  Act,  you  need  not  order  a  special  examination,  examination 
and  consequently  joii  will  not  require  any  deposit  in  respect  of  such  !Iry;„gable  ^ 
examination,  but  you  may  at  once  order  detention  of  the  goods  as  if 

the  officers  had  seen  cause  to  detain  them,  and  proceed  to  require 
security,  in  conformity  with  directions  given  in  paragraph  29  of  this 
Order. 

23.  Wherever,  on  the  other  hand,  you  are  of  opinion  that  a  fuller  Course 
examination  than  that  ordinarily  directed  for  revenue  purposes  may  """here  such 
reasonably  enable  the  officers  to  discover  whether  or  not  there  is  the  exarnmation 
infringement  alleged — as,  for  instance,  by  careful  weighing,  measur-  serviceable 
ing,  counting,  or  gauging — you  will  direct  that  such  an  examination 

shall  take  place,  examining  as  to  free  goods,  for  this  purpose,  not  less 
than  twice  the  usual  number  of  packages,  and  in  the  case  of  goods 
imported  in  bulk,  such  as  machinery  and  the  like,  treating  each  piece 
imported  as  a  package. 

24.  Assuming  examination  to  be  ordered  by  you  in  accordance  with  Deposit  to 
the  lines  above  indicated,  you  will  take,  as  a  deposit  to  cover  the  addi-  cover  such 
tional  expense  of  this  examination,  such  sum  as  you  may  think  neces-  examination, 
sary,  having  regard  to  the  nature  of  the  goods,  and  to  the  number  of 
packages  which,  according  to  the  informant's  knowledge,  will  have 

been  stated  in  the  notice. 

25.  The  case  of  false  description  as  to  place  of  origin  affecting  the  Special  rules 
interests  of  "British  Possessions"  or  "Foreign  States"  is  here  again  in  «uch 
one  for  special  mention.     As  above  stated,  it  is  one  which,  as  a  rule,  fxarnina^ion 
officers  cannot  be  expected  to  detect  without  information ;  but,  for  an  piace"or 
officer  examining  upon  information,  the  following  rules  may  be  laid  country  of 
down :  viz.,  if  it  is  ascertained  that  the  name  of  the  place  or  country  origiu  as 
complained  of  is  not  applied  to  the  goods  at  all,  or,  if  applied,  is  ^^v*\"?, 
accompanied  by  a  definite  indication  or  addition,  as  contemplated  by  spgj^iona  or  " 
the  Act,  of  make  or  production  elsewhere,  the  officer  may  be  satisfied  foreign  states, 
that  there  is  no  ground  existing  to  justify  the  notice  received  ;  but  if 

the  name  complained  of  is  found  to  be  applied  to  the  goods,  and  is  the 
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As  to  British 
Possessions 
and  foreign 
states  to 
■which  the 
provisions  in 
rel.ation  to 
forged  trade 
marks  apply. 


Tranship- 
ment and 
transit. 


Rules  as  to 
special 
examination 
generally. 


As  to  security 
where  deten- 
tion ordered. 


name  of  a  country,  or  of  a  place  in  a  country,  not  the  country  of  a  port 
or  shipment,  the  officer  may,  in  the  absence  of  proof  of  make  or  produce 
at  the  place  or  in  the  country  named  on  them,  be  satisfied  that  the 
alleged  infringement  clearly  exists. 

26.  In  the  case  of  a  notice  alleging  the  application  of  a  forged  trade 
mark  where  the  mark  is  one  protected  in  a  British  Possession  or  foreign 
state,  such  a  notice  will  only  be  good,  and  need  only  be  accepted  by 
you,  if  it  relates  to  possessions  or  states  included  in  the  definition  of 
trade  marks. 

Up  to  the  present  time  the  British  Possessions  and  foreign  states  so 
included  are : 


British  Possession 


FoREiGx  States  in 
Europe 


In  N.  and  S.  America  / 
AND  THE  AV.  Indies 


In  Africa 


Queensland. 
f  Belgium. 

France. 

Italy. 

The  Netherlands. 

Norway. 

Portugal. 

Servia. 

Spain. 

Sweden. 
^  Switzerland. 

Brazil. 

Guatemala. 

Paraguay. 

San  Domingo. 

The  United  States  of  America, 

Uruguay. 

Tunis. 


27.  As  to  transhipment  and  transit  goods  ;  where  information  and 
"notice  "  relate  to  these  goods  you  will  deal  with  them  exactly  as  if 
they  were  goods  for  home  use.  Apart  from  information  you  will  not, 
as  regards  the  ordinary  examination  of  such  goods  for  revenue  pur- 
poses, examine  more  packages  than  at  present ;  but  the  Board,  in 
addition  to  the  existing  rules  as  to  transhipment  and  transit  goods, 
direct  that,  as  to  all  such  goods,  no  marks  of  any  kind  or  description 
shall  be  allowed  to  be  applied  to  them  in  this  country,  and  you  will 
see  that  this  is  strictly  carried  out  in  your  port. 

28.  As  to  goods  examined  upon  information  generally,  you  will  be 
guided  by  the  following  rules.  If  upon  examination  the  officer  is 
satisfied  that  there  is  no  ground  existing  to  justify  the  notice  received, 
he  will  pass  the  goods ;  if  he  is  satisfied  that  the  alleged  infringement 
clearly  exists,  he  will  detain  the  goods  as  in  a  case  of  detention  upon 
ordinary  examination  ;  but  in  cases  where  the  officer  is  not  so  satisfied, 
and  in  cases  where  you  may  have  considered  that  official  examination 
cannot  test  the  point,  you  will  order  the  detention  of  the  goods  at  the 
risk  of  the  informant,  and  thus  arrive  at  the  second  stage  of  the  pro- 
cedure upon  information — viz.,  the  taking  of  security. 

29.  You  will  observe  that  (except  in  cases  where  the  informant 
prefers  to  give  a  bond,  and  where  time  allows  such  a  step  to  be  taken 
before  the  goods  arrive  and  are  examined),  there  are  two  things  to  be 


CUSTOMS  GENERAL  OKDEES.  587 

done  in  taking  security :  first,  to  take  an  ad  valorem  money  deposit  to 
cover  the  possibility  of  the  bond  not  being  completed ;  and  secondly, 
to  see  that  the  bond  is  completed,  after  which  you  will  return  the 
deposit.  The  amount  of  both  the  deposit  and  the  bond  will  depend 
on  the  value  of  the  goods. 

30.  The  form  of  notice  given  in  the  Schedule  to  the  regulations  Inquiries  as 
requires  a  statement  of  the  names  of  persons  proposed  as  sureties.  *°  sufficiency 
As  to  the  sufficiency  of  these  you  will  make  inquiries  in  the  usual  way,       siireties. 
and  have  the  bond  completed  as  in  other  transactions. 

31.  The  security  having  once  been  taken,  the  goods  will,  without  As  to  goods 
further  special  examination,  remain  in  charge ;   and  the  regulations  ^^^^'^  security- 
contain  definite  provisions  as  to  when,  in  the  various  contingencies  J^'^en'.^ii'i  ^^ 
that  may  arise,  the  security  will  be  delivered  up.  ^f  security  ^^ 

32.  A  form  is  annexed  of  the  declaration  mentioned  in  paragraph  14 ;  g      ,      „ 
and  also  of  a  bond,  when  it  is  preferred  to  give  one  before  examina-  formsf 
tion,  as  mentioned  in  paragraph  29.     Supplies  of  these  forms,  and  of 

those  given  in  the  Schedide  to  the  regulations,  can  be  obtained  in  the 
usual  way. 

33.  A  General  Order  as  to  watch-cases  and  watches  will  shortly  be 
issued  ;  and  further  directions  will  be  given,  from  time  to  time,  as 
decisions  are  arrived  at,  under  paragraphs  9  and  10,  and  paragraphs 
16,  17,  and  18  of  this  Order. 

I  am.  Sir, 

Your  obedient  Servant, 
The  Collector  at  .  .  E.  Goodwyn. 


Merchandise  Marks  Act,  1887. 
50  &  51  Vict.  c.  28. 

Declakatiox  ox  Eegisteatiox  under  Paragraph  13  of  Generax 

99 
Order  ,  ^.^^ 

loo  /  . 

Port  of 

I  (t7)  hereby  declare  that  (5) 

(c)  the  proprietor     ,  of  (f/)  viz. : — 

which  [S)  expect  to  be  applied  to   goods  imported,  from  time  to 

time,  at  this  Port ;  and  that  (/)       have  appointed  Mr.  {g) 
of  to  be  (A)         agent,  to  give  authority  for  the 

delivery  of  such  goods. 

(a)  Full  name  and  address  of  declarant. 

\b)   "  I  "  or  "  I  and  my  partners,  trading  as  Messrs.  "  or  "  such  and 

such  a  Company,  of  which  I  am  the  representative  official,"  or  "so  and  so  of  such 
and  such  a  place  abroad,  whom  I  represent  iu  this  country." 

[c)  "  Is"  or  "are." 

{(l)  "  The  following  name  as  a  trade  description,"  or  "  the  following  trade  mark," 
or  "the  following  name  as  a  trade  description  and  trade  mark." 

(e)  "  I  "  or  "  we."  (/)  "  I "  or  "  we." 

Iff)  This  portion  as  to  appointment  of  agent  may  be  erased,  where  such  appoint- 
ment is  not  desired. 

(A)  "My"  or  "our." 
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I  make  this  solemn  declaration  conscientiously  believing  the  same 
to  be  true,  and  by  virtue  of  the  Statutory  Declarations  Act,  1835. 

Signed 
Declared  this  day  of  18, 

at 

Before  me 

A  Commissioner  to  administer  Oaths,  &c. 

N.B. — Registration  in  pursuance  of  this  declaration  is  subject  to  the 
provisions  of  the  Act  which  forbid  the  importation,  by  a  registered 
proprietor,  even  of  his  own  goods  which  bear,  in  name  or  mark,  any 
statement  or  indication,  direct  or  indirect,  of  make  or  produce  in  the 
United  Kingdom,  unless  qualified  as  the  Act  requires. 


Know  all  Men  by  these  Presents  that  we 

are  held  and  firmly  bound  unto  our  Sovereign  Lady 
Victoria,  by  the  Grace  of  God,  of  the  United  Kingdom  of 
Great  Britain  and  Ireland,  Queen,  Defender  of  the  Faith, 
in  the  sum  of  pounds  to  be  paid  to  our  said 

Lady  the  Queen,  Her  Heirs  or  Successors ;  for  which  pay- 
ment well  and  truly  to  be  made  we  bind  ourselves  jointly 
and  severally,  our  heirs,  executors  and  administrators, 
firmly  by  these  Presents.  Sealed  with  our  seals.  Dated 
this  day  of  in  the  year  of  our  Lord 

one  thousand  eight  hundred  and 
"Whereas  the  above-named  has  by  a  notice  dated 

the  day  of  informed  the  Collector  of  Customs 

at  that  the  undermentioned  goods,  that  is  to  say, 

are  about  to  be  imported  into  the  port  of  contrary  to  §  1 6 

of  the  Merchandise  Marks  Act,  1887,  and  has  requested  that  the  said 
goods  shall  be  detained  and  dealt  with  accordingly.  Now  the  condition 
of  this  obligation  is  such  that  if  the  said  ,  his  executors 

or  administrators,  shall  well  and  effectually  indemnify,  save  harmless, 
and  keep  indemnified  Her  Majesty,  Her  Heirs  and  Successors,  and  ail 
Her  and  Their  Officers  of  Customs  and  their  executors  or  adminis- 
trators, from  and  against  all  loss  or  damage,  payment  or  payments, 
and  all  costs  and  expenses  which  Her  said  Majesty,  Her  Heirs  or 
Successors,  and  Her  or  Their  Officers  of  Customs,  their  executors  and 
administrators,  shall  or  may  sustain  or  incur  by  reason  or  on  account 
of  any  detention  or  delay  in  the  delivery  of  the  said  goods,  following 
upon  the  information  contained  in  such  notice  and  any  proceedings 
consequent  upon  such  detention  or  delay,  then  this  obligation  shall  be 
void,  otherwise  shall  be  and  remain  in  full  force  and  virtue. 

Signed,  sealed  and  delivered 
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General  Order 


1888" 

Custom  House,  London. 

18th  January,  1888. 


Sir, 

In  accordance  with  paragraph  33  of  General  Order  99/1887,  I  now 
transmit  to  you  the  directions  of  the  Board,  to  enable  you  to  deal 
with  watch-cases  and  watches,  under  the  Merchandise  Marks  Act ;  the 
latter  term,  watches,  meaning  as  provided  by  §  7  of  the  Act,  "  all  that 
portion  of  a  watch  which  is  not  the  watch-case." 

Your  attention  has  already,  by  G.  0.  81/1887,  been  called  to  the 
jiosition  in  which  watch-cases,  under  this  section,  stand  in  relation  to 
watches ;  and  the  consequent  importance  of  the  assay  mark  on  watch- 
cases,  which  mark,  by  virtue  of  §  3  (1)  of  the  Act,  would  be  deemed  a 
trade  description  as  to  place  or  country  of  origin. 

You  will  note,  in  addition,  that  by  §  8  (1)  of  the  Act  provision  is 
made  for  preventing  foreign-made  watch-cases  from  obtaining  the 
mark  placed  on  a  watch-case  made  in  the  United  Kingdom  :  and  it  is 
enacted  that  a  different  mark  shall  be  placed  on  foreign  watch-cases  of 
such  pattern,  and  in  such  mode  as  directed  by  Order  in  Council. 

An  Order  in  Council  to  this  effect,  dated  the  28th  November  last  {a), 
was  published  in  the  London  Gazette  of  9th  December  last ;  and  a 
copy  of  this  order,  together  with  sheets  1  and  2  of  Appendix  to 
Schedule  II.  therein  referred  to,  which  contain  diagrams  of  the  re- 
quired new  marks,  are  sent  to  you  herewith. 

You  will  carefully  study  these  sheets,  and  note  how  the  marks  ajiply 
variously  to  the  different  assay  offices  in  the  United  Kingdom. 

The  directions  to  be  observed  by  you  in  applying  this  new  law  will 
relate  to — 

(a.)  Watch-cases  with  assay  marks  imported  alone, 
(b.)  Like  watch-cases  imported  with  the  watches,  that  is  to  say, 
watches  of  foreign  manufacture  in  them. 

(a.)    Watch  cases  ivith  Assay  Marks  imported  alone. 

If  the  cases  are  wholly  unmarked,  or  are  duly  marked  in  accordance 
with  the  Order  in  Council,  or  with  a  foreign  assay  mark,  and  there  is 
not,  in  addition,  any  wording  on  any  part  of  the  case  proper,  or  on  the 
dome,  indicating  make  or  j^roduce  in  the  United  Kingdom,  the  goods 
may  be  delivered.  If,  on  the  other  hand,  there  is  any  such  wording, 
the  goods  must  be  detained  and  the  matter  referred  to  the  Board. 

If  the  cases  are  marked  with  a  British  Hall  Mark  as  placed  on 
watch-cases  made  in  the  United  Kingdom,  you  will  detain  the  goods 
unless  they  are  entered  as  "British  goods  brought  back,"  in  which 
case  they  may  be  admitted  under  the  usual  regulations. 

(b.)    Watch-cases  imported  tcith  the  Watches  in  them. 

If  the  cases  are  wholly  unmarked,  or  are  marked  either 
In  accordance  with  the  Order  in  Council,  or 
With  a  foreign  assay  mark,  or 

(a)  See  p.  573,  supra. 
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Witli  a  British  assay  mark  as  placed  on  a  -watch-case  made  in  the 

United  Ivingdom,  and  with  an  equally  conspicuous  statement 

either  above  or  below  the  assay  mark,  that  the  watch  is  of 

foreign  make ; 

And  if  there  is  no  wording  either  as  an  addition  on  the  case  or  dome, 

or  upon  the  watch  itself,  whether  on  the  dial  or  the  plate,  or  any  part 

of  the  works,  indicating  make  or  produce  in  the  United  Kingdom, 

then  the  goods  may  be  delivered. 

If,  on  the  other  hand,  there  is  any  such  wording,  the  goods  must  be 
detained  and  the  matter  referred  to  the  Board. 

If  the  cases  are  marked  with  a  British  assay  mark  as  placed  on  a 
watch-case  made  in  the  United  Kingdom,  and  with  no  statement  of 
foreign  make  on  the  cases,  as  required  above,  you  will  detain  them  as 
a  seizure,  unless  there  is  upon  the  dial  of  each  watch  and  also  on  the 
top  "plate"  (where  the  watch  is  of  that  construction)  or  on  the  bottom 
"plate"  (where  the  watch  is  of  that  construction)  visibly,  between 
the  "bridges,"  an  indelible  and  definite  indication  of  the  place  or 
country  in  which  the  watches  were  made.  Such  an  indication  will  be 
considered  definite,  if  it  is,  or  contains  only  the  name  of  the  place  or 
country  of  origin ;  if  in  addition,  it  contains  the  name  of  a  place  in,  or 
a  part  of  the  United  Kingdom,  as,  for  instance,  "  Geneva  and  London," 
or  if  there  is  anywhere  on  the  watch  an  indication  by  figures,  words, 
or  otherwise,  that  the  watch  might  be  the  make  or  produce  of  the 
United  Kingdom,  then,  in  addition  to  the  name  of  place  or  country  of 
origin,  there  must  be  a  distinct  statement  that  the  watches  were  there 
made. 

I  am,  Sir, 

Your  obedient  Servant, 
The  Collector  at  .  E.  Goodwyn. 


General  Order  

1888 

Custom  House,  London. 

4th  February,  1888. 
Sir, 

With  reference  to  paragraph  (b)  of  §  5  of  the  Merchandise  Marks 
Act,  1887,  I  am  desired  to  accj[uaint  you  that  a  name  of  a  port  or  place 
of  destination  applied  to  mere  packing-cases,  in  which  goods  are 
clearly  not  intended  to  be  sold,  or  exposed  for  sale,  either  wholesale  or 
retail,  will  not  render  the  goods  liable  to  detention  ;  but,  where  a 
package  containing  goods  is  not  of  this  description,  the  port  or  jilace 
of  destination  should  be  accompanied  by  a  definite  indication  of  the 
country  of  origin. 

I  am.  Sir, 

Your  obedient  Servant, 
To  the  Collector.  E.  Goodwyn. 
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General  Order 

1888 

Custom  House,  Londoj^". 
lO^A  March,  1888. 
Sir, 

I  am  desired  to  acquaint  you,  for  tlie  information  and  guidance  of 
yourself  and  of  the  officers  under  your  survey,  that,  with  reference  to 
paragraph  6  (b)  and  to  paragraph  10  of  General  Order  99/1887,  the 
Board  are  of  ojiinion  that  inscriptions  applied  to  goods  by  means  of 
labels  or  tickets,  or  applied  to  boxes,  cartons,  parcels,  or  other  ultimate 
packages  containing  goods,  manifestly  only  for  the  purpose  of  distin- 
guishing the  goods  for  the  convenience  of  dealers  and  shopkeepers, 
and  not  specially  intended  to  attract  the  eye  of  the  consumer,  should 
not  be  practically  treated  as  trade  descrij)tions,  whenever  the  inscrip- 
tion consists  simply  of  the  bare  name  of  the  goods  or  indication  of 
number,  quantity,  size,  and  the  like. 
For  instance, — 

on  Hosiery, 

"Hose" 
"  White  Cotton— size  10  "  ; 
on  Textile  Fabrics, 

' '  No. — Qual. — Colour — Dess. — Yards, ' ' 
or 
"  No.— Size— Quality— Shade  "  ; 
on  Goloshes, 

"  1  Doz.  pairs — Men's  2nd  Quality — No.  7." 

Goods  bearing  labels,  tickets,  &c.,  of  this  character  only  are  not  to 
be  detained,  whatever  may  be  the  language  in  which  the  inscriptions 
are  printed  or  written. 

You  are  to  cause  these  directions  to  be  carried  into  effect  accord- 
ingly. 

It  is  to  be  understood  that  this  order  does  not  apply  to  wording  on 
the  goods  themselves,  nor  to  any  wording  which  includes  the  name  of 
a  place  or  country,  the  name  of  any  trader,  manufacturer  or  dealer,  or 
a  trade  mark. 

I  am  further  to  acquaint  you  that  the  last  clause  of  General  Order 
14/1888  is  not  to  be  read  as  apphdng  to  the  names  of  j^orts  of  unship- 
ment,  used  for  the  mere  purpose  of  indicating  where  the  goods  are  to 
be  unladen,  as  required  frequently  in  bills  of  lading,  whatever  may  be 
the  description  of  package  used.  The  officers  are  to  exercise  their 
discretion  in  distinguishing  whether  those  names  are  used  solely  for 
the  purpose  specified  above. 

I  am,  Sir, 

Your  obedient  Servant, 

E.  T.  Prowse. 
To  the  Collector. 


593  APPENDIX  F. 


33 

General  Order  

1888 

Custom  House,  London, 
24^A  March,  1888. 
Sir, 

With  reference  to  paragraph.  33  of  the  General  Order  99/1887,  T 
am  desired  to  acquaint  you  that  Swedish  iron  bearing  the  words 
"Lancashire  Swedish,"  or  the  abbreviation  thereof,  "  Lancash. 
Swedish,"  is  to  be  admitted  into  this  country  without  question  so  far 
as  the  provisions  of  the  Merchandise  Marks  Act,  1887,  are  concerned. 
Tliis  arrangement  is  sanctioned  upon  the  understanding  that  the 
words  of  the  mark  shall  not  be  inverted,  and  that  under  no  circum- 
stances will  Swedish  iron  marked  "Lancashire"  alone  be  admitted 
into  this  country. 

I  am,  Sir, 

Your  obedient  Servant, 

E.  T.  Prowse. 
To  the  Collector. 


44 
General  Order  

1888 

Custom  House,  London. 
9M  April,  1888. 
Sir, 

With  reference  to  §  33  of  the  General  Order  99/1887,  I  am  desired 
to  acquaint  you  that  packages  used  for  the  importation  from  any  place 
of  natural  flowers,  fresh  fruit,  vegetables  and  potatoes,  and  bearing 
upon  them  marks  which  the  officers  are  satisfied  are  merely  address 
marks,  such  as  "  Wm.  Evans,  Leeds,"  "  Thos.  Jones,  London,"  are  to 
be  treated  as  packing  cases  to  which  the  provisions  of  the  General 
Orders  14/1888  and  2G/1888  apply,  and  are  not  to  be  detained  under 
the  Merchandise  Marks  Act  on  account  of  such  marks  only. 

Moreover,  packages  of  the  above  description  coming  from  the 
Channel  Islands,  Malta,  Gozo,  and  Gibraltar,  and  bearing  on  them,  in 
addition  to  address  marks,  any  words  in  the  English  language  de- 
scribing the  goods  contained  in  the  packages,  are  not  to  be  detained  on 
this  account,  provided  such  words  do  not  constitute  a  trade  mark,  nor 
include  the  name  of  a  place  in  the  United  Kingdom  to  which  the 
General  Orders  quoted  above  do  not  apj^ly. 

I  am.  Sir, 

Your  obedient  Servant, 

E.  T.  Prowse. 
To  the  Collector. 
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Board's  Order  on  No.  ^^^^^ 


1888 

Merchandise  Marks  Act,  1887. 
Sardine  Trade. 

Sardines  from  Spain  and  Portugal  imj^orted  into  this  country,  marked 
until  names  of  French  'places  or  in  the  French  lancjuage,  but  without 
the  qiialification  required  by  the  Merchandise  Marks  Act,  1887,  may- 
be delivered  up  to  the  30th  of  June,  1889  (inclusive). 

After  that  date  Sardines  which  are  not  imported  from  France  will 
not  be  admitted  to  this  country,  unless  duly  cjualified,  when  they  bear 
upon  them  the  names  of  places  in  France,  or  descriptions  in  the  French 
language  other  than  the  trade  description  "  Sardines  a  I'huile,"  which 
will  be  admissible  on  Sardines  from  whatever  part  of  the  world  they 
may  be  imported. 

By  Order, 
Custom  House,  London,  (Signed)        E.  Goodwyn. 

\%th  December,  1888. 


GrENERAL  Order 

1888 

Custom  House,  London, 

31s^  December,  1888. 

Merchandise  Marks  Act. 

Grain. 

The  Board  direct  that  grain,  of  a  description  which  is  grown  in  the 
United  Kingdom,  imported  in  sacks,  be  delivered  without  reference  to 
the  marks  upon  them,  for  a  period  of  six  months  from  the  1st  proximo, 
provided  such  marks  constitute  correct  descriptions  and  do  not  include 
the  name  of  a  place  in  the  United  Kingdom.  The  Board  make  this 
concession  with  the  view  of  allowing  importing  merchants  time  in 
which  to  add  to  the  marks  on  their  sacks  an  indication  that  the  grain 
is  of  foreign  production. 

The  officers  are  informed  that  descriptions  of  grain  which  are  not 
grown  in  this  country,  including  linseed  and  rapeseed,  do  not  require 
to  have  an  indication  merely  of  British  origin  qualified  by  an  indica- 
tion that  the  grain  is  of  foreign  production,  nor  are  descriptions  in 
the  English  language  on  grain  from  English-speaking  countries, 
including  India,  to  be  considered  open  to  objection,  provided  they  are 
correct  descriptions  and  do  not  include  the  name  of  a  place  in  the 
United  Kingdom. 

The  officers  are  also  informed  that  on  and  after  the  1st  July  next 
the  name  a^id  address  of  a  merchant  in  this  country,  on  grain  sacks, 
will  be  dealt  with  as  an  indication  that  the  grain  is  of  British  origin. 

The  Board  have  directed  that,  in  the  case  of  grain  imported  in  bulk 
and  transferred  into  sacks  on  board  the  importing  ship,  the  marking 
of  the  sacks  need  not  be  qualified  with  a  statement  of  the  foreign 
origin  of  the  grain.  By  Order, 

R.  T.  Browse. 

s.  Q  Q 
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Geneeal  Okder    
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(1.)  Articles 
for  private 
use. 


(2.)  Used 
articles  either 
private  pro- 
perty or  sent 
for  repairs. 


(3.)  British 

samples 

teturned. 


(4.)  Foreign 
samples. 


Custom  House,  Londox, 
Is^  February,  1889. 

Merchandise  Marks  Act,  1887. 

Certain  Discretionary  Powers  given  to  Officers. 

The  importation  sections  of  the  Merchandise  Marks  Act,  1887,  having 
now  been  in  force  for  over  twelve  months,  and  its  provisions  having 
become  familiar  both  to  importers  of  goods  and  to  the  officers  of 
customs,  the  Board  have  considered  whether  some  discretionary  power 
may  not  be  given  to  the  collectors,  surveyors,  or  other  superior  officers 
in  releasing  goods  which,  although  at  first  sight  they  appear  to  bo 
liable  to  detention,  yet  on  further  explanation  from  the  importer  may 
properly  be  released,  so  far  as  the  Merchandise  Marks  Act  is  con- 
cerned— such,  for  instance,  as  genuinely  marked  British  returned 
goods,  or  private  property  in  actual  use. 

The  Board  accordingly  give  to  the  collectors  and  surveyors  at  the 
Outports,  and  to  the  inspectors  and  surveyors  in  London,  a  discretionary 
power  to  deliver  goods  without  a  special  order  when  they  are  satisfied 
that  they  come  under  any  one  of  the  following  heads  : — 

(1.)  Articles  not  dutiable,  however  marked,  sent  over  to  one 
individual  as  presents  or  for  personal  use,  and  not  in  any  process  of 
sale  or  purchase,  on  the  officers  satisfying  themselves  that  the  im- 
porter's statement  in  this  respect  is  correct. 

(2.)  Articles  which  are  not  new  and  which  are  manifestly  private 
property,  such  as  clothing  or  other  personal  effects,  and  old,  used, 
and  damaged  articles  sent  to  this  country  for  repairs  and  imported  by 
or  consigned  to  the  persons  whose  names  are  on  the  goods.  Under 
this  head,  however,  such  goods  as  old  lace,  old  china,  or  old  violins, 
and  similar  articles  sent  by  dealers  for  sale  as  antiquities,  are  not 
included  ;  goods  of  this  kind  are  strictly  merchandise.  Wherever  age, 
apparent  or  real,  adds  to  the  value  of  the  goods,  they  are  not  to  l)e 
delivered  under  this  paragraph,  unless  they  are  private  property,  not 
in  any  process  of  sale  or  purchase,  but  the  directions  of  the  Board 
must  be  obtained. 

(3.)  Samples  of  tio  value,  made  by  competing  firms  in  the  United 
Ivingdom,  and  sent  to  manufacturers  in  this  country  for  the  purposes 
of  trade,  may  be  delivered  on  a  statement  being  made  in  writing  by 
the  importer  that  the  articles  are  samples  of  no  value,  and  that  they 
are  imported  for  trade  purposes,  as  samjiles,  and  not  for  sale  or  use, 
provided  the  officers  are  satisfied  that  they  are  of  British  manufacture. 

(4.)  Foreign  samples  not  bearing  the  names  or  trade  marks  of 
manufacturers  or  dealers  in  the  United  Kingdom,  but  bearing  trade 
descriptions  which  are  misleading  in  language  as  to  the  country  from 
which  they  come,  may  be  also  admitted  upon  being  duly  qualified,  and 
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on  the  officers  being  satisfied  that  they  are  imported  for  purposes  of 
manufacture  or  comparison  in  this  country.  Foreign  samples,  how- 
ever, bearing  the  names  or  trade  marks  of  British  manufacturers  or 
dealers,  or  indirect  indications  of  British  manufacture,  without  qualifi- 
cation, sent  for  the  purpose  of  soliciting  orders  for  sale  in  this  country, 
are  to  be  placed  under  detention,  and  not  delivered  without  the  Board's 
sanction. 

(5.)  British  returned  goods,  not  dutiable,  or  in  respect  to  which  no  (5.)  British 
drawback  can  have  been  received,  may  be  released  under  §  6  of  the  returned 
Act  42  &  43  Vict.  c.  21,  without  a  special  order  of  the  Board,  so  far  as  ^°°'^^- 
the  marks  are  concerned,  either  by  a  bill  of  store,  or  by  declaration 
of   the   importer   that   the    goods  are  within  his  knowledge   British 
returned,  so  long  as  the  collector  or  surveyor  sees  no  reason  to  doubt 
its  truth. 

Should,  however,  the  goods  be  admitted  to  entry  as  British  under 
the  second  alternative  allowed  by  the  section,  viz. :  "by  and  with  the 
consent  in  writing  of  the  proprietor  of  such  name,  brand,  or  mark,  or 
his  legal  representative,"  such  consent  in  each  case  must  be  accom- 
panied by  a  statement  from  the  persons  whose  names  appear  upon  ' 
the  goods  that  the  articles  have  been  manufactured  by  them  in  this 
country. 

Should  the  officer  who  examines  the  goods  have  any  doubt  as  to  the 
truth  of  the  statement,  the  matter  is  to  be  reported  to  the  Board. 

The  officers  will  not  call  for  statutory  declarations  made  under  the 
Statutory  Declarations  Act,  1835,  without  the  Board's  sanction  in  each 
case. 

(6.)  In  London,  goods  which  have  been  placed  under  detention  on 
account  of  illegal  marks,  and  in  respect  of  which  no  applications  have 
been  made  b}^  the  importers  or  no  steps  taken  to  carry  out  the  con- 
ditions imposed  by  the  Board  on  their  release,  within  two  months 
from  the  date  of  the  Board's  order  for  their  detention,  are  to  be 
removed  to  the  Queen's  Warehouse,  without  special  directions  in  each 
case,  should  the  officers  see  no  circumstances  which  call  for  exceptional 
treatment. 

(7.)  The  officers  are  to  take  care  that,  in  all  cases  where  the  Board 
allow  qualifying  words  to  be  added  before  the  delivery  of  goods, 
such  words  are  applied  in  characters  clear,  conspicuous,  and  as  indelible 
as  the  marks  requiring  qualification,  and  in  close  proximity  to  those 
marks. 

By  Order, 

E.  GOODWYX. 

To  the  Collector. 


Q  Q  2 
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General  Order  . 

1890 

Custom  House,  London, 

25//i  January,  1890. 

Merchandise  Marks  Act. 

As  to  marking  of  imported  Bales  of  Wool. 

The  officers  are  informed  that  wool  imported  from  New  Zealand  and 
the  Australian  and  Cape  Colonies,  in  bales  marked  with  the  names  of 
the  stations  upon  which  the  wool  is  grown,  or  the  breed  of  sheep,  such 
as  "Bridgwater,"  "Cheviot,"  "Lincoln  Slii^es,"  &c.,  and  which  are 
often  identical  with  the  names  of  towns  or  districts  in  the  United 
Kingdom,  need  not,  until  further  orders,  be  detained  for  want  of  an 
accompanying  indication  of  the  country  of  origin. 

By  Order  of  the  Board, 

E.  T.  Prowse. 


General  Order 


50 
1893* 


Custom  House,  London, 

V2th  July,  1893. 

Merchandise  Marks  Act,  1887. 

The  Proprietor  of  a  Registered  Mark  to  be  apprized,  lohen   Goods  Jiave 
been  detained  for  an  infringement  of  such  Mark. 

AVith  reference  to  the  provisions  contained  in  the  regulations  made 
by  the  Commissioners  of  Customs  under  §  16  of  the  Merchandise 
Marks  Act  of  1887,  and  to  those  of  General  Order  99/1887,  the  Board 
direct  that,  when  goods  are  detained  on  account  of  names  or  marks 
which  have  been  registered  in  this  department,  care  be  taken  in  every 
case  that,  in  addition  to  the  usual  notice  of  seizure  required  under 
§  207  of  the  Customs  Consolidation  Act,  information  of  the  detention, 
and  of  the  cause  of  such  detention,  be  at  once  given  in  writing  to  the 
person  who  has  so  registered  his  name  or  mark,  or  to  the  representa- 
tive appointed  by  him  to  authorize  delivery  of  the  goods,  who  is  at  the 
same  time  to  be  called  upon  to  enter  into  the  required  security  without 
delay,  and  informed  that  unless  immediate  attention  is  given  to  the 
matter  the  goods  will  be  released. 

If,  at  the  end  of  four  days,  the  collector  (or  other  principal  officer 
concerned)  does  not  receive  a  reply  he  will  release  the  goods  ;  but 
collectors  will  observe  that  the  limit  to  the  time  of  detention  here  laid 
down  does  not  apply  in  cases  where  the  marks  are  such  as  to  render 
the  goods  liable  to  detention  irrespective  of  the  question  of  registra- 
tion ;  and  in  such  cases  the  above  clause  intimating  an  early  release 
of  the  goods  in  the  absence  of  due  attention  being  paid  to  the  matter 
is  to  be  omitted  from  the  notice  given  to  the  owner  of  the  mark  or  his 
representative. 

By  Order  of  the  Board, 

John  Courroux. 
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no 

General  Order 


1893 


Custom  House,  London, 

3l5^  August,  1893. 

Merchandise  Marks  Acts. 

Saumur  Champagne. 

The  Board,  having  had  their  attention  recently  called  to  the  marks 
on  French  Sparkling  Wines,  hereby  inform  officers  for  their  guidance, 
that  on  and  after  1st  October  next,  the  words  "  Saumur  Champagne," 
or  the  like  words,  when  applied  as  a  description  to  Sparkling  Wines 
of  Saumur,  will  not  be  admissible  under  the  provisions  of  the  Mer- 
chandise Marks  Acts.  Any  such  importations  marked  descriptively  with 
expressions  involving  the  word  "Champagne,"  or  otherwise  than 
merely  "Saumur,"  "Saumur  Mousseux,"  "Sparkling  Saumur,"  or 
the  like,  must  therefore,  on  and  after  the  date  above  named,  be 
detained  for  the  Board's  directions. 

By  Order  of  the  Board, 

John  Coueroux. 


General  Order  

1895 

Custom  House,  London, 

2lst  January,  1895. 

Merchandise  Marks  Act,  1887. 

Amendme7it  of  General  Order  44/1888. 

Officers  are  informed,  with  reference  to  General  Orders  14/1888  and 
44/1888,  respecting  marks  on  packages  of  imported  goods,  that  the 
Board  have  directed  that  the  latter  order  be  amended  by  the  insertion 
of  the  words  "imported  otherwise  than  in  sacks"  after  the  word 
"potatoes"  in  line  3,  and  the  attention  of  the  officers  is  again  di'awn 
to  the  fact  that  the  concessions  made  in  that  order  are  subject  to  the 
limitation  contained  in  General  Order  14/1888  to  those  packing  cases 
in  which  goods  are  clearly  not  intended  to  be  sold,  or  exjiosed  for  sale, 
either  wholesale  or  retail. 

By  Order  of  the  Board, 

John  Courroux. 
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General  Order . 

1895 

Custom  House,  Londox, 
17th  May,  1895. 

Merchandise  Marks  Act,  1887. 

Butter  bearing  Swedish  jl/arks  hut  imported  via  Deiimarh,  not  to  be 

detained. 

With  reference  to  the  provisions  of  §  10  (2)  of  the  Merchandise 
Marks  Act,  1887,  the  Board  direct  that,  in  future,  butter  bearing 
indications  of  Swedish  origin,  but  imported  into  the  United  Kingdom 
by  way  of  Denmark,  is  not  to  be  detained  for  proof  of  origin. 

The  officers  concerned  are  to  govern  themselves  accordingly. 

By  Order  of  the  Board, 

Feedk.  W.  Chaplin. 


82 

General  Order 

1895 

Custom  House,  London, 
\2th  November,  1895. 

Merchandise  Marks  Acts,  1887  and  1891. 
Instructions  as  to  Treatment  of  Samples  and  Patterns. 

The  Board  instruct  officers  not  to  detain  in  future,  so  far  as  the 
provisions  of  the  Merchandise  Marks  Acts  are  concerned,  samples  or 
patterns,  whether  British  returned  or  of  foreign  manufacture,  pro- 
vided such  samples  or  patterns  are  valueless  in  themselves,  do  not 
form  whole  or  complete  articles,  and  can  be  readily  distinguished  by 
the  officers  as  samples  or  patterns. 

Circular  Letter  1/1889  and  General  Order  7/1889  are  to  be  noted 
accordingly. 

By  Order  of  the  Board, 

John  Courroux. 
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Geneeal  Obder 

1896 

Custom  House,  London, 
I8th  March,  1896. 

Merchandise  Marks  Act,  1887. 

Further  Discretionarrj  Powers  f/iven  to  Officers. 

In  addition  to  tlie  powers  conferred  upon  them  hy  General  Order 
7/1889,  the  Board  now  give  collectors  and  survej'ors  at  the  out-ports, 
and  inspectors  and  surveyors  in  London,  discretionary  powers  in  the 
following  cases : — 

(1  )  They  may  deliver  coverings,  such  as  capsules,  paper  bags,  &c., 
marked  with  indications  of  British  origin,  such  as  the  Eoyal 
Arms,  trade  descriptions  in  the  English  language,  &c.,  when 
they  are  satisfied  that  the  coverings  are  to  be  used  in  connection 
with  British  goods,  or  with  goods  of  a  kind  not  produced  in  the 
United  Kingdom,  and  that  the  indications  on  the  coverings 
have  reference  to  the  goods  with  which  the  coverings  are  to  be 
used,  and  not  to  the  coverings  themselves. 

Coverings  marked  with  the  names  of  firms  in  the  United 
Kingdom,  with  whose  goods  the  coverings  are  to  be  used,  and 
consigned  directly  to  such  firms,  may  be  delivered.  If  not  so 
consigned,  the  written  consent  of  the  firms  whose  names  they 
bear  must  be  produced  before  delivery  is  allowed. 

(2.)  Immediate  reports  of  detentions  of  goods  under  the  Merchan- 
dise Marks  Acts,  required  by  General  Order  39/1888,  may  be 
dispensed  with  when  such  detentions  are  made  in  consequence 
of  the  absence  of  evidence  that  the  marks  on  the  goods  are 
correct,  provided  that  the  officers  have  reason  to  believe  that 
such  evidence  will  be  forthcoming  within  a  reasonable  time. 
On  production  of  the  evidence,  the  officers,  if  satisfied  therewith, 
will  deliver  the  goods.  This  direction  will  include  British 
returned  goods  bearing  marks  which  would  be  open  to  objec- 
tion on  goods  of  foreign  origin ;  also  goods  bearing  marks 
indicative  of  origin  in  some  country  other  than  that  from  which 
the  goods  are  imported,  when  such  marks  are  believed  to  be 
authentic. 

(3.)  Goods  bearing  a  mark  registered  in  this  department  under 
paragraphs  12 — 15  of  General  Order  99/1887,  may  be  delivered 
by  the  officers  without  reference  to  the  Board  on  receipt  by 
them  of  the  authority  of  the  proprietor  of  the  mark,  or  of  his 
duly  appointed  agent,  provided  the  mark  be  properly  qualified. 

By  Order  of  the  Board, 

E.  T.  Prowse. 
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General  Order  

1897 

Custom  House,  Lo^•DON, 
30 ih  December,  1897. 

Mercliandise  Marks  Acts. 

With  reference  to  §§  3  and  16  of  the  Merchandise  Marks  Act,  1887, 
issued  with  General  Order  81/1887,  the  Board  direct  that  Trade 
Descriptions  in  the  English  Language  applied  to  foreign  goods 
imported  for  home  consumption  from  non-English  speaking  countries 
are  not  to  be  regarded  as  indirect  indications  that  the  goods  are  of 
British  or  Irish  origin,  unless  the  officers  have  good  ground  for  con- 
sidering that  such  trade  descriptions  are  specially  designed  to  convey, 
and  do  in  fact  convey,  an  impression  of  British  or  Irish  origin  for  the 
goods. 

General  Order  99/1887  is  to  be  noted  accordingly. 

Trade  descrijitions  on  imported  goods  in  a  Foreign  language  which 
is  not  that  of  the  country  from  which  the  goods  are  imported  are  to 
continue  to  be  dealt  with  as  heretofore. 

By  Order  of  the  Commissioners, 

John  Courroux. 


MEMOEANDUM 

Respecting  Marks  on  Goods  imported  for  Home  Consumption. 

1.  Foreign  goods  imported  into  the  United  Kingdom  which  do  not 
bear  any  marks  whatever,  either  on  the  goods  themselves  or  on  the 
packages  or  wrappers  containing  them,  are  not  required  to  bear  any 
qualifying  statement  or  indication,  such  as  "Made  abroad,"  "Made  in 
Germany,"  &c. 

2.  Foreign  manufactured  goods  bearing  a  name  or  trade  mark, 
being,  or  purporting  to  be,  the  name  or  trade  mark  of  a  manufactui'er, 
&c.,  in  the  United  Kingdom,  must  have  that  name  or  trade  mark 
accompanied  by  a  definite  indication  of  the  country  of  origin  of  the 
goods.  The  name  of  the  country  is  a  sufficient  indication,  without  the 
Avords  "made  in,"  if  a  name  or  trade  mark  only  appears,  e.g.,  "  John 
Smith,  Germany,"  would  be  satisfactory.  If  such  a  mark  as  "John 
Smith,  Sheffield,"  is  used,  then  the  qualification  must  be  "Made  in 
Germany,"  or  similar  wording. 

3.  If  foreign  imported  goods  bear  the  name  of  a  place  identical 
with,  or  a  colourable  imitation  of,  the  name  of  a  place  in  the  United 
Kingdom,  the  name  should  be  accompanied  by  the  name  of  the  country 
in  which  the  place  is  situated.  Thus  Boston,  in  Massachusetts,  should 
be  accompanied  by  the  name  "  United  States,"  or  by  the  initials 
"U.S.A."  ■ 


CUSTOMS  GENERAL  ORDERS. 

4.  If  a  trade  description  includes  the  name  of  a  place,  and  the  goods 
on  which  it  appears  are  not  the  produce  of  that  place,  or  of  the  country 
in  which  it  is  situated,  the  trade  description  must  be  accompanied  by 
a  statement  indicating  the  actual  country  of  production.  For  instance, 
a  wine,  the  produce  of  Germany,  and  described  as  "port"  or 
"sherry"  (which  words  include  the  names  of  the  places  Oporto  and 
Xeres),  should  have  that  description  accompanied  by  the  statement 
"produced  in  Germany,"  or  should  be  described  as  "  German  Port" 
or  "  German  Sherry."  An  exception  to  this  rule  is  made  in  cases 
where  the  name  of  a  place  in  a  trade  description  is  indicative  merely 
of  the  character  of  the  goods,  and  is  not  calculated  to  mislead  as  to  the 
country  of  origin.  Thus  such  a  description  as  "  Brussels  Carpet,"  or 
"Portland  Cement,"  need  not  be  accompanied  by  a  statement  of  the 
country  of  actual  production. 

5.  Trade  descriptions  in  the  English  language  applied  to  foreign 
goods  imported  for  home  consumption  from  non-English-speaking 
countries  are  not  regarded  as  indirect  indications  that  the  goods  are  of 
British  or  Irish  origin,  unless  the  officers  have  good  ground  for  con- 
sidering that  such  trade  descriptions  are  specially  designed  to  convey, 
and  do  in  fact  conve}",  an  impression  of  British  or  Irish  origin  for  the 
goods. 

Trade  descriptions  on  imported  goods  in  a  foreign  language,  which 
is  not  that  of  the  country  from  which  the  goods  are  imported,  must  be 
accompanied  by  a  statement  of  the  actual  country  of  production  of  the 
goods,  e.g.,  "  Made  in  Germany." 

6.  As  regards  watches,  any  mark  on  the  case  is  deemed  to  extend 
to  the  watch.  If,  therefore,  a  watch  case  is  made  in  this  country,  and 
bears  any  statement  or  indication  of  such  origin  (as,  for  instance,  a 
British  hall-mark),  and  the  watch  itself  is  made  in  Switzerland,  then 
there  must  appear  on  the  plate  of  the  watch  a  statement  or  indication 
that  it  is  of  Swiss  origin. 

7.  All  qualifying  statements  or  indications  must  be  distinct,  in 
equally  conspicuous  characters  with,  and  in  proximity  to,  the  marks 
they  are  intended  to  qualify. 

8.  Marks  on  samples  or  patterns,  whether  of  British  or  foreign 
manufacture,  are  not  required  to  be  accompanied  by  any  qualification, 
provided  such  samples  or  patterns  are  valueless  in  themselves,  do  not 
form  whole  or  complete  articles,  and  can  be  readily  distinguished  as 
samples  or  patterns. 

Custom  House,  London, 

28^/i  January,  1898. 
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45 
1898 

CusTO^r  House,  London, 

Qth  July,  1898. 

Revised  Transhipmetit  and  Transit  Regulations. 
%  ic-  a-  a-  i:-  ^s? 

Api^lication  of  (3.)  Transhipment  goods  are  not  to  be  specially  examined  for  the 
Merchandise  purpose  of  scrutinising  marks.  If,  however,  information  as  to  any 
Marks  Acts  on  guch  goods  is  given,  under  Regulations  B  of  General  Order  99/1887, 
111  orma  ion.  ^-^^^^  they  infringe  the  provisions  of  the  Merchandise  Marks  Acts  in 
one  or  other  of  the  following  waj's  : — 

(a)  By  reason  of  their  bearing  marks  which  raise  a  clear  and  direct 

claim  to  British  origin  ;  or 

(b)  By  reason  of  their  bearing  the  name  or  trade  mark  of  a  manu- 
facturer, dealei",  or  trader  in  the  United  Kingdom  without 
qualification  ;  or 

(c)  By  reason  of  their  bearing  a  trade  mark  specially  registered  at 

the  Customs, 
the  goods  are  to  be  examined  and,  if  found  to  be  illegally  marked, 
detained. 
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General  Order  

1898 

Custom  House,  London, 

15th  October,  1898. 

Marks  on  imported  Chinaivare. 

Officers  are  informed  that  representations  have  reached  the  Board 
from  persons  interested  in  chinaware,  to  the  eflfect  that  importations 
are  made  into  this  country  of  china  bearing  marks  indicative  of  the 
manufacture  of  certain  well-known  factories  abroad  and  in  this  country, 
such  marks  being  spurious. 

The  marks  which  are  most  commonly  used  for  the  purpose  are  as 
follows,  viz.  :  — 

The  Worcester  Mandarin  Mark  (a  grating)  always  printed  in  blue, 
slightly  blurred,  on  the  bottom  of  articles.  It  is  the  mark  used 
by  the  Eoyal  Worcester  Porcelain  Co.  (o). 
The  Crown  Derby  Mark  :  always  printed  in  red,  and  generally  on 
the  bottom  of  articles.  It  was  a  mark  used  by  the  Koyal  Crown 
Derby  Porcelain  Co.  (^). 
The  Eoyal  Chelsea  Gold  Anchor  Mark  :  printed  in  gold,  generally 
on  the  back,  but  sometimes  on  the  side  of  articles.  There  is  now 
no  factory  at  Chelsea  (c). 


(a)  Illustrations  of  the  marks  referred  to  are  included  in  the  order.     The  Worcester 
mark  is  a  grating  with  five  bars. 

(i)  A  crown  surmoTinting  a  capital  D  in  cursive  type.  [c)  An  anchor. 
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(Similar  to  Worcester.)  The  Lowestoft  Mark:  printed  always  in 
red.     There  is  now  no  factory  at  Lowestoft  {d). 

A  Sevres  Mark  :  printed  in  very  dark  blue  on  vases,  generally  with 
ormolu  mounts  (e). 

A  Sevres  mark  :  printed  in  black  (with  two  other  changeable  marks) 
on  tea  sets,  plates,  and  small  goods  generally  (/). 

A  Dresden  (Meissen)  Mark  :  printed  in  dark  blue  or  green  {g). 

A  Capo  di  Monte  Mark  :  printed  in  gold  (A)- 

It  is  further  stated  that  it  is  frequently  the  custom  to  cover  the 
mark  on  the  Chinaware  with  a  paper  label,  bearing  the  words  "  made 
in  Germany,"  &c.,  printed  on  it. 

OfRcers  are  accordingly  instructed  that  such  paper  labels  should  be 
viewed  with  suspicion,  and  that  china  goods  to  which  they  are  applied 
should  occasionally  be  examined  to  see  whether  they  bear  other  marks 
below  the  labels. 

Where  marks  are  found  on  the  china  itself  under  such  circumstances, 
the  goods  should  be  detained,  and  instructions  sought  from  the  Board. 

By  Order  of  the  Board, 

E.  T.  Pkowse. 


Regulations,  dated  May  21st,  1892,  made  by  the  Board  of  Trade, 
with  the  concurrence  of  the  Lord  Chancellor,  under  §  2  of  the 
Merchandise  Marks  Act,  1891,  icith  regard  to  the  'prosecution  of 
offences  under  the  Merchandise  Maries  Act,  1887. 

1.  The  prosecution  of  offences  under  the  Merchandise  Marks  Act, 
1887,  shall,  subject  to  the  condition  hereinafter  prescribed,  be  under- 
taken by  the  Board  of  Trade  in  cases  which  appear  to  the  Board  to 
affect  the  general  interests  of  the  country,  or  of  a  section  of  the  com- 
munity, or  of  a  trade. 

2.  Every  application  to  the  Board  to  undertake  a  prosecution  shall 
be  accompanied  by  the  following  documents  : — 

(a)  A  statement  showing  the  nature  and  circumstances  of  the  case 

and  sufficient  to  enable  the  Board  to  form  an  opinion  whether 
the  case  affects  the  general  interests  of  the  country,  or  of  a 
section  of  the  community,  or  of  a  trade. 

(b)  A  statement  showing  the  facts  which,  if  the  Board  undertake 
the  prosecution,  will  be  capable  of  proof,  and  setting  out  the 
proofs  and  names  of  the  witnesses  available  to  prove  such  facts. 

The  Board  may  require  the  above  statements  to  be  supple- 
mented or  additional  evidence  to  be  furnished. 

3.  If,  on  the  evidence,  the  Board  is  of  opinion  that  there  is  no 
reasonable  prospect  of  a  conviction  being  obtained,  the  Board  will  not, 
unless  it  thinks  fit,  undertake  the  prosecution. 


{d)  A  grating'  wifh  three  bars. 

{c)  Two  capital  L's  in  curBive  type,  placed  back  to  back. 

(/)  A  crown  surmounting  two  conjoint  letters,  placed  back  to  back,  each  com- 
posed of  a  combination  of  P  and  L. 

(y)  Two  swords  crossed.  (/')  A  coronet  .suni:<>unting  a  capital  N. 
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4.  If  the  Board  is  of  opinion  that  the  prosecution  would  be  better  or 
more  properly  conducted  under  some  Act  of  Parliament  other  than 
the  said  Acts,  the  Board  will  not  undertake  the  prosecution. 

5.  The  Board  may,  before  undertaking  a  prosecution,  require  the 
applicant  to  give  security  for  costs  on  such  terms  and  in  such  manner 
as  it  thinks  proper. 

6.  Por  the  purpose  of  carrying  these  regulations  into  effect  the 
Board  may,  from  time  to  time,  prescribe  the  use  of  such  forms  and 
give  such  directions  as  it  may  deem  expedient. 

M.  E.  Hicks-Beach, 
President  of  the  Board  of  Trade. 

I  concur, 
21s/  May,  1892.  Halsbury,  C. 


Regulations,  dated  October  27tJi,  1894,  in((de  h)/  the  Board  of 
Agriculture,  icith  the  concurrence  of  the  Lord  Chancellor^  pur- 
suant to  %1  of  the  Merchandise  Marks  {Prosecutions)  Act,  1894, 
with  regard  to  the  prosecution  of  offences  under  the  Merchandise 
Marhs  Act,  1887,  relating  to  agricultural  or  horticultural 
'produce. 

1894.     No.  400. 

1.  The  Board  of  Agriculture  shall,  where  it  appears  to  them  from 
the  statements  hereinafter  mentioned,  that  there  is  a  reasonable  pros- 
pect of  a  conviction  being  obtained,  and  subject  to  the  other  conditions 
in  the  next  following  regulation  prescribed,  undertake  the  prosecution 
of  offences  under  the  Merchandise  Marks  Act,  1887,  in  cases  which 
appear  to  the  Board  to  relate  to  agricultural  or  horticultural  produce, 
and  to  affect  the  general  interests  of  the  countr}',  or  of  a  section  of  the 
community,  or  of  a  trade. 

2. — (i.)  Every  application  to  the  Board  to  undertake  a  prosecution 
shall  be  accompanied  by  the  following  documents  : — 

(a)  A  statement  showing  the  nature  and  circumstances  of  the  case, 

and  sufficient  to  enable  the  Board  to  form  an  opinion  whether 
the  case  relates  to  agricultural  or  horticultural  produce,  and 
affects  the  general  interests  of  the  country,  or  of  a  section  of  the 
community,  or  of  a  trade. 

(b)  A  statement  of  the  facts  capable  of  proof,  with  the  names  and 

addresses  of  the  witnesses  available  to  prove  such  facts, 
(ii.)  The  Board  may  require  the  above  statements  to  be  supple- 
mented, or  additional  evidence  to  be  furnished. 

3.  For  the  purpose  of  carrying  the  foregoing  regulations  into  effect, 
the  Board  may,  from  time  to  time,  prescribe  the  use  of  such  forms  and 
give  such  directions  as  they  may  deem  expedient. 

(Signed)  T.  H.  Elliott, 

Secretary  to  the  Board  of  Agriculture. 
I  concur, 
Tlth  October,  1894.  (Signed)         Herschell,  C. 
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STATUTORY  ENACTMENTS  WITH  RESPECT  TO 
MARKS  ON  GOODS,  &c. 


WEIGHTS  AND  MEASUEES. 

The  Weights  and  Measures  Act,  1878. 
41  &  42  Vict.  c.  49. 

part  i. law  of  weights  and  measures. 

Stamping  mid  Verijication  of  Weights  and  Measures. 

§  28.  Every  weight,  except  where  the  small  size  of  the  weight  Stamping  of 
renders  it  impracticable,  shall  have  the  denomination  of  such  weight  weights  and 
stamped  on  the  top  or  side  thereof  in  legible  figures  and  letters.  measures  with 

Every   measure  of  capacity   shall   have   the  denomination   thereof  <^6ii"°iinatioii. 
stamped  on  the  outside  of  such  measure  in  legible  figures  and  letters. 

A  weight  or  measure  not  in  conformity  with  this  section  shall  not 
be  stamped  with  such  stamp  of  verification  under  this  Act  as  is  herein- 
after mentioned. 

^29.  Every  measure  and  weight  whatsoever  used  for  trade  shall  be  Stamping  of 
verified  and  stamped  by  an  inspector  with  a  stamp  of  verification  under  verification  on 
this  Act.  measures  and 

Every  person  who  uses  or  has  in  his  possession  for  use  for  trade  any  ^'^^^  '^^ 
measure  or  weight  not  stamped  as  required  by  this  section,  shall  be 
liable  to  a  fine  not  exceeding  five  pounds,  or  in  the  case  of  a  second 
offence  ten  pounds,  and  shall  be  liable  to  forfeit  the  said  measure  or 
weight ;  and  any  contract,  bargain,  sale,  or  dealing  made  by  such 
measure  or  weight  shall  be  void. 

§  30.  A  weight  made  of  lead  or  pewter,  or  of  any  mixture  thereof,  Lead  or  pew- 
shall  not  be  stamped  with  a  stamp  of  verification  or  used  for  trade,  *'*^''  weights, 
imless  it  be  wholly  and  substantially  cased  with  brass,  copper,  or  iron, 
and  legibly  stamped  or  marked  "  cased  "  : 

Provided  that  nothing  in  this  section  shall  prevent  the  insertion  into 
a  weight  of  such  a  plug  of  lead  or  pewter  as  is  bond  fide  necessary  for 
the  purpose  of  adjusting  it  and  of  aifixing  thereon  the  stamjj  of 
verification. 

A  person  guilty  of  any  offence  against  or  disobedience  to  the  pro- 
visions of  this  section,  shall  be  liable  to  a  penalty  not  exceeding  five 
pounds,  or  in  case  of  a  second  offence  ten  pounds. 

§  31.  Every  coin  weight,  not  less  in  weight  than  tlie  weight  of  tlio  Stamping  of 

lightest  coin  for  the  time  being  current,  shall  be  verified  and  stamped  veritication  on 

l)y  the  Board  of  Trade  with  a  mark  of  verification  under  this  Act,  and  "^^V'"''  **^  '^^^ 

•  •  •    •  coin 

otherwise  shall  not  be  deemed  a  just  weight  for  determining  tlio  weight 
of  gold  and  silver  coin  of  the  realm. 

Every  person  who  uses  any  weight  declared  by  this  section  not  to  be 
a  just  weight  shall  be  liable  to  a  fine  not  exceeding  fifty  pounds. 
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Forgery,  &c., 
of  stamps  on 
measures  or 
■weights. 


§  32.  If  any  person,  forges  or  counterfeits  any  stamp  used  for  the 
stamping  under  this  Act  of  any  measure  or  weight,  or  used  before  the 
commencement  of  this  Act  for  the  stamping  of  any  measure  or  weight, 
under  any  enactment  repealed  by  this  Act,  or  wilfully  increases  or 
diminishes  a  weight  so  stamped,  he  shall  be  liable  to  a  fine  not  exceed- 
ing fifty  pounds. 

Any  person  who  knowingly  uses,  sells,  utters,  disposes  of,  or  exposes 
for  sale  any  measure  or  weight  with  such  forged  or  counterfeit  stamp 
thereon,  or  a  weight  so  increased  or  diminished,  shall  be  liable  to  a 
fine  not  exceeding  ten  pounds. 

All  measures  and  weights  with  any  such  forged  or  counterfeit  stamp 
shall  be  forfeited. 


Application 
ot  4l  &  42 
Vict.  0.  49,  to 
■weights,  &c., 
used  in  mines. 


The  Coal  Mixes  Eegulatiox  Act,  1887. 
50  &  51  YiCT.  c.  58. 

§  15. — (1.)  The  Weights  and  Measures  Act,  1878,  shall  apply  to  all 
weights,  balances,  scales,  steelyards,  and  weighing  machines  used  at 
any  mine  for  determining  the  wages  payable  to  any  person  employed 
in  the  mine  according  to  the  weight  of  the  mineral  gotten  by  him,  in 
like  manner  as  it  applies  to  weights,  balances,  scales,  steelyards,  and 
weighing  machines  used  for  trade. 


Verification 
of  "weighing 
instruments. 


The  Weights  and  Measuees  Act,  1889. 
52  &  53  Tict.  c.  21. 

§  1. — (1.)  Every  weighing  instrument  used  for  trade  shall  be  verified 
and  stamped  by  an  inspector  of  weights  and  measures  with  a  stamp  of 
verification  imder  this  Act. 

(2.)  Every  person  who,  after  the  expiration  of  twelve  months  from 
the  commencement  of  this  Act,  uses  or  has  in  his  possession  for  use 
for  trade  any  weighing  instrument  not  stamped  as  required  by  this 
Act,  shall  be  liable  to  a  fine  not  exceeding  two  pounds,  or  in  the  case 
of  a  second  offence  five  jDounds. 

(4.)  Section  32  of  the  principal  Act  («)  shall  apply  to  weighing 
instruments  in  like  manner  as  it  applies  to  weights  and  measures. 

(a)  The  principal  Act  is  the  Weights  and  Measures  Act,  1878. 


Penalty  on 
counterfeit- 
ing brand. 


The  Weights  aio)  Measures  (Ireland)  Amendment  Act,  1862. 
25  &  26  Vict.  c.  76.* 

PART  III. prevention  OF  FRAUDS. 

§  14.  If  any  person  commit  any  of  the  following  offences,  he  shall 
for  each  offence  be  liable  to  a  penalty  not  exceeding  five  pounds  : 
(1.)  If  he,  with  intent  to  defraud,  counterfeit  or  procure  to  be  counter- 
feited any  brand  or  stamp  used  by  or  under  the   authority 


This  Act  was  repealed  in  part  by  41  ^  42  Vicf.  r.  49. 
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of  the  owner  or  lessee  of  a  market  or  fair,  or  of  any  person 
having  by  law  the  control  of  a  market  or  fair,  to  denote  the 
weight,  measure,  or  quality  of  any  article  sold  in  the  market  or 
fair,  or  within  the  prescribed  limits,  during  the  holding  of  the 
market  or  fair,  or  of  any  cask,  firkin,  or  other  vessel,  covering, 
or  thing  in  which  such  article  is  sold,  or  the  impression  of  any 
such  brand  or  stamp  : 
(2.)  Or,  with  the  like  intent,  use  or  procure  to  be  used  any  such 

counterfeit  brand,  or  stamp,  or  impression : 
(3.)  Or,  with  the  like  intent,  alter  an  impression  of  any  such  genuine 

brand  or  stamp  : 
(4.)  Or,  with  the  like  intent,  have  in  his  possession  anything  having 
thereon  an  impression  of  any  such  counterfeit  brand  or  stamp, 
or  a  fraudulently  altered  impression  of  any  such  genuine  brand 
or  stamp  : 
(5.)  Or,  with  the  like  intent,  transfer  or  apply  any  cask,  firkin,  or 
other  vessel,  covering,  or  thing,  having  thereon  an  impression 
of  any  such  genuine  brand  or  stamp,  to  any  article  other  than 
that  for  denoting  the  weight,  measure,  or  quality  whereof  such 
imjDression  was  made  on  such  cask,    firkin,    or   other   vessel, 
covering,  or  thing,  or  in  any  other  manner  alter  the  bona  fide 
application  of   an  impression  of   any  such  genuine  brand  or 
stamp : 
(6.)    Or  knoivingly    ii-eigli    or   caused   to    be   weighed,    contrary   to_    the 
j}rov{sio7is  of  this  Act,  or  act  or  assist  in  committing  or  connive  at 
any  fraud  respecting  the  weighing  or  the  weight  or  measure  of  any 
such  article  as  171  Part  II.  of  this  Act  is  metitioned  (a)  : 
(7.)  Or,  with   intent   to    defraud,    alter   any  ticket  specifying   the 

weight  of  any  such  article  : 
(8.)  Or,  with  intent  to  defraud,  make  or  use,  or  be  privy  to  the 
making  or  using  of  any  such  ticket,  falsely  stating  the  weight 
of  any  such  article,  or  of  any  covering,  cart,  or  load  : 
(9.)  Or   shall   dispose  of.  sell,  or  cause  to  be  sold  any  weight  or 
measure  having  a  false  or  counterfeit  stamp,  or  a  stamp  pur- 
porting to  resemble  a  genuine  stamp. 
§  15.  If  any  person  shall  wilfully  pack  up  or  mix,  or  cause  to  be  Penalty- for 
packed  up  or  mixed,  with  or  in  any  butter  contained  in  any  firkin  or  fraudulently 
cask,  any  salt  pickle,  or  other  substance,  with  intent  to  increase  the  increasing- 
weight  of  such  butter,  and  shall  bring  or  send  any  butter  so  packed  i^utter  in 
or  mixed  to  any  market  for  sale,  he  shall  be  liable  to  pay  a  fine  not  casks, 
exceeding  fortj^  shillings,  or  be  imprisoned  for  any  period  not  exceed- 
ing one  month,  as  the  justice  or  justices  shall  determine. 

§  16.  If  an}^  person  shall  wind  or  cause  to  be  wound  in  any  fleece  Penalty  for 
any  wool  not  being  sufficiently  rivered  or  washed,  or  wind  or  cause  to  fraudulently 
be  wound  within  any  fleeces  any  deceitful  locks,  cots,  skin,  or  lamb's  i"ci-e<iMn;^ 
wool,  or  any  substance,  matter,  or  thing,  whereby  the  fleece  may  be  flgg^gg 
rendered  more  weight}^,   to  the  deceit  and  loss  of  the  buyer,   such 
person  shall  be  liable  to  a  penalty  of  two  shillings  for  every  fleece  so 
fraudulently  made  up. 

(a)  This  clause  is  repealed  by  the  Statute  Law  Revision  Act,  189o. 
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Penalty  on 
talse  repre- 
sentations. 

As  to  havinj 

obtained 

medals. 


THE  EXHIBITION  MEDALS  ACT,  1863. 

26  &27  Vict.  c.  119. 

§  1.  If  any  trader  commits  any  of  the  offences  foUowing,  that  is  to  say  : 
(1.)  Falsely  represents  that  he  has  obtained  a  medal  or  certificate 

from  the  Exhibition  Commissioners  (a)  in  respect  of  any  article 

or  process  for  which  a  medal  or  certificate  has  been  awarded  by 

the  Commissioners : 
(2.)  Ealsely  represents  (knowing  such  representation  to  be  false) 

that  any  other  trader  has  obtained  a  medal  or  certificate  from 

the  Exhibition  Commissioners  : 
(3.)  Falsely  represents  (knowing  such  representation  to  be  false) 

that  any  article  sold  or  exposed  for  sale  has  been  made  by,  or 

by  any  process   invented  by,  a  person  who  has  obtained   in 

respect  of  such  article  or  process  a  medal  or  certificate  from  the 

Exhibition  Commissioners : 
he  shall  incur  the  following  penalties,  that  is  to  say  : 

(1.)  For  the  fia-st  offence  he  shall  forfeit  to  Her  Majesty  a  sum  not 

exceeding  five  pounds : 
(2.)  For  any  subsecjuent  offence  he  shall  forfeit  to  Her  Majesty  a 

sum  not  exceeding  twenty  pounds,  or  be  imprisoned  for  a  period 

not  exceeding  six  months. 
By  §  2,  in  proceedings  under  this  Act,  it  is  not  necessary  to  prove 
that  any  person  has  sustained  damage  by  the  false  representations. 
By  §  5  no  provision  of  this  Act  is  to  affect  any  right  or  civil  remedy. 

(ff)  Of  1851  or  1862.     See  §  3. 


]\Iarking 

registered 

desisrns. 


EEGISTEEED  DESIGNS. 

The  Patexts,  Designs,  and  Teade  Marks  Act,  1883. 
46  &  47  Vict.  c.  57. 

§  51.  Before  delivery  on  sale  of  any  articles  to  which  a  registered 
design  has  been  applied,  the  proprietor  of  the  design  shall  cause  each 
such  article  to  be  marked  with  the  prescribed  mark,  or  with  the  pre- 
scribed word  or  words  or  figures,  denoting  that  the  design  is  regis- 
tered ;  and  if  he  fails  to  do  so  the  copyright  in  the  design  shall  cease, 
unless  the  proprietor  shows  that  he  took  all  proper  steps  to  ensure  the 
marking  of  the  article  («). 

(ff)  Under  the  old  Copyright  of  Designs  Act§  it  was  held  that  the  copyright  was 
lost  by  the  sale  of  pattern  pieces  of  wall  paper  containing  the  whole  of  the  registered 
design,  unmarked  {Hcyicood  v.  Potter,  1  E.  «&  B.  439)  ;  by  the  sale  in  France  of  lace 
bearing  the  design,  unmarked  {Sarazin  v.  Eamcl,  32  Beav.  151);  by  the  sale  of  a 
small  nimiber  of  articles  bearing  the  design,  unmarked  {Fierce  v.  JForth,  18  L.  T. 
N.  S.  710)  ;  by  the  sale  of  one  such  article  iinraarked  [Hunt  v.  Stevens,  W.  N.  1878, 
p.  79).  But  it  was  held  that  the  copyright  was  not  lost  by  the  sale  of  a  book  con- 
taining patterns  of  registered  designs,  the  book  being  unmarked  {De  la  Branchardwre 
V.  Elveri/,  4  Ex.  380)  ;  nor  by  the  sale  of  a  butter-dish  with  a  cover,  the  dish  being 
marked  but  the  cover  not  [Ficldhig  v.  JIawkij,  48  L.  T.  N.  S.  639).  And  it  seems 
that  if  the  design  were  applied,  Ijiit  obscured  in  the  process  of  manufacture,  the 
same  would  have  been  the  result  {ib.  ;  but  see  Johnson  v.  Baileij,  11  P.  R.  21). 

Under  the  present  Act  it  has  been  held  that  where  a  manufacturer  was  instructed 
by  his  principal  to  place  the  right  mark  on  the  goods,  but  by  mistake  placed  on 
them  an  old  and  incorrect  mark,  the  proprietor's  right  was  saved  by  the  proviso  in 
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the  section,  especially  as  each  mark  tore  the  abbreviation  "Rd"  [Wittman  v.  Oppcn- 
heim,  27  Ch.  D.  260).  Also  that  where  a  narrow  trimming  was  sold  in  lengths 
round  each  of  which  was  placed  a  paper  band  bearing  the  proper  mark,  the  marking 
was  snfBcient  {Blank  v.  Footman,  39  Ch.  D.  67S).  On  the  other  hand,  it  has  been 
held,  following  HeijiroodY.  I'otter  (1  E.  &  B.  439),  that  where  a  design  was  regis- 
tered for  dusters,  the  marking  of  each  piece  containing  a  dozen  dusters  is  not  a 
compliance  with  the  statute  [HothcrsaU  v.  31oore,  9  P.  R.  27).  The  right  of  a 
manufacturer  who  had  registered  a  design  for  lace  has  been  held  to  be  lost  by  the 
sale  of  the  article  in  an  unfinished  state  unmarked  to  a  finisher,  under  an  aiTange- 
ment  by  which  the  finisher  was  to  mark  the  article  before  putting  it  on  the  market, 
notwithstanding  that  the  mark  on  the  unfinished  article  would  be  destroyed  in  the 
finishing,  and  that  there  was  no  retail  trade  in  such  article  ( Woolletj  v.  Broad,  9  P.  R. 
429).  The  copyright  is  not  lost  by  marking  an  article  required  by  the  Rules  to  be 
marked  "  R*!  "  with  the  fuller  abbreviation  "  R<'sd  "  [HeinricJis  v.  Basiendorft',  10  P. 
R.  160).  It  has  been  held  in  Scotland  {Johnson  v.  Bailey,  11  P.  R.  21),  that  it  is 
not  enough  for  the  registered  proprietor  to  give  general  instructions  that  the  pro- 
tected article  shall  be  marked  in  compliance  with  the  statute ;  he  must  see  that 
adequate  means  are  taken  to  carry  out  his  instructions,  and  that  every  article  is 
examined  before  being  sent  out ;  and  where  the  marking  was  made  from  a  mould, 
which  was  so  far  worn  out  that  the  mark  had  ceased  to  be  legible,  the  rights  of  the 
proprietor  were  held  to  be  forfeited  {ih. ;  cf.  Fielding  v.  Haivlct/,  48  L.  T.  N.  S. 
639) ;  and  it  would  appear  that,  under  the  present  Act,  as  under  the  former,  the 
sale  of  a  single  article  unmarked  may  be  a  ground  for  depriving  the  registered 
proprietor  of  his  right  {ib.  ;  see  also  Wedchind  v.  General  Electric  Co.,  14  P.  R.  190). 
The  proprietor  of  a  registered  design  is  not  deprived  of  his  right  to  protection 
merely  because  he  places  on  the  articles  which  he  sells,  besides  the  registered  number 
of  his  design,  other  registered  numbers  which  ought  not  to  be  there  ;  consequently, 
where  a  design  was  registered  for  a  stove,  and  two  other  designs  were  registered  for 
certain  adjuncts  of  the  stove,  the  placing  by  the  proprietor  of  all  three  marks  upon 
the  stove,  though  improper,  was  held  no  bar  to  an  action  to  restrain  an  infringe- 
ment of  the  design  for  the  stove  {Harper  ^-  Co.  v.  Wright  (^-  Butler  Lamp  Mannfacturing 
Co.,  (1896)  1  Ch.  142).  The  proprietor  of  a  design  may  so  acquiesce  in  the  public 
delivery  on  sale  of  the  registered  article  unmarked  as  to  deprive  himself  of  his  copy- 
right, although  no  formal  relationship  of  principal  and  agent  exists  between  him 
and  the  person  who  delivers  the  goods  on  sale  {Wedekind  v.  General  Electric  Co.,  14 
P.  R.  190).  "WTiere,  owing  to  the  mistake  of  a  die-sinker  employed  by  the  pro- 
prietor, the  wrong  number  was  stamped  on  the  registered  article,  a  "  5  "  being  sub- 
stituted for  a  "3,"  and  the  mistake  was  not  discovered  for  two  years,  but  was  then 
inunediately  rectified ;  it  was  held  by  the  House  of  Lords,  afiirming  Kekewich,  J., 
and  the  Court  of  Appeal,  that  the  proprietor  had  taken  all  proper  steps  to  ensure 
the  marking  of  the  article  within  the  proviso  {In  re  Rollason,  (1898)  A.  C.  499  ; 
(1898)  1  Ch.  237).  The  object  of  the  section  being  to  give  the  public  warning  of 
the  registration,  a  proprietor  needs  a  much  stronger  case  to  escape  the  loss  of  his 
copyright  where  the  article  is  not  marked  at  all  than  where  there  is  some  error  in 
the  marking,  if  there  be  such  compliance  as  plainly  to  denote  that  the  design  is  a 
registered  one  [ib.,  per  Lord  Herschell). 


The  Designs  Euxes,  1883. 

32.  Before  the  delivery  on  sale  of  any  article  to  which  a  registered  Registration 
design  has  been  applied,  the  proprietor  of  such  design  shall,  if  such  mark, 
article  is  included  in  any  of  the  Classes  1  to  12  in  the  Third  Schedule 
hereto,  cause  each  such  article  to  be  marked  with  the  abbreviation 
"Ed."  and  the  number  appearing  on  the  certificate  of  registration, 
and  shall,  if  such  article  is  included  in  the  Classes  13  or  14  in  the 
Third  Schedule  hereto,  cause  each  such  article  to  be  marked  with  the 
abbreviation  "Eegd." 

Class  13  includes  "Printed  or  woven  designs  on  textile  piece  goods." 

Class  14  includes  "Printed  or  woven  designs  on  handkerchiefs  and 
shawls." 

The  first  twelve  classes  include  all  other  goods. 

S.  R  R 
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STATUTORY    ENACTMENTS    WITH    EESPECT    TO 
MARKS  ON  SPECIAL  CLASSES  OF  GOODS  («). 


CUTLERY. 

59  Geo.  3,  c.  7  (1819).  "An  Act  to  regulate  the  Cutlery  Trade  in 
England." 

§  1.  Manufacturers  may  mark  with  the  figure  of  a  hammer  articles 
of  cutlery  made  by  them  by  means  of  the  hammer. 

§  3.  No  person  is  to  mark  articles  of  cutlery  not  made  by  means 
of  the  hammer  with  the  figure  of  a  hammer,  or  to  possess  for  the 
purpose  of  sale,  or  offer  for  sale  such  articles  so  marked,  under 
penalty  of  forfeiture  of  the  articles  so  marked,  together  with  a  fine 
of  5/.  a  dozen. 

§  4.  No  person  is  to  mark  articles  of  cutlery,  or  possess  for  the 
purpose  of  sale,  or  offer  for  sale  articles  marked  with  any  words  in- 
dicative of  a  quality  other  than  the  true  one,  under  similar  penalties. 

§  5.  No  person  is  to  mark  articles,  or  possess,  &c.,  articles  marked 
with  the  words  "London"  or  "London  made,"  unless  such  articles 
were  made  within  the  City  of  London,  or  twenty  miles  distance 
therefrom,  under  the  penalty  of  forfeiture,  together  with  a  fine  of  10^. 
a  dozen. 

§  14.  Articles  of  cutlery  subject  to  forfeiture  by  virtue  of  the  Act 
may  be  seized  and  destroyed,  &c.,  by  order  of  justices. 

The  remaining  provisions  refer  chiefly  to  forms  of  procedure,  re- 
covery of  penalties,  «S:c. 


The  Cutlers'  Company  of  Hallamshire. 

21  Jac.  1,  c.  31  (1623). 

§  1  (b).  The  cutlers  living  in  Hallamshire,  or  within  six  miles 
distance  therefrom,  are  incorporated  under  the  corporate  name  of 
"The  Master,  "Wardens,  Searchers,  Assistants  and  Commonalty  of  the 
Company  of  Cutlers  in  Hallamshire  in  the  county  of  York." 

{a)  The  Acts  abstracted  in  the  text  [b)  The  remainder  of  this  Act  is  re- 

are  ia  force  at  present.  pealed  by  31  Geo.  3,  c.  58. 
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31  Geo.  3,  c.  58  (1791)  (a). 

§  1.  The  company  to  consist  of  the  trades  hereinafter  mentioned, 
and  of  none  other. 

§  3  enumerates  "the  arts  or  trades  of  makers  of  knives,  sickles, 
shears,  scissors,  razors,  files  and  forks." 

§  7.  Apprentices  who  have  served  for  seven  years  are  to  have,  at 
twenty-one  years  of  age,  their  freedom  of  the  company  and  a  mark  to 
be  assigned  them. 

§  17.  Members  of  the  company  counterfeiting  marks  assigned  to 
others  are  for  every  offence  to  pay  a  penalty  not  exceeding  20/.  nor 
less  than  4/. 

§  26.  Penalties  may  be  sued  for  by  the  company,  or  by  the  imrty 
aggrieved,  in  the  Courts  at  Westminster. 

§  27.  One  or  more  justice  or  justices  of  the  peace  for  the  "West 
Eiding  of  the  county  of  York,  or  for  the  county  of  Derby,  shall,  upon 
information  of  an  offence  for  which  a  penalty  is  imposed,  summon  the 
parties  and  witnesses,  and  hear  and  determine  the  matter  in  a  summary 
way,  and  give  judgment  with  costs,  and  issue  a  warrant  for  levying 
the  penalties  by  distress,  and  if  the  goods  are  insufficient,  then  shall 
commit  the  offender  to  the  House  of  Correction  for  one  month.  Costs 
may  be  given  to  a  person  wrongly  accused. 

§  28  contains  a  form  of  conviction. 

§  29.  An  appeal  is  given  to  the  Court  of  Quarter  Sessions  at  Sheffield, 
Eotherham,  Barnsley,  Wakefield,  or  Pontefract. 

§  31.  The  penalties  which  come  to  the  company  are  to  be  distributed 
among  the  poor  of  the  company. 

The  Act  contains  other  provisions  with  respect  to  the  constitution  of 
the  company,  procedure,  &c. 

41  Geo.  3,  c.  97  (1801),  (Local). 

§  2.  A  freeman  of  the  company  is  empowered  to  give  his  mark 
by  will  to  any  person  or  persons,  in  the  same  manner  as  his  other 
personalty,  subject  to  the  life  estate  therein  which  his  widow  is  to 
have  during  her  widowhood  or  any  future  coverture,  and  which  she 
may  sell,  thougli  on  her  death  the  provisions  of  the  husband's  will 
take  effect. 

§  3.  In  default  of  a  will,  the  mark  is  to  pass  in  the  same  manner  as 
its  owner's  other  personalty,  subject  to  the  widow's  life  estate  (6). 

§  5.  Parish  apprentices  who  shall  prove  to  the  satisfaction  of  a 
justice  that  they  have  regularly  served  a  freeman  for  seven  years  shall 
be  entitled  to  their  freedom  and  a  mark. 

54  Geo.  3,  c.  119  (1814),  (Local). 

This  Act  repeals  several  of  the  provisions  of  the  Act  of  1791,  in 
favour  of  free  trade. 

§  3.  Any  person  carrying  on  any  of  the  specified  trades  within 
the  specified  limits  has  a  right  to  have  a  mark  assigned  to  him  by  the 
company  on  application,  which  mark  is  not  to  be  one  that  is  the 

{a)  Considerable  ♦  portions  of  this  Act  have  been  repealed  by  the  Acts  which 
follow.  (''.')  And  see  \  6  of  the  Act  of  1814. 
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property  of  another,  nor  a  surname  («) ;  and  for  such  mark  he  is  to 
pay  forty  shillings,  and  if  the  mark  be  one  previously  assigned  but 
surrendered,  3^.  in  addition,  besides,  in  either  case,  any  stamp  duty 
imposed  by  Act  of  Parliament  (i). 

^  4.  No  mark  is  to  be  assigned  by  the  company  if  they  have 
notice  that  it  is  in  common  use,  or  in  the  use  of  any  person  within 
the  district  (c). 

§  5.  Members  of  the  company,  or  any  other  persons  carrying  on 
any  of  the  specified  trades  within  the  specified  limits,  who  shall  use 
a  mark  assigned  by  the  company  to  another  person,  with  intent  to 
counterfeit,  shall  for  every  offence  forfeit  and  pay  a  sum  not  exceeding 
201.,  half  of  the  fine  to  go  to  the  injured  person,  the  other  half  to  the 
company.  The  fine  is  to  be  recovered  and  applied  as  under  the  Act 
of  1791. 

§  6.  The  provisions  made  by  §  2  of  the  Act  of  1801,  for  the  devolu- 
tion of  marks  on  the  deaths  of  their  owners,  are  to  apply  to  marks 
assigned  under  the  present  Act(f/),  but  not  more  than  one  person  of 
the  family  shall  be  entitled  to  use  the  mark  at  the  same  time. 

23  Vict.  c.  xliii.  (18G0),  (Local). 

§  1.  The  provisions  of  the  previous  Acts  are  extended  to  "  the  arts 
or  trades  of  manufacturers  of  steel  and  makers  of  saws  and  edge-tools 
and  other  articles  of  steel,  or  of  steel  and  iron  combined,  having  a 
cutting  edge." 

§  2.  Any  person  exercising  any  of  the  trades  formerly  or  now 
specified,  within  the  specified  limits,  may  and  shall,  on  application  to 
the  company  and  payment  of  20/.  in  addition  to  any  other  fees  payable, 
become  a  freeman  of  the  company  and  have  a  mark  assigned  to  him. 

§  3.  The  former  and  present  Acts  maybe  cited  as  "The  Cutlers' 
Company's  Acts,  1623,  1791,  1801,  1814,  1860,"  respectively. 

The  rights  of  the  Cutlers'  Company  were  expressly  reserved  by  the 
Merchandise  Marks  Act,  1862(e),  §  25,  and  also  by  the  Trade  Marks 
Eegistration  Act,  1875,  §  9. 

8ee  also  the  special  provisions  in  regard  to  the  Cutlers'  Company 
contained  in  the  Trade  Marks  Eegistration  Act,  1875,  §  9,  and  in 
46 — 56  of  the  Eules  under  that  Act,  now  repealed ;  the  efi'ect  of  which 
was  that  the  registrar  of  trade  marks  was  to  be  supplied  with  copies 

(ff)  The  similar  provision  in  §  24  of  proprietor  of  the  mark,  nor  admitted  to 

the  Act  of  1791  (repealed  by  the  present  registration  under  the  Trade  Marks  Re- 

Act),  -with  respect  to  non-freemen,  pro-  gistration  Act,  1875,  until  he  had  per- 

vided  that,  on  a  non-freeman  having  a  fected  his  title:  In  re  liahone,  Dig.  643. 
mark  assigned  to  him,  he  should  become  ^^^  ^     ^^^  r^^^^^  ^^^^^^  Registration 

a  freeman  of  the  company.     This  is  not  ^^^'^    ^^.^^    ^    9^    ^^    ^^^^  ^.|^   ^^   ^^ 

repea  e      ere.       .  „  assigned  by   the  company  -which    had 

_    (i)  A  mark  assigned  to  a  non-freeman  ^^^  -  pegistered  under  the'Trade  Marks 

IS  assignable  by  hmi      feee  Bury  v.  Bed-  r     i.t^.'ation  Acts,  notice  of  the  registra- 

fo)-d.  i  De  G.  J.  &  S.  3o2.     But -where  +•   °  i,     •        r,  •         +4.1,0*1      » 

•'       ■         ,       ,  en    ic  1 1  1    v    1  tion  having  been  given  to  the  Cutlers 

a  person  to  -whom  a  fehemeld  mark  nad.  r-,  \iii-D4.iP 

^  ^  .       JIT       ■        1  • .  .  4.1  Company.      And   see  the  Patents,   &c. 

been  assigned  had  assio-ned  it  to  another,  a„+/iqq..     iqoo    5  qi 

and  had  not  gone  through  the  process  oi  ,    '  ™i         -it  /• 

surrendering  it  to  the  company  for  re-  W  Thus   including    non-freemen    m 

assignment  to  his  assignee,  the  latter  -was  possession  of  company's  marks, 
not  recognised  by  the  company  as  the  {r)  25  &  26  Vict.  c.  88. 


SHEFFIELD  MARKS. 

of  all  Sheffield  corporate  marks,  and  the  Cutlers'  Company  with  copies 
of  all  trade  marks  registered  for  goods  or  classes  of  goods  within  §  2  of 
the  Cutlers'  Company's  Act,  1860  ;  that  notice  of  applications  for  assign- 
ment or  registration  of  such  marks,  and  of  such  assignment  or  regis- 
tration, when  complete,  was  to  be  given  by  the  Cutlers'  Company  to 
the  registrar  and  vice  versa ;  that  marks  identical  with  or  similar  to 
marks  already  assigned  or  registered,  were  not  to  be  registered  or 
assigned  respectively  (except,  in  the  former  case,  with  the  special  leave 
of  the  Court),  and  that  Sheffield  marks  might  be  registered  under  the 
Trade  Marks  Registration  Acts. 

By  §  81  of  the  Patents,  &c.,  Act,  1883,  and  Eules  53—56  of  the 
Trade  Marks  Eules,  1883,  the  Sheffield  Cutlers'  Eegister  was  re- 
organised. A  new  "  Sheffield  Eegister  "  was  established,  in  which  are 
to  be  entered  all  trade  marks  for  cutlery,  edge-tools,  raw  steel,  or  goods 
made  of  steel,  or  of  steel  and  iron  combined,  whether  with  or  without 
a  cutting  edge,  belonging  to  persons  carrying  on  business  in  Hallam- 
shire,  or  within  six  miles  thereof,  and  registered  under  the  Act  of  1875, 
or  assigned  by  the  Cutlers'  Company  and  actually  used  before  the 
commencement  of  the  Act  of  1883.  All  applications  for  marks  for 
similar  goods  are,  when  made  by  persons  trading  within  the  specified 
limits,  to  be  made  to  the  company.  Notice  of  such  applications  is  to 
be  given  by  the  company  to  the  comptroller,  who  may  give  notice  of 
objection  ;  and  notice  of  applications  by  persons  trading  outside  the 
specified  limits  for  marks  for  similar  goods  is  to  be  given  by  the  comp- 
troller to  the  company.  Notice  of  registrations  in  the  Sheffield  Eegister 
is  to  be  given  to  the  comptroller,  who  is  to  enter  the  marks  in  the 
general  register ;  and  notice  of  all  other  entries  is  also  to  be  given  to 
him.  The  practice  at  Sheffield  is  to  follow  generally  that  at  London, 
and  an  appeal  is  given  from  the  company's  decisions  to  the  comptroller, 
and  from  him  to  the  Court.  The  provisions  of  the  company's  Acts  for 
the  summary  punishment  of  persons  counterfeiting  Sheffield  corporate 
marks  are  to  apply  to  marks  entered  in  the  new  Sheffield  Eegister. 
The  old  Cutlers'  register  of  corporate  marks  was  closed  after  five  years 
from  the  commencement  of  the  Act  {i.e.,  after  five  years  from  December 
31st,  1883).  The  net  result  is  to  make  the  Sheffield  Eegister  an  exact 
duplicate  of  the  general  register,  so  far  as  that  relates  to  marks  used 
for  the  specified  goods  within  the  specified  limits. 

The  provisions  of  §  81  were  altered  to  some  extent  by  §  20  of  the 
Act  of  1888,  the  principal  alteration  being  the  enlargement  of  the 
class  of  goods  to  which  the  section  is  made  applicable.  Such  goods  are 
now  described  by  the  term  "  metal  goods,"  which  is  defined  as  meaning 
"  all  metals,  whether  wrought,  unwrought,  or  partly  wrought,  and  all 
goods  composed  wholly  or  partly  of  any  metal."  The  Sheffield 
Eegister  is  now  governed  by  §  81  of  the  Act  of  1883,  as  amended  by 
the  Act  of  1888,  and  the  Trade  Mark  Eules  56—59  of  1890. 
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GOLD  AND  SILVER  PLATE. 

England. 

2  Hen.  6,  c.  17  (in  Euffhead's  ed.  c.  14)  (1423)  (a). 

No  goldsmith  or  silversmith  in  the  city  of  Loudon  to  sell  wrought 
silver  of  less  than  sterling  fineness.  No  harness  of  silver  to  be  offered 
for  sale  in  that  cit}^  until  touched  with  the  touch  of  the  leojiard's  head, 
if  it  may  reasonably  bear  the  same,  and  also  with  the  workman's  mark, 
under  penalty  of  forfeiture  of  double  value.  The  mark  of  everj-  gold- 
smith to  be  known  to  the  wardens  of  the  same  craft.  In  the  cities  of 
York,  Newcastle-upon-Tj'ne,  Lincoln,  Norwich,  Bristol,  Salisbury, 
and  Coventry,  to  be  divers  touches.  In  other  places,  where  no  touch 
is  ordained,  silver  not  to  be  worked  of  less  than  sterling  fineness,  nor 
to  be  offered  for  sale  without  the  worker's  mark.  Penalty  of  double 
value  (b). 

18  EUz.  c.  15  (1576)  (c). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful,  the 
Company  to  forfeit  the  value. 

8  &r  9  Will.  3,  c.  8  (1697). 

§  8  (in  Euffhead's  ed.  §  9)  (fZ).  No  silver  plate  to  be  made  of  less 
fineness  than  11  oz.  10  dwt.  in  the  lb.  troy  (e),  nor  offered  for  sale 
until  marked  (/). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful, 
the  Company  to  forfeit  the  value,  half  to  the  Crown,  half  to  the 
informer. 

12  ^'  13  IVill.  3,  c.  4  (1700),  "An  Act  for  appointing  wardens  and 
assay  masters  for  assaying  wrought  plate  in  the  cities  of  York,  Exeter, 
Bristol,  Chester,  and  Norwich  "(^). 

§  2.  Goldsmiths,  &c.,  of  the  cities  of  York,  Exeter,  Bristol,  Chester, 

[a)  The  earliest  statute  on  the  subject  pealed  by  the  Statute  Law  Revision  Act, 

■was  28  Edw.  1,  c.  20  (1300),  by  which  it  1867. 

was  provided,  among'  other  things,  that  [e)  The  standard  was  thus  raised  from 

no  vessel  of  silver  should  pass  out  of  the  that  fixed  by  the  preceding-  Act  (11  oz. 

worker's   hands   until   assayed    by   the  2  dwt.),  but  by  6  Geo.   1,  c.   11,  both 

wardens  of  the  craft,  and  marked  with  standards  were  established.     See  infra. 

the  leopard's  head,  and  that  no  worse  (/)  The  following  marks  are  appointed 

gold  should  be  worked  than  that  of  the  by  this  Act : — • 

touch  of  Paris.     This  Act  was  repealed,  The  worker's  mark,  to  be  expressed  by 

saving  the  King's  prerogative,  by  19  «fc  the  two  first  letters  of  his  surname. 

20  Vict.  c.  64.  The  mark  of  the  mystery  or  craft  of 

{h)  4  Hen.  7,  c.  2  (1487)  (repealed  by  the   goldsmiths,  which,  instead  of 

19  &  20  Vict.  c.  64)  required  finers  of  theleopard'sheadand  the  lion,  shall 
gold  and  silver  to  put  their  marks  upon  for  this  plate  be  the  figure  of  a  lion's 
the  metal.  head  erased,   and   the   figure  of  a 

{r)  It  was  provided  by  the  earlier  part  woman  commonly  called  Britannia, 

of  this  Act  (repealed  by  the  Statute  Law  A  distinct  variable  mark  to  denote  the 

Revision  Act,  1863)  that  gold  should  not  year  of  manufacture  of  the  plate, 

be  made  or  sold  under  22  carats  in  fine-  Penalty — Forfeiture  of  the  plate  or  its 

ness,  nor  silver  under  II  oz.  2  dwt. ;  and  value,  half  to  the  Crown,  half  to  the  in- 

that  no  silver  plate  should  be  sold  with-  former.     See  12  Geo.  2,  c.  26,  (J  5. 

out  the  worker's  mark,  imder  penalty  of  {g)  Bristol  never  exercised  the  powers 

forfeiting  the  value.  hereby  conferred.     York  and   Norwich 

[(l)  The  remainder  of  the  Act  was  re-  have  discontinued  doing  so. 
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and  Norwich,  incorporated  into  respective  companies,  to  be  called  re- 
spectively "  The  Company  of  Goldsmiths  of ". 

§  3.  No  goldsmith,  &c.,  in  those  cities  to  make  silver  plate  of  less 
fineness  than  the  standard  for  the  time  being,  nor  sell  it  until  marked 
with — 

The  worker's  mark,  to  be  expressed  with  the  two  first  letters  of  his 
surname. 

The  lion's  head  erased  and  the  figure  of  Britannia. 

The  arms  of  that  one  of  the  above  cities  in  which  the  plate  is  assayed 
and  marked. 

A  distinct  variable  mark  or  letter  in  Eoman  character  to  denote  the 
year  (a). 

Penalty — Forfeitm-e  of  the  plate  or  value,  half  to  the  Crown,  half  to 
the  informer. 

The  Act  also  contains  provisions  with  respect  to  the  apjDointment  of 
wardens  and  assayers,  procedure,  &c. 

I  yitme,  c.  3  (1  Anne,  stat.  1,  c.  9,  in  Eufi^head's  ed.)  (1701). 

The  provisions  of  the  last  Act  extended  to  Newcastle-upon-Tyne, 
and  "The  Company  of  Groldsmiths  of  Newcastle-upon-Tyne"  incorpo- 
rated. 

6  Geo.  1,  c.  11  (1719)  (b). 

§  1.  The  old  silver  standard  of  11  oz.  2  dwt.  restored. 

§  3.  No  goldsmith,  &c.,  to  work  silver  plate  of  less  fineness  than 

II  oz.  2  dwt.,  nor  to  sell  it,  &c.,  until  touched,  assayed  and  marked, 
under  the  former  penalties. 

§  41.  Two  standards  of  silver,  11  oz.  10  dwt.  and  11  oz.  2  dwt.,  con- 
tiniied  (c). 

12  Geo.  2,  c.  26  (1739)  (d). 

§  1.  Gold  plate  not  to  be  made  under  22  carats  in  fineness,  nor  silver 
jAate  under  11  oz.  2  dwt.     Penalt}^  10/. 

§  5.  Gold  and  silver  plate  not  to  be  sold  or  exported  until  marked  as 
follows  :  — 

Gold  plate  of  22  carats  fine  and  silver  plate  of  11  oz.  2  dwt.,  with — 
The  worker's  mark,  which  shall  be  the  first  letters  of  his  Christian 

and  surname. 
These  marks  of  the  Company  of  Goldsmiths  in  London,  viz.,  the 
leopard's  head,  the  lion  passant  (e),  and  a  distinct  variable  mark 
or  letter  to  denote  the  year.     Or, 

(ff)  See  12  Geo.  2,  c.  26,  §  5.  The  mark  of  the  wardens  of  the  Gold- 

(b)  The  whole  of  this  Act  but  §§  1-3  smiths'  Company. 

and  5  4 1  was  repealed  by  the  Statute  Law  The  figure  of  a  Hon  passant. 

Revision  Act,  1870.  The  figiire  of  a  leopard's  head. 

(c)  Silver  plate  of  11  oz.  10  dwt.  to  be       See  12  Geo.  2,  c.  26,  §  5. 

marked  with-  ^^^^    Repealed    in    part.    30    Geo.    3, 

i  he  workman  s  mark.  oi     c   i      ci  a  *    t         t>     ■  •       ax 

m             ^       £    j.\.             ^  r    i.1,         c.  .31,  «  1     Statute  Law  Revision  Acts, 

ilie    mark    oi    the   wardens  oi    the       10^.7'      i  loo,                                               ' 

m  M      -i-u  1  /-(  i"o/  ana  100/. 

Goldsmiths    Company. 

The  figure  of  the  lion's  head  erased.  (r)  By  38  Geo.  3,  c.  00,  ^^  2,  gold  plato 

Tlie  figure  of  Britannia.  of  18  carats  fine  is  to  bo  marked  with  a 

Silver   plate    of    11  oz.  2  dwt.  to  be  crown  and  IS,  inistead  of  the  lion  passant, 

marked  with —  and  by  7  &  8  Vict.  c.  22,  ^   1.5,  gold  of 

The  workman's  mark.  22  carats  with  a  crown  and  22. 
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The  worker's  mark,  and 

The  marks  appointed  to  be  used  by  the  assayers  at  York,  Exeter, 
Bristol,  Chester,  Norwich,  or  Newcastle-upon-Tyne. 
Silver  plate  of  11  oz.  10  dwt.,  with — 
The  worker's  mark  as  before. 

These  marks  of  the  said  Company,  viz.,  the  lion's  head  erased, 
the  figure  of  Britannia,  and  the  mark  or  letter  to  denote  the 
year.     Or, 
The  worker's  mark,  and 
The  mark  of  one  of  the  said  cities  or  towns. 
Penalty — 10/.  fine,  or,  in  default,  hard  labour  not  exceeding  six 
months  (o). 

§  21.  All  goldsmiths,  &e.,  to  enter  their  new  marks,  names,  and 
places  of  abode  in  one  of  the  assay  offices  at  London,  York,  Exeter, 
Bristol,  Chester,  Norwich,  or  Newcastle-upon-Tyne.  Such  new  marks 
to  be  of  a  character  or  alphabet  different  from  their  old  marks  ;  all  old 
marks  to  be  broken.  Penalty — 10/.  fine,  and  10/.  more  for  using  any 
other  mark  ;  in  default,  hard  labour  not  exceeding  six  months. 

13  Geo.  3,  c.  52  (1772),  "  An  Act  for  appointing  wardens  and  assay- 
masters  for  assaying  wrought  plate  in  the  towns  of  Sheffield  and 
Birmingham  "  (&). 

§  2.  Incorporation  of  "  The  Guardians  of  the  Standard  of  "Wrought 
Plate  for  Birmingham"  (c). 

§  4.  No  silversmith  or  plate  worker  in  either  of  these  towns,  or 
within  twenty  miles  thereof,  to  sell  or  export  silver  plate  made  in  these 
towns  and  the  specified  limits  until  marked  as  follows  :  — 
Silver  plate  of  1 1  oz.  2  dwt.,  with — 

The  mark  of  the  worker  or  maker,  which  shall  be  the  first  letters 

of  his  Christian  and  surname. 
The  lion  passant. 
The  mark  of  the  company  in  whose  assay  office  the  plate  was 

assayed  and  marked. 
A  distinct  variable  mark  or  letter  to  denote  the  year. 
Silver  plate  of  11  oz.  10  dwt.,  with — 
The  worker's  mark. 
The  figure  of  Britannia. 
The  mark  of  the  company,  and 
The  mark  or  letter  to  denote  the  year. 
Penalty — Forfeiture  of  the  plate  or  value,  half  to  the  Crown,  half  to 
the  informer. 

§  5.  The  peculiar  mark  of  the  Birmingham  company  to  be  an  anchor, 
of  the  Sheffield  Company  a  crown. 

The  Act  also  contains  provisions  for  the  election  of  wardens  and 
assayers,  the  process  of  assaying,  punishment  of  counterfeiting,  &c. 

24  Geo.  3,  sess.  2,  c.  20  (1784),  relates  to  Sheffield. 

§  2.  Manufacturers  of  goods  plated  with  silver,  within  Sheffield  or 

(a)  See  Robinson  v.  Currey,  6  Q.  B.  D.       gge  24  Geo.  3,  seas.  2,  c.  20.     The  pre- 

As  -A  "      ?'i  J.     -D-      •     -u         V         sent  Act  only  deals  with  silver. 

{p)  Repealed   as   to   Birmingham    by  ,  >   ^       oi    ^  n  ,> 

5  Geo.  4,  c.  lii.  (local).     As  to  Sheffield,  (0  Oi"     Sheffield. 
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100  miles  thereof,  may  strike  upon  such  goods  their  surname  or  the 
name  of  their  firm,  together  with  some  other  mark,  figure,  or  device. 

§  3.  Names  to  he  in  legible  characters  and  struck  with  only  one 
punch,  and  marks  to  be  approved  and  registered  by  the  Guardians  for 
Sheffield. 

24  Geo.  3,  sess.  2,  c.  53  (1784)  {a). 

§  5.  The  assaying  officer  to  mark  ivith  an  additional  new  mark,  of  the 
King's  head,  all  gold  and  silver  plate  sent  to  be  touched,  marked  and 
assayed,  but  to  ask  and  receive  duty  before  touching,  marking,  or 
assaying. 

§  8.  Gold  and  silver  plate  not  to  be  sold  or  exported  until  marked  ivifh 
the  King^ s  head.  Penalty — 50/.,  or,  in  default,  hard  labour  of  not  more 
than  one  year,  nor  less  than  six  months.  Also,  forfeiture  of  the  unmarked 
-plate,  half  to  the  Crown,  half  to  the  informer. 

30  Geo.  3,  c.  31  (1790). 

This  Act  regulates  the  exemptions  from  marking. 

38  Geo.  3,  c.  69  (1798). 

§  1.  Gold  plate  may  be  manufactured  down  to  18  carats  fine. 

§  2.  Such  gold  plate  not  to  be  sold  or  exported  until  marked  with  a 
crown  and  the  figures  18,  instead  of  the  lion  passant.     Penalty — 10/. 

§  3.  Gold  plate  of  18  carats  fine  may  be  marked  by  the  various  gold- 
smiths' companies,  &c.,  as  before,  with  the  exception  of  the  alteration 
of  this  mark. 

§  4.  Gold  plate  of  22  carats  may  still  be  made,  sold,  exported.  Sec. 

§  5.  This  Act  not  to  authorise  the  application  of  the  mark  used  before 
the  Act  to  gold  plate  of  less  than  22  carats  fine. 

§  6.  Penalty  of  50/.  for  selling,  exporting,  &c.,  gold  plate  not  marked 
with  one  of  the  marks. 

§  8  (/»).  Previous  regulations  for  gold  of  22  carats,  except  as  to  the 
mark  of  the  lion  passant,  to  apply  to  gold  of  1 8  carats. 

55  Geo.  3,  c.  185  (1815)  (a). 

§  7  (c).  Penalties  for  forging  duty  marks  on  plate,  or  selling  or 
exporting  plate  so  marked,  or  jJossessing  dies,  i^'c. 

5  Geo.  4,  c.  Hi.  (1824)  (Local — Birmingham  and  thirty  miles  round). 

§  1.   13  Geo.  3,  c.  52,  repealed,  so  far  as  relates  to  Birmingham. 

§  4.  Pe-incorporation  of  "  The  Guardians  of  the  Standard  of 
Wrought  Plate  in  Birmingham,"  with  authority  within  a  radius  of 
thirty  miles. 

§  20.  No  goldsmith,  silversmith,  &c.,  within  Birmingham  or  thirty 


(«)  These  Acts  are  now  repealed  by  land  by  7  &  8  Vict.  c.  22,  §  1,  thou<;-h 

the  Customs  and  Inland  Eevenue  Act,  still  unrepealed  for  Scothind. 
1«90  (53  &  54  Vict.  c.  8).  (^)  Ah-eady  before  53  &  54  Vict.  c.  8, 

I.J.  ^-li*^  greater  part  of  this  Act  was  repealed 

{b)  §  7  provided  penalties  for  counter-  \,j  33  &   34  yict.  c.   9!),   and  36  &  37 

feiting,  but  this  was  repealed  as  to  Eng-  Vict.  c.  91. 
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miles  thereof,  to  sell  or  export  gold  or  silver  plate  made  within  the 
specified  limits  until  marked  as  follows  :  — 

Gold  of  22  carats  fine  with  the  lion  passant  (a). 

,,  18  ,,  ,,  crown  and  18. 

Silver  of  1 1  oz.  2  dwt.  fine  with  the  lion  passant. 
,,  11  oz.  10  dwt.        ,,        Britannia. 

And  all  gold  and  silver  alike  with  the  following  additional  marks: — 
The  worker's  mark  (the  first  letters  of  his  Christian  and  surname, 
or  in  case  of  any  partnership,  the  initials  of  the  name  or  firm  of 
such  partnership). 
The  company's  mark  (an  anchor). 
A  distinct  variable  mark  or  letter,  to  denote  the  year. 
Penalty — Forfeiture  of  the  plate  or  its  value,  half  to  the  Crown,  half 
to  the  informer. 

§  21.  Goldsmiths,  silversmiths,  &c.,  within  Birmingham  and  thirty 
miles,  to  enter  their  names,  marks,  and  places  of  abode  with  the 
company.  Penalty — 100/.,  half  to  the  informer,  half  to  the  purposes 
of  the  Act. 

§  22.  Penalties  of  counterfeiting,  &c. 

The  Act  also  contains  numerous  provisions  with  respect  to  the  con- 
stitution of  the  company,  the  election  of  its  ofiicers,  its  procedure,  &c. 

7  Si'  8   Vict.  c.  22  (1844). 

This  Act  (which  see)  regulates  the  punishments  and  penalties  for 
counterfeiting,  &c.,  hall  marks  (b). 

§  15.  Gold  plate  of  22  carats  fine  to  be  marked  with  a  crown  and  22, 
instead  of  the  lion  passant. 

17  Si-  18  VicL  c.  96  (1854). 

This  Act  authorizes  Her  Majesty,  by  Order  in  Council,  to  allow  any 
standard  for  gold  plate,  not  being  less  than  one-third  part  of  the  whole, 
and  to  approve  thereby  of  the  instrument  for  stamping  such  plate, 
setting  forth  in  figures  the  actual  fineness  of  the  metal  (c). 

18  Sf  19  Vict.  c.  60  (1855)  (r/). 

Gold  wedding  rings  are  to  be  assayed  and  marked  in  the  same  way 
as  other  gold  plate. 

(a)  By  7  &  8  Vict.  c.  22,  §  15,  a  crown  common  informer  within  31  Eliz.  c.  5, 

and  22.  nor   an   action   by  a  "party  grieved" 

(/;)  Repealed  in  part  by  the  Customs  within  3  &  4  Will.  4,  c.  42,  §  3,  and  can, 

and  Inland  Revenue  Act,  1890  (53  &  54  therefore,  be  maintained  after  the  lapse 

Vict.  c.  8).     See  £.  v.  Leo,  1  Leach,  416,  of  two  years  from  the  commission  of  the 

and  E.  v.  Ogdcn,  6  C.  &  P.  631,  decided  offence,   but   (in   the  opinion   of   Lush, 

on  the  earlier  statutes  ;  also  R.  v.  Suter  L.  J.)  not  after  twenty  years  :  Eohinson 

6c  Coulson,  10  Cox,  577  ;  and  R.  v.  Ardlei/,  v.  Ctirreij,  6  Q.  B.  D.  21  ;   7  ib.  465. 

L.  R.   1  C.  C.  R.  301;  12  Cox,  23,  in  {e)  Accordingly  the  following- reduced 

which  a  spurious  hall  mark  was  made  the  standards  were  ordered  by  the  Council :  — • 

means  of  obtaining  money  by  false  pre-  15  carats,  to  be  marked  with  15  and  625. 

tences.  In^.v.iJoAfrts,  70 L.T.  (Journal)  12           ,,           ,,            ,,          12   ,,    oUO. 

265,  the  jury  found  that  the  marks  used  9           ,,            ,,            ,,           9   ,,    375. 

by  the  defendant  were  not  imitations  of  The  crown  is  not  placed  on  plate  of  these 

the  genuine  hall  mark.     An  action  by  qualities. 

the  Goldsmiths'  Company  for  penalties  {d)  Repealed  in  part  by  the   Statute 

under  this  Act  is  not  an   action  by  a  Law  Revision  Act,  1»75. 
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5^-6  Jlci.  c.  47  (1842)  (Customs  Act)  («). 

§  59.  Foreign  gold  and  silver  plate  imported  from  abroad  shall  be  of 
the  respective  standards  required  for  plate  wrought  in  England,  and  it 
shall  not  be  sold,  &c.,  until  assayed,  stamped  and  marked  in  England, 
Scotland,  or  Ireland,  as  plate  of  the  same  description  made  in  that 
country. 

5^-6  Vict.  c.  56  (1842)  (Customs  Act). 

§  6  (b).  Foreign  ornamental  plate,  manufactured  before  1800,  and 
imported,  is  exempted  from  the  operation  of  the  last  Act. 

39  ^'  40  VicL  c.  35  (1876)  (Customs  Act). 

§  2  (c).  Foreign  gold  and  silver  plate  imported  and  sent  to  an  assay 
office  in  the  United  Kingdom  for  assay  shall  be  marked,  in  addition  to 
the  marks  ordinarily  used  at  that  offce  for  British  plate,  with  an  F.  on 
an  oval  escutcheon,'to  denote  the  foreign  origin  of  the  plate. 


Scotland  (d). 

13  Geo.  3,  c.  59  (1773)  (e). 

§  2,  which  provided  penalties  for  counterfeiting,  &c.,  the  marks  for 
plate,  is  unrepealed  in  Scotland. 

38  Geo.  3,  c.  69  (1798)  (see  p.  617,  supra). 

§  7  (/),  which  provided  penalties  for  counterfeiting,  &c.,  the  marks 
for  plate,  is  unrepealed  in  Scotland. 

6^-7  Will.  4,  c.  69(1836). 

§  1.  Gold  plate  not  to  be  made,  sold,  or  exported,  under  18  carats 
fine,  nor  silver  under  11  oz.  2  dwt.  fine.  Penalty — Fine  not  exceeding 
100/. 

§  2.  Scotch  goldsmiths  to  send  their  names,  descriptions,  and  marks 
(to  consist  of  the  initial  letters  of  their  Christian  and  surnames,  or,  in 
the  case  of  a  partnership,  of  the  initial  letters  of  the  firm  name)  for 
registration  to  the  Goldsmiths'  Company  of  Edinburgh,  or  of  Glasgow. 
§  3.  Gold  plate  of  22  carats  fine,  and  silver  plate  of  11  oz.  2  dwt.  to 
be  sent,  marked  with  the  maker's  mark,  to  the  assay  office,  and  to  be 
there  marked  with — 

The  mark  of  the  thistle. 

A  distinct  variable  letter  to  denote  the  year. 

The  mark  of  the  assaying  company. 

(a)  The  entire  Act  but  §§  59  and  60  is  (d)  In    the   reign   of  James   III.    of 

repealed.  Scotland  (1483)  gold  22  carats  fine,  and 

{b)  The  remainder  of  the  Act  is  re-  silver  11  penny  fine  were  to  be  marked 

pealed  by  8  &  9  Vict.  o.  84,  §  2.  with  the  maker's  mark,  the  mark  of  the 

(c)  Repealed  in  part  by  53  &  54  Vict.  deacon  of  the  craft,  and  the  mark  of  the 

c.  8,  §  36.     This  re-enacts  30  &  31  Vict.  town. 

c.  82    §  24,  the  whole  of  which  Act  is  ,^  ^j^j^  ^^^  ^^^  repealed  as  to  Eng- 

repealed  by  the  present  one.     See  also  j^^^^^  by  7  &  8  Vict.  c.  22,  H-    The  first 

46  &  47  \  ict.  c.  5o,  §  10,  as  to  foreign  ^^^^^J^^^  repealed  by  the  Statute  Law 

plate      As  to  foreign  watch-cases,  see  Revision  Act,  1871. 
Merchandise  Marks  Act,  1887,  §  8,  and 

the  order  in  council  thereunder,  also  the  (/)  Repealed  as  to  England  by  7  &  8 

table  opposite.  Vict.  c.  22,  §  1. 
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622  APPENDIX  H. 

Gold  plate  of  18  carats  fine  to  be  marked  in  addition  with  18. 

Silver  plate  of  11  oz.  10  dwt.  fine  to  be  marked  in  addition  with,  the 
figure  of  Britannia. 

§§  IG  and  17  contain  certain  exemptions  from  marking-. 

§§  18,  19  and  21  contain  penalties  for  selling  or  exporting  plate  not 
duly  marked,  counterfeiting  marks,  &c.,  marking  base  metal,  &c. 

The  Act  also  contains  provisions  with  respect  to  the  assaying,  re- 
covering penalties,  &c.   ' 

The  following  statutes  mentioned  above  under  the  head  of  "England" 
are  also  in  force  in  Scotland  :  6  Geo.  1,  c.  11 ;  24  Geo.  3,  sess.  2,  c.  53  ; 
38  Geo.  3,  c.  69  ;  5^-6  Vici.  c.  47  ;  5^-6  Vict.  c.  56  ;  17  ^18  JlcL 
c.  96;   18  ^'  19  VicL  c.  60  ;  and  39  ^-  40  Vict.  c.  35. 


Ireland. 


3  Geo.  2,  c.  3  (1730)  (Irish  Act)  («). 

§  32.  Gold  and  silver  plate  not  to  be  sold  until  assayed,  touched  and 
marked. 

§  33.  Plate  to  be  assayed  by  the  Dublin  Company  of  Goldsmiths. 
Gold  of  22  carats,  and  silver  of  11  oz.  2  dwt.,  to  be  touched  by  the 
wardens  of  the  company,  and  marked  with  "  the  marks  now  usual  for 
that  purpose."  On  payment  of  duty,  the  plate  to  be  marked  with  a 
mark  to  be  appointed  by  the  Commissioners  of  His  Majesty's  Re- 
venue {/)). 

§  38.  Penalties  for  counterfeiting,  &c.,  provided. 

23  Sf  24  Geo.  3,  c.  23  (1783)  (Irish  Act). 

§  2.  No  gold  plate  to  be  made,   sold,  &c.,  except  of  22  carats,  20 
carats,  or  18  carats  fine.     Penalty — forfeiture  and  fine  of  10^. 
§  3.  The  following  marks  appointed  for  gold  of  22  carats  : 

The  mark  of  the  maker,  which  is  the  number  22,  and  the  first 

letter  of  the  maker's  Christian  and  surname.     And, 
For  Dublin  a  harp  crowned. 

Por  New  Geneva  (c),  a  like  harp  with  a  bar  across  the  strings. 
§  4.  Marks  for  gold  of  20  carats  : 
The  number  20. 
The  maker's  initials.     And, 
For  Dublin,  a  plume  with  three  feathers. 
For  New  Geneva,  a  plume  with  two  feathers. 
§  5.  Marks  for  gold  of  18  carats. 
The  number  18. 
The  maker's  initials.     And, 
For  Dublin,  an  unicorn's  head. 
For  New  Geneva,  an  unicorn's  head  with  a  collar  round  the  neck. 

(a)  This  Act  was  repealed  as  to  gold  ingly  appointed, 
by  23  &  24   Geo.  3,  c.  23,  §  1   (Irish).  (c)  This  was   a   company  of   Geneva 

It  fixed  a  standard  of  22  carats  for  gold  watchmakers,  who  established  themselves 

(^33).  in  CO.  Waterford.   They  carried  on  opera- 

(i)  The  figure  of  Hibernia  was  accord-  tions  only  from  about  1784  to  1790. 
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APPENDIX  H. 


§  6  contains  exemptions. 

§  1 1  provides  for  the  registration  of  new  marks. 

§  28  provides  penalties  for  counterfeiting,  &c. 

47  Geo.  3,  sess.  2,  c.  15  (1807). 

§  3.  Irisli  gold  plate  of  22,  20,  or  18  carats,  and  silver  plate  of  1 1  oz. 
2  dwt.,  to  be  assayed  by  the  Goldsmiths'  Company  of  Dublin,  touched 
and  marked  with  "  the  marks  now  or  hereafter  to  be  used." 

§  6.  On  payment  of  duty,  gold  and  silver  plate  to  be  marked  with 
the  King's  head  to  denote  that  this  has  been  done  {a). 

§§  14,  15,  and  16  provide  penalties  for  persons  selling  or  buying 
unmarked  plate,  or  counterfeiting,  &c.,  the  marks  used. 

The  Act  also  provides  for  the  manner  in  which  duty  is  to  be  paid, 
books  kept,  &c. 


The  following  statutes  mentioned  above  under  the  head  of  ' '  England  " 
are  also  in  force  in  Ireland  :  5  ^'  6  Vict.  c.  47  ;  5  ^'  6  Vict.  c.  56  ;  17^-18 
Vict.  e.  96  ;   18  ^'  19  Vict.  c.  60  ;   39  ^^  40  Vict.  c.  35. 


N.B.- — For  very  fiill  information  on  all  points  connected  with  Hall  Mnrks,  see 
Mr.  Chaffers'  book  on  Hall  Marks,  8th  ed.,  London,  1896. 


PEINTS  AND  ENGEAVINGS. 


8  Geo.  2,  c.  13  (1735). 

§  1.  Copyright  for  fourteen  years  given  to  "  every  person  who  shall 
invent  and  design,  engrave,  etch,  or  work,  in  mezzotinto  or  chiaro- 
oscuro,  or  from  his  own  works  and  invention  shall  cause  to  be  designed 
and  engraved,  etched,  or  worked  in  mezzotinto  or  chiaro-oscuro  "  any 
print,  "to  commence  from  the  day  of  the  first  publishing  thereof, 
which  shall  be  truly  engraved  with  the  name  of  the  proprietor  on  each 
plate,  and  printed  on  every  such  print  or  prints  "  ih).  Penalties  for 
Piracy. 


(a)  The  figure  of  Hibemia  continued 
to  be  used  in  addition. 

(J)  It  is  clearly  settled  law  that  both 
the  date  of  publication  and  the  name  of 
the  proprietor  must  appear  with  the  en- 
graving, in  order  to  enable  the  proprietor 
to  assert  his  statutory  rights,  notwith- 
etanding  BlacJcuell  v.  Harper,  2  Atk.  95  ; 
Barnard.  210  ;  and  Roicorth  v.  Tillkes,  1 
Camp.  9-1.  See  Sat/cr  v.  Dice)/,  3  Wils. 
60  ;  Harrison  v.  Hoffff,  2  Ves.  jun.  323  ; 
Thompson  v.  Symonds,  5  T.  R.  41 ;  Bonner 


V.  Field,  5  T.  R.  44 ;  Macmurdo  v.  Smith, 
7  ih.  518  ;  Xeicton  v.  Coivie,  4Bing.  234; 
Cobiaghi  v.  Ward,  12  L.  J.  Q.  B.  1  ; 
Brooks  V.  Cocks,  3  Ad.  &  Ell.  138  ;  Graves 
V.  Ashford,  L.  E,.  2  C.  P.  410  ;  Rock  v. 
Lazarus,  L.  R.  15  Eq.  104.  The  require- 
ments of  8  Geo.  2,  c.  13,  must  be  com- 
plied with  in  the  case  of  engravings 
sought  to  be  protected  under  the  Inter- 
national Copyright  Act,  1844  {~t  k9>  Vict. 
0.  12),  §  4  :  Avanzo  v.  Mudie,  10  Ex. 
203. 
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7  Geo.  3,  c.  38  (1766). 

The  former  Act  extended  in  various  respects,  including  an  extension 
of  the  term  to  twenty-eight  years. 

17  Geo.  3,  c.  b1  (1777). 
The  former  Acts  further  extended  in  various  respects. 

6  ^-  7  Will.  4,  c.  59  (1836). 
The  former  Acts  extended  to  Ireland. 


SCULPTUEES. 


54  Geo.  3,  c.  56  (1814)  (a). 

§  1.  Copyright  for  fourteen  years  given  to  "  every  person  or  persons 
"who  shall  make  or  cause  to  be  made  any  new  and  original  sculpture, 
or  model,  or  copy,  or  cast,"  to  commence  from  the  "first  putting  forth 
or  publishing  the  same :  Provided,  in  all  and  every  case,  the  pro- 
prietor or  proj)rietors  do  cause  his,  her,  or  their  name  or  names,  with 
the  date,  to  be  put  on  all  and  every  such  new  and  original  sculpture, 
model,  copy,  or  cast,  and  on  every  such  cast  from  natiu'e,  before  the 
same  shall  be  j)ut  forth  or  published"  (V). 


CLOCKS  AND  WATCHES,  &c. 

39  ^-  40  Vict.  c.  36,  §  42  (c),  (1876). 

Clocks  and  watches  and  other  metal  articles  marked  in  imitation 
of  British  marks  are  forbidden  to  be  imported  into  the  United 
Kingdom  (r/). 


METAL  BUTTONS. 


36  Geo.  3,  c.  60(e)  (1796). 

§  1  provides  penalties  for  ordering  metal  buttons  to  be  falsely  marked 
in  indication  of  quality,  and  for  purchasing  buttons  so  marked. 

(a)  The  earlier  Act,  38  Geo.  3,  c.  71  Existing  registrations  at  the  commence- 

(1798),  was  repealed  by  the  Statute  Law  ment  of  the  Act  are,  however,  preserved 

Revision  Act,  1861  (24  &  25  Vict.  c.  101).  (§  113).     The  requirements  of  54  Geo.  3, 

{b)  By  the  Registration  of  Designs  Act,  c.  56,  must  be  complied  with  in  the  case 

1850  (13  &  14  Vict.  c.  104,  §§6,7)  sculp-  of  sculptures,  &c.,  sought  to  be  protected 

tures,  &c.,  were  allowed  to  be  registered  under  the  International  Copyright  Act, 

imder  that  Act,  and  penalties  were  im-  1844  (7  &  8  Vict.  c.  12,  §  4). 

posed   for  infringement,  but  this   was  {c)  This  is  a  re-enactment,  with  some 

subject  to  the  provision  that  every  copy  variations,  of  16  &  17  Vict.  c.  107,  §  44. 

or  cast  of  the   sculpture,  &c.,  must  be  ij,  a             c-o       a     x          j.  i,           j 

V  d     'tVi  th           1  "     o-'  t       1"      f)  ^^       ®  P"   ^'-"     ^^  ^°  watches  and 

.-,      1   .      c        •  i.     i.-          -D*' Ii,    T)  J-  '  i  watch-cases,  see  also  65  7  and  8  of  the 

the  date  01  registration.    ±5y  the  ratents,  ■«»•      r       ■,■      -i.,r    i       *    j.    loo'?         ^  j.t^ 

e       A    i.   loo-fiu     A    i.    £^o-n■             1    1  Merchandise  Marks  Act,  1887,  and  the 

&c.,  Act,  1883,  the  Act  01  ISoO  IS  repealed,  r\   i      ■     r'         -i  ii,            i             r-., 

-,'       i'          '    r.          ..,•    ,1           i    i-  Order  in  Council  thereunder,  p.  5 < 3. 

and  sculptures,  &c.,within  the  protection  '  ■' 

of  the  Act  of  1814,  are  excluded  from  i^)  Repealed   in    part,    Statute    Law 

registration  for  the  future  (see  i  60).  Revision  Act,  1871. 
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§  2  provides  penalties  for  falsely  marking  buttons  in  indication  of 
quality,  and  for  offering  them  for  sale  so  marked. 

§  3.  No  marks  indicative  of  quality  are  to  be  placed  upon  metal 
buttons,  except  the  words  "  gilt,"  or  "plated,"  respectively. 

§  4.  The  words  "double  gilt"  and  "treble  gilt"  maybe  placed  upon 
buttons  gilt  to  a  specified  degree. 

§  7  declares  what  quality  is  required  to  constitute  a  "gilt"  or 
"plated"  button. 

The  Act  also  contains  provisions  with  respect  to  procedure,  &c. 


GUN-BAEEELS. 


By  Royal  Charter,  1637,  "The  Master,  Wardens  and  Society  of  the 
Mystery  of  Gunmakers  of  the  City  of  London  "  were  incorporated, 
proof  marks  assigned  to  them,  &c. 

53  Geo.  3,  c.  115(a)  (1813). 

§  4  incorporates  "The  Guardians,  Trustees  and  "Wardens  of  the 
Gun-Barrel  Proof  House  of  the  Town  of  Birmingham." 

§  7  appoints  Birmingham  proof  marks  {b). 

18  ^-  19  Vict.  c.  cxlviii.  (1855)  (Local),  "The  Gun-Barrel  Proof  Act, 
'1855  "(c). 

§  9  repeals  the  former  Acts. 

§  1 2  continues  the  incorporation  of  the  Birmingham  Company,  under 
the  name  of  "  The  Guardians  of  the  Birmingham  Proof  House." 

Many  provisions  follow  for  the  regulation  of  the  Birmingham 
Company. 

31  8^-  32  Vict.  c.  cxiii.  (1868)  (Local),  "The  Gun-Barrel  Proof  Act, 
1868." 

§  9  repeals  the  Act  of  1855. 

§  12  continues  the  incorporation  of  "the  Guardians  of  the  Bir- 
mingham Proof  House."  Many  provisions  follow  for  the  regulation 
of  the  Birmingham  Company. 

§  107.  The  London  and  Birmingham  Companies  to  receive,  prove, 
mark,  and  deliver  barrels  brought  to  them  for  proof. 

§  116.  Barrels  to  be  proved  according  to  Eules,  Eegulations,  and 
Scales  in  Schedule  B  to  Act. 

§  117.  Power  given  to  the  two  companies,  with  approval  of  Secretary 
for  War,  to  repeal  or  alter  Eules,  &c.,  and  to  make  and  alter  any  new 
Eules,  &c. 

§§  121,  122.  Penalties  for  offences  with  respect  to  proof  marks. 

Schedule  B  provides  proof  and  other  marks  for  the  two  companies. 


(rt)  Repealedby  18  &  19  Vict.c. cxlviii.,  but  was  also  repealed  by  18  &  19  Vict. 

§  9  (Local).  c.  cxlviii.,  §  9  (Local). 

{b)  55  Goo.  3,  c.   59  (1815),  further  {c)  Repealed  by  31  &  32  Vict.  c.  cxiii. 

regTolated  the  marking  of  giin-barrels,  (Local). 

ss2 
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Rules  and  Regulations  of  December  1887  made  hy  the  two  companies, 
"with,  the  approval  of  the  Secretary  for  War,  under  the  autliority  of 
the  Act  of  1868.     (See  London  Gazette  for  January  3rd,  1888,  p.  IG.) 

These  repeal  the  Rules,  &c.,  in  Schedule  B  to  the  Act,  and  contain 
new  Rules,  Regulations,  and  Scales  for  proving  and  marking  gun- 
harrels,  and  provide  proof  marks,  view  marks,  and  provisional  proof 
marks  for  the  two  companies. 


CHAIN  CABLES  AND  ANCHORS. 

27  ^-  28  Vict.  c.  27  (1864) ;  34  Sf  35  Vict.  c.  101  (1871) ;  35  ^  36  Vict. 

"  c.  30  (1872) ;  and  37  \  38  Vict.  c.  51  (1874),  regulate  the  testing, 

proving,  and  marking  of  chain  cables  and  anchors,  and  provide 

penalties  for  falsely  marking,  &c. 

By  §  4  of  the  Act  of  1874,  every  contract  for  the  sale  of  a  chain 

cable  implies,  in  the  absence  of  an  express  stipulation  to  the  contrary, 

that  the  cable  has  been  duly  tested  and  marked. 


PLAYING  CARDS. 


25  ^^  26  Vict.  c.  22  (1862). 

§§  28 — 37  provide  that  playing  cards  are  to  be  sold  in  separate  packs, 
enclosed  in  -wrappers  to  be  provided  by  the  Commissioners  of  Inland 
Revenue,  on  which  the  duty  chargeable  and  the  name  of  the  maker 
are  to  be  marked.     Penalties  for  frauds,  «S:c. 

16  cV  17  Vict.  c.  107  (1853). 

§§  114,  115.  Imported  playing  cards  are  to  be  sold  in  separate  packs, 
to  be  inclosed  in  proper  wrappers  to  be  provided  by  the  Commissioners 
of  Inland  Revenue. 

§  116.  Penalties  for  counterfeiting,  &c.,  such  wrappers. 


PAINTINGS,  DRAWINGS,  AND  PHOTOGRAPHS. 

25  §•  26  Vict.  c.  68  (1862),  "  Copyright  for  Works  of  Art  Act." 

§  7.  By  this  section  it  is  forbidden   to   do  any  of   the   following 
acts  : — 

1.  Fraudulently  sign  any  painting,  drawing,  photograph,  or  negative 

with  any  name,  initials,  or  monogram. 

2.  Fraudulently  sell,  publish,  &c.,  any  painting,  &c.,  marked  with 

the  name,  &c.,  of  a  person  who  did  not  execute  such  work. 

3.  Fraudulently   utter   any   copy  or   colourable    imitation   of    any 

painting,   &c.,   whether  the  subject  of  subsisting  copyright  or 
not,  as  having  been  executed  by  the  author  of  the  original. 
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4.  Where   the   author   of  any  painting,  &c.,  has  parted  with  the 

possession  of  the  work,  and  the  work  is  altered  by  any  other 

person,  it  is  forbidden,  during  the  life  of  the  author,  to  make, 

sell,  publish,  &c.,  such  work  or  a  copy  of  it  so  altered  as  or  for 

the  unaltered  work  of  the  author. 

The  section  provides  penalties  for  offenders  against  its  provisions, 

but   limits   the   time   during  which  they  can  be   incurred  to  within 

twenty  years  after  the  death  of  the  person  whose  works  have  been 

wrongfully  dealt  with. 


HOPS. 

54  Geo.  3,  c.  123  («)  (1814). 

§  1.  Growers  of  hops  are  to  mark  the  bags,  in  letters  of  specified 
dimensions,  with  their  names,  and  the  names  of  the  parish  and  county 
in  which  the  hops  were  grown,  before  putting  the  hops  into  the  bag. 
Penalty  for  putting  in  the  hops  before  marking  the  bag. 

29  i^'  30  Vict.  c.  37  (1866),  "The  Hop  (Prevention  of  Frauds)  Act, 
1866." 

§  2.  Growers  of  hops  are  to  mark  each  bag,  in  addition  to  their  own 
name  and  the  names  of  the  parish  and  county,  with  the  year  in  which 
the  hops  were  grown,  the  progressive  number  of  the  bag,  and  its 
weight. 

Penalties  are  provided  for  not  marking,  falsely  marking,  wilfully 
altering  marks,  &c.  (b). 

§  18.  The  vendor  is  to  be  deemed  to  contract  that  the  marks  are 
genuine. 

§  20.  The  provisions  of  the  Merchandise  Marks  Act,  1862,  §§  23 
and  24,  are  incorporated. 


LINEN. 

17  Geo.  2,  c.  30(c)  (1743). 

§  1.  Penalties  provided  for  stamping  foreign  linens  in  imitation  of 
British  or  Irish,  and  for  placing  counterfeit  stamps  on  British  or  Irish 
linens. 

[a)  Tliis  Act  is  repealed  in  part.     The  to  mark  the  name  of  the  pari.sh  and 

former    Acts,    now  repealed,    were    14  county  in  which  the  hops  were  grown. 
Geo.   3,  c.  68,  under  which  the  excise  (4)  See  E.  v.  Morffan,  1  Trade  Marks, 

officer  was  to  mark  each  bag  of  hops  with  313,in  which  the  defendant  was  convicted 

the  weight  of  hops,  the  name  and  place  at  the  Wandsworth  Police  Court,  on  May 

of  abode  of  the  grower,  and  the  date  of  18th,  1878,  of  selling  inferior  hops  in  the 

the  year;  39  &  40  Geo.  3,  c.  81,  under  bags  and  as  the  hops  of  a  well-known 

which  the  grower  was  himself  to  mark  grower,  under  ^  6  of  the  above  Act,  and 

his  name  and  place  of  abode  ;  the  excise  iiued  10/.,  the  maximum  penalty  ;  44/., 

officer  the  weight,  date,  and  progressive  the  value  of  the  hojjs  ;  and  10/.  lOs.  costs, 
number  of  thebag;  and48Geo.  3,  c.  134,  (c)  Repealed  as  to  Scotland  by  4  Geo. 

under  which  the  owner  was  in  addition  4,  c.  40,  ^  1. 
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18  Geo.  2,  c.  24(«)  (1744). 

§  1 .  Linens  to  be  stamped  must  be  sworn  to  be  of  the  manufacture 
of  [Scotland  or]  Ireland. 

§  2  {h).  No  bounty  to  be  paid  on  British  or  Irish  linens  exported,  but 
on  such  as  are  marked  at  both  ends  of  every  piece  with  the  name  and 
place  of  abode  of  the  maker,  the  year  of  maniifaeture,  the  number  of 
the  piece  in  rotation,  the  name  and  place  of  abode  of  the  exporter  or 
seller  for  exportation ;  and  unless  the  ends  are  also  marked  with  the 
month  and  year  when,  and  the  name  of  the  port  at  which,  the  linens 
are  entered  for  exportation.  The  marks  to  be  stamped  with  lamp 
black  and  burnt  oil. 

Penalties  for  falsely  stamping,  &c. 

4  Geo.  4,  c.  40  (1823)  (Scotland). 

§  3.  Every  manufacturer  or  weaver  of  linen  and  dealer  in  linen  in 
Scotland  may  weave  his  name,  or  fix  any  mark  or  seal,  in  any  piece  of 
linen  of  his  make,  to  denote  the  length,  breadth,  or  quality  of  the 
linen,  or  the  maker's  name.     Penalties  for  counterfeiting. 

5  ^'  6  Will.  4,  c.  27  (1835)  (Ireland). 

§  4.  Across  each  end  of  every  piece  of  linen  offered  for  sale  in  open 
fair  or  market  in  Ireland  there  are  to  be  woven  two  coarse  threads  or 
cords  at  a  distance  of  one-fourth  of  an  inch,  and  close  to  such  threads 
or  cords  on  each  end  are  to  be  written  the  christian  name,  surname, 
and  place  of  residence  of  the  weaver  or  manufacturer,  and  on  the 
outside  fold  of  every  piece  its  length  and  breadth. 

§  14.  The  Lord  Lieutenant  to  appoint  a  committee  of  twelve  in  each 
county,  to  superintend  the  brown  linen  trade. 

§  19.  The  committee  in  each  county  to  prescribe  the  form  and  device 
of  the  seal  or  stamp  to  be  used  by  the  county  sealmaster  of  brown  linen. 

§  21.  The  sealmaster  shall  affix  to  each  piece  of  brown  linen  brought 
for  the  purpose,  and  which  shall  be  in  accordance  with  the  Act,  an 
impression  of  the  seal,  in  black,  red,  or  blue ;  and  shall  also  mark 
with  the  same  ingredients  on  the  back  of  each  piece  its  length,  breadth, 
name  of  sealmaster,  and  the  parish  and  county  where  he  resides,  or 
the  name  of  the  market  town  to  which  he  is  appointed. 

Eegulations  for  sales,  penalties  for  frauds,  &c. 

{a)  Repealed  as  to  Scotland  by  4  Geo.  {h)  Repealed  as  to  bounty  by  6  Geo.  4, 

4,  c.  40,  \  1.  c.  105. 


MARKS  ON  SPECIAL  CLASSES  OF  GOODS. 


631 


PUBLIC  STORES. 

38  ^  39  Vict.  c.  25  (a)  (1875),  "The  Public  Stores  Act,  1875." 

§  4.  The  marks  described  in  the  First  Schedule.tothe  Act  are  appro- 
priated to  denote  Her  Majesty's  property.  Penalty  for  unauthorised 
use  of  such  marks. 

§  5.  Penalty  provided  for  obliteration  of  marks. 

§  6.  Penalty  for  unlawful  possession  of  public  stores  (b). 


{a)  This  Act  repealed  the  following 
Acts,  by  which  the  Public  Stores  had 
previously  been  regulated  : — 9  Will.  3, 
c.  41  (1697)  ;  this  Act  provided  penalties 
for  forging  the  King's  marks,  or  having 
in  possession  goods  so  marked  ;  9  Geo.  1, 
c.  8  (I7'22);  this  Act  modified  the  penal- 
ties contained  in  the  former  Act;  17 
Geo.  2,  c.  40,  §  10  (1743)  ;  this  provided 
for  the  trial  of  offences  against  these  Acts 
before  any  judge,  justice,  or  justices  at 
assizes,  or  justices  of  the  peace  at  general 
quarter  sessions  ;  39  &  40  Geo.  3,  c.  89 
(1800);  this  Act  provided  penalties  for 
selUug  or  having  in  possession  goods 
marked  with  the  marks  specified,  or 
defacing,  &c.,  such  marks  ;  54  Geo.  3, 
c.  6U  (1814)  ;  this  extended  the  provisions 
of  the  former  Acts  to  cordage  wrought 
■with  worsted  threads ;  54  Geo.  3,  c.  159, 
§  10  (1814)  ;  this  provided  a  penalty 
for  sweeping  for  lost  anchors,  cables,  &c., 
belonging  to  the  King's  service ;  55 
Geo.  3,  c.  127  (1816)  ;  this  extended  the 
previous  Act  to  include  all  public  stores  ; 
30  &  31  Vict.  c.  128  (1867),  "The  War 
Department  Stores  Act,  1867  "  ;  and 
32  &  33  Vict.  c.  12  (1869),  "  The  Naval 
Stores  Act,  1869."  The  following  Acts 
have  also  from  time  to  time  regulated 
Naval  Stores:— 25  &  26  Vict.  c.  64, 
"The  Naval  and  Victualling  Stores  Act, 
1862"  ;  27  &  28  Vict.  c.  91,  "  The  Naval 
and  Victualling  Stores  Act,  1864"; 
30  &  31  Vict.  c.  119,  "The  Naval 
Stores  Act,  1867  "  ;  all  of  which  Acts 
were  previously  repealed. 

(b)  It  has  been  repeatedly  decided  that 
on  an  indictment  under  9  &  10  Will.  3, 
c.  41,  for  being  unlawfully  in  possession 
of  marked  stores,  the  prisoner  cannot  be 
convicted  unless  he  is  in  jjossession  with 

knowledge  of  the  marks.    See  It.  v. , 

Poster,  (Jr.  Gas.  439  ;  M.  v.  Banks,  1  Esp. 
144  ;  Jt.  V.  Willmett,  3  Cox,  281  ;  R.  v. 
Cohen,  8  Cox,  A\;  R.\.  Sleep,  8  Cox,  472. 
In  R.  v.  IkinlcK,  it  was,  indeed,  held  by 
LordKenyon,  C.  J.,  that  it  was  sufiicicnt 


for  the  prosecution  to  prove  the  finding 
of  the  marked  goods  in  the  jJrisoner's 
possession,  the  prisoner  being  allowed  to 
obtain,  acquittal  by  provinghis  ignorance ; 
but  it  is  now  for  the  prosecution  to  prove 
the  knowledge  in  the  afiRrmative.  See  R. 
V.  WUlmett,  3  Cox,  281  ;  R.  v.  Cohen, 
8  Cox,  41  ;  R.  v.  mej),  ib.  472.  Thus, 
in  R.  V.  O'Brien,  15  L.  T.  N.  S.  419, 
it  was  held  that  for  a  conviction  of 
persons  in  charge  of  closed  and  fastened 
cases,  containing  marked  goods,  to  be 
obtained,  it  must  be  proved  that  they 
knew  that  the  goods  in  the  cases  were 
marked.  Such  knowledge  may,  however, 
be  presumed  by  the  jury  from  the  cir- 
cumstances attending  the  possession :  R. 
V.  Sleep,  8  Cox,  472.  Although  a  speci- 
fied certificate  was  required  by  9  &  10 
Will.  3,  c.  41,  to  justify  possession  of 
marked  goods,  it  was  held  that  another 
form  of  certificate  might  be  accepted 
{R.  V.  Wilbnett,  3  Cox,  281),  or  even  the 
-certificate  be  dispensed  with  altogether 

[R.  V.  ,  Foster,  Cr.  Cas.  439  ;  R.  v. 

Banks,  1  Esp.  144),  there  being  no  proof 
of  knowledge. 

Possession  by  a  railway  company  for 
purpose  of  transfer,  on  behalf  of  the 
prisoner,  is  such  a  possession  by  the 
prisoner  as  to  justify  a  conviction :  R.  v. 
Sunley,  8  Cox,  179.  And  see  R.  v.  Sleep, 
8  Cox,  472,  as  to  the  words  "receive  or 
have"  in  9  &  10  Will.  3,  c.  41;  and 
R.  V.  Cole,  8  East,  P.  C.  767,  as  to  the 
necessity  for  the  marked  articles  to  be 
found  in  the  defendant's  possession.  In 
R.  V.  Willmeit,  3  Cox,  281,  it  was  held 
that  a  man  could  not  be  held  criminally 
responsible  for  the  act  of  his  servants, 
who  had,  without  his  knowledge,  im- 
properly taken  marked  goods  into  his 
warehouse. 

As  to  the  exception  in  favour  of  con- 
tractors and  contractors'  servants,  see  R. 
v.  Sileersides,  3  Q,.  B.  406  ;  and  R.  v. 
Fitzgerald,  43  C.  C.  C.  Sess.  Pap.  369. 


[First  Schedule. 
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FiBST  Schedule. 
Marks  appropriated  for  use  in  or  on  Her  Majesty's  Stores. 


STORES. 

Hempen  cordage  and  wire  rope. 


Canvas,    fearnought, 
and  seamen's  bags. 
Buntin. 
Candles. 


hammocks, 


Timber  or  metal. 

Any  stores  not  before  enumerated 

whether  similar  to  the  above  or 

not. 


,) 


MARKS. 

White,  black,  or  coloured  worsted 
threads  laid  up  with  the  yarns 
and  the  wire  respectively. 

A  blue  hue  in  a  serpentine  form. 

A  double  tape  in  the  warp. 

Blue  or  red  cotton  threads  in  each 
wick  or  wicks  of  red  cotton. 

The  name  of  Her  Majesty,  her 
predecessors,  her  heirs  or  suc- 
cessors, or  of  any  public  de- 
partment or  any  branch  thereof, 
or  the  broad  arrow,  or  a  crown, 
or  Her  Majesty's  arms,  whether 
such  broad  arrow,  crown,  or 
arras  be  alone  or  be  in  combi- 
nation with  any  such  name  as 
aforesaid,  or  with  any  letters 
denoting  any  such  name. 
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UNITED  STATES  STATUTE  LAW. 


ACT  OF  CONGEESS  OF  1870(a). 

§  77  (b).  And  he  it  further  enaotecl,  that  any  person  or  firm  domiciled 
in  the  United  States,  and  any  corporation  created  by  the  authority  of  the 
United  States,  or  of  any  State  or  Territory  thereof,  and  any  person,  firm, 
or  corporation  resident  of  or  located  in  any  foreiyn  country  ivhich,  by 
treaty  or  convention,  affords  similar  privileges  to  citizens  of  the  United 
States,  and  who  are  entitled  to  the  exclusive  use  (c)  of  any  laivful  trade 
mark,  or  tvho  intend  to  adopt  and  use  any  trade  mark  (^d),  for  exclusive 
use  ivithin  the  United  States,  may  obtain  protection  for  such  laivful  trade 
mark  (e)  by  complying  with  the  following  requirements  (_/),  to  ivit : — 

First — By  causing  to  be  recorded  in  the  Patent  Office  (g),  the  names  of 
the  parties  and  their  residences  and  place  of  business  (Ji),  ivho  desire  the 
protection  of  the  trade  mark. 

Second — The  class  of  merchandise  if)  and  the  particular  description  of 
goods  {k)  comprised  in  such  class,  by  which  the  trade  mark  has  bee?i  or  is 
intended  to  be  appropriated. 

Third — A  description  of  the  trade  mark  itself  (l)  with  facsimiles 
thereof  (m)  and  the  mode  in  which  it  has  been  or  is  intended  to  be  applied 
and  used  («). 

Fourth — The  length  of  time,  if  any,  during  which  the  trade  mark  has 
been  used  (o). 

Fifth — The  payment  of  a  fee  of  twenty-five  dollars,  in  the  same  manner 
and  for  the  same  purpose  as  the  fee  required  for  patents  (p). 

Sixth — The  compliance  ivith  such  regulations  as  may  be  prescribed  by 
the  Commissioner  of  Patents  {q). 

Seventh — The  filing  of  a  declaration  ir),  under  the  oath  of  the  person 
or  of  some  member  of  the  firm  or  officer  of  the  corporation,  to  the  ejfect  that 
the  party  claiyniyig  protection  for  the  trade  mark  has  a  right  to  the  use  of 
the  same,  and  that  no  other  person,  firm,  or  corporation,  has  the  right  to 
such  use  either  in  the  identical  form,  or  having  such  fiear  resefnblance 
thereto  as  might  be  calculated  to  deceive  («),  and  that  the  description  and 
facsimiles  presented  for  record  are  true  copies  of  the  trade  mark  sought  to 
he  protected. 

(a)  Although  this  Act  is  no  longer  in  force,  the  Act  of  1881  liaving  been  sulwti- 
tuted  for  it,  it  is  thought  adviwablo  to  print  the  earlier  Act,  in  order  that  the  efFect 
of  the  decisions  upon  it  may  not  be  inisapprehonded.  In LeiUcrndurf  v.  Flint  (1), 
8  Biss.  327,  the  validity  of  the  Act  of  1870  was  questioned  by  the  United  States 
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Circuit  Court,  on  the  ground  that  the  constitution  of  the  United  States  did  not 
authorise  legislation  by  Congress  on  the  subject  of  trade  marks,  except  such  as  had 
been  actually  used  in  commerce  with  foreign  nations,  or  with  the  Indian  tribes ; 
and  in  U.  S.  v.  Steffcus,  100  U.  S.  82,  the  Act  was  formally  declared  by  the  Supreme 
Court  to  be  on  this  ground  unconstitutional  and  invalid.  But  this  does  not  entitle 
persons  registered  under  the  invalid  Act  to  recover  back  the  fees  paid  by  them 
{Woodman  v.  U.  S.,  15  Ct.  of  CI.  511),  though  they  will  be  credited  with  such  fees 
when  applying  for  registration  under  the  new  Act.  See  Act  of  1881,  §  6,  infra. 
Nor  does  the  invalidity  of  the  Act  justify  the  disregard  of  injunctions  granted  under 
the  general  jurisdiction  of  the  Court :  U.  S.  v.  lioche,  1  McCrary,  385.  And  it  has 
been  held  that  registration  of  a  mark  under  the  invalid  Act,  even  without  re-regis- 
tration under  the  Act  of  1881,  is  suflBcient  to  prevent  registration  of  a  similar  mark 
under  the  new  Act  of  1881 :  £x  parte  Lyon,  JJupuy  ^-  Co.,  28  U.  S.  Pat.  Gaz.  191. 
Since  the  passing  of  the  Act  of  1870,  it  has  been  considered  in  the  U.  S.  Patent 
Oiiice  that,  while,  on  the  one  hand,  the  benefits  of  registration  as  trade  marks  were 
to  be  reserved  for  trade  marks,  and  for  trade  marks  only  [e.  y.,  in  In  re  Parker, 

13  U.  S.  Pat.  Gaz.  323,  registration  as  a  trade  mark  was  refused  to  that  which 
could  at  most  amount  to  a  design),  so,  on  the  other  hand,  it  was  only  by  registering 
them  as  trade  marks,  and  not  by  patenting  them  as  designs  {Ex  parte  Kiny,  U.  S. 
Pat.  Comm.  Decis.  1870,  109  ;  In  re  Whyte,  xh.  1871,  304)  or  registering  them  as 
labels  {In  re  Gudillut,  6  U.  S.  Pat.  Gaz.  641  ;  In  re  Simpson  i|-  Sons,  10  ib.  333  ; 
£j-  parte  Davids  i^-  Co.,  16  ib.  94;  Ex  jjarte  Schumacher  ^-  Ettlinyer  {\),  19  ib.  791) 
that  statutory  protection  could  be  obtained  for  trade  marks.  Descriptive  woi'ds, 
not  registrable  as  trade  marks,  were  properly  allowed  to  be  registered  as  labels : 
Ex  parte  Waefertiny,  16  ib.  764;  Ex  parte  Briyham,  20  ih.  891  ;  Ex  parte  Lutz,  33  ib. 
1389.  And  see  In  re  Park,  12  ib.  2,  in  which  it  was  sought  to  register  as  part  of  a 
label  a  device  for  which  the  applicant  had  previously  sought  regi.-tration  as  a  trade 
mark.  In  U.  S.  v.  Marble,  22  ib.  1366,  however,  the  Supreme  Court  of  Columbia 
held  that  the  Commissioner  of  Patents  had  no  authority  to  refuse  registration  to  a 
label  merely  on  the  ground  that  it  might  have  been  registered  as  a  trade  mark ;  but 
in  the  later  case  of  Ex  parte  Schumacher  &;  Ettlinyer  (2),  22  ih.  1291,  the  Commissioner 
again  refused  registration  as  labels  to  what  he  considered  to  be  trade  marks  ;  and  in 
Ex  parte  Jloodie,  28  ib.  1271,  and  Ex  parte  TViesel,  36  ib.  689,  the  Commissioner 
repeated  this  decision,  and  his  course  was,  in  the  former  case,  upheld  on  appeal  by 
the  Supreme  Court  of  Columbia  in  Jloodie  v.  Butti-rivorth,  28  ib.  1271.  The  Federal 
Courts  have  also  held  that  a  trade  mark  must  be  registered  as  such,  and  not  copy- 
righted as  a  label:  Schumacher  ^-  Ettlinyer  v.  Woyram,  35  Ped.  Eep.  210.  It  is  for 
the  Commissioner  to  decide  whether  what  is  presented  to  him  is  a  trade  mark  or  a 
label:  Moodie  v.  Butter  worth,  28  U.  S.  Pat.  Gaz.  1271. 

(A)  See  Act  of  1881,  §§  1,  2. 

(V)  In  McElicee  v.  Blackwell,  15  U.  S.  Pat.  Gaz.  658,  it  was  held  that,  although 
where  registration  had  been  wrongfully  granted  to  one,  it  might  subsequently  be 
properly  granted  to  another  who  was  really  entitled  to  the  exclusive  use,  yet  it  would 
not  be  granted  to  another  who  was  not  entitled  to  the  exclusive  use,  even  though  he 
might  be  entitled  to  use  the  mark  to  some  extent.  And  see  Wriylit  v.  Simpson,  15  ib. 
968  ;  also  Sory  v.  Wehh,  16  ib.  910,  as  to  admissions  of  right  in  another;  and  Yale 
Cigar  Manufacturiny  Co.  v.  Yale,  30  ib.  1183. 

{d)  Under  these  words  a  new  trade  mark  might  be  registered  prior  to  any  actual 
use  :  In  re  Rothschild,  7  U.  S.  Pat.  Gaz.  220.     And  see  Hoosier  Erill  Co.  v.  Inyels, 

14  ib.  785.  This  is  not  the  case  under  the  Act  of  1881.  See  §$  1  and  2,  and  Ex  parte 
Strasburyer  ^-  Co.,  20  ib.  155. 

{e)  As  to  what  is  a  lawful  trade  mark,  see  infra,  §  79.  Registration  cannot  make 
a  lawful  trade  mark  out  of  that  which  does  not  contain  the  necessary  elements  : 
Moorman  v.  Iloge,  2  Sawy.  78  ;  Schumacher  ^-  Ettlinyer  v.  Schwenke  (2),  36  U.  S.  Pat. 
Gaz.  457  ;  but  by  §  7  of  the  Act  of  1881  registration  is  prima  facie  evidence  of 
ownership.  It  has  been  doubted  whether  the  use  of  a  registered  trade  mark  can  be 
restrained  :  Becker  v.  Eecker,  52  How.  Pr.  218  ;  but  in  Glen  Cove  Manufacturiny  Co. 
v.  Lutleman,  23  Bl.  C.  C.  46,  an  injunction  was  granted  in  such  a  case.  See  also 
Schumacher  ^-  Ettlinyer  v.  Schiienke  (2),  36  U.  S.  Pat.  Gaz.  457.  Separate  registra- 
tion must  be  obtained  for  each  mark  which  differs  from  another  by  the  addition  of  a 
symbol;  e.g.,  "X,"  "XX,"  "XXX,"  were  held  to  require  separate  registration: 
In  re  Enylish,  U.  S.  Pat.  Comm.  Decis.  1870,  142.  And  see  In  re  Eayle  Pencil  Co., 
10  U.  S.  Pat.  Gaz.  981. 

(/)  Absolute  compliance  with  these  requirements  is  necessary  on  the  part  of 
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applicants  :  In  re  Hanhinson,  8  U.  S.  Pat.  G-az.  89.  But  it  is  not  necessary  tliat  the 
very  words  of  the  Act  should  be  cited,  so  long  as  the  spirit  of  it  is  satisfied  :  In  re 
J^'idvard  ^-  Slicehan,  8  ib.  143. 

{g)  In  Lacroix  v.  EscohaJ,  37  La.  Ann.  533,  it  was  held  that  a  French  citizen,  who 
had  not  deposited  his  mark  in  the  U.  S.  Patent  Office,  as  required  by  the  Convention 
of  1869  between  the  United  States  and  France,  was  not  entitled  to  maintain  an 
action  for  infringement.  But  see  Sociote,  ^r.,  de  la  Bvnklictine  v.  Mkalovitch, 
36  Alb.  L.  J.  364. 

(A)  The  registration  of  the  name,  &c.,  of  a  firm  has  been  held  to  be  sufficient, 
without  giving  the  particulars  as  to  each  of  the  partners :  Smith  v.  Reunolds  (2),  10 
BL  C.  C.  100. 

(t)  This  requirement  has  been  interpreted  to  exclude  from  registration  the  marks 
of  persons  other  than  manufacturers  or  merchants,  e.g.,  a  carpet  cleaner  :  In  re 
Ilankinsoii,  8  U.  S.  Pat.  Gaz.  89. 

(k)  It  has  been  held  that  a  description  of  the  class  and  goods  as  "paints"  is 
sufficient  {Siuith  v.  Rciiiiolils  (2),  10  Bl.  C.  C.  lOU)  ;  and  so  with  "alcoholic  spirits" 
[In  re  Boehm  ^-  Co.,  8  U.  S.  Pat.  Gaz.  319) ;  but  that  "  fancy  goods"  is  insufficient, 
as  being  too  general  a  term  :  In  re  Lisner,  13  ib.  455.  Different  persons  may  register 
the  same  trade  mark  for  different  descriptions  of  goods  even  in  the  same  class  :  Sorq 
V.  WeM,  16  ib.  910.  In  Smith  v.  Reynolds  (2),  10  Bl.  C.  C.  100;  and  S.  C.  (3),  13  ib. 
458,  it  was  held  that  a  firm  who  had  registered  a  trade  mark  for  "  paints"  were  not 
entitled  to  restrain  the  use  of  the  mark  on  white  lead  by  another  firm  who  had  used 
the  mark  on  that  variety  of  paint  before  the  plaintiffs  had  used  or  registered  their 
mark  ;  and  in  the  former  case  it  was  held  that  the  registration  being  bad  as  to  white 
lead  was  bad  in  toto,  though  but  for  that  it  might  have  been  good. 

{I)  The  trade  mark  must  be  sufficiently  described  for  it  to  be  possible  to  clearly 
distinguish  between  the  essential  and  non-essential  elements:  In  re  Volta  Belt  Co., 
8  U.  S.  Pat.  Gaz.  144. 

(w)  The  facsimile  limits  the  verbal  description  of  the  mark:  Biike  v.  Green,  16 
U.  S.  Pat.  Gaz.  1094. 

{ii)  The  previous  user  of  the  applicants  or  their  derivative  title  must  be  stated: 
Ex  parte  Consolidated  Fruit  Jar  Co.,  16  U.  S.  Pat.  Gaz.  679.  Only  one  example  of 
the  mode  of  use  will  be  admitted :  In  re  Kimball,  11  ib.  1109.  And  see  Smith  v. 
Retinoids  (2),  10  Bl.  C.  C.  100. 

(o)  See  Ex  parte  Consolidated  Fruit  Jar  Co.,  16  U.  S.  Pat.  Gaz.  679. 

{]})  A  fee  paid  can  only  be  recovered  when  it  was  paid  by  actual  mistake,  e.g.,  a 
payment  in  excess,  or  one  not  requhed  by  law.  When,  therefore,  an  application 
has  failed  because  the  jDroposed  mark  was  not  registrable,  the  fee  paid  cannot  be 
recovered,  although  a  renewed  application  for  the  registration  of  an  essentially 
different  mark  has  proved  successful:  In  re  Block  S;  Co.,  14  U.  S.  Pat.  Gaz.  235. 
See  note  («),  supra,  as  to  crediting  fees  paid  under  this  invalid  Act. 

{q)  See  ^81,  infra,  and  note  thereto. 

(r)  As  to  the  necessity  for  the  filing  of  this  declaration,  and  for  the  production 
of  sufficient  evidence  of  it  on  a  trial  for  infringement,  see  Smith  v.  Reynolds  (1), 
10  Bl.  C.  C.  85,  where  an  injunction  was  refused  on  the  ground  of  a  deficiency  of 
such  evidence. 

(s)  A  declaration  that  no  other  person,  firm,  or  corporation  has  a  right  to  the  use 
of  the  same,  or  substantially  the  same,  mark,  is  a  sufficient  compliance  with  this 
requirement :  In  re  I'ldvard  S;  Sheehan,  8  U.  S.  Pat.  Gaz.  143. 

§  78  («).  A7icl  he  it  further  enacted,  that  such  trade  mark  shall  remain 
in  force  for  thirty  years  from  the  date  of  such  registration,  except  in  cases 
where  such  trade  mark  is  claimed  for  and  applied  to  articles  not  manu- 
factured in  this  country,  and  in  lohich  it  receives  protection  tinder  the  laws 
of  any  foreign  country  for  a  shorter  'period,  in  which  case  it  sliall  cease  to 
have  any  force  in  this  country  hy  virtue  of  this  Act,  at  the  same  time  that 
it  becomes  of  no  effect  elsewhere,  and  during  the  period  that  it  remains  in 
force  it  shall  entitle  the  person,  firm,  or  corporation  registering  the  same  to 
the  exclusive  use  thereof,  so  far  as  regards  the  description  of  goods  to  wJiich 
it  is  appropriated  in  the  statement  filed  under  oath  as  aforesaid,  and  no 
other  person  shall  lawfully  use  the  same  trade  mark,  or  substantially  the 
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same,  or  so  nearly  resembling  it  as  to  be  calculated  to  deceive,  upon  sub- 
stantially/ the  same  description  of  goods  {b).  Provided  that  six  months 
prior  to  the  expiratio7i  of  the  said  term  of  thirty  years,  application  may  be 
made  for  a  renewal  of  such  registration,  tinder  regulations  to  be  prescribed 
by  the  Commissioner  of  Patents,  and  the  fee  for  such  renewal  shall  be  the 
same  as  for  the  original  registration,  certificate  of  such  renewal  shall  be 
issued  in  the  same  manner  as  for  the  original  registratioii,  aiid  such  trade 
mark  shall  remain  in  force  for  a  further  term  of  thirty  years  :  And  pro- 
vided further,  that  nothing  iti  this  section  shall  be  construed  by  any  Court 
as  abridging  or  in  any  manner  affecting  iinfavourably  the  claim  of  any 
person,  firm,  coiporation,  or  company  to  any  trade  mark  after  the  expira- 
tion of  the  term  for  which  such  trade  mark  ivas  registered. 

{a)  See  Act  of  1881,  §J  5,  7,  11. 

(i)  See  Stcrnherger  v.  Thalheimer,  3  U.  S.  Pat.  G-az.  120,  where  the  same  mark 
was  registered  in  two  names  ;  and  McElwee  v.  BJackivell,  15  ib.  658. 

§  79  («).  And  be  it  further  enacted,  that  any  person  or  coyporationicho 
shall  reproduce,  copy,  counterfeit,  or  imitate  any  such  recorded  trade  mark, 
and  affix  the  same  to  goods  of  substantially  the  same  description,  /properties, 
and  qualities  as  those  referred  to  in  the  registratio7i  (b),  shall  be  liable  to 
an  action  on  the  case  for  damages  for  such  unlaivful  use  of  such  trade  mark 
at  the  suit  of  the  owner  thereof  in  any  Court  of  competent  jurisdiction  in 
the  United  States,  and  the  jjarty  aggrieved  shall  also  have  his  remedy 
according  to  the  course  of  equity  to  enjoin  the  icrojigfid  use  of  his  trade 
mark,  and  to  recover  compensation  therefor  in  any  Court  having  jurisdic- 
tion over  the  perso7i  guilty  of  such  wro))gful  use  (c).  The  ConDnissioner  of 
Patents  {d)  shall  not  receive  and  record  any  proposed  trade  mark  which  is 
not  and  cannot  become  a  laxvful  trade  mark  (e),  or  ivhich  is  merely  the 
name  of  a  person,  fi^-m,  or  corporation  only  (f),  unaccompanied  by  a  mark 
suffcie7it  to  distinguish  it  from  the  same  name  ivhere  usedby  other  persons, 
or  ivhich  is  identical  with  a  trade  mark  appropriated  to  the  same  class  of 
merchandise  and  belonging  to  a  different  owner  and  already  registered  or 
received  for  registration,  or  ivhich  so  nearly  resembles  such  last-mentioned 
trade  mark  as  to  be  likely  to  deceive  the  public  {g) :  Provided  that  this 
section  shall  not  p)r event  the  registry  of  any  laivful  trade  mark  rightfully 
used  at  the  time  of  the  passage  of  this  Act  (h). 

(ff)  See  Act  of  1881,  §5  7,  3. 

{b)  See  Osgood  v.  RocJcicood,  11  Bl.  C.  C.  310,  where  it  was  held  that  persons  who 
had  registered  a  trade  mark  for  prints  made  according  to  a  patented  process  were 
not  entitled  under  this  Act  to  an  injunction  against  a  person  who  had  used  the  mark 
on  prints  not  made  in  accordance  with  the  patent. 

(c)  It  seems  that  the  U.  S.  Cii-cuit  Courts  had  jurisdiction  under  this  Act  in  cases 
of  infringement  of  trade  mark,  even  when  both  parties  were  citizens  of  the  same 
State:  IJuivel  v.  Bohmcr,  14  U.  S.  Pat.  Gaz.  270;  but  see  Lcidersdorf  v.  Flint  (I), 
8  Biss.  327,  and  §§  7,  11  of  the  Act  of  1881. 

[d)  As  to  the  validity  of  the  decisions  of  the  acting  commissioner,  see  Simpson  v. 
Wright  (2),  15  U.  S.  Pat.  Gaz.  293.  _ 

{e)  The  question  what  may  be  registered  as  being  a  "lawful  trade  mark"  has 
been  considered  in  many  cases.  The  device  of  a  ci'own  is  a  good  trade  mark:  Smith 
-v.  Reynolds  (2),  10  Bl.  0.  C.  100.  The  arms  of  one  of  ^he  United  States  cannot, 
however,  constitute  of  themselves  a  good  trade  mark  :  Ex  parte  Dnrids  cf-  Co.,  16  U.  S. 
Pat.  Gaz.  94  ;  and  it  has  been  held  that  the  same  is  the  case  with  the  Freemasons' 
square  and  compass :  In  re  Telle,  2  ib.  415;  and  the  word  "Masonic"  :  E.r  parte 
Smith  (3),  16  ib.  764  ;  though  in  In  re  Thomas,  14  ib.  821,  the  Freemasons'  symbols 
were  allowed  to  be  registered  in  combination.     In  Ex  parte  King  (2),  46  ib.  119,  the 
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decision  in  7h  re  Thomas,  14  ib.  821,  was  followed,  and  the  design  of  the  badge  adopted 
by  the  Grand  Army  of  the  Republic  was  allowed  to  be  registered  as  a  trade  mark 
for  writing  paper  by  a  person  who  had  no  connection  with  that  society,  and  it  was 
said  that,  that  society  not  having  used  their  badge  as  a  mark  on  writing  paper, 
they  woiild  be  infringing  the  applicant's  rights  if  they  were  to  begin  to  do^  so.  A 
word  which  has  become  common,  f.^?.,  "  Calhoun  "  plough  cannot  be  registered: 
In  re  Hall  cj-  Co.,  13  ib.  229.  Registration  has  been  refused  to  the  following  words 
and  expressions  on  the  ground  of  descriptiveness :  "Beeswax  oil,"  I)i  re  Haitthaivay 
(1),  U.  S.  Pat.  Com.  Decis.  1871,  97  ;  S.  C.  (2),  ib.  284  ;  "  Razor  Steel,"  In  re  Huberts 
(4),  ib.  100;  "Invisible"  face  powder,  Ex  parte  Palmer,  ib.  289;  "  A  Richardson's 
Patent  Union  Leather  Splitting  Machine,"  In  re  Richardson,  3  U.  S.  Pat.  Gaz.  120  ; 
"  FiirFamilien  Gebrauch,"  and  "Lawrence  Feiner  Familien  Flannel,"  In  re  Laiv- 
rence,  10  ti.  163;  "Croup  Tincture,"  In  re  Roach,  10  ib.  333;  "Crack-proof," 
india-rubber.  In  re  Goodyear  Rubber  Co.,  11  ib.  1062;  "Evaporated"  articles  of 
food,  Ex.  parte  Alden,  15  ib.  389;  "Standard  A."  cigars,  Ex  parte  Cohn  (1),  16  ib. 
680  ;  "  Druggists'  Sundries  "  cigars.  Ex  parte  Cohn  (2),  16  ib.  680 ;  "  Safety  "  powder. 
Ex  parte  Safety  Foivdcr  Co.,  16  ib.  136  ;  "  Medicated  Prunes,"  Ex  parte  Smith  (2), 
l6ib.G79;  "  Swing '^  ecythe-sockets.  Ex  parte  Thompson  Eerby  ^-  Co.,  16  ib.  137; 
"  Granulated  Dirt -kUler"  soap,  Exparte  Waifcrlu/y,  16  ib.  764  ;  and  "  Satin  Polish  " 
boots  and  shoes,  Ex  parte  Rriyham,  20  ib.  891.  And  the  same  has  been  the  case 
with  respect  to  the  figure  of  a  fish  for  fishing  lines  :  In,  re  Pratt  S,-  Farmer,  10  ib.  866  ; 
and  the  representation  of  a  twia:  with  three  leaves  and  a  plum  for  prunes.  Ex  parte 
Smith  (2),  16  ib.  679  ;  and  see  Popham  v.  JFilcox,  66  N.  Y.  69.  On  the  other  hand, 
"The  Blanchard  Chum,"  In  re  Porter  ElancharcVs  Sons,  U.  S.  Pat.  Comm.  Decis. 
1871,  97  ;  "  Beaverine "  boots  and  shoes.  In  re  Francis  ^-  Mallon,  ib.  283;  and 
"Dr.  Lobenthal's  Essentia  Antiphthisica,"  In  re  Rohland,  10  U.  S.  Pat.  Gaz.  980, 
have  been  admitted  to  registration  as  being  non-descriptive.  In  a  series  of  cases 
registration  has  been  refused  on  the  ground  that  the  term  claimed,  if  properly 
applicable  to  the  goods  with  respect  to  which  it  was  used,  was  descriptive,  but  if 
not,  was  deceptive,  e.g.,  "  American  Sardines,"  In  re  American  Sardine  Co.,  3  ib. 
495  ;  "  Egg  Macaroni,"  In  re  Bole  Bros.,  12  ib.  939  ;  "  Cachemire  Milano,"  In  re 
TFarburg^-  Co.,  13  ib.  44;  "  French  Paints,"  Ex  parte  Marschiny  ^-  Co.,  15  ib.  294; 
"London  "  animal  foods,  Exparte  Knapp,  16  ib.  318  ;  but  see  In  re  Green,  8  ib.  729, 
where  registration  was  granted  to  "  German  Sirup."  On  the  latter  ground  of 
deceptiveness,  the  word  "patent"  cannot  be  registered  as  part  of  a  mark  for  an 
article  made  under  an  expired  patent :  In  re  Richardson,  3  ib.  120.  A  geograjjhical 
name  is  not  usually  registrable:  Armistead  v.  Blackwell,  1  ib.  603,  "Durham" 
tobacco  ;  In  re  Tolle,  2  ib.  4:1b,  "■  Cheny  Street  Mills,"  and  "  Market  Street  Mills"  ; 
Ex  parte  Knapp,  16  ib.  318,  "  London  "  animal  foods  ;  Ex  parte  Marschiny  i{  Co.,  15 
ib.  294,  "  French  Paints  "  ;  Ex  parte  Farmim  S;  Co.,  18  ib.  412,  "  Lancaster  "  goods. 
But  such  a  name  may  be  registered  when  arbitrarily  selected  :  In  re  Cornwall  (2), 
12  ib.  312,  "Dublin"  soap.  Similarly,  numerals  may  be  registered  when  arbitrarily 
selected  :  Kinney  v.  Allen,  1  Hughes,  106  ;  Ex  parte  Dawes  (^-  Fanning,  1  TJ.  S.  Pat. 
Gaz.  27;  American  Solid  leather  Button  Co.  v.  Anthony,  15  R.  I.  338  ;  but  not  other- 
wise: In  re  Eagle  Pencil  Co.,  10  U.  S.  Pat.  Gaz.  981.  It  has  been  held  that  a 
peculiarity  in  the  form  of  a  barrel  is  not  registrable  as  a  trade  mark  ;  Moorman 
v.  Hoge,  2  Sawy.  78  ;  nor  a  representation  of  such  barrel  when  applied  to  the  goods 
contained  in  it:  Ex  parte  Hulliday  Bros.,  16  U.  S.  Pat.  Gaz.  500  ;  nor  is  a  specialty 
in  the  hoops  of  the  barrel  registrable :  In  re  Kane  ^-  Co.,  9  ib.  105.  But  see  Cook  v. 
Starkweather,  13  Abb.  Pr.  N.  S.  392.  A  special  collar-box  has  been  refused  regis- 
tration :  Harrington  v.  Libby,  14  Bl.  C.  C.  128  ;  and  so  have  a  sampler-pattern  :  In 
re  Parlcr,  13  U.  S.  Pat.  Gaz.  323  ;  and  a  strip  of  tobacco  intended  to  be  wrapped 
round  the  mouthjjiece  of  cigarettes,  on  the  ground  that  it  was  intended  to  serve 
purposes  of  convenience  rather  than  of  identification  :  In  re  Gordon,  12  ib.  517  ;  and 
the  use  of  a  tin  tag  or  ticket  on  the  goods,  irrespective  of  shajje  and  design,  is  no 
trade  mark  ;  Lorillard  v.  Pride,  28  Fed.  Rep.  434  ;  though  a  tin  tag  of  special  shape, 
size  and  colour  may  be  :  Lorillard  \.  Wight,  15  Fed.  Rep.  383.  There  is  no  trade 
mark  in  the  shape  of  a  plug  of  tobacco  :  Liggett  c^-  Myers  Tobacco  Co.  v.  Hi/ncs,  20 
Fed.  Rep.  883  :  or  of  a  box  :  Sawyer  v.  Horn,  4  Hughes,  239  ;  Ball  v.  Siege f,  1 1 6  111. 
137  ;  or  of  sticks  of  chewing  gum:  Adams  v.  Ifeiscl,  31  Fed.  Rep.  279;  or  of  the 
frame  of  a  sewing  machine  originally  made  under  a  patent :  JFilcox  Jf  Gibbs''  Sewing 
Machine  Co.  v.  Gibbons^  Frame,  21  Bl.  0.  C.  431  ;  ]lnll  v.  Singer  Manufactaring  Co., 
41  Ohio  St.  127  ;  nor  in  a  manner  of  arranging  in  boxes  cakes  of  soap  wrapped  in 
differently  coloured  paper  wrappers :  Davis  v.  Davis,  27  Fed.  Rep.  490  ;  nor  in  a 
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)]0m  de  plume  :  Clemens  v.  Belford,  11  Biss.  459.  Biit  registration  has  been  granted 
to  a  peculiarly  shaped  stick  intended  to  be  so  placed  in  a  roll  of  carpet  as  to  show 
an  octagonal  ring  at  each  end :  Loiccll  Manufacturing  Co.  v.  Lamed,  Dig.  428. 
Registration  cannot  be  granted  to  minor  and  non-essential  features  in  a  compound 
mark:  Ex  parte  Coatfi,  Hi  U.  S.  Pat.  Gaz.  644.  Occasionally  a  mark  has  been 
allowed  to  be  registered  in  alternative  forms,  e.g.,  ' '  The  Star  Shirt,"  the  same  words 
with  the  figui-e  of  a  star,  and  "  The  *  Shirt  "  :  MorriwH  v.  Cane,  9  Bl.  C.  C.  548  ; 
the  figure  of  a  lion,  the  word  "  Lion,"  or  both:  In  re  Wearer,  10  U.  S.  Pat.  Gaz.  1 ; 
and  see  In  re  Fark,  12  ih.  1 ;  In  re  TJiomas,  14  ib.  821  ;  E.r  parte  I'epcr,  16  ib.  678. 
A  bad  trade  mark  does  not  become  a  good  one  bj^  the  addition  of  unobjectionable 
elements:  In  re  Blakeslce  ^-  Co.,  U.  S.  Pat.  Comm.  Decis.  1871,  284,  "  Cundurango 
Ointment,  C.  0."  ;  In  re  Dick  S;  Co.,  9  U.  S.  Pat.  Gaz.  538,  "  D.  D.  &  Co.  Taste- 
less "  drugs  ;  In  re  Rader  ^  Co.,  13  ib.  596,  "  Ironstone  "  in  an  oval  border ;  but  it 
appears  to  be  possible  for  two  marks,  which  separately  are  not  good  trade  marks,  to 
form  one  in  combination:  Ex  parte  Lai'uh  ^-  Co.,  16  ib.  94.  A  trade  mark  cannot 
be  registered  for  the  purpose  of  being  used  by  all  the  members  of  an  association  on 
goods  of  any  quality,  nor  can  a  mark  which  is  intended  to  be  used  in  furtherance  of 
a  scheme  for  the  restraint  of  trade  :  E.r.  parte  Cigar  Makers'  Association,  16  ib.  958  ; 
Ex  parte  Kuppenheimer,  60  ib.  439  ;  and  in  Schneider  v.  WiUiams,  44  N.  J.  Eq.  391  ; 
Cigar  Makers''  Protective  Union  v.  Conhaim,  40  Minn.  243;  12  Am.  St.  Rep.  726; 
McVeijN.  Brendel,  144  Penn.  235;  27  Am.  St.  Rep.  625;  Weener  v.  Brayton,  152 
Mass.  101  ;  State  v.  Bishop,  128  Missouri,  373  ;  49  Am.  St.  Rep.  569,  the  Court 
refused  to  protect  such  a  mark  at  the  instance  of  a  member  of  the  association.  How- 
ever, in  Strasser  v.  Moonelis,  108  N.  Y.  61 1  ;  People  v.  Fisher,  bl  N.  Y.  Sup.  Ct.  552 ; 
Allen  V.  Macarthii,  37  Minn.  347;  Bloete  v.  Simon,  19  Abb.  N.  C.  88;  Cohnv.  People, 
149  111.  486  :  41  Am.  St.  Rep.  304  ;  Carson  v.  Urg,  49  U.  S.  Pat.  Gaz.  411  ;  Gravel 
Poofers  Exchange  v.  Turnbull,  64  ib.  441,  a  different  view  was  taken  of  the  propriety 
of  such  a  mark.  It  seems  that  the  decision  of  a  competent  Court  as  to  the  validity  of 
a  mark  is  binding  upon  the  Patent  Office  :  In  re  India  Rubber  Comb  Co.,  8  ib.  905. 
If  an  application  is  refused  on  the  ground  that  the  proposed  mark  is  not  a  regis- 
trable trade  mark,  a  renewed  application  for  the  registration  of  a  mark  not  open  to 
objection  must  be  treated  as  a  new  application,  and  it  cannot  be  treated  as  an 
amendment  of  the  original  application,  nor  can  the  fee  originally  paid  be  returned  : 
In  re  Block  ^-  Co.,  14  ib.  235. 

(/)  Thus  in  In  re  Rowe  dj-  Post,  9  U.  S.  Pat.  Gaz.  496,  the  name  "The  New  York 
Cutlery  Co."  was  refused  registration  as  a  new  mark.  As  to  the  registration  of 
names  as  old  marks,  see  note  (A),  infra.  See  also  In  re  Porter  BlancharcVs  Sons, 
U.  S.  Pat.  Comm.  Decis.  1871,  97;  In  re  Roberts  (1),  ib.  113;  S.  C.  (2),  ib.  100; 
S.  C.  (3),  lb.  101  ;  In  re  India  Rubber  Comb  Co.,  8  U.  S.  Pat.  Gaz.  905  ;  In  re  Con- 
solidated Fruit  Jar  Co.,  14  ib.  269  ;  Ex  parte  Davids  £,•  Co.,  16  ib.  94.  The  prohibition 
does  not  extend  to  the  registration  of  the  name  of  a  person  other  than  the  applicant, 
and  such  names  may  be  registered,  at  all  events  with  their  owner's  consent,  if  living : 
Ex  parte  Sullivan  ^-  Burke^'W  ib.  765;   Ex  parte  Pace,  Talhott  (|-  Co.,  16  ib.  909. 

[g)  Thus  in  In  re  The  American  Lubricating  Oil  Co.,  9  U.  S.  Pat.  Gaz.  687,  regis- 
tration was  refused  to  the  word  "  Star  "  as  a  trade  mark  on  oil,  the  device  of  a  star 
having  already  been  registered  for  the  same  article  ;  so  in  In  re  Coggin,  Kidder  ^-  Co., 
11  ih.  1109,  to  a  device  in  which  the  principal  feature  was  the  name  "Haxall," 
which  had  long  been  the  trade  mark  of  another  firm  ;  so  in  In  re  Bush  ^-  Co.,  10  ib. 
i64,  to  a  combination  mark  consisting  of  the  applicants'  own  registered  trade  mark 
and  two  other  devices  appropriated  by  other  firms  ;  so  in  Ex  parte  Caire,  15  ib.  248, 
to  the  words  "Black  Swan,"  the  word  "Swan"  being  already  registered;  so  in 
Ex  parte  Smith  (1),  16  ib.  679,  to  "A.  S.  California  Family  *  Soap,"  "California" 
and  "*"  being  already  separately  on  the  register;  and  see  Ex  parte  Weisot  Bros., 
16  ib.  680.  On  the  other  hand,  in  I)i  re  Imbs,  10  ib.  463,  registration  was  granted, 
notwithstanding  that  two  other  marks  contained  somewhat  similar  features  ;  and  in 
In  re  CornicaU  (1),  12  ib.  138,  a  device  of  a  star  and  crescent  was  registered,  although 
there  was  a  star  already  on  the  register. 

(A)  Under  this  proviso  registration  was  granted  to  a  name  used  as  a  trade  mark 
before  1870,  e.g.,  "  The  India  Rubber  Comb  Co.  of  New  York,"  In  re  India  Rubber 
Comb  Co.,  8  U.  S.  Pat.  Gaz.  905  ;  "The  Rubber  Clothing  Co.,"  In  re  Rubber  Clothing 
Co.,  10  ib.  111.  See  In  re  Dole  Bros.,  12  ib.  939;  In  re  Consolidated  Fruit  Jar  Co., 
14  ib.  269;  Ex  parte  Consolidated  Fruit  Jar  Co.,  16  ib.  679.  This  saving  proviso  i.s, 
however,  omitted  from  the  Act  of  1881,  so  that  the  prohibition  as  to  names,  &o.,  is 
imiversal.     See  Act  of  1881,  §  3,  and  Ex  parte  Fairehild,  21  U.  S.  Pat.  Gaz.  789,  in 
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whicli  case  registration  was  refused  to  a  name  which  had  been  used  as  a  trade  mark 
for  twenty  years,  and  had  been  registered  under  the  Act  of  1870. 

§  80  (a).  And  he  it  further  enacted,  that  the  time  of  the  receipt  of  any 
trade  mark  at  the  Patent  Office  for  registration  shall  be  noted  and  recorded, 
and  copies  of  the  trade  mark  and  of  the  date  of  the  receipt  thereof  and  of 
the  statement  fled  therewith  under  the  seed  of  the  Patent  Office,  certified  by 
the  Conwiissioner,  shall  be  evidence  in  any  suit  in  ichich  such  trade  mark 
shall  be  brought  in  controversy. 

{a)  See  Act  of  1881,  §§  3,  4. 

§  81  (a).  Atid  be  it  further  enacted,  that  the  Cotnmissioner  of  Patents 
is  authorised  to  make  rides  and  regidations  {b)  and  to  prescribe  forms  for 
the  transfer  of  the  right  to  use  such  trade  marks,  conforming  as  nearly 
as  ^practicable  to  the  reqiiirevients  of  the  laiv  respecting  the  transfer  and 
transmission  of  copyrights. 

{n)  See  Act  of  1881,  §  12. 

'//)  It  was  formerly  decided  that  the  authority  given  to  the  Commissioner  by  §  81 
to  make  regulations,  empowered  him  to  declare  an  interference  in  a  trade  mark  case, 
for  the  purpose  of  deciding  a  question  of  title  to  the  trade  mark,  on  the  analogy  of 
the  practice  in  patent  cases:  Lautz  Brof:.  ^-  Co.  v.  SchitUz  S;  Co.,  9  U.  S.  Pat.  Gaz. 
791  ;  Luke  v.  Green,  16  ib.  1094.  And  though  it  was  thought  in  Swift  v.  Peters,  11 
ib.  1110,  that  the  qiiestion  whether  a  registered  proprietor  of  a  mark  was  entitled  to 
the  exclusive  use  of  it  as  against  an  ex-partner,  was  a  question  for  a  Court  of  law, 
and  not  for  the  Office,  it  was  held  in  Hoosier  Brill  Co.  v.  Ingch,  14  ib.  785,  that,  in 
investigating  the  title  to  the  mark,  all  matters  relating  to  the  ownership  should  be 
gone  into  ;  and  in  Hanfurd  v.  Westcott,  16  ib.  1181,  the  U.  S.  Circuit  Court  decided 
that  a  decision  of  the  Examiner  of  Interferences,  unappealed,  was  conclusive  as  to 
the  right  to  a  mark.  And  see  Jossehjn  v.  Sivczeij  ^-  Bart,  1.5  ib.  702,  as  tore-opening 
the  evidence  taken  on  an  interference,  and  Simpson  v.  Wright  (1),  15  ib.  248,  and 
S.  0.  (2),  15  ib.  293,  as  to  re-hearing  an  interference.  After  the  case  of  U.  S.  v. 
Stejfens,  100  U.  S.  82,  it  was  held  that  the  Patent  Office  has  no  longer  any  authority 
to  decide  questions  of  disputed  titles  to  trade  marks,  or  to  declare  interferences  in 
such  cases  {Bream  ij-  Co.  v.  Bhickwell,  19  U.  S.  Pat.  Gaz.  481  ;  but  see  Ex  parte 
Strcisburger  %  Co.,  20  ib.  155,  and  Jaeoby  ij  Co.  v.  Lojh's  ^-  Co.,  23  ib.  342)  ;  and  in 
Tale  Cigar  Manvfaeluring  Co.  v.  Yale,  30  ib.  1183,  it  was  decided  that  a  declaration 
of  interference  is  authorized  by  §  3  of  the  Act  of  1881.  In  such  cases  the  only  duty 
of  the  Office  is  to  decide  whether  the  opponent  has  or  has  not  a  better  title  than  the 
applicant,  not  to  decide  any  further  question :  ib.  If,  on  an  interference  between 
an  applicant  and  a  registered  proprietor  with  respect  to  the  same  mark,  the  right 
to  regi.'^tration  is  adjudged  to  the  ajjjjlicant,  notwithstanding  the  opposition  of  the 
registered  proprietor,  the  result  is,  while  strictly  giving  the  applicant  merely  the 
right  to  register,  practically  to  displace  the  registered  proprietor,  though  his  mark 
is  not  removed  from  the  register  :  ib. 

§  82  (a).  And^  be  it  further  enacted,  that  any  person  who  shall  procure 
the  registry  of  any  trade  mark,  or  of  himself  as  the  owner  thereof',  or  an 
entry  respecting  a  trade  mark,  in  the  Patent  Office  under  this  Act,  by 
making  any  false  or  fraudulent  representations  or  declarations  verbally  or 
in  writing,  or  by  any  fraudtdent  means,  shall  be  liable  to  pay  damages  in 
consequence  of  any  such  registry  or  entry  to  the  person  injured  thereby,  to 
be  recovered  in  an  action  on  the  case  in  any  Court  of  competent  jurisdiction 
within  the  United  States. 

(«)  See  Act  of  1881,  i  9. 
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§  83  (a).  A)id  be  it  further  enacted.,  that  nothi7ig  in  this  Act  shall 
prevent,  lessen,  impeach,  or  avoid  anr/  remedy  at  law  or  in  equity  which 
any  party  aggrieved  by  any  xcrongful  use  of  any  trade  mark  might  have 
had  if  this  Act  had  not  been  passed  (6). 

(a)  See  Act  of  1881,  §  10. 

(b)  See  Osffood  v.  Rockwood,  11  Bl.  C.  C.  310  ;    U.  S.  v.  Roche,  1  McCrary,  385. 

§  84  (a).  And  be  it  further  e^iacted,  that  no  actio7i  shall  be  maintained 
under  the  provisio7is  of  this  Act  by  any  person  claiming  the  exclusive  right 
to  any  trade  mark  ichich  is  used  or  claimed  in  any  tinlawfil  business,  or 
upon  any  article  which  is  injurious  in  itself  or  upon  any  trade  mark 
which  has  been  fraudulcjitly  obtained,  or  ichich  has  been  formed  and  used 
with  the  design  of  deceiving  the  2}ublic  in  the  purchase  or  use  of  any  article 
of  merchandise  (b). 

(a)  See  Act  of  1881,  §  8. 

{h)  It  seems  that  this  Act  provided  no  means  for  removing  from  the  register  a 
mark  which  was  wrongly  registered — e.  g.,  a  mark  which  did  not  contain  any  of  the 
essential  particulars.  See  Armistead  v.  Blacl;u-eU,  1  U.  S.  Pat.  Gaz.  603  ;  McElwee 
V.  Rlaekwell,  15  ib.  658  ;  Wright  v.  Simpson,  15  ii.  968  ;  Yale  Cigar  Manufacturing  Co. 
V.  Yak,  30  ib.  1183. 


ACT  OF  CONGEESS  OF  1875.*^ 


Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the 
United  States  of  America  in  Congress  assembled  : — 

§  1 .  That  every  person  who  shall,  with  intent  to  defraud,  deal  in  or 
sell,  or  keep  or  offer  for  sale,  or  cause  or  procure  the  sale  of,  any 
goods  of  substantially  the  same  descriptive  properties  as  those  referred 
to  in  the  registration  of  any  trade  mark,  pursuant  to  the  statutes  of 
the  United  States,  to  which,  or  to  the  package  in  which  the  same  are 
put  up,  is  fraudulently  affixed  said  trade  mark,  or  any  colourable 
imitation  thereof,  calculated  to  deceive  the  public,  knowing  the  same 
to  be  counterfeit,  or  not  the  genuine  goods  referred  to  in  said  regis- 
tration, shall,  on  conviction  thereof,  be  punished  by  fine  not  exceeding 
one  thousand  dollars,  or  imprisonment  not  more  than  two  years,  or 
both  such  fine  and  imprisonment. 

§  2.  That  every  person  who  fraudulently  affixes,  or  causes  or  j^ro- 
cures  to  be  fraudulently  affixed,  any  trade  mark  registered  pursuant 
to  the  statutes  of  the  United  States,  or  any  colourable  imitation 
thereof,  calculated  to  deceive  the  public,  to  any  goods  of  substantially 
the  same  descriptive  properties  as  those  referred  to  in  said  registration, 
or  to  the  package  in  which  they  are  put  up,  knowing  the  same  to  be 
counterfeit,  or  not  the  genuine  goods  referred  to  in  said  registration, 
sbaU,  on  conviction  thereof,  be  punished  as  prescribed  in  the  first 
section  of  this  Act  (a). 

{a)  See  the  New  York  case  of  People  v.  Fisher,  57  N.  Y.  Sup.  Ct.  552. 

*  So  far  as  this  Act  was  dependent  on  the  Registration  Act  of  1870,  it  feU  to 
the  ground  when  that  Act  was  declared  invalid  in  V.  S.  v.  Stefens,  100  U.  S.  82. 
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§  o.  That  every  person  who  fraudulently  fills,  or  causes  or  procures 
to  be  fraudulently  filled,  any  package  to  which  is  affixed  any  trade 
mark,  registered  pursuant  to  the  statutes  of  the  United  States,  or  any 
colourable  imitation  thereof,  calculated  to  deceive  the  public,  with  any 
goods  of  substantially  the  same  descriptive  properties  as  those  referred 
to  in  said  registration,  knowing  the  same  to  be  counterfeit,  or  not 
the  genuine  goods  referred  to  in  said  registration,  shall,  on  conviction 
thereof,  be  punished  as  prescribed  in  the  first  section  of  this  Act. 

§  4.  That  any  person  or  persons  who  shall,  with  intent  to  defraud 
any  person  or  persons,  knowingly  and  wilfully  cast,  engrave,  or  manu- 
facture, or  have  in  his,  her,  or  their  possession,  or  buy,  sell,  oifer  for 
sale,  or  deal  in,  any  die  or  dies,  plate  or  plates,  brand  or  brands, 
engraving  or  engravings,  on  wood,  stone,  metal,  or  other  substance, 
moulds,  or  any  false  representation,  likeness,  coj)y,  or  colourable 
imitation  of  any  die,  plate,  brand,  engraving  or  mould  of  any  private 
label,  brand,  stamp,  wrapper,  engraving  on  paper  or  other  substance, 
or  trade  mark,  registered  pursuant  to  the  statutes  of  the  United 
States,  shall,  upon  conviction  thereof,  be  punished  as  prescribed  in  the 
first  section  of  this  Act. 

§  5.  That  any  person  or  persons  who  shall  with  intent  to  defraud 
any  person  or  persons,  knowingly  and  wilfully  make,  forge  or  counter- 
feit, or  have  in  his,  her,  or  their  possession,  or  buy,  sell,  offer  for  sale, 
or  deal  in,  any  representation,  likeness,  similitude,  copy,  or  colourable 
imitation  of  any  private  label,  brand,  stamp,  wrapper,  engraving, 
mould,  or  trade  mark,  registered  pursuant  to  the  statutes  of  the  United 
States,  shall,  upon  conviction  thereof,  be  punished  as  prescribed  in  the 
first  section  of  this  Act. 

§  6.  That  any  person  who  shall  with  intent  to  injure  or  defraud  the 
owner  of  any  trade  mark,  or  any  other  person  lawfully  entitled  to  use 
or  protect  the  same,  buy,  sell,  oflter  for  sale,  deal  in,  or  have  in  his 
possession  any  used  or  empty  box,  enveloj^e,  wrapper,  case,  bottle,  or 
other  package,  to  which  is  affixed,  so  that  the  same  may  be  obliterated 
without  substantial  injury  to  such  box  or  other  thing  aforesaid,  any 
trade  mark,  registered  pursuant  to  the  statutes  of  the  United  States, 
not  so  defaced,  erased,  obliterated,  and  destroj'ed  as  to  prevent  its 
fraudulent  use,  shall,  on  conviction  thereof,  be  punished  as  prescribed 
in  the  first  section  of  this  Act. 

§  7.  That  if  the  owner  of  any  trade  mark,  registered  pursuant  to 
the  statutes  of  the  United  States,  or  his  agent,  make  oath,  in  writing, 
that  he  has  reason  to  believe,  and  does  believe,  that  any  counterfeit 
dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or  other  sub- 
stance, or  moulds,  of  his  said  registered  trade  mark,  are  in  the  posses- 
sion of  any  person  with  intent  to  use  the  same  for  the  purpose  of 
deception  and  fraud,  or  make  such  oaths  that  any  counterfeits  or 
colourable  imitations  of  his  said  trade  mark,  label,  brand,  stamp, 
wrapper,  engraving  on  paper  or  other  substance,  or  empty  box, 
envelope,  wrapper,  case,  bottle,  or  other  package,  to  which  is  affixed 
said  registered  trade  mark  not  so  defaced,  erased,  obliterated,  and 
destroyed  as  to  prevent  its  fraudulent  use,  are  in  the  possession  of  any 
person  with  intent  to  use  the  same  for  purpose  of  deception  and  fraud, 
then  the  several  judges  of  the  circuit  and  district  courts  of  tlio  United 
States,  and  the  commissioners  of  the  circuit  courts,  inay,  within  tlicir 
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respective  jurisdictions,  proceed  under  the  law  relating  to  search- 
warrants,  and  may  issue  a  search-warrant  authorising  and  directing 
the  marshal  of  the  United  States  for  the  proper  district  to  search  for 
and  seize  all  said  counterfeit  dies,  plates,  brands,  engravings  on  wood, 
stone,  metal,  or  other  substance,  moulds,  and  said  counterfeit  trade 
marks,  colourable  imitations  thei-eof,  labels,  brands,  stamps,  wrappers, 
engravings  on  paper,  or  other  substance,  and  said  empty  boxes, 
envelopes,  wrappers,  cases,  bottles,  or  other  packages  that  can  be 
found ;  and  upon  satisfactory  proof  being  made  that  said  counterfeit 
dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or  other  sub- 
stance, moulds,  counterfeit  trade  marks,  colourable  imitations  thereof, 
labels,  brands,  stamps,  wrappers,  engravings  on  paper  or  other  sub- 
stance, empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or  other 
packages,  are  to  be  used  by  the  holder  or  owner  for  the  purpose  of 
deception  and  fraud,  that  any  of  said  judges  shall  have  full  power  to 
order  all  said  counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone, 
metal,  or  other  substance,  moulds,  counterfeit  trade  marks,  colourable 
imitations  thereof,  labels,  brands,  stamps,  wrappers,  engravings  on 
paper  or  other  substance,  empty  boxes,  envelopes,  wrappers,  cases, 
bottles,  or  other  packages,  to  be  publicly  destroyed. 

§  8.  That  any  person  who  shall  with  intent  to  defraud  any  person  or 
persons,  knowingly  and  wilfully  aid  or  abet  in  the  violation  of  any  of 
the  provisions  of  this  Act,  shall,  upon  conviction  thereof,  be  punished 
by  a  fine  not  exceeding  five  hundred  dollars,  or  imprisonment  not  more 
than  one  year,  or  both  such  fine  and  imprisonment. 


ACT  OF  CONGEESS  OF  1881. 
An  Act  to  authorise  the  Registration'  or  Trade  Marks  and 

PROTECT  THE  SAME. 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United 
States  in  Congress  assembled, 

§  1  («).  That  owners  of  trade  marks  used  in  commerce  with  foreign 
nations  or  with  the  Indian  tribes,  provided  such  owners  shall  be 
domiciled  in  the  United  States  or  located  in  any  foreign  country  or 
tril)e  which,  by  treaty,  convention,  or  law,  affords  similar  privileges 
to  citizens  of  the  United  States  {b)  may  obtain  registration  (c)  of  such 
trade  marks  by  complying  with  the  following  requirements  : 

1st.  By  causing  to  be  recorded  in  the  Patent  Office  a  statement 
specifying  name,  domicile,  location,  and  citizenship  of  the  party  apj)ly- 
ing ;  the  class  of  merchandise  and  the  particular  description  of  goods 
comprised  in  such  class  to  which  the  particular  trade  mark  has  been 
appropriated  [d)  ;  a  description  of  tlie  trade  mark  itself,  facsimiles 
thereof  (e),  and  a  statement  of  the  mode  in  which  the  same  is  applied 
and  affixed  to  goods  and  the  length  of  time  during  which  the  trade 
mark  has  been  used  (_/). 

2nd.  By  paying  into  the  Treasury  of  the  United  States  the  sum  of 
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twenty-five  dollars,  and  complying  with  such  regulations  as  may  be 
prescribed  by  the  Commissioner  of  Patents. 

(a)  See  Act  of  1870,  ^  77. 

(b)  In  Rv parte  Portland  Cement  Fahrik  Germnnia  IT.  3fansl;e  ^-  Co.,  Gi  U.  S.  Pat. 
Gaz.  858,  registration  of  the  word  "  Germania  "  was  allowed  to  a  German  citizen, 
though  not  allowable  by  the  law  of  Germany,  it  appearing  that  registration  had 
been  granted  in  Germany  to  citizens  of  the  U.  S.  of  marks  not  registrable  in  the 
case  of  German  citizens. 

(c)  Registration  is  a  mere  record  of  a  claim,  and  affords  merely  jijr (//(('<  facie  evidence 
of  ownership.  See  ^  7,  infra,  and  Yale  Cigar  Mamifactarinf/  Co.  v.  Yak,  30  U.  S. 
Pat.  Gaz.  1183  ;  Broivcr  v.  Bonlfon,  53  Fed.  Eep.  389  ;  58  ^h.  888  ;  20  U.  S.  App. 
166  ;  and  it  seems  that  registration  will  not  of  itself  debar  the  proprietor  from  using 
another  somewhat  different  device  as  a  common  law  trade  mark  in  domestic  markets  ; 
but  it  may  be  evidence  of  what  is  claimed  :  Eohler  Manufeiclurinfj  Co.  v.  Beeshore,  53 
Fed.  liep.  262  ;  59  ih.  bU  ;  Michter  v.  Reynolds,  59  ib.  577.  A  certificate  of  regis- 
tration will  not  be  granted  to  an  assignee  of  the  applicant  even  though  the  assign- 
ment has  been  previously  recorded  under  §  12  :  Ex  parte  Bassett,  55  U.  S.  Pat.  Gaz. 
997.  Under  this  section  one  of  two  joint  owners  cannot  obtain  registration  inde- 
pendently of  the  other:   Ex.  parte  Lnnejdon,  61  U.  S.  Pat.  Gaz.  286. 

{d)  Where  a  trade  mark  has  been  used  on  several  specified  articles  of  the  same 
class,  one  registration  will  cover  all:  Ex  parte  Silvers,  67  U.  S.  Pat.  Gaz.  811. 

[e]  See  Adams  v.  Heisel,  31  Fed.  Rep.  279. 

(/ )  This  implies  that  a  trade  mark  to  be  registrable  must  be  attached  to  a  vendible 
article  ;  consequently  registration  was  denied  to  a  trade  mark  adopted  on  bill  heads 
and  circulars  by  a  land  jobbing  company  :  Ex  parte  Roy  S;  Nourse,  54  U.  S.  Pat.  Gaz. 
1267-  The  dates  of  adoption  set  forth  in  rival  aj^plications  are  not  conclusive,  but 
the  question  of  priority  must  be  tried  by  evidence  in  the  usual  way :  Stewart  v. 
Einstein  v.  SawhiU,  61  U.  S.  Pat.  Gaz.  287.  Where  the  prescribed  use  is  proved 
after  but  not  before  the  filing  of  the  application,  registration  may  be  granted  u^Don  a 
supplemental  application  :  Steicart  v.  Einstein  v.  Saivhill  (2),  64  U.  S.  Pat.  Gaz.  1333. 
In  Lacroix  v.  Escobnl,  37  La.  Ann.  533,  it  was  held  that  a  French  citizen  who  had 
not  depo.sited  his  mark  at  the  U.  S.  Patent  Office,  as  required  by  the  Convention  of 
1869  between  the  U.  S.  and  France,  was  not  entitled  to  maintain  an  action  for 
infringement.  But  in  Socicte,  ^-c.  de  la  Benedictine  v.  3Iicalovitch,  36  Alb.  L.  J. 
364,  it  was  held  that  compliance  with  the  terms  of  that  Convention  was  not  essential 
where  the  trade  mark  of  a  French  company  had  been  registered  under  this  Act  of 
Congress. 

In  California  an  exclusive  right  to  the  use  of  a  trade  mark  or  name  cannot  now 
be  acquired  without  registration  as  required  by  the  State  Code :  Whittier  v.  Dietz, 
66  Cal.  78. 

§  2  (a).  That  the  application  prescribed  in  the  foregoing  section 
must,  in  order  to  create  any  right  whatever  in  favour  of  the  party 
filing  it,  be  accompanied  by  a  written  declaration  verified  by  the 
person,  or  by  a  member  of  a  firm,  or  by  an  officer  of  a  corporation 
applying,  to  the  efi'ect  that  such  party  has  at  the  time  a  right  to  the 
use  of  the  trade  mark  sought  to  be  registered,  and  that  no  other  person, 
firm,  or  corporation  has  the  right  to  such  use,  either  in  the  identical 
form  or  in  any  such  near  resemblance  thereto  as  might  be  calcuLited  to 
deceive  ;  that  such  trade  mark  is  used  in  commerce  with  foreign 
nations  or  Indian  tribes,  as  above  indicated  (Zi),  and  that  the  do.scrip- 
tion  and  facsimiles  presented  for  registry  truly  represent  the  trade 
mark  sought  to  be  registered  (f). 

(«)  See  Act  of  1870,  §  77. 

(b)  This  Act  only  recognises  trade  marks  actually  in  use,  and  not  trade  marks 
•which  it  is  only  intended  to  use  in  the  future  ;  and  the  user  must  be  user  in  com- 
merce with  foreign  nations  or  the  Indian  tribes,  and  the  declaration  on  oatli 
that  thei'e  has  been  such  user  is  strictly  insisted  on :  Ex  parte  Slranburgcr  c5'  Co., 
20  U.  B.  Pat.  Gaz.  155. 
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(c)  A  word  and  a  picture  which  are  true  alternatives  and  invariahly  express  the 
same  idea  may  be  covered  by  one  registration,  but  not  a  word  and  a  picture  capable 
of  such  a  variety  of  modifications  that  two  of  siich  modifications  might  appear  sub- 
stantially different  things  to  the  ordinary  observer  :  Ex  parte  Roth  Grocenj  Co.,  62 
U.  S.  Pat.  Gaz.  315.  Thus  the  word  "  Rosebud"  and  the  representation  of  a  rose- 
bud have  been  allowed  registration  in  one  application  [Ex  parte  Kinney,  72  ih.  1346), 
but  not  the  word  "  crescent"  and  the  representation  of  a  crescent,  inasmuch  as  the 
picture  of  a  crescent  might  be  the  alternative  of  the  word  "  Lune  "  :  Ex  parte 
Lazarus  Schwarz  ^-  Zipper,  6i  ib.  1396. 

§  3  («).  That  the  time  of  the  receipt  of  any  such  application  shall 
be  noted  and  recorded.  But  no  alleged  trade  mark  shall  be  registered 
unless  the  same  appear  to  be  lawfully  used  as  such  (Z»)  by  the  appli- 
cant in  foreign  commerce  or  commerce  with  Indian  tribes,  as  above 
mentioned,  or  is  within  the  provision  of  a  treaty,  convention,  or 
declaration  with  a  foreign  power ;  nor  which  is  merely  the  name  of 
the  applicant  (c),  nor  which  is  identical  with  a  registered  or  known 
trade  mark  (rZ)  owned  by  another  and  appropriated  to  the  same  class 
of  merchandise,  or  which  so  nearly  resembles  some  other  person's 
lawful  trade  mark  as  to  be  likely  to  cause  confusion  or  mistake  in  the 
mind  of  the  public,  or  to  deceive  purchasers  (e).  In  an  application 
for  registration  the  Commissioner  of  Patents  shall  decide  the  presump- 
tive lawfidness  of  claim  to  the  alleged  trade  mark  (/)  ;  and  in  any 
dispute  between  an  applicant  and  a  previous  registrant,  or  between 
applicants,  he  shall  follow,  so  far  as  the  same  may  be  applicable,  the 
practice  of  courts  of  equity  of  the  United  States  in  analogous  cases  {(/). 

(«)  See  Act  of  1870,  §§  80,  79. 

[h)  The  right  to  trade  marks  and  remedies  for  their  protection  exist  independently 
of  the  Act,  and  the  omission  in  §  3  to  exclude  descriptive  words  does  not  impliedly 
validate  a  trade  mark  consisting  of  such  words  :  Harris  Drug  Co.  v.  Stucky,  46  Fed. 
E,ep.  624.  As  to  what  may  be  lawfully  used  as  a  trade  mark,  see  the  cases  cited  in 
note  (c)  to  §  79  of  the  Act  of  1870,  a)ite.  Under  the  present  Act  it  has  been  decided 
that  "Albany  Beef"  was  no  trade  mark  for  canned  sturgeon,  being  descriptive 
{Ex  parte  Anis,  23  IT.  S.  Pat.  Gaz.  344);  that,  on  the  same  ground  "Time- 
keeper" could  not  be  registered  as  an  essential  part  of  a  trade  mark  for  watches 
[Ex  parte  Strafiburycr  c^-  Co.,  20  ib.  155);  nor  "  Cristalline "  as  a  trade  mark  for 
artificial  brilliants  {Ex  parte  Kipling,  24  ib.  899) ;  nor  "  Famous  "  as  a  trade  mark 
for  stoves  {Ex  parte  Brand  Stove  Co.,  Ld.,  62  ib.  588) ;  nor  "  Splendid  "  as  a  trade 
mark  for  flour  {Ex  parte  Stokes,  64  ib.  437)  ;  but  that  "  Invigorator  "  was  not  de- 
scriptive, but  a  good  trade  mark  for  spring  bed-bottoms  :  Ex  parte  Hey  man,  IS  ib. 
922.  As  a  general  rule  geographical  names  -nail  not  be  admitted  to  registration. 
In  Ex  parte  Jleadley,  72  ib.  1654,  geographical  names  were  declared  to  be  divisible 
into  thi'ce  classes:  1.  Well-known  names  in  common  use;  2.  Names  in  their 
primary  sense  not  geographical ;  3.  Words  primarily  geographical  though  not  well- 
known  ;  and  it  was  held  that  Class  2  alone  was  capable  of  registration,  and  accord- 
ingly registration  was  refused  to  "  Cloverdale."  So,  also,  registration  has  been 
refused  to  "Raleigh"  {Ex  parte  Oliver,  18  ib.  92);  to  "Cromarty"  {Ex  parte 
Procter,  51  ib.  1785),  and  to  "Trenton"  :  Ex  parte  American  Saiv  Co.,  58  ib.  521. 
On  the  other  hand  it  has  been  granted  to  "  Dover"  {Ex  parte  Dover  Stamping  Co., 
51  XJ.  S.  Pat.  Gaz.  1784) :  to  "  Florentine"  ( Ex  parte  Mississippi  Glass  Co.,  64  ib.  713) ; 
to  "  Germauia  "  {Ex  parte  Portland  Cement  Fabrik  Germania  H.  Manske  ^-  Co.,  64  ib. 
858),  and  to  "  Waverley,"  when  used  in  an  arbitrary  and  fanciful  sense  {Ex  parte 
Indiana  Bicycle  Co.,  72  ib.  1654)  ;  but  it  seems  difficult  to  reconcile  some  of  these 
decisions  with  the  principles  laid  down  in  Ex  parte  Headley,  72  ib.  1654.  Registra- 
tion has  been  granted  to  a  distinctive  band  or  ribbon,  intended  to  be  attached  to 
cigar-boxes,  as  a  trade  mark  for  cigars,  it  serving  no  mechanical  purpose  {Ex  parte 
Straiton  ^-  Storm,  18  ib.  923)  ;  but  a  mark  which  appears  upon  its  face  to  be  purely 
decorative  in  its  character  will  not  be  registered :  Ex  parte  Peyser,  62  ib.  588.  And 
see  Hoeb  v.  Bishop,  49  ib.  1845.     Whether  a  device  should  be  registered  as  a  trade 
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mark  or  a  label,  see  Ex  parte  Palmer,  58  lb.  383,  and  Ex  parte  A^'afional  U.  S.  Stamp 
Delirery  Co.,  60  ib.  893,  and  cases  collected  at  p.  631.  There  is  no  trademark  in 
the  colour  of  an  article  or  of  the  packets  containinsr  it.  Thus  registration  was 
refused  to  a  red  bag  intended  to  contain  flower  seeds  offered  for  sale :  Ex  parte 
Landrefh,  31  ih.  1441.  See  Fleischmaiin  v.  Starkey,  25  Fed.  Rep.  127.  A  trade 
mark  of  an  inherently  deceptive  character  cannot  be  registered  :  Ex  parte  Block  S,- 
Co.,  40  U.  S.  Pat.  Gaz.  443  ;  Ex  parte  Chichester  Chemical  Co.,  52  ib.  1061 ;  Ex  parte 
Zwack  S;  Co.,  76  ib.  1855,  with  which  compare  Societe,  ^-c.  de  la  Benedictine  v. 
Micalovitch,  36  Alb.  L.  J.  364  ;  nor  a  trade  mark  which  is  not  distinctive  {Ex  parte 
Kitppenheimer,  60  U.  S.  Pat.  Gaz.  439)  ;  nor  one  which  is  either  deceptive  or  de- 
scriptive:  Ex  parte  Grove,  67  ib.  1447  ("  Bromo  Quinine")  ;  (with  which,  however, 
compare  Eeasbey  y.  Broolchjn,  142  N.Y.  467)  ;  Ex  parte  Wolf,  80  U.  S.  Pat.  Gaz. 
1271  ("  Gyrator  "  sieves) .  That  case  also  shows  that  a  word  formed  by  a  combina- 
tion of  known  words  is  not  registrable  if  descriptive. 

{c)  This  prohibition  being  so  general,  registration  has  been  refused  to  a  name 
which  had  been  used  for  twenty  years  as  a  trade  mark,  and  had  been  registered  as 
such  under  the  Act  of  1870  :  Ex  parte  Fairchild,  21  U.  S.  Pat.  Gaz.  789.  And  in 
Ex  parte  Adriance,  I'latt  &,■  Co.,  20  ib.  1820,  registration  was  refused  to  a  name  as 
part  of  a  trade  mark  which  also  included  a  device.  But  a  name  has  been  allowed 
to  be  registered  as  part  of  an  old  combination  trade  mark  ;  Ex  parte  Frieberg  ^• 
TForkimi,  20  ib.  1164.  The  prohibition  applies  equally  to  the  name  of  a  corporation  : 
Ex  parte  Creedinoor  Cartridge  Co.,  56  ib.  1333.  Whether  initials  can  be  registered 
when  the  full  name  cannot,  i[urvre  :  Bart  v.  Smith,  71  Fed.  E,ep.  161. 

(d)  These  words  have  been  held  to  prohibit  the  registration  under  this  Act  of  a 
mark  identical  with  or  only  colourably  differing  from  a  mark  registered  under  the 
invalid  Act  of  1870,  and  not  re-registered  under  this  Act:  Ex  parte  Lyon,  Dnpuii  ^ 
Co.,  28  U.  S.  Pat.  Gaz.  191.  And  the  fact  that  the  new  applicant  uses  the  mark  in 
foreign  or  Indian  commerce,  and  that  it  does  not  appear  whether  the  registered 
mark  was  so  used,  makes  no  difference  :  ib.  So,  also,  Yale  Cigar  Manufacturing  Co. 
V.  Yale,  30  ih.  1183.  What  the  applicant  has  to  show  is  :  (1)  that  he  has  a  right 
to  use  the  mai'k,  and  that  no  one  else  has  ;  (2)  that  it  is  not  too  similar  to  the 
registered  or  known  mark  of  another ;  (3)  that  the  applicant  tises  it  in  foreign  or 
Indian  commerce:   Ex  parte  Lyon,  Dupuy  d(-  Co.,  28  ib.  191. 

{e)  In  Ex  parte  Strasburger  S;  Co.,  20  U.  S.  Pat.  Gaz.  155,  registration  as  part  of 
a  trade  mark  was  refused  to  the  word  "  Railway,"  that  having  already  been  regis- 
tered by  another  manufacturer.  Wherever  a  person  has  registered  a  trade  mark  for 
an  article,  and  has  announced  his  intention  to  use  it  on  a  similar  article,  an  appli- 
cant to  register  a  similar  mark  for  such  similar  article  must  prove  that  the  regis- 
trant has  not  used  his  mark  thereon.  The  registration  covers  all  merchandise  of 
substantially  the  same  descriptive  properties:  Ex  parte  I{yU  S;  Co.,  57  ib.  274. 
Where  a  niark  sought  to  be  registered  under  the  Act  of  1881  has  been  anticipated 
by  a  mark  registered  under  the  Act  of  1870,  the  proper  course  is  to  give  notice  of 
the  application  to  the  registrant  to  enable  him  to  make  an  application  under  the 
Act  of  1881  with  a  view  to  an  interference:  Ex  parte  American  Lead  Pencil  Co., 
61  ib.  151.  In  Ex  parte  Coon,  58  ih.  946,  the  device  of  a  shield  with  the  words 
' '  shield  brand ' '  was  held  anticipated  by  two  devices  of  a  shield  in  combination 
with  an  eagle  ;  in  Ex  parte  Corning  (|-  Co.,  65  ib.  751,  the  words  "Monarch  Distilling 
Co."  by  "  M.  V.  Monarch"  ;  and  in  Loivn  v.  Ohio  Coffee  tf  Spice  Co.,  73  ib.  1136, 
"  Capitol"  by  '•  Capital,"  notwithstanding  differences  in  the  details  of  the  marks. 
On  the  other  hand,  it  has  been  held  that  "Royal  Vellum"  as  applied  to  paper  was 
not  a'nticipated  by  "Royal  Irish  Linen"  [Ex  parte  Hard  S;  Co.,  59  ih.  1763);  nor 
"  Magico "  by  "Magic"  [Ex  parte  American  Chemical  Co.,  62  ib.  588);  nor 
"Electric  Light"  as  applied  to  flour  by  "Electric";  but  the  words  "Electric 
Light"  accompanied  by  a  representation  of  an  electric  lamp  were  held  to  bo  inter- 
fered with  by  the  words  without  the  symbol :  Kirhy  v.  McLaughlin  v.  Johnson,  I'l  ib. 
1785. 

(/)  The  Court  cannot  grant  registration  ;  that  is  for  the  commissioner  alone : 
Yale  Cigar  Manufacturing  Co.  v.  Yale,  30  U.  S.  Pat.  Gaz.  1183.  In  determining  the 
right  of  an  applicant  to  registration,  the  decision  of  the  commissioner  goes  to  the 
questions — (1)  Whether  there  has  been  any  actual  user  of  the  prescribed  character  ; 
(2)  Whether  the  applicant  has  a  right  to  the  use  of  the  trade  mark  at  all  ?  The 
commissioner  must  decide  whether  the  mark  is  inherently  capable  of  registration  ; 
whether  it  is  anticipated  ;  whether  the  applicant  is  the  true  owner ;  and  whether 
the  trade  mark  is  lawfully  used  in  actual  commerce  with  foreign  nations  or  with 
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the  Indian  ti'ibes ;  and  the  refusal  of  the  commissioner  to  register  being  an  act 
done  in  the  performance  of  a  discretionary  duty  cannot  be  reviewed  by  mandamus : 
South  Carolina  v.  Seijinour,  66  ib.  1167,  reversing  65  ib.  1221.  In  that  case  the 
commissioner  had  held  that  the  State  of  South  Carolina  had  no  authorized  trade 
in  liquor,  in  ret^pect  of  •which  registration  was  sought,  beyond  its  own  limits  :  Ex 
parte  South  Carolina,  64  ib.  1395.  The  question  was  finally  taken  to  the  Suj^reme 
Court  of  the  U.  S.,  but  the  appeal  was  dismissed  for  want  of  jurisdiction  :  South 
Carolina  v.  Sci/mour,  153  U.  S.  353. 

[g)  Under  this  section  the  commissioner  has  power  to  declare  an  interference 
{Yale  Cigar  Manufacturing  Co.  v.  Yale,  30  U.  S.  Pat.  Gaz.  1183)  ;  and  it  makes  no 
difference  that  the  parties  are  partners,  nor  that  one  is  a  company  and  the  other  a 
member  of  it :  ib.  If  the  better  title  is  with  the  applicant,  he  will  be  registered, 
notwithstanding  that  the  same  mark  is  on  the  register  in  the  name  of  another 
person  with  an  inferior  title:  ib.  As  to  interferences,  see  §  81  of  Act  of  1870, 
st(pra. 

§  4  (a).  That  certificates  of  registry  of  trade  marks  shall  be  issued 
in  the  name  of  the  United  States  of  America,  under  the  seal  of  the 
Department  of  the  Interior,  and  shall  be  signed  by  the  Commissioner 
of  Patents ;  and  a  record  thereof,  together  with  printed  copies  of  the 
specifications,  shall  be  kept  in  books  for  that  purpose.  Copies  of  trade 
marks  and  of  statements  and  declarations  filed  therewith  and  certificates 
of  registry  so  signed  and  sealed  shall  be  evidence  in  any  suit  in  which 
such  trade  marks  shall  be  brought  in  controversy. 

(«)  See  Act  of  1870,  §  80. 

§  5  (a).  That  a  certificate  of  registry  shall  remain  in  force  for  thirty 
years  from  its  date,  except  in  eases  where  the  trade  mark  is  claimed 
for  and  applied  to  articles  not  manufactured  in  this  country,  and  in 
which  it  receives  protection  under  the  laws  of  a  foreign  country  for  a 
shorter  period,  in  which  case  it  shall  cease  to  have  any  force  in  this 
country  by  virtue  of  this  Act  at  the  time  that  such  trade  mark  ceases 
to  be  exclusive  jiroperty  elsewhere.  At  any  time  during  the  six  months 
prior  to  the  expiration  of  the  term  of  thirty  years  such  registration  may 
be  renewed  on  the  same  terms  and  for  a  like  period. 

(a)  See  Act  of  1870,  §  78. 

§  6.  That  applicants  for  registration  under  this  Act  shall  be  credited 
for  any  fee  or  part  of  a  fee  heretofore  paid  into  the  Treasury  of  the 
United  States  with  intent  to  procure  protection  for  the  same  trade 
mark. 

§  7  {a).  That  registration  of  a  trade  mark  shall  be  j)rimd  facie  evi- 
dence of  ownership  {b).  Any  person  who  shall  reproduce,  counterfeit, 
copy,  or  colourably  imitate  any  trade  mark  registered  under  this  Act, 
and  affix  the  same  to  merchandise  of  substantially  the  same  descrijitive 
properties  as  those  described  in  the  registration,  shall  be  liable  to  an 
action  on  the  case  for  damages  for  the  wrongful  use  of  said  trade  mark 
at  the  suit  of  the  owner  thereof  ;  and  the  party  aggrieved  shall  also 
have  his  remedy  according  to  the  course  of  equity  to  enjoin  the  wrongful 
use  of  such  trade  mark  used  in  foreign  commerce  or  commerce  with 
Indian  tribes,  as  aforesaid,  and  to  recover  compensation  therefor  in 
any  Court  having  jurisdiction  over  the  person  guilty  of  such  wrongful 
act ;  and  Courts  of  the  United  States  shall  have  original  and  ap- 
pellate jurisdiction  in  such  cases  without  regard  to  the  amount  iu 
controversy  (c). 

[a)  See  Act  of  1870,  §§  78,  79. 
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(/;)  The  use  of  a  trade  mark  -wliicli,  tliough  registered,  is  a  colourable  imitation  of 
another,  mav  consequently  be  restrained  :  Glen  Cove  Manufacturing  Co.  v.  Lndcmnn, 
23  Bl.  C.  C/46  ;  Schumacher  ^-  Ettlinger  v.  Schwenke  (2),  36  U.  S.  Pat.  Gaz.  457  ; 
determining  the  doubt  suggested  in  Becker  v.  Becker,  b'l  How.  Pr.  218.  The  regis- 
tration of  a  mark  does  not  deprive  the  public  of  the  right  to  use  a  somewhat  similar 
mark,  which  was  of  common  right  before  the  registration,  e.g.,  where  "La  Nor- 
mandi  "  had  been  registered,  but  "La  Normanda  "  was  already  in  common  use, 
no  injunction  was  granted  to  restrain  the  use  of  the  latter:  Stachelberg  v.  Ponce, 
128  U.  S.  86.  See  also  Xo/f/er  Manufacturing  Co.  \.  Beeshore,  53  Fed.  Rep.  262; 
59  ib.  577  ;  Richter  v.  EeytioMs,  59  ib.  d".  As  between  applicant  and  registrant 
the  burden  of  proof  is  on  the  applicant  to  overcome  the  prima  facie  e^-idence  of 
ownership  caused  by  the  registration.  The  question  is  substantially  the  same  as 
who  would  be  entitled  to  an  injunction :  Manitowoc  Manufacturing  Co.  v.  Dickerman, 
57  U.  S.  Pat.  aaz.  1720. 

(r)  See  §  11,  infra. 

§  8  (rt).  That  no  action  or  suit  shall  be  maintained  under  the  pro- 
vision.s  of  this  Act  in  any  case  when  the  trade  mark  is  used  in  any 
unlawful  business  or  upon  any  article  injurious  in  itself,  or  ■which 
mark  has  been  used  -with  the  design  of  deceiving  the  public  in  the 
purchase  of  merchandise,  or  under  any  certificate  of  registry  fraudu- 
lently obtained. 

(a)  See  Act  of  1870,  §  84. 

§  9  («).  That  any  person  who  shall  procure  the  registry  of  a  trade 
mark,  or  of  himself  as  the  owner  of  a  trade  mark,  or  an  entry  respecting 
a  trade  mark,  in  the  office  of  the  Commissioner  of  Patents,  by  a  false 
or  fraudulent  representation  or  declaration,  orally  or  in  writing,  or  by 
any  fraudulent  means,  shall  be  liable  to  pay  any  damages  sustained  in 
consequence  thereof  to  the  injured  party  to  be  recovered  in  an  action 
on  the  case. 

(rt)  See  Act  of  1870,  §  82. 

§  10  (a).  That  nothing  in  this  Act  shall  prevent,  lessen,  impeach,  or 
avoid  any  remed}^  at  law  or  in  eqiiity  which  any  party  aggrieved  by 
any  wrongful  use  of  any  trade  mark  might  have  had  if  the  provisions 
of  this  Act  had  not  been  passed. 

(a)  See  Act  of  1870,  §  83. 

§  11  («).  That  nothing  in  this  Act  shall  be  construed  as  unfavourably 
afiecting  a  claim  to  a  trade  mark  after  the  term  of  registration  shall 
have  expired ;  nor  to  give  cognizance  to  any  Court  of  the  United  States 
in  an  action  or  suit  between  citizens  of  the  same  State  (i),  unless  the 
trade  mark  in  controversy  is  used  on  goods  intended  to  be  transported 
to  a  foreign  country,  or  in  lawful  commercial  intercourse  with  an  Indian 
tribe  (c). 

{a)  See  Act  of  1870,  §  78. 

(//)  The  Federal  Courts  have  now  no  jurisdiction  to  try  a  trade  mark  action 
between  citizens  of  the  sarue  state,  unless  the  pleadings  allege  that  the  plaintiff  uses 
the  trade  mark  on  goods  intended  for  foreign  or  Indian  commerce:  J{g(/er  v. 
Holt,  128  U.  S.  525;  Zugties  v.  Ilulhndcr  (1),  22  Bl.  C.  C.  413;  Hrhumarhn-  .?• 
Ettlinger  v.  Schwenke  (1),  26  Fed.  Rep.  818.  The  Federal  Court  is  not  limited  in  its 
jurisdiction  to  cases  in  which  the  defendant's  profits  have  exceeded  500  dollars  : 
Symonds  v.  Greene,  28  Fed.  Rep.  834. 
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(c)  Since  under  this  Act  the  Federal  Court  cannot  try  a  trade  mark  case  between 
citizens  of  the  same  state  unless  the  goods  are  intended  for  foreign  or  Indian  com- 
merce, there  is  no  jurisdiction  in  such  a  case  in  respect  of  past  wrongful  acts : 
Schumacher  %  Ettlhujcr  v.  SchivenJce  (2),  36  U.  S.  Pat.  Gaz.  457. 

§  12  (f/).  That  tlie  Commissioner  of  Patents  is  authorized  to  make 
rules  and  regulations  and  prescribe  forms  for  the  transfer  of  the  right 
to  use  trade  marks  and  for  recording  such  transfers  in  his  office. 

{a)  See  Act  of  1870,  §  81.  A  contract  enabling  difPerent  parties  to  use  the  same 
trade  mark  in  different  forms  is  not  a  transfer  within  this  section,  and  does  not 
require  recording  in  the  Patent  Office.  IFauJcc.sha  Hijgcia  Mineral  Springs  Co.  v. 
mjgcia  Sparl-Ung  Distilled  Water  Co.,  24  U.  S.  App.  162. 

§  13.  That  citizens  and  residents  of  this  country  wishing  the  protec- 
tion of  trade  marks  in  any  foreign  country  the  laws  of  which  recj^uire 
registration  here  as  a  condition  precedent  to  getting  such  protection 
there,  may  register  their  trade  marks  for  tliat  purpose  as  is  above 
allowed  to  foreigners,  and  have  certificate  thereof  from  the  Patent 
Office. 

Approved,  March  3,  1881. 


ACT  OF  CONGEESS  OP  1882. 

An  Act  Eelating  to  the  Eegistration  of  Trade  Marks. 

Be  it  exacted  by  the  Senate  and  House  of  Eepresentatives  of  the 
United  States  of  America  in  Congress  assembled,  That  nothing  con- 
tained in  the  law  entitled  "An  Act  to  authorize  the  registration  of 
trade  marks  and  protect  the  same,"  approved  March  third,  eighteen 
hundred  and  eighty-one,  shall  prevent  the  registry  of  any  lawful  trade 
mark  rightfully  used  by  the  applicant  in  foreign  commerce  or  commerce 
with  Indian  tribes  at  the  time  of  the  passage  of  said  Act. 
Approved,  August  5,  1882. 


EULES  GOVEENING  THE  EEGISTEATION  OF  TEADE  MAEKS 
UNDEE  THE  ACT  APPEOVED  MAECH  3,  1881. 

United  States  Patent  Office, 

Washington,  D.  C,  November  1,  1898. 

The  following  Eules,  designed  to  be  in  strict  accordance  with  the 
provisions  of  the  Act  approved  March  3,  1881,  for  the  registration  of 
trade  marks,  are  published  for  gratuitous  distribution. 

Applicants  for  registration  and  their  attorneys  are  advised  that 
their  business  will  be  facilitated  by  the  observance  of  the  forms. 

C.  H.  DUELL, 

Commissioner  of  Patents. 
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Correspondence. 


1.  All  business  with  the  office  should  be  transacted  in  writing. 
Unless  by  the  consent  of  all  parties,  the  action  of  the  office  will  be 
based  exclusively  on  the  written  record.  No  attention  will  be  paid  to 
any  alleged  oral  promise,  stipulation,  or  understanding  in  relation  to 
which  there  is  disagreement  or  doubt. 

2.  Applicants  and  attorneys  will  be  required  to  conduct  their  busi- 
ness with  the  office  with  decorum  and  courtesy.  Papers  presented  in 
violation  of  this  requirement  will  be  returned.  But  all  such  papers 
will  first  be  submitted  to  the  Commissioner,  and  only  returned  by  his 
direct  order. 

3.  All  letters  should  be  addressed  to  "  The  Commissioner  of 
Patents"  ;  and  all  remittances  by  postal  order,  check,  or  draft  should 
be  to  his  order. 

4.  A  separate  letter  should  in  every  case  be  written  in  relation  to 
each  distinct  subject  of  inquiry  or  application.  A  complaint  against 
the  examiner  of  trade  marks,  assignments  for  record,  fees,  and  orders 
for  copies  or  abstracts  must  be  sent  to  the  office  in  separate  letters. 

5.  Letters  relating  to  pending  applications  should  refer  to  the  name 
of  the  applicant  and  date  of  filing.  Letters  relating  to  registered 
trade  marks  should  refer  to  the  name  of  registrant,  number  or  date 
of  certificate,  and  the  class  of  merchandise  to  which  the  trade  mark  is 
applied. 

6.  The  personal  attendance  of  applicants  at  the  Patent  Office  is 
unnecessary.     Their  business  can  be  transacted  by  correspondence. 

7.  When  an  attorney  shall  have  filed  his  power  of  attorney  duly 
executed,  the  correspondence  will  be  held  with  him. 

8.  A  double  correspondence  with  an  applicant  and  his  attorney,  or 
with  two  attorneys,  cannot  generally  be  allowed. 

9.  The  office  cannot  undertake  to  respond  to  inquiries  propounded 
with  a  view  to  ascertain  whether  certain  trade  marks  have  been  regis- 
tered, or,  if  so,  to  whom,  or  for  what  goods ;  nor  can  it  give  advice  as 
to  the  nature  and  extent  of  the  protection  afforded  by  the  law,  or  act 
as  its  expounder,  except  as  questions  may  arise  upon  applications 
regularly  filed.  A  copy  of  tlieso  Pules  with  this  paragraph  marked 
is  intended  to  be  a  courteous  answer  to  all  such  inquiries. 

10.  Express  charges,  freight,  i:)Ostage,  and  all  other  charges  on 
matter  sent  to  the  Patent  Office  must  be  prepaid  in  fuU ;  otherwise  it 
will  not  be  received. 

Attorneys. 

11.  An  applicant  may  prosecute  his  own  case,  but  he  is  advised, 
unless  familiar  with  such  matters,  to  employ  a  competent  attorne3^ 
The  office  cannot  aid  in  the  selection  of  any  attorney.  An  applicant 
may  be  represented  by  any  person  who  is  registered  under  the  pro- 
visions of  Pule  17  of  the  Pules  of  Practice  of  tlie  Patent  OlRce  to 
prosecute  applications  for  patents. 

12.  Before  any  attorney,  original  or  associate,  will  be  allowed  to 
inspect  papers  or  take  action  of  any  kind,  his  power  of  attorney  must 
be  filed.  But  general  powers  given  by  a  ])rincipal  to  an  associate 
cannot  be  considered.     In  each  application  tlio  written  authorization 
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must  be  filed.  A  power  of  attorney  purporting  to  liave  been  given  to 
a  firm  or  co-partnersliip  will  not  be  recognized,  either  in  favor  of  the 
firm  or  of  any  of  its  members,  unless  all  its  members  shall  be  named 
in  such  power  of  attorney. 

13.  No  power  of  attorney,  either  original  or  associate,  will  be  recog- 
nized unless  it  has  revenue  stamps  to  the  value  of  25  cents  atfi.xed 
thereto  and  canceled  as  provided  for  by  the  "  Act  to  provide  ways 
and  means  to  meet  war  expenditures,  and  for  other  purposes,"  approved 
June  13,  1898. 

14.  Substitution  or  association  can  be  made  by  an  attorney  upon  the 
written  authorization  of  his  principal ;  but  such  authorization  wiU  not 
empower  the  second  attorney  to  appoint  a  third. 

15.  Powers  of  attorney  may  be  revoked  at  any  stage  in  the  proceed- 
ings of  a  case  upon  application  to  and  approval  by  the  Commissioner  ; 
and  when  so  revoked  the  office  will  communicate  directly  with  the 
applicant,  or  such  other  attorney  as  he  may  appoint.  An  attorney 
will  be  promptly  notified  by  the  docket  clerk  of  the  revocation  of  his 
power  of  attornej'. 

16.  Por  gross  misconduct  the  Commissioner  may  refuse  to  recognize 
any  person  as  an  attorney,  either  generally  or  in  any  particular  case  ; 
but  the  reasons  for  such  refusal  will  be  duly  recorded  and  be  subject 
to  the  approval  of  the  Secretary  of  the  Interior. 

Who  may  eegister  a  Trade  Mark. 

17.  A  trade  mark  may  be  registered  by  any  person,  firm,  or  corpora- 
tion domiciled  in  the  United  States  or  located  in  any  foreign  country 
which,  by  treaty,  convention,  or  law,  affords  similar  privileges  to  citizens 
of  the  United  States  («),  and  who  is  entitled  to  the  exclusive  use  of 
any  trade  mark  and  uses  the  same  in  commerce  with  foreign  nations  or 
with  Indian  tribes. 

Also,  by  any  citizen  or  resident  of  this  country  wishing  the  protec- 
tion of  his  trade  mark  in  any  foreign  country  the  laws  of  which 
require  registration  in  the  United  States  as  a  condition  precedent 
upon  the  payment  of  the  fee  required  by  law  and  other  due  pro- 
ceedings had. 

(a)  The  United  States  acceded  to  the  International  Convention  in  1887.  See  also 
the  treaty  with  the  United  Kingdom,  p.  663,  infra. 

18.  Owners  of  trade  marks  for  which  protection  has  been  sought  by 
registering  them  in  the  Patent  Office  under  the  Act  of  July  8,  1870 
(declared  unconstitutional  by  the  Supreme  Court  of  the  United  States, 
16  0.  G.,  999),  may  register  the  same  for  the  same  goods,  without  fee. 
With  each  application  of  this  character  a  specific  reference  to  the  date 
and  number  of  the  former  certificate  is  required  (a). 

(«)  See  JacobT/i-  Co.  v.  lopes  ^  Co.,  23  U.  S.  Pat.  Gaz.  342. 

19.  Applicants  whose  eases  were  filed  under  the  Act  of  1870,  either 
prior  to  or  since  the  decision  of  the  Supreme  Court  declaring  it  uncon- 
stitutional, which  are  now  pending  before  the  office,  must  prepare  their 
applications  in  confoimiity  with  the  present  law  and  rules.     On  the 
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receipt  of  such  an  application,  referring  to  the  date  of  the  one  formerly 
filed,  all  fees  paid  thereon  will  be  duly  applied.  Those  who  have  paid 
only  ^10  as  a  first  fee  are  advised  that  the  law  does  not  provide  for  a 
division  of  the  legal  fee  of  ^25,  and  that  the  remainder  of  the  entire 
fee  is  required  before  the  application  can  be  examined. 

20.  No  trade  mark  will  be  registered  unless  it  shall  be  made  to  appear 
that  the  same  is  used  as  such  by  the  applicant  in  commerce  between 
the  United  States  and  some  foreign  nation  or  Indian  tribe,  or  is  within 
the  provisions  of  a  treaty,  convention,  or  declaration  with  a  foreign 
power,  or  which  is  merely  the  name  of  the  applicant,  or  which  is 
identical  with  a  known  or  registered  trade  mark  owned  by  another  and 
appropriated  to  the  same  class  of  merchandise,  or  which  so  nearly 
resembles  some  other  person's  lawful  trade  mark  as  to  be  likely  to 
cause  confusion  in  the  mind  of  the  public  or  to  deceive  purchasers,  or 
which  is  merely  descriptive  in  its  nature. 

The  Application. 

21.  An  application  for  the  registration  of  a  trade  mark  must  be  made 
to  the  Commissioner  of  Patents  and  must  be  signed  by  the  owner  of 
the  trade  mark. 

22.  A  complete  application  comprises  : 

(a)  A  brief  letter  of  advice  requesting  registration,  signed  by  the 

applicant.     (See  Form  1,  infra.) 

(b)  A  statement  or  specification  which,  in  addition  to  the  require- 
ments of  §  1  of  the  statute,  must  also  discriminate  between 
the  essential  and  non-essential  features  of  the  trade  mark,  and 
if  the  applicant  be  a  corporation  it  must  set  forth  under  the 
laws  of  what  state  or  nation  incorporated.  (See  Forms  2,  4, 
and  6,  infra.) 

(c)  A  declaration  or  oath  complying  with  §   2   of   the  statute  on 

p.  643.     (See  Forms  3,  5,  and  7,  infra.) 

(d)  A  facsimile  or  drawing  of  the  mark.     (See  Eules  27  and  28.) 

(e)  A  fee  of  twenty-five  dollars. 

23.  The  letter  of  advice,  the  statement,  and  the  declaration  must  be 
in  the  English  language  and  written  on  one  side  of  the  paper  only. 

24.  Pending  applications  are  preserved  in  secrecy,  and  no  informa- 
tion will  be  given  without  authority  of  the  applicant  respecting  the 
filing  of  an  application  for  tlie  registration  of  a  trade  mark  by  any 
person,  or  the  subject  matter  thereof,  unless  it  shall,  in  the  opinion  of 
the  Commissioner,  be  necessary  to  the  proper  conduct  of  business 
before  the  office. 

Declaration  or  Oath. 

25.  The  declaration  or  oath  may  be  made  before  any  person  within 
the  United  States  authorized  by  law  to  administer  oaths,  or,  when  the 
applicant  resides  in  a  foreign  country,  before  any  minister,  charge 
d'affaires,  consul,  or  commensal  agent  holding  commission  under  the 
government  of  the  United  States,  or  before  any  notary  public  of  the 
foreign  country  in  which  the  ap[)licant  may  be,  who  is  autliorizod  by 
the  laws  of  said  country  to  administer  oaths,  the  oatli  being  attested 
in  all  cases,  in  this  and  other  (!Ountries,  by  the  proper  official  seal  of 
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the  officer  before  whom  the  oath  or  affirmation  is  made.  When  the 
person  before  whom  the  oath  or  affirmation  is  made  is  not  provided 
with  a  seal,  his  official  character  shall  be  established  by  competent 
evidence,  as  by  a  certificate  from  a  clerk  of  a  court  of  record  or  other 
proper  officer  having  a  seal. 

26.  The  declaration  cannot  be  amended.  If  that  filed  with  the 
application  is  faulty  or  defective,  a  substitute  declaration  must  be 
filed. 

Facsimile  or  Drawing. 

27.  If  for  any  reason  a  drawing  does  not  constitute  a  satisfactory 
facsimile  of  the  trade  mark,  two  copies  of  the  trade  mark  as  actually 
used  must  be  deposited  in  addition  to  the  required  drawing,  to  be 
preserved  in  the  office  for  reference. 

28. — (1)  The  drawing  must  be  made  upon  pure  white  paper  of  a 
thickness  corresponding  to  three- sheet  Bristol  board.  The  surface  of 
the  paper  must  be  calendered  and  smooth.  India  ink  alone  must  be 
used,  to  secure  perfectly  black  and  solid  lines. 

(2)  Tlie  size  of  a  sheet  on  which  a  drawing  is  made  must  be  exactly 
ten  by  fifteen  inches.  One  inch  from  its  edges  a  single  marginal  line 
is  to  be  drawn,  leaving  the  "  sight"  precisely  eight  by  thirteen  inches. 
Within  this  margin  all  work  and  signatures  must  be  included.  One 
of  the  shorter  sides  of  the  sheet  is  regarded  as  its  top,  and,  measuring 
downwardly  from  the  marginal  line,  a  space  of  not  less  than  1^  inches 
is  to  be  left  blank  for  the  heading  of  title,  name,  number,  and  date. 

(3)  All  drawings  must  be  made  with  the  pen  only.  Every  line  and 
letter,  signatures  included,  must  be  absolutely  black.  This  direction 
applies  to  all  lines,  however  fine,  and  to  shading.  All  lines  must  be 
clean,  sharp,  and  solid,  and  they  must  not  be  too  fine  or  crowded. 
Surface  shading,  when  used,  should  be  oj^en. 

(4)  The  signature  of  the  proprietor  of  the  trade  mark  must  be  placed 
at  the  lower  right-hand  corner  of  the  sheet,  and  the  signatures  of  the 
witnesses  at  the  lower  left-hand  corner,  all  within  the  marginal  line, 
but  in  no  instance  should  they  encroach  upon  the  drawing. 

(5)  When  the  view  is  longer  than  the  width  of  the  sheet,  the  sheet 
should  be  turned  on  its  side,  and  the  heading  will  be  placed  at  the  right 
and  the  signatures  at  the  left,  occupying  the  same  space  and  position 
as  in  an  upright  view,  and  being  horizontal  when  the  sheet  is  held  in 
an  upright  position. 

(6)  Drawings  should  be  rolled  for  transmission  to  the  office — not 
folded. 

An  agent's  or  attorney's  stamp,  or  advertisement,  or  written  address 
will  not  be  permitted  upon  the  face  of  a  drawing,  within  or  without  the 
marginal  line  («). 

(ff)  It  was  held  under  the  former  rules  that  the  drawing  must  not  contain  foreign 
matter:  Ex  parte  Hudson,  55  U.  S.  Pat.  Gaz.  1401. 

29.  The  office,  at  the  request  of  applicants,  will  furnish  the  drawings 
at  cost. 

Examination  of  Applications. 

30.  All  applications  for  registration  are  considered  in  the  first  instance 
by  the  trade  mark  examiner.     Whenever  on  examination  of  an  appli- 
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cation  registration  is  refused  for  any  reason  whatever,  the  applicant 
■will  be  notified  thereof.  The  reasons  for  such  rejection  will  be  stated, 
and  such  information  and  references  will  be  given  as  may  be  useful  in 
aiding  the  applicant  to  judge  of  the  propriety  of  prosecuting  his 
application. 

31.  The  examination  of  an  application  and  the  action  thereon  will 
be  directed  throughout  to  the  merits  ;  but  in  each  letter  the  examiner 
shall  state  or  refer  to  all  his  objections. 

AMEXDilEXTS. 

32.  The  statement  may  be  amended  to  correct  informalities  or  to 
avoid  objections  made  by  the  ofiice,  or  for  other  reasons  arising  in  the 
course  of  examination  ;  but  no  amendments  wiU  be  admitted  unless 
warranted  by  something  in  the  statement  or  facsimile  as  originally 
filed. 

33.  In  every  amendment  the  exact  word  or  words  to  be  stricken  out 
or  inserted  in  the  statement  must  be  specified,  and  the  precise  point 
indicated  where  the  erasure  or  insertion  is  to  be  made.  (See  Form  8, 
infra.)  All  such  amendments  must  be  on  sheets  of  paper  separate 
from  the  papers  previously  filed,  and  written  on  but  one  side  of  the 
paper. 

Erasures,  additions,  insertions,  or  mutilations  of  the  papers  and 
records  must  not  be  made  by  the  applicant. 

34.  When  an  amendatory  clause  is  amended,  it  must  be  wholly 
rewritten,  so  that  no  interlineation  or  erasure  shall  appear  in  the 
clause  as  finally  amended,  when  the  application  is  passed  to  issue. 
If  the  number  or  nature  of  the  amendment  shall  render  it  otherwise 
difficult  to  consider  the  ease,  or  to  arrange  the  papers  for  printing 
or  copying,  the  examiner  may  require  the  entire  statement  to  be 
rewritten. 

35.  Amendments  will  not  be  permitted  after  the  notice  of  allowance 
of  an  application,  and  the  examiner  will  exercise  jurisdiction  over  such 
an  application  only  by  special  authority  from  the  Commissioner. 

Amendments  not  affecting  the  merits  may  be  made  after  the  allow- 
ance of  an  application,  if  the  case  has  not  been  printed,  on  the  recom- 
mendation of  the  examiner,  approved  by  the  Commissioner,  without 
withdrawing  the  case  from  issue. 

36.  After  the  completion  of  the  application  tlie  office  will  not  return 
the  papers  for  any  jDurpose  whatever.  If  the  applicant  has  not  pre- 
served copies  of  the  papers  which  he  wishes  to  amend,  the  office  will 
furnish  them  on  the  usual  terms. 

IXTEEFEREXCES. 

37.  In  case  of  conflicting  applications  for  registration,  or  in  any  dis- 
pute as  to  the  right  to  use  which  may  arise  between  an  applicant  and 
a  prior  registrant,  the  office  will  declare  an  interference,  in  order  that 
the  parties  may  have  an  opportunity  to  prove  priority  of  use  and  the 
proceedings  on  such  interference  will  follow,  as  nearly  as  practicable, 
the  practice  in  interferences  upon  applications  for  patents  («). 

[a)  After  V.  S.  v.  Steffois,  100  U.  S.  82,  it  was  held  tliat  the  U.  S.  Patent 
Office  had  no  authority  to  decide  disputed  que.stious  of  title  to  trade  marks,  or  to 
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declare  interferences :  Braun  &;  Co. -v.  Blaclncelh  l^V.  S.  Pat.  Gaz,  481.  But  pee 
Ex  parte  Strashitn/er  (?•  Co.,  20  il).  155,  and  Jacohi/  tf-  Co.  v.  lopes  (^-  Co.,  23  ib.  342. 
And  it  is  now  decided  that  there  is  such  authority  :  Yn!e  Cir/ar  Mainifacturinfi  Co.  v. 
Yale,  30  ib.  1183.  And  see  notes  to  ij  81  of  the  Act  of  1870J  and  to  "^  3  of  the  Act 
of  1881,  supra. 

Appeals  ok  Petitions. 

38.  From  an  adverse  rleeision  of  the  examiner  of  trade  marks  upon 
an  applicant's  right  to  register  a  trade  mark,  or  upon  any  interlocutory 
matter,  or  from  a  decision  of  the  examiner  of  interferences,  the  case 
"will  be  reviewed  by  the  Commissioner,  on  petition  or  appeal,  without 
fee. 

IssTjE,  Date,  and  Duration  of  Cektipicate. 

39.  When  the  requirements  of  the  law  and  the  rules  have  been 
complied  with,  and  the  office  has  adjudged  a  trade  mark  lawfully 
registrable,  a  certificate  will  be  issued  by  the  Commissioner,  under  seal 
of  the  Interior  Department,  to  the  effect  that  applicant  has  complied 
with  the  law,  and  that  he  is  entitled  to  the  protection  of  his  trade  mark 
in  such  case  made  and  provided.  Attached  to  the  certificate  will  be  a 
facsimile  of  the  trade  mark  and  a  printed  copy  of  the  statement  and 
declaration. 

40.  Before  a  trade  mark  certificate  will  be  delivered,  the  applicant 
must  furnish  a  revenue  stamp  to  the  value  of  ten  cents,  to  be  affixed 
thereto  and  canceled  as  required  by  the  "Act  to  provide  ways  and 
means  to  meet  war  expenditures,  and  for  other  purposes,"  approved 
June  13,  1898. 

41.  The  weekly  issue  closes  on  Thursday,  and  the  certificates  of 
registration  of  that  issue  bear  date  as  of  the  third  Tuesday  thereafter. 

42.  A  certificate  of  registry  shall  remain  in  force  for  thirty  years 
from  its  date,  excej^t  in  cases  where  the  trade  mark  is  claimed  for  and 
applied  to  articles  not  manufactured  in  this  countr}^,  and  in  which  it 
receives  protection  under  the  laws  of  a  foreign  country  for  a  shorter 
period,  in  which  case  it  shall  cease  to  have  any  force  in  this  country 
by  virtue  of  this  Act  at  the  time  that  such  trade  mark  ceases  to  be 
exclusive  property  elsewhere. 

At  any  time  during  the  six  months  prior  to  the  expiration  of  the 
term  of  thirty  years  such  registration  may  be  renewed  on  the  same 
terms  and  for  a  like  period. 

Assignments. 

43.  The  right  to  the  use  of  any  trade  mark  is  assignable  by  an 
instrument  in  writing,  and  provision  is  made  for  recording  such  instru- 
ment in  the  Patent  Office.  But  no  such  instrument  or  conveyance 
will  be  recorded  unless  it  is  in  the  English  language,  and  unless  an 
application  for  the  registration  of  a  trade  mark  shall  have  first  been 
filed  in  the  Patent  Office,  and  such  instrument  must  identify  the 
application  by  serial  number  and  date  of  filing,  or,  where  the  mark 
has  been  registered,  by  its  certificate  number  and  the  date  thereof. 
No  particular  form  of  instrument  is  prescribed. 
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Copies  aivd  Publications. 

44.  After  a  trade  mark  has  been  registered  printed  copies  of  the 
statement  and  declaration  in  each  case,  with  a  facsimile  of  the  trade 
mark,  can  be  furnished  by  the  office  upon  the  payment  of  the  fee. 

45.  An  order  for  a  copy  of  an  assignment  must  give  the  liber  and 
page  of  the  record,  as  well  as  the  name  of  the  proprietor  ;  otherwise  an 
extra  charge  will  be  made  for  the  time  consumed  in  making  any  search 
for  such  assignment. 

46.  The  Olficial  Gazette  of  the  Patent  Office  will  contain  a  list  of  all 
trade  marks  registered,  with  the  name  and  address  of  the  registrant 
in  each  case,  an  illustration  of  the  trade  mark,  a  brief  statement  of  its 
essential  features,  and  the  particular  description  of  goods  to  which  it  is 
applied. 

Pees. 

47.  On  filing  an  application  for  registration  of  a  trade  mark  $25.00 
For  abstracts  of  title  : 

Por  the  certificate  of  search    -----        i.oo 
Por  each  brief  from  the  digests  of  assignments        -  .20 

Por  copies  of  matter  in  any  foreign  language,  for  every 

100  words  or  fraction  thereof    -         -         -         -         -  .10 

Por  translation,  for  every  100  words  or  fraction  thereof  -  .50 

Por  recording  ever}"  assignment,  agreement,  power  of 

attorney,  or  other  paper,  of  300  words  or  less     -         -        1.00 
Por  recording  every  assignment,  agreement,  power  of 
attorney,  or  other  paper  of  more  than  300  words  and 

less  than  1,000  words 2.00 

Por  recording  every  assignment,  agreement,  power  of 

attorney,  or  other  paper  of  more  than  1,000  words     -        3.00 
Por  assistance  to  attorneys  and  others  in  the  examination 

of  records,  one  hoiu-  or  less        -----  ,50 

Pach  additional  hour  or  fraction  thereof  -         -  .50 

Por  single  printed  copy  of  statement,  declaration,  and 

facsimile  -         - -  .05 

If  certified,  for  the  certificate,  additional         .         -  .25 

48.  The  person  ordering  any  such  certificate  as  specified  in  Pule  46 
must  furnish  a  revenue  stamp  to  the  value  of  ten  cents  to  be  affixed  to 
the  certificate  and  canceled  as  provided  for  by  the  "Act  to  provide 
ways  and  means  to  meet  war  exjpenditures,  and  for  other  purposes," 
approved  June  13,  1898. 

49.  Money  required  for  office  fees  may  be  paid  to  the  Commissioner, 
or  to  the  Treasurer,  or  any  of  the  assistant  treasurers  of  the  United 
States,  or  to  any  of  the  depositaries,  national  banks,  or  receivers  of 
public  money  designated  by  the  Secretary  of  the  Treasury  for  that 
purpose,  who  shall  give  the  depositor  a  receipt  or  certificate  of  deposit 
therefor,  which  shall  be  transmitted  to  the  Patent  Oflice.  When  this 
cannot  be  done  without  inconvenience,  the  money  may  bo  remitted  by 
mail,  and  in  every  such  case  the  letter  should  state  the  exact  amount 
inclosed.  All  money  orders  should  be  made  payable  to  the  "Commis- 
sioner of  Patents." 

50.  All  money  sent  by  mail,  either  to  or  from  the  Patent  Office,  will 
be  at  the  risk  of  the  sender.     All  payments  to  the  office  must  bo  madu 
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in  specie,  Treasury  notes,  national-bank  notes,  certificates  of  deposit, 
post-office  money  orders,  postal  notes,  or  certified  checks. 

EErAYMENT  OF  Mo^^EY. 

51.  Money  paid  by  actual  mistake,  such  as  a  payment  in  excess,  or 
when  not  required  by  law,  or  by  neglect  or  misinformation  on  the  part 
of  the  office,  will  be  refunded ;  but  a  mere  change  of  purpose  after  the 
paj'ment  of  money,  as  when  a  party  desires  to  withdraw  his  application 
for  the  registration  of  a  trade  mark,  will  not  entitle  a  party  to  demand 
such  a  return. 


rOEMS. 

The  following  forms  illustrate  the  manner  of  preparing  papers  for 
applications  for  registration  of  trade  marks.  Applicants  will  find  their 
business  facilitated  by  following  them  closely  : 

(1)  Letter  of  Advice. 

To  the  Commissioner  of  Patents  : 

The  undersigned  presents  herewith  a  facsimile  of  his  lawful  trade 
mark,  and  requests  that  the  same,  together  with  the  accompanying 
statement  and  declaration,  may  be  registered  in  the  United  States 
Patent  Office  in  accordance  with  the  law  in  such  cases  made  and  pro- 
vided. 

Dated  ,  18     .  A.  B. 


(2)   Statement  by  an  IniUridued. 

To  all  ichom  it  may  concern  : 

Be  it  known  that  I,  A.  B.,  a  citizen  [_or  suhjcct^  as  the  case  may  he~\ 
of  the  ,  residing  at  ,  ,  and  doing  business  at 

No.  ,  Street,  in  said  city,  have  adopted  for  my  use  a  trade 

mark  for  molasses,  of  which  the  following  is  a  full,  clear,  and  exact 
description.  My  trade  mark  consists  of  the  word  "Dove"  and  the 
representation  of  a  dove.  These  have  generally  been  arranged  as  shown 
in  the  accompanying  facsimile,  in  which  the  dove  is  represented  as  flj'- 
ing,  and  above  it  are  arranged,  on  a  curved  line,  the  words  "The  Dove 
Brand"  in  plain  block  letters.  The  position  of  the  dove  may  be  changed 
and  different  styles  of  letters  used,  and  the  words  "The"  and  "Brand" 
may  be  omitted,  without  altering  the  character  of  the  trade  mark,  the 
essential  features  of  which  are  the  word  "Dove"  and  the  representation 
of  a  dove.  This  trade  mark  has  been  continuously  used  in  my  business 
since  ,18       .     The  class  of  merchandise  to  which  this  trade 

mark  is  appropriated  is  groceries,  and  the  particular  description  of 
goods  comprised  in  said  class  upon  which  I  use  the  said  trade  mark  is 
molasses.  It  is  usually  displayed  on  heads  of  barrels  or  jjackages,  and 
on  cans  containing  the  goods,  hy  placing  thereon  a  printed  label  on 
which  the  described  trade  mark  is  shown. 

Witnesses  :  A.  B. 

CD. 
E.  F. 
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(3)  Declaration  for  an  Indkidaal. 

State  of  ,  County  of  ,  ss  : 

A.  B.,  being  duly  sworn,  deposes  and  says  that  lie  is  the  applicant 
named  in  the  foregoing  statement ;  that  he  verily  believes  that  the 
foregoing  statement  is  true  ;  that  he  has  at  this  time  a  right  to  the  use 
of  the  trade  mark  therein  described ;  that  no  other  person,  firm,  or 
corporation  has  the  right  to  such  use,  either  in  the  identical  form  or  in 
any  such  near  resemblance  thereto  as  might  be  calculated  to  deceive ; 
that  it  is  used  by  him  in  commerce  between  the  United  States  and 
foreign  nations  or  Indian  tribes,  and  particularly  with  [here  name 

one  or  more  foreign  nations  or  Indian  tribes,  or  both,  as  the  case  may  3e] ; 
and  that  the  description  and  facsimiles  presented  for  record  truly 
represent  the  trade  mark  sought  to  be  registered. 

A.  B. 

Sworn  and  subscribed  before  me,  a  ,  this  day  of  , 

18     . 

(l.  s.)  G.  H. 


(4)  Sfateinent  hy  a  Firm. 

To  all  lohom  it  may  concern  : 

Be  it  known  that  we,  C.  D.  «fc  Co.,  a  firm  domiciled  in  ,  county 

of  ,  State  of  ,  and  doing  business  at  No.         ,  street, 

in  the  said  city,  haA^e  adopted  for  our  use  a  trade  mark  for  molasses, 
of  which  the  following  is  a  full,  clear,  and  exact  description.  Our 
trade  mark  consists  of  the  word  "  Dove"  and  the  representation  of  a 
dove.  These  have  generally  been  arranged  as  shown  in  the  accom- 
panying facsimile,  in  which  the  dove  is  represented  as  flying,  and  above 
it  are  arranged,  on  a  curved  line,  the  words  "The  Dove  Brand"  in 
plain  block  letters.  The  position  of  the  dove  may  be  changed  and 
different  styles  of  letters  used,  and  the  words  "  The  "  and  "  Brand  " 
may  be  omitted,  without  altering  the  character  of  the  trade  mark,  the 
essential  features  of  which  are  the  word  "  Dove  "  and  the  representa- 
tion of  a  dove.  This  trade  mark  has  been  continuously  used  in  our 
business  since  ,18     .     The  class  of  merchandise  to  which  this 

trade  mark  is  appropriated  is  groceries,  and  the  particular  description 
of  goods  comprised  in  said  class  upon  which  we  use  the  said  trade  mark 
is  molasses.  It  is  usually  displayed  on  heads  of  barrels  or  packages, 
and  on  cans  containing  the  goods,  by  placing  thereon  a  printed  label 
on  which  the  described  trade  mark  is  shown. 

C.  D.  &  Co. 
Witnesses :  By  C.  D., 

E.  F.  A  member  of  the  firm. 

G.  H. 


V  u 
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(5)  Declaration  for  a  Firm. 

State  of  ,  County  of  ,  ss  : 

C.  D.,  bein-g  duly  sworn,  deposes  and  says  that  he  is  a  member  of  the 
firm  of  C.  D.  &  Co.,  the  apphcant  named  in  the  foregoing  statement ; 
that  he  verily  believes  that  the  foregoing  statement  is  true  ;  that  the 
said  firm  at  this  time  has  a  right  to  the  use  of  the  trade  mark  therein 
described ;  that  no  other  person,  firm,  or  corporation  has  the  riglit  to 
such  use,  either  in  the  identical  form  or  in  any  such  near  resemblance 
thereto  as  might  be  calculated  to  deceive  ;  that  the  trade  mark  is  used 
by  the  said  firm  in  commerce  between  the  United  States  and  foreign 
nations  or  Indian  tribes,  and  particularly  with  [Aere  tiame  one  or 

more  foreign  nations  or  Indian  tribes,  or  both,  as  the  case  may  be']  ;  and 
that  the  description  and  facsimiles  presented  for  record  truly  represent 
the  trade  mark  sought  to  be  registered. 

.     CD. 

Sworn  and  subscribed  before  me,  a  ,  this  day  of  , 

18     . 
(l.  s.)  E.  F. 


(6)  Statement  })y  a  Corporation. 

To  all  lohom  it  'may  concern  : 

Be  it  known  that  The  E.  &  F.  Company,  a  corporation  duly  organized 
under  the  laws  of  the  State  of  ,  and  located  in  the  city  of  , 

county  of  ,  in  said  State,   and  doing  business  in  said  city  of 

,  has  adopted  for  its  use  a  trade  mark  for  molasses,  of  which 
the  following  is  a  full,  clear  and  exact  descrijDtion.  The  trade  mark 
consists  of  the  word  "  Dove  "  and  the  representation  of  a  dove.  These 
have  generally  been  arranged  as  shown  in  the  accompanying  facsimile, 
in  which  the  dove  is  represented  as  flying,  and  above  it  are  arranged 
on  a  ciu'ved  line  the  words  "  The  Dove  Brand  "  in  plain  block  letters. 
The  position  of  the  dove  may  be  changed  and  different  styles  of  letters 
used,  and  the  words  "  The  "  and  "  Brand"  may  be  omitted,  without 
altering  the  character  of  the  trade  mark,  the  essential  features  of  which 
are  the  word  "Dove  "  and  the  representation  of  a  dove.  This  trade 
mark  has  been  continuously  used  in  the  business  of  the  said  corpora- 
tion since  ,18  .  The  class  of  merchandise  to  which  this 
trade  mark  is  appropriated  is  groceries,  and  the  particular  description 
of  goods  comprised  in  said  class  upon  which  the  said  trade  mark  is  used 
is  molasses.  It  is  usually  displayed  on  heads  of  barrels  or  packages, 
and  on  cans  containing  the  goods,  by  placing  thereon  a  printed  label 
on  which  the  described  trade  mark  is  shown. 

The  E.  &  F.  CoMPAmr, 
Witnesses  :  By  G.  H.,  Secretary. 

I.J. 
K.  L. 
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(7)  Declaration  for  a  Corporation. 

State  of  ,  Cotixty  of  ,  ss  : 

G.  H.,  being'  duly  sworn,  deposes  and  says  that  he  is  secretary  {or 
other  officer)  of  the  cori^oration  The  E.  &  F.  Company,  the  applicant 
named  in  the  foregoing  statement ;  that  he  verily  believes  that  the 
foregoing  statement  is  true  ;  that  the  said  corporation  at  this  time  has 
a  right  to  the  use  of  the  trade  mark  therein  described ;  that  no  other 
person,  firm,  or  corporation  has  the  right  to  such  use,  either  in  the 
identical  form  or  in  any  such  near  resemblance  thereto  as  might  be 
calculated  to  deceive  ;  that  the  trade  mark  is  used  by  the  said  corpora- 
tion in  commerce  between  the  United  States  and  foreign  nations  or 
Indian  tribes,  and  particularly  with  [^here  name  one  or  more  foreign 
7iations  or  Indian  tritjes,  or  both,  as  the  case  may  be'],  and  that  the 
description  and  facsimiles  presented  for  record  trvdy  represent  the 
trade  mark  sought  to  be  registered. 

G.  H.,  Secretary'^  {or  other  officer). 

Sworn  and  subscribed  before  me,  a  ,  this  day  of  , 

18     . 

(l.  s.)  I.  J. 

*  If  the  corporation  have  a  seal,  it  may  be  used  to  authenticate  the  signature  of 
the  officer. 


(8)  Amendment. 

To  the  Commissioner  of  Patents  : 

In  the  matter  of  my  application  for  the  registration  of  trade  mark 
for  molasses,  No.         ,  filed  ,18     ,1  hereby  amend  my  state- 

ment as  follows : 

Page  ,  line  ,  cancel  the  words  "  The  Dove  Brand,"  and  insert 
in  place  thereof  the  following:  "  Z>ofe"  and  the  representation  (f  a  dove. 

Same  page,  line         ,  erase  the  words  "  about  ten  years  "  and  insert 

since  ,18 

A.  B., 
By  J.  K., 
Dated  ,18     .  His  Attorney. 


U  u2 
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Classification  of  Registered  Trade  Marks. 

1.  Agricultural  implements.     (See  Titles  41,  73.) 

2.  Baking  powder  and  yeast. 

3.  Beverages.     (See  Title  42.) 

4.  Blacking  and  leather  dressing.     (See  Title  12.) 

5.  Boots,  shoes,  and  lasts.     (See  Title  57.) 

6.  Brooms  and  brushes. 

7.  Buttons.     (See  Title  22.) 

8.  Canned  goods.     (See  Titles  16,  26.) 

9.  Carpets,  &c. 

10.  Cement,  plaster,  and  bricks. 

11.  Cigars  and  cigarettes.     (See  Title  71.) 

12.  Cleaning  and  polishing  preparations.     (See  Title  4.' 

13.  Coffee  and  tea. 

14.  Confectionery. 

15.  Corsets.  ■  (See  Title  75.) 

16.  Cured  meats.     (See  Titles  8,  26,  37.) 

17.  Cutlery  and  edge  tools.     (See  Titles  68,  73.) 

18.  Dairy  products. 

19.  Dentistry. 

20.  Drugs  and  Chemicals.     (See  Titles  44,  53,  72.) 

21.  Dry  goods.     (See  Titles  22,  69.) 

22.  Fancy  goods.     (See  Titles  7,  21,  30,  47.) 

23.  Fertilizers. 

24.  Fire-arms,  ammunition,  and  explosives. 

25.  Flour. 

26.  Food  and  relishes.     (See  Titles  8,  16.) 

27.  Fuel. 

28.  Games  and  toys.     (See  Title  46.) 

29.  Glassware.     (See  Titles  32,  55.) 

30.  Gloves.     (See  Title  22.) 

31.  Head-wear. 

32.  Household  articles.     (See  Titles  29,  35,  55.) 

33.  Inks.     (See  Title  65.) 

34.  Iron,  steel,  and  manufactures.     (See  Titles  41,  73.) 

35.  Jewelry  and  plated  ware.     (See  Titles  32,  70.) 

36.  Lamps,  lanterns,  &c.     (See  Title  29.) 

37.  Lard  and  tallow.     (See  Title  16.) 

38.  Laundry  articles.     (See  Titles  61,  64.) 

39.  Leather  and  saddlery. 

40.  Locks  and  hardware.     (See  Titles  72,  73.) 

41.  Machines.     (See  Titles  1,  34,  73.) 

42.  Malt  liquors.     (See  Title  3.) 

43.  Matches. 

44.  Medical  compounds.     (See  Titles  20,  53,  72.) 

45.  Miscellaneous. 

46.  Musical  instruments.     (See  Title  28.) 

47.  Needles  and  pins.     (See  Title  22.) 

48.  Oils  and  lubricants.     (See  Title  51.) 

49.  Optics  and  measuring  instruments.     (See  Title  73.) 

50.  Packing.     (Machinery.) 
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51.  Paints  and  painters'  supplies.     (See  Title  48.) 

52.  Paper  and  envelopes.     (See  Title  65.) 

53.  Poisons  for  animals.     (See  Titles  20,  44.) 

54.  Publications. 

55.  Eeceptacles.     (See  Titles  29,  32.) 

56.  Rope,  cord,  and  twine.     (See  Title  59.) 

57.  Eubber  goods.     (See  Titles  5,  69.) 

58.  Sewing-machines  and  attachments.     (See  Titles  41,  73.) 

59.  Sewing  silk,  cotton,  and  thread.     (See  Title  56.) 

60.  Shirts,  collars,  and  cuffs.     (See  Title  75.) 

61.  Soap.     (See  Titles,  38,  72.) 

62.  Spices,  mustard,  and  salt.     (See  Title  26.) 

63.  Spirituous  liquors.     (See  Titles  42,  77.) 

64.  Starch,  corn-starch,  and  products.     (See  Titles  26,  38.) 

65.  Stationery  miscellany.     (See  Titles  33,  52.) 

66.  Stoves  and  heaters. 

67.  Sugar,  sirup,  and  molasses. 

68.  Surgical  instruments  and  appliances.     (See  Title  17.) 

69.  Tailoring  and  clothing.     (See  Titles  21,  57.) 

70.  Time-keeping  instruments.     (See  Title  35.) 

71.  Tobacco  and  snuff.     (See  Title  11.) 

72.  Toilet  articles  and  preparations. .  (See  Titles  20,  61.) 

73.  Tools  and  devices. 

74.  Umbrellas,  parasols,  and  canes. 

75.  Underwear  and  furnishings.     (See  Titles  15,  60.) 

76.  Vehicles. 

77.  Wines.     (See  Titles  3,  42,  63.) 
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CIECULAE  AS  TO  MEECHANDISE  MAEKS  (CUSTOMS). 

Teeasuey  Depaetment,  Office  of  the  Seceetary, 

Washington^  D.  C,  August  3,  1897. 

To  Officers  of  the  Customs  and  others  : 

The  attention  of  officers  of  the  customs  and  others  is  invited  to  the 
following  provision  of  §  11  of  the  Act  of  July  24,  1897  : — 

"§  11.  That  no  article  of  imported  merchandise  which  shall 
copy  or  simulate  the  name  or  trade  mark  of  any  domestic  manu- 
facture or  manufacturer,   or  which  shall  bear  a  name  or  mark 
which  is  calculated  to  induce  the  public  to  believe  that  the  article 
is  manufactured  in  the  United  States,  shall  be  admitted  to  entry 
at  any  custom  house  of  the  United  States.     And  in  order  to  aid 
the  officers  of   the   customs   in    enforcing  this  prohibition,   any 
domestic  manufacturer  who  has  adopted  trade  marks  may  require 
his  name  and  residence,  and  a  description  of  his  trade  marks,  to 
be  recorded  in  books  which  shall  be  kept  for  that  purpose  in  the 
department  of  the  Treasury,  under  such  regulations  as  the  Secre- 
tary of   the  Treasury  shall  prescribe,    and  may  furnish  to  the 
department  facsimiles  of  such  trade  marks ;    and  thereupon  the 
Secretary  of  the  Treasury  shall  cause  one  or  more  copies  of  the 
same  to  be  transmitted  to  each  collector  or  other  proper  officer  of 
the  customs." 
Applications  for  the  recording  of   names  or  trade  marks  in  this 
department  will  state  the  name  and  residence  of  the  domestic  manu- 
facturer, and  furnish  a  description  of  the  mark  and  the  names  of  the 
ports  to  which  the  facsimiles  should  be  sent.     No  such  name  or  trade 
mark  will  be  received  unless  accompanied   by  the  proper  proof  of 
ownership  and  proof  that  the  owner  is  a  domestic  manufacturer,  which 
must  consist  of  the  affidavit  of  the  owner  or  one  of  the  owners,  cer- 
tified by  a  notary  public,  or  other  officer  entitled  to  administer  oaths, 
and  having  a  seal. 

On  the  receipt  by  a  customs  officer  of  any  such  facsimiles,  with  in- 
formation from  the  department  that  they  have  been  recorded  therein, 
he  will  properly  record  and  file  them,  and  will  exercise  care  to  prevent 
the  entry  at  the  custom  house  of  any  article  of  foreign  manufacture 
cop3'ing  or  simulating  such  mark. 

No  fees  are  charged  for  recording  trade  marks  in  the  department 
and  custom  houses. 

A  sufficient  number  of  facsimiles  should  be  forwarded  to  enable  the 
department  to  send  one  copy  to  each  port  named  in  the  aj)plication, 
with  ten  additional  copies  for  the  files  of  the  department. 

Especial  attention  is  invited  to  the  provision  in  said  section  pro- 
hibiting the  entry  of  articles  "  which  shall  bear  a  name  or  mark  which 
is  calculated  to  induce  the  public  to  believe  that  the  article  is  manu- 
factured in  the  United  States,"  and  collectors  and  other  officers  of  the 
customs  are  instructed  to  use  due  diligence  to  prevent  violations  of  this 
provision. 

W.  B.  Howell, 

Assistant  Secretary. 
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TREATY  WITH  THE  UNITED  STATES,  1877(a). 

Declaeation  betweex  Great  Britaix  and  the  United  States  for 
THE  Protection  of  Trade  Marks. 

The  Government  of  Her  Majesty  the  Queen  of  the  United  Kingdom 
of  Great  Britain  and  Ireland,  and  the  Government  of  the  United  States 
of  America,  with  a  view  to  the  reciprocal  protection  of  the  marks  of 
manufacture  and  trade  in  the  two  countries,  have  agreed  as  follows : — 

The  subjects  or  citizens  of  each  of  the  contracting  parties  shall 
have,  in  the  dominions  and  possessions  of  the  other,  the  same  rights 
as  belong  to  native  subjects  or  citizens,  or  as  are  now  granted  or  may 
hereafter  be  granted  to  the  subjects  and  citizens  of  the  most  favoured 
nation,  in  everything  relating  to  property  in  trade  marks  and  trade 
labels. 

It  is  understood  that  any  person  wlft>  desires  to  obtain  the  aforesaid 
protection  must  fulfil  the  formalities  required  by  the  laws  of  the 
respective  countries. 

In  witness  whereof  the  Undersigned  have  signed  the  present  Decla- 
ration, and  have  affixed  thereto  the  seal  of  their  arms. 

Done  at  London,  the  24th  day  of  October,  1877. 

(l.s.)        Derby. 

(l.s.)        Edwards  Pierrepont. 


(a)  The  importance  of  this  Treaty  has  not  yet  disappeared.  See  opinion  of  the 
Attorney- General  of  the  United  States  (47  U.  S.  Pat.  (iaz.  397)  as  to  the  necessity 
for  legislation,  not  yet  passed,  for  giving  effect  to  the  International  Convention  of 
1883. 


INDEX. 


''A.  0.  A." 

cloths,  63, 

Abandonment 

of  trade  mark,  10,  53,  110. 

by  disuse,  110. 

intention  necessary  for,  110. 

by  permitting  infringements,  111. 

user  with  name  is  not,  112. 

by  adoption  of  new  mark,  113. 

by  a  retiring  partner,  113. 

by  dismissal  of  action,  113. 

of  application  for  registration,  330,  339,  396. 

costs  of  opposition  leading  to,  246. 

"Accident  Insurance  Co.,  The,"  257. 

Account,  12,  171,  229. 

how  affected  by  fraudulent  intention,  119. 

injimction  formerly  ancillary  to,  188. 

not  so  now,  188. 

incident  to  injunction,  229. 

withheld  owing  to  plaintiff's  delay,  207. 

wherever  another's  mark  is  placed  on  the  goods  by  the 

defendant,  229. 
not  where  defendant  bought  the  goods  ready  marked,  230. 
sometimes  useless,  230. 
none  where  laches,  207,  230. 
where  offer  of  submission,  230. 
subdivided,  188,  231. 
extent  of,  12,  231. 
directed  at  plaintiff's  risk,  232,  261. 
election  between  damages  and,  232. 

'  *  Acid  Phosphate,  "  59. 

Acquiescence, 

as  a  defence,  202. 

none  where  no  knowledge,  205. 

And  see  Delay. 

Acquisition 

of  trade  marks,  8,  83. 

by  aliens,  14,  83,  328,  388,  389. 


666  INDEX. 

Acquisition — continued. 

length  of  user  formerly  required  for,  85. 

now  not  required  for,  86. 

by  common  repute,  87. 
former  conditions  of,  87. 
by  registration,  88.     See  Registration. 

by  user  is  only  in  respect  of  the  goods  on  which  there  has 
been  user,  90. 

Action 

on  the  case,  11,  116,  155. 

Acts, 

repeal  of,  392. 

AcTTJAL  Fraud, 

infringement  without,  8,  11,  118,  161,  164,  221. 
always  restrained,  57. 

Actual  Manufacturer, 

trade  mark  not  always  indicative  of,  4,  28. 

Actual  User 

of  title  of  publication  necessary,  298. 

Additional  Eepresentation, 
form  of,  473. 

Additions 

to  trade  marks,  95,  336,  351. 

and  alterations  of  trade  marks,  punishable  when  fraudulent, 

149. 
where  no  defence,  222,  223. 

Address 

of  applications  to  comptroller,  460. 

form  of  application  for  alteration  of,  in  register,  476. 

use   of    defendant's,    together   with    infringing    mark,    no 

defence,  223. 
for  service,  when  to  be  given,  328,  340,  395,  397. 
alteration  of  mark  in  respect  of,  378. 

Administratrix, 

action  not  continued  against,  181. 

Advantages 

of  use  of  trade  marks,  5. 

Advertisement 

no  trade  mark,  68. 

expenditure  on,  gives  no  right  to  what  is  advertised,  88,  298. 

in  "Trade  Marks  Journal,"  94,  339,  405,  406,  466. 

marks  incapable  of,  403. 

form  of,  487. 

of  series  of  marks,  403,  466. 

no  obligation  to  see,  339. 
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Affixed 

to  the  article,  trade  mark  must  be,  18. 

Agency, 

false  representation  of,  284,  529. 

Agent, 

question  of  title  between  principal  and,  183. 

for  foreign  firm,  rights  of,  141. 

cannot  acquire  his  principal's  trade  mark  by  user,  85. 

application  may  be  made  by,  402,  464. 

form  of  authorisation  of,  486. 

infringement  by,  189,  561. 

when  costs  not  given  against,  235. 

Aggrieved 

person,  367. 

foreigner  may  be,  15,  369. 

mere  engagement  in  same  trade  does  not  make,  368. 

Agree:ment 

will  not  be  enforced  when  fraudulent,  194. 

"  Aixswobth's  Thread,"  27,  28. 

"Akron,"  73. 

"Albany  Beef,"  59,  644. 

"Albert,"  29. 

"Albion" 

tools,  371. 

"  Alderney" 

oleo-margarine,  61,  73,  134. 

Aliens 

may  acquire  trade  marks,  14,  83,  328,  388,  389. 
new  enactments  with  respect  to,  84,  328. 

Almanack, 

imitation  of,  292. 

"Alpine"  Cotton,  39. 

Alteration 

of  registered  trade  mark,  98,  375. 

Alterations  of  Eegister,  375. 
under  sect.  92,  list  of,  380. 

Alternative  Marks,  95,  638. 

Ambiguousness 

of  defendant's  mark,  no  defence,  129,  221. 

Amendment 

of  documents,  340,  411. 
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America, 

geographical  names  in,  75,  637. 

registration  of  same  mark  in  same  class  to  different  persons 
in,  when,  337. 

And  see  United  States. 

"American  Grocer,  The,"  294. 

Sardines,"  58,  66,  75,  351,  637. 

Syrup  or  Figs  Co.,"  258. 

"  Ammoniated  Bone  Superphosphate  of  Lime,"  58,  68. 

"  Amoskeag" 
cloths,  73. 

Analogous  Cases 

to  those  of  trade  mark,  16,  247. 

"Anatolia  Liquorice,"  60,  72,  73,  74. 

"Anchor  Brand  Wire,"  35,  131,  518. 

Anchors, 

chain  cables  and,  628. 

"Anchovies,  Burgess'  Essence  of,"  26. 

"Anglo-Indian  Tea  Co.,  The,"  257. 

"  Anglo-Portugo  " 

oysters,  58,  65,  351. 

"  Angostura  Bitters,"  58,  73,  87,  134. 

Annual 

report  of  comptroller,  387. 

"Anti-Washboard  Soap,"  61. 

"Antiquarian  Book  Store,  The,"  58,  270. 

"Apollinaris  Water,"  73,  137,  334,  517. 

Appeal, 

delay  in,  178. 

when  not  to  be  brought,  178. 

advanced,  179. 

costs  of,  239. 

to  Board  of  Trade,  96,  328,  340,  404. 

form  of,  473. 

from  Cutlers'  Company,  form  of,  482. 

to  Court,  forms  of  reference  of,  501,  502,  503. 

Applicant, 

definition  of,  409. 

intention  of,  as  effecting  registration,  329. 
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Application 

for  registration,  93,  177,  328,  402,  403,  464. 

representations  of  trade  mark  on,  93,  328. 

equivalent  to  public  use,  354,  397. 

amendment  of,  375,  399. 

abandonment  of,  330,  396. 

of  old  marks,  mode  of,  93. 

form  of  receipt  of,  486. 

by  a  firm,  94,  402,  464. 

by  a  body  corporate,  94,  402,  464. 

advertisement  of,  94,  339,  405,  466. 

in  case  of  Sheffield  and  cotton  marks,  95. 

opposition  to,  97. 

costs  of  opposed,  243. 

by  subsequent  proprietor,  104,  408,  470. 

may  be  sent  by  post,  385,  404. 

instructions  with  respect  to,  458,  460,  464. 

form  of,  472. 

for  alteration  of  address,  form  of,  476. 

Apportionment 
of  costs,  237. 

Appropriation 

of  trade  mai'ks  to  special  classes  of  goods,  9,  89,  336. 

"  Arabian  Balsam,  Haynes',''  31. 

Arabic  Word, 

an,  registered,  69. 

Arms, 

national,  335,  468. 

of  one  of  the  United  States,  637. 

■wrongful  assumption  of  Eoyal,  punishable  by  fine,  390. 

"  Army  and  Navy  Co-operative  Society,  The,"  257,  258. 

Article, 

marks  representing,  36. 

Artisans'  Trade  Society, 

right  to  trade  mark  in  America,  85. 

Assignee, 

or  transmittee,  registration  of.     See  Subsequent  Proprietor. 

Assigntjent 

of  trade  marks,  9,  98,  342,  365. 
to  be  registered,  342,  359,  365. 

Association, 

trade  mark  of,  638. 

Asstj:med  Name 

used  as  trade  name,  260. 

"  Astral  Oil,"  59,  68. 
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Attorney's 

practice,  goodwill  of.     See  Goochoill. 

"  Atwood's  Puysical  Vegetable  Jaukdice  Bittees,"  31. 

Australia, 

marks  removed  from  register  in,  372. 

"  Australian  Mortgage,  Lakd,  and  Finance  Co.,  The,"  258,  259. 

Author,  Name  of,  274. 

Authority, 

colourable,  221. 

''  B.  B.  H." 

iron,  77,  137. 

"Baffle"  Stoves,  48. 

Bailee 

of  goods  falsely  marked,  1 90. 

"  Balm  of  Thousand  Flowers,"  58,  60,  68. 

Band 

for  cigar  boxes,  82. 

"  Bank  of  England  " 

sealing  wax,  353,  370. 

"Bank" 

paper,  353. 

Banking  Business,  160. 

Bankrupt 

not  restrained  from  soliciting  old  customers,  after  sale  of 

goodwill  by  trustee,  311. 
registered  proprietor,  representative  of,  369. 

Bankruptcy, 

transmission  of  trade  mark  on,  10,  104. 

title  of  publication  on,  297. 

goodwill  on,  306. 

Act,  1883.     See  Statutes. 

"  Baron  Liebig's  Extract  of  Meat,"  281. 

Barrel, 

shape  of,  81,  637. 

"  Bazaar  Patterns," 
clothing,  59. 

"Beatrice" 
shoes,  40. 

"  Beatty's  Headline  Copybook,"  294. 
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"Beaverine" 

boots,  60,  67,  637. 

"  Bedfoedshiee  Expeess  and  Geneeal  Adteetiser  for  the 
CorxTiES  OF  Cambeidge,  Heetfoedshire,  Huntingdonshire, 
AND  Middlesex,  The,"  294. 

"Beef,  Brand's  Essence  of,"  179. 

"Beeswax  Oil,"  58,  637. 

"  Beeton's  Christmas  Annual,"  277. 

"  Beet-root  Sugae,"  50. 

Belgitoi,  532,  539. 

"  Bell  " 

mark,  35. 

"  Bell's  Life,"  293,  520. 

"BenLedi" 

whiskey,  40,  72,  368,  371. 

Bequest  of  Trade  Mark,  107. 

"  Bethesda  " 

mineral  water,  75,  134. 

"BheHathi" 
yarn,  131. 

"Birmingham  Daily  Mail,  The,"  296. 

"  Birthday  Scripture  Text-book,"  296. 

"  Bismarck  " 

paper  collars,  29,  60. 

"Black  Swan" 

goods,  349,  638. 

"  Blackman's  Genuine  Healing  Balsam,"  31. 

"Blanchard  Churn,"  61,  637. 

Blanks 

left  in  marks  as  registered,  336,  370. 

Board  of  Agriculture, 

prosecution  by,  150,  571. 

Board  of  Trade, 

jurisdiction  of,  163. 

constitution  of,  387,  399. 

certificate  of,  387,  399. 

comptroller  subject  to,  364. 

appeal  from  comptroller  to,  96,  328,  404. 

reference  of  appeal  to  Court,  328,  330,  340. 

to  appoint  officers  and  clerks,  364. 

to  make  rules,  386. 
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"Bodega,"  255,  270. 

"Body  Corporate,"  409. 

"Boker's  Stomach  Bitters,"  31,  61. 

" BokOl  " 

beer,  40,  371. 

Bond, 

form  of,  under  Merchandise  Marts  Act,  579. 

Book, 

title  of,  registration  under  Copyright  Acts  useless,  14. 
And  see  Literary  Publication. 

"  Booth's  Theatre,"  272. 

"  Borax  Soap,"  59. 

"Borwick's  Baking  Powder,"  146. 

Bottles, 

shape  of,  81. 

infringement  by  use  of  moulded,  143. 

"Bouquet  Hams,"  131. 

"Bovilene" 

pomade,  60,  67,  137. 

"  BovRiL,"  39. 

"Braided  Fixed  Stars,"  353,  356,  370,  371. 

Brand, 

distinctive,  may  be  a  trade  mark,  22,  33,  331. 

words  in,  must  be  capable  of  registration  as  such,  332. 

"Brand's  Essence  of  Beef,"  179. 
"  original  maker  of,"  284. 

Brazil,  532,  539. 

Brick  Works, 

question  of  title  in  respect  of,  182. 

"Brinsmead,"  524. 

"  Britannia,"  30. 
soap,  40,  72. 
"The,"  521. 

British  Possession, 

registration  of  trade  marks  originating  in,  388. 
definition  of,  393. 

"Bromihia" 

medicine,  61. 

"  Bromo  " 

quinine,  60,  66,  351,  645. 
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"  Bromo-caffeine,"  61. 

"  Brooklyn  White  Lead  Co.,"  258. 

"  Brookman  and  Langdon,"  323. 

"Broseley" 
pipes,  73. 

"  Brown  Chemical  Extract,"  59. 

"  Brush  Midland  Electric  Light  and  Povter  Co.,  The,"  258. 

"  Brymbo  Special  " 

iron,  40,  72,  369,  371. 

"Bull's-Eye" 
cameras,  372. 

Burden 

of  proof  is  on  defendant  wliere  essential  particular  taken, 

124. 
person  alleging  a  mark  to  be  common,  353, 369. 

"Burgess'  Essence  of  Anchovies,"  26,  137. 

Business.     See  Goodwill. 

Buttons, 

metal,  626. 

Byron, 

Lord,  274. 


Cables.     See  Chain  Cables. 

"Cacaotine,"  136. 

"  Cachemire  Milano,"  58,  66,  75,  351,  637. 

"  caiiculated  to  deceive,"  344. 

"  Calhoun  Plough,"  51,  637. 

"California" 

"  Fig  Sjrup  Co.,"  258. 
soap,  349,  638. 

"Camel  Hair  Belting,"  221,  251. 

Canada, 

combination  mark  registrable  in,  81. 

"  Canada  Plates,"  195. 

Cancellation 

of  entry  in  register,  114,  375. 

form  of  application  for,  477. 

declaration  in  support  of  application  for,  478. 

S.  XX 
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"  Capital  and  Cotinties  Bank,  The,"  257,  258. 

"Caporal" 

cigarettes,  193. 

"Captain's  Live-and-Let-Live   Oyster   and   Dining   Saloon, 
The,"  271. 

"  Carbolic  Acid  Soap  Powder,"  59. 

Cards, 

Great  Mogul  stamp  on,  6. 
wrappers  for,  628. 

"  Carnival  " 

cigarettes,  40,  371. 

Carpet 

cleaner's  mark  no  trade  mark  in  the  United  States,  635. 
stick,  82,  638. 

"Carriage  Bazaar,"  264,  270. 

Carrier 

of  goods  falsely  marked,  190. 

"  Cascade  " 
ale,  68. 

Case, 

action  on  the,  11,  116,  155. 

Cases 

analogous  to  cases  of  trade  mark,  16,  247. 

''Castle  Album,"  59,  296. 

"  Cavendish  House,"  271. 

"Cavite" 

cigars,  48,  134. 

"C.  B." 

with  a  cross  as  a  trade  mark,  77. 

"  Celebrated  Stomach  Bitters,"  59. 

"  Cellular  Clothing,"  252. 

"Celluloid,"  137. 

"Centennlal" 

clothing,  60,  68. 
wines,  60. 

Certificate 

of  judge  as  to  right  to  trade  mark,  359,  398. 
of  Board  of  Trade,  387,  399. 
of  comptroller,  469. 

to  be  evidence,  385,  413. 

general,  form  of,  492. 

form  of  request  for,  481. 
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Certificate — coyitinued. 

of  comptroller  of  registration  for  use  abroad,  form  of,  491. 

form  of  request  for,  479. 

in  legal  proceedings,  form  of,  490. 

form  of  request  for,  480. 

of  refusal  to  register,  8,  23,  89,  96,  198,  357. 

form  of,  493. 

form  of  request  for,  476. 


of  non -registration,  as  a  defence,  197. 

Chain 

cables  and  anchors,  628. 

"  Champiox" 
flour,  61. 

Chancery  Division 

administered  Trade  Marks  Registration  Acts,  11,  163. 

Change  of  Name 
copied,  264. 

Characteristics 

of  registered  trade  mark,  331. 

Characters, 

mark  consisting  of  other  than  Roman,  465. 

"  Cha-rboxxel  and  Walker,"  315. 

"Charity,"  297. 

"Charter  Oak  " 

stoves,  60,  68,  134. 

Chartered  Accountants,  85. 

"  Chartreuse,"  73. 

"Chatterbox,"  137. 

"  Cheavin's  Filters,"  68. 

"  Cherry  Pector.il,"  58,  271. 

"  Cherry  St.  Mills,"  75,  637. 

"  Chinese  Liniment,"  60. 

"  Chloeodyne,"  58,  67. 

Christian  Name, 

fraudulently  disused,  530. 

"Christy's  Minstrels,"  260. 

"  Chubb's  Patent-Lock  Fire-Proof  Safes,"  30. 

"  Church  and  State,"  294. 

xx2 
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Cigarettes, 

name  of,  193. 

CiRCXJIT 

courts,  jurisdiction  of,  in  the  United  States,  636. 

ClECITLAIlS, 

deceptive,  264. 
user  in,  140. 

Civil  Eemedy,  155. 

not  affected  by  conviction  under  tlie  Mercliandise  Marks 
Act,  1887..  150,  196. 

Claim, 

forms  of  statements  of,  509,  510,  511. 

"  ClaJribel's  " 
songs,  275. 

"Clarke's  Pills,"  276. 

Classes 

of  goods,  registration  must  be  for  particular  goods  or,  9,  89, 

336,  358. 
infringement  must  be  by  use  on  same,  140. 
of  goods,  statutory  enactments  as  to  special,  610. 

Classification 

of  goods,  89,  328,  336,  402,  416. 

guide  to,  466. 

—  cotton  marks,  547. 

Clerical 

error  in  registration,  correction  of,  98,  374,  375. 
form  of  request  for,  479. 

Clerks, 

to  be  appointed  by  Board  of  Trade,  364. 

Clocks 

and  watches,  572,  626. 

"  Cloverdale,"  75,  644. 

"Club" 

soda  water,  134. 

"  Club  House  Gm,"  58. 

"Cock" 

mark,  35. 

"CocoAmE" 

hair  oil,  60,  67,  137. 

"COCOATINA,"  136. 

"  Coe's  Superphosphate  of  Lime,"  30,  137. 
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'^Cokeb" 

canvas,  353. 

Collar-Box, 

shape  of,  637. 

Collateral  Misrepresentations 
do  not  disentitle,  12,  212,  218. 

Collieries, 

use  of  name  of,  restrained,  274. 

"Collins  Co.  Hartford  Cast  Steel  Warranted,"  30. 

"Colman's,"  335. 

Colonial 

trade  marks,  registration  of,  80,  389. 

"  Colonial  Life  Assurance  Co.,  The,"  256. 

COLOTTR, 

when  it  can  he  claimed,  81. 
registration  of  trade  marks  in,  337,  348. 

protects  in  all  colours,  89,  96, 

338. 
restrictive  notes  on  the  register  as  to,  338. 
infringement  of  marks  registered  with  or  without,  125. 
distinctiveness  in,  not  sufficient  for  registration,  332. 

Colourable 

authority,  221. 

differences,  infringement  with,  136. 

"  CoLTON  Dental  Eooms,  The,"  284. 

"  Columbia  " 
flour,  75. 
"Hotel,"  272. 

Combination 

marks,  30,  80,  184,  547. 
infringement  of,  135. 

of  name  with  mark,  no  abandonment,  112,  181. 
novel,  of    old   non-distinctive   elements  in  a  label,    regis- 
trable, 333. 

"  Commercial  Traveller  and  Mercantile  Journal,  The,"  294. 

Commission  Merchants,  190. 

Commissioners  of  Customs, 

regulations  to  be  made  by,  567. 

Commissioners  of  Patents, 

functions  of,  transferred  to  Board  of  Trade,  163. 
instructions  given  by,  to  Manchester  Committee  of  Experts, 

548. 
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Committal, 

motion  for,  179. 

delay  in  respect  of,  206. 

costs  of,  180,  238. 

Committee  of  Experts  for  Cotton  Marks.      See  Manchester 
Committee  of  Experts. 

Common  Law 

remedy,  11,  116,  155. 
development  of  law  of  trade  marks  at,  6. 
requisites  to  entitle  to  damages  at,  6. 
fraudulent  intention  at,  7,  11,  116,  157,  159. 
injury  to  the  plaintiff  must  be  shown  at,  160. 
Equity  at  first  followed  the,  165. 

Common  Mark, 

no  exclusive  right  in,  10. 

removable  from  register,  339,  370. 

burden  of  proof  is  on  person  alleging  that  mark  is,  353,  369. 

delay  may  make  mark  a,  203. 

registrable  as  an  addition,  95,  351, 

effect  of  registration  of,  354,  356. 

disclaimer  of,  95,  466. 

Common  Eepute, 

acquisition  of  trade  marks  by,  87. 

*'  Common  to  the  Trade,"  370. 

Common  User, 

statements  in  application  for  registration,  no  evidence  of, 
54,  353. 

**  COMPACTTJM  " 

umbrellas,  40,  371. 

Companies  Act,  1862.     See  Statutes. 

Company, 

name  of,  256. 

descriptive,  259. 

registrable  under  the  Companies  Act,  1862.  .259. 

application  for  registration  by,  94,  335,  402,  464. 

Comparison 

between  conflicting  marks,  manner  of,  348,  370. 

Compromise, 

costs  in  case  of,  240. 

of  criminal  proceedings,  559. 

Comptroller-  General, 
office  of,  364. 
definition  of,  393. 
subject  to  Board  of  Trade,  163,  328,  340,  342,  364. 
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Comptroller-General — continued. 

discretionary  powers  of,  328,  341,  385,  404. 

may  take  directions  of  law  officers,  385. 

may  correct  clerical  errors,  374. 

not  to  refuse  registration  withoiit  hearing  applicant,  96,  385. 

costs  of,  in  registration  cases,  244,  330. 

to  have  notice  of  applications  under  sect.  90.  .410. 

sect.  92.  .375,  411. 

certificate  of,  469.     And  see  Forms. 

to  be  evidence,  385,  413. 

annual  report  of,  387. 

CONCIJRRENT 

rights  in  same  trade  mark,  108,  113. 

''CONDIS  ANITAS,"  137. 

"Condy's  Fluid  Co.,  The,"  258. 

Conflict 

of  laws,  15. 

Conflicting 

claims  to  registration,  98,  343,  348. 

mode  of  trial  of,  343. 

by  special  case,  343,  410. 

"  Congress  Spring  " 
water,  60,  73. 

Connection 

of  trade  mark  with  goodwill,  10,  17,  99,  299,  342,  355. 
goods,  336. 

Construction, 

principle  of,  53,  56. 

Consumption 

of  mark  no  bar  to  registration,  82, 

"  Contemporary  Eeview,"  292. 

Contempt, 

committal  for,  179. 

Continuance 

of  registration,  359. 

forms  of  application  for,  483. 

Continuation 

of  title  to  trade  marks,  9,  109. 

Contract, 

questions  of,  in  respect  of  trade  marks,  192. 

. •  names,  277. 

. trade  secrets,  287. 

for  purchase  of  marked  goods,  194. 
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Convention, 

the  International,  532. 

"  Conveyance  Company,  The,"  286. 

Conveyances, 

use  of  name  of  hotel  on,  restrained,  273. 

Convictions 

for  false  pretences,  150. 

Copyright, 

trade  mark  distinguished  from,  13. 

no,  in  title  of  publication,  297. 

Acts,  registration  of  trade  marks  under,  is  useless,  14,  297, 

298. 
the  word,  wiU  not  be  registered,  336,  467. 

"Corn" 

tobacco,  68. 

Corporate  Body,  328,  393,  402. 

Correction 

of  clerical  errors,  98,  374. 
form  of  request  for,  479. 

Costs, 

in  actions,  general  rule  as  to,  235. 

nominal  damages  sufficient  to  carry,  235. 

paid  by  plaintiff,  though  relief  granted,  235. 

not  given,  though  relief  refused,  207,  236. 

made  costs  in  the  cause,  237. 

apportionment  of,  237. 

of  unfounded  charges,  238. 

of  an  unnecessary  account,  238. 

scale  of,  when  defendant  submits,  238. 

not  given  owing  to  plaintiff's  delay,  207. 

of  motion  to  commit,  180,  239. 

of  appeal,  239. 

in  case  of  compromise,  240. 

where  no  previous  notice  given  to  infringer,  241. 

infancy  does  not  excuse  from,  243. 

occasioned  to  a  third  party  by  defendant's  fraud,  161,  243. 

when  solicitor  and  client,  given,  359,  398. 

in  registration  cases,  243,  340,  342. 

paid  by  Sheffield  Cutlers'  Co.,  243. 

not  given  where  each  side  partly  successful,  243. 

paid  by  successful  applicant,  244. 

of  comptroller,  244. 

when  he  opposes  application,  244,  349. 

extent  of,  245. 

of  application  to  rectify  the  register  by  removal,  245,  374. 

security  required  for,  246. 
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Costs — continued. 

security  required  for,  on  opposition  to  registration,  339. 
of  opposition  may  be  awarded  by  comptroller  when  applica- 
tion abandoned,  246,  340. 

"  COTTOLENE  " 

cotton-oil,  61. 

Cotton 

cloths,  trade  mark  indicative  of  printer  of,  4,  183, 
marks,  registration  of,  95,  348. 

rules  as  to,  now  repealed,  547. 

Manchester  office  for  exhibition  of,  469,  547,  551. 

time  for  applying  for  registration  of,  547. 

when  combina- 
tion marks,  547. 

classification  of,  by  Manchester  Committee  of  Experts, 

548,  549. 
instructions  for,  548. 


in  B  list  formerly  not  registered  without  Order  of 

Court,  548,  551. 

added  to  lists,  549,  551. 

in  A  list,  application  for  registration  of,  549,  551. 

advertisement  of,  550,  551. 

time  of  registration  of,  550,  551. 

not  to  be  registered  except  as  prescribed,  550. 

application  for  registration  of  new,  550. 

now  on  the  same  footing  as  other  trade  marks,  547. 

name  of,  to  be  stated  in  application,  465. 

"  Shirting,  Spanish,"  foreign  words  on,  71. 
yarn,  hanks  of,  falsely  made  up,  562. 

"  Cough  Cherbies  " 
cough  cure,  61. 

"Cough  Eemedy,"  58. 

Council,  Orders  in.     See  Orders  in  Council. 

Counter,  Sale  oyer,  140. 

Counter-Claim, 

injunction  granted  on,  171. 
register  cannot  be  rectified  on,  366. 

"Counterfeit,  to,  is  Forgery," 

statement  will  not  be  registered,  336,  467. 

Counter-Statement,  97,  339. 
form  of,  468,  485. 
grounds  of,  496. 

Court, 

definition  of  the,  391,  393. 
in  Scotland,  390. 
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Court — continued. 

reference  of  appeal  from  the  comptroller  to  the,  328,  340. 
manner  of  bringing  opposed  case  before  the,  340. 
submission  of  conflicting  claims  to  the,  343,  410. 

Covenant 

by  servant,  benefit  of,  passes  with  goodwill,  300,  314. 
by  vendor  of  goodwill  usual,  313. 

to  make  profitable,  314. 

by  purchaser  of  goodwill  to  keep  up  business  implied,  318, 

"  Covering," 

definition  of,  564. 

"  Ceack-Proof  " 

indiarubber,  58,  637. 

"Crescent,"  644. 

Crest, 

as  a  trade  mark,  35. 

use  of,  may  be  restrained,  35. 

"CRESYiiic  Ointment,"  59. 

Criminal  Prosectttion,  146,  559. 

"  Crist  ALLiNE  " 

brilliants,  59,  644. 

"Cromac  Springs,"  73,  271,  527. 

"  Cromarty  " 

cured  fish,  75,  644. 

"Cronica,  La,"  296. 

"Cronista,  El,"  296. 

"Cross  Cotton,"  35,  131,  180. 

"Croup  Tincture,"  58,  637. 

Crown, 

representations  of  the  royal,  will  not  be  registered  as  new 
marks,  or  parts  of  new  marks,  335,  468. 

"Crown" 

clothing,  131. 

"Crown  Seixo" 

wine,  74,  138,  514. 

"  CUNDURANGO  OiNTMENT  C.  0.,"  58,   638. 
CURAQAO  AND  SuRINAH,   539. 
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Customs, 

commissioners  of.     See  Cotnmissio?iers  of  Customs. 

regulations,  574. 

general  orders,  580. 

wrongful  seizure  by,  569. 

entry  to  be  trade  description,  571. 

"  CUTICURA  " 

soap,  61,  137. 

Cutlers'  Co:\ipany, 

Acts  relating  to  the,  610. 

ordered  to  pay  costs  of  opposition,  243. 

registration  of  Sheffield  marks  by  the,  95,  337,  360,  412,  468. 

Hallamshire  marks  by  the,  329,  360. 

form  of  appeal  from,  to  comptroller,  482. 

Cutlery, 

marks  on,  610. 


lozenge,  78, 

"  Dairymaid  Brand  " 

condensed  milk,  131,  371. 

Damage, 

legal  and  special,  distinguished,  367. 

Damages,  11,  171,  232. 

at  Common  Law,  requisites  to  entitle  to,  6. 
affected  by  fraudulent  intention,  119. 
given,  though  no  fraudulent  intention,  158. 

special  damage  proved,  233. 

measure  of,  161,  233. 

at  least  nominal,  where  infringement,  162,  233. 
withheld  in  case  of  delay,  207,  233. 
election  between  an  account  and,  232. 
inquiry  as  to,  given  at  plaintiff's  risk,  234. 
costs  given,  though  only  nominal,  235. 
for  improper  solicitation  of  old  customers  after  sale  of  good- 
will, 314. 

Date 

of  registration,  332,  354,  409. 
affecting  criticism  of  fancy  word,  333. 
of  establishment  appropriated,  284. 

"  Dave  Jones  " 

whiskey,  29,  60. 

"  Day  and  Martin's  Blacking,"  126,  265,  284,  514. 
equal  to,"  284. 
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Dead  Languages, 

trade  marks  consisting  of  words  from  the,  69. 

Death, 

transmission  of  trade  mark  on,  107. 

of  applicant  for  registration,  effect  of,  329. 

Deception, 

actual,  118,  127. 

probable,  118,  128. 

must  be  probable  for  injunction  to  issue,  128,  255,  275,  295. 

of  first  purchaser  immaterial,  6,  116,  158,  164,  221, 

by  get-up  of  goods,  129,  135. 

Deceptive 

circulars,  264. 

labels  and  notices,  284. 

marks  not  protected,  65,  103,  207. 

not  registrable,  350. 

or  descriptive,  marks  which,  are,  65,  351,  637. 

Declaration 

on  application  by  subsequent  proprietor,  104,  409. 

form  of,  475. 

on  application  by  registered  proprietor  for  cancellation,  114, 

375. 

form 

of,  478. 
by  applicant  or  opponent,  500. 
by  infant,  lunatic,  &c.,  386. 
how  to  be  made,  386,  413. 

Defence, 

liberty  of,  368. 

Defences,  149,  197. 

non- infringement,  197. 

no  registration  or  certificate  of  non-registration,  197. 
plaintiff  not  the  registered  proprietor,  198. 
plaintiff's  trade  mark  bad,  199. 

even  though   registered  for  five 

years,  200. 
trade  mark  severed  from  goodwill,  201. 
licence,  201. 

may  not  be  used  fraudulently,  202. 

delay  and  acquiescence,  202. 

marks  may  become  common  by,  203. 

no,  where  no  knowledge,  205. 

plaintiff's  misrepresentation,  12,  65,  102,207. 
improper  allegation  of  patent  by  plaintiff,  12,  213. 
inoperative,  220. 

ignorance,  220. 

no  intention  to  sell,  220. 

no  actual  deception  or  fraud,  6,  164,  221. 
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Defences — continued. 
inoperative : 

immediate  purchasers  not  deceived,  6,  158,  164,  221.' 
indication  of  quality  as  well  as  of  manufacturer,  221. 
words  ambiguous,  128,  129,  221. 
only  part  of  mark  taken,  221. 
name  used  is  defendant's  own,  221. 
name  inaccurate  in  secondary  meaning  only,  221. 
colourable  authority,  221. 

goods  are  plaintiff's  own  of  different  quality,  222. 
equality  in  quality,  7,  222. 
addition  of  defendant's  name,  222. 
address,  223. 


word  "Improved,"  223. 

user  by  others,  223. 
fraudulent  anticipation,  223. 
infringement  by  others,  223. 
a  plurality  of  marks  or  names,  181,  223. 
addition  in  practice  to  marks  as  registered,  223. 
infringement  in  district  of  a  licensee,  224. 
puffing,  224. 
slight  delay,  224. 
infancy,  224. 

defendant's  mark  registered,  14,  224. 
interference  with  defendant's  business,  224. 
form  of,  512. 

Definition 

of  trade  mark  in  Merchandise  Marks  Act,  1862.  .21. 

1887. .561. 

Trade  Marks  Act,  1875.  .21. 

Patents  Act,  1883.  .331. 

-1888.  .21,  331,  463. 


effect  of,  22. 


clause  in  Patents  Act,  1883.  .393. 

Merchandise  Marks  Act,  1887.  .561,  564. 

Delay,  202. 

may  make  mark  common,  203. 

on  motion  for  injunction,  203. 

at  the  hearing  or  on  demurrer,  204. 

where  rights  not  actively  defended,  205. 

no,  where  no  knowledge,  205. 

may  affect  rights  against  unintentional  infringer,  120. 

by  retiring  partner,  205. 

on  appeal,  178. 

on  motion  to  commit,  180,  206. 

for  the  purpose  of  obtaining  evidence,  206,  224. 

indulgence  to  defendant  by  reason  of  plaintiff's,  206. 

no  account  or  damages  where,  207,  230. 

costs  not  given  by  reason  of,  207,  235. 

in  application  to  expunge  mark  from  register,  370. 
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Delivery 

up  aud  destruction  of  spurious  marks,  171. 

"  Democratic  Eepublican  New  Eka,  The,"  296. 

"  Demon  " 

racquets,  137. 

Denmark,  539. 

"Dent" 

watches,  30. 

Deposit, 

registration  by,  96,  338,  403,  550. 

"Derby" 

dry  plates,  137. 

"  Derringer" 
pistols,  30. 

Descriptive 

word  no  trade  mark,  10,  20,  44,  49,  58,  182,  637,  644. 

user,  45. 

fancy  words  may  become,  111. 

list  of  words  which  are,  58. 

name  of  patented  article  is,  54. 

new  name  for  new  article  is,  56. 

effect  of  registration  of  mark  which  is,  52. 

or  deceptive,  marks  which  are,  65,  351,  637. 

name  may  have  a  technical  signification  to  be  protected,  251. 

name  of  company,  259. 

"  Desiccated  Cod-Fish,"  58. 

Designs, 

trade  marks  distinguished  from,  in  the  United  States,  634. 
marks  to  be  placed  on  registered,  608. 

Destruction, 

delivery  up  of  spurious  labels,  &c.  for,  171. 

Determination 

of  doubt  as  to  classes,  402. 

Device,  22,  33,  34,  331. 

"DiAMONB  " 

cast  steel,  371. 

"powder,"  131. 

"gem,"  137. 

and  a  diamond-shaped  device,  194. 

Die-Makers, 

defences  of,  under  Merchandise  Marks  Act,  1887.  .565. 

"  DiNDiGUL  Cigars,"  73. 
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Diorama, 

imitation  of  a,  275. 

DlRECTIO>"S 

for  use,  285. 

DlSCLAIMEK 

of  non-essential  particulars,  22. 

of  common  marks,  95,  331,  352,  353,  354,  366,  466. 

under  Act  of  1875.  .353. 

under  Acts  of  1883-8.  .354. 

partial,  caused  to  be  entered  on  register,  373. 

DlSCOXTIXU^VNCE 

of  trade  marks,  108. 

by  removal  from  register  for  non-payment  of  fees,  109. 

Discovert,  171,  224. 

principles  on  whicli  given,  225. 
not  given  where  oppressive,  "225. 
given  wliere  necessary,  226. 
action  for,  against  carrier,  191,  227. 
under  Merchandise  Marks  Acts,  228. 
particulars,  228, 

Discretionary  Powers 

of  comptroller,  the,  385,  404. 

Disentitled, 

plaintiff  may  be,  by  his  own  misrepresentations,  12,  65,  207, 

217,  637. 
by  improper  use  of  word  "patent,"  12,  214. 
not,  by  reference  to  existing  patent,  though  of  doubtful 

validity,  218. 
not,  by  use  of  his  name  with  his  mark,  112,  181. 
not,  by  trifling  inaccuracies,  210. 
to  protection,  words  which  are,  not  registrable,  76,  350. 

Dismissal 

of  suit,  abandonment  of  trade  mark  by,  113. 

DiSP.VRAGEMENT 

of  goods  of  rival  trader,  282. 

Disposal 

of  goodwill  on  dissolution  of  partnership,  319. 

Disputed  Claim 

to  registration,  comptroller's  duty  in  case  of,  343. 

DlSSOLUTIOX 

of  partnership,  106,  266,  319. 

Dissolve, 

motion  to,  177. 
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DlSTIXCTIOX 

between  trade  mark  and  patent,  12. 
copyright,  13. 

Distinctive  Words, 
what  are,  46,  62. 

extravagance  an  advantage  in,  66. 
specially  invented,  66. 
composed  of  existing  words,  67. 

geographical  names,  72. 

become  descriptive,  111. 

Distinctiveness 

requisite,  21,  33,  40,  332,  370. 

District 

of  licensee,  infringement  in,  224. 

Disused  Mark, 

infringement  of,  114,  142. 

"  Dr.  Haynes'  Arabian  Balsam,"  31. 

"  Dr.  Johnson's  Ointment,"  290. 

"Dr.  McLane's  Pills,"  29,  31. 

"  Dr.  Morse's  Indian  Eoot  Pills,"  60. 

"  Dr.  Ward's  Liniment,"  51. 

Dog  and  Porridge  Pot,  The,  131,  349. 

"Dog  Brand" 

files,  131,  349. 

"Dog's  Head" 
beer,  131,  515. 

"  Dolly  Varden,"  30. 

"  Douglas  &  Co.,"  263,  309. 

"  Dover,"  644. 

Drawings,  628. 

"  Druggist's  Suntjries  " 
cigars,  58,  637. 

"  D.  Simmons,"  29. 

"  Dublin  " 

soap,  60,  66,  73,  76,  637. 

DUEATION 

of  registration,  109,  359. 

"Durham  " 

tobacco,  60,  75,  134,  637. 
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"Eagle" 

mark,  35. 

Eaely 

use  of  trade  marks,  6. 

"Eau  de  Cologxe," 

forged  labels  for,  519. 

"Eboleot:,"  43,  334. 

"Economic  Coxveyaa'ce  Co.,  The,"  277,  531. 

Ecuador,  539. 

"  Edelweiss  " 

perfume,  61,  66. 

"  Edge's  Filtered  Blue,"  31,  40,  370.' 

"EDrNBURGn 

Correspondent,  The,"  294. 
Philosophical  Journal,  The,"  294. 

Editor, 

name  of,  277. 

Effect 

of  registration  of  descriptive  mark,  52. 

"  Egg  Macaroni,"  58,  66,  182,  351,  637. 

"ElDestino,"  137. 

Election 

between  account  and  damages,  232. 

"  Electric,"  645. 

"  Electric  Velveteen,"  40. 

"  Electro -Silicon  " 

polishing  powder,  61,  67,  137. 

"  Electroid  "  Anti-Fotjling  Composition,  40,  371. 

"  Electrozone,"  334. 

Elements 

necessary  to  found  jurisdiction,  170. 

"Elephant  " 

cotton  goods,  35. 

"Elise,  Madame,"  260. 

"  Elkington's  a  Spoons,"  151. 

"Emollto"  Toilet-Cream,  40,  48,  349. 

s. 


Y  V 
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"  Emollioloetjm  " 
saddle  paste,  42. 

EilPLOYilEXT, 

former,  may  be  stated,  268,  32o. 

"Emu,"  349. 

Englaio), 

hall  marks  in,  614. 

Engkaver, 

infringement  by,  144,  190. 

Engravings, 

marks  to  be  placed  on,  624. 

Enlargement 
of  time,  412. 

"End's  FRmT  Salt,"  134. 

"Enquire  Within  upon  Everything,"  296. 

"  Entered  at  Stationers'  Hall," 

the  words,  will  not  be  registered,  336,  467. 

Entries 

to  be  made  in  register,  359. 
falsification  of,  385. 

"  Entry  made  without  Sufficient  Cause,"  369. 

Entry, 

of  rectification  in  register,  411. 

"Epicent)" 

salmon,  61. 

"  Equal  to  Day  and  Martin's,"  284. 

Equality 

in  quality  no  defence,  7,  222. 

Equity,  8,  116,  162. 

remedy  in,  11,  171. 

principles  adopted  in,  163,  171. 

at  first  followed  the  law,  165. 

question  as  to  foundation  of  jurisdiction  in,  165. 

in  what  sense  fraud  is  required  in,  161,  164,  169. 

"Era,  The,"  295. 

Erasure 

of  spurious  marks,  171. 

"  Essence  of  Anchovies,  Burgess',"  26. 
Beef,  Brand's,"  179. 
original  maker  of,"  283. 
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Essential  Particulars 

of  trade  mark,  96,  331. 

infringement  must  be  of,  124,  134,  335. 

of,  throws  burden  of  proof  on  defendant,  124. 

may  not  be  altered,  332,  375. 

Establishment, 

fraudulent  use  of  name  of,  270. 

Estoppel,  176. 

Etchings,  287,  521. 

"Ethiopian" 

stockings,  60,  73. 

Eton  Arms,  The,  253. 

"  Eton  "  Cigarettes,  48,  209,  372. 

"Eureka  Shirts,"  60,  69,  134,  181,  516. 
manure,"  60,  69. 

"  Evaporated" 

articles  of  food,  58,  637. 

"Everett's  Premier  Blacking,"  60,  150. 

Evidence,  176,  411. 

of  proprietor's  right,  registration  is,  88,  124,  355. 
of  common  user,  statements  in  applications  for  registration 
are  not,  54,  353. 

must  be  produced  by  person  alleging  it,  353. 

of  experts  as  to  similarit}^  value  of,  128. 

of  fraud,  120,  263. 

on  appeal  from  comptroller,  342. 

■certificate  of  comptroller  to  be,  385. 

sealed  copies  of  register  to  be,  366. 

delay  for  the  purpose  of  obtaining,  206,  224, 

Exact  Fac-Simile 

not  required  to  constitute  forgery,  149. 

"Exactly  12  Yards,"  71. 

"Excelsior" 

soap,  60,  69,  181. 
stoves,  61. 

Exclusive  Use 

of  trade  mark,  355. 

Exhibition 

medals,  189,  335,  608. 

Expert  Evidence, 
value  of,  128. 

Y  y2 
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Experts 

for  cotton  marks,  committee  of.  See  Manchester  Committee  of 
Experts. 

Exporter, 

manufacturer  and,  4,  184. 
merchant  and,  185. 

Expressions 

generally  understood  may  be  employed  in  marks,  notwith- 
standing the  provisions  of  the  Merchandise  Marks  Act, 
1887..  149,  569. 

Expunging 

trade  mark  from  register,  173,  366. 

Extent 

of  account,  230. 
of  costs,  245. 

"  Extra  G"  Canvas,  353. 

"  Extract  of  Night-Blooming  Oeeeus,"  58. 

Extracts 

from  register,  366. 

Extravagance 

an  advantage  in  fancy  names,  66. 


"Faber" 

pencils,  30. 

Eac-Simile, 

to  constitute  forgery  there  need  not  be  an  exact,  149. 

Fact, 

intentional  mis-statement  as  to,  criminally  punishable,  154. 

Fair  User 

of  mark  tendered  for  registration  to  be  assumed,  348. 

"  Fairbanks'  Patent,"  58,  66. 

False  Pretences,  11,  146,  150,  151. 
as  to  weight,  154. 
without  words,  154. 

False 

representations,  general  law  as  to,  157. 

by  plaintiff,  a  ground  of  defence,  12,  65, 

102,  207. 

equal  quality  immaterial  in,  563. 

injunctions  granted  to  restrain,  527,  528. 

trade  description,  148,  253,  561,  562,  564. 
statement  in  foreign  language,  211. 
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Falsification 

of  entries  in  register,  385. 

Family 

names,  no  exclusive  right  in,  apart  from  business,  248. 

"  Family  S^vlve,"  48,  60,  134. 

"  Famous  " 

stoves,  60,  644. 

Fancy  Personages, 
names  of,  29. 

Fancy  Words,  38,  331,  333. 
definitions  of,  38. 
must  be  distinctive,  38,  40,  331. 

not  in  common  use,  38,  40,  331. 

Hst  of,  40. 

leniency  of  Courts  as  to,  48. 

"  Favorita,  La" 
flour,  61,  69. 

Fees 

for  registration,  360,  401. 
table  of,  414. 
bow  payable,  461. 
form  of  transmission  of,  474. 

removal   of  mark  from  register  for  non-payment  of,  109, 
359. 

"  Ferndale" 
coal,  73. 

"  Ferro-Phosphorated  Elixir  of  Calisaya  Bark,"  58. 

"  Fibre  Chamois  " 
dress-lining,  61, 

Fictitious  Persons, 

names  of,  in  trade  marks,  332. 

"Fig  Syrup,"  59,  66,  351. 

Figures, 

numerical,  76,  78,  331,  334,  637. 

"Filtered  Blue,"  31,  40,  371. 

"  Finch  and  Co.,"  267,  309. 

Firm, 

application  for  registry  by,  94,  402,  464. 
name.     See  Trade  Name. 

part  of  goodwill,  307. 

liow  continuing  partners  may  use,  323. 

former,  may  be  stated,  208. 
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First  Purchaser, 

deception  of,  immaterial,  6,  116,  158,  164,  221. 

Flags, 

national,  of  Great  Britain  will  not  be  registered  as  new 
marks  or  parts  of  new  marks,  335,  468, 

"Flaked  Oatmeal,"  60. 

"  Flor  de  Dindigul,"  517. 

"Flor  de  Margaretta,"  137. 

"  Flor  Fina  Prairie  Superior  Tabac,"  69. 

"Florentine,"  644. 

"Foley's  Patent  Valves,"  56. 

Foreign 

language,  trade  marks  consisting   of  words  from,  69,  330, 
334,  465. 

false  statement  in,  211. 

firm,  rights  of  agent  for,  141. 

subjects,  protection  of  trade  marks  of,  14,  83,  328,  388,  389, 
533. 

new  enactments  with  respect  to,  80,  84,  328,  388. 

user,  not  equivalent  to  English,  user,  16,  46,  347. 
fraudulent  samples  imported,  172. 

countries,  form  of  certificate  of  registration  for  use  in,  490, 
491. 

request  for  certificate  of  registration  for  use  in,  479. 

proprietor  of  trade  mark,  domiciled  out  of  jurisdiction,  367. 
trade  mark,    registered   abroad,    when   not  registrable   in 

England,  329. 

Foreigner, 

motion  to  expunge  registered  mark  of,  173. 

Forged  Labels, 

injunction  to  restrain  printing  of,  518,  519. 

Forgery, 

at  Common  Law,  infringement  no,  146. 

under  Merchandise  Marks  Act,  1887. .  149,  564. 

Form  of 

application  for  hearing  by  comptroller,  471. 

registration,  472. 

of  old  corporate  mark,  484. 

additional  representation,  473. 
receipt  of  application,  486. 
authorisation  of  agent,  486. 
advertisement,  487. 
transmission  of  fee,  474. 
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Form  of — continued. 

notification  of  registration,  488. 

of  subsequent  proprietor,  488. 

request  for  copy  of,  481. 

certificate  of  registration  for  use  abroad,  490,  491. 

request  for,  479. 

in  legal  proceedings,  490,  491 . 

request 

for,  480. 
notice  of  appeal  from  Cutlers'  Co.,  Sheffield,  to  comptroller, 
482. 

to  Board  of  Trade,  473. 

case  on,  501. 

certificate  of  refusal  to  register,  493. 

request  for,  476. 

special  case,  504. 

application  for  settlement  of,  480. 

notice  of  opposition,  474. 

grounds  of,  494. 

counter-statement,  468,  485. 

grounds  of,  497. 

statutory  declaration  in  support  of  application  or  opposition, 

500. 
by  applicant  for  registration  of  an  old 

mark,  500. 
reference  of  appeal  to  Court  by  Board  of  Trade,  501 — 503. 
summons  for  leave  to  register,  505. 
notice  of  motion  for  leave  to  register,  506. 
application  for  alteration  of  address,  476. 
request  for  correction  of  clerical  error,  479. 
notice  of  motion  for  leave  to  add  to  or  alter  a  mark,  506. 
request  and  declaration  by  subsequent  proprietor,  475. 
application  for  cancellation,  477. 

declaration  in  siipport  of,  478. 

notice  of  motion  for  rectification  of  the  register,  507. 

order  for  rectification,  477. 

general  certificate  of  comptroller,  481,  492. 

request  for,  481. 

notices  to  transmit  fee  for  continuance,  489. 
transmission  of  fee  for  continuance,  483. 

additional  fee  for  continuance,  483. 

restoration  to  register,  484. 

writ  of  summons  with  indorsement,  508. 

notice  of  motion  for  injunction,  509. 

statement  of  claim,  509 — 511. 

defence,  512. 

reply,  512. 

summons  to  stay  proceedings,  513. 

injunctions  and  orders,  178,  514 — 531. 

Former  EMrLovMENT 
may  be  stated,  268. 
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Former  Proprietor, 

name  of,  as  trade  mark,  101. 

"  Formerly  Trading  as  " 

replaced  by  "  originally  called,"  374. 

Forms,  401,  416,  471. 
list  of  stamped,  462. 
places  where  stamped,  obtainable,  461. 
in  which  injunctions  granted,  178. 
and  precedents,  471. 
And  see  Precedents. 

•'  Forrest  " 

watches,  372. 

France,  532,  539. 

"  Frank  Leslie's  Illustrated  News,"  264. 

"Franks'  Specific  Solution  of  Copaiba,"  285,  523. 

Fraud,  6,  11,  57,  116,  119,  157,  169,  172,  221. 

in  what  sense  there  must  be,  for  infringement,  8,  116,  169. 

actual,  always  restrained,  57,  198. 

shown  by  purchasing  right  to  use  name,  29. 

question  of,  is  for  the  jury,  when  there  is  one,  159. 

circumstances  pointing  to,  120,  263. 

to  absence  of,  123. 

disentitling  plaintiff ,  12,  207. 

by  defendant,  punished  by  refusal  of  costs,  236. 

unjustiiiable  charges  of,  punished  in  resjiect  of  costs,  238. 

costs  incurred  by  defendant's,  recovered  from  him,  161,  243. 

on  the  public,  194,  202,  207. 

evidence  of,  263. 

Fraudulent 

additions  to  and  alterations  of  marks,  149. 

get-up  of  goods,  133,  139. 

partnership,  265. 

use  of  name  of  establishment,  270. 

trade  marks  in  tobacco  trade,  209. 

mis-statements  in  the  past  affecting  registration,  336,  340. 

agreement  will  not  be  enforced,  194. 

speculation,  no  relief  given  in  cases  of,  212. 

use  of  testimonials,  285. 

secret,  291. 

Fraudulent  Intention 

does  not  increase  injury  wrought  by  infringement,  117. 
may  affect  account  or  damages,  119. 
may  render  further  inquiry  unnecessary,  120. 
continuance  of  infringement  after  complaint  shows,  120,  158, 
166,  254,  293. 
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Frattdtilent  Intention — continued. 

unnecessary,  when  mark  registered,  124. 
need  not  be  proved  in  eases  of  trade  mark,  8,  11,  118,  158, 

162,  166,  221. 

trade  name,  253. 

title  of  publications,  293. 

must  be  proved  when  defendant  is  merely  using  his  own 
name,  25. 

Freemasons'  Emblems 

as  trade  marks,  34,  636. 

"French  Coffee,"  60. 

"French"  Paints,  58,  66,  75,  351,  637. 
Dyeing  and  Cleaning  Co.,  The,"  257. 

"  Friedrichshall  " 

mineral  waters,  40,  371. 

"  Feigi  Domo  " 
canvas,  48. 

"Fruit  Salt,  Eno's,"  51,  59,  60,  135,  371. 
vinegar,  59. 

"  FULLWOOD  &  Co.,"  263. 

Function 

of  trade  mark,  2. 

"  FiJR  Familien  Gebrauch,"  58,  71,  637. 


"  Galaxy  Publishing  Co.,  The,"  258. 

"  GtArnhart's  Old  Bourbon,"  138. 

"  Gaseous  Fluid,"  59. 

"Gem"  Air-Gun,  40,  51,  371. 

General  Orders 

made  by  Commissioners  of  Customs,  580. 

General  Principle 

of  trade  mark  law,  1 . 

"  General  Eeversionary  a"nd  Investment  Co.,  The,"  258. 

Genitive  Case 

of  a  real  name,  332. 

Genuine  Mark, 

improper  use  of,  143,  154. 

"  Genuine  Yankee,"  68. 
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G-ENUINEXESS, 

misrepresentations  of,  283. 

GrEOGRAPniCAL  Names,  43,  72,  334. 
American  rule  as  to,  75,  637. 

"  German  Sirup,"  60,  66,  76,  351,  637. 

"  Germania,"  15,  137,  643. 

Get-up 

of  goods,  deceptive,  133,  139. 

"  GlANACLIs' 

cigarettes,"  31,  370. 

"  Glenboig  " 

bricks,  187,  188. 

"Glendon" 
iron,  75. 

"  Glenfield  " 

starch,  73,  134,  138,  516. 

"  Glengowrie  Blend  of  Fine  Old  Highland  Whiskey,"  40,  72, 
371. 

"  Glenlivet" 

whiskey,  228,  370,  372. 

"  Globe  " 

steel,  131. 

Gold 

and  silver  plate.     See  Hall  Marks. 

"Gold  Leaf" 
tobacco,  353. 

Gold  Medal, 

injunction  not  granted  to  restrain  untrue  assertions  as  to,  62. 

"  Golden  Crown  " 
cigars,  60. 

"  Golden  Fan" 
cotton,  131. 

"Golden  Lion,  The,"  271. 

"  Golden  Ointment,"  58. 

"  Good  Things  of  Life,  The,"  296. 

Goods, 

registration  must  be  for  particular  goods  or  classes  of,  9,  89, 
336,  358. 
and  mark  can  only  be  protected  for  those  goods,  92. 
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Goods — continued. 

guide  to  classification  of,  466. 

falsely  marked,  innocent  vendor  of,  161. 

registration  of  a  series  of  marks  differing  only  in  statements 

of  the,  337. 
definition  of,  under  Mercliandise  Marks  Act,  1887.  .562. 

"  Goods  and  Chattels," 

■within  the  Bankruptcy  Act,  trade  mark  is,  10,  104. 

Goodwill, 

value  of,  299. 

connection  of  trade  marks  with,  10,  17,  29,  99,  299,  342,  355. 

trade  mark  cannot  be  severed  from,  99,  106,  201,  300. 

passes  with,  29,  99,  299. 

provisions  of  the  Eegistration  and  Patents  Acts  with  respect 

to,  300. 
what  constitutes,  300. 
formerly  treated  as  always  local,  300. 

not  so  now,  301. 

importance  of  local  connection  to,  302. 

of  public-house,  302. 

another  view  of,  302. 

in  learned  professions,  302. 

division  of,  into  personal  and  local,  302,  318. 

into  goodwill  of  profession  and  of  trade,  303. 

of  a  profession  held  to  be  assignable,  303. 

assignability  of,  doubted,  303. 

sale  of,  enforced,  304. 

devolution  of,  on  dissolution  of  partnership, 

304. 

on  death,  305. 

rights  on  sale  of,  305. 

incidents  of,  305. 


of  a  trade,  incidents  of,  306. 

universally  valuable,  306. 

firm  name  part  of,  248,  307. 

sale  of,  specifically  enforced,  308. 

connected  with  the  business,  308. 

vendor  of,  after  sale,  may  set  up  new  business,  266,  309. 

user  of  old  trade  name  by,  309. 

formerly   restrained   from   soliciting   or   dealing 

with  former  customers,  310. 
not   now   restrained   from   dealing   with  former 

customers,  311. 

nor  from  soliciting  them  after  compulsory  sale, 

311. 

voluntary  sale,  311. 

express  restrictive  covenant  by,  usual,  313. 

damages  in  respect  of  improper  solicitation  by, 

314. 
covenant  by,  to  make  profitable,  314. 
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Goodwill — continued. 

rights  of  purchaser  of,  314,  317. 

with  respect  to  trade  name,  317. 

mortgagee  of,  with  respect  to  trade  name,  318. 


implied  contract  hy  purcliaser  of,  to  keep  up  business,  318. 

is  partnership  assets,  319. 

disposal  of,  on  dissolution,  266,  319. 

what  terms  in  partnership  articles  include,  319, 

cannot  be  monopolised  by  one  partner,  when  no  articles, 

267,  321. 
does  not  survive  to  surviving  partner,  322. 
rights  on  dissolution  of  partnership  by  retirement  or  death, 

and  sale  of,  324. 
right  of  election  in  respect  of,  protected,  326. 
valuation  of,  326, 

"  Goodyear  Etjbbee,"  59,  258,  259. 

*'  Goueaud's  Oriextal  Cream,  or  Magical  Beautifier,"  31,  60. 

"  Gouraud's  Sons,"  264. 

"  Graduated     Grooveless,     Drill-eyed,      Ground     Down  " 
Needles,  69. 

"  Graat)  Master  " 

cigars,  61,  68,  186. 

"  Grande  Chartreuse  " 
liqueur,  134. 

"Granolithic" 

artificial  stone,  40,  59. 

"  Granulated  Dirt-Killer  "  Soap,  59,  637. 

"  Great  IXL.  Auction  Company,  The,"  271. 

"  Great  Mogul  " 

stamp  on  cards,  6. 

Greece,  539. 

"  Grenade  " 

syrup,  60,  71,  134. 
fire  extinguisher,  40. 

"  Grocer  and  Oil  Trade  Eeview,  The,"  294. 

"  Grosvenor  Library,  The,"  271. 

Gross, 

trade  mark  cannot  exist  in,  9,  98,  342. 

Groundwork, 

when  registration  of,  will  be  permitted,  336,  467. 
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Growth 

of  Chancery  jurisdiction,  163. 

"  GiTAEAN-TEED  CoRSET,"  59. 

"  GuARDiAjf  Fire  axd  Life  Assurance  Co.,  The,"  257. 

Guatemala,  532,  539. 

Guide 

to  classification  of  goods,  466. 

"  GuE^A  Coal  Compaxy,  The,"  256,  526. 

**  GUHWESS" 

stout,  137. 
Gun-Barrels,  626. 


"H.  H.  6" 

protected  as  a  trade  mark,  76. 

Hall  Marks 

in  England,  614. 

table  of,  619. 

in  Scotland,  620. 

table  of,  623. 

in  Ireland,  622. 

table  of,  625. 

for  imported  foreign  watch-cases,  573. 

table  of,  621. 

fraudulent  imitation  of,  151. 

Hallamshire.     See  Cutlers^  Compcmy. 

"Hamburg  Tea,"  58. 

"  Ha2sTD  " 

mark,  35. 

"  Hand  Grenade  Fire  Extinguisher,"  40,  370. 

"Hand-made  Cigarettes,"  563. 

"  Haneord's  Chestnut  Grove  Whiskey,"  31. 

Hanks  of  Cotton  Yarn 
falsely  made  up,  562. 

"Hannay's  Electroid  Anti-Eoulino  Composition,"  370. 

"  H.vrvey's  Sauce,"  53,  58,  178. 

"  Haxall  " 

goods,  134,  349,  638. 

"Haynes'  Arabian  Balsam,"  31. 
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"  Haywaed's  Coker  Cana'as,"  371. 

"  Headache  Wafers,"  60. 

Heading,  22,  33,  37,  331,  332. 

"Headline  Copy  Book,  Beatty's,"  294. 

"Health  Preserving"  Corset,  59. 

"  Hegeman's  Ferrated  Elixir  of  Bark,"  59. 
Compound  Fluid  Extract  of  Buchu,"  59. 
formerly  Velpeau's  Celebrated  Eemedy  for  Diarrhoea,"  59. 

"  Hemy's  Pianoforte  Tutor,"  294. 

"Herbalin" 

medicine,  40,  371. 

"  Hero  " 
jars,  60. 

Herschell,  Lord, 

Eeport  of  Departmental  Committee  under,  552. 

"  Highly  Concentrated  Compound  Fluid  Extract  of  Buchu," 
58,  68. 

"Holbrook's  " 

school  apparatus,"  51,  58. 
pickles,  262. 

Holland,  532. 

"  Hollo vr ay's  Pills  and  Ointment,"  25,  28. 

"  Holmes,  Booth  &  Atwood  Manufacturing  Co.,  The,"  257. 

"  HOLSTETTER  AND  SmITH,"   137. 

"Home" 

sewing  machine,  61. 

"Homewasher,  The,"  59,  371. 

"  Homceopathic  Specifics,"  59. 

"  Hood  &  Co.'s  Soluble  Sheep-Dip,"  31. 

"Hop  Bitters,"  59. 

"Hop  Essence,"  523. 

"HOPKINSON,"  30. 

Hops,  629. 

"Hostetter,"  137. 

"  Hostetter's  Celebrated  Stomach  Bitters,"  31,  142. 
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Hotel, 

exclusive  right  in  name  of,  protected,  272. 
name  of,  goes  with  building,  272. 

House, 

no  exclusive  right  in  name  of  private,  272. 

"  Howe  " 

sewing  machines,  30,  226. 

"Howqua's  Mixture,"  60,  208. 

"  Hoxie's 

mineral  soap,"  31,  61. 
pumice  soap,"  31,  61. 

Humourist, 

name  of,  274. 

"  HUNYADI  JaiSTOS  " 

water,  40,  73,  141,  371. 

"  Hygienic  " 

underwear,  59. 
suspenders,  61. 


"IXL.  General  Merchandise  Auction  Store,  The,"  271. 

"Ideal" 

fountain  pen,  61. 

Identical, 

or  nearly  identical  marks  not  to  be  registered,  93,  343,  344, 
410. 

Ignorance 

of  plaintiff's  rights  no  defence,  220. 

Illegal 

trade  marks  not  to  be  registered,  365. 

Imaginary  Persons, 
names  of,  334. 

Imitation 

of  line  of  omnibuses,  286. 

Immediate 

purchaser  not  deceived,  no  defence,  6,  11,  158,  164,  221. 

Immoral 

trade  marks  not  to  be  registered,  365. 

"  Imperial" 
beer,  60. 
soap,  68,  134. 
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Impektixext 

charges  disallowed,  175. 

Impoetatiox 

of  fraudulent  samples  is  infringement,  172. 
prohibition  of,  567,  572. 

Importer 

of  goods,  trade  mark  may  indicate,  4,  184. 
right  to  register  trade  mark  of  foreign  producer,  limited, 
328,  332,  372. 

"Impkoyed," 

addition  of  word,  no  defence,  223. 

Improver 

of  goods,  trade  mark  may  indicate,  5. 

"Iitdepexdext  National  System  of  Penmaxsiiip,  The,"  294. 
"  Ix-DiA  AXD  Chixa  Tea  Co.,  The,"  259. 

"  IXDIA-RUBBER  CoMB  Co.  OF  NeW  YoRK,  ThE,"  638. 
IXDIAX 

trade  marks,  registration  of,  389. 

IxDrv'iDtrAE, 

trade  name  consisting  of  name  of,  262. 

IxT)ORSEMEXT 

on  writ,  form  of,  508. 

IXDULGEXCE 

to  defendant  who  infringed  innocently,  119,  172. 
plaintiff  having  delayed,  206. 

Infancy 

is  no  defence,  224. 

is  no  excuse  from  costs,  243. 

Inpajtt, 

declaration  by  an,  386. 

Inferiority 

in  quality  of  spurious  goods,  not  material  to  relief,  7,  125, 
222. 

Infringemext,  10,  115. 
requisites  for,  115. 
fact  of,  115. 

in  a  single  instance,  115. 

fraudulent  intention  in,  116,  119,  120,  164,  170,  172. 
without  deception  of  immediate  purchaser,  116,  164. 
without  proof  of  actual  deception,  118. 
indulgence  in  cases  of  unintentional,  119,  172. 


INDEX.  705 

INFRINGEMENT — Continued. 

continuance  of,  after  complaint,  shows  fraudulent  intention, 

120,  158,  166,  254,  293. 
of  registered  trade  mark,  fraud  immaterial  in  cases  of,  124. 

must  be  of  mark  as  registered, 

124. 

essential  particular, 

124,  134,  335. 
of  names  as  old  marks,  125. 

as  new  marks,  125. 

of  marks  registered  with  or  without  colour,  125. 

of  numeral,  125. 

of  title  of  song,  297. 

what  constitutes,  126. 

tests  of,  10,  127,  170. 

by  actual  deception,  127. 

delay  for  purpose  of  obtaining  evidence  of,  128. 

by  probable  deception,  128,  221. 
without  identity  of  marks,  129,  135. 

where  ordinary  purchasers  purchasing  with  ordinary  caution 
may  be  deceived,  130. 

by  use  of  a  mark  calculated  to  give  a  deceptive  name  to  the 
goods,  131. 

of  essential  part,  134. 

of  part  of  mark  only,  221. 

of  general  appearance,  135. 

with  colourable  differences,  136. 

by  imitation  of  mode  of  packing,  139. 

in  consequence  of  a  trap,  140. 

must  be  in  respect  of  same  class  of  goods,  89,  140. 

goods  covered  by  plaintiff's  registra- 
tion, 92. 

of  disused  mark,  114,  142. 

by  use  of  a  registered  mark,  142. 

man's  own  name,  24. 

crest,  35. 

by  new  user  of  old  mark,  91. 

by  improper  use  of  genuine  mark,  143. 

by  importation  of  fraudulent  samples,  172. 

by  use  of  moulded  bottles,  143. 

by  engraver,  144,  190. 

by  servant,  189. 

by  agent,  189. 

by  commission-merchant,  190. 

remedies  for,  11,  146. 

criminally  punishable,  11,  146. 

not  a  forgery  at  Common  Law,  146. 

may  be  false  pretences,  146. 

is  forgery  under  the  Merchandise  Marks  Acts,  147. 

civil  remedy  for,  156. 

measure  of  damages  recoverable  for,  161. 

entitles  to  nominal  damages  at  least,  162. 

s.  /  z 
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Ixi-'EIXGEMENT — continued. 

though  spurious  mark  affixed  by  a  third  party,  172. 

risks  incurred  by,  196. 

by  others  is  no  defence,  223. 

no  notice  necessary  before  taking  proceedings  for,  241. 

Initials,  35,  76. 

alteration  of  mark  in  respect  of,  380,  383. 

Injunction,  12,  171,  196. 

plaintiff  entitled  to  protection  of,  240. 

formerly  ancillary  to  account,  188. 

not  so  now,  188. 

account  incident  to,  228. 

though  only  one  case  of  infringement,  115. 

not  granted,  where  trap  laid,  140. 

to  restrain  harmless  misrepresentation,  8. 

• use  of  word  not  distinctive,  62. 

granted  in  all  cases  of  actual  fraud,  57,  198. 

though  spurious  mark  affixed  by  a  third  party,  172. 

to  restrain  imitation  of  mode  of  packing,  139. 

name  of  hotel,  273. 

title  of  song,  297. 

trade  libel,  280. 

use  of  trade  secret,  287. 

untrue  assertions  of  plaintiff's  retirement, 


268. 

not,  to  restrain  use  of  name  of  private  house,  272. 

forms  in  which  granted,  178. 
interlocutory,  175. 
form  of  notice  of  motion  for,  509. 
delay  as  a  defence  on  motion  for,  204. 
enlarged,  180. 

Injunctions 

and  Orders,  precedents  of,  514 — 531. 

Injurious  Use  of  Name,  277. 

Injury 

to  the  plaintiff,  there  must  be,  at  Common  Law,  160. 

"  Innishowen  " 

whiskey,  59,  74,  353. 

Innocent 

offender,  indulgence  to,  119,  172. 
infringement  checked,  172. 
vendor  of  goods  falsely  marked,  161. 
bailee  of  goods  falsely  marked,  190. 
mortgagee  of  goods  falsely  marked,  191. 

Inoperative 

defences,  220. 
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IXQUIRY 

as  to  damages  given  at  plaintiff's  risk,  234. 

Inscriptions 

claimed  as  trade  marks,  68. 

Inspection,  171,  224,  228. 
of  register,  366,  411. 

"  iNSTANTiVNEOUS  " 

tapioca,  59. 

Instructions 

to  persons  applying  for  registration  of  trade  marks,  460. 
to  Manchester  Committee  of  Experts,  548. 

"Insurance" 
oil,  61. 

Intention 

to  defraud,  formerly  necessary  at  Common  Law,  7,  11,  116, 
157,  159. 

not  necessary  in  equity,  8,  160,  164,  170. 

to  use  trade  mark,  absence  of,  bars  registration,  329. 

Interdict 

in  Scotch  law,  177. 

Interference, 

declaration  of,  639. 

with  defendant's  business  caused  by  injunction  no  defence, 

224. 

Interlocutory 

injunction,  175. 

International 

arrangements,  15,  388,  532. 

"Intimidad" 
cigars,  69. 

Introduction, 
general,  1. 

Invented 

words,  41,  66,  331,  333. 

word  not  registrable  when  well-known   in   sound,  though 
spelt  abnormally,  43. 

"Investor,  The,"  295. 

"  Invigorator" 

spring  bed-bottoms,  61,  644. 

"Invisible  Face  Powder,"  58,  637. 

zz2 
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Ireland, 

jurisdiction  of  Courts  in,  372,  391. 
reservation  of  remedies  in,  391. 
Hall  marks  in,  622. 

Irish  Company,  , 

registered  mai'k  of,  expunged,  174. 

Irishman, 

English  jurisdiction  over  mark  of  domiciled,  391. 

"  Iron  Bitters,"  59,  60. 

"  Iron-clad  " 

boots,  61,  68. 

"Iron-stone" 

water-pipes,  58,  638. 

"Ieon  Trade  Circulae,  The,"  294. 

Iron  "Works, 

question  of  title  between  landlord  and  tenant  of,  182. 

"Irving  House,  The,"  272. 

Isle  of  Man,  391. 

Issue 

maybe  directed  on  proceeding  for  rectification  of  register,  98. 

Italy,  532,  539. 


"J.  H." 

iron,  76. 

"  James'  Horse  Blister,"  58. 

"John  Bull  and  Britannia,  The,"  294,  521. 

"  John  Bull  Brand  " 
beer,  40. 

"  Johnson's  American  Anodyne  Liniment,"  58,  68. 

Joint  Owners, 

registration  of,  as  separate  owners,  108,  344. 

"  Jubilee  Note" 
paper,  40,  371. 

Judicature  Acts, 

effect  of,  on  trade  libel,  279. 
And  see  Statutes. 

"  Jules  Jurqensen  " 
watches,  30. 
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"  Julienne  " 
soup,  58. 

"  Junior  Army  and  Navy  Stores,  The,"  258. 

Jurisdiction 

of  Chancery,  growth  of,  163. 

elements  necessary  to  found,  165,  170. 

service  of  writ  out  of  the,  173. 

procedure  where  registered  proprietor  is  out  of,  367,  391. 

Jury, 

questions  for  the,  159,  160. 

infringement  case  is  properly  tried  without  a,  175. 


''Kaiser" 
beer,  61. 

"  Kalamazoo  Waggon  Co.,  The,"  258. 

"  Kathairon,"  60. 

"  Keystone  Line  " 

of  steamships,  186,  274. 

"Kitchen  Crystal  Soap,"  48,  61. 

"EInights  of  Labour,"  351. 

Knowledge, 

no  delay  where  no,  205. 

"  Kodak," 

in  name  of  company,  257. 
for  cameras  and  cycles,  372. 

"KOKOKO" 

cotton  piece  goods,  40. 
"  Kollerina,"  61. 
"Kynite,"  42. 


"  LL  " 

whiskey,  77. 

"  La  Favorita  " 
flour,  61. 

"  La  Intimidad  " 
cigars,  517. 

"  La  Minerva  Hahana  " 
cigars,  353,  370. 
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"LaPureza" 

cigars,  209,  353. 

Label,  22,  34,  331,  332,  335. 
deceptive,  284. 

trade  mark  distinguished  from,  in  the  United  States,  634. 
novel  combination  of  old  non-distinctive  elements  in,  333. 

Laches.     See  Delay. 

"  Lacka-waiwa  " 
coal,  58,  75. 

"  Lactopeptine,"  41,  60,  67,  137. 

"Lafeeme" 

cigarettes,  15. 

"Lancashire  Swedish " 
iron,  592. 

Lancaster  Palatine  Court  of  Chancery,  96,  392,  399. 

"Lancaster" 

tickings,  66,  75,  637. 

Landlord  and  Tenant,  182,  187. 

Lapse  of  Time, 

affecting  probability  of  deception,  255. 

"Late  of"  or  "Late  with,"  269. 

Law  Officer, 

definition  of,  393. 

comptroller  may  take  directions  of,  385. 

"  Lawford  " 

racquet,  39,  134. 

"  Lawrence  Fein^er  Familien  Flannel,"  58,  71,  637. 

Laws, 

conflict  of,  15. 

"Lazenby's  Harvey's  Sauce,"  178. 

"  Le  Court's  Champagne,"  255. 

Learned  Professions, 

goodwill  of.     See  Goodwill. 

"Leather  Cloth  CoiiPANiEs'  Case,"  209,  wa.(!L passim. 

Legal 

author's  name,  275. 

personal  representative,  title  of,  to  trade  mark,  10,  107. 

action  not  continued  against,  181. 

practice,  goodwill  of.     See  Goodwill. 
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Legal — continued. 

proceedings,  form  of  certificate  of  registration  for  use  in, 
490. 

request  for  certificate  of  registration 

for  use  in,  480. 
damage,  367. 

''Legislature," 

definition  of,  393. 

"  Leopold  " 

cloth,  60,  68. 

**  Leopoldshaxl  Kaenit,"  73,  121,  137. 

"Leslie's  Illustrated  Ne-^ts,"  264. 

Lessees 

of  brickworks,  question  between  successive,  182. 
of  spring,  rights  of,  142,  183. 

Letters, 

opening,  265. 

as  trade  marks,  76,  78,  331,  335, 

Libel, 

trade,  278,  282. 

Libel,  Actiox  for, 

remedy  for  injury  to   reputation   by  publishing  book  in 
mutilated  form,  281. 

"Licexce,  201. 

proprietor  of  trade  mark  may  grant.  365. 

"Licensed  Victuallers'  Eelish,"  60,  68. 

Licensee, 

infringement  in  district  of,  224. 

"Liebig's  Extract  of  Meat,"  58,  260,  281,  530. 

LIE^', 

wharfingers',  192. 

"Lieut.  James'  Horse  Blisters,"  58. 

"Lightxestg  " 

hay-knives,  61. 

Limitation'  of  Prosecutions,  567. 

"  Limited," 

alteration  of  mark  in  respect  of  the  word,  377,  380,  383. 

Limits 

to  Court's  interposition,  8. 
to  registration,  97,  340,  347. 
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"  Lindsey's  Improved  Blood-seaecher,"  31. 

LiKEx,  629. 

Les'nell's  Paintings,  147. 

"LiNOLEirM,"  58. 

"Liox" 

mark,  35,  60,  131,  638. 

Lists, 

A  and  B,  for  cotton  marks,  548. 

Literary  PrBLicATiox, 
title  of,  291,  293. 

value  of,  291. 

fraudulent  intention  need  not  be  proved  in  cases  of, 

293. 

deception  must  be  probable  in  cases  of,  295. 

•  protected  generally,  296. 

incidents  of,  297. 

no  copyright  in,  297. 

must  be  actual  user  of,  298. 

protected,  though  work  out  of  print,  298. 

republication  in  mutilated  form,  how  libellous,  281. 

"  Little  Eed  Book,  The,"  296. 

"  Live-and-Let-Live  Dining  Saloon,  The,"  271. 

"  Liverpool  " 
cloth,  60,  68. 

*' Lobenthal's  Essentia  Antiphthisica,"  31,  61,  637. 

Local, 

goodwill  formerly  treated  as  always,  300. 
not  so  now,  301. 

connection  still  of  importance,  302. 
and  personal  goodwill.     See  Goodwill. 

"  Lochgelly  " 
coal,  73. 

"  Loch  Katrine  " 
whiskey,  58. 

"  Loder's  Violin  School,"  294. 

"London" 

animal  foods,  66,  75,  351,  637. 

and  County  Banking  Co.,  The,"  258. 

and  Provincial  Law  Assurance  Society,  The,"  256. 

Assurance  Company,  The,"  256. 

Conveyance  Company,  The,"  287,  524. 

Journal,  The,"  294,  520. 

Manure  Co.,  The,"  256. 
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"  LONDONDEERY  WaLLSEND  " 

coal,  255. 

"  Lone  Jack  " 

tobacco,  30,  134. 

Loss 

of  trade  mark,  10,  110,  359. 

"Low  Moor" 

iron  tubes,  147. 

Lunatic, 

declaration  by,  386. 

"Lyric  Theatre,"  271. 


"Macassar" 
oil,  58. 


"  McCardel  House,  The,"  272. 

"McGowAN  Bros.  Pump  and  Machine  Co.,  The,"  261. 

"  McLane's  Pills,"  29,  31. 

Machine, 

configuration  of,  81. 

"  Madame  Elise,"  260,  267. 

Magazine,  292,  521.     Kudi  bqq  Literary  Publication. 

"  Magic,"  645. 

"  Magnetic  Balm,"  61. 

"Magnolia" 

whiskey,  60,  68. 

"  Magnolia  Metal,"  40,  43,  51,  57,  61,  334,  371,  514. 

"Mail,  The,"  296. 

"  Maison  Boissier  de  Paris,"  270. 

"Maizena,"  51,  137,  372, 

"Mammoth  Wardrobe,  The,"  58,  270. 

Man, 

Isle  of,  391. 

Manchester 

"Brewery  Co.,"  257,  259. 

office  for  exhibition  of  cotton  marks,  469,  547,  551. 

applications  at  the,  96 
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Majs'Ciiester — continued. 

committee  of  experts,  appointment  of,  548. 

duties  of,  548,  549. 

instructions  given  to,  548. 

action  of,  548. 

effect  of  decisions  of,  548. 

■ *- additions  to  lists  of  cotton  marks  formed 

by  the,  549,  551. 

"  Mandarin  Tea,"  353. 

"  Manor  " 

tin-plates,  40,  72. 

Manufacture, 
place  of,  563. 

Manufacturer  of  Goods, 

trade  mark  may  serve  to.  indicate,  4. 

action  brought  by  defrauded,  156. 

and  printer  of  cotton  goods,  183. 

and  importer,  184. 

and  exporter  of  cotton  goods,  184. 

and  merchant,  185. 

and  patentee,  plaintiff  described  as,  217. 

dealer,  or  trader,  definition  of,  562. 

"  Mariner's  Eum,"  556. 

Mark,  21,  33,  331. 

not  every,  can  be  a  trade  mark,  20. 

with  a  merely  mechanical  purpose,  no  trade  mark,  3,  36. 

representing  the  article,  no  trade  mark,  36. 

denoting  maker  as  well  as  quality,  63. 

on  registered  designs,  608. 

And  see  Trade  Mark,  Old  Marks,  New  Marks. 

"  Mark  Twain,"  274. 

Marked  Goods, 

contract  for  purchase  of,  195. 

"Market  St.  Mills,"  75,  637. 

Married  "Woman, 
costs  of,  243. 

"  Marshall's  Canada  Plates,"  195. 
celebrated  liniment,  59. 

"Marvel" 

floui-,  61,  134. 

"Mason's  Hotel,"  273. 

"Masonic" 

cigars,  59,  636. 

emblems  as  trade  marks,  34,  636. 


INDEX.  715 

Massachusetts 

statute  as  to  names  of  partners,  265. 

Master  aist)  Servant,  186. 

Material  Eespect, 

in  cases  of  false  trade  description,  563. 

"Matzoon,"  59. 

"  Mazawattee,"  39,  42,  334. 

"M.  C." 

iron,  76. 

Measure 

of  damages,  161,  233. 

Measures, 

weights  and,  605,  606,  607. 

Mecha^-^ical  Marks,  3,  36,  637. 

"Mechanics'  Store,"  270. 

Medals, 

prize,  would  formerly  not  be  registered  as  new  marks,  or 

parts  of  new  marks,  335. 
not  so  now,  335. 
not  essential  particulars,  335. 
false  statements  as  to,  not  restrained,  62,  189. 
Act,  the  Exhibition,  608. 

Medical 

man's  name,  275. 

practice,  goodwill  of.     See  Goodwill. 

"  Medicated 

Mexican  balm,"  50,  60,  208. 
Prunes,"  59,  637. 

Medicine, 

goodwill  of  quack,  302. 

"  Melachrino  " 

cigarettes,  211,  265,  525. 

"  Melrose  Favourite  Hair  Eestorer,"  40,  72,  334. 

"  Mesteely's  West  Troy,  N.  Y.,"  30. 

Merchandise  Marks  Act,  1887.  .559. 

offences  punishable  under,  147,  559,  564,  565. 

penalties  on  conviction  under,  560. 

defences  under,  560. 

definitions  under,  501,  564. 

when  use  of  word  "patent"  allowed  under,  220. 
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Merchandise  Makks  Act,  1887 — continued. 
discovery  under,  228. 
limitation  of  prosecutions  under,  567. 
as  to  implied  warranty,  196. 

Merchandise  Marks  Act,  1891.  .571. 

Customs  entry  a  trade  description,  150,  571. 
ofl&cial  prosecutions  under,  150,  571. 

Merchandise  Marks  (Prosecutions)  Act,  1894.  .571. 

power  of  Board  of  Agriculture  under,  150,  571.     And  see 
Stahites. 

Merchant 

and  exporter,  185. 
and  manufacturer,  185. 

**  Merchant  Banking  Co.  or  London,  The,"  258. 

Metal  Buttons,  626. 

"  Mexican  Balm,"  50,  60,  208. 

Mexico,  539. 

"  Microbe  Killer,"  60. 

"Midland  Electric  Light  and  Power  Co.,  The,"  258. 

Military  Stores,  631. 

"  Milkmaid  Brand  " 

condensed  milk,  131,  371. 

"  Minerva,  Habana,  La," 
cigars,  353,  370. 

"  MiNTON  Brick  and  Tile  Company,  The,"  258,  263. 

Misdemeanour, 

forgery  of  trade  marks  is  now  a,  147. 

"Misfits  Pahlours,"  271. 

Misrepresentation 

disentitling  plaintiff,  12,  65,  207,  208,  217,  637. 

not  disentitling  plaintiff,  12,  210,  217. 

in  foreign  language  may  disentitle,  211. 

as  to  manufacturer,  211,  212. 

collateral,  212. 

as  to  genuineness,  283. 

intentional  as  to  fact,  criminally  punishable,  154. 

by  subsequent  manufacturer,  283. 

Mode 

of  packing,  139,  286. 

of  trial  without  a  jury,  preferable,  175. 
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MOHUR, 

device  of  a,  338,  348. 

"  MoLns'E  " 

ploughs,  75. 

"  MoilAJA  " 

cofEee-blend,  61,  137. 
"  MoxKET,"  334. 

"MOXOBETJT  " 

champagne,  40,  41,  67,  369,  371. 

Monogram 

as  trade  mark,  36. 

"Moxopole" 

champagne,  371. 

Monopoly 

not  object  of  trade  marks,  5. 

"  MOXTSEREAT  " 

lime  juice,  48,  72,  75. 

"  Moeison's  Medicines,"  522. 

"  Morning  Post,  The,"  296. 

"Morse's  CoiiPorND  Syritp  of  Yellow  Dock  Eoot,"  137 

"  Morse's  Indian  Eoot  Pills,  Dr.,"  60. 

Mortgage 

of  goods  spuriously  marked,  172,  191. 
goodwill  of  property  subject  to,  301 

Motion 

for  inj  unction,  171. 

delay  as  a  defence  on,  203. 

to  commit,  179. 

delay  in  regard  to,  206. 

costs  of,  238. 

And  see  Notice  of  Motion. 

Motive 

of  defendant  immaterial,  if  he  has  acted  so  that  deception  is 
probable,  118. 

Moulded  Bottles, 

infringement  by  use  of,  143. 

Mouthpiece 

of  cigarettes,  81,  637. 
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Name, 

trade  mark  consisting  of,  20,  23,  331. 

how  it  differs  from  others,  23. 

may  be  used  by  person  who  bears  it,  though 

another  person  has  used  it  first,  24. 
but  not  with  fraudulent  intention.  24,  221, 
260. 

evidence  of  fraudulent  intention  in  the  use  of, 

263. 

must  now  be  in  a  distinctive  form,  27,  332. 

need  not  be  that  of  the  actual  manufacturer,  28. 

may  pass  with  the  business,  29,  111. 

of  fancy  personages,  29. 

• used  alone,  30. 

in  combination,  30,  181. 


■  geographical,  43,  72,  334. 

of  patented  article  is  no  trade  mark,  54. 

of  new  article  is  no  trade  mark,  56. 

son  may  not  use  father's  changed,  so  as  to  deceive,  26. 

fraud  to  purchase  right  to  iise  small  maker's,  because  it  is 

the  same  as  that  of  a  maker  of  reputation,  29. 
infringement  by  use  of  mark  calculated  to  attract  to  the 

goods  a  deceptive,  131. 
trade  mark  not  lost  by  being  habitually  coupled  with,  181, 

223. 
no  defence  for  defendant  to  say  that  he  uses  his  own,  with 

the  infringing  mark,  222. 
inaccuracy  in  secondary  meaning  only,  221. 
no  exclusive  right  in,  apart  from  business.  248. 
of  company,  256. 

of  individual  used  as  trade  name,  260. 
when  refused  registration  as  trade  mark,  467. 
assumed,  used  as  trade  name,  260. 
man's  own,  used  as  trade  name,  260. 
of  former  firm  or  employer  may  be  stated,  101,  268. 
of  predecessors  in  business  must   be  disclaimed  in  trade 

mark,  335. 
of  establishment,  fraudulent  use  of,  270. 
of  private  house,  272. 
of  hotel,  272. 

goes  with  building,  272. 

of  line  of  steamships,  274. 

of  collieries,  274. 

of  waggons,  274. 

of  cigarettes,  193. 

not  used  as  trade  name,  274. 

right  of  property  injured  by  use  of  another's,  274,  276. 

of  author,  274. 

of  humourist,  274. 

of  legal  author,  275. 

of  painter,  147,  196,  275. 

of  medical  man,  275. 
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Name — continued. 
of  editor,  277. 
of  patentee,  286. 
contracts  in  respect  of,  277. 
so  used  as  to  injure,  277. 
of  secret  manufacture,  289. 

cannot  be  used  in  ignorance  of  the 

true  recipe,  289. 
transfer  of  registered  mark  into  new,  373. 
of  proprietor  of  mark,  cases  of  alteration  in,  379,  382,  384. 
definition  of,  under  Merchandise  Marks  Act,  1887.  .562. 
And  see  Trade  Xame. 

"Natioxal 

AdTOcate,  The,"  296. 

arms  or  flags  of  Great  Britain  will  not  be  registered  as  new 

marks,  or  parts  of  new  marks,  335,  468. 
Folding  Box  and  Paper  Co.,"  257. 
Police  Gazette,  The,"  294. 
Sperm"  candles,  39,  59. 
System  of  Penmanship,  The,"  294. 

"  Native  Guajvo,"  59. 

Natural 

object,  trade  mark  consisting  of  representation  of,  34,  36. 
product,  trade  mark  indicative  of,  4. 

Naval  Stores,  631. 

"  Neptune  " 

brand  on  metal  goods,  371. 

"  Nerve  PooD,"  59. 

Netherlands,  539. 

Netherlands  East  Indies,  539. 

"  Neva  Stearine" 
candles,  51. 

"New 

Era,  The,"  296. 

Manny  Harvester,  The,"  58.  « 

marks,  27,  331,  464. 

what  will  not  be  registered  as  new  marks,  or  parts 

of,  335,  468. 

may  be  registered  for  part  of  a  class,  336,  337. 

name  for  new  article,  56. 
North- West,  The,"  296. 
York  Cutlery  Co.,  The,"  638. 

Dental  Eooms,  The,"  270. 

National  Advocate,  The,"  296. 

Zealand,  539. 
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"  Newcastle  Daily  Chroxicle,  The,"  296. 

"  Newman  &  Co.,"  263. 

Newspaper,  Title  of.     See  Literary  Publication. 

registration  of,  under  Copyright  Acts,  useless,  14,  297,  298. 
goodwill  of,  302. 

'*  Nickel-In,"  137. 

"  Night-Bloomixg  Cereus,  Extract  of,"  58. 

"Nxneteenth  Century,  The,"  292, 

Nominal  Damages 

where  right  infringed,  162,  233. 
sufficient  to  carry  costs,  235. 

Non-Descriptive  Words,  43,  331. 

Non-Infringement,  197. 

Non-Restraint 

no  presumption  in  favour  of  mark,  21. 

Note  on  Register, 

limitation  of  registration  by,  97,  340,  347. 
not  now  allowed,  341. 

Notice 

need  not  be  given  to  infringer  before  proceedings  are  taken, 

241. 
may  be  sent  by  post,  385,  404. 
deceptive,  284. 

of  registration  of  trade  marks,  409. 

to  be  given  to  comptroller  of  applications  under  sect.  90 .  .410. 
sect.  92 .  .  375, 

411. 
of  order  of  Court,  411. 
of  opposition,  form  of,  474. 

grounds  of,  494. 

amendment  of,  340. 

of  motion  for  leave  to  register,  506. 

leave  to  add  to  or  alter  a  mark,  506. 

— * rectification  of  the  register,  507. 

of  order  for  rectification,  477. 
of  motion  for  injunction,  509. 

Notification  of  Registration,  488, 
request  for  copy  of,  482. 

"  Notobac," 

cure  for  tobacco  habit,  61,  137. 

"NOTTRISHING," 

the  word,  no  trade  mark,  67. 
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Numerical  Figttres 

as  trade  marks,  76,  78,  331,  334,  637. 

infringement  of,  125. 

registration  of  a  series  of  marks  differing  only  in  statements 

of,  337. 
arbitrarily  selected,  637. 


"  Oakes'  Candies,"  29. 

Obsolete  Book, 

title  of,  protected,  298. 

Offer 

of  submission  by  defendant,  230,  234. 

Office 

in  Manchester^  469,  547,  551. 

Officers 

to  be  appointed  by  Board  of  Trade,  364. 

Official 

paper,  406. 

means  of  advertising  trade  mark  to  be  suppKed  to,  406. 

stamp  can  never  become  a  private  trade  mark,  81,  84. 
publications,  sale  of,  462. 

"  Official," 

the  word  applied  to  exhibition  guide,  294. 

"  Old 

Bourbon"  whiskey,  58. 
Coon  "  tobacco,  138. 
Established  Dentist,"  285. 
Innishowen  "  whiskey,  59,  74,  353. 
London  Dock  Gin,"  58. 
marks,  44. 

become  descrij)tive,  1 1 . 

become  common  if  used  by  more  firms  than  three,  53, 

112,  333,  346,  353. 

what  user  necessary  to  constitute,  336. 

alteration  of,  375. 

must  have  been  used  as  trade  marks,  45,  331. 

^within  the  United  Kingdom,  46. 

mode  of  applying  for  registration  of,  93,  402,  500. 

must  be  registered  as  a  whole,  335. 

in  tlie  exact  form  in  which  used. 


336. 

may  be  registered  for  part  of  a  class,  336. 

sometimes  admitted  to  registration  when  now  marks 

would  not  be,  23,  345. 
Moore's  Pictorial  Almanack,"  292. 
Eeal  John  BuU,  The,"  294. 
Sleuth  Library,  The,"  294. 

s.  3  a 
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"  Oldfield  Lane  Doctor,  The,"  260. 

Omission 

to  give  notice  at  office  of  proceedings  in  opposition  case,  407. 

Omnibuses, 

imitation  of  line  of,  286,  524. 

"Only  Genuine, "  530. 

Onus 

of   proof   is  on  person  alleging  a   registered  mark  to  be 
common,  353,  369. 

"OoMoo"  Wine,  39,  349. 

Open  or  Common  Maeks, 

disclaimer  of,  95,  331,  352,  366,  466. 

Opening  Letters,  265. 

"  Opoponax  " 

perfume,  60,  68. 

Opponent 

not  heard,  to  apply  for  a  mandamus,  342. 

Opposition, 

notice  of,  97,  339,  406. 

time  limit  for,  341. 

■ form  of,  474. 

grounds  of,  494. 

amendment  of,  340,  341,  342. 

costs  of,  340. 

Orders  in  Council, 

under  Trade  Marks  Registration  Acts,  359,  546. 
Patents  Acts,  538,  539. 
Merchandise  Marks  Act,  573. 

Ordinary  Purchaser, 
deception  of,  11,  130. 

"Oregon  Central  Eailway  Co.,  The,"  257, 

"Oriental  Cream,  Gouraud's,"  31,  60. 

Oriental  Words, 

discretion  of  comptroller  as  to,  330. 

"  Original,  The,"  57,  283. 

Lazenby's  Harvey's  Sauce,  The,"  178. 

"  Originally  Called," 

the  words,  substituted  in  registered  mark,  374. 

"  Osborne  House,"  270. 

"  Oscar  Pepper's  Old  Crow  Distillery,"  273. 
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"Osman"  Towels,  61. 

"  Ottoman  Cahyey  Co.,  The,"  258. 

"  Oim  Young  Folks,"  296. 

Packing, 

similarity  of,  139,  286. 

"  Pain-Killee,"  31,  48,  59,  60,  68,  134,  171. 

Painter's  Name,  147,  196,  275. 

Paintings,  628. 

"Paints," 

trade  mark  registered  for,  635. 

Palatine  Court,  96,  392,  399. 

"  Pall  Mall  Guinea  Coal  Company,"  257,  526. 

"Parabola" 

eye  needles,  59,  69. 

"  Paraffin  Oil,"  50,  58,  67. 

Paraguay  and  Uruguay,  539. 

"Parchment"  Paper,  353. 

"Parchment  Bank"  Paper,  40,  371. 

"  Parsons'  Purgative  Pills,"  58. 

Part  of  a  Class, 

marks  may  be  registered  for,  336,  337. 

Part  of  Mark 

oaly  taken,  no  defence,  221. 

PaPvTIAL 

registration,  97,  347. 
disclaimer,  373. 

Particulars 

directed,  228. 

Partnership, 

devolution  of  trade  marks  on  formation  of,  105. 

, . . dissolution  of,  106. 

abandonment  of  trade  marks  on  dissolution  of,  106,  206. 
trade  mark  of,  appropriated  by  one  partner,  188. 
fraudulent,  not  permitted,  265. 
devolution  of  title  of  publication  on  dissolution  of,  297. 

. of  goodwill  on  dissolution  of,  260,  304,  312. 

goodwill  of,  not  to  be  appropriated  contrary  to  articles,  267. 
•    ;3  a2 
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PARTNEEsniP — continued. 

goodwill  of,  is  partnership  assets,  319. 

And  see  Goodwill. 
retiring  member  of,  may  state  his  former  connection,  325. 
abandonment  by,  113. 

Patent, 

trade  mark  distinguished  from,  12. 

untrue  allegation  of,  in  trade  mark,  disentitles  plaintiff,  12, 

214. 
though  not  likely  to  de- 
ceive, 217. 
after  expiration  of  pa- 
tent, 215. 

so  as  not  to  deceive,  216. 

collaterally,  218. 

punishable  by  fine,  219,  389. 

American  law  as  to,  219,  n. 

allegation  of,  does  not  disentitle  plaintiff,  if  there  is  an 
existing  patent,  though  of  doubtful  validity, 
217. 

under  Merchandise   Marks  Act,   1887..  150, 

220. 
Office  to  be  provided,  364. 

to  have  seal,  365. 

days  for  leaving  documents  at,  385. 

Library,  deposit  of  trade  marks  at,  338. 

" Patent 

cups,"  134. 
leather,  150. 
thread,  150. 
pins,  150. 
isinglass,  150,  563. 

"Patented," 

the  word,  wrongful  use  of,  punishable  in  the  United  States, 

218. 
articles,  name  of,  is  descriptive,  54. 

"  Patentee, 

manufacturer  and,"  217. 

name  of,  may  not  be  fraudulently  used,  217,  286. 

Patents 

Acts,  1883-8,  registration  of  trade  marks  under,  328. 
commissioners  of,  functions  of,  transferred  to  Board  of  Trade, 

163. 
• instructions  given  by,  to  Manchester  Com- 
mittee of  Experts,  548. 

Pattekn  Maeks 

may  be  trade  marks,  64. 
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"Payson,  Dunton,  and  Sckibxer's  National  System  of  Pen- 
manship," 294. 

"  Pectorinb," 

medicine,  41,  60,  67. 

Penalties,  149. 

under  Merchandise  Marks  Act,  149,  560,  570. 

Pending  Application  for  Eegistration,  177. 

"  Penny  Bell's  Life,  The,"  293. 

«'  Pepper's  Signal  Oil,"  29,  31. 

.    Periodical, 

title  of,  291.     See  Literary  PuhUcation. 

"  Perry  Davis'  Vegetable  Pain-Killer,  "  31. 

"  Persian  Thread,  Taylor's,"  28,  30,  60,  73. 

"Person," 

definition  of,  393,  562. 

aggrieved,"  367. 

foreigner  may  be,  16,  328,  369. 

Person^vl 

trade  mark,  100,  101. 

goodwill,  302.     And  see  Goodwill 

"  Pessendede  " 
watches,  70. 

«  Pfeiffer's  Egg  Macaroni,"  182. 

"  Pharaoh's  Serpents,"  43,  67. 

"  Philadelphia  Beer,"  59,  75. 

Photographs,  628. 

of  Baron  Liebig,  260. 

"Pictorial 

Almanack,  The,"  292. 

representations  of  goods  refused  registration,  336. 

"Pigs  in  Clover,"  61. 

"Pinet's  Boots  and  Shoes,"  525. 


„>„  )> 


"Pieie's,' 

name  in  genitive  case,  332. 

"  Pirie's  Parchment  Bank  " 
note  paper,  370. 

"Pirle,"  43,  334. 
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"  Place  of  Business," 
what  is  not,  335. 

Place  of  Maihjfactuiie,  563. 

Places, 

registration  of  a  series  of  marks  differing  only  in  statements 
of  names  of,  337. 
And  see  Geographical  Names. 

Plaintiff 

mnst  be  injured  at  Common  Law,  160. 
not  the  registered  proprietor,  198. 
misrepresentation  by,  207. 

Plate,  614. 

Playing  Cards,  628. 

"Plumbago  Crucibles,  Patent,"  214. 

"  Plujibee.  and  Decorator  and  Journal  of  Gas  and  Sanitary 
Engineering,  The,"  295. 

Plurality 

of  marks  or  names  used  by  plaintiff  is  no  defence,  223. 

Poet's  Name,  274. 

"Police  Gazette,  The,"  294. 

"  Pond  Lily  Wash,"  68. 

"Porous  Plasters,"  54,  58. 

Portrait 

as  a  trade  mark,  35,  260. 

Portugal,  532,  539. 

Post, 

applications  and  notices  may  be  sent  by,  385,  404. 

Office  Directory,  The,  296. 

offices  where  stamped  forms  obtainable,  461. 

Precedents  of  Injunctions,  &c. 

label  on  blacking  bottles,  trade  cards,  injunction,  514. 

brand  on  casks  of  wine,  injunction,  514. 

"Magnolia"  metal,  injunction,  514. 

labels  on  bottles  of  ink,  injunction,  515. 

"Two  Elephant"  yarn,  injunction,  515. 

"  Dog's   Head "   beer  for   exportation,   injunction   to   the 

hearing,  costs,  515. 
stamps  on  shirtings,  injunction,  516. 
"  Glenfield  "  starch,  injunction,  516. 
"Eureka"  shirts,  injunction,  516. 
"  ApoUinaris  "  water,  injunction,  517. 
"  La  Intimidad"  cigars,  injunction,  517. 
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Precedexts  of  Injunctions,  &c. — continued. 

"Flor  de  Dindigul  "  cigars,  injunction,  517. 

"Anchor  Brand"  "wire,  prayer  of  bill,  injunction,  account, 
delivery  up,  518. 

engraving  blocks  for  printing  forged  labels,  injunction, 
518. 

printing  forged  labels,  injunction,  519. 

order,  action  dismissed  as  to  trade  mark,  injunction  as  to 
get-up  of  goods,  account,  costs,  519. 

name  of  newspaper,  injunction,  520,  521. 

injuring   plaintiff's    paper,    injunction, 

520. 

soliciting  customers,  injunction,  521. 

publication   of   magazine    as   a  continuation   of   plaintiff's 

magazine,  injunction,  521. 

in  breach  of  contract,  order,  in- 
junction, 521. 

etchings  improperly  obtained  and  published,  catalogues  im- 
properly published,  decree,  delivery  up,  injunction,  521. 

name  and  title-page  of  song,  injunction,  522. 

name  of  patent  medicine,  secret  recipe,  injunction,  522. 

hop  essence,  secret  recipe,  trade  name,  representation  of 
succession  in  business,  manufacturing  contrary  to  agree- 
ment, injunction,  523. 

fraudulently  using  another's  testimonials,  injunction,  523. 

imitating  a  rival  line  of  omnibuses,  injunction,  524. 

trade  name,  injunction,  524. 

misleading  advertisement,  injunction,  524. 

use  of  defendant's  own  name,  524. 

boots  and  shoes,  injunction  where  name  fraudu- 
lently adopted,  525. 

. . on  the  assumption 

that  name  was  defendant's  also,  525. 

name  of  firm,  "  original,"  injunction,  524. 

name  of  society,  user  on  goods,  injunction,  526. 

name  of  company,  registration,  user,  advertisements,  cl'C., 
injunction,  526. 

... injunction  against  user  within  a  certain 

locality,  526. 

name  of  mineral  springs,  injunction,  527. 

name  of  collieries,  injunction  until  certain  events,  527. 

false  representation  of  continuation  of  business,  injunction, 
527. 

soliciting  former  customers,  injunction,  527. 

false  representation  of  continuation  of  business,  trade  name, 
labels,  advertisements,  circulars,  injunction,  528. 

soliciting  former  customers,  after  sale  of  business,  injunc- 
tion, 529. 

false  representation  of  agency,  injunction,  529. 

fraudulent  disuse  of  Cliristian  name,  claim  to  be  the  "  only 
genuine,"  injunction,  530. 

claim  to  be  the  only  genuine,  injunction,  530. 
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Peecedents  of  Injitnctions,  t&c. — contimied. 

trade  libel,  representation   that   the   plaintiff's   goods   are 

spurious,  injunction,  530. 
unauthorised  and  injurious  use  of  a  person's  name,  injunc- 
tion, 531.     And  see  Forms. 

Predecessor's  Name, 
use  of,  211. 

"  Premier  Cycle  CoMPAmr,  Limited,"  257. 

"  Prescott  House,"  273. 

"Prescribed," 

definition  of,  393. 

Price  of  Article, 

no  trade  mark,  81. 

registration  of  a  series  of  marks  differing  only  in  statements 
of,  337. 

"  Pride  " 

cigars,  61,  137. 

"  Prime  Leaf" 
lard,  58. 

"  Princess'  Novelettes,  The,"  296. 

Principal 

and  agent,  question  of  title  between,  183. 

Principle 

of  construction,  name  indicative  of,  no  trade  mark,  52,  54. 
of  MilUngton  v.  Fox  explained  by  V.-C.  Wood,  166. 

by  Lord  Westbury,  167. 

on  which  discovery  is  given,  225. 

Principles 

of  equity  in  trade  mark  cases,  163. 

Printer 

of  cotton  cloths,  trade  mark  indicative  of,  4,  183. 

Prints 

and  engravings,  624. 

Private  House, 

no  exclusive  right  in  name  of,  272. 

"  Prize  Medal," 

the  words  as  a  trade  mark,  62. 

Prize  Medals 

would  formerly  not  be  registered  as  new  marks,  or  parts  of 

new  marks,  335. 
may  be  now,  335. 
false  statements  as  to,  not  restrained,  62,  189. 
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Proceedings  in  Equity,  171. 

Pbocess  of  Manufacture, 

name  descriptive  of,  no  trade  mark,  52,  54. 

Profession, 

goodwill  of,  302.     And  see  Goodwill. 

"Professor," 

assumption  of  title  of,  disregarded,  210. 

Prohibition  on  Ljtortation,  567,  572, 

Property 

in  trade  mark  formerly  denied,  165. 

now  settled,  1,  88,  124,  167,  170. 

when  registered,  170,  187,  355. 

how  acquired,  87,  88. 

in  name,  276. 

in  trade  name,  249. 

in  title  of  publication,  297. 

"  Prophetic  Bell,  The,"  296. 

"  Proprietor," 

"  claiming  to  be  the,"  under  Patents,  &c.  Acts,  328. 
definition  of,  under  Merchandise  Marks  Act,  1887.  .562. 
name  and  address  of,  need  not  be  stated  in  mark,  20. 
more  than  one,  where,  187. 

Proprietorship, 

when  effective,  329. 

Prosecutions, 

Kmitation  of,  567. 

official,  571. 

by  Board  of  Agricultui-e,  571. 

"  Provident  Association  of  London,  The,"  258. 

Public, 

value  of  trade  marks  to  the,  5. 
house,  goodwill  of,  302,  306. 

licences  of,  302. 

stores,  631. 

use,  registration  equivalent  to,  7,  19,  84,  109,  199,  354,  397. 

Publications, 

title  of,  291.     And  see  Literary  Publication. 
sale  of  official,  462. 

Public  I  Junis, 

no  exclusive  right  in  mark  which  has  become,  10,  51,  111. 

"  PUDDIXE," 

uncooked  pudding,  61,  137. 
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Puffing,  210,  224. 

"Punch,"  295. 

"  Punch  and  Judy,"  295. 

Purchaser 

of  goodwill,  rights  of,  316. 

"  PUREZA,  La  " 

cigars,  209,  353. 

"Pyramid  " 
mark,  35, 

"  Pyretic  Saline,"  59,  67,  356. 

Quack  Medicine, 

goodwill  of,  302. 

Quality, 

equality  in,  no  defence,  7,  222. 

no  defence  that  goods  are  plaintiff's  of  a  different,  222. 

registration  of  a  series  of  marks  differing  only  in  statements 

of,  337. 
mere  statement  of,  is  no  trade  mark,  3,  20,  62. 
marks  which  indicate  the  maker  as  well  as  the,  may  be  trade 

marks,  4,  63. 
trade  marks  are  a  sign  of,  5. 
mark  denoting,  in  one  trade,  may  be  distinctive  in  a  different 

trade,  65. 
question  as  to  criminal  misrepresentation  of,  151. 

Queen, 

representations  of  the,  will  not  be  registered  as  new  marks, 
or  parts  of  new  marks,  335,  468. 

Queensland,  539. 

Question 

as  to  foundation  of  equitable  jurisdiction,  165. 

Questions 

for  jury,  159. 

of  contract  in  respect  of  trade  marks,  192. 

names,  277. 

trade  secrets,  288. 

of  title,  182. 


"Eadstock  Collieries,  The,"  74,  179,  258,  274,  527. 
"  E  AD  way's  Ready  Eelief,"  31. 
"  Eagsdale  Ammoniated  Dissolved  Bone,"  31. 
"Eailway,"  645. 
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"  Ealeigh  "  . 

tobacco,  75,  644. 

"Eamsay" 

bricks,  28,  30. 

EaJJGE  NuiEBERS, 

in  cotton  trade,  79. 

"Ea^somes  &Co." 

combined  with  "  H.  H.  6,"  30. 

"  Ea20E-Steel,"  58,  69,  637. 

"  Eeading  Biscuits,"  72. 

"  Eeal  John  Bull,  The,"  294. 

Eecipe, 

secret,  186,  287. 

Eectificatio:n^ 

of  register,  366,  410. 

cannot  be  on  counterclaim,  366. 

whether,  necessary  for  defence,  200. 

by  registration,  369. 

by  removal,  369. 

after  five  years,  355. 

costs  of  application  for,  245,  374. 

by  varying,  372. 

by  transferring  mark  into  new  name,  373. 

by  cancellation  at  reij[uest  of  proprietor,  375. 

notice  of  order  for,  to  be  given  to  comptroller, 

366. 

entry  of,  in  register,  410. 

publication  of,  411. 

'form  of  notice  of  motion  for,  507. 

order  for,  477. 


"Eed 

and  White  Book,  The,"  296. 
Medal"  Polish,  131. 
Paste,"  "  Eed  Drench,"  59. 
Seal"  cigars,  81,  131. 
"White  and  Blue  "  tea,  40,  338. 
Star  Brand,"  371. 

Eeference 

of  appeal  to  the  Court,  328,  340. 


Eefusal 

to  register,  certificate  of,  given  to  unsuccessful  claimant  of 
old  mark,  8,  23,  89,  90,  357. 

form  of,  493. 

roij^uest  for,  476. 

illegal  or  immoral  trade  mark,  365. 


732  ijh'dex. 

Eegister 

of  trade  marks  established,  359. 

continuation  of  former,  392. 

trust  not  to  be  entered  in,  365. 

inspection  of,  and  extracts  from,  366,  411. 

■_ sealed  copies  of,  to  be  evidence,  366. 

rectification  of,  366,  410. 

falsification  of  entries  in,  385. 

entering  of  Orders  of  Court  on,  330. 

"  Registered,  " 

the  word,  "will  not  be  registered,  336,  467. 

wrongful  user  of,  390. 

design,"  the  words,  will  not  be  registered,  336,  467. 

proprietors  alone  recognised,  198,  355. 

trade  mark,  assignment  and  transmission  of,  342. 

cancellation  of,  114,  375. 

alteration  of,  98,  375. 

property  in,  170,  187. 

transfer  of,  into  new  name,  373. 

infringement  of,  must  be  of  mark  as  registered, 

124. 

by  use  of,  restrained,  142. 

designs,  marks  on,  608. 

Eegisteatiox 

of  name  of  company  under  the  Companies  Act,  1862.  .259. 
of  title  of  publication  under  the  Copyright  Acts,  useless,  14, 

297,  298. 
mark  on  designs,  608. 

Eegisteation  of  Trade  Marks,  88,  328,  408. 
register  for,  359. 
acquisition  by,  88. 
steps  necessary  to  obtain,  93. 
appHcation  for,  89,  93,  177,  328,  402,  403,  464. 

equivalent  to  public  use,  7,  19,  84,  109,  354,  397. 

when  old  marks,  93,  402. 

form  of,  472. 

receipt  of,  486. 


advertisement,  94,  339,  405,  466. 
limit  of  time  for  proceeding  with,  330. 


conditions  of,  331. 

may  precede  user,  89. 

must  be  for  particular  goods  or  classes  of  goods,  9,  89,  336, 

358. 
for  part  of  a  class  of  goods,  336,  344. 
only  entitles  to   protection  in  respect  of  goods  for  which 

registered,  92. 
representative,  93,  337,  345. 
in  a  series,  95,  337,  345,  404,  406,  466. 
in  colour,  96,  337,  348. 
by  deposit,  96,  338,  403,  550. 
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Eegisteation  of  Trade  Marks — continued. 
in  an  alternative  shape,  95,  638. 
of  common  marks  as  additions,  95,  351. 
of  ground- work  as  part  of  a  mark,  336,  467. 
for  cotton  goods,  95,  348,  547. 
at  Sheffield,  95,  337,  360,  412,  468. 
from  foreign  countries,  80,  388. 

British  Possessions,  80,  388. 

fees  for,  360,  401,  414. 
form  of  notitication  of,  488. 

•  request  for  copy  of  notification  of,  482. 

certificate  of,  for  use  abroad,  491. 

request  for  certificate  of,  for  use  abroad,  479. 

certificate  of,  for  use  in  legal  proceedings,  490. 

request  for  certificate  of,  for  use  in  legal  proceedings, 

480. 
rules  for,  401,  458,  460. 
instructions  to  applicants  for,  460. 
time  of,  408. 
date  of,  302,  354,  409. 
notice  of,  409. 

restrictions  on,  97,  372,  467. 
opposition  to,  339,  406. 

. by  -whom  made,  339. 

costs  in  cases  of,  243,  340,  342. 

conflicting  claims  to,  98,  343,  348. 

mode  of  trial  of,  343,  410. 

forbidden,  where  identical  or  similar  marks  already  regis- 
tered, 93,  343,  344,  410. 

for  one  year  after  removal  of  similar  marks  from 

register,  93,  360. 
old  marks  favoured  in  the,  23,  345. 
the  "  three  mark  rule  "  for  the,  53,  112,  333,  346,  353. 
with  a  note  of  limitation,  97,  340,  347,  408. 
mode  of  comj)arison  in  the,  348,  370. 

may  be  refused  to  a  mark  which  has  not  been  restrained,  21. 
refusal  of,  in  America,  to  geogi-aphical  names,  75,  637. 

to  words  disentitled  to  protection,  76,  636. 

to  deceptive  words  or  scandalous  designs,  350. 

cases  of,  342,  349. 

in  America,  349,  636. 

cases  of  non-refusal  of,  349. 

untrue  allegation  of,  145. 

words  which  will  not  be  admitted  to,  336,  467,  468. 

appeal  to  Board  of  Trade  from  comptroller's  refusal  of,  96, 

328. 
certificate  of  refusal  of,  8,  23,  89,  96,  198,  357. 

form  of,  493. 

request  for,  476. 

effect  of,  52,  354. 

when  too  wide,  92,  141. 

renders  fraudulent  intention  unnecessary,  124,  354. 
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Eegisteation  of  Teade  Maeks — continued. 

equivalent  to  public  use,  7,  19,  84,  109,  199,  354,  397. 

is  evidence  of  proprietor's  rig-ht,  88,  124,  355. 

qualifies  for  suing,  88,  357. 

which  are  doscrijitive,  effect  of,  52. 

protects  in  all  colours,  89. 

which  are  invalid,  does  not  make    them   valid   after   five 

years,  201. 
of  defendant's  mark  is  no  defence,  14,  224. 
duration  of,  109,  359. 

cancelled  after  fourteen  years,  unless  fee  paid,  359. 
of   subsequent  proprietor  by  assignment   or  transmission, 

104,  359,  365,  408,  470. 
in  name  of  successor  to  goodwill,  408. 
form  of  application  for,  by  subsequent  proprietor,  475. 
of  joint  owners  as  separate  owners,  108,  344. 
Acts  administered  by  Chancery  Division,  11,  163. 
wrongful  assertion  of,  punishable  by  fine,  148,  154,  393. 
in  the  United  States,  633.     And  see  United  States. 
rules  for,  648. 

Eegtilations 

of  customs,  574. 

Eemedies 

for  infringement,  11,  146. 

Removal 

of  mark  from  register,  109,  359,  366,  370. 

sought  by  unmeritorious  applicant, 

370. 

five  years'   registration  no   bar  to, 

373. 
effect  of,  93,  114,  360. 
costs  of  application  for,  245. 

Eepeal 

of  Acts,  392. 

of  rules,  413,  458,  460. 

Eeply, 

form  of,  519. 

Eeport, 

comptroller  to  make  an  annual,  387. 

of  Departmental  Committee  (1888),  552.- 

Eepeesentations, 

general  law  as  to  false,  157. 

of  trade  mark  on  application  for  registration,  93, 328,  402, 465. 

with  respect  to  partnership  goodwill,  265. 

Eepeesentative 

registration,  93,  337,  345. 
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Eestoration 

to  register  of  mark  removed  from  it,  109,  360. 
form  of  application  for,  484. 

Restrictions 

on  registration  of  trade  marks,  97,  372,  467. 

Eestrictive 

covenant  on  sale  of  goodwill.     See  Goodwill. 

Eetirement, 

false  representations  as  to,  268. 

Retiring  Partner 

may  state  his  former  connection,  325. 
abandonment  by,  113. 
delay  by,  205. 
rights  of,  267. 

"  Reversi" 

game,  40,  371. 

Revivor 

of  action  after  plaintiff's  death,  180. 

"  Richardson's  Patent  Union  Leather- Splitting  Machine," 
58,  637. 

"  Richter  Concerts,"  264. 

*'  Rising  Sun" 

stove  polish,  35,  60,  138. 

"R.N." 

mark,  64, 

"  Roadster" 
boots,  40. 

"  Roberts'  Parabola  Gold-Burnished  Sharps,"  69. 
"Roberts'  Razor-Steel  Scissors,"  69. 

"  RODQERS  AND  SoNS'  " 

cutlery,  30,  137. 

"  Roger  Williams  " 
longcloth,  29. 

Eolt's  Act.     See  Statutes. 

"  Rose," 

vanilla,  59. 

"■  Rosebud,"  644. 

*'  rosendale  " 

cement,  59,  75. 
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"  Eottgen's  Cutlery,"  137. 
eoumania,  539. 

EOYAL 

arms,  the,  will  not  be  registered  as  new  marks,  or  parts  of 
new  marks,  335,  468. 

wrongful  assumption  of,  punishable  by  fine,  390. 

baking  powder,  61,  336,  371. 

crown,  representations  of  the,  will  not  be  registered  as  new 
marks,  or  parts  of  new  marks,  335,  468. 

family,  representations  of  any  member  of  the,  will  not  be 
registered  as  new  marks,  or  parts  of  new  marks,  335,  468. 

letters  patent,  217. 

Station  Hotel,  The,  272. 

warrant,  149,  570. 

vellum,  645. 

"  EuBB-EK  CLOTniNG  Co.,  The,"  638. 

I,  Rules 
^      JL>*  <^  *'     under  Trade  Marks  Acts,  repeal  of  the,  413,  458,  460. 

^    '^    /       ^'7  Patents  Acts,  1883-8.  .401,  458,  460. 

/  (^ '  [  '  l)ower  to  make,  given  to  Board 

^  '    .  of  Trade,  386. 

United  States  Registration  Act,  648. 


Rupee, 

device  of  a,  338,  348. 

Russian  In-scriptions, 

alterations  in,  on  marks,  379. 

"Rye  and  Rock" 
liquor,  59. 


"S.  andH." 

with  a  crown,  as  a  trade  mark,  77. 

"Safety" 

powder,  58,  637. 

"  St.  Jacob's  Oil,"  128. 

"St.  James'" 

cigarettes,  73,  75. 
Evening  Post,"  107. 

Sale 

of  goodwill,  308.     And  see  Goodioill. 
—  trade  mark,  9,  98,  342,  365. 
over  counter,  140,  561. 

Salesman, 

liability  of,  under  Merchandise  Marks  Act,  561, 
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Salvador,  532,  539. 

Sampler 

pattern,  81,  637. 

Samples, 

foreign  fraudulent,  172. 

"  Sanitary  Pilter,  easily  cleaned,"  59. 

"  Sanitas 

Co.,  Ld.,  The,"  257. 
medicines,  40,  137. 

Santo  Domingo,  539. 

"  Sapolio  " 
soap,  67. 

*'  Saponieer  " 
lye,  61,  134. 

"  Satin  Polish" 

boots  and  shoes,  59,  637. 

"  Satinine" 

starch,  42,  333. 

"  Sawyer's  Crystal  Blue  and  Safety  Box,"  137. 

Scale 

of  costs  in  case  of  defendant's  submission,  238. 

Scandalous 

charges  disallowed,  175. 

designs  not  registrable  as  trade  marks,  350. 

Schedules 

to  rules,  414. 

"Schiedam  Schnapps,"  58,  67. 

"  Scientific  Dentistry  at  Moderate  Prices,"  68. 

Scotchman, 

English  jurisdiction  over  mark  of  domiciled,  391. 

Scotland, 

law  of  trade  marks  in,  6,  75,  78,  140,  171,  177,  335,  372, 

391. 
courts  in,  390. 
hall  marks  in,  620. 

"Scott  AND  Co.,"  315. 

Sculptures, 

marks  on,  626. 

s.  3  b 
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Seal 

for  Patent  Office,  365. 

Sealed 

copies  of  register  to  be  evidence,  366. 

Seaech  Warrant 

under  Merchandise  Marks  Act,  1887.  .566. 

Secret  Eecipe,  186,  287.     And  see  Trade  Secret. 

Secitritt 

for  costs  required  on  opposition  to  registration,  246,  339, 
340. 

"  Sefton  " 

cloth,  60,  68. 

"  Seixo  " 

wine,  74,  138,  514. 

"  Selected  " 

steel  pens,  353. 
shore  mackerel,"  59. 

Selector, 

trade  mark  indicative  of,  4,  145. 

"  Sele-Washer  " 
soap,  40,  370. 

"  Sen-Sen,"  390. 

Sentences 

claimed  as  trade  marks,  68. 

Series 

of  marks,  registration  of,  95,  334,  337,  345,  404,  406,  466. 
can  only  be  assigned  and  transmitted  as  a  whole,  108,  337. 
advertisement  of,  406,  466. 

Servant, 

infringement  by,  189. 

master  and,  186. 

registering  mark  of  owner,  372. 

Servia,  532,  539. 

Service 

of  writ,  out  of  the  jurisdiction,  173. 

address  for,  when  to  be  given,  328,  340,  395,  397. 

of  proprietor  of  conflicting  mark,  350. 

Several  Proprietors 

of  the  same  mark,  108,  187. 

Sewing  Machine 
cases,  the,  55. 


INDEX.  739 

"  Shakspeee" 

cigars,  30,  40,  371. 

Shape  of  Paecel, 

no  trade  mark,  81. 

"Shaver" 

waggons,  274. 

"  Shawkxit" 

stockings,  137. 

Sheffield 

marks,  registration  of,  95,  337,  360,  412,  468. 
Acts  regulating.     See  Cutlers'  Co.'s  Acts. 

Sheriff 

cannot  seize  goodwill  or  title  of  publication,  297,  306. 

Shipper 

and  shipowner,  186. 

Short  Weight,  213. 

"  Shrewsbury,  IMarshall  &  Co.,  Patent  Thread,"  137. 

Signature, 

trade  mark  consisting  of,  22,  31,  331. 

is  transmissible,  32. 

in  trade  mark  may  not  be  altered,  332,  376. 

of  painter,  imitation  of,  not  forgery  at  Common  Law,  147. 

punishable  under  25  &  26  Vict.  c.  68 

.  .147,  628 

Sign  Board,  271. 

"Silicon" 

polishing  powder,  59. 

' '  Silver 

Grove  "  whiskey,  60. 

plate,  614.     And  see  Hall  3Iarks. 

SnilLAR 

to  earlier  marks,  marks  removed  as  too,  371. 

Similarity 

of  packing,  139,  286. 

"  Singer  " 

sewing  machines,  55,  182. 

Single  Letters,  78. 

"  Slate  Eoofing  Paint,"  60,  68. 

"  Sleuth  " 

stories,  294. 

3b2 
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"  Sliced  Animal  '' 
toys,  61. 

Slight  Delay,  224. 

"  Smith,  Snyder  &  Co.'s  "  Goods,  29. 

"Smokeless  Powder,"  351. 

"  Snowelaxe  " 
biscuits,  59. 

"  Social  Eegister  " 
directory,  61,  295. 

"  Sole  Makers  Extra  Coker  "  Canvas, 

trade  mark  expunged  as  inlierently  deceptive,  372. 

Solicitation 

of  old  customers  by  vendor  of  goodwill,  310,  311. 

Solicitor 

and  client,  costs  as  between,  when  given,  359. 

Solicitor's 

practice,  goodwill  of,  303,  304.     And  see  Goodwill. 

"  SoLio,"  42,  44,  333. 

"Somatose  " 

extract  of  meat,  42,  333. 

Song, 

infringement  of  title  of,  297,  522. 

"  Southern  Company,  St.  Louis,"  137. 

Sovereign 

princes  or  states  may  own  trade  marks,  84. 

Spain,  532,  539. 

Spanish 

shirting,  71. 

Special 

case,  conflicting  claims  to  registration  tried  by,  98,  343,  410. 

mode  of  settling,  410. 

form  of,  504. 

application  for  settlement  of,  by  comptroller, 

480. 
classes  of  goods,  statutory  enactments  as  to,  610. 
and  distinctive  words,  45,  46,  331,  332. 
damage,  damages  may  be  given  without  proof  of,  233. 
not  necessary  to  "person  aggrieved,"  367. 

"  Specific  Solution  of  Copaiba,  Franks',"  285,  523. 

Speculation, 

fraudulent,  212. 
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"  Splendid  " 

flour,  60,  644. 
Misery,"  295. 

"  Sporting 

Chronicle  and  Prophetic  Bell,  The,"  296. 
Life,  The,"  293. 

Spbing, 

rights  of  lessee  of,  142,  183. 
agent  for,  141,  183. 

Spurious  Goods  in  iNNOciasT  Hands,  190. 

Spueious  Labels, 

delivery  up  of ,  171. 

Stamp, 

official,  cannot  be  a  private  trade  mark,  81. 

Stamped  Forms, 
list  of,  462. 
places  where  obtainable,  461. 

"  Standard  A  " 
cigars,  58,  637. 

"Star 

Brand"  glass,  131. 
oil,  131,  349,  638. 
pencils,  60,  68. 
shirts,  638. 

"Stark" 

mills,  137. 

Statement  of  Claim, 

forms  of,  509,  510,  511. 

"  Station  Hotel,  The,"  272. 

"  Stationers'  Hall," 

the  words  "Entered  at ,"  will  not  be  registered,  336,  467. 

registration  at,  is  useless,  298. 
is  no  defence,  14,  224. 

Statutes  cited  : 

28  Edw.  1,  c.  20  (Hall  marks),  614. 

2  Hen.  6,  c.  17  (Hall  marks),  614. 

4  Hen.  7,  c.  2  (Hall  marks),  614. 
18  Eliz.  c.  15  (Hall  marks),  614. 
31  Eliz.  c.  5  (Informations),  618. 
21  Jac.  1,  c.  31  (Cutlers'  Co.),  610. 

8  &  9  AVill.  3,  c.  8  (Hall  murks),  614. 

9  &  10  Will.  3,  c.  41  (rublic  Stores),  631. 
12  &  13  Will.  3,  c.  4  (Hall  marks),  614,  619. 
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Statutes  cited — continued. 

1  Anne,  c.  3  (Hall  marks),  615. 

6  Geo.  1,  c.  11  (Hallmarks),  614,  615,  622. 
9  Geo.  1,  c.  8  (Public  Stores),  631. 

3  Geo.  2,  c.  3  (Irish),  (Hall  marks),  622. 

8  Geo.  2,  c.  13  (Prints  and  Engravings),  624. 

12  Geo.  2,  c.  26  (Hall  marks),  614,  615. 
17  Geo.  2,  c.  30  (Linen),  629. 

17  Geo.  2,  c.  40  (Public  Stores),  630. 

18  Geo.  2,  c.  24  (Linen),  630. 

7  Geo.  3,  c.  38  (Prints  and  Engravings),  626. 

13  Geo.  3,  c.  52  (Hall  marks),  616,  617. 

13  Geo.  3,  c.  59  (Hall  marks),  620. 

14  Geo.  3,  c.  68  (Hops),  629. 

17  Geo.  3,  c.  57  (Prints  and  Engravings),  626. 

23  &  24  Geo.  3,  c.  23  (L'isli),  (Hall  marks),  622. 

24  Geo.  3,  sess.  2,  c.  20  (Hall  marks),  616,  617. 
24  Geo.  3,  sess.  2,  c.  53  (Hall  marks),  617,  622. 

30  Geo.  3,  c.  31  (Hall  marks),  615,  617. 

31  Geo.  3,  c.  58  (Cutlers'  Co.),  610,  611. 
36  Geo.  3,  c.  60  (Metal  Buttons),  626. 

38  Geo.  8,  c.  69  (HaU  marks),  615,  617,  620,  622. 

38  Geo.  3,  c.  71  (Sculpture  Copyright),  626. 

39  &  40  Geo.  3,  c.  81  (Hops),  629. 

39  &  40  Geo.  3,  c.  89  (Public  Stores),  631. 
41  Geo.  3,  c.  97  (local),  (Cutlers'  Co.),  611. 

sess.  2,  c.  15  (Hall  marks),  624. 

c.  134  (Hops),  629. 

c.  115  (Gun- barrels),  627. 

c.  56  (Sculpture  Copyi'ight),  626. 

c.  60  (Public  Stores),  631. 

c.  119  (local),  (Cutlers'  Co.),  611. 

c.  123  (Hops),  629. 

c.  159  (Public  Stores),  631. 

c.  59  (Gun-barrels),  627. 

c.  127  (Public  Stores),  631. 

0.  185  (Hallmarks),  617. 

0.  7  (Cutlery),  610. 

0.  40  (Linen),  629,  630. 

c.  52  (local),  (Hall  marks),  616,  617. 

c.  105  (Customs),  630. 
3  &  4  Will.  4,  c.  42  (Limitations),  618. 
5  &  6  Will.  4,  c.  27  (Linen),  630. 
5  &  6  WiU.  4,  c.  62  (Declarations),  475,  478. 

5  &  6  AVill.  4,  c.  83  (Patents),  218,  389. 

6  &  7  Will.  4,  c.  59  (Prints  and  Engravings),  626. 

6  &  7  Will.  4,  c.  69  (Hall  marks),  620. 
5  &  6  Viet.  c.  47  (Customs),  620,  622,  624. 
5  «&  6  Vict.  c.  56  (Customs),  620,  622,  624. 

7  &  8  Yict.  c.  12  (International  Copyright),  624,  626. 

7  &  8  Vict.  c.  22  (Hall  marks),  615,  617,  618,  620. 

8  &  9  Vict.  c.  84  (Customs),  620. 
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47  Geo. 

3, 

48  Geo. 

3, 

53  Geo. 

3, 

54  Geo. 

3, 

54  Geo. 

3, 

54  Geo. 

3, 

54  Geo. 

3, 

54  Geo. 

3, 

55  Geo. 

3, 

55  Geo. 

3, 

55  Geo. 

3, 

59  Geo. 

3, 

4  Geo. 

4, 

5  Geo. 

4, 

6  Geo. 

4, 
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13  &  14  Vict.  c.  104  (Designs),  626. 

14  &  15  Vict.  c.  93  (Petty  Sessions,  Ireland),  570. 

16  &  17  Vict.  0.  107  (Customs),  568,  572,  626,  628. 

17  &  18  Vict.  c.  96  (Hall  marks),  618,  622,  624. 

18  &  19  Vict.  0.  60  (Hall  marks),  618,  622,  624. 

18  &  19  Vict.  c.  148  (local),  (Gun-barrels),  627. 

19  &  20  Vict.  c.  64  (Statute  Law  Eevision),  614. 

22  &  23  Vict.  c.  17  (Vexatious  Indictments),  567. 

23  Vict.  c.  43  (local),  (Cutlers'  Co.),  612. 

24  &  25  Vict.  c.  101  (Statute  Law  Eevision),  626. 

25  &  26  Vict.  c.  22  (Customs),  628. 

25  &  26  Vict.  c.  27  (Eolt's  Act),  163,  166,  176,  190,  214. 
25  «&  26  Vict.  c.  64  (Naval  Stores),  631. 
25  &  26  Vict.  c.  68  (Art  Copyright),  147,  628. 
25  &  26  Vict.  c.  76  (Weights  and  Measures  [Ireland]),  606. 
25  &  26  Vict.  c.  88  (Merchandise  Marks),  147,  570,  601,  612, 
629. 

25  &  26  Vict.  c.  89  (Companies),  259. 

26  &  27  Vict.  c.  119  (Exhibition  Medals),  189,  608. 

27  &  28  Vict.  c.  27  (Chain  Cables  and  Anchors),  628. 
27  &  28  Vict.  c.  91  (Naval  Stores),  631. 

29  &  30  Vict.  c.  37  (Hops),  629. 

30  &  31  Vict.  c.  59  (Statute  Law  Eevision),  614,  615. 
30  &  31  Vict.  c.  82  (Customs),  573,  620. 

30  &  31  Vict.  c.  119  (Naval  Stores),  631. 

30  &  31  Vict.  c.  128  (Military  Stores),  631. 

31  &  32  Vict.  c.  113  (local),  (Gun-barrels),  627. 

32  &  33  Vict.  c.  12  (Naval  Stores),  631. 

32  &  33  Vict.  c.  71  (Bankruptcy),  10. 

33  &  34  Vict.  c.  99  (Statute  Law  Eevision),  615,  617. 

34  &  35  Vict.  c.  101  (Chain  Cables  and  Anchors),  628. 

34  &  35  Vict.  c.  116  (Statute  Law  Eevision),  620,  626. 

35  &  36  Vict.  c.  20  (Customs),  569. 

35  &  36  Vict.  c.  30  (Chain  Cables  and  Anchors),  628. 

36  &  37  Vict.  c.  66  (Judicature),  7,  11,  164,  192,  279,  284. 

36  &  37  Vict.  c.  91  (Statute  Law  Eevision),  617. 

37  &  38  Vict.  c.  51  (Chain  Cables  and  Anchors),  628. 

38  &  39  Vict.  c.  25  (Public  Stores),  81,  631. 

38  &  39  Vict.  c.  91  (Trade  Marks  Eegistration),  398,   540, 
600. 

39  &  40  Vict.  c.  33  (Trade  Marks  Eegistration  Amendment), 
544. 

39  &  40  Vict.  c.  35  (Customs),  620,  622,  624. 

39  &  40  Vict.  c.  36  (Customs),  567,  568,  509,  572,  573,  626. 

40  Vict.  c.  13  (Customs),  508. 

40  &  41  Vict.  c.  37  (Trade  Marks  Eegistration  Extension), 
545. 

41  &  42  Vict.  c.  49  (Weights  and  Measures),  605,  606. 

42  &  43  Vict.  0.  21  (Customs),  572. 
46  &  47  Vict.  c.  52  (Bankruptcy),  10. 

46  &  47  Vict.  c.  55  (Eevenue),  568,  569,  572,  620. 
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■  Statutes  cited — continued. 

46  Sf  47  Viet.  c.  bl  {Patents,    Designs,   and    Trade   Marks), 
327,  600,  QXi^  passim. 

48  &  49  Vict.  c.  63  (Patents,   Designs,   and  Trade   Marts), 
394. 

49  &  50  Vict.  0.  37  (Patents),  395. 

50  ^  51   Vict.  c.  28  {Merchandise  Marks),  559,  and  passim. 

50  &  51  Vict.  c.  58  (Coal  Mines  Eegulation),  606. 

51  Sf  52  Vict.  c.  50  {Patents,    Designs,    a7id    Trade   Alarks), 
395,  axL^i  passim. 

52  &  53  Vict.  c.  21  (Weights  and  Measures),  606. 

52  &  53  Vict.  c.  42  (Customs),  572. 

53  &  54  Vict.  c.  8  (Customs  and  Inland  Eevenue),  617,  618, 
619,  620,  625. 

54  Vict.  c.  15  {Merchandise  Marks),  571. 

56  Vict.  c.  14  (Statute  Law  Revision),  607. 

57  ^  58  Vict.  c.  19  {Mercha7idise  Marks,  Prosecutions),  571. 

59  &  60  Vict.  c.  28  (Finance  Act),  572. 

60  &  61  Vict.  c.  63  (Foreign  Prison-Made  Goods),  572. 
United  States  Act  of  1870 .  .  633. 

1875.. 640. 

1881.. 642. 

1882.. 648. 

repeal  of,  392. 

Statutory  Declaration, 
manner  of  making,  413. 

by  infant,  lunatic,  or  other  person  under  disability,  386. 
by  applicant  or  opponent,  500. 
by  subsequent  proprietor  seeking  registration,  necessary, 

104,  409. 
form     of, 

475. 
by  proprietor  seeking  cancellation,  necessary,  114,  375. 
form  of,  478. 

Statutory  Enactments, 

as  to  marks  on  special  classes  of  goods,  610. 

Stay  of  Proceedings  after  Submission,  177. 

Steamsuips, 

name  of  line  of,  274. 

"  Steinway  "  Pianos,  137. 

"  Stephens'  Blue-Black  Writing  Fluid,"  515. 

"  Stephens'  Writing  Fluid,"  30,  136,  515. 

"  Stillman  Mill,"  75. 

"  Stockowners'  Meat  Company,"  377. 

"Stone  Ales,"  48,  72,  250. 
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Stores, 

public,  631. 

"Straight  Cut" 

cigarettes,  66,  351. 

"Strathmore" 

wliiskey,  48,  73,  370,  372. 

Striking  Out 

some  part  of  mark  on  register,  372. 

Subdivided  Account,  231. 

Submission, 

offer  of,  damages  in  case  of,  234. 
scale  of  costs  in  case  of,  238. 
must  be  complete,  240. 
not  relieved  against,  177. 
stay  of  proceedings  after,  177. 

Subsequent  Proprietor 

after  the  first,  position  of,  108. 

registration  of,  104,  359,  365,  408,  470. 

form  of  request  for,  and  declaration,  475. 

"  Summary  Conviction," 

in  Ireland,  meaning  of,  393. 

Summons 

for  leave  to  register,  form  of,  505, 
form  of  writ  of,  -with  indorsement,  508. 
to  stay  proceedings,  form  of,  513. 

"  Sun  Life  Assurance  Society,"  258, 

**  Superfine," 

no  trade  mark,  62, 

"  Superior," 

no  trade  mark,  62. 

Survival 

of  cause  of  action  for  trade  libel,  283. 

Surviving  Partner 

may  state  former  connection,  325, 

"  Swan  " 

goods,  349,  638. 

Sweden  and  Norway,  539, 

Swedish  Company, 

registered  mark  of,  expunged,  174, 

"  Sweet  Opoponax  of  Mexico  " 
perfume,  60,  68. 


746  INDEX. 

"  Swinborne's  Patent  Eefined  Isinglass,"  563. 

"Swing" 

scythe  sockets,  59,  637. 

Switzerland,  532,  539. 

Syphon,  Hand  and  Glass, 
device,  370. 

"  Syrup  of 
figs,"  40. 
red  spruce  gum,"  59. 

"Talwar"  Shirtings,  131. 

"Tamar  Indien" 
lozenges,  60,  69. 

"  Taper-Sleeve  Pulley  Works,  The,"  258. 

Tasmania,  539. 

"Tasteless" 

drugs,  58,  638. 

"  Taylor's  Persian  Thread,"  28,  30,  60,  73. 

Technical  Signification 

of  descriptive  name  entitled  to  protection,  251. 

Telegraphic  Address, 

no  exclusive  rights  in,  272. 

"Temple  Bar,"  521. 

Tenant, 

landlord  and,  182,  187. 

Testimonials, 

fraudulent  use  of  another's,  285,  523. 

Tests 

of  infringement,  10,  127,  170. 

"The," 

addition  of  the  word,  does  not  make  fancy  word,  333. 

Third  Party, 

costs  occasioned  to,  by  defendant's  fraud,  243. 

"  Thomsonian  Medicines,"  58. 

"Thorley's  Food  for  Cattle,"  29,  30,  258,  530. 

Threats 

by  trade  mark  owner  to  dealers  in  alleged  infringements, 

282. 

"Three  Mark  Eule,  The,"  53,  112,  333,  346,  353. 

foreign  user  does  not  bring  a  mark  within,  16,  347. 
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Ticket,  22,  34,  331,  637. 

"Tidal  Wave" 
tobacco,  61. 

Time 

of  registration  of  trade  marks,  408. 
enlargement  of,  412. 

**  Time-keeper  " 

watches,  59,  644. 

"  Times,  The,"  294,  520. 

Title 

to  trade  marks,  182. 

of  proprietor  of  a  trade  mark,  355. 

of  subsequent  proprietor,  108. 

of  literary  publication,  291,  293,  296. 

incidents  of,  297. 

no  copyright  in,  297. 

of  song,  297. 

"TlVOLl" 

lager  beer,  61,  134. 

**  To  Counterfeit  this  is  Forgery," 

the  words,  will  not  be  registered,  336,  467. 

Tobacco  Trade, 

fraudulent  marks  in,  209. 

"  Toffy  Toltj,"  59. 

"Tomato  Catsup,"  371. 

"Tonge's  Goods,"  137. 

•'  Touchstone,"  295. 

"  Tower 

Palace,  The,"  271,  273. 
tea,"  40,  72,  370,  371. 

Trade, 

goodwill  of  a,  303,  306.     And  see  Goodwill. 

Trade  Description, 
definition  of,  561. 
Customs  entry  to  be,  571. 
false,  564. 

Trade  Libel,  278,  530. 

survival  of  cause  of  action  for,  283. 

"  Trade  Mark," 

the  words,  used  deceptively,  372,  390. 

cases  of  alteration  of  mark  in  respect  of  the  words,  377,  .'581, 
383. 
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Trade  Mark, 

general  principles  of  law  of,  1. 
property  in,  formerly  doubted,  165,  166. 

now  settled,  1,  88,  124,  167,  170, 

function  of,  2. 
carries  a  warranty,  2,  5, 

may  serve  to  indicate  the  manufacturer,   or  improver,   or 
importer,  or  exporter,  or  selector,  of  goods,  or  the  exclu- 
sive owner  of  a  natural  product,  4,  5,  145. 
advantages  of  use  of,  5. 
gives  no  monopoly,  5. 
early  use  of,  6. 

sketch  of  history  of  law  of,  6,  155. 
cannot  exist  in  gross,  9,  329. 

necessarily  connected  with  goodwill,  10,  299,  342. 
distinguished  from  patent,  12. 

copyright,  13. 

what  is  a,  18,  331. 
■what  is  "  used  as  a,"  45. 
must  be  affixed  to  article,  18. 

or  registered,  18. 

descriptive  word  is  not,  10,  20,  49,  58,  182,  637,  644. 

need  not  state  proprietor's  name  or  address,  20. 

must  be  distinctive,  21. 

may  be  refused  registration  though  not  restrained,  21. 

definition  of,  21,  331,  396,  463,  561. 

a  name  in  a  distinctive  form,  23,  331 . 

a  signature,  22,  31,  331. 

a  distinctive  device,  mark,  brand,  heading,  label,  or  ticket, 
32,  331. 

representation  of  natural  object,  34. 

crest,  35. 

portrait,  35. 

initials,  35. 

marks  representing  the  article  are  not,  36. 

with  a  merely  mechanical  purpose  are  not,  3,  36. 

a  fancy  word  or  words  not  in  common  use,  38,  40,  331. 

invented  words,  41,  66,  331,  333. 

non-descrij)tive  words,  43,  331. 

old  marks,  44. 

name  of  patented  article  is  not,  54,  636. 

new  article  is  not,  56. 

marks  in  common  use  merely  indicating  quality  are  not,  3,  62. 

which  indicate  the  maker  as  well  as  the  quality,  may 

be,  4,  63. 

containing  false  representations  cannot  be  protected 

as,  65. 

words  from  the  dead  languages  as,  69. 

modern  foreign  languages  as,  69. 

geographical  names  as,  43,  72,  334,  637. 

devices  and  words  which  will  not  be  registered  as,  333,  336, 
467. 
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Trade  Makk — continued. 

devices  and  words  which  will  not  be  registered  as  new,  335, 

468. 
Sheffield  corporate,  360. 
for  cotton  goods.     See  Cotton  Marks. 
official  stamps  cannot  be,  81,  84. 
prices  cannot  be,  81. 
may  be  consumed  with  the  article,  82. 
acquisition  of,  8,  83,  87. 

by  alien,  14,  83,  328,  388,  389. 

by  sovereign  princes  or  states,  84. 

by  common  repute,  87. 

by  registration,  88,  247,  328. 

rules  for  registration  of,  401,  458,  460. 
instructions  to  applicants  for  registration  of,  460. 
appropriation  of,  to  special  classes  of  goods,  9,  89,  336,  358. 
incapable  of  advertisement  in  the  "  Trade  Marks  Journal," 

403,  405. 
not  used  before  the  passing  of  the  Eegistration  Act,  1875. . 

463. 
not  protected  when  wrongfully  adopted,  208. 
how  connected  with  goodwill,  299. 
in  a  series,  95,  334,  337,  345,  404,  406,  466. 
powers  of  registered  owner  of,  365. 

two  or  more,  may  be  used  on  same  goods  at  same  time,  181. 
alteration  of  registered,  98,  375. 

transfer  of,  by  assignment  or  transmission,  9,  98,  342,  365. 
transmission  of,  on  bankruptcy,  10,  104. 

formation  of  a  partnership,  105. 

dissolution  of  a  partnership,  106. 

death  of  owner,  107. 

may  be  bequeathed,  together  with  goodwill,  107. 

may  belong  to  several  proprietors,  108,  187. 

used  to  indicate  goods  passed  through  the  hands  of  several 

persons,  106. 
questions  of  title  to,  182. 
discontinuance  of,  108. 

— '■ by  removal  from  the  register,  for  non- 
payment of  fees,  109. 

by  abandonment,  10,  53,  110. 

habitual  use  with  name  is  no,  112,  181. 

infringement  after,  114. 

cancellation  of,  114,  375. 
infringement  of,  10,  115. 

tests  of,  10,  127,  170. 

criminal  prosecution  for,  146. 

civil  remedy  for,  156. 

measure  of  damages  for,  161. 

Acts  for  the  registration  of,  administered  by  the  Chancery 

Division,  11,  163. 
cases  analogous  to  cases  of,  16,  247. 
in  the  United  States,  registration  of,  337,  633. 
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Trade  Mark — continued. 

in  the  United  States,  registration  of,  rules  for  the,  648. 

what  is  a  lawful,  636. 

distinguished  from  designs  and  labels, 

634. 
And   see    Old  Marks,   New   Marks,  Registratio7i,    United 
States,  Forms.  , 

"  Trade  Marks 

Journal,"  405,  463. 

Eegistration  Acts,  1875-7.  .8,  21,  540. 

And  see  Statutes. 
register  to  be  at  the  Patent  Office,  364. 

Tradename,  16,  247,  323. 

part  of  goodwill  of  business,  248,  299,  307,  316. 

no  exclusive  right  in,  apart  from  business,  248. 

as  meaning  the  name  by  which  goods  are  identified,  249. 

property  in,  questioned,  249. 

protected  without  registration,  250. 

fraudnieed  not  be  proved  in  cases  of,  252. 

false  representation  sufficient,  253. 

innocent  imitation  of,  may  become  fraudulent,  if  continued, 

255. 
evidence  as  to  intention  in  imitating,  256. 
of  company,  256. 
of  individual,  260. 
assumed,  260. 
man's  own  name  as,  260. 

of  old  business  may  be  used  by  purchaser  of  goodwill,  315. 
does  not  survive,  322. 
And  see  Goodwill. 

Tkade  Secret,  186,  287. 

when,  may  be  used,  288. 

contract  not  to  use  or  divulge,  288, 

name  of  article  manufactured  by  means  of,  289. 

not  to  be  used,  without  knowledge  of,  289. 

passes  with  owner's  personal  estate,  290. 
settlement  of,  290. 
mode  of  dealing  with,  290. 
fraudulent,  ^91. 

Trade  Sign,  271. 

''Trafford,"  137. 

Transfer,  Transmission 

of  trade  mark,  9,  98,  342,  365. 

of  signature  mark,  32. 

on  bankruptcy,  10,  104. 

on  formation  of  a  partnership,  105. 

on  dissolution  of  a  partnership,  106. 

on  death  of  owner,  107. 

of  a  series  of  marks,  108,  337. 
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Transmission  of  Fee, 
form  of,  474. 

And  see  Trade  Mark. 

Transmittee, 

registration  of  assignee  or,  104,  359,  365,  408,  470. 

Trap,  ^ 

no  injunction  to  restrain  an  infringement  resulting  from  a, 
140. 

"  Traveller,  The,"  294. 

"  Treasury," 

definition  of,  393. 

Treaty 

with  the  United  States,  663. 

"  Trenton  " 

saws,  75,  644. 

Trial 

of  action  for  infringement,  without  a  jury,  175. 
of  opposed  application,  mode  of,  406. 

"  Triangle  " 

beer,  35,  131,  349. 

"  Trilby,"  44. 

"  Triticumina  " 
food,  40,  371. 

"  True  Britannia,  The,"  294. 

Trust 

not  to  be  entered  on  register,  98,  365. 

*'  Tucker  Spring-Bed,"  58. 

"  TuERK  Water  Motor  Co.,"  258. 

Tunis,  539. 

"Turin" 

cloth,  60,  68. 

"  TuRTON  and  Sons,"  261. 

"  TussAUD,"  258,  259. 

"  Twin  Brothers  " 
yeast,  61. 

"Two 

elephant"  yarn,  131,  515. 

or  more  marks  used  on  same  goods,  181. 

"Tycoon" 
tea,  60. 
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Type, 

use  of  ordinary,  in  label,  333. 

cases  of  alteration  of  marks  in  respect  of,  381,  383. 

"  Typogbaph,"  44. 


Ultimate 

purchaser,  deception  of,  sufficient  to  constitute  infringement, 
6,  11,  116,  132,  158,  164,  221. 

Unauthorised  Use  of  Name,  531. 

Unfounded  Charges, 
costs  of,  238. 

' '  United 

Service  "  soap,  43,  68. 

States,  registration  of  trade  marks  in,  337,  539,  633. 

Act  of  1870..  337,  633. 

declared  invalid,  633. 

Act  of  1875.  .640. 

Act  of  1881..  642. 

Act  of  1882..  648. 

rules  for  registration  of  trade  marks  in,  648. 

trade  marks  of  aliens  protected  in,  14,  84. 

distinguished  from  labels  and  designs  in,  634. 

jurisdiction  of  circuit  courts  in  cases  of,  636. 

what  are  lawful,  in,  636. 

descriptive,  637,  644. 

or  deceptive,  637. 

geographical  names  as,  75,  637. 

numerals  as,  637. 

vessels  of  peculiar  shape,  637. 

alternative,  95,  638. 

names  as,  638. 

deceptive,  638. 

interferences  in  cases  of,  639. 

wrongly  registered,  no  means  of  removing 

from  register,  640. 
treaty  between  Great  Britain  and  the,  663. 

"Universal  Life  Assurance  Society,  The,"  257,  526. 

Unlawful  Possession 
of  public  stores,  631. 

Unnecessary  Litigation, 
costs  of,  240. 

Unregistered 

trade  name  protected,  250. 

Untrue  Allegation  of  Eegistration,  145, 

Use, 


directions  for,  285. 
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Usee, 

length  of,  formerly  required  for  acquisition  of  trade  mark,  8.3. 

latterly  considered  unnecessary,  86. 

as  a  trade  mark,  what  is,  45. 
registration  may  precede,  89. 
only  gives  a  right  in  resi^ect  of  the  goods  on  which  the  mark 

has  been  used,  90,  141,  336. 
limits  of  rights  acquired  by,  90. 
registration  of  trade  mark  equivalent  to,  7,  19,  84,  109,  354, 

397. 
new,  of  old  mark,  91. 
in  circulars,  140. 

of  genuine  trade  mark  wrongfully,  142,  154. 
of  predecessor's  name,  211, 
of  word  "patent,"  213. 
necessary  to  constitute  an  old  mark,  336. 
abroad,  not  equivalent  to  British  user,  15,  46,  347. 
comparison  of  marks  in  manner  of  actual,  348,  370. 
fair,  to  be  assumed,  348. 

of  name  with  trade  mark,  not  abandonment  of  mark,  112. 
by  others,  no  defence,  unless  mark  is  common,  223. 
of  title  of  publication,  necessary  for  its  protection,  298. 


Valuation 

of  goodwill,  326. 

"  Valvoline  " 

oil,  41,  48,  56,  58,  61,  67,  356,  371. 

"Vanity  Fair" 

cigarettes,  68,  180. 

Varying  Entry  on  Register, 
rectification  by,  372. 

Vendible  Article, 

the  mark  must  be  on  a,  9,  88,  109. 

Vendor 

of  business  and  goodwill  may  recommence  business,  206,  309. 
but  must  not  interfere  unfairly  with  purchaser, 
310. 

restrained,  though  no  express  covenant,  312. 

of  goods  falsely  marked,  innocent,  101. 

"  Victoria,"  29. 

lozenges,  58,  181. 

Victoria,  Colony  of, 

combination  of  marks  not  registrable  in,  81. 

"A'ienna" 

bread,  73,  134. 

s.  3  c 
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"  Violin  School,  Loder's,"  294. 
"  Vulcan  P^iraffin  Matches,"  137. 


Waggons, 

name  of,  274. 

''Wamsutta" 
goods,  137. 

Wareiiousem:en 

in  charge  of  goods  falsely  marked,  192. 

"  Warner's  Safe  Cure,"  263. 

Warrant,  Eoyal,  570. 

Warranty 

given  by  trade  mark,  2,  5. 

of  painting  by  painter's  name,  196. 

under  the  Merchandise  Marks  Act,  1887 .  .  196,  569. 

"  Warren  Hose  Supporter,"  31. 

"Washerine"  Soap,  40,  41,  67,  371. 

Watches, 

clocks  and,  572,  626. 

application  of  Merchandise  Marks  Act,  1887,' to,  565,  620. 

Order  in  Council  as  to,  573,  622. 

AVater  Mark 

in  paper  is  a  registrable  brand,  332. 

"  Water  of  Ayr  " 
stone,  59,  75. 

''  Waverley,"  644. 

"  Waverley  Hotel,  The,"  273. 

^'W.  C." 

as  a  mark,  77. 

"Wedgwood" 
potterj^  30. 

Weight, 

false  pretences  as  to,  154. 

relief  refused  to  persons  who  sell  short,  213. 

Weights 

and  measures,  605,  606,  607. 

Western  Australia,  539. 

■"  Western  or  Mason's  Hotel,  The,"  273. 
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"  Weston's  Wizard  Oil,"  31,  68. 

Wharfixgers, 
lien  of,  192. 
costs  of,  236. 

What  is 

a  trade  mark  ?  18. 

first  class  :  a  name,  23. 

second  class  :  a  signature,  31. 

third  class  :  a  distinctive  device,  mark,  brand, 

heading,  label,  or  ticket,  33. 

fourth  class:  invented  words,  41. 

fifth  class  :  non-descriptive  words,  43. 

sixth  class  :  old  marks,  44. 

a  fancy  word  or  words  not  in  common  use,  38. 

"  What  Cheer  House,  The,"  272. 

"  Wheeler  and  Wilson's  Sewing  Machines,"  55,  529. 

"White  Chemical  Extract,"  59. 

"  Whitstable  Native  Oysters,"  48. 

"Wilder  and  Co.'s  Stomach  Bitters,"  31. 

"  Wilkie" 

ploughs,  30. 

•' William  Ash  " 
metal  goods,  29. 

* '  Willoughby  Lake,  "137. 

"  WiNSLOw's  Soothing  Syrup,"  30. 

"  Wistar's  Balsam  of  Wild  Cherry,"  60. 

"Wizaed" 
oil,  68. 

"  Wolfe's  Aromatic  Schiedam  Schnaits,"  30. 

"Wonderful  Magazine,  The,"  292,  521. 

"Woods'  Hotel,"  273. 

"  WoRCESTp:RsniRE  Sauce,"  10,  51,  73,  76,  262. 

Wording, 

cases  of  alteration  of  mark  in  respect  of,  378,  381,  383. 

Words 

in  common  use  or  descriptive,  no  trade  mark,  3,  49j  54,  57, 

62,  370. 
not  necessary  to  constitute  false  representation,  154. 
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Words — continued. 

which  will  not  be  registered,  336,  4(57,  468. 
in  other  than  Eoman  characters  to  be  translated  on  applica- 
tion, 93,  465. 
And  see  Trade  Mark. 

"  Wotherspoon's  Victoria  Lozenges,"  181. 

Writ 

of  summons  with  indorsement,  form  of,  508. 

Wrongful 

service  of  writ,  out  of  the  jurisdiction,  173. 
seizure  by  customs,  568. 
user  of  genuine  trade  marks,  143,  154. 
user  o-ives  no  title,  87. 


"  Yankee  Soap,"  60,  68. 

"  Yorkshire  Eelish,"  45,  51,  73,  250,  371, 

"  Zephyr  Asiatic  Walnut  Pipe,"  40. 
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